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Delson  v.  Sampliner  v.  Meyers 367 

Petition  for,  may  be  brought  after  termination  of  interference.     In  re  Pitts- 

buig  Brake  Shoe  Company 78 

Question  at  issue.    Ex  parte  Wenzelmann  and  Overholt 218 

Use  by  one  party  only.    Kneisly  v.  Kaisling 12 

B. 
Reduction  to  practice: 

Whitney  V.  Brewer • 127 

Combination  of  elements.    Hufif  v,  Gulick 102 

Commercial  practicability  not  necessary  to  constitute.    Emerson  v.  8an« 

ders 14 
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Keduction  to  practice — (Continued.  Wl 

Delay  in,  by  the  first  to  conceive  and  reduce  to  practice  immaterial.    Rog« 

en  V,  Lang 382 

Evidence  of.    *Putnam  v.  Wetmore  and  Niemann 537 

Machine  aa  evidence.    Dietz  and  Dietz  v.  Quaaman 139 

Not  simple  device,  teat  necessary.    Rinehart  v.  Gibson 387 

Simple  devices.    Hett  v.  Swinnerton 231 

Sufficiency  of  testimony.    Wetmore  and  Niemann  v.  Putnam 190 

References: 

Patent  granted  subsequent  to  date  of  applicatitm  against  which  it  is  oiled. 

Ex  parte  Bryan 146 

Published  decision  of  the  Commissioner  of  Paten ta  as.    Ex  parte  Patterson.      142 

Rehearing: 

Power  inherent  in  judicial  tribunal.    Ex  parte  Naylor 40 

Reinstatement  of  canceled  claims: 

No  right  to  make  in  earlier  application  not  ground  for  reinstatement  in 
leiaBue.    Ex  parte  Wilson ,    87 

Reissue: 

Applicatian  for,  to  correct  erron  or  enkige  clatma  on  dififereot  footing, 
showing  for  first,  not  necessarily  sufficient  for  second .    Ex  parte  Tilden . .      265 

Authority  of  Examiner  to  act  upon.    Ex  parte  Bayles 76 

Broader  claims.    *In  re  Marconi » 483 

Delay  in  filing  application  for.    Ex  parte  Tilden 265 

Diviflionai  applicaticma,  authority  ot  Conamiarioner  to  iasue  patents  of 

different  dates  upon.    Ex  parte  Bayles 76 

Only  for  invention  covered  by  original  patent.    Sovereign  and  Lenders 

V.  LiUie 402 

Patentability.    Ex  parte  Palmer 146 

Requirement  to  cancel  new  matter.    Ex  paite  Taylor 309 

Rejection  of  claims: 

Inoperative  process.    Ex  parte  Wynne 84 

Renewal  of  forfeited  applications: 

Authority  of  attorney  to  file  petition  for.    LeBrou  v.  Nix 110 

Res  adjttdicata: 

Advene  dedakm  in  interference.    Ex  parte  Temple  and  Ooodrum 70 

Assignee.    Ex  parte  Temple  and  Goodrum 70 

Patentability.    Ex  parte  Temple  and  Goodrum 70 

Right  to  make  claims: 

Smith  and  Larsen  v.  Hill 97 

Right  to  patent: 

Not  forfeited  by  delay  in  filing  application,  if  no  suppression  or  conceal- 
ment of  invention.    Walker  V.  Lederer 177 

8. 

Sale  of  patented  machine: 

Violation  of  agreement.    **Henry  et  al.  v.  A.  B.  Dick  Company 675 

State  laws: 

Article  not  immune  from  action  of,  because  patented.    **Henry  et  al.  v. 

A.  B.  Dick  Company 575 

Specifications: 

Laudatory  statements  barred.    Ex  parte  Greig 224 

Second  substitute  not  necessary  where  amendments  are  clear.    Ex  parte 
HilUker 318 
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Suits  for  infringement:  Pi^ 
Use  of  patented  device  with  improyementB,  leoovery  of  profits,  ehowiog 
required.    **Wefltinghonfle  Electric  it  Manufacturing  Company  v,  Wag- 
ner Electric  and  Manufacturing  Company 641 

T. 
Testimony: 

Acceptance  of,  by  Examiner  of  Interferences.    Klenk  v.  Kruse 135 

Failure  to  insist  upon  objections  before  lower  tribunals  constitutes  a  waiver. 

*SanderB  v,  Emerson 437 

Irrelevant  properly  excluded.    *Weintraub  v.  Hewitt  and  Rogers 4M 

Leading  questions.    *Midgley  ».  Ward 442 

Motion  for  leave  to  take  m  a  foreign  country.    Winn  v.  Thuillier  v.  Frisbee 

and  Baker 210 

Motion  to  suppress.    Reed  A  Carnrick  v.  Waterbury  Chemical  Company « ..      281 

Objection  to  form  of  question.    ^Sanders  v.  Emerson 437 

Permission  to  take  as  to  date  of  publication.    Graham  v,  Langhaar 92 

Presumption  from  failure  to  call  witness.    Steinbeiger  v.  Hewlett 323 

Rebuttal  and  surrebuttal.    Dietz  and  Dietz  v.  Gussman 139 

Refusal  of  witness  to  answer,  request  for  order  to  compel.    Reed  &  Caru- 

rick  V.  Waterbury  Chemical  Company 281 

Trade-marks:' 

Abandonment- 
Evidence  of  intention.    Levering  Coffee  Co.  v.  Merchants  Coffee  Co. .      187 
Showing  required.    *Levering  Coffee  Company  v.  Merchants  Coffee 

Company 547 

Showing  required  to  establish .    Madam  Irene  v.  Schweinburg 114 

Anticipation- 
Ex  parte  Sims leo 

Color  bands  for  pen  and  pencil  refused  registration  on  prior  registra- 
tion.-  Ex  parte  Eagle  Pencil  Company 125 

Canceled  registration  granted  to  non-existant  corporation  not  to  be  rein- 
stated.   Ex  parte  American  Rolling  Mill  Company 343 

Cancelation  of  registration— 

Application  for  dismisBed.    *DeitBch  Brothers  v.  Loonen 531 

Authority  of  the  Commissioner  of  Patents.    Ex  parte  American  Rolling 

Mill  Company 343 

Petition  for  su^ained.    *Cannel  Wine  Company  v.  California  Winery.      428 

Showing  required     Michigan  Tea  Rusk  Co.  v.  Holland  Rusk  Co 85 

Under  act  of  1870.    Walter  Baker  A  Company,  Ltd.,  v.  Worth 109 

Oonstruction  of  trade-mark  acts.    *Deitsch  Brothers  v.  I>oonoTi 531 

Deceptively  similar — 

Alexander  Milling  Company  v.  Vernier 26 

Jackson  Company  v,  Rogers  &  Thompson 22 

*In  re  John  Braadland,  Limited 432 

Disclaimed  features  in  a  prior  registration  do  not  constitute.    Ex  parte 

Lake  Region  Packing  Association 413 

Discretion  of  examiner  of  trade-marks  not  reviewed  on  appeal  except  where 
such  discretion  has  been  abused .    Blanke  Tea  &  Coffee  Company  v.  Hirbh      243 

Foreign  applicant.    *I>eitsch  Brothers  v.  Loonen 531 

Fraudulent  use  of .    *Deit8ch  Brothers  v.  Loonen 531 

Goods  of  the  same  descriptive  properties — 

Beverage  containing  smaU  per  cent  of  alcohol  and  beer.    *In  re  Inde- 
pendent Breweries  Company 559 
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Trade-marks— Oontinaed.  Paie. 

Goods  of  the  same  descriptive  properties — Continued. 

*  *  Black  filler  "  and ' '  white  lead  and  oxids  of  lead .  * '    Keystone  Paint  & 
Filler  Go.  v.  National  Lead  d  Oil  Co.  of  Pa.  v.  Keystone  Varnish 

Co.  V,  Pupatv.  Lines 405 

Butter  and  oleomaigarin.    John  F.  Jelke  Co.  v,  Emil  Fleischel  &  Son.        63 

Canned  fish  and  canned  salmon.    Ex  parte  Sims 160 

Cotton  sheetings  and  shirtings,  and  silk,  and  cotton  and  silk  mixed 

piece  goods.    Jackson  &  Company  v.  Rogers  A  Thompson 22 

distilled  water  and  peroxid  of  hydrogen  not.    Consumers  Company  v. 

Hydrox  Chemical  Co 261 

Laundry  soap  and  soap  and  saponified  shampoo  preparation.    Ex  parte 

Goodrich  Drug  Co 303 

Silk  and  shirtings,  cambric,  etc.    Ex  parte  Rosenthal  Brothers 228 

Sweetened  chocolate  and  candy  and  coffee  not.    Stollwerck  Brothers, 

Inc. ,  V.  "  Lucema  "  Anglo-Swiss  Milk  Chocolate  Co.  v,  Hoffman 359 

Syrups  for  flavoring  beverages  and  ginger  ale,  etc.    Ex  parte  Allgoever.      293 
Test  to  determine.    Johnson  Educator  Food  Co.  v.  Sylvanus  Smith  A 

Co.,  Inc 27 

*Johnson  Educator  Food  Co.  v,  Sylvanus  Smith  &  Co.,  Inc 440 

Incorporation  of  the  mark  of  another  as  essential  feature.    *Carmel  Wine 

Company  v.  California  Winery 428 

Interference — 

Of  foreign  application  with  prior  registration,  showing  required.    W.  A. 
Ross  dc  Brother,  Ltd.,  v,  Louis  BeigdoU  Brewing  Company  v.  Green« 

way  Brewing  Company 180 

Priority  of  adoption  and  use — 

Levering  Coffee  Company  v.  Merchants  Coffee  Co 187 

^Levering  Coffee  Company  v.  Merchants  Coffee  Company 547 

Letters  '^ECo"  refused  registration  on  "E.  J.  Co.''  for  same  class  of  goods. 

Ex  parte  Elliott  Jewelry  Company ; 317 

Letters  '^EJCo''  refused  registration  on  '^  E.J.  Co."  for  same  class  of  goods. 

Ex  parte  Elliott  Jewelry  Company 96 

May  not  be  assigned  in  gross.    *Jackson  Corset  Company  v,  Cohen 534 

Motion  to  dissolve  interference.    Goebel  &  Sons  Grocer  Company  v.  John- 
son       207 

Motion  to  suppress  testimony,  consideration  of  at  final  hearing.    Reed  & 

Camrick  v.  Waterbury  Chemical  Company 281 

Not  non-registrable  because  of  sisse  or  because  integral  with  the  goods.    Ex 

parte  Gamewell  Fire- Alarm  Telegraph  Company 394 

Opposition  to  registration — 

Contemporaneous  use  during  ten-year  period — 

Brakeley  v.  Sears  dc  Nichols  Co 144 

*Sears  db  Nichols  Company  i?.  Brakeley 517 

Filed  by  registrant,  cross-bill  for  cancelation  of  oppoeer's  registration 

not  permissible.    Burton  Medicine  Co.  v.  United  Drug  Co 166 

Modification  of  application  after  adverse  decision.    Ex  parte  Vi-Stix 

Products  Company * . .        54 

Motion  to  suppress  testimony.    Reed  db  Camrick  v.  Waterbur}'  Chem- 
ical Company 281 

Natural  expansion  of  previous  business.    Consumers  Company  v. 

Hydrox  Chemical  Co 261 

Oppoeer  has  no  standing  ^en  using  neither  the  mark  nor  one  similar. 
(Siilton  Printing  Co.  v.  Class  Journal  Co 251 
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Tntde-markB— Continued.  Pap; 

Opposition  to  regiBtration-<k>ntinued. 

Similarity  of  marks.    Underwood  Typewriter  Go.  «.  Uniyeraal  Steno- 

typeOo 386 

Under  ten-years'  clause,  exclusive  use  not  had.    *C.  A.  Gambrill 

Manufacturing  Company  v.  Waggoner-Gates  Milling  Company 643 

Witnesses,  refusal  to  answer  questions.  Reed  &  Camrick  v.  Water- 
bury  Chemical  Company 281 

Particular  description  of  goods.    Ex  parte  F.  R .  Chamberlain  Company 26 

Priority  of  adoption  and  use.    *Cannel  Wine  Company  v,  California  Winery .      428 
Property  rights  in.    Johnson  Educator  Food  Co.  v,  Sylvanus  Smith  &  Co., 

Inc : 27 

Protection  of  rights  of  registrant.    *Summit  City  Soap  Works  v.  Standard 

Soap  Company 430 

Registrable  under  ten-years'  clause  must  have  been  used  as.    Ex  parte 

Gamewell  Fire-Alarm  Telegraph  Co 394 

Registration- 
Granted  to  non-existant  corporation.    Ex  parte  American  Rolling  Mill 

Company 343 

Mark  to  be  considered  in  entirety.    *Schweinfurter  Pracisions-Kugel- 

Lager-Werke  Fichtel  A  Sachs,  In  re 466 

Registration  refused — 

Bands  of  color,  on  prior  registration,  mark  differing  in   color  only. 

Ex  parte  Eagle  Pencil  Company 126 

Certain  curved  lines  as  mere  ornamental  features  of  a  door.    Ex  parte 

(ramewell  Fire-Alarm  Telegraph  Company 394 

Junior  party  where  evidence  failed  to  show  abandonment  by  senior 

party.    Madame  Irene  v.  Schweinbuig 114 

The  representation  of  a  ball*>bearing  and  the  letters  F  A  S  f or  ball- 
bearings, as  a  descriptive  mark.    Schweinfurter  Pracisions-Kugel- 

Lager-Werke  Fichtel  A  Sachs 465 

The  representation  of  a  horse  grazing,  for  artificial  butter,  on  the  word 
"  Pony  "  and  the  representation  of  the  head  of  a  pony  for  goods  of  the 
same  descriptive  properties.    Ex  parte  Utrecht  Export  Cy.  Griendt 

Brothers,  Ltd 304 

Second  registration,  authority  of  the  Commissioner  of  Patents  to  grant.    Ex 

parte  Shinola  Company 99 

Selling  agent  of  several  associations  not  entitled  to  register  mark  used  by  all. 

Strawn  V.  Ontario-Cucamonga  Fruit  Exchange 346 

Similarity  of  marks— 

*Summit  City  Soap  Works  v.  Standard  Soap  Company 430 

Consent  of  prior  registrant,  doubt  resolved  in  favor  of  applicant.    J.  & 

Riley  Carr  v.  William  Schollhom  Company,  et  al 222 

Features  to  be  considered.    Holt  it  Co.  v,  Kansas  Milling  &  Export  Co .      333 
Such  as  to  cause  confusion  to  the  public.    Ex  parte  Reisch  Brewing  Co.        34 
Specific  statement  of  goods  required.    Ex  parte  Franklin  MacVeagh  A 

Company 368 

Ten-years'  clause,  exclusive  use — 

*H.  Becker  &  Company  v.  C.  A.  Gambrill  Manufacturing  Company. . . .      503 

Ex  parte  Soci^t^  Anonyme  Des  Usines  Remy 8 

Testimony  sufficient  to  establish  use  of.    Yoegeli  Brothers  Drug  Company 

V,  Knox 391 

Tnnsfer  of  businesB,  mark  carried  by.    ^Jackson  Corset  Company  v.  Cohen .      534 
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Ttade-marks— Continued.  Fit*. 

The  words — 

"Amber  Bead"  for  beer  refused  registration  on  the  word  "Amber  " 
*In  re  Independent  Breweries  Company 559 

''The  Automobile  Trade  Directory"  for  a  publication  registrable  over 
itie  words  "The  Cycle  and  Automobile  Trade  Journal."  Chilton 
Printing  Co.  v.  Class  Journal  Co 6i 

"Automobile  Trade  Directory"  not  such  descriptive  term  as  to  fall 
within  the  statute.    Chilton  Printing  Co.  v.  Class  Journal  Co 251 

"Boy  Scout, "  for  leggii^,  gloves,  and  mittens,  refused  registration 
as  either  descriptive  or  deceptive.    Ex  parte  Warner 181 

"Bras-Brite"  for  a  polishing  compound  refused  registration  as  a  de- 
scriptive term  misspelled.    Ex  parte  Sherwin-Williams  Company. .      226 

"Coro "  for  ink  refused  registration  on  the  word  "Corolla. "  Thaddeus 
Davids  Co 162 

"Crystal  Domino"  for  sugar  refused  registration  on  the  word  "Dom- 
ino."   Ex  parte  American  Sugar  Refining  Company 157 

''Duiham-Domino"  for  razors  refused  registration  on  the  word  "Dom- 
ino "  and  the  representation  of  a  domino.  Ex  parte  Durham  Duplex 
Razor  Company ??09 

"Evergreen"  for  canned  fruit  and  vegetables  refused  registration  as 
descriptive  term — 

Brakeley  v.  Sears  d  Nichols  Co 144 

*Sears  ^  Nichols  Company  1).  Brakeley 517 

''Golden  State"  for  certain  named  foods  refused  registration  as  a  geo- 
graphical term.    Ex  parte  Goldberg,  Bowen  A  Co 272 

"Harbor  Light,"  "Harbor,"  and  "Light  House,"  each  associated 
with  the  picture  of  a  lighthouse,  not  to  be  applied  to  goods  of  the 
same  descriptive  properties.    Ex  parCe  Sims 1(K) 

"Hygeia"  for  coffee  not  a  descriptive  term.  Levering  Coffee  Com- 
pany V.  Merchants  Coffee  Co 187 

"Hygeia"  for  coffee  refused  registration  use  having  been  abandoned. 
•Levering  Coffee  Company  v.  Merchants  Coffee  Company 547 

"Kitchen  Queen"  refused  registration  on  the  words  "Queen"  or 
"Queen  Quality"  for  goods  of  the  same  descriptive  properties. 
B.  Fischer  A  Co.  v.  John  Blaul's  Sons  Company  r.  Columbia  Rice 
Packing  Co.,  Ltd 280 

"Master-Craft"  for  suits  and  overcoats  refused  registration  as  descrip- 
tive term.    Ex  parte  Hershberg  d  Company 364 

"Modulation"  for  steam  heating  and  ventilating  apparatus  refused 
registration  as  a  descriptive  term.  Ex  parte  Warren  Webster  Sc 
Company 2 

"Nobility  "  for  wheat  flour  refused  registration  on  the  word  "Noblesse. " 
Holt  &  Co.  V.  Kansas  Milling  A  Export  Co 333 

"Orange  Grove"  for  flour  refused  registration  as  a  geographical  term. 
*H.  Becker  A  Company  v.C.A.  Gambrill  Manufacturing  Company. .      503 

"Purock"  for  distilled  water  refused  registration  on  the  word  "Pure- 
oxia."    Ex  parte  Charles  E.  Hires  Company 203 

"Red  Man"  refused  registration  as  the  equivalent  of  prior  registra- 
tions in  which  the  picture  of  an  Indian  predominates.  Ex  parte 
Revere  Rubber  Company 248 

"Rex-0-Tone"  for  a  syrup  for  flavoring  beverages  on  the  word  "Rex" 
for  goods  of  the  same  descriptive  properties.    Ex  parte  Allgoever 293 
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Tiade-marlcB— Continued.  Page. 

The  words-^Jontinued. 

''Signature"  for  ink  refused  registration  as  a  descriptive  term.    Ex 

parte  Thaddeus  Davids  Co 75 

''Stanch  "  for  files,  registrable,  not  a  descriptive  term.    J.  &  Riley  Carr 

V.  William  SchoUhom  Company  et  al 222 

''Tika"  for  writing  and  printing  paper  refused  r^iistration  on  the  word 

"Swastika."    Ex  parte  J.  C.  Blair  Company 244 

'"Trophy"  for  coffee  refused  registration  as  a  descriptive  term.    *In 

re  Meyer  Bros.  Coffee  and  Spice  Co 490 

"Tungsteel"  for  rasors  refused  registration  as  a  descriptive  term.    Ex 

parte  Shumate  Razor  Company 295 

**Velvetina"  for  soap,  etc.,  refused  registration  on  the  word  "Velvet" 

for  soap  for  laundry  use.    Ex  parte  Goodrich  Co SOS 

Use  of,  for  goods  of  different  descriptive  properties.    Johnson  Educator 

Food  Co.  V.  Sylvanus  Smith  ic  Co.,  Inc 27 

Use  of  on  samples  insufficient  to  establish  the  right  to.    Paterson  v.  Hay. .      320 

Use  of  Red  Cross.    *Deitsch  Brothers  v.  Loonen...^. : 531 

Valid  mark.    Chilton  Printing  Co.  v.  Class  Journal  Co 251 

Tribunals  of  the  Patent  Office: 

Concurrent  decisions  of,  entitled  to  great  weight— 

*HeaIey  V.  Inwood  and  Lavenberg 448 

♦Weintraub  v.  Hevritt  and  Rogers 466 

Decisions. of  will  not  be  disturbed  except  for  manifest  error.    *Healey  v. 
Inwood  and  Lavenberg 448 
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DECISIONS 

or  THE 

COMMISSIONER  OF  PATENTS 

FOB 

THE  YEAR  1912. 


Ex  PARTE  Taylor. 

Decided  October  SO,  191U 

174  O.  G..  287. 

AmjCATIOlf^PBOSBOimOH — ^DlCLABATION   OF   INTEBFEBBNCE. 

Where  the  Bxamlner  held  that  a  design  for  an  antomoblle-lamp  was  not 
patentable  in  view  of  the  references  of  record.  Held  that  he  properly 
refused  to  declare  an  interference  with  a  prior  patent  for  a  design  for  a 
similar  lamp. 

On  Petition. 

DESIGN   FOB  Alf  AUTOMOBILE   HEAD-LA1IP« 

Mr,  E.  E.  Stehhins  for  the  applicant. 

Moore.  Commissioner: 

This  is  a  petition  from  the  refusal  of  the  Examiner  to  declare  an 
interference  between  this  application,  which  is  for  a  patent  on  a 
design  for  an  automobile  head-lamp,  and  the  patent  to  Apple,  No. 
41,611,  also  covering  a  design  for  a  vehicle-lamp. 

The  applicant  insists  that  there  is  an  interference  in  the  subject- 
matter  in  these  two  cases  and  points  to  the  statement  of  the  Exam- 
iner in  answer  to  the  petition,  wherein  he  says: 

If  it  should  be  held  on  appeal  that  applicant's  design  is  not  anticipated  by 
the  references  of  record,  the  interference  will  be  declared  promptly  between  the 
application  and  the  design  patent  referred  to. 

Petitioner  further  argues  that  if  the  two  designs  become  identical 
as  the  result  of  the  appeal  they  are  identical  prior  to  the  appeal  and 
that  therefore  the  interference  should  not  be  made  to  depend  upon 
the  outcome  of  such  appeaL 
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*   •  , 

The  fact,  however,  th&{;  this  application  stands  rejected  on  the 

prior  art  is  controlling*;!];^  *the  present  situation.    The  Examiner  has 

stated  that  in  his  ppjiuon  the  applicant's  design  is  unpatentable  over 

the  art  cited,  i^Kilv^'that  shown  in  the  Apple  patent  is  patentable 

over  such  aftJ^^?iclt,  whether  this  is  true  or  not,  it  is  clear  that  an 

interference.^*Qsmnot  be  declared  involving  the  present  application 

until  t^e  snb]ect-matter  thereof  is  found  to  be  patentable,  and  it  is 

unneijes^ary  to  consider  here  whether  the  Apple  patent  was  properly 

3]W*^£"d  over  the  references. 
•  *  *  * 
'\The  petition  is  denied. 


Ex  PARTE  Warhbn  Webster  A  Company. 

Decided  'November  20,  1911. 

174  O.  G.,  287. 

Tbade-Marks — ^Descriptive — "Modulation"    fob    Steam-Heatino    ahd    Vek- 

TILATINO  APPABATUS. 

The  word  ''Modulation"  Held  descriptive  as  applied  to  steam-heating 
and  ventilating  apparatus,  and  hence  not  registrable  as  a  trade-mark 
therefor. 

On  Appeal. 

TBADE-MABK  fob  STEAM-HEATINO  SYSTEMS. 

Mr.  Rvdolph  M.  Hunter  for  the  applicants. 

Moore,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  word  "  Modulation  "  as  a  trade-mark 
for  steam-heating  and  ventilating  apparatus,  on  the  ground  that  it 
is  descriptive  of  a  characteristic  or  quality  thereof. 

The  Examiner  cites  the  definition  of  the  word  "  modulation  '*  as 
found  in  the  Century  Dictionary — 
a  state  or  condition  reached  by  a  process  of  modulating,  modifying,  or  varying, 

and  has  also  drawn  attention  to  a  patent  owned  by  applicants  for 
registration  in  which  the  following  language  is  used : 

The  object  of  my  invention  is  to  provide  a  simple  construction  of  valve  espe- 
cially adapted  as  a  modulation -valve  for  use  in  steam-hen  ting  systems  and  more 
especially  for  controlling  the  supply  of  steam  to  the  radiator  thereof,  whereby 
predetermined  amounts  of  steam  may  be  admitted  to  the  radiator  to  suit  the 
particular  heating  requirements  thereof. 

In  my  opinion  the  word  "  Modulation  ^  is  descriptive  of  the  char- 
acter of  the  goods  in  the  same  way  that  the  expression  "  Getwell " 
is  descriptive  of  a  medicine,  as  it  has  been  held  to  be.    {In  re  Anti* 
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Cori'Zine  Comparty,  C.  D.,  1910,  291;  161  O.  G.,  452;  U  App.  D.  C-, 
191.) 

It  is  believed  tllat  the  registration  was  properly  refused. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


PoFB  V.  McKbnzie. 

Decided  June  6,  191  J. 
174  O.  G.,  583. 

I2?TBBFBRFNCE — PrIOBITT. 

Priority  Held  properly  awarded  M.,  since  the  evidence  falls  to  establish 
that  P.,  the  junior  party,  had  a  conception  of  the  invention  prior  to  M's 
filing  date,  or  if  he  be  assumed  to  be  the  first  conceiver  that  he  was  diligent 
at  the  Ume  M.  entered  the  field. 

Appeal  from  Ezaminers-in-Chief. 

APPAaATUS  rOB  DISniXIHO  WOOD. 

Messrs.  Kay^  Totten  dk  Winter  and  Mr.  Frederick  W.  Winter  for 
Pope. 
Messrs.  Redding^  Greeley  <6  Austin  for  McKenzie. 

MooRB,  Cornmissioner : 

This  is  an  appeal  by  Pope  from  the  decision  of  the  Examiners-in- 
Chief  reversing  the  decision  of  the  Examiner  of  Interferences  and 
awarding  priority  of  invention  to  McKenzie. 

The  issue  is  in  three  counts,  as  follows : 

1.  An  apparatus  for  the  extraction  of  turi)entinep  etc.,  from  wood,  comprising 
a  closed  vessel  for  the  reception  of  the  wood  to  be  treated  provided  with  inlet 
and  outlet  for  the  bath  and  combined  products  respectively,  a  vessel  for  the 
reception  of  tbe  bath  and  combined  products,  means  for  circulating  the  bath 
between  the  two  vessels,  means  for  introducing  steam  into  the  bath  in  the 
second^iamed  vessel,  means  for  condensing  the  vapors  from  the  second-named 
vessel,  and  means  for  reheating  the  bath  on  Its  return  from  the  second-named 
vessel  to  the  first-named  vessel. 

2.  An  apparatus  for  the  extraction  of  turpentine,  etc.,  from  wood,  comprising 
a  vessel  for  the  reception  of  the  wood  to  be  treated  provided  with  inlet  and 
outlet  f6r  the  bath  and  combined  products  respectively,  a  vessel  for  the  recep- 
tion of  a  portion  of  the  bath  with  which  the  wood  has  been  treated,  means  for 
circulating  a  portion  of  the  bath  between  the  two  vessels,  means  for  introducing 
steam  Into  the  portion  of  the  bath  in  the  second-named  vessel  to  remove  the  ex- 
tracted products,  and  means  for  condensing  all  the  vapors  from  the  second- 
named  vessel. 

S.  An  apparatus  for  extracting  products  from  wood,  a  retort  in  which  the 
wood  la  to  be  treated  with  a  bath,  a  vaporizing-chamber  connected  to  the  retort, 
means  for  maintaining  pressure  in  said  retort,  means  for  circulating  the  bath 
from  the  retort  to  the  vaporizing-chamber  and  return,  and  means  for  heating 
the  bath  on  Its  way  back  to  the  retort. 
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McKenzie  is  an  applicant  for  the  reissue  of  his  Patent  No.  852^6, 
the  application  for  which  was  filed  December  30,  1905.  In  his  pre- 
liminary statement  he  alleges  conception  and  discftsure  in  October, 
1903,  drawings  in  May,  1904,  and  reduction  to  practice  in  November, 
1904. 

Pope  is  an  applicant  for  patent,  his  application  having  been  filed 
December  13,  1906,  and  in  his  preliminary  statement  he  alleges  con- 
ception in  July,  1904,  disclosure  in  August,  1904,  drawings  »September 
13,  1904,  and  reduction  to  practice  in  December,  1904. 

From  the  testimony  filed  it  is  clear  that  the  actual  reduction  to 
practice  to  which  each  party  lays  claim  in  his  preliminary  statement 
is  a  single  apparatus  built  by  the  Weed  Distilling  Company  at  Wil- 
mington, N.  C,  about  November  or  December,  1904.  Both  parties 
were  then  associated  with  this  company,  McKenzie  as  vice-president 
and  general  manager  and  Pope  as  superintendent.  The  apparatus 
in  question  was  known  as  the  paving-block  unit,  and  was  the  out 
growth  of  plans  and  efforts  upon  the  part  of  one  Weed,  which  began 
about  May,  1904.  Weed  was  also  the  inventor  of  the  process  and 
apparatus  under  which  the  Weed  Distilling  Company  originally  op- 
erated. His  testimony,  which  would  doubtless  have  tlirown  much 
light  on  the  present  controversy,  could  not  be  obtained  on  account  of 
his  death. 

Weed's  scheme  for  making  paving  blocks,  upon  which  he  began 
working  about  May,  1904,  was  to  first  distil  the  turpentine,  etc.,  from 
the  blocks  and  thereafter  saturate  them  with  some  preserving  com- 
pound, as  usual.  He  conducted  some  experiments  toward  this  end 
on  Mayors  Island  about  May,  1904,  and  ordered  from  the  Richmond 
Iron  Works  iron  tanks  and  other  apparatus  for  use  in  a  full-sized 
plant.  He  also  had  drawings  made,  one  of  which  showed  diagram- 
matically  a  full  apparatus  for  performing  the  distilling  step  of  his 
process.  This  is  in  evidence  as  ^^  McKenzie's  Exhibit,  Cares  Sketch, 
Solid  Bosin  Bath  Apparatus  of  June  2,  1904,"  and,  as  will  be  seen 
later,  clearly  embodies  or  implies  all  the  elements  called  for  by  the 
counts  of  the  present  issue,  except  that  it  does  not  indicate  an  inten- 
tion to  introduce  steam  into  the  bath,  as  called  for  by  counts  1  and  2. 

It  appears  that  Weed,  after  pursuing  the  project  for  sometime  on 
his  own  behalf  and  with  some  effort  at  secrecy,  found  himself  unable 
to  bear  the  expense  and  sold  the  apparatus  being  made  to  his  order 
by  the  Bichmond  Iron  Works,  as  well  as  that  used  on  Mayo's  Island, 
to  the  Weed  Distilling  Company. 

The  paving-block  unit  was  completed  by  this  company  under  Pope's 
care  largely  from  the  material  thus  acquired,  and  during  its  con- 
struction Pope  had  a  drawing  made  of  its  lay-out,  which  is  in  evi- 
dence as  '^  Pope's  Exhibit,  Drawing  of  Paving  Block  Unit."    This 
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drawing  differs  from  the  Cates  sketch  made  for  Weed  in  that  it' omits 
any  suggestion  of  a  stand-pipe  or  other  means  to  produce  pressure 
in  the  distilling-retort,  as  shown  in  the  Cates  sketch  and  called  for 
by  count  3,  and,  further,  in  adding  another  outlet  to  the  vaporizing* 
tank  besides  one  in  the  bottom,  as  shown  by  Cates's  sketch.  This 
additional  outlet  was  made  in  the  side  of  the  vaporizing-tank  about 
thirteen  inches  from  the  bottom  and  was  apparently  put  in  under 
Pope's  direction. 

Assuming  that  the  paving-block  unit  was  built  according  to  this 
exhibit  drawing  of  Pope's,  it  would  have  embodied  the  invention  of 
counts  1  and  2  if  it  was  so  operated  that  the  outlet  in  the  bottom  of 
the  vaporizing-tank  was  closed  and  the  bath  allowed  to  collect  and 
flow  out  the  opening  in  the  side  above  referred  to,  so  that  the  steam 
which  enters  this  tank  through  perforated  pipes  at  the  bottom  might 
be  introduced  "  into  the  bath,"  as  specified  in  these  counts.  There  is 
no  evidence,  however,  that  the  apparatus  was  used  in  this  way  or  that 
if  it  was  its  operation  was  successful  enough  to  demonstrate  the  prac- 
ticability of  the  invention.  (McKenzie  record,  p.  143,  X-Q.  328; 
Pope  record,  p.  12,  Q.  42;  p.  44,  Q.  18;  p.  101,  Qs.  55  and  56.)  As 
above  pointed  out,  the  apparatus  did  not  embody  count  3  because 
there  was  no  means  for  maintaining  pressure  in  the  vaporizing-tank. 

Clearly,  therefore,  the  paving-block  unit  cannot  be  taken  as  a 
reduction  to  practice  of  any  of  the  counts  of  the  issue  by  either  party, 

A  second  plant,  called  the  "  first  distilling  unit,'^  was  built  by  the 
Weed  Distilling  Company,  which  it  is  also  claimed  was  a  reduction 
to  practice  of  the  present  invention.  This  plant  was  started  while 
Pope  wasi  still  superintendent,  but  finished  several  months  after  he 
left  the  company.  There  is  somewhat  more  testimony  as  to  its  suc- 
cess than  is  found  in  regard  to  the  success  of  the  paving-block  unit ; 
but  its  structure  is  even  less  satisfactorily  shown,  and  upon  the  whole 
the  evidence  is  entirely  insufficient  to  ^ablish  this  apparatus  as  a 
reduction  to  practice — certainly  not  for  Pope's  benefit,  for  he  was  not 
present  or  responsible  for  its  completion  and  test. 

There  is  no  other  proof  of  actual  reduction  to  practice  by  either 
party.  Both  parties  must,  therefore,  rely  upon  the  constructive  re- 
duction to  practice  to  which  they  are  entitled  by  the  filing  of  their 
respective  applications,  and  Pope,  the  junior  party,  can  prevail  over 
McKenzie  only  by  showing  that  he  conceived  the  invention  prior  to 
McKenzie  and  was  diligent  in  reducing  U  to  practice  at  and  after 
the  time  McKenzie  entered  the  field. 

The  time  of  McKenzie's  entry  into  the  field  is  very  much  in  doubt. 
His  claims  to  conception  in  1903  are  not  proved  by  the  evidence 
submitted  in  support  thereof  for  reas<ms  clearly  pointed  out  by  the 
tribunals  below,  and  it  seems  doubtful  whether  he  even  had  an  under- 
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standing  of  the  invention,  whether  original  or  not,  until  after  1901. 
In  the  view  I  take  of  the  case,  however,  it  is  immaterial  whether  he 
be  given  a  date  of  conception  earlier  than  the  filing  of  his  original 
Application  on  December  30, 1905,  or  not. 

Pope  admits  full  knowledge  of  the  paving-block  apparatus  as  pro- 
posed by  Weed  and  shown  in  the  Gates  sketch  prior  to  his  alleged 
conception  in  July,  1904.  (Pope  record,  p.  31,  X-Q.  150;  p.  52, 
X-Qs.  279  to  289.)  This  Gates  sketch  discloses  a  structure  which 
satisfies  count  3,  including  the  means  for  producing  pressure  in  the 
distilling-retort,  as  above  indicated.  Pope  urges  that  no  such  means 
is  shown,  but  it  seems  to  be  shown  there  as  clearly  as  in  the  Pope 
application,  the  meakis  being  a  stand-pipe  in  each  case  and  apparently 
of  about  the  same  height.  As  to  counts  2  and  3,  Pope  seems  to  rely 
upon  his  addition  to  the  Weed  apparatus  of  the  pipe  leading  from 
the  side  of  the  vaporizing-tank  about  thirteen  inches  from  the  bottom 
(as  shown  in  the  drawing  made  for  him)  for  evidence  of  conception 
by  him  of  the  invention  covered  therein.  It  has  already  been  pointed 
xNit  that  the  record  fails  to  prove  that  this  outlet  was  the  exit  of  the 
rosin  bath  as  used  or  that  it  was  so  intended.  It  was  only  by  using  it 
an  this  manner  that  the  steam  could  be  introduced  ^^  into  the  bath," 
as  specified  in  counts  1  and  2.  Even  Pope's  application  as  filed  more 
than  two  years  after  the  making  of  the  Pope  exhibit  drawing  of 
paving-block  unit,  into  which  this  feature  was  introduced,  is  strangely 
silent  on  the  question  of  introducing  the  steam  into  the  bath.  This 
is  an  expression  adopted  from  McKenzie's  case,  where  stress  is  laid 
•on  this  point. 

I  do  not  find  that  Pope  had  established  a  conception  of  the  inven- 
tion by  him  prior  to  McKenzie's  filing  date;  but  it  is  clear  that  he 
x^annot  prevail  even  if  he  be  granted  the  benefit  of  a  conception  as 
4:arly  as  alleged  in  his  preliminary  statement,  for  there  is  absolutely 
no  evidence  of  diligence  on  his  part  during  December,  1905,  when 
McKenzie  came  into  the  Oflice  with  an  application,  or  thereafter, 
until  December  13, 1906,  when  his  (Pope's)  application  was  filed. 

The  evidence  in  this  case  is  such  that  the  parties  must,  in  effect, 
4ftand  upon  their  respective  filing  dates,  and  on  these  McKenzie  must 
prevaiL 

Pope  also  urged  that  McKenzie  has  no  right  to  make  a  claim  cor- 
responding to  count  8  of  the  issue.  He  brought  a  motion  to  dissolve 
upon  this  ground,  which  was  denied  by  the  Primary  Examiner.  I 
find  no  error  in  the  holding  of  the  Examiner  on  this  point. 

The  deckion  of  the  Exatniners-in-Chief  is  affirmed. 
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BOTIER  V.  SaMTJBLSON. 

Decided  December  28,  1911. 

174  O.  G.,  684, 

Ihtebtkikncb—Obdbb  to  Show  Gavsk — Motion  to  Dissolvb— DOiJlt  nr 
BameiHe. 
Where  a  party  who  Is  under  order  to  show  cause  why  Judgment  should 
not  be  rendered  against  him  on  the  record  brings  a  motion  to  dissolve  the 
interference  after  the  time  allowed  by  the  rules,  it  is  incumbent  upon  him 
to  justify  the  delay  in  bringing  such  motion  by  reasons  which  are  com- 
pelling in  their  nature.  It  is  not  sufficient  to  merely  show  that  It  was  not 
convenient  to  file  the  motion  within  the  time  or  that  the  matter  was  delayed 
by  other  business  which  was  deemed  more  pressing. 

Appeal  on  Motion. 

STEAM-TUBBINI. 

Mr.  G.  F.  De  Wein  for  Rotter. 
Mr.  Albert  O.  Davis  for  Samuelson. 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  by  Rotter  from  the  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  his  motion  to  dissolve  the  above- 
entitled  interference. 

The  record  shows  that  Rotter  alleged  in  his  preliminary  statement 
a  date  of  conception  which  is  subsequent  to  the  filing  date  of  the 
Samuelson  application. 

The  Examiner  of  Interferences  thereupon  issued  an  order  upon 
Rotter  to  show  cause  within  thirty  days  why  judgment  should  not 
be  rendered  against  him. 

In  response  to  the  order  to  show  cause  and  after  the  expiration  of 
thirty  days  Rotter  filed  a  motion  to  transmit  a  motion  to  dissolve 
the  interference.  The  sole  ground  for  dissolution  set  forth  in  the 
motion  is  that  the  invention  defined  in  the  issue  is  anticipated  by 
<iertain  prior  patents. 

Where  a  party  is  under  order  to  show  cause  why  judgment  should 
not  be  rendered  against  him,  because  his  date  of  conception  as  alleged 
in  the  preliminary  statement  is  subsequent  to  the  filing  date  of  the 
senior  party,  the  rules  provide  for  the  filing  of  the  various  motions 
which  may  be  deemed  pertinent  to  the  order.  When  such  motions, 
however,  are  filed  late,  it  is  incumbent  upon  such  parties  to  justify 
the  delay  by  reasons  which  are  compelling  in  their  nature.  It  is  not 
sufficient  in  such  cases  to  merely  show  that  it  was  not  convenient  to 
file  the  motion  within  the  time  or  that  the  matter  was  delayed  be- 
cause of  other  business  which  was  deemed  more  pressing.  To  the 
same  effect  is  the  decision  of  the  Commissioner  in  the  case  of  Ryder 
v.  Brovm  ▼.  Tripp  and  McMeans  v.  White^  (C.  D.,  1908,  238;  137 
O.  a,  228.) 

54282*— 13 4 
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In  justification  of  the  appellant's  delay  it  is  stated  in  the  affidavit 
of  counsel  that  he  thought  it  necessary  to  consult  with  the  chief  en- 
gineer of  the  assignee  company  before  filing  the  motion  and  that  he 
could  not  gain  an  audience  with  this  official  until  the  day  before  the 
expiration  of  the  time  in  which  the  motion  should  ordinarily  be  filed. 
It  does  not  appear,  however,  that  there  was  any  special  effort  made 
to  have  an  early  interview. 

The  motion  merely  sets  up  a  few  patents  in  anticipation  of  the  in- 
vention defined  in  the  issue.  It  is  not  clear  why  it  was  necessary  for 
counsel  to  interview  the  chief  engineer  of  the  company  to  ascertain 
whether  such  a  motion  should  be  filed. 

The  showing  is  wholly  insufficient  to  justify  transmission  in  view 
of  the  conditions  of  this  interference — ^to  wit,  the  moving  party  is 
prima  facie  the  second  inventor,  and  it  is  nowhere  alleged  that  the 
genior  party,  so  far  as  his  disclosure  is  concerned,  is  not  entitled  to 
make  the  claims. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PARTE  SOCIETE  AnONTMB  DeS  UsINES  RbMT* 

Decided  November  28,  J911. 

174  O.  a,  586. 

TaAOE-MASXs — ^Application — Declaration — ^Exclusive  Use. 

A  statement  that  a  mark  has  been  In  exclusive  use  for  ten  years  next 
preceding  the  iMissage  of  the  Trade-Mark  Act  of  Febmary  20,  1906,  JSTeltf 
not  sufficient  to  bring  the  case  under  the  provisions  of  that  act  as  amended 
February  18,  1911,  since  the  original  act  went  into  effect  April  1,  1906,  and 
the  term  "passage  of  the  act"  refers  to  that  date,  (ev  parte  Joseph  B. 
Funke  Company,  G.  D.,  1906,  413;  124  O.  O.,  2902,)  whereas  the  amendment 
specifies  that  the  use  must  have  been  exclusive  for  "  ten  years  next  pre- 
ceding February  20,  1906." 

On  Petition. 

TRADE- MARK  FOR  STARCH  FOR  LAUIVDBT  ATVD  OTHER  PURPOSES* 

Mr.  Henri  Van  Oldenneel  for  the  applicant. 
Tennant,  Assistant  Commissioner: 

This  is  a  petition  that  the  requirement  of  the  Examiner  that  a  new 
declaration  be  furnished  be  set  aside  and  the  declaration  already  filed 
be  accepted. 

This  application  is  presented  for  registration  under  the  ten-year 
proviso  of  section  5  of  the  act  of  February  20, 1905,  and  the  declara- 
tion concludes  as  follows : 

*    *    *    that  said  mark  has  been  in  actual  use  as  a  trade-mark  of  the  appli- 
cants and  of  appUcants'  predecessors  in  business  from  whom  title  was  derived 
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for  ten  years  next  preceding  the  paseage  of  the  act  of  February  20,  1906,  and 
that,  to  the  best  of  deponent's  knowledge  and  l>eHef,  such  use  has  been  ex- 
clusive. 

The  Examiner  in  his  first  letter  criticized  the  declaration  as 
follows : 

The  words  *'the  passage  of  the  act  of*  should  not  have  aiipeared  therein. 
(See  Trade-Mark  Law  Amendment,  163  O.  G.,  733.) 

It  is  pointed  out  in  response  by  counsel  for  the  applicant  that  the 
Rules  of  Practice  which  were  issued  prior  to  the  date  of  the  passage 
of  the  amendment  to  the  Trade-Mark  Law  which  was  approved 
February  18,  1911,  and  also  the  copies  which  were  furnished  to  him 
afterward,  contained  in  Form  8  of  the  Appendix  a  declaration  in  the 
precise  terms  used  by  the  applicant.  It  is  urged  that  in  view  of 
these  facts  the  requirement  for  a  new  declaration  should  be  waived. 

In  the  act  of  February  20,  1905,  the  ten-year  proviso  contained  the 
requirement  that  the  marks  must  have  been  in  exclusive  use  as  a 
trade-mark  by  the  applicant  or  his  predecessors  "  for  ten  years  next 
preceding  the  passage  of  this  act."  This  provision  was  construed 
in  the  case  of  Joseph  B,  Funke  Company  (C.  D.,  1906, 413 ;  124  O.  G., 
2902)  to  mean  that  the  period  covered  by  exclusive  use  to  warrant 
registration  must  be  the  period  of  ten  years  next  preceding  April  1, 
1905.    In  that  decision  it  was  stated  jthat — 

•  •  •  the  expresBlon,  "  passage  of  the  act "  as  usually  construed  when  used 
to  fix  a  date  in  a  statute  which  goes  into  eifect*  upon  a  different  date  from  that 
upon  which  it  is  enacted  or  approved  refers  to  the  going  into  effect  of  the 
act  and  not  to  its  approval. 

By  the  amendment  which  was  approved  February  18,  1911,  the 
terms  of  the  statute  were  modified  to  provide  that  the  period  of  ex- 
clusive use  must  be  "ten  years  next  preceding  February  20,  1905.'' 
The  provisions  of  section  5  of  the  act  of  February  20,  1905,  as 
amended  are  conditions  precedent  to  the  issuance  of  a  certificate  of 
registration,  and  since  such  a  grant  follows  the  course  of  statutory 
procedure  it  is  necessary  that  the  applicant  should  follow  the  terms 
prescribed  by  statute.  It  is  therefore  held  that  the  requirement  of 
the  Examiner  that  a  new  declaration  should  be  filed  is  right. 

It  is  unfortunate  that  in  the  present  case  the  applicant  has  been 
misled  by  publications  issued  from  this  Office.  It  is  to  be  noted,  how- 
ever, that  it  has  been  the  practice  of  the  Office  ever  since  the  passage 
of  the  amendment  of  February  18,  1911,  to  inclose  in  the  copy  of 
Trade-Mark  Rules  a  printed  copy  of  the  Trade-Mark  Law.  Notice 
of  such  amended  law  was  also  published  in  the  Official  Gazettv 
immediately  after  its  approval.  Under  these  circumstances  it  is 
not  believed  that  the  excuse  given  by  the  applicant  is  entitled  to  any 
special  consideration,  even  if  it  could  otherwise  be  accepted. 

The  petition  is  denied. 
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Ex  PARTE  GrOSSB  AKD  FrBNGH. 
Decided  February  4, 1911. 
174  O.  G.,  829. 

Patewtability — Iboning-Machiives. 

A  claim  for  an  ironing-machine  Held  unpatentable  over  the  prior  art, 
since  neither  the  substitution  of  gas  for  steam  ns  the  heating  medium  or 
placing  the  gas-burner  below  the  level  of  the  median  line  of  the  shoe  re- 
hired invention. 

Appeal,  from  Examiners-in- Chief. 

IRONINO-MACHINB. 

Mr.  William  L.  Hall  for  the  applicants. 

MooBs,  Commisaioner: 

This  is  an  appeal  from  a  decision  oi  the  Examiners-in-Chief  affirm- 
ing the  action  of  the  Primary  Examiner  finally  rejecting  the  follow* 
ing  claim : 

7.  The  combination  with  a  rotary  drum  of  a  chamber  in  rear  of  said  drum 
the  forward  side  of  which  comprises  a  concave  shoe,  between  which  and  the 
drum  the  work  is  passed,  the  axis  of  the  drum  being  disposed  at  a  substantial 
distance  above  the  level  of  the  longitudinal  median  line  of  the  shoe  whereby 
the  shoe  is  inclined  rearwardly  from  the  vertical  and  a  horizontal  burner 
arranged  longitudinally  of  said  chamber  in  rear  of  said  shoe,  and  below  the 
level  of  said  longitudinal  median  line. 

The  references  are:  Crawford,  No.  238,657,  March  8, 1881 ;  Poland, 
No.  640,334,  June  4, 1895;  Binder,  No.  568,782,  October  6, 1896. 

The  object  of  the  invention  covered  by  this  claim  is,  as  stated  in  the 
specification-^ 

*    *    *    to  so  arrange  the  shoe  relatively  to  the  drum  as  to  facilitate  the  heat- 
ing of  the  ironing-surface  of  the  shoe. 

The  patent  to  Poland  discloses  an  ircning-machine  in  which  the  heat- 
ing-chamber is  so  arranged  that  the  longitudinal  median  line  thereof 
is  disposed  a  substantial  distance  below  the  axis  of  the  drum.  This 
ehamber  is  heated  by  steam;  but  the  position  of  the  Primary  Ex- 
aminer is  that  applicants  have  done  nothing  more  than  to  substitute 
gas  for  steam  as  a  heating  medium,  such  use  of  gas  being  old  in  the 
patents  to  Crawford  and  Binder. 

This  holding  is  believed  to  be  entirely  correct.  The  mere  placing 
ef  the  gas-burner  below  the  level  of  the  longitudinal  median  line  of 
the  shoe,  so  that  the  fiame  plays  upwardly  on  the  heating-surface, 
eannot  be  held  to  rise  to  the  dignity  of  invention.  Such  a  modifica- 
tion of  the  devices  of  the  prior  art  is  believed  to  be  well  within  the 
skill  of  the  ordinary  mechanic. 

The  decision  of  the  Examiners-in-Chief  is  afflnned. 
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Ez  PABTE  I>aSTBIGK. 

Decided  November  6,  191U 
174  O.  G.,  829. 

1.  APPLIOATIOF — PbOBSOUTION — ^PBEBBNTATION     of     OLAIMS     AlTBB     FllfAL     B»- 

jvoTiOH^— IifSi?J7ioi]cirT  Showiho. 
Wliere  after  a  final  rejection  an  amendment  was  filed  directing  that  tbB 
finally-rejected  claims  be  canceled  and  presenting  new  claims,  Held  tliat 
a  statement  that  neither  the  applicant  nor  his  attorney  had  looked  for  a 
final  rejection  and  in  Tiew  of  tSie  Bxaminer's  action  applicant  was  wUllns 
to  take  narrower  claims  was  not  such  a  showing  as  reqnlred  by  Bnle  08, 
(citing  60  t^rie  WiUer,  a  D.,  1900,  62;  01  O.  O.,  1033.) 

2.  Saks— Same — Insvffioisnt  Pbosecution — Abahdonmkivt. 

Where  within  a  year  from  the  date  of  a  final  rejection  an  amendment 
was  filed  directing  that  the  finally-rejected  claims  be  canceled  and  adding 
new  claims,  which  amendment  the  Examiner  refused  to  enter  for  lack  of 
sufficient  showing  under  Rule  68,  and  after  the  expiration  of  the  year  appli- 
cant directed  that  the  new  dafans  be  canceled.  Held  that  no  respoiifltiv 
action  had  been  made  within  the  year  and  that  the  application  wag 
abandoned. 

Ok  PBTrnoic. 

ICATCH-PAORAOS. 

Mr.  Wilbur  W.  Williamson  for  the  applicant. 

Moose,  Commissicner: 

This  is  a  petition  from  the  Examiner  holding  the  above^entitled 
application  abandoned* 

On  June  80, 1910,  the  Examiner  rejected  all  the  claims  in  view  of 
the  references,  giving  his  reasons  for  such  holding,  oertain  of  ttie 
references  being  already  of  record.  On  August  1,  1910,  the  appli- 
cant filed  an  amendment  presenting  one  new  claim  and  containing  an 
argument  as  to  the  patentability  of  the  remaining  claims.  On  Au- 
gust 12, 1910,  the  Examiner  held  that  claims  6  and  6  were  allowabK 
subject  to  certain  corrections,  pointed  out  that  the  new  daim  pre- 
sented in  the  amendment  of  August  1,  1910,  covered  subjeet-matt^ 
which  had  already  been  considered,  and  finally  rejected  the  chums 
other  than  5  and  6.  On  January  3,  1911,  an  amendment  was  pre- 
sented canceling  the  finally-rejected  claims,  adding  three  claims,  and 
stating  that  claim  6  was  in  proper  form  as  it  stood,  since  ^^  a  separate 
integral  portion  "  referred  to  the  portion  D'.  This  amendment  the 
Examiner  refused  to  enter,  since  the  case  was  under  final  rejection 
and  no  good  and  sufficient  reason,  duly  verified,  was  given  why  the 
amendment  was  not  earlier  presented.  He  also  notified  the  applicant 
that  the  year  in  which  proper  action  could  be  taken  ran  from  ^^ August 
12,  the  date  of  final  rejection." 

On  April  28,  1911,  there  was  presented  an  affidavit  of  the  attorney 
stating  that  the  three  claims  had  not  been  earlier  presented  since 
neither  applicant  nor  attorney  had  looked  for  a  final  rejection,  but 
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that  since  the  Examiner  was  of  the  opinion  that  the  claims  were  not 
allowable  applicant  was  willing  to  take  narrower  claims.  This 
amendment  was  refused  admission,  and  on  August  21, 1911,  an  amend- 
ment was  presented  directing  the  cancelation  of  "  claims  8,  4  and  6." 
The  Examiner  thereupon  held  this  case  abandoned,  since  the  amend- 
ment was  not  presented  within  the  year,  and  from  this  holding  the 
present  petition  is  taken. 

The  final  rejection  of  August  12,  1910,  appears  to  have  been  prop- 
erly given ;  in  fact,  the  applicant  does  not  contend  that  it  was  pre- 
mature. Having  presented  a  claim  for  substantially  the  subject- 
matter  already  considered  by  the  Examiner,  with  an  argument  as  to 
the  patentability  of  the  other  rejected  claims,  there  was  no  reason 
why  the  Examiner  should  not  have  finally  rejected  the  claims  if  he 
was  still  of  the  opinion  that  they  were  not  patentable. 

The  amendment  of  January  3,  1911,  was  properly  refused  admis- 
sion, since  no  showing  such  as  required  by  Rule  68  accompanied  that 
amendment. 

The  affidavit  of  the  attorney  presented  on  April  28,  1911,  did  not 
constitute  such  a  showing.  {Ex  parte  Wilier^  C.  D.,  1900,  62;  91 
O.  G.,  1033.)  The  amendment  presented  on  August  21,  1911,  does 
not  direct  the  cancelation  of  the  finally-rejected  claims,  but  if  it  could 
be  construed  in  connection  with  the  amendment  presented  January  3, 
1911,  as  directing  the  cancelation  of  the  finally-rejected  claims  no 
showing  is  made  why  it  was  not  presented  within  one  year  from  the 
date  of  the  final  rejection.    Rule  171  provides  that — 

•  •  •  the  admlsBlon  of  an  amendment  not  responsive  to  the  last  official 
action,  or  refusal  to  admit  the  same,  and  any  proceedings  relative  thereto,  shall 
Bot  operate  to  save  the  application  from  abandonment  under  ^ectior.  4894  of  the 
Bevlsed  Statutes. 

After  the  final  rejection  was  entered  applicant  should  within  one 
year  from  the  date  thereof  either  have  canceled  the  claims,  taken  an 
appeal,  or  taken  steps  which  resulted  in  having  that  final  rejection 
set  aside  as  premature.  No  such  action  having  been  taken,  the  case 
must  be  held  to  be  abandoned. 

The  petition  is  denied. 


Kneisly  v.  Kaislino* 

Decided  January  4,  1912. 

174  O.  G.,  830. 

iHTSBFERBlfOE — iNSTlTUTIOlf  OF  PUBLIC-USE  PBOCEEDINOS. 

It  is  not  the  practice  to  suspend  an  Interference  after  the  Initial  stage 
thereof  has  been  passed  in  order  to  investigate  the  question  of  public  use, 
especially  where  the  bar,  if  established,  would  apply  only  to  the  applica- 
tion of  one  party. 
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2.  PuBuo  Use — Can  be  Estabubhed  Outlt  bt  Pbopbblt-Taken  Testimoni. 
The  bar  of  public  use  can  be  established  only  by  properly- taken  testi- 
mony, with  the  right  of  cross-examination.    Mere  affidavits  are  insufficient 

On  Petitign. 

SIGN  AL-T&ANSM  ITTEB. 

Mr.  F.  L.  Walker  for  Kneisly. 
Mr.  Curtis  B,  Camp  for  Kaisling. 

Moose,  CorrmUssioner: 

This  is  a  petition  by  Kneisly  that  the  interference  be  suspended 
and  the  case  remanded  to  the  Primary  Examiner  for  his  considera- 
tion of  the  matter  of  a  statutory  bar  to  the  grant  of  a  patent  to 
Kaisling  and  that  the  Primary  Examiner  be  instructed  to  dissolve  the 
interference  and  to  grant  petitioner  a  patent  for  the  invention  set 
forth  in  counts  1,  2,  3,  7,  8,  and  9. 

Petitioner  alleges  that  he  placed  in  public  use  and  on  sale  in  the 
United  States  mechanism  as  described  and  set  forth  in  counts  1,  2,  3, 
7,  8,  and  9  of  the  interference  more  than  two  years  prior  to  the  filing 
of  the  application  of  Kaisling  involved  in  this  interference. 

The  record  shows  that  a  motion  brought  by  petitioner  to  dissolve 
the  interference  upon  this  and  other  grounds  was  denied  transmis- 
sion by  the  Examiner  of  Interferences  on  December  21,  1911,  and 
that  the  limit  of  appeal  from  his  decision  is  fixed  to  expire  January 
10,  1912.  Although  this  petition  does  not  purport  to  be  an  appeal 
from  said  decision,  it  may  be  stated  that  the  Examiner  of  Interfer- 
ences rightly  held  that  this  is  not  such  a  question  as  can  be  raise^l  by 
a  motion  to  dissolve  in  an  interference  proceeding. 

The  question  of  public  use  is  considered  a  question  separate  from 
that  of  priority  of  invention  raised  in  an  interference  proceeding 
and  to  require  a  separate  investigation.  It  is  not  the  practice  to  sus- 
pend an  interference  proceeding  when  a  case  has  reached  the  stage 
presented  by  the  one  before  me  in  order  to  investigate  the  question  of 
public  use,  especially  where  the  bar,  if  established,  would  apply  only 
to  the  application  of  one  party.  {Sarfert  v.  Meyer^  C.  D.,  1902,  30 ; 
98  O.  G.,  793;  Perratdt  v.  Pierce,  C.  D.,  1904,  73;  108  O.  G.,  2146; 
Burson  v.  Vogel,  C.  D.,  1907, 669;  131  O.  G.,  942;  29  App.  D.  C,  388.) 
Obviously  if  petitioner  is  not  the  prior  inventor  he  is  not  entitled  to 
the  patent,  irrespective  of  whether  Kaisling's  right  to  a  patent  is 
barred  by  public  use.  Moreover,  inasmuch  as  petitioner  alleges  public 
use  only  on  the  device  called  for  in  claims  1,  2,  3, 7, 8,  and  9  the  inter- 
ference would  have  to  proceed  as  to  the  remaining  counts. 

Furthermore,  the  record  shows  that  Kaisling  has  been  made  the 
senior  party  in  the  interference  by  giving  him  the  benefit  of  the 
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parent  application  of  which  his  application  directly  involved  in  the 
interference  is  alleged  t/o  be  a  division.  In  the  matter  of  public  use 
an  applicant  is  also  entitled  to  the  benefit  of  his  parent  application, 
and  the  allegation  that  the  device  of  the  counts  mentioned  above  was 
placed  in  public  use  and  on  sale  on  March  6,  1908,  is  not  two  years 
prior  to  the  filing  date  of  Kaisling's  parent  application. 

It  is  further  noted  that  petitioner  has  not  filed  a  request  for  the 
institution  of  a  public-use  proceeding,  but  apparently  requests  that 
the  interference  be  dissolved  and  a  patent  issued  to  him  upon  the 
strength  of  the  afBdavits  accompanying  his  motion  for  dissolution. 
It  was  held  by  the  Supreme  Court  of  the  District  of  Columbia  in  em 
parte  von  HefneT'Altneck  (C.  D.,  1883,  139;  23  O.  G.,  269)  that  the 
Commissioner  is  without  authority  to  determine  the  question  of  pub- 
lic use  upon  mere  eoo  parte  affidavits.  It  is  now  well  settled  that  such 
affidavits  will  be  considered  merely  upon  the  question  of  establishing 
a  prima  fade  case  which  will  warrant  the  institution  of  a  public-use 
proceeding.  The  determination  of  the  bar  of  public  use  can  be  based 
only  upon  properly-taken  testimony  with  the  right  of  cross-examina- 
tion. (Shrum  v.  Baumgarten,  C.  D.,  1903,  150;  104  O.  G.,  577.) 
Such  a  proceeding  is  instituted  only  upon  formal  petition  therefor, 
accompanied  by  proof  of  service  upon  the  applicant,  together  with 
an  offer  to  produce  the  witnesses  and  to  bear  the  expenses  of  the  in- 
vestigation.   {Siehert  v.  Bloomberg^  C.  D.,  1906,  325 ;  124  O.  G.,  628.) 

For  the  several  reasons  stated  (d>ove  and  also  because  this  petition 
is  not  accompanied  by  proof  of  service  upon  the  other  party  the 
petition  is  dismissed. 


Emerson  v,  Sandebs. 

Decided  March  2Jk,  191U 

174  O.  G.,  831. 

iHTBBncBENOE—PBiOBiTT— Right  to  Make  the  Claim. 

Celluloid  Held  to  be  a  "  sbellac-llke  "  record  material  within  the  meaning 
of  the  claims  and  that  therefore  B.  is  entitled  to  make  the  claims  in  i88u& 
Same — Same— Riouction    to    Praotigb — Commebcial    Practicabiutt    Not 
Necessabt. 
It  is  well  established  tliAt  commercial  practicability  of  a  device  la  not 
necessary  to  constitute  a  reduction  to  practice  of  the  same. 
Same — Same — Same. 

Evidence  reviewed  and  HtM  to  establish  that  the  work  done  by  B.  prior 
to  8.*s  conception  constituted  a  reduction  to  practice  and  not  a  mere  aban- 
doned experiment  and  that  priority  was  properly  awarded  to  the  former. 

Appsal  from  Examiners-in-Chief. 
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eBA.M0PHON»B100SD  TABLST. 

Messrs,  Mauro^  Cameron^  Lewis  cfe  Massie  for  Emerson. 
Mr,  D,  P.  Wolhaupter  for  Sanders.     {Mr.  Melville  Church  of 
counsel.) 

Billings,  First  Assistant  Oommissioner: 

This  is  an  appeal  by  Sanders  from  the  decision  of  the  Examiners- 
in-Chief  affirming  the  decision  of  the  Examiner  of  Interferences  and 
awarding  priority  of  invention  in  favor  of  Emerson. 

The  issue  is  in  three  counts,  as  follows: 

1.  A  sound-record  composed  of  a  body  portion  containing  inferior  plastic 
material  unsuited  for  a  smooth  record-earface.  a  record-surface  coating  of 
superior  shellac-llke  record  material,  and  a  separating-aheet  between  said  body 
portion  and  aaid  coating  to  which  sheet  said  body  portion  and  coating  adhere. 

2.  A  sound-record  composed  of  a  body  portion  contaioing  inferior  plastic 
material  rendered  plastic  by  heat  and  unsuited  for  a  smooth  record-surface,  a 
record-surface  coating  of  superior  shellac-like  record  material  and  a  separatlng- 
sheet  between  said  body  portion  and  said  coating  to  which  sheet  said  body  por- 
tion and  coating  adhere. 

8.  A  sound-record  composed  of  a  body  portion  containing  inferior  plastic 
material  unsuited  for  a  smooth  record-surface,  a  record-surface  coating  of  su- 
perior shellac-like  record  material,  and  a  eeparatlng-sheet  between  said  body 
portion  and  said  coating  to  which  sheet  saiM  body  portion  and  coating  adhere 
under  heat  and  pressure. 

The  nature  of  the  invention  forming  the  subject-matter  of  the 
issue  is  briefly  and  concisely  stated  in  the  decision  of  the  Examiners- 
in-Chief  as  follows : 

The  graphophone-record  involved  in  the  issue  is  of  the  disk  type  and  the 
structure  as  defined  in  the  counts  includes  three  elements, — a  body  ];)ortlon 
containing  inferior  plastic  material  unsuitable  for  a  smooth  record-surface,  a 
record-surface  coating  of  superior  shellac-like  record  material,  and  a  separatlng- 
tfieet  between  said  body  portion  and  said  coating,  to  which  sheet  said  body  por- 
tion and  said  coating  adhere.  The  object  of  the  invention  is  to  cheapen  the  cost 
of  manufacture  without  decreasing  the  quality  of  the  article.  It  Is  stated  by 
all  the  parties  in  their  specifications  that  the  ordinary  record  material  which 
has  been  found  best  for  making  the  playlng-surface  of  the  record  is  a  mixture 
of  sheUac  with  other  materials.  On  account  of  the  cost  of  shellac  it  is  desirable 
to  use  as  little  of  this  material  as  possible,  and  for  this  reason  the  parties  have 
employed  a  body  portion  of  inferior  material,  unsuitable  for  the  face  of  the 
record,  covered  with  a  thin  coating  of  a  finer  material  suitable  for  the  face  of 
the  record,  the  two  being  separated  by  a  sheet  of  suitable  material.  The  sepa- 
rathig-sheet  is  stated  to  have  several  functions,  one  of  which  is  to  prevent  the 
body  portion  when  softened  by  heat  and  under  pressure  from  oosing  up  into  the 
thin  film  of  record  material  and  thus  producing  surfaces  which  will  wear  un- 
equally and  possibly  fill  the  surface  material  with  particles  of  grit  and  earthy 
matter  which  are  contained  in  the  base  material.  Another  function  of  the 
separatlng-sheet  Is  that  of  acting  as  a  carrier  for  the  thin  film  of  record  ma- 
terial, and  still  others  are  to  obtain  greater  strength  and  a  better  adherence  of 
llie  several  strata  of  material. 
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Emerson's  preliminary  statement  alleged  conception  and  disclosure 
of  the  invention  in  1902  and  reduction  to  practice  in  1903.  His  ap- 
plication was  filed  April  15, 1905. 

Sanders's  preliminary  statement  alleged  conception  and  disclosure 
of  the  invention  in  1904,  but  no  reduction  to  practice  prior  to  the 
filing  of  his  application  on  January  6, 1905. 

The  Examiner  of  Interferences  and  the  Examiners-in-Chief,  in  a 
divided  opinion,  held  that  the  testimony  taken  by  Emerson  showed 
that  in  December,  1903,  he  made  records  having  a  celluloid  record- 
surface  separated  from  a  base  or  body  portion  containing  inferior 
plastic  material  by  a  sheet  of  paper  and  that  these  records  were  tested 
and  found  to  be  satisfactory.  They  held  that  these  1903  records  con- 
stituted a  reduction  to  practice  of  the  invention  of  the  issue  and  that 
as  this  date  is  prior  to  any  date  claimed  by  Sanders  Emerson  was 
the  prior  inventor. 

The  main  contentions  of  Sanders  are,  first,  that  the  celluloid  con- 
stituting the  record-surface  of  the  1903  Emerson  record  was  not  a 
shellac-like  record  material  and  that  these  records  did  not,  therefore, 
embody  the  invention  of  the  issue,  and,  second,  that  what  Emerson 
did  in  1903  amounted,  at  most,  only  to  an  abandoned  experiment. 

The  first  contention  calls  ^or  a  consideration  of  the  question  of 
whether  celluloid  is  a  shellac-like  material  as  applied  to  a  record- 
surface. 

As  heretofore  stated,  it  is  well  understood  and  conceded  by  both 
parties  that  shellac  itself  forms  a  superior  and  one  of  the  best,  if  not, 
so  far  as  now  known,  the  best,  material  for  the  sound-record.  Shellac, 
however,  is  relatively  expensive,  and  it  is  the  object  of  the  invention 
of  the  issue  to  produce  a  record  having  the  advantages  of  the  shellac 
record,  but  more  economical  to  manufacture. 

In  his  application  Emerson  describes  a  record  having  a  record- 
surface  of  shellac  separated  by  a  sheet  of  paper  from  the  body  of 
inferior  material  and  then  says  that  celluloid  may  be  used  in  place 
of  shellac  in  the  following  statement : 

Although  reference  has  been  made  above  solely  to  sheUac,  which  giveB  the 
best  results  of  any  material  thus  far  tried  for  the  purpose,  It  Is  obvious  that 
other  gams,  celluloid,  or  like  materials  may  be  employed  In  the  same  way. 

Sanders  states  in  the  specification  of  his  application : 

My  Invention  has  reference  to  Improvements  In  gramophone-record  tablets, 
the  object  being  to  secure  economy  in  gramophone-record  material  which  enters 
into  the  constructlpn  of  such  tablets,  and  to  facilitate  the  manufacture  of  such 
tablets  upon  a  large  commercial  scale. 

In  the  commercial  gramophone-record  tablet  shellac  has  proved  to  be  the 
best  material  as  a  base  and  as  a  binder  for  the  other  substances  employed,  but 
flhellac  always  was  and  now  particularly  Is  quite  expensive;  therefore  a  con- 
struction of  gramophone-tablets  in  which  only  a  small  amount  of  gramophone- 
record  material  proper  Is  employed,  cheapens  the  article  considerably  and 
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renders  it  more  accessible  to  the  public,  and  this  is  one  of  the  objects  of  my 
invention. 

Thereafter  in  his  specification  Sanders  makes  no  mention  of  shellac, 
but  refers  to  the  material  constituting  the  record-surface  as  ^^  gramo< 
phone-record  material." 

It  thus  appears  that  the  application  of  Emerson  mentions  celluloid 
as  an  equivalent  or  substitute  for  shellac  in  the  device  of  the  inven- 
tion, while  no  statement  is  found  in  Sanders's  application  indicating 
that  celluloid  is  not  a  shellac-like  record  material.  Obviously,  the 
term  '^  shellac-like  record  material "  in  the  issue  is  not  to  be  limited 
merely  to  shellac,* else  the  word  "shellac"  alone  would  have  been 
used. 

The  record  shows  that  the  counts  of  the  issue  are  not  clanns  origi- 
nally made  by  any  of  the  parties  to  the  interference,  but  are  claims 
formulated  by  the  Primary  Examiner  and  suggested  to  each  party  as 
H  basis  for  the  interference.  No  motion  to  dissolve  was  brought  in 
the  present  interference;  but  such  a  motion  was  made  in  the  com- 
panion interference,  No.  27,965,  at  present  limited  to  the  same  parties, 
Emerson  and  Sanders,  as  the  present  interference,  and  in  which  I 
have  rendered  a  decision  of  even  date  herewith.  Said  other  inter- 
ference. No.  27,965,  involves  the  same  application  of  Sanders,  No. 
239,961,  as  the  interference  under  consideration,  but  another  applica- 
tion. No.  267,589,  of  the  party  Emerson.  In  the  latter  application 
Emerson  discloses  sheet-celluloid  as  the  material  of  his  record-sur- 
face. The  invention  of  said  interference.  No.  27,965,  is  closely  related 
to  that  of  the  present  interference,  the  issue,  which  was  also  formu« 
lated  and  suggested  by  the  Primary  Examiner,  reading  as  follows: 

A  Bonnd-record  tablet  comprising  a  body  portion  consisting  of  a  plurality  of 
separate  sheets  of  fibrous  material  united  by  an  adherent  under  heat  and  pres- 
sure, and  a  surface  portion  consisting  of  a  coating  of  shellac-like  record 
material.  * 

In  his  decision  on  the  motion  to  dissolve  said  interference  the  Ex- 
aminer states  what  he  meant  to  cover  by  the  term  "  shellac-like  record 
material  "  as  follows : 

The  issue  was  framed  by  the  Bxaminer,  and  he  meant  to  coyer  by  the  term 
"shellac-like  record  material'*  all  materials  which  when  heated  become  )ike 
shellac,  soft  enough  to  receive  a  sound-record  from  a  matrix,  and  when  cold, 
like  shellac,  to  form  a  record  hard  enough  to  withstand  the  cutting  or  tearing 
action  of  a  sharp  gramophone-needle. 

With  this  construction,  the  issue  is  patentable,  and  with  this  construction  It- 
dearly  reads  on  Emerson's  celluloid  record  material. 

A  copy  of  this  decision  was  introduced  by  Emerson  in  the  present 
interference  and  identified  as  "  The  Examiner's  decision,  interference 
No.  27,965.''  This  decision  of  the  Examiner  was  rendered  prior  to 
the  taking  of  testimony  in  the  present  interference.    The  objection  to 
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said  exhibit  noted  by  the  Examiner  of  Interferences  in  his  decision 
on  priority — ^namely,  that  Smith  and  Wickes,  who  were  originally  a 
party  to  the  present  interference,  were  not  a  party  to  said  companion 
interference,  and  therefore  did  not  have  notice  of  the  Examiner's 
interpretation  of  the  term  "  shellac-like  "  of  the  issue  until  the  intro- 
duction of  said  exhibit  during  Emerson's  time  for  taking  testimony — 
does  not  apply  to  the  parties  Emerson  and  Sanders  left  in  the  inter- 
ference since  the  elimination  of  Smith  and  Wickes. 

This  interpretation  by  the  Primary  Examiner  of  said  term  of  the 
issue  is  believed  to  be  a  proper  interpretation  thereof  and  in  accord 
with  the  well-established  practice  of  the  Patent  Office  of  construing 
the  terms  of  the  issue  as  broadly  as  the  language  will  permit  without 
giving  a  drained  or  unnatural  meaning.  Under  such  interpretation 
celluloid  is  clearly  a  shellac-like  record  material. 

An  analogous  case  regarding  the  construction  of  the  issue  is  that 
of  the  American  Oraphophone  Company  v.  Walcutt^  (87  Fed.  Rep.« 
556.)    In  that  the  complainant's  patent  was  for  a — 

recording-tablet  for  a  phonograph  coated  with  a  wax  or  wax-like  composition, 
preferably  a  compound  or  mixture  of  beeswax  and  paraffin, 

while  one  of  the  claims  was€ubstantially  for  a  recording-tablet — 

provided  with  a  wax  or  wax-like  coating  for  receiving  the  sound-record. 

The  defendant's  record  was  composed  of — 

Btearin,  caustic  9oda,  acetate  of  aluminum,  and  sometimes  oeocerite; 

in  fact,  a  soap  record.  The  court  found  that  defendant's  record  was 
*•  wax-like,"  since  it  was  amorphous,  slightly  cohesive,  solid,  and 
adapted  to  be  removed  in  chips  or  shavings  and  that  it  infringed 
complainant's  claim. 

The  specifications  of  the  applications  in  interference,  as  well  as  the 
patent  to  Lambert,  No.  664,223,  of  record  in  the  case,  show  that  it 
was  old  prior  to  the  invention  constituting  the  issue  to  use  an  inferior 
base  material  coated  with  a  superior  record-surface.  It  therefore 
appears  that  a  novel  feature  of  the  issue  of  this  interference  is  the 
separating-sheet  interposed  between  the  superior  and  inferior  ma- 
terials. The  invention  does  not  reside  in  the  character  of  the  superior 
irecord  material,  although,  of  course,  for  a  device  to  come  within  the 
terms  of  the  issue  it  must  embody  all  of  the  elements  of  the  issue  and 
have  a  shellac-like  record-surface. 

The  celluloid  record-surface  of  the  Emerson  1905  record  is  found 
to  be  a  shellac-like  record-surface  and  to  come  within  the  terms  of 
the  issue. 

The  contention  of  Sanders  that  the  Emerson  1903  device  did  not 
embody  the  invention  of  the  issue,  since  the  celluloid  layer  was  se- 
cured to  the  sheet  of  paper  by  a  shellac  coating  and  did  not  adhere 
directly  to  the  paper,  is  not  well  taken.    The  wording  of  the  issue  is 
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that  said  body  portion  and  coating  adhere  to  the  separating-sheet  or 
adhere  under  heat  and  pressure  thereto.  This  language  does  not 
exclude  adherence  obtained  by  a  paste  or  cement,  and,  in  fact,  San-. 
ders  describes  in  his  own  specification  a  construction  in  which  the 
separating  sheet  of  paper  2'  "  is  cemented  onto  the  disk  1'." 

It  remains  to  consider  whether  the  work  of  Emerson  resulted  in  a 
reduction  to  practice  of  the  invention  or  amounted  merely  to  an 
abandoned  experiment. 

It  is  contended  by  Sanders  that  the  record  shows  that  Emerson's 
work  in  December,  1908,  amounted  merely  to  an  unsuccessful  and 
abandoned  experiment.  This  contention  is  based  upon  testimony  to 
the  effect  that  Godwin  commenced  on  February  4,  1904,  a  series  of 
experiments  upon  this  character  of  record  for  the  purpose  of  per- 
fecting the  same,  which  extended  over  several  months.  It  is  noted, 
however,  that  the  testimony  shows  that  the  experiments  of  Godwin 
related  to  perfecting  the  device  commercially  and  producing  a  de- 
sirable form  for  placing  upon  the  market.  It  is  well  established  that 
commercial  practicability  of  a  device  is  not  necessary  to  constitute  a 
reduction  to  practice  of  the  same,  and  the  fact  that  further  work  had 
to  be  done  upon  the  1903  device  to  render  it  a  commercial  article  does 
not  prove  that  said  device  was  not  practical  or  did  not  successfully 
produce  the  designed  function.  Nor  is  said  reduction  to  practice 
negatived  by  the  fact  that  the  celluloid  used  in  the  records  ultimately 
placed  upon  the  market  differed  from  that  used  in  the  early  experi- 
ments and — 
was  composed  of  pyroxylin  and  camphor  and  20  per  cent  of  shellac 

(Emerson's  testimony,  X-Q.  119,)  for,  as  above  stated,  the  invention 
did  not  reside  in  any  particular  kind  of  shellac-like  record  material. 

The  testimony,  which  is  carefully  analyzed  in  the  decisions  below, 
is  believed  to  show  that  Emerson  made  records  in  December,  1903, 
having  a  celluloid  surface  separated  by  a  sheet  of  paper  from  an 
inferior  plastic  base,  which  records  embodied  the  issue  of  the  inven- 
tion under  the  interpretation  thereof  rendered  above,  that  these 
records  were  tested  and  the  sound  reproduction  was  of  good  charac- 
ter, and  that  said  records  constituted  a  reduction  to  practice  and  not 
an  abandoned  experiment.  As  this  occurred  at  a  date  prior  to  the 
earliest  date  alleged  by  Sanders  in  his  preliminary  statement,  it  fol- 
lows that  Emerson  is  the  prior  inventor. 

Sanders  has  criticised  the  forms  of  questions  and  the  position  taken 
by  counsel  for  Emerson  in  advising  his  client  that  certain  questions 
need  not  be  answered.  I  do  not  regard  it  as  necessary  at  this  time 
either  to  justify  or  censure  the  methods  adopted  in  the  taking  of  the 
testimony  which  has  been  presented.  It  is  sufficient  to  say  that  in  my 
opinion  Emerson  has  satisfactorily  established  hb  claim  of  prior 
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inventorship  of  the  invention  in  issue  by  a  preponderance  of  com- 
petent evidence. 

For  the  reasons  stated  above  the  decision  of  the  Examiners-in- 
Chief  affirming  the  decision  of  the  Examiner  of  Interferences  award- 
ing priority  in  favor  of  Emerson  is  affirmed. 


Ex  PABTB  Madden. 

Decided  March  21, 1911. 

174  O.  G.,  833. 

PATBlfTABn.ITT~DEBIGN. 

A  design  for  a  water-closet  bowl  Held  not  patentable  over  tibe  prior  art» 
since  it  possesses  no  ornamental  feature  which  is  patentable  over  the  de- 
signs disclosed  therein. 

Appeal  from  Examiners-in-Chief. 

DESIGN  FOB  A  BOWL  OF  A  WATEB-CLOBBT. 

Mr.  L.  M,  Hopkins  for  the  applicant 

Tbnnant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirmng  the  action  of  the  Examiner  refusing  to  grant  a  patent  upon 
a  design  for  a  bowl  of  a  water-closet  shown  in  the  drawing  of  this 
application. 

The  references  cited  are  as  follows:  Plantier,  No.  31,048,  June  20, 
1899;  Madden,  No.  37,179,  October  11,  1904;  Plate  1472— M,  page 
207  of  Catalogue  M  of  Haines,  Jones,  Cadbury  Company. 

In  my  opinion  the  modification  in  form  or  design  of  applicant's 
device  over  those  of  the  references  is  merely  such  as  flows  from  the 
substitution  of  one  well-known  form  of  bowl  for  another,  and  I 
agree  with  the  Examiners-in-Chief  that  the — 

♦  ♦  ♦  forward  projection  of  the  top  of  the  bowl,  which  Is  characterized  by 
the  Examiner  as  the  most  strilcing  difference  from  the  references,  is  a  feature 
which  applicant  has  borrowed  without  invention  from  other  articles  known  to 
the  art,  which  borrowing  was  induced  in  view  of  the  utilitarian  rather  than 
the  ornamental  results  sought.  No  invention  was  Involved  in  the  production 
of  applicant's  article  in  view  of  what  was  old  in  the  art,  and  the  structure 
which  has  resulted  from  what  applicant  has  done  possesses  no  ornamental 
feature  which  is  patentable  over  the  designs  disclosed  in  the  references 

Th^  decision  of  the  Examiners-in-Chief  is  affirmed. 
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Ex  FAKTB  AhIGO. 
Decided  December  7,  191U 
174  O.  Gm  888. 

Application — Pbosbcution — ^Abandon  mknt. 

An  allegation  that  an  amendment  was  mailed  within  the  statutory  period 
and  that  the  attorney  was  unaware  that  such  amendment  had  not  been 
received  until  he  made  inquiry  of  the  Office  long  after  the  expiration  of 
that  period,  in  view  of  a  letter  from  his  foreign  associate,  Held  insufficient 
to  show  that  the  delay  in  the  prosecution  of  the  case  was  unayoidable. 

On  Pbtttion. 

■LAflTIC  YXHICUD-WHEKL. 

Mr.  Herbert  John  Haddam  and  Mr.  Joshua  R.  H.  Potts  for  the 
applicant. 

Tennant,  Assistant  Commissioner: 

This  is  a  petition  for  rehearing  of  the  applicant's  petition  to  revive 
the  above-entitled  case,  which  became  abandoned  by  failure  to  re- 
spond to  the  rejection  of  the  Examiner,  dated  March  1, 1910. 

It  appears  from  the  present  affidavit,  which  is  supplemental  to  the 
affidavit  previously  filed,  that  the  delay  was  due  to  the  belief  upon 
the  part  of  the  associate  attorney  that  a  proper  amendment  had  been 
filed  on  July  5,  1910.  It  is  asserted  in  the  affidavit  that  on  or  about 
July  16,  1910,  such  amendment  was  placed  in  an  envelop  having  a 
return  address  thereon  and  mailed  to  the  Patent  Office  and  that  the 
said  envelop  had  never  been  returned  to  the  affiant.  He  therefore 
believes  the  same  was  either  lost  in  the  mails  or  mislaid  in  the  Patent 
Office.    The  affiant  states  that — 

after  said  communication  was  placed  in  his  records  of  said  case  as  having  been 
filed  in  the  Patent  Office,  he  placed  his  office  records  of  said  case  in  the  usual 
office  ffies  in  the  proper  compartment,  containing  cases  awaiting  action  on  the 
part  of  the  Patent  Office;  •  •  *  that  under  his  system  of  doing  business, 
when  an  application  is  awaiting  action  from  the  Patent  Office  the  record  thereof 
is  placed  in  his  office  flies  under  such  a  classification ;  that  he  relies  solely  on 
the  action  of  the  Patent  Office  to  call  the  matter  again  to  his  attention  and  has 
no  other  means  of  knowing  when  the  time  for  action,  in  an  application  supposed 
to  be  awaiting  action  on  the  part  of  the  Patent  Office,  expires. 

He  further  states  that  he  was  unaware  of  the  delay  in  the  action 
on  this  case  until  he  received  a  communication  from  the  foreign  attor- 
ney calling  attention  to  the  fact,  and  upon  correspondence  with  the 
Patent  Office  he  was  advised  that  the  case  had  become  abandoned. 
It  is  asserted  that  in  view  of  these  facts  the  delay  was  unavoidable. 

The  excuse  in  my  opinion  is  not  sufficient  to  warrant  the  revival  of 
this  application.    The  associate  attorney  admits  that  no  special  care 
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is  taken  in  his  office  to  find  out  whether  or  not  an  application  which 
has  been  amended  has  been  acted  upon  by  the  Patent  Office,  and  no 
attempt  was  made  in  this  case  to  find  whether  or  not  the  Office  had 
received  such  amendment  until  nearly  a  year  had  elapsed  after  the 
alleged  amendment  was  supposed  to  have  been  filed.  There  clearly 
was  no  reasonable  care  upon  the  part  of  the  associate  attorney  in 
attending  to  this  application.  The  attorney  was  advised  of  the  divi- 
sion in  which  this  application  was  classified  in  the  Examiner's  first 
letter  and  such  advice  is  found  in  each  succeeding  letter.  The  Patent 
Office  publishes  weekly  a  statement  giving  the  oldest  dates  of  both 
new  and  amended  cases  awaiting  action  by  the  Examiner  in  each 
division,  and  reasonable  prudence  upon  the  part  of  the  attorney  would 
have  caused  an  inquiry  to  be  made  long  before  the  expiration  of  the 
year  allowed  in  which  action  should  be  taken  by  the  applicant.  It 
does  not  appear  that  the  applicant  himself  made  any  inquiry  of  his 
attorneys  as  to  the  status  of  the  application  or  that  the  foreign  attor- 
neys took  any  steps  to  look  after  the  interests  of  their  client  until  after 
the  expiration  df  the  year  from  the  date  of  the  Examiner's  action  of 
which  they  are  said  to  have  been  advised.  It  is  unfortunate  that  the 
applicant's  rights  have  been  jeopardized,  |;)ut  I  do  not  find  any  show- 
ing in  the  affidavits  which  would  justify  holding  that  the  delay  in 
responding  to  the  Examiner's  action  in  the  above-entitled  application 
was  unavoidable  within  the  meaning  of  section  4894,  Revised  Statutes. 
The  petition  is  denied. 


Jackson  Company  v.  Rogers  &  Thompson. 

Decided  December  4f  1911. 

174  O.   G..  1026. 

1.  Tbade-Maskb — Goods  of  Same  Desgbiftivb  Pbopebties — **  Cotton  SiiCETiNe* 

AND     SHntTINGS  "    AND    *'  SiLK,    AND    COTTON     AND    SiLK     MiXED,    PlBCB 

Goods." 
Silk  and  cotton  and  silk  mixed  piece  goods  Held  to  constitute  goods  of 
the  same  descriptive  properties  as  cotton  sheetings  and  shirtings  and  cotton 
piece  goods  and  blankets. 

2.  Same — SiMn.ABiTT  or  Masks. 

A  mark  consisting  of  the  representation  of  a  number  of  owls  with  out- 
spread wings  grouped  under  the  branches  of  a  tree  Held  deceptively 
similar  to  a  mark  consisting  of  the  representation  of  an  owl  sitting  upon 
a  branch  of  a  tree  and  the  word  *'  Ko'  Ko  Ko." 

Appeal  from  Examiner  of  Interferences. 
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TBAOB-MABK  VOB  8ltK  TnOBK  GOODS  Ain>  SILK  AND  COTTOH  MIXES  TOOK  GOOM. 

Mr.  Frederick  P.  Fish  for  Japckson  Company. 

Afr.  Joseph  L.  Levy  and  Mr.  A.  M.  Bunn  for  Rogers  &  Thompson. 

MooRE,  CdminisHoner: 

This  is  an  appeal  by  Bogers  &  Thompson  from  the  decision  of  the 
Examiner  of  interferences  sustaining  the  opposition  of  the  Jackson 
Company  to  the  registration  of  appellant's  trade-mark. 

Th<i  pi^^sent  appeal  raises  two  questions — first,  as  to  the  similarity 
of  the  goods  to  which  the  marks  of  the  applicant  and  opposer  are 
respectively  applied,  and,  second,  as  to  the  similarity  of  the  marks 
themselves. 

The  marks  belonging  to  the  opposer  upon  which  this  proceeding 
is  based  are  shown  in  registrations  Nos.  12,188  and  (^,595.  These 
marks  are  described  as  used  upon  cotton  sheeetings  and  shirtings  and 
upon  cotton  t>ieee  goods  and  blankets,  more  specifically  described  as 
bleached,  gray,  printed,  and  fancy  cotton  piece  goods  and  blankets. 

The  applicant  seeks  to  register  the  mark  for  use  on  silk  and  cotton 
and  silk  mixed  piece  goods.  In  my  opinion  the  Examiner  of  Inter- 
ferences was  right  in  holding  that  the  goods  of  the  respective  parties 
as  thtte  described  are  of  the  same  descriptive  properties.  It  i$  be- 
lieved that  the  ordinary  purchaser  would  upon  seeing  similar  marks 
displayed  upon  these  classes  of  goods  assume  that  they  were  produced 
by  the  same  toanufacturer.  It  is  to  be  noted  that  applicant  itself  at 
first  sought  to  register  the  mark  for  cotton  piece  goods  as  well  as 
silk  piece  goods  and  cottoli  and  silk  mixed  piece  goods.  This  is  very 
persuasive  ^vid^nce  that  the  ordinary  purchaser  might  expect  these 
classes  of  goods  to  be  produced  by  the  same  manufacturer. 

The  marks  of  the  opposer  consist  of  the  representation  of  an  owl 
sitting  npcftk  a  branch  of  a  tree  aikl  having  printed  thereunder  the 
word  "  Ko'  Ko  Ko  "  in  once  instance  and  the  words  "  Ko'  Ko  Ko 
Sheetings "  in  the  other.  Applicant's  mark  consists  of  the  repre- 
sentation of  a  number  of  owls  with  outspread. wings  grouped  under 
the  branches  of  a  tree.  In  each  of  these  marks  the  representation 
of  the  owl  is  believed  to  be  so  prominent  as  to  be  the  controlling  fea- 
ture— ^the  one  which  a  purchaser  would  be  likely  to  keep  in  mind  as 
identifying  the  manufacturer.  The  fact  that  one  mark  shows  a 
number  of  owls  instead  of  one  and  the  other  differences  in  detail 
which  exist  are  not  believed  to  so  differentiate  the  marks  as  to  avoid 
the  likelihood  of  confusion. 

/  am  therefore  of  the  opinion  that  the  Examimer  of  Interferences 
was  right  in  sustaining  the  opposition  of  the  Jackson  Company ^  and 
his  decision  is  affirrned. 
M282'— 13 6 
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Ik  rb  Aerial  Telephone  and  Power  Compant* 

Decided  December  7,  191U 

174  O.   a,  1025. 

Application — Bight  to  Inspect — General  Assignment  Dobs  not  Gin. 

An  assignment  purporting  to  transfer  all  right,  title,  and  interest  "in 
and  to  all  improvements,  inventions,  caveats,  franchises,  patents,  and  ap- 
plications for  patents  pertaining  to  wireless  telephony,  wireless  telegraphy, 
or  wireless  power  heretofore,  now,  or  hereafter  0¥med  or  filed  or  In  any 
manner  acquired  by  the  said  Jahnke,**  Held  not  such  an  assignment  as 
would  Justify  the  Office  in  giving  the  alleged  assignee  any  information  as  to 
any  particular  application  filed  by  J.,  much  less  to  inform  such  alleged 
assignee  of  all  pending  applications  filed  by  J.  relating  to  the  classes  of 
inventions  named. 

On  Petition. 

Mr.  FrarJc  S,  Appleman  for  Aerial  Telephone  and  Power  Com- 
pany. 
Mr.  Albert  A,  Jahnke  pro  ae. 

Moore,  Commissioner: 

This  is  a  petition  by  the  Aerial  Telephone  and  Power  Company 
requesting  that  the  Office  have  a  search  made  and  inform  the  peti- 
tioner of  all  pending  applications  filed  by  one  Jahnke  relating  to 
wireless  telephony,  wireless  telegraphy,  or  wireless  power. 

In  support  of  this  request  the  petitioner  calls  attention  to  the  fact 
that  Jahnke  has  under  the  order  of  the  court  made  various  assign- 
ments of  specific  applications  to  the  petitioner  and  one  general  as- 
signment recorded  in  liber  G  88,  page  36,  purporting  to  transfer  all 
right,  title,  and  interest — 

in  and  to  all  improvements,  inventions,  caveats,  franchises,  patents  and  a  [pli- 
cations for  patents  pertaining  to  wireless  telephony,  wireless  telegraphy,  or 
wireless  power  heretofore,  now,  or  hereafter  owned  or  filed  or  in  any  manner 
acquired  by  the  said  Jahnke. 

This  assignment  is  even  more  comprehensive  and  less  definite  than 
that  referred  to  by  the  Circuit  Court  of  Appeals  of  the  Ninth  Cir- 
cuit in  the  case  of  Regan,  Vapor  Engine  Co.  v.  Pacific  Gas  Engine 
Co.  et  a.  (C.  D.,  1892,  819;  58  O.  G.,  1695;  49  Fed.  Rep.,  68)  and 
can  be  considered  as  nothing  inore  than  an  executory  contract,  as 
was  held  by  the  court  in  regard  to  the  alleged  assignment  in  the  case 
just  referred  to.  It  is  not  such  an  assignment  as  would  authorize 
the  Office  in  giving  information  as  to  any  particular  case  pending 
before  it. 

Furthermore,  it  would  be  obviously  impossible  to  determine  with 
certainty  whether  a  given  application  fell  within  the  scope  of  the 
alleged  general  assignment.    The  Office  could  not,  therefore,  deter- 
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mine  what  applications  should  be  included  in  such  a  list  as  the  peti- 
tioner seeks,  even  if  it  were  to  undertake  the  task. 

The  information  desired  should  be  sought  from  the  applicant 
himself. 

The  petition  is  denied. 


Ex  PARTE  F.  R.  Chamberlain  Company, 

Decided  January  5,  19J2, 

174  O.   G.,  1026. 

Trade-Marks — Application— Particular  Description  of  Goods. 

Where  tbe  labels  filed  with  the  applicntlon  defined  the  goods  as  "a  blend 
of  rock-candy  and  maple-syrnp,"  Held  that  the  particular  description  of 
goods  in  the  application  "  table  syrup  "  is  sufficiently  definite. 

On  Petition. 

TRADE- MARK  FOR  TABLE-STRUP,   SAGO,  TAPIOCA,  AND  GORN-STARCB* 

Messrs.  Small  &  Small  for  the  applicant. 

Moore,  Commissioner: 

This  is  a  petition  from  the  requirement  of  the  Examiner  of  Trade- 
Marks  that  applicant's  particular  designation  of  its  goods  be  amended 
by  substituting  for  the  words  "  table  syrup  "  the  words  "  a  blend  of 
rock-candy  and  maple-syrup^'^  to  accord  with  the  reading  of  the  label 
filed  as  one  of  the  specimens. 

The  position  of  the  Examiner  is  that  the  words  "table  syrup"  do 
not  particularly  describe  applicant's  goods  within  the  meaning  of 
the  act  of  May  4,  1906,  because,  while  all  goods  to  which  that  term 
is  applicable  doubtless  come  within  a  single  class  of  those  established 
liy  the  Office  under  the  act  mentioned,  the  words  might  be  construed 
to  include  articles  which,  in  the  opinion  of  the  Examiner,  are  not 
of  the  same  descriptive  properties.  He  suggests  that  strained  honey 
might  properly  be  termed  a  "  table-syrup,"  but  is  not  of  the  same  de- 
scriptive properties  as  maple-syrup,  molasses,  cane-sugar  syrup,  etc. 

I  am  of  the  opinion  that  the  expression  used  by  the  applicant  de- 
fines its  goods  with  sufficient  particularity  to  comply  with  the  statute. 
Whether  it  is  open  to  the  objection  specifically  cited  by  the  Examiner 
is  at  best  problematical.  It  would  seem  that  all  articles  which  can 
properly  be  classed  as  table-syrups  must  be  considered  goods  of  the 
same  descriptive  properties.  The  expression  appears  to  be  fully  as 
specific  as  those  upheld  in  the  case  of  ex  parte  Windhorst  cfe  Co. 
(C.  D,,  1911,  33;  164  O.  G.,  249)  and  ex  parte  CoUmhia  Cotton  OH 
and  Provision  Corporation^  (C.  D.,  1911,  30;  163  O.  G.,  977.) 

The  petition  is  granted. 
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The  Auulandeb  Milling  Co.  v.  Vernieb. 

Bedded  December  19,  1911. 

174  O.  G.,  1026. 

Ttudtn-MAaxB — Similabitt. 

A  mark  consisting  of  the  pictorial  representation  of  a  man  having  a 
Joyful  or  hilarious  espression,  with  the  words  **  O  B  Joyful "  thereover. 
Held  not  deceptively  similar  to  a  mark  consisting  of  the  letters  "  O  B  **. 
(Carmel  Wine  Company  v.  Calif enUa  Winery,  post  428;  174  O.  G.,  586; 
38  ApQ,  D.  a,  1,  distinguished.) 

On  Appeal. 

tbabb-mabx  vob  wheat-flovb. 

Mr.  Homer  0.  Underwood  for  The  Alexander  Milling  CSo. 
Messrs.  Milo  B,  Stevens  ds  Co.  for  Vernier. 

Billings,  First  Assistant  Commissioner: 

This  IB  an  appeal  by  The  Alexander  Milling  Co.  from  a  decision  of 
the  Examiner  of  Interferences  sustaining  ia  demurrer  to  the  notice 
of  opposition  and  dismissing  the  opposition. 

The  mark  sought  to  be  registered  consists  of  the  pictorial  repre- 
sentation of  a  man  having  a  joyful  and  hilarious  expression,  with 
the  words  "OB  Joyful "  thereover  and  the  word  "  Flour  "  there- 
under. 

The  opposition  is  based  upcm  the  grounds  that  the  opposer  has 
long  used  a  mark  consisting  of  the  letters  "  O  B/'  and  the  record 
shows  that  this  mark  was  registered  on  December  12,  1905,  to  ifat- 
thew  Alexander,  who,  the  notice  of  opposition  shows,  is  one  of  the 
parties  doing  business  under  the  firm-name  of  The  Alexander  Mill- 
ing Co. 

The  only  question  raised  by  the  demurrer  is  whether  the  marks 
are  so  similar  as.  to  be  likely  to  cause  confusion  in  the  mind  of  the 
public  and  deceive  purchasers.  TKe  notice  of  opposition  does  not 
allege  that  there  has  been  actual  confusion. 

In  the  recent  case  of  Carmel  Wine  Company  v.  California  Winery 
{post,  428;  174  O.  G.,  586;  88  App.  D.  C,  1)  the  court  of  appeals 
considered  an  application  for  the  cancelation  of  a  mark  consisting 
of  a  picture  of  an  oriental  scene  having  in  the  corner  thereof  the 
representation  of  two  men  bearing  a  bunch  of  gra]ies.  The  applica- 
tion for  cancelation  was  filed  by  a  party  who  used  as  its  trade-mark 
the  representation  of  two  men  bearing  a  bunch  of  grapes.  The  court 
stated  that — 

it  goes  withoat  saying  that  no  one  has  a  right  to  Incorporate  the  aiark  of 
another  as  an  essential  feature  of  his  mark. 
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In  that  ease  there  was  no  particular  connection  between  the  repre- 
sentation of  the  two  men  bearing  the  grapes  and  the  remainder  of 
the  registrant's  mark.  The  two  marks  were  separate  and  distinct 
from  each  other.  In  the  present  case  while  applicant  does  show  the 
letters  ^^  O  B  "  they  are  used  in  such  a  way  as  to  become  a  composite 
part  of  the  mark,  so  that  the  significance  of  the  mark  as  a  whole  is 
entirely  different  from  that  of  the  opposer.  In  other  words,  in  the 
case  above  cited  the  representation  of  the  two  men  bearing  a  bunch 
of  grapes  might  well  be  the  feature  of  the  mark  which  would  identify 
the  goods  of  the  registrant  in  the  minds  of  the  public,  whereas  in  the 
present  case  it  seems  improbable  that  the  goods  of  the  applicant 
would  be  known  as  the  "OB"  goods. 

The  likelihood  of  confusion  arising  by  the  contemporaneous  use  of 
the  marks  of  the  applicant  and  opposer  is  believed  to  be  so  remote 
that  registration  should  not  be  refused.  As  pointed  out  by  the 
Examiner  of  Interferences,  the  question  of  likelihood  of  confusion 
should  not  be  determined  on  demurrer  if  any  doubt  exists  as  to  the 
probability  of  such  confusion;  but  it  is  not  seen  in  the  present  case 
that  any  testimony  could  be  presented  which  would  materially  aid  in 
determining  that  question. 

The  decision  of  the  Examiner  of  Interferences  is  afirmed* 


Johnson  EIducator  Food  Co.  v.  Stlvanits  Smith  t  Go.,  Inc. 

Decided  J^nu^ry  9,  19t$. 
174  O.  G.,  1027. 

1.  Tbabe-Mabka-— No  Abstbaot  Rioht  TunEiN. 

It  Is  well  settled  that  there  is  no  abstract  property  rljEbt  in  trade-nuirka 
The  use  of  a  trade-mark  by  one  manufacturer  or  vender  upon  an  article 
will  not  prevent  another  from  adopting  the  same  trade-mark  for  an  article 
of  different  descriptive  properties. 

2.  Same — Goods  of  the  Same  Descriptive  Pboperties. 

"  In  each  of  the  cases  to  which  my  attention  has  been  directed  or  which 
I  have  been  able  to  And,  registration  of  a  mark  was  denied  an  applicant 
or  a  defendant  was  enjoined  only  where  the  merchandise  was  adapted  to  the 
same  puri)ose,  or  the  alleged  infringing  mark  was  upon  merchandise 
which  the  plaintiff  would  In  the  ordinary  eximnsion  of  his  buniness 
eventually  include  in  the  output  of  his  concern. 
8.  Same — Opposition — Likelihood  of  Injury  Not  Shown. 

The  use  of  a  mark  upon  flnh  products  Held  not  likely  to  injure  the  owner 
of  tlie  same  mark  as  applied  to  bread,  crackers,  and  similar  foodstuffs  and 
an  opposition  by  the  latter  to  the  former*s  registration  of  the  mark  dis- 
missed. 

Appeal  from  Examiner  of  Interferences* 
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Messrs.  Macleod^  Calver^  Copeland  cfe  Dike  for  Johnson  Educator 
Food  Co. 
Mr,  O.  H.  Fowler  for  Sylvanus  Smith  &  Co.,  Inc. 

Tennant.  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Interfer- 
ences sustaining  the  notice  of  opposition  filed  by  the  Johnson  Edu- 
cator Food  Co.  and  adjudging  that  Sylvanus  Smith  &  Co.,  Inc.,  is 
not  entitled  to  register  the  word  "Educator"  as  a  trade-mark  for 
salted,  smoked,  pickled,  and  canned  fish — to  wit,  salted  codfish,  chips 
of  halibut,  smoked  halibut  and  herring,  pickled  bloater,  herring,  and 
bloater-mackerel,  and  canned  sardines,  shrimps,  and  clams,  in  Class 
46,  Foods  and  ingredients  of  foods. 

It  is  alleged  in  the  notice  of  opposition  of  the  Johnson  Educator 
Food  Co.  that  the  trade-mark  "  Educator  "  is  used  by  it — 

upon  the  food  products  hereinafter  named,  to  wit:  bread,  crackers,  biscuits, 
wafera,  rusks,  cookies,  prepared  gluten  foods,  breakfast  cereals,  flours,  (except- 
ing flue  wheat-flonr,)  meal,  crushed  grains,  selected  whole  grains,  selected  rice. 

It  is  further  alleged  that  the  use  of  the  trade-mark  "Educator" 
upon  fish  products,  above  enumerated,  which  are  placed  in  boxes  or 
cans,  with  the  labels  applied  thereto,  would  be  likely  to  cause  con- 
fusion in  the  minds  of  the  public  to  the  damage  of  the  opposer,  for 
the  reason  that  the  articles  to  which  the  trade-marks  are  applied  are 
sold  in  trade  to  the  same  wholesale  and  retail  dealers  and  are  so 
closely  allied  to  each  other  that  purchasers  who  are  familiar  with  the 
Johnson  Educator  Food  Co.'s  food  products  are  caused  to  believe 
that  the  articles  are  products  of  the  same  manufacturer. 

The  testimony  presented  in  behalf  of  the  Johnson  Educator  Food 
Co.  clearly  shows  that  the  mark  "Educator"  was  adopted  by  one 
Dr.  William  L.  Johnson,  a  dentist,  for  crackers  which  contained 
ingredients  which  were,  in  his  opinion,  better  than  those  contained 
in  the  ordinary  commercial  crackers  on  sale  at  that  time.  Subse- 
quently the  use  of  the  trade-mark  "  Educator  "  was  extended  by  Dr. 
Johnson  and  his  successor  in  business,  the  Johnson  Educator  Food 
Co.,  to  include  the  articles  above  enumerated.  It  is  clearly  shown 
that  the  goods  of  the  Johnson  Educator  Food  Co.  are  recognized  by 
purchasers  to  be  of  a  high  class.  .The  goods  bearing  the  trade-mark 
"Educator"  were  extensively  advertised,  and  the  sale  extended 
throughout  the  United  States  and  several  foreign  countries.  Hop- 
kins, the  general  manager  of  the  Johnson  Educator  Food  Co.,  testi- 
fies that  during  the  last  three  years  upward  of  one  hundred  thousand 
dollars  have  been  expended  in  advertising  the  "  Educator  "  products 
of  the  company. 

Sylvanus  Smith  &  Co.,  Inc.,  the  applicant,  first  applied  the  word 
^  Educator  "  as  a  trade-mark  for  fish  in  July  or  August,  1908.    The 
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goods  sold  by  this  company  are  mostly  packed  in  pasteboard  cartons, 
wooden  boxes,  glass  jars,  and  tin  cans,  each  of  which  bears  the  word 
"Educator,''  the  use  being  somewhat  similar  to  that  employed  by 
the  Johnson  Educator  Food  Co.  on  its  merchandise.  The  testimony 
clearly  shows,  and  it  is  not  disputed,  that  all  the  packages  of  Syl- 
vanus  Smith  &  Co.,  Inc.,  bear  either  the  words  "  Packed  at  Glouces- 
ter, Mass.,  by  Sylvanus  Smith  &  Co.,  Inc.,"  or  "  Packed  for  Sylvanus 
Smith  &  Co.,  Inc." 

The  story  of  the  adoption  of  the  mark  by  Sylvanus  Smith  &  Co., 
Inc.,  is  briefly  given  by  Howard  F.  Smith,  the  treasurer  of  the  appli- 
cant company,  as  follows  : 

X-Q.  60.  What  conversation  did  you  have  with  Mr.  Merchant  in  regard  to 
the  use  of  the  word  *'  Educator  "  as  a  trade-maric  for  fish  at  or  about  the  time 
when  you  decided  to  use  it? 

A.  Mr.  Merchant  and  myself  looked  over  the  field  to  find  a  word  under  which 
to  put  our  best  products;  after  a  careful  look  through  a  trade-mark  journal 
we  found  the  word  "  Educator  "  was  not  used  uiwn  fish  and  decided  to  adopt 
It.  Mr.  Merchant  was  in  favor  of  using  the  word  called  "Edgewood"  or 
**  Wedgewood,"  I  do  not  remember  which ;  that  being  too  near  a  trade-mark  for- 
merly used  by  Shute  &  Merchant  Company,  we  decided  on  the  word  "  Educator." 

It  may,  in  my  opinion,  be  fairly  inferred  from  the  testimony  that 
Smith  was  aware  of  the  use  of  the  trade-mark  "Educator"  upon 
crackers  at  the  time  the  mark  was  adopted  by  the  applicant.  The 
testimony  in  behalf  of  the  respectivj  parties  upon  the  question  of 
the  likelihood  that  an  ordinary  purchaser  would  be  deceived  into 
believing  the  goods  sold  by  the  applicant  under  the  name  "  Educa- 
tor" were  of  the  manufacture  or  selected  by  the  opposer  is,  as  is 
usual  in  cases  of  this  character,  conflicting.  Several  of  the  witnesses 
in  behalf  of  the  opposer  state  that  they  have  been  asked  whether 
the  Johnson  Educator  Food  Co.  has  extended  its  trade  to  fish  prod- 
ucts. It  is  therefore  contended  in  behalf  of  the  opposer  that  the 
public  would  be  led  to  believe  that  the  merchandise  put  on  the 
market  by  the  applicant  was  manufactured  by  the  Johnson  Educator 
Food  Co.*^ 

It  is  also  shown  that  benzoate  of  soda  is  used  as  a  preservative  in 
some  of  the  packages  of  fish  products.  The  contention,  however,  that 
the  merchandise  of  the  opposer  would 'be  damaged  by  the  public 
belief  that  benzoate  of  soda  is  used  in  the  bakery  products  of  the 
opposer  is,  in  my  opinion,  entitled  to  little,  if  any,  weight.  It  is 
believed  to  be  generally  recognized  that  fish  is  of  such  a  character 
that  preservation  must  be  attained  by  hermetically  sealing  or  by 
the  use  of  a  preservative  compound — as,  for  example,  common  salt 
or  other  chemical  having  the  same  effect ;  but  it  is  incredible  that  the 
general  public  would,  upon  being  advised  that  benzoate  of  soda  was 
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u^ed  in  fi3h  products,  infer  that  preservative  o{  this  character  were 
^nployed  in  bakery  products. 

It  is  well  s^tled  that  there  is  no  abstract  property  rigbit  ia  trade- 
marks   As  stated  in  Patd  on  Tra4^'Marks^  section  18 : 

It  la  property  ooJy  wbea  appropriated  and  uaed  to  indicate  tb«  orVgiu  or 
ownership  of  a  commercial  article.  The  trade-mark  bas  no  separate,  alwti-act 
existence,  but  is  appurtenant  to  the  goods  designated.  It  does  not  partake  of 
the  character  or  nature  of  a  patent  or  copyright 

The  use  of  a  trade-mark  by  one  manufacturer  or  vender  upon  an 
article  will  not  prevent  another  manufacturer  from  adopting  the 
same  trade-mark  for  an  article  of  different  discriptive  properties. 
Section  5  of  the  Trade-Mark  Act,  which  deals  with  the  registration 
of  trade-marks,  provides — 

that  trade-marks  which  are  identical  with  a  registered  or  l^nown  trade-mark 
owned  and  in  use  by  another,  and  appropriated  to  merchandise  of  t)ie  same 
descriptive  properties,  or  which  so  nearly  resemble  a  registered  or  known  trade- 
mark owned  and  In  use  by  another,  and  appropriated  to  merchandise  of  the  same 
descriptive  properties,  as  to  be  likely  to  cause  confusion  or  mistake  in  the  mind 
of  the  public,  or  to  deceive  purchasers,  shall  not  be  registered. 

It  is  to  be  observed  that  this  statute  does  not  prohibit  the  registra- 
tion of  a  trade-mark  used  by  another  upon  merchandise  of  different 
descriptive  properties  from  that  of  a  known  or  registered  mark.  Un- 
less, therefore,  it  is  held  that  the  merchandise  of  the  applicant  is  of 
substantially  the  same  descriptive  properties  as  that  of  the  opposer 
the  applicant  is  clearly  entitled  to  registration.  As  stated  by  the 
Court  of  Appeals  of  the  District  of  Columbia  in  the  case  of  Battle 
Creek  Sanitarium  Company^  Limited^  v.  Fuller^  (C-  D.,  1908,  370; 
134  O.  G.,  1299;  30  App.  D.  C,  411 :) 

It  is  not  sufficient  for  the  opponent  to  say  that  he  believes  he  would  be  dam- 
oised.  He  must  allege  some  fact  showing  an  interest  In  the  subject-matter  from 
which  damage  might  be  inferred.  If  he  has  not  used  the  mark  as  a  trade-mark 
upon  goods  of  1  like  description  he  can  suffer  no  damage  from  its  registration 
by  another.  (Mcllhenny's  Son  v.  New  Iberia  Extract  of  Tabasco  Pepper  Co^ 
C.  D.,  1908,  325;  133  O.  G.,  9»5;  30  App.  D.  C,  337.) 

It  is  contended  in  behalf  of  the  opposer  that  both  the  goods  of  the 
applicant  and  of  the  opposer  belong  to  the  general  class  of  food 
products,  and  counsel  for  tfie  opposer  has  in  his  brief  quoted  from 
several  decisions  of  the  court  dicta^  which,  if  read  without  reference 
to  the  facts  upon  which  the  decisions  are  based,  would  appear  to  sup- 
port the  opposer's  contention.  Reference  is  first  made  to  the  case  of 
Walter  Baker  cfi  Co.^  Limited,  v.  Ilarrhon,  (C.  D.,  1909,  284;  138 
O.  G.,  770;  32  App.  D.  C,  272,)  in  which  the  Court  of  Appeals  of  the 
District  of  Columbia  said : 

Things  may  be  said  to  possess  the  same  descriptive  properties  when  they  can 
be  applied  to  the  same  general  use. 
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It  may  be  observed  that  in  that  case  the  merchandise  under  consid* 
eratioo  ^as  coffee,  oo  the  one  hand,  and  cocoa  and  cocoa  products,  on 
Urn  other.   The  Court  said : 

Goflte  uid  cocoa,  when  used  as  beverages,  are  at  once  aseociated  as  belon^rng 
ta  ttie  class  of  beverages  in  general  domestie  use.  Tbey  beloni;  to  the  cIsbp  of 
beverages  aniveraallir  used  on  the  table  and  sold  la  iwepared  pafsliatss  for  that 
Durposa 

It  is  evident  from  this  statem^it  that  the  decision  was  based  upon 
the  fact  that  the  particukr  sort  of  beverage  used  by  the  one  could  be 
substituted  for  that  used  by  the  other.  The  statement,  therefore, 
above  quoted,  as  well  as  the  statement  also  contained  in  that  decihion 
that— 

A  mark  should  be  dolled,  not  only  when  used  upon  goods  of  the  same  descrlp- 
tive  prDporties  as  a  similar  reglsterad  mark,  but  when  used  on  goods  belonging 
to  the  same  general  class, 

must  have  been  intended  to  mean  goods  which  might  have  been  u^ed 
as  a  substitute  for  the  goods  of  the  registrant,  as  appears  from  the 
following  quotation  from  the  same  decision : 

Ck>ffee  and  cocoa  are  used  to  a  large  extent  for  the  same  purposes. 

In  the  case  of  Chttrch  <&  Dwight  Company  v.  Ru$s  (C.  D.,  1900, 
260;  91  O.  a,  228;  99  Fed.  Rep.,' 276)  it  was  said  that— 

Goods  are  In  the  same  class  whenever  the  use  of  a  given  trado-mark  or  symbol 
on  lK)th  will  enable  an  unscrupulous  dealer  readily  to  palm  off  on  an  unsus- 
pecting purchaser  the  goods  of  the  Infringer  as  the  goods  made  by  the  owner 
of  the  trade-mark,  or  with  his  authority  and  consent 

In  that  case  the  plaintiff  had  used  his  trade-mark  upon  baking-soda 
and  saleratus  only.  The  defendant's  mark  was  used  upon  baking- 
powder.  The  goods  of  both  parties  were  adapted  to  be  used  for  the 
same  purpose. 

In  the  case  of  Phoenix  Paint  c6  Varnish  Company  v.  John  T.  Lexcia 
dk  Bros.,  (C.  D.,  1909,  303:  139  O.  G.,  990;  32  App.  D.  C,  285,)  re- 
ferred to  by  the  opposer,  the  merchandise  of  one  party  was  paste 
paints  and  the  other  ready-mixed  paints.  Manifestly  both  were 
adapted  to  the  same  use. 

In  the  case  of  the  American  Stove  Company  v.  The  Detroit  Stove 
Woi'ks  (C.  D.,  1908,  407;  134  O.  G.,  2245;  31  App.  D.  C,  304)  one 
was  a  coal-stove  and  the  other  a  gas-stove.  Again  manifestly  both 
are  of  the  same  descriptive  properties. 

In  the  case  of  Collins  Co,  v.  Oliver  Am^s  cfe  Co.^  Inc.,  (18  Fed.  Rep., 
561,)  the  facts  in  which  are  perhaps  more  closely  analogous  to  those 
of  the  present  case  than  any  of  those  above  cited,  the  plaintiff  had  em- 
ployed the  mark  upon  edge-tools  and  had  extended  its  manufacture 
beyond  edge-tools  to  digging-tools,  such  as  picks  and  hoes,  and  had 
always  put  the  mark  "Collins  &  Co."  upon  the  best  quality  of  ita 


Digitized  by 


Google 


32  DECISIONS  OF   THE   COMMISSIONER   OP   PATENTS. 

articles.  It  was  held  in  that  case  that  the  fact  that  it  did  not  before 
1856  make  a  digging- tool,  such  as  shovels,  on  which  in  1856  Ames  ft 
Son  put  the  mark  "  Collins  &  Co.,"  does  not  warrant  the  conclusion 
that  the  mark  was  not  in  1856  the  mark  of  the  plaintiff  company  in 
respect  to  shovels.  The  extension  of  trade  protected  in  that  case  was 
manifestly  in  the  same  line — namely,  metal  or  digging  tools. 

In  each  of  the  cases  to  which  my  attention  has  been  directed  or 
which  I  have  been  able  to  find  registration  of  a  mark  was  denied  an 
applicant  or  a  defendant  was  enjoined  only  where  the  merchandise 
was  adapted  to  the  same  purpose  or  the  alleged  infringing  mark  was 
upon  merchandise  which  the  plaintiff  would  in  the  ordinary  expan- 
sion of  his  business  eventually  include  in  the  output  of  his  concern. 

The  testimony  presented  in  this  case  clearly  shows,  and  in  fact  it 
is  within  the  knowledge  of  the  general  public,  that  bakers  do  not 
pack  fish.  In  the  present  case  the  merchandise  of  the  respective 
parties  is  not  such  that  the  one  could  be  substituted  for  the  other. 
1  can  see,  therefore,  no  reason  to  believe  that  the  purchaser  of  the 
applicant's  fish  would  be  led  to  believe  that  the  Johnson  Educator 
Food  Co.  packed  fish  in  connection  with  the  manufacture  of  its 
baking  products.  The  preparation  of  fish,  furthermore,  is  of  a  char- 
acter that  is  so  remote  from  the  manufacture  of  baking  products  that 
the  natural  expansion  of  business  would  not  include  this  merchandise. 

I  am  therefore  of  the  opinion  that  the  statements  contained  in  the 
decisions  quoted  by  counsel  for  the  opposer,  when  read  in  connection 
with  the  facts  upon  which  the  decisions  are  based,  are  not  susceptible 
of  such  a  broad  interpretation  as  to  be  applicable  to  the  present  case. 

The  case  of  George  et  al.  v.  Smith  et  ah  (62  Fed.  Eep.,  830)  is,  in 
my  opinion,  more  analogous  to  the  present  case  than  any  of  the  de- 
cisions cited  by  the  opposer.  In  that  case  the  plaintiffs  were  packers 
cf  salmon,  using  the  word  "Epicure"  as  a  trade-mark  therefor.  The 
defendants  also  used  the  word  "Epicure"  upon  canned  salmon,  but 
rontended  that  they  were  entitled  to  this  mark  for  the  reason  that 
prior  to  the  adoption  by  the  plaintiffs  of  the  word  "Epicure"  said 
defendants  had  used  this  mark  upon  canned  tomatoes  and  peaches. 
In  that  case  the  Court  said : 

The  rights  of  the  pflrties  must  be  ascertained  and  measured  by  the  situation 
iis  It  existed  in  1885  when  complainants  entered  the  field.  Had  they  the  right 
at  that  time  to  use  the  >\ord  "Epicure?"  If  the  defendants  had  then  sought  to 
restrain  the  complainants'  use  of  the  word  they  would,  in  all  probability,  have 
been  promptly  dismissed  from  court  with  the  information  that  their  business 
as  dealers  in  fruit  couM  not  be  injured  by  the  use  of  the  term  "Epicure"  in 
sulnion-packing.  No  one  who  has  not  permanently  parted  with  his  wits  coul-.l 
purchase  a  can  of  salmon  supposing  he  was  getting  a  can  of  tomatoes.  "Epi- 
cure" when  used,  in  1885,  by  the  defendants  meant  fruit;  when  used  by  tha 
complainants  it  meant  8«ilmon.  If  the  complainants*  use  of  the  word  could  not 
liave  been  enjoined  in  1885  their  right  to  it  should  not  be  destroyed  now.  If 
lawful  then  it  should  be  protected  now.    The  word  was  free  to  the  complain- 


Digitized  by 


Google 


DECISIONS  OF  THE  COMMISSIONEK  OF  PATENTS.  83 

&nta.     They  were  engaged  in  a  distinct  line  of  industry.    ItB  use  could  not 
possibly  have  harmed  the  defendants.    •    •    • 

The  reasoning  of  some  of  the  authorities  would  indicate  that  the  defendants 
bad  a  right  to  use  the  brand  in  connection  with  other  fruit  and  vegetables, 
analogous  to  tomatoes  and  peaches,  but  to  assert  that  they  have  the  right  to 
use  it  on  all  canned  goods  is  carrying  the  doctrine  far  beyond  any  reported 
case.  Bear  and  nails  do  not  belong  to  the  same  class  of  merchandise  because 
Liotli  are  sold  in  kegs.  The  fact  that  the  defendants  have  subsequently  ex- 
tended their  business  ao  as  to  include  fish  and  other  like  articles  of  food  does 
mot  avail  them,  neither  would  the  fact  if  it  existed,  that,  at  the  time  they 
adopted  the  word  "Epicure"  they  Intended  in  the  future  to  embrace  these 
articles. 

For  the  reasons  above  stated  I  am  clearly  of  the  opinion  that 
there  is  no  such  likelihood  that  the  use  of  the  word  "  Educator  " 
upon  fish  products  will  injure  the  opposer  as  to  warrant  the  denial 
of  registration  of  the  applicant's  trade-mark. 

The  decision  of  the  Examiner  of  Interferences  is  reversed. 


Ex  PARTE  Bach. 

Decided  Janvnry  S,  1912. 

174  O.  G.,  1217. 

Afplioation — ^Abandonment — Lack  of  Responsive  Pbosecution. 

Where  the  Examiner  required  a  formal  change  in  the  introductory 
phrase  of  each  of  the  claims  and  rejected  certain  of  the  claims,  Held  that  an 
amendment  responding  to  the  formal  requirement  only  as  to  two  of  the 
daims  and  making  no  reference  to  the  rejection  of  one  of  the  claims  was 
not  completely  responsive  and  that  since  no  other  action  was  taken  within 
the  statutory  period  the  application  is  abandoned. 

On  PjBTTnoN. 

LOCOMOTIVE. 

Mr.  Rtcdolph  William  Lotz  for  the  applicant. 

MooRE,  Commissioner: 

This  is  a  petition  from  the  holding  of  the  Examiner  that  the  ap- 
plication is  abandoned  for  want  of  responsive  action  within  the  year 
permitted  by  statute. 

On  October  18, 1910,  the  Examiner  required  a  formal  change  in  the 
introductory  phrase  of  each  claim,  (of  which  there  were  then  seven.) 
He  rejected  claims  1  and  2  on  the  ground  that  they  covered  the  old 
and  well-known  combination  of  a  hydrocarbon-motor  and  gearing 
driven  thereby  and  rejected  claims  4,  6,  and  7  upon  a  patent  cited. 

The  response  by  applicant  complied  with  the  formal  requirement 
in  claims  1  and  2  only.    It  amended  claim  2  to  eliminate  the  hydro- 


Digitized  by 


Google 


34  DSCISI027S  or  THE  COMMlgHIONf^R  OF  PATEN^TB. 

carbon-motor  ae  an  element,  canceled  dLaima  6  and  7,  and  argued  the 
patentability  of  claim.  4  over  the  Feferenees. 

The  Examiner  ui^ee  that  the  argument  as  to  elaim  4  was  clearly 
at  variance  with  the  description  contained  in  the  specification  of  the 
patent  cited  and  was  of  no  value.  The  applicant  admits  that  he 
misread  the  references  and  that  his  argument  was  therefore  without 
force.  It  is  clear,  however,  that  so  far  as  this  part  of  the  action  is 
concerned  it  was  sufficient  to  save  the  case  from  abandonment. 

The  petitioner  urges  that  the  rejection  of  claims  1  and  2  was  not 
an  action  on  the  merits,  but  in  the  nature  of  a  formal  objection  to 
the  wording  of  the  claims,  because  no  reference  was  cited  by  the 
Examiner.  This  position  is  clearly  untenable,  f<^  the  action  was  in 
terms  a  rejection  and  the  combination  of  the  hydrocarbon-engiiro 
and  gearing  driven  thereby  is  so  notoriously  old  in  automobiles  that 
references  would  hardly  be  necessary  to  establish  this  fact. 

It  appears,  therefore,  that  applicant^  action  is  deficient  in  failing 
to  make  any  response  to  the  formal  requirement  as  to  the  introduc- 
tory clause  of  claims  3,  4,  and  5  or  to  the  rejection  of  claim  1  on  the 
merits  and  was  clearly  not  such  an  action  as  the  condition  of  the 
case  required.  Had  the  Examiner  discovered  the  defect  in  time  lie 
would  doubtless  have  notified  the  applicant  that  his  action  was  in- 
sufficient; but  in  waiting  until  nearly  the  end  of  the  year  to  make 
his  response  the  applicant  took  the  risk  of  meeting  such  a  situation 
as  has  here  arisen.  It  must  be  held,  therefore,  that  the  case  was  prop- 
erly held  abandoned  for  want  of  proper  response  within  the  year. 

The  petition  is  denied. 


Ex  FABTB  RbISCH  BbEWING  Co. 

Decided  January  20,  1912. 

174  O.  Gm  1217. 

Trade-Marks— Similarity. 

Two  trade-marks  each  of  which  includes  the  picture  of  a  peacock  with 
outspread  tail  Held  so  siniilnr  that  their  contemporaneous  use  would  be 
liable  to  cause  confusion  in  the  minds  of  the  public. 

On  Appeal. 

TRADE-MARK  FOR  BEBR. 

Mr.  E.  G.  Siggers  for  the  applicant. 
Moore,  Cominisaioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  a  trade-mark  for  beer,  consisting  of  the 
representation  of  a  top  upon  which  appear  the  words  "  Gold  Top  ^ 
and  the  picture  of  a  peacock  with  outspread  tail. 
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Registration  wai  refused  on  the  ground  that  the  mark  resembled 
too  closely  those  sliown  in  registrations  numbered  29,318  to  Thomas 
Mullen  A  Go.  and  31,318  to  Weisbrod  and  Hess.  Each  of  the  marks 
upon  irhich  registration  was  refused  includes  the  representation  of  a 
peacock  with  tail  outspread.  One  of  them  also  includes  the  word 
^  Sheingold ''  and  other  minor  features  and  the  other  the  representa- 
tion of  a  sign-panel  upon  which  the  peacock  appears,  together  with 
the  words  "  Ye  Peacocke  Ale,"  the  name  of  the  company,  and  other 
descriptiye  and  advertising  matter. 

In  my  opinion  the  representation  of  the  peacock  in  the  applica)it's 
mark  and  in  that  of  each  of  the  references  cited  is  so  prominent  and 
so  similar  in  appearance  that  the  concurrent  use  of  the  marks  upon 
goods  of  the  same  descriptive  properties  would  be  likely  to  canse 
confusion  in  the  mind  of  purchasers.  It  seems  more  than  likely  that 
in  the  case  of  each  mark  the  figure  of  the  peacock  would  be  the 
feature  retained  in  the  mind  of  the  ordinary  purchaser  as  identifying 
the  goods. 

In  his  argument  applicant  has  drawn  attention  to  the  registered 
mark  of  F.  Reisch  &  Bros.,  No.  22,288.  It  claims  to  be  the  successor 
to  the  rights  of  the  registrant  of  that  mark,  and  it  is  pointed  oat  that 
this  registration  is  earlier  than  either  of  those  cited  against  applicant 
and  that  it  includes,  among  other  features,  the  representation  of  a 
peacock.  It  is  argued  that  this  is  evidence  not  only  that  applicant 
has  the  prior  right  to  the  use  of  the  peacock  as  applied  to  beer,  but 
that  the  registrant  whose  marks  are  cited  against  applicant  were  not, 
in  fact,  the  originators  of  their  mark.  The  latter  fact,  it  is  con- 
tended, brings  the  case  within  the  ruling  of  the  court  in  the  case  of 
Nestle  and  Anglo-Swiss  Condensed  Milk  Company  v.  Walter  Baker 
&  Co.,  Ltd.,  (C.  D.,  1911,  369;  167  O.  G.,  765;  37  App.  D.  C,  148) 
wherein  the  following  statement  was  made: 

As  above  noted,  appellee  copied  rather  than  originated  its' mark.  Indeed,  if 
Its  contwitions  in  Walter  Baker  Co,  v.  Harrison  (C.  D.,  1909,  284;  138  O.  G.. 
770;  32.  App.  D.  C,  272)  and  in  the  present  case,  should  be  accepted  to  their 
full  extent.  It  would  be  a  question  whetlier  it  ever  had  any  right  at  all  to  the 
mark.  Certain  it  is  that  not  being  the  originator  of  the  mark  It  has  no  right 
to  exclude  every  one  else  from  using  the  representation  of  a  woman  as  a  trade- 
mark upon  similar  goods,  {lAggett  and  Myers  Tobacco  Co.  v.  Finzer,  C.  D.,  1888. 
525;  45  O.  6.,  943;  128  U.  8.,  182,)  conceding  for  the  purposes  of  this  case 
only  that  it  might  have  had  that  right  had  it  been  an  originator  Instead  of  a 
copier. 

Tliat  case,  however,  is  clearly  distinguishable  from  the  present 
one.  There  the  mark  referred  to  as  not  original  was  copied  substan- 
tially in  its  entirety  from  another  source,  and  the  question  was  as  to 
the  similarity  of  such  mark  in  its  entirety  to  another  mark  for  which 
application  for  registration  had  been  made.    Here  it  is  not  contended 
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by  applicant  that  the  marks  as  shown  in  the  references  are  not  origi- 
ual  with  the  registrants,  except  as  to  the  representation  of  the  peacock 
therein;  but  the  r^stration  upon  which  it  depends  to  show  that  this 
is  old  shows  a  very  different  peacock  and  appears  to  make  no  par- 
ticular point  of  its  use.  It  embodies  several  other  features  quite  as 
prominent,  if  not  more  prominent ;  the  peacock  is  relatively  small,  its 
tail  is  folded,  and  it  is  not  so  disposed  as  to  attract  attention. 

The  question  here  is  not  broadly  as  to  the  right  to  the  registration 
of  a  picture  of  a  peacock  as  applied  to  beer,  but  only  whether  the 
particular  mark  which  applicant  seeks  to  register  is  so  like  or  so 
similar  to  marks  owned  by  others  418  to  be  likely  to  cause  confusion. 
It  is  believed  that  registration  was  properly  refused. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Ex  PARTE  POKTER. 

Decided  November  27,  1911, 

174  O.  G.,  1218. 
Patentadilitt — Design. 

A  design  for  a  plate  for  wire  fabric  Held  not  patentable  over  a  prior 
design,  since  the  differences  therebetween  involve  no  invention  so  far  as 
the  artistic  aspect  of  the  plate  is  concerned. 

Appeal  from  Examiners-in-Chief. 

DESIGN  FOB  A  PLATE  FOB  WIBE  FABBia 

Mr.  James  Shepard  for  the  applicant. 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  rejecting  the  claim  for 
the  design  shown  in  applicant's  drawing,  in  view  of  the  patent  to 
Fitch,  No.  371,497,  October  11, 1887. 

The  design  is  for  an  eye-plate  for  wire  fabric.  The  reference 
shows  an  jye-plate  for  the  same  use  differing  from  applicant's  in 
having  a  hole  in  the  center  as  well  as  in  the  four  comers  and  in  hav- 
ing the  indents  on  the  sides  curved  rather  than  angular.  The  holes 
in  applicant's  plate  are  also  somewhat  larger  in  proportion  to  tlie 
size  of  the  plate  than  the  corresponding  ones  in  the  reference. 

Whatever  function  or  mechanical  advantages,  if  any,  applicant's 
plate  may  have  over  the  one  shown  in  the  reference,  I  am  clearly  of 
the  opinion  that  the  differences,  so  far  as  the  artistic  aspect  of  the 
plate  is  concerned,  involve  no  invention,  and  the  design  must  there- 
fore be  held  unpatentable. 

The  decision  of  the  Examiners-in-Chief  is  affirmed. 
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SkETTH  ASD  BuBBOWS  V.  TbOUT  V.  Cl^EVELAKD. 

Decided  January  11,  191$. 

174  O.  G.,  1218. 

iKTEBTEBEifCB— Motion  to  Dissolve — Sundays  Included  in  the  Thibtt  Days. 
In  computing  the  thirty  days  which  are  allowed  by  the  rules  for  the  filing 
of  a  motion  to  dissolve  an  interference  Sundays  and  holidays  are  not  ex- 
cluded. 

Appeal  ok  Motion. 

SAW-LIFT. 

Mr.  Schuyler  Duryee  and  Mr.  Wallace  Greene  for  Skeith  and  Bur- 
rows. 
Mr.  O.  F.  De  Wein  for  Trout. 
Messrs.  Dodge  <&  Sons  for  Cleveland. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Inter- 
ferences denying  a  motion  by  Trout  to  transmit  a  motion  to  dissolve. 

The  ground  upon  which  the  motion  is  denied  transmission  is  that 
the  motion  to  transmit  was  filed  late  and  that  no  sufficient  excuse 
is  given  for  the  failure  to  file  the  same  during  the  time  allowed. 

The  thirtieth  day  after  the  approval  of  the  preliminary  statement 
fell  on  Sunday.  The  motion  to  transmit  was  received  on  the  fol- 
lowing Monday. 

It  is  contended  in  behalf  of  the  appellant  that  the  Sundays  should 
be  excluded  in  computing  the  thirty  days,  and  the  counsel  for  the 
appellant  has  in  his  brief  criticised  the  practice  of  the  Office  in  not 
excluding  Sundays  and  holidays  in  the  manner  provided  for  by  the 
rules  of  the  Court  of  Appeals  of  the  District  of  Columbia.  These 
criticisms  are  not  believed  to  be  in  point.  The  provisions  of  Rule 
122  are  clear,  and  this  rule  has  been  in  force  for  many  years.  Tlie 
period  of  thirty  days  is  ordinarily  ample  for  the  presentation  of 
motions  for  dissolution.  The  facts  stated  in  the  present  case  do  not 
show  that  a  motion  might  not  easily  have  been  brought  well  within 
the  time  allowed,  nor  does  it  appear  that  the  search  was  not  completed 
long  prior  to  the  date  upon  which  the  motion  was  prepared. 

Furthermore,  according  to  the  statement  of  counsel  for  appellant 
the  motion  papers  were  not  mailed  from  Milwaukee  to  the  Patent 
Office  until  one  day  prior  to  the  expiration  of  the  time  allowed,  and 
it  would  be  unlikely  that  such  letter  could  have  been  delivered  at  the 
Patent  Office  even  if  the  last  day  of  the  period  had  fallen  upon  a 
day  when  the  Office  was  open  for  the  transaction  of  business. 

Nevertheless,  no  showing  why  the  preparation  of  the  motion  was 
thus  delayed  accompanied  the  motion  to  dissolve  when  first  presented. 
I  find  no  error  in  the  decision  of  the  Examiner  of  Interferences  re- 
fusing to  transmit  this  motion. 
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Furthermore,  the  inspection  of  the  motion  to  dissolve  which  it  is 
sought  to  transmit  leads  me  to  the  conclusion  that  this  motion  is 
brought  for  the  purpose  of  delay  rather  than  in  good  faith. 

The  motion  relies  mainly  upon  references  which  are  cited  in  the 
respectire  applications,  the  additional  reference  being  taken  from 
a  remote  art.  It  is  not  the  practice  of  the  Office  to  encourage  delays 
in  interference  proceedings,  and  applicants  seeking  to  take  technical 
advantages  of  procedure  provided  for  by  the  Rules  of  Practice  will 
be  held  strictly  to  the  requirements  prescribed  by  such  rules. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PARTE  POTLSOK. 

Decided  October  16,  1911. 

175  O.  G.,  265. 

1.  APPLICATK>lf--PB0eBCtrTIOfr — FINAL  RS^CtlON. 

Where  ample  opportanlty  hos  been  afforded  the  applicdnt  to  presHit 
such  claiiDB  as  he  desired  to  adhere  to  and  an  ismie  had  been  reached 
between  himself  and  the  Examiner,  Held  that  a  final  rejection  was  prop- 
erly entered. 

2.  Same — Same — Action  Not  Responsive — ^Abandonment. 

Where  within  the  year  following  a  final  rejection  which  had  been  prop- 
erly entered  an  applicant  neither  cancels  the  rej€icted  claims  Aor  appeals, 
but  merely  seeks  to  have  the  final  rejection  set  astde  as  pretttatave,  JfeM 
that  the  application  Is  abandoned. 
8.  Same — Same— Time  Within  Which  Action  May  be  Taksn. 

Where  claims  were  rejected  on  June  1,  1900,  the  statutory  year  for  action 
expired  June  1,  1910. 

On  Petition. 

ANTIFBICTION    device   fob   sliding   B00B8. 

Messrs.  Prindle  <&  Williamson  for  the  applicant. 

Moore,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  finally 
rejecting  the  claims,  refusing  to  enter  and  consider  an  amendment, 
and  holding  the  application  abandoned. 

The  record  shows  that  this  applicatiofi  has  been  repeatedly 
amended  and  acted  upon  by  the  Office.  On  May  13,  1909,  applicant 
amended  by  inserting  at  the  end  of  each  of  the  two  claims  in  the  case 
the  words — 

the  sides  of  tbe  rollers  being  firee  from  projections  and  directly  engaged  by 
■aid  plate^ 
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and  by  correcting  one  of  the  claims  to  correspond  with  the  sugges- 
tion of  the  Examiner.  On  June  1,  1909,  the  Primary  Examiner 
finally  rejected  the  claims,  the  letter  reading  as  follows : 

Amendment  filed  May  13,  1909,  considered. 

Tlie  most  that  apiilicant  hns  done  Is  to  substittite  an  ordinary  grooved  roller 
for  the  balls  disclosed  in  either  Lobel  or  Cossey  #  809J28.  both  of  record,  in  an 
otherwise  old  combination. 

Furthermore,  it  Is  believed  in  view  of  the  prior  art  as  disclosed  in  the  refer- 
ences of  record,  that  the  snbject-matter  of  the  alleged  invention  is  devoid  of 
patentable  novelty  and  will  not  supi>ort  an  allowable  claim  and  hence  inasmuch 
as  the  claims  as  now  presented,  are  the  same  in  snbstance  as  those  heretofore 
rejected,  the  same  are  ngain  and  finally  rejected.  (See  ex  parte  Perry,  G.  D., 
1909,  49;  140  O.  G.,  1001.) 

On  June  1,  1910,  applicant  filed  a  paper  in  which  he  directed  the 
insertion  of  the  word  "  complementary "  before  "  peripheries  "  in 
line  5  of  claim  1  and  in  which  he  asked  a  reconsideration  of  the 
claims  and  argued  that  the  final  rejection  of  the  Examiner  was  pre- 
mature. On  June  28,  1910,  the  Examiner  refused  to  admit  the 
amendment  filed  June  1,  1910.  On  August  11,  1910,  applicant  asked 
for  a  reconsideration  of  the  Examiner's  answer  refusing  to  admit 
said  amendment.  In  a  letter  dated  August  30,  1910,  the  Examiner 
adhered  to  his  former  action  and  stated  that  the  application  appears 
to  have  become  abandoned.  On  August  5,  1911,  the  present  petition 
was  filed. 

It  is  noted  that  the  Examiner's  letter  of  final  rejection  cites  no 
new  references,  states  that  the  claims  as  amended  are  the  same  in 
substance  as  those  previously  rejected,  and  adds  that  the  alleged  in- 
vention is  devoid  of  patentable  novelty  and  will  not  support  an 
allowable  claim. 

Under  these  circumstances  the  action  of  the  Examiner  is  believed 
to  have  been  entirely  proper.  Ample  opportunity  had  been  afforded 
the  applicant  to  present  such  claims  as  he  desired  to  adhere  to,  and 
an  issue  had  been  reached  between  him  and  the  Examiner.  The  case 
comes  clearly  within  the  practice  set  forth  in  ex  parte  Perry^  (C.  D., 
1909,  49;  140  O.  G.,  1001,)  ex  parte  Miller,  (C.  D.,  1910,  15;  150 
O.  G.,  827,)  and  ex  parte  Lang,  (C.  D.,  1910,  60;  153  O.  G.,  1081.) 
The  action  of  the  Commissioner  in  the  last-mentioned  case  was  up- 
held by  the  Supreme  Court  of  the  District  of  Columbia  in  Lang  v. 
Mo&re,  (C.  D.,  1911, 253;  168  O.  G.,  527.) 

The  application  is  held  to  be  abandoned,  not  for  the  reasons  stated 
by  the  Primary  Examiner,  but  for  lack  of  proper  prosecution  follow- 
ing the  final  rejection  of  June  1, 1909,  as  stated  below. 

The  Examiner  called  attention  to  the  fact  that  applicant's  action 

following  the  final  rejection  of  June  1, 1909,  was  not  filed  until  June 

i,  1910,  and  held  that  the  statutory  year  within  which  applicant  r-Jght 

act  expired  on  May  31,  1910.    This  holding  of  the  Examiner  is  in 
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error,  since  under  the  well-established  practice  of  the  Office  the  statu- 
tory year  for  action  did  not  expire  until  June  1,  1910.  {Ex  parte 
Canno7i,  G.  D.,  1901.  263;  94  O.  G.,  2165;  ex  parte  Reis^  C.  D.,  1905. 
211;  116  O.  G.j  2007.)  The  application,  however,  is  found  to  be 
abandoned  for  the  reason  that  the  action  taken  by  the  applicant 
within  the  year  was  not  a  proper  one,  nor  siich  as  the  condition  of  the 
case  required.  Since  the  final  rejection  of  the  Examiner  was  proper, 
as  stated  above,  applicant  should  have  responded  by  either  canceling 
the  rejected  claims  or  filing  an  appeal  to  the  Examiners-in-Chief 
within  the  year  following  said  final  rejection. 

For  the  reasons  stated  the  petition  is  denied  and  the  application  is 
held  to  have  become  abandoned. 


Ex   PARTE   NaYLOR. 

Decided  December  19, 1911, 

175  O.  G.,  206. 
Appeal — Reconsideration  or. 

The  power  to  rehear  or  reconsider  its  cases  Is  inherent  in  any  Judicial 
tribunal  and  as  applied  to  the  Commissioner  himself  certainly  has  no  rela- 
tion to  his  supervisory  authority  over  the  Patoit  Office. 

On  Petition. 

CABPET-CLEANINO  TOOU 

Mr.  Watson  E.  Coleman  for  the  applicant 

Billings,  First  Assistant  Commissioner: 

Applicant  has  filed  a  paper  which  purports  to  be  a  petition  for  the 
exercise  of  the  supervisory  authority  of  the  Commissioner  to  "  direct 
a  reconsideration "  of  applicant's  appeal  to  the  Commissioner,  a 
decision  on  which  was  rendered  December  8,  1911. 

This  is  obviously  not  a  case  for  the  exercise  of  supervisory  author- 
ity. The  power  to  rehear  or  reconsider  its  cases  is  inherent  in  any 
judicial  tribunal  and  as  applied  to  the  Commissioner  himself  certainly 
has  no  relation  to  his  supervisory  authority  over  the  Patent  Office. 

The  petition  is,  in  effect,  a  motion  for  rehearing.  It,  however,  does 
not  present  anything  which  was  not  given  full  consideration  at  the 
original  hearing.  As  to  the  allegation  that  grounds  of  the  decision 
pre  not  clear,  I  fail  to  find  such  to  be  the  case.  Applicant  s  petition^ 
especially  his  fourth  "  reason  "  therefor  and  the  first  paragraph  begin- 
ning on  page  3,  indicate  a  misunderstanding  of  the  principles  of  law 
applicable  to  the  facts  in  this  case  as  announced  in  the  decision.  The 
case  presents  merely  the  question  of  patentability  over  references,  and 
no  involved  reasoning  or  explanation  is  necessary  to  make  clear  the 
pounds  of  the  holding. 

The  petition  is  denied. 
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Bettendorf  V.  O'Connor. 

Decided  May  JB,  1911. 

175  O.  G.,  260. 

L  IifTEBFEBnvcE—PHioiUTT— Diligence. 

SvidOQce  considered  and  Held  to  establish  that  B.  was  the  first  to  con- 
ceive the  invention  and  was  exercising  due  diligence  in  reducing  the  same 
to  practice  at  the  time  that  O'C.  entered  the  field  and  subsequently  thereto. 
2l  Same— Testimony — Failube  to  Intboduce  Cumulative  Evidence. 

Where  B.  had  clearly  established  that  he  was  the  first  to  conceive  the 
invention,  Held  that  no  unfavorable  presumption  could  be  drawn  from  the 
fact  that  he  did  not  Introduce  the  testimony  of  other  witnesses  to  describe 
the  invention  in  detail. 

Appeal  from  Examiners-in-Chief, 

dbaft-riggino. 

Afr.  Frank  D.  Thomason  for  Bettendorf. 

Messrs.  Munday^  Evarts^  Adcock  <&  Clarke  for  O'Connor.  {Mr. 
Edmund  Adcock  and  Mr.  H.  N.  Low  of  counsel.) 

Tbnnant,  Assistant  Commissioner: 

This  is  an  appeal  by  O'Connor  from  the  decision  of  the  Examiners- 
in-Chief  affirming  the  decision  of  the  Examiner  of  Interferences 
awarding  priority  of  invention  to  Bettendorf. 

The  invention  relates  to  draft-rigging  for  railroad-cars,  and  th«^ 
issue  is  set  forth  in  three  counts  as  follows : 

1.  A  draft  and  buffing  gear  comprising  a  single  draft-beam,  cheek-plates 
secured  to  opposite  sides  of  the  beam,  a  draw-bar,  ful lowers,  a  cushioning  de- 
vice in  connection  with  the  followers,  and  means  connecting  the  draw-bar  with 
the  rear  follower. 

2.  A  draft  and  buffing  gear  comprising  a  slnp:le  flnnge<1  metallic  beam,  cheek- 
plates  secured  to  opposite  sides  of  the  beam,  a  drnw-bar,  followers,  a  cushioning 
device  in  connection  with  the  followers,  and  means  connecting  the  draw-bar 
with  the  rear  follower. 

8.  A  draft  and  bufflng  gear  comprising  an  I-beam  with  part  of  its  web  re- 
moved, cheek-plntes  secured  to  opi)08ite  sides  of  the  beam,  a  draw-bar,  folloiv- 
ers,  a  cushioning  device  in  connection  with  the  followers,  and  means  connecting 
the  draw-bar  with  the  rear  follower. 

Both  parties  are  applicant's.  O'Connor's  application  is  assigned 
to  the  W.  H.  Miner  Co.,  which  is  therefore  the  real  party  in  interest 
against  Bettendorf. 

The  evidence  shows,  and  it  is  not  denied  by  Bettendorf,  that  O'Con- 
nor had  a  conception  of  the  invention  on  March  7.  1908.  and  he  is 
entitled  to  a  constructive  reduction  to  practice  by  the  filing  of  his 
application  on  March  IC,  1908. 
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Bettendorf  had  made  some  claim  to  a  reduction  to  practice  on  or 
before  March  7,  1908 ;  but  the  evidence  is  insufficient  to  establish  it, 
inasmuch  as  the  device  is  of  a  nature  such  that  clear  proof  of  a  suc- 
cessful test  would  be  necessary.  The  earliest  reduction  to  practice 
Bettendorf  has  shown  is  by  the  filing  of  his  application  on  May  23, 
1908.  To  prevail,  therefore,  he  must  show  a  conception  of  the  in- 
vention prior  to  March  7,  1908,  and  due  diligence  in  reducing  it  to 
practice  at  that  time  and  thereafter  until  the  filing  of  his  application. 
It  is  upon  the  sufficiency  of  Bettendorf's  proofs  to  show  such  con- 
ception and  diligence  that  the  case  turns.  Euch  of  the  lower  trib- 
unals have  found  them  sufficient  to  establish  both  points. 

The  witnesses  called  on  behalf  of  Bettendorf  testify  that  daring 
the  year  1906  a  sample  car,  known  as  the  *'  Wabash  "  car,  was  made 
at  the  factory  of  the  Bettendorf  Axle  Company  under  the  direction 
of  Bettendorf.  The  witness  Ploehn  in  answer  to  question  21  fully 
describes  the  construction  of  the  draft-rigging  in  this  sample  car, 
and  as  thus  described  it  undoubtedly  embraces  every  element  of  the 
invention  in  issue.  Pixhibit  drawings  A,  B,  and  C  have  been  intro- 
duced in  evidence  as  the  drawings  or  part  of  the  drawings  from 
which  this  car  was  constructed.  They  have  been  identified  by  the 
draftsman  who  made  them  and  clearly  show  every  element  of  the 
claims  in  issue  except  the  '^  followers." 

The  followers  are  the  members  located  at  each  end  of  the  buffing- 
spring  of  the  draft-gear  by  which  the  pulling  or  pushing  strain 
is  transmitted  thereto.  As  pointed  out  by  the  Examiners-in- 
Chief,  such  followers  were  in  common  use  in  draft-rigging  long 
prior  to  the  time  of  the  invention,  and  they  would  seem  to  be  so 
essential  to  the  operation  of  a  draft-gear  such  as  illustrated  in  the 
drawings  above  referred  to  that  they  may  fairly  be  inferred  to  have 
been  a  part  thereof,  although  not  specifically  shown.  Furthermore, 
both  Reck  and  Ploehn  specifically  testify  that  followers  were  used 
in  the  draft-rigging  of  the  Wabash  car.  (Reck  X-Qs.  53,  60,  and  66; 
Ploehn  Q.  21.)  The  testimony  in  regard  to  the  "  Wabash  "  car  is 
therefore  believed  to  be  sufficient  in  itself  to  establish  conception  of 
the  invention  by  Bettendorf  in  1906. 

There  is  further  evidence,  however,  of  conception  by  Bettendorf 
prior  to  March  7,  1908,  which  concerns  the  construction  of  a  sampler 
car,  known  as  the  "  Milwaukee  "  car,  made  for  the  inspection  of  cer- 
tain officials  of  the  Chicago,  Milwaukee  &  St.  Paul  Railway.  Ploehn 
testifies  that  the  order  for  the  construction  of  this  car  was  issued  Hd 
early  as  January  27,  1908.  He  gives  a  full  description  of  the  draft- 
rigging  of  this  car  in  answer  to  question  20,  and  as  there  describeii 
it  clearly  embodies  the  issue.  He  also  testifies  that  the  draft-rigging 
in  this  car  was  like  that  shown  in  Exhibits  £  and  G.  These  are 
prints  made  after  March  7  and  while  differing  from  each  other  in 
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detail  ave  identical  in  principle,  and  both  embody  the  invention  in 
issue.  He  pioints  oat,  furthermore,  the  details  in  which  the  Mil- 
waukee car  differed  from  the  constniction  shown  in  P^xhibit  6.  He 
also  points  out  (Q.  22)  the  difference  between  the  constniction  shown 
in  Exhibit  C  (the  Waba^  car)  and  that  used  in  the  Milwaukee  car. 
These  differences  are  differences  in  detail  and  do  not  concern  the 
present  invention. 

Ploehn  testifies  that  the  Milwaukee  car  as  thus  constructed  was 
completed  on  March  4  or  5  (Qs.  17  and  22)  and  was  inspected  on 
March  6  by  certain  officials  of  the  Chicago,  Milwaukee  A  St  Paul 
Railway,  whose  names  are  given.  He  also  states  that  two  officials  of 
the  Chicago,  Burlington  A  Quincy  Railway  were  present  by  accident 
on  this  occasion  and  gives  their  names.  Bettendorf  testifies  (Q.  25) 
that  the  car  was  completed  the  "  first  week  in  March."  He  elsewhere 
states  that  it  was  completed  within  ten  days  of  the  issuance  of  the 
order  for  construction  and  that  the  order  was  issued  about  the  1st 
of  March. 

It  further  appears  that  the  Bettendorf  Axle  Company  obtained 
the  order  from  the  Chicago,  Milwaukee  &  St.  Paul  Railway  for 
twenty-five  hundred  cars  shortly  after  the  inspection  above  referred 
to  and  that  the  Milwaukee  car  was  taken  to  pieces  and  the  parts 
thereof  used  as  patterns  and  templets  for  the  construction  of  dies, 
etc.,  used  in  manufacturing  the  twenty-five  hundred  cars  to  supply 
this  order.  Bettendorf  also  states  expressly  in  answer  to  question  32 
that  there  was  no  difference  between  the  draft-rigging  of  the  ^  Mil- 
waukee ''  sample  car  and  the  cars  afterward  furnished  to  the  Chicago^ 
Milwaukee  &  St.  Paul  Railway  imder  this  order,  and  there  is  no  ques- 
tion but  that  the  cars  furnished  contained  the  invention  in  issue. 

Under  these  circumstances  it  must  be  concluded  that  the  "Mil- 
waukee "  car  embodied  the  invention  in  issue,  and  it,  as  well  as  the 
''Wabash"  car,  is  evidence  of  conception  by  Bettendorf  prior  to 
March  7,  1908. 

The  testimony  above  discussed  is  likewise  sufficient  to  show  lliat 
Bettendorf  was  working  on  the  invention  at  the  time  O'Connor 
entered  the  field  on  March  7.  Bettendorf's  application  was  filed  on 
May  23,  1908.  In  this  interval  Bettendorf  succeeded  in  obtaininj^ 
an  order  for  the  cars  from  the  Chicago,  Milwaukee  &  St.  Paul  Rail- 
way and  had  constructed  and  delivered  to  that  company  part  of  tho 
cars  ordered.  Under  the  circumstances  his  conduct  is  believed  lo 
clearly  discharge  the  obligation  of  diligence  imposed  upon  hun  by 
reason  of  the  entrance  of  O'Connor  into  the  field  and  to  entitle  him 
to  an  award  of  priority.  In  reaching  this  conclusion  Bettendorf 
has  not  been  given  the  benefit  of  any  testimony  introduced  in  rebut- 
tal to  which  O'Connor  has  taken  exception. 
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O'Connor  has  vigorously  attacked  the  Bettendorf  proofs  on  the 
ground  that  he  did  not  put  in  all  of  the  evidence  which  was  appar- 
ently available.  He  calls  attention  in  particular  to  the  failure  of  the 
witnesses  other  than  Ploehn  to  describe  the  invention  in  detail,  to 
the  failure  to  put  into  evidence  certain  orders  and  prints  mentioned 
by  Ploehn  in  answer  to  question  15,  and  the  failure  to  call  the  officials 
who  inspected  the  car.  The  evidence  submitted,  however,  is  of  a 
convincing  character  and  is  found  to  be  enough  to  discharge  the  bur- 
den of  proof  onder  which  Bettendorf  rests.  The  fact  that  moro 
might  have  been  introduced  does  not  cast  any  great  suspicion  on  his 
case,  especially  in  view  of  the  fact  that  the  evidence  omitted,  if 
damaging  to  Bettendorf,  might  easily  have  been  bfought  out  by  hi^j 
opponent  for  the  purpose  of  contradicting  him,  since  Ploehn  gave  the 
names  of  the  officials  in  question  and  stated  that  he  had  the  prints 
and  orders  with  him. 

O'Connor  also  points  out  that  certain  prints  made  after  the  alleged 
construction  of  the  Wabash  car  and  as  late  as  March  6, 1908,  did  not 
contain  the  issue,  and  he  concludes,  therefore,  that  Bettendorf  did 
not  have  a  conception  thereof  at  the  time  alleged.  The  prints  re- 
ferred to  are  Bettendorf  Exhibit  K  and  O'Connor  Exhibit  5.  It  is 
alleged  that  these  prints  do  not  disclose  the  issue,  because  they  do  not 
show  "cheek-plates."  In  this  O'Connor  is  believed  to  be  in  error. 
The  cheek-plates  shown  are  not  of  the  form  disclosed  in  the  appli- 
cations here  in  issue;  but  they  are  believed  to  conform  to  the  defini- 
tion of  the  cheek-plates  as  used  in  this  art.  The  Car  BuUders^  Dic- 
tionary (1906  edition)  defines  a  "draft-gear  cheek-casting" 


a  malleable-iron  casting  which  incloses  the  thimbles  or  followers  and  carries 
the  thrust  to  the  draft-sills  and  draft-timbers,  to  which  it  is  bolted. 

Whether  this  is  true  or  not,  however,  the  mere  fact  that  Betten- 
dorf produced  certain  prints  showing  draft-rigging  not  conforming 
to  the  issue  would  be  wholly  insufficient  to  indicate  a  lack  of  concep- 
tion by  him  at  that  time  in  the  face  of  the  positive  testimony  above 
referred  to.  The  same  may  be  said  of  O'Connor's  criticism  based 
upon  the  fact  that  Bettendorf's  Patent  No.  909,360  does  not  claim  the 
invention  in  issue,  although  the  drawings  therein  conform  closely  to 
the  exhibit  drawings  from  which  the  Wabash  car  is  said  to  have  been 
constructed. 

O'Connor  has  also  contended  before  the  lower  tribunals  and  still 
contends  that  Bettendorf  is  estopped  from  asserting  that  he  had 
the  invention  on  or  before  March  7,  1908,  by  reason  of  the  following 
letter  written  to  the  W.  H.  Miner  Company,  O'Connor's  employer, 
by.  the  witness  Ploehn  under  instructions  from  Bettendorf : 

Confirming  our  phone  conversation  of  this  afternoon,  we  are  sorry  to  advise? 
you  that  our  design  of  the  draft-gear  end  of  the  center  sill  on  the  Milwaukee 
8tocl£-car  underframe  is  in  such  a  stage  that  we  cannot  send  you  a  sketch  or 
print  of  same.    The  fact  is  that  as  yet,  no  complete  drawings  have  been  made. 
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Assuming  without  deciding  that  the  doctrine  of  equitable  estoppel 
may  be  invoked  in  such  a  proceeding  as  the  present,  it  is  sufficient 
to  say  that  I  do  not  find  any  ground  for  applying  it  in  this  instance. 
This  letter  is  of  a  nature  such  that  O'Connor,  who  is  an  employee  of 
the  Miner  Company,  had  no  reason  to  draw  the  conclusion  therefrom 
that  Bettendorf  was  at  the  time  of  writing  without  a  conception  of 
the  present  invention  or  that  he  was  not  working  on  it  or  did  not 
consider  it  his  invention.  It  has  been  explained  in  the  record  that  it 
is  contrary  to  the  rules  of  the  Bettendorf  Company  to  send  out  prints 
or  information  regarding  prospective  orders  until  the  order  had  been 
obtained  and  the  prints  approved.  Furthermore,  as  above  indicated, 
there  is  no  evidence  in  the  record  that  complete  drawings  were  in 
existence  prior  to  the  time  the  Milwaukee  sample  car  was  made,  and 
obviously  it  might  well  have  been  finished  without  the  making  of 
drawings  which  would  be  "  complete  drawings  "  within  the  meaning 
of  this  letter.  I  find  no  reason  for  holding  Bettendorf  estopped  to 
assert  his  right  to  the  invention. 

The  decision  of  the  Examinera-in-Chief  is  a-ffirmed. 


McBebtt  v.  Shore  and  Shore. 

Decided  June  Ih  19tU 

175  O.  G.,  843. 

ImnEBfKBEircE — ^Pbiobitt — BRIGHT  TO  Makx  Giaims. 

Wbere  it  appeared  that  one  of  the  parties  to  an  interference  had  no  right 
to  make  the  claims  in  issue,  Held  that  the  Bxaminers-in-Chief  properly 
awarded  priority  to  the  opposing  party  on  that  ground. 

Appeal  from  Examiners-in-Chief. 

KLBCTBIO  GABLE. 

Mr.  De  Witt  O.  Tanner  for  McBerty.  {Mr.  FranJdin  T.  Wood- 
foard  of  counsel.) 

Mr.  Albert  Stetson  and  Mr.  A.  Parker-Smith  for  Shore  and  Shore. 
{Mr.  George  A.  Hoffman  of  counsel.) 

MooRB,  Commissioner: 

This  is  an  appeal  by  McBerty  from  the  decision  of  the  Examiners- 
in-Chief  reversing  the  decision  of  the  Examiner  of  Interferences  and 
awarding  to  Shore  and  Shore  priority  of  invention  of  the  following 
issue: 

1.  A  woven  multiconductor  composed  of  an  insulating-woof  and  individual 
conductors  forming  the  warp,  portions  of  the  conductors  projecting  above  the 
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general  surface  o£  tlie  weave  in  tha  form  of  loops*  and  adapted  to  aema  as  ter- 
mlnala  for  beanch  conductors. 

2.  The  combination  with  a  branch  circuit  of  a  woven  multiconductor  having 
an  insulating-woof,  a  warp  formed  of  individual  conductors  aud  means  integral 
with  the  conductors  and  external  to  the  weave  for  connecting  the  branch  circuit 
with  the  multiconductor. 

Th^  application  of  Shore  and  Shore  filed  Januai-y  2, 1907,  resulted 
in  a  regularly-issued  patent  on  June  18,  1907.  The  application  of 
McBerty  was  not  filed  until  February  27  of  the  following  year.  In 
said  application  McBerty  copied  two  claims  of  the  patent  to  Shore 
and  Shore  and  requested  the  declaration  of  the  present  interference. 

The  Examiner  of  Interferences  found  that  the  general  idea  of  the 
invention  originated  with  McBerty  and  was  disclosed  by  him  to 
Albert  F.  Shore.    In  his  decision  he  states : 

While  it  might  be  that  the  Shores  would  be  entitled  to  claims  for  their  spe- 
cific form  they  cannot,  under  these  circumstances,  be  permitted  to  dominate 
McBerty,  with  whom  the  general  Idea  originated. 

The  Examiners-in-Chief  held  that  McBerty  had  no  right  to  nvike 
claims  corresponding  to  the  counts  of  the  issue,  since  said  counts  are 
not  readable  upon  the  construction  of  his  application,  and  they  ac- 
cordingly awarded  priority  in  favor  of  Shore  and  Shore. 

McBerty  states  the  grounds  of  his  present  appeal  as  follows: 

1.  The  Board  of  ExaminersrlQ-Chief  erred  in  awarding  priority  to  Shore  and 
Shore  and  in  not  directing  the  attention  of  the  Commissioner  to  the  alleged  luck 
of  right  on  the  part  of  McBerty  to  make  the  claims  forming  the  issue  as  is  re- 
quired by  Rule  126. 

2.  The  Board  of  Examiners-in-Oble€  erred  in  not  either  before  or  in  their  da- 
cislon  directing  the  attention  ot  the  Commissioner  to  the  fact  thai  no  interfer- 
ence fisted. 

3.  The  Board  of  Ei^aminers-in-Chief  erred  in  not  recomm^iding  to  the  O^im- 
missioner  that  this  interference  should  be  dissolTod. 

It  appears  from  these  reasons  of  appeal  that  McBerty  admits  that 
he  has  no  right  to  make  the  claims  forming  the  counts  of  the  issue ; 
but  he  contends  that  the  Examiners-in-Chief  erred  in  not  directing 
the  attention  of  the  Commissioner  to  this  fact  and  in  not  recommend- 
ing the  dissolution  of  the  interference  instead  of  deciding  priority 
upon  this  ground. 

In  support  of  his  contention  that  the  interference  should  be  termi- 
nated by  dissolution  rather  than  by  an  award  of  priority  McBerty 
calls  attention  to  two  Commissioner's  decisions,  rendered  years  ngo, 
and  to  the  provisions  of  Rule  126: 

The  Examiner  of  Interferences  or  the  Examiners-ln-Chlef  may,  either  be/ore 
or  In  their  decision  on  the  question  of  priority,  direct  the  attention  of  the  Com- 
missioner to  any  matter  not  relating  to  priority  which  may  have  come  to  their 
notice,  and  which,  in  their  opinion,  establishes  the  fact  that  no  interference 
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Had  this  case  arisen  prior  to  the  decision  of  the  Court  of  Appeals 
of  the  District  of  Columbia  in  Podlesak  and  Podlesak  v.  Mclnnerney^ 
(C.  D.,  1906, 558;  120  O.  G.,  2127;  26  App.  D.  C,  399,)  the  contention 
of  McBerty  would  not  have  been  without  force.  In  the  above-men- 
tioned decision,  rendered  January  4,  1906,  the  Court  of  Appeals  of 
the  District  of  Columbia  held  that  the  question  of  the  right  to  make 
the  claim  of  the  issue  is  an  ancillary  question  to  be  considered  in  de- 
termining priority  of  invention.    In  that  case  the  Court  said: 

The  Question  of  the  right  of  a  party  to  make  a  claim  goes  to  the  very  fotiiula* 
tlon  of  an  Interference  for  if  the  party  has  not  such  right  the  interference  falls. 
If  it  be  incorrectly  held  that  such  party  has  a  right  to  make  the  claim  priority 
may  be  awarded  to  him  and  his  adversary  be  deprived  of  a  substantial  right  in 
that  he  is  not  given  a  claim  where  he  necessarily  is  the  prior  inventor,  his 
advemary  never  having  made  the  inv^ition.  Manifestly  that  question  should 
not  be  finally  determined  by  the  Primary  E<xaminer  who  originally  deolanni  the 
interference.  We  therefore  take  Jurisdiction  to  determine  that  question  in  this 
case  as  an  ancillary  question  to  be  considered  in  awarding  priority  of  invention 

As  a  result  of  said  decision.  Rule  130  of  the  Rules  of  Practice,  pro- 
viding for  an  award  of  priority  where  at  the  final  hearing  it  appears 
that  one  party  is  not  entitled  to  make  the  claims  of  the  issue,  was 
promulgated. 

The  present  case  falls  within  this  rule  rather  than  Rule  122  or 
Rule  126. 

The  above  ruling  of  the  court  in  Podlesak  and  Podlesak  case  is 
affirmed  in  its  later  decisions  in  Wickers  and  Furlong  v.  McKee^ 
(C.  D.,  1907,  687;  129  O.  G.,  869;  29  App.  D,  C,  4;)  United  States, 
ex  rel.  The  Newcomh  Motor  Co.  v.  Moore,  (C.  D.,  1908,  332;  133 
O.  G.,  1680;  30  App.  D.  C,  464;)  Toionsend  v.  ThnlUn,  (C.  D.,  1900, 
381;  142  O.  G.,  1116;  32  App.  D.  C,  676;)  Gold  v.  Gold,  (C.  D.,  1910, 
269;  150  O.  G.,  570;  34  App.  D.  C,  229;)  Cosper  v.  Gold  and  Gold, 
(C.  D.,  1910,  282;  151  O.  G.,  194;  34  App.  D.  C,  194.) 

In  the  case  last  cited  the  court  dismissed  the  appeal  upon  the 
ground  that  it  was  taken  from  a  decision  of  the  Commissioner  dis- 
solving the  interference  because  Cosper  had  no  right  to  make  the 
claims  of  the  issue.  The  court  held  that  while  the  question  of  the 
right  of  a  party  to  make  the  claim  of  the  issue  is  ancillary  to  that  of 
priority  and  a  proper  one  upon  which  to  base  an  award  of  priority 
no  such  final  order  had  been  rendered  in  that  case  and  that  the 
appellant  must  await  a  final  decision  of  the  Commissioner  of  Patents 
on  the  question  of  priority.  Upon  the  return  of  the  case  to  the 
Patent  Office  and  in  view  of  the  holding  of  the  court  the  Commis- 
sioner at  once  entered  an  award  of  priority  based  upon  Cosper's  lack 
of  right  to  make  the  claims  of  the  issue.  From  this  final  order  Ccsper 
took  an  appeal  to  the  Court  of  Appeals  of  the  District  of  Columbia, 
which  appeal  the  court  entertained,  and  in  a  decision  rendered  Feb- 
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ruary  6,  1911,  C.  D.,  1911,  887;  168  O.  G.,  787;  86  App.  D.  C,  302; 
held: 

lu  the  present  case  there  was  no  question  as  to  the  regularity  of  the  applica- 
tion, but  solely  as  to  the  right  of  Ckwper  to  make  the  claims  under  the  specifl- 
cations  of  that  application.  Under  the  early  rule  prevailing  in  this  court,  the 
right  of  the  parties  to  make  the  claims  of  the  issue  was  not  a  question  in  the 
interference  that  could  be  brought  up  on  appeal.  That  rule  was  reversed  in 
Podleaak  v.  Mclnnemey,  (C.  D.,  1906,  558;  120  O.  G.,  2127;  26  App.  D.  C, 
399,)  where  it  was  declared  that  the  court  would  "take  jurisdiction  of  the 
question  of  the  right  to  make  the  claim  as  an  ancillary  question  to  be  considered 
in  awarding  priority  of  invention." 

As  was  held  in  the  former  appeal,  (C.  D.,  1910,  282;  151  O.  G.,  194;  34  App. 
D.  C,  194,)  the  decision  of  that  question  without  a  final  award  also  of  priority 
Is  interlocutory  and,  therefore,  not  appealable.  The  decision  in  these  cases 
goes  further  and  is  substantially  that  Egbert  H.  Gold  and  Edward  E.  Gold,  in 
their  respective  cases,  are  prior  inventors  to  Oosper. 

Assuming  that  such  is  the  effect  of  the  decision  of  the  Oonunissioner,  it  is 
contended  that  he  had  no  Jurisdiction,  in  either  case,  to  render  any  such  deci- 
sion. The  proposition  is,  that  nothing  was  before  him  but  the  motion  to 
dissolve  and  he  had  no  power  to  decide  any  other  question  than  that.  It  is  true 
that  this  was  the  sole  ground  of  the  decision  of  the  tribunals  below,  but  it  does 
not  follow  that  it  was  the  only  question  finally  determinable  in  the  case.  The 
declaration  of  the  interference  raised  the  issue  of  priority  of  invention,  and  the 
question  of  the  right  of  Gosper  to  make  the  claims  was  ancillary  thereto.  Whoi 
decided  adversely  to  Gosper  the  opponent  was  entitled  to  the  award  of  priority 
AS  a  matter  of  course.  It  was  the  basis  of  the  award  of  priority.  (Wfcfcer*  v. 
McKee,  (C.  D.,  1907,  587;  129  O.  G.,  869;  29  App.  D.  C.,  4.)  As  to  the  same 
effect  is  the  decision  dismissing  the  former  appeal.  (G.  D.,  1910,  282;  151  O.  G., 
194;  34  App.  D.  C.,  194.) 

Under  the  practice  established  by  the  decision  in  Podlesak  v.  Mclnnemey 
(C.  D.,  1906,  558;  120  O.  G.,  2127;  26  App.  D.  C.,  399)  two  questions  arise  In 
every  interference  case  where  the  right  of  one  party  to  make  the  claims  of  the 
issue  is  presented  on  a  motion  to  dissolve  on  that  ground — the  right  to  make  the 
claims,  and  the  priority  of  invention.  If  the  first  shall  be  decided  adversely  to 
the  claimant,  the  formal  award  of  priority  goes  to  his  opponent  as  a  matter  of 
course. 

In  view  of  the  rulings  of  the  Court  of  Appeals  of  the  District  of 
Columbia,  there  is  no  question  but  that  the  Examiners-in-Chief  were 
right  in  rendering  a  decision  awarding  priority  rather  than  in  recom- 
mending the  dissolution  of  the  interference. 

This  decision  might  rest  at  this  point,  since  appellant  has  not  seri- 
ously urged  his  right  to  make  the  claims,  but,  on  the  contrary,  states 
in  his  brief  as  follows : 

The  conclusion  of  the  Board  of  Examlners-in-Ohief  that  the  claims  of  the 
Shore  and  Shore  patent  do  not  cover  the  construction  of  McBerty's  application 
Is  perhaps  a  rational  one;  but  an  award  of  priority  of  invention  to  Shore  and 
Shore  was  not  required  or  warranted  by  the  practice  in  such  cases,  and  is  con- 
trary to  the  evidence. 

The  decision  of  the  Examiners-in-Chief,  however,  upon  the  ques- 
tion of  the  right  of  McBerty  to  make  the  claims  of  the  issue  has 
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been  carefully  examined.  These  claims  originated  in  the  Shore  and ' 
Shore  application,  and  after  the  issuance  of  the  patent  thereon 
McBerty  filed  his  application  and  copied  two  of  the  claims,  with  the 
request  that  an  interference  be  declared.  The  meaning  to  be  given 
the  claims  is  therefore  to  be  interpreted  in  the  light  of  the  disclosure 
in  the  Shore  and  Shore  patent. 

For  reasons  fully  set  forth  in  the  decision  of  the  Examiners-in- 
Ghief  I  fail  to  find  in. the  McBerty  application  a  proper  foundation 
for  the  limitation  of  count  1  reading: 

portiona  of  the  conductors  projecting  above  the  general  surface  of  the  weave 
In  the  form  of  loops, 

and  for  the  portion  of  count  2  reading : 

meaos  integral  with  the  conductors  and  external  to  the  weave  for  connecting 

the  branch  circuit  with  the  multicondnctor. 

Having  reached  the  above  conclusion,  it  is  unnecessary  to  consider 
the  testimony  upon  the  question  of  priority  filed  by  McBerty. 

No  error  is  found  in  the  decision  of  the  Examiners-in-Chief^  and 
it  is  accardingh/  affirmed. 


Ex  PABTB  Smith. 

Decided  January  11,  1912* 

175  O.  O.,  S44. 

.Appuoation — ^FaosccuTioN— Petition  That  Bzaminbe  Explain  Reasohs  pob 

BBJBOnON. 

A  petition  that  the  Examiner  be  directed  to  apply  the  referencea  to  the 
claims  dismissed  as  premature  where  it  appears  that  the  Examiner  had 
not  been  requested  to  give  a  further  explanation  of  the  rejection. 

On  Petition. 

BELT. 

Messrs.  Wright^  Brown,  Quinby  <£  May  for  the  applicant.  ^ 

Moore,  Commissioner: 

This  is  a  petition  that  the  Examiner  be  instructed  that  the  argu- 
ment presented  by  the  applicant  calls  for  an  explanation  of  the 
Examiner's  reasons  for  rejection  and — 

that  the  Examiner  be  advised  tbat  the  applicant  is  entitled  to  receive  some 
idea  of  what  reasons  will  be  advanced  to  support  his  rejection. 

The  record  shows  that  in  the  first  action  claims  1  and  2  were 
rejected  in  view  of  one  patent  and  claim  8  in  view  of  another,  and 
a  third  patent  was  also  "  made  of  record."  In  response  to  an  argu- 
ment filed  by  applicant  the  Examiner  rejected  all  of  the  claims  on 
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the  latter  reference  in  view  of  the  other  two,  no  explanatioa  being 
given  of  how  these  references  were  to  be  applied  to  the  claims. 

In  his  answer  the  Examiner  states  that  applicant's  argument 
showed  that  he  thoroughly  understood  the  construction  of  the  refer- 
ences and  that  it  was  supposed  that  no  detailed  statement  of  reasons 
was  necessary.  The  Examiner  further  states  that  if  applicant  did 
not  fully  understand  the  application  of  the  references  a  request  that 
they  be  applied  "  would  have  met  with  a  cheerful  compliance  "  on 
his  part. 

The  petition  is  obviously  premature.  If  the  invention  and  the 
devices  shown  in  the  patents  cited  were  not  so  simple  that  the  posi- 
tion of  the  Examiner  was  clearly  understood  from  the  stat^nent  in 
Ills  last  letter,  applicant  should  have  asked  the  Examiner  for  a 
further  explanation,  and  only  in  the  event  of  a  refusal  to  give  sach 
an  explanation  should  this  petition  have  been  taken. 

The  petition  is  dismissed. 


Hawkins  v.  Ward. 

Decided  March  9,  1911. 

175  O.  G.,  846. 

1.  INTKBFBBENCE — PRIORITY — ^DILIGENCE. 

H.  after  his  concevtion  of  the  invention  in  issue  entered  into  an  Investi- 
gation to  determine  whetlier  it  would  Infringe  any  previously-granted 
patent  before  ftling  his  application.  During  thto  investigation  W.  con- 
ceived the  invention  and  filed  his  application.  Held  that  H.  was  lackiiig 
in  diligence  and  that  priority  was  properly  awarded  to  W. 

2.  Same — Same — Same. 

Where  it  appears  that  a  "trolley-contact"  was  necessary  tor  the  opera- 
tion of  a  signaling  system,  but  that  contacts  which  could  be  used  in  such  a 
system  were  well  known,  Held  that  the  development  of  a  special  contact 
did  not  constitute  diligence  in  reducing  the  system  to  practice. 

Appeal  from  Examiners-in-Chief. 

SIGNAL  SYSTEM. 

Mr.  Albert  O.  Davis  for  Hawkins.     {Mr.  Arthur  A.  Buck  of 
counsel.) 
Mr.  Spencer  S.  Prentiss  for  Ward. 

BnLLiNGS,  First  Assistant  Commissioner: 

This  is  an  appeal  by  Hawkins  from  a  decision  of  the  Examiners- 
in-Chief  reversing  a  decision  of  the  Examiner  of  Interferences  and 
awarding  priority  to  Ward,  the  senior  party. 
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The  issue  of  the  interference  is  as  follows : 

1.  In  a  block-signaling  eystem  the  combination  of  a  step-by-step  controller 
at  each  end  of  the  block  one  of  which  is  operated  a  step  forward  and  back- 
ward respectlT^y  In  resiionse  to  each  car  entering  and  leaving  the  block  in  a 
given  direction,  a  danger-signal  set  in  response  to  the  first  forward  moYttnent 
<*f  said  controller  and  cleared  by  its  last  return  movement,  a  signal  set  at  the 
c-fiteriug  end  of  the  bloc*k  in  response  to  the  setting  of  said  danger-signa?, 
danger  and  caution  signals  similarly  arranged  with  respect  to  the  other  con- 
troller and  governed  theieby  in  response  to  cars  entering  and  leaving' the  block 
in  the  opposite  direction,  two  line-wires  only  extending  along  the  block  for 
controlling  and  operating  said  signals,  and  means  including  a  switch  for 
causing  an  indication  uf  the  movement  of  the  operating-controller  to  be  given 
each  following  car  entering  the  block  after  the  signals  are  set. 

2.  In  a  signaling  system,  the  combination  of  st3p-by-step  controllers,  one  at 
ftach  end  of  a  block,  one  of  said  controllers  operated  a  step  forward  and  back- 
ward fMpectively  in  response  to  cars  entering  and  leaving  the  block  in  one 
direction,  a  danger-signal  set  when  said  controller  assumes  its  first  forward 
movement  and  cleared  when  the  controller  is  restored,  the  other  step-by-step 
controller  similarly  operated  in  response  to  cars  entering  and  leaving  the  block 
in  the  other  direction,  m  danger-signal  similarly  set  by  said  controller,  a  single 
Itne-wiie  for  controlling  the  setting  of  either  of  said  signals,  and  a  signal  set 
in  resiwiise  to  the  setting  of  one  of  said  dangcfr signals  for  indicating  to  the 
first  ear  of  a  series  the  setting  of  said  danger-signal. 

3.  In  a  block-signaling  (eastern,  the  combination  of  a  step-by-step  controlltf 
at  ea<A  end  of  the  block  one  of  which  is  operated  a  step  forward  and  backward 
respectively  in  response  to  each  car  entering  and  leaving  the  block  in  a  given 
direction,  a  danger-signal  at  one  end  of  the  block  set  in  response  to  the  first 
forward  movement  of  said  controller  and  cleared  in  response  to  its  last 
backward  movement,  a  signal  at  the  entering  end  set  in  response  to  the  setting 
of  the  danger-signal,  meims  for  causing  an  indication  to  be  given  each  subse- 
quent car  to  show  the  forward  movement  of  Its  signal -cent  roller,  signals  and 
circuits  similarly  arranged  and  controlled  by  the  other  step-by-step  controller 
In  response  to  cars  entering  and  leaving  the  block  in  the  opposite  direction, 
find  a  common  line-circuit  for  controlling  the  setting  of  the  danger-signals. 

4.  In  a  block-signaling  system,  a  signal-circuit  extending  along  the  block, 
bigual-setting  means  at  one  end  controlled  through  said  circuit  by  the  first 
car  of  a  possible  series  entering  the  block  for  setting  a  signal  at  that  end,  a 
signal  at  the  other  end  controlled  through  said  circuit  by  the  setting  of  the 
first  signal,  and  a  switch  operated  in  advancing  the  controller  and  controlled 
by  the  entry  of  each  succeeding  car  of  the  series  for  causing  an  indication  of 
the  controller  movement  to  be  given  each  of  sakl  cars  without  affecting  said 
first  signal. 

Hawkins  disclosed  the  invention  inyolved  herein  on  <»*  about  May 
25,  1907,  and  filed  his  application  on  November  29,  1907.  Ward  dis- 
closed the  invention  on  or  about  June  15,  1907,  and  filed  his  applica- 
tion July  22,  1907.  Neither  party  actually  reduced  the  invention  to 
practice.  The  only  question  in  the  case  is,  therefore,  whether 
JIawkins,  who  was  the  first  to  conceive  the  invention,  was  exercising 
due  diligence  in  reducing  the  same  to  practice  just  prior  to  the  time 
Ward  entered  the  field  and  subsequently  thereto. 

The  Examiner  of  Interferences  awarded  priority  to  Hawkins,  on 
the  ground  that  he  had  been  diligent  during  this  time.    The  Exam- 
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iners-in-Chief ,  on  the  other  hand,  held  that  Hawkins  was  not  diligent, 
since  the  delay  in  filing  his  application  was  deliberate  and  due  to 
business  considerations  which  were  not  controlling. 

The  record  shows  that  Hawkins  is  an  engineer  and  patent  attorney 
m  the  employ  of  the  General  Electric  Company,  the  assignee  of  his 
application,  and  that  after  he  conceived  tlie  invention  he  entered  into 
an  investigation  to  see  whether  it  would  infringe  any  previously- 
granted  patent.  This  investigation,  made  in  part  by  himself  and  in 
part  by  William  M.  Fairfax,  who  was  in  charge  of  the  Washington 
office  of  the  General  Electric  Company,  continued  until  about  the 
middle  of  August,  1907.  Hawkins  testifies  that  after  his  invention 
was  submitted  to  the  patent  department  of  the  General  Electric  Com- 
pany it  was  turned  over  to  Mr.  Buck,  and  then  to  him,  being  received 
by  him  a  few  days  after  June  14,  and  he  ordered  a  drawing  prepared 
on  July  12, 1907,  which  drawing  was  finished  on  July  16, 1907.  With 
respect  to  the  further  delay  in  the  preparation  of  the  application  he 
testifies  as  follows,  (record,  p.  52:) 

While  I  had  turned  the  case  over  to  Mr.  Glen  !n  order  to  get  the  drawings 
ready  for  filing  I  thought  it  best  not  to  file  the  application  until  the  searches 
which  Mr.  Fairfax  and  I  were  then  making  on  the  system  were  completed  or 
were  far  enough  along  to  give  me  accurate  information  of  the  bearing  of  the 
prior  art  on  my  system.  In  the  first  place  I  wanted  to  show  in  my  application 
as  filed  precisely  the  circuit  connections  which  we  would  use  in  our  system 
when  commercially  developed,  and  until  the  patent  investigation  was  completed 
1  could  not  be  sure  but  that  we  might  have  to  modify  some  of  the  connections 
to  avoid  infringement  of  existing  patents. 

This  statement  is,  in  effect,  an  admission  that  if  the  search  dis- 
closed a  dominating  patent  then  the  invention  of  this  issue  must  be 
abandoned  and  reduction  to  practice,  if  any,  would  be  effected  upon 
the  conception  of  another  and  different  invention. 

Hawkins  testifies,  further,  that  after  he  had  completed  his  search 
m  the  prior  art  and  found  that  there  were  no  dominating  patents  he 
decided  to  make  a  certain  modification  in  the  apparatus,  and  that  the 
preparation  of  the  application  was  then  further  delayed  to  see 
whether  when  the  mechanical  details  of  the  apparatus  were  laid  out 
it  might  prove  advisable  to  modify  the  system,  (record,  p.  54.)  The 
question  of  designing  a  trolley-contact  was  then  taken  up  and  was 
completed  on  or  about  the  1st  of  October.  Hawkins  testifies  that  the 
preparation  of  the  application  was  commenced  about  that  time,  that 
the  second  sheet  of  drawings  was  finished  on  the  9th  of  October,  and 
the  application  filed  November  29.  1907. 

It  has  been  vigorously  argued  on  behalf  of  Hawkins  that  he  was 
justified  in  delaying  his  actual  or  constructive  reduction  to  practice 
of  the  invention  until  he  could  determine  whether  there  were  any 
dominating  patents — in  other  words,  until  an  infringement  search 
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could  be  completed.    This  contention  is,  however,  believed  to  be  not 
well  founded. 

In  the  case  of  Christie  v.  Seybold  (C.  D.,  1893,  515;  64  O.  G.,  1650; 
56  Fed.  Rep.,  69,  Circuit  Court  of  Appeals,  Sixth  Circuit)  it  was  said : 

•  ♦  ♦  The  man  who  first  reduces  an  invention  to  practice  is  prima  facie 
the  first  and  true  inventor.  ♦  ♦  ♦  The  burden  is  on  the  second  reducer  to 
practice  to  show  the  prior  conception,  and  to  establish  the  connection  betweoa 
that  conception  and  his  reduction  to  practice  by  proof  of  due  diligence. 

It  is  not  necessary  in  order  to  reduce  an  invention  to  practice, 
either  actually  or  constructively,  that  the  inventor  know  that  there 
are  in  existence  no  dominating  patents.  In  the  case  of  Atkins  v.  Fox 
(46  MS.  Dec,  188)  it  appears  that  Atkins,  who  was  the  first  to  con- 
ceive but  the  last  to  reduce  to  practice,  had  delayed  such  reduction  to 
practice  in  view  of  negotiations  which  he  had  entered  into  with  the 
owner  of  the  Lamson  patent,  which  was  believed  to  cover  the  im- 
provement which  Atkins  had  made,  and  it  was  not  until  these  nego- 
tiations had  fallen  through  that  he  filed  his  application  for  patent. 
In  holding  that  Atkins  was  not  diligent  and  that  priority  was  prop- 
erly awarded  to  Fox  Commissioner  Mitchell  said  : 

At  the  same  time  Atkins  was  an  extensive  saw-manufacturer  and  poRst^ssed 
unusual  facilities  for  perfecting  an  invention  consiAing  of  an  improved  flaw. 
His  failure  to  perfect  it  under  the  circumstances  must  be  held  to  be  inconsistent 
with  the  exercise  of  the  required  degree  of  diligence,  and  the  fact  that  he  was 
not  disposed  to  manufacture  the  saw  for  sale,  pending  negotiations  with  Lam- 
son, is  not  in  law  an  excuse  for  failing  to  perfect  the  invention.  He  was  free 
to  perfect  his  invention,  even  though  he  might  not  have  felt  himself  to  be  free 
to  manufacture  it.  The  fact  that  an  improvement,  if  made,  might  be  subject 
to  a  patent,  has  never  been  held  to  constitute  an  excuse  for  delay  in  perfecting 
such  improvement 

A  similar  holding  was  made  by  the  present  Commissioner  in  the 
case  of  Towe7*  v.  Yost^  (88  MS.  Dec,  294,)  which  it  appeared  that 
Tower  had  delayed  the  completion  of  his  device  because  it  was 
thought  to  be  an  infringement  of  the  McCord  patent  and  that  he 
attempted  to  design  another  modification  and  then  to  discover  an 
earlier  patent  which  would,  in  his  opinion,  invalidate  the  McCord 
patent  In  holding  that  Tower  was  not  diligent  under  the  circum- 
stances the  Commissioner  said : 

The  efforts  which  Tower  made  to  discover  a  patent  which  in  his  opinion 
would  invalidate  the  broad  claim  of  the  McCord  patent  and  thus  remove  what 
he  regarded  as  a  bar  to  the  commercial  development  of  his  invention  do  not 
constitute  diligence  in  reducing  that  invention  to  practice.  In  fact,  they  show 
thai  the  delay  was  not  for  the  purpose  of  perfecting  the  Invention,  but  was 
solely  due  to  busineFs  considerations. 

It  must  be  held,  therefore,  that  Hawkins  was  not  exercising  dili- 
gence at  the  time  Ward  entered  the  field ;  but  even  if  it  could  be  held 
that  this  infringement  search  was  a  sufficient  excuse  for  Hawkins's 
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inactivity  at  this  time  the  record  does  not  show  that  Hawkins  wa^ 
diligent  after  it  was  completed.  It  appears  that  some  time  Tfas  taken 
in  the  development  of  the  "  trolley-contact."  This  contact,  however, 
constitutes  no  part  of  the  pi'^sent  invention.  It  is  true  diat  some 
form  of  contact,  whether  it  be  new  or  old,  was  required  for  the  open*- 
iion  of  the  system ;  but  it  has  not  been  shown  that  it  was  necessary 
to  design  a  new  contact  for  this  purpse.  In  fact,  in  his  appiicaiion 
Hawkins  says  with  respect  to  this  contact: 

In  practice  any  well-kuowri  constmction  of  trolley -contact  may  be  employed, 
many  of  which  are  well  known  in  the  art. 

Furthermore,  it  appears  from  Hawkins's  testimony  that  the  prepa 
ration  of  his  application  was  commenced  about  the  1st  of  October, 
and  the  application  was  not  iSled  until  the  29th  of  November,  IIWT. 
No  sufficient  explanation  is  given  of  this  delay  of  nearly  two  months 
in  the  actual  preparation  and  consequent  filing  of  the  appiicaiion, 
especially  in  view  of  the  facilities  for  preparing  applications  avail- 
able to  Hawkins,  shown  by  the  record. 

It  is  held  that  the  conclvsion  of  the  Examiners-in-Vhief  that 
Hawkins  was  not  exercising  due  diligence  at  the  time  Ward  entered 
the  -field  and  subsequently  thereto  is  right^  and  their  decision  is 
affirmed* 


Ex  PARTE  The  Vi-Stix  Products  Compant. 

Decided  February  5,  1912. 

175  O.  G.,  846. 

TRAEys-MARKS — Opposition — MoDincATioif  of  Appltcatton  Aftes  Advebsk 
Decision. 
Where  an  opposition  was  filed  to  the  registration  of  a  mark  on  the 
ground  that  one  of  its  features  constituted  the  mark  of  the  opposer  and 
such  opposition  wiis  decided  adversely  to  the  applicant.  Held  that  his  appli- 
cation could  thereafter  be  amended  by  omitting  this  feature  only  if  the 
mark  was  not  thereby  mutilated  and  upon  the  filing  of  an  afildavit  tiiat  the 
mark  without  the  representation  of  the  mark  of  opposer  was  actually  used 
by  the  applicant  as  a  trade-mark. 

On  Petition. 

TRADE- MARK   FOR  WHEAT-BREAD^ 

Mr.  Vernon  E.  Hodges  for  the  applicaat. 

Texnant,  Assistant  Commissioner: 

This  is  a  petition  that  the  applicant  be  permitted  to  disclaim  the 
representation  of  the  cross-lines  appearing  in  its  mark  and  that  the 
Examiner  be  instructed  to  pass  the  case  to  allowance. 
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It  appears  that  an  opposition  was  filed  to  the  registration  of  this 
mark  by  Farwell  and  Phines  on  the  ground  that  they  were  the 
owners  of  a  registered  trade-mark  consisting  of  cross-lines  and  that 
the  registration  of  applicant's  mark  would  be  likely  to  damage  them. 
The  opposition  was  not  contested.  Applicant  filed  a  disclaimer  of 
the  right  to  the  exclusive  use  of  the  cross-lines;  but  the  Examiner 
of  Interferences  rendered  judgment  against  it  on  the  ground  that  it 
had  filed  neither  plea,  demurrer,  or  answer  within  the  time  set. 

As  pointed  out  by  the  Examiner  of  Trade-Marks,  the  relief  asked 
for  cannot  be  granted,  since  an  applicant  cannot  disclaim  an  arbi- 
trary and  fanciful  feature  of  a  mark  owned  and  registered  by  an- 
other. The  Examiner  suggests  that  the  applicant  might  be  per- 
mitted to  remove  the  feature  in  question  from  the  drawing.  This 
could  be  done,  however,  only  if  the  mark  actually  used  by  the  appli- 
cant is  not  thereby  mutilated  and  upon  the  filing  by  applicant  of  an 
affidavit  that  the  mark  without  the  representation  of  the  cross-stickb 
was  actually  used  by  it  as  a  trade-mark.  {Ex  parte  Wayne  Poultry 
Tonic  Co.,  C.  D.,  1911, 87;  164  O.  G.,  251.) 

Jurisdiction  of  the  application  is  therefore  restored  to  the  Exami- 
ner of  Trade-MarJes  for  further  prosecution  and  for  action  in  accord- 
ance with  this  decision. 


Thomas  v.  Weintraub. 

Decked  June  »9,  1911. 
176  O.  G.,  1097. 

IlTTESFBSBNCE — ^PBIOBrTT — BBBORS  ALI.EQCD  BUT  NOT  UBGED. 

Where  it  was  alleged  in  the  reasons  for  appeal  that  the  Examlners-tii- 
CSiief  erred  in  not  holding  that  the  inv^ition  in  issue  was  disclosed  in  cer- 
tain prior  applications  of  T.  and  also  in  failing  to  find  that  certain  oral 
testimony  offered  on  behalf  of  T.  discloses  "  a  means  of  excitation  of  the 
rectifier  which  is  independent  of  the  source  of  supply/'  but  neither  in  the 
brief  on  the  appeal  nor  in  the  brief  before  the  Examinersrin-Chlef  was  it 
pointed  out  wherein  the  testimony  supported  the  allegations  of  T/s  pre- 
liminary statement,  Held  that  only  the  first  allegation  of  error  would  be 
considered. 
Sauk — Samb — iNVXRTioif  by  Thibd  Pabty. 

In  an  interference  between  T.  and  W.  the  qnestion  whether  the  invention 
in  issue  was  made  by  S.,  who  is  not  a  party  to  the  interference,  is  imma- 
terial 
Same— Sams. 

Priority  Held  properly  awarded  to  W.,  since  certain  prior  applications 
relied  upon  by  T.  do  not  disclose  the  inyention,  even  if  T.  could  be  per- 
mitted to  amend  his  preliminary  statement  so  as  to  allege  dates  of  inven- 
tion  as  early  as  the  filing  dates  of  these  applications. 

M282*— 13 1 
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ELECTBICAL  DISTRIBUTION  8Y8TEH. 

Mr,  Charles  A.  Terry  for  Thomas.  {Mr.  George  E.  Stockbridge 
of  counsel.) 

Mr.  Albert  O,  Davis  for  Weintraub.  {Mr.  Alexander  D.  LutU  of 
counsel. ) 

Moore,  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiner  of  Interferences 
awarding  priority  of  invention  to  Weintraub. 

The  counts  of  the  issue  are  as  follows : 

1.  The  combination  of  a  source  of  single-phase  alternating  curroit,  an  ex- 
hausted receptacle,  electrodes  therefor  one  at  least  of  which  is  of  vaporizable 
material,  connections  between  some  of  said  electrodes  and  the  terminals  of 
said  source  a  connection  between  another  of  said  electrodes  and  a  point  of 
intermediate  potential  on  said  source,  and  means  independent  of  said  source 
for  generating  ionized  vapor  from  the  substance  of  the  last-mentioned  electrode. 

2.  The  combination  of  a  source  of  alternating  current,  an  envelop  or  recep- 
tacle, electrodes  for  said  envelop,  and  continuously-operating  means  independent 
of  said  source  for  rendering  the  interior  of  said  envelop  conductive  for  current- 
waves  of  both  polarities  from  said  source. 

3.  The  combination  of  a  winding,  means  for  generating  in  said  winding  an 
alternating  electromotive  force,  an  exhausted  envelop,  electrodes  therefor  one 
at  least  of  which  is  of  vaporizable  material,  a  connection  from  a  vaporizable 
electrode  to  an  intermediate  point  in  said  winding,  a  connection  from  other 
points  in  said  winding  to  other  electrodes  in  said  envelop,  and  means  inde- 
pendent of  said  winding  for  generating  ionized  vapor  in  said  envelop. 

4.  The  combination  of  an  exhausted  envelop  provided  with  electrodes,  a 
source  of  single-phase  alternating  current,  means  independent  of  said  source 
for  rendering  the  interior  of  said  envelop  conducting  for  currents  of  a  given 
direction  and  means  for  causing  energy  derived  from  both  polarity-waves  of 
the  alternating  current  to  flow  through  said  envelop. 

The  invention  covered  by  these  counts  and  its  relation  to  the  inven- 
tion involved  in  interferences  No.  23,768  and  No.  23,772  is  correctly 
set  forth  as  follows  by  the  Examiner  of  Interferences : 

In  apparatus  of  this  character  it  is  well  understood  that  the  initial  resistance 
is  high,  while  the  running  resistance  Is  low;  but  if  current,  when  once  started, 
ceases  to  flow  for  any  period,  however  short,  the  initial  high  resistance  of  the 
apparatus  is  restored.  So  long  as  current  flows  from  any  source,  there  Is  no 
high  Initial  resistance,  but  only  the  low  running  resistance,  to  the  passage  of 
current  from  every  other  source  that  makes  the  cathode  of  the  existing  current 
a  cathode  for  current  from  such  other  source.  Therefore,  continuity  of  excita- 
tion of  the  cathode  is  essential  With  polyphase  currents  the  several  impulses 
are  so  disposed  relatively  to  each  other,  that,  when  once  started,  continuity  of 
operation  Is  maintained  by  the  overlapped  impulses  themselves.  But  with 
single-phase  currents  some  supplementary  means  for  maintaining  excitation 
must  be  provided ;  for,  otherwise,  the  initial  high  resistance  of  the  apparatus 
would  be  restored  with  each  fall  to  zero  of  the  current-waves. 

Two  practical  means  for  maintaining  excitation  for  single-phase  rectifiers 
have  been  produced;  in  one,  current  from  an  independent  source  is  used;  in 
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the  other,  an  inductance  Is  inserted  in  the  circuit  of  the  current  which  passes 
through  the  rectifier,  which  serves  to  delay  the  current-imimlses  and  so  cause 
them  to  overlap.  The  first  arrangement  was  involved,  broadly,  in  interference 
No.  23,768 ;  while  the  inductance  species  formed,  generally  speaking,  the  subject- 
matter  of  interference  No.  23,772.  But  while  the  separately-excited  rectifier 
formed  the  basis  of  interference  No.  23.768,  the  applications  Involved  therein 
only  disclosed  means  for  rectifying  one  of  the  two  waves;  the  other  was  sup- 
pressed; therefore,  only  broad  counts  for  this  subject-mntter  were  present 
therein.  In  the  present  case  both  waves  are  rectified,  and  the  exciting  means 
derives  its  energy  from  n  source  entirely  Indep^dent  of  the  source  of  current 
to  be  rectified.  This  source  is  not  the  same  in  both  cases.  Weintraub  uses  a 
direct  current-supply,  while  Thomas  shows  an  Independent  transformer. 

As  further  limitations,  all  of  the  counts  include  a  receptacle  for  the  electrodes, 
and  certain  of  the  counts  also  specify  that  there  shall  l>e  a  connection  between 
t'ne  of  the  electrodes  and  a  point  of  intermediate  potential  on  the  source  of 
current  to  be  rectified. 

It  was  stipulated  by  and  between  the  parties  to  this  interference 
that  the  testimony  taken  on  behalf  of  Weintraub  in  interferences  Nos. 
23,768  and  23,772  might  be  considered  as  of  the  same  force  and  effect 
as  if  taken  herein.  Both  the  lower  tribunals,  however,  found  it 
unnecessary  to  consider  this  testimony  in  connection  with  this  inter- 
ference, for  the  reason  that  they  found  that  Thomas  had  not  estab- 
lished a  date  of  conception  of  the  invention  prior  to  Weintraub's 
filing  date  of  March  23,  1903. 

Thomas  originally  alleged  conception  of  the  invention  and  making 
of  drawings  on  February  14,  1903,  and  disclosure  and  reduction  to 
practice  thereof  on  February  26,  1903.  He  moved  to  amend  his  pre- 
liminary statement  by  alleging  January  21,  1903,  for  each  and  all 
of  these  acts.  This  motion  was  denied  by  the  Examiner  of  Inter- 
ferences in  connection  with  his  decision  on  priority,  and  one  of  the 
errors  alleged  on  this  appeal  is  the  failure  of  the  Examiners-in-Chief 
to  give  Thomas  the  benefit  of  this  date.  The  purpose  of  this  pro- 
posed amendment  was  to  secure  the  benefit  of  the  filing  date  of  cer- 
tain applications  filed  by  Thomas  on  January  21, 1903.  As  will  here- 
inafter appear,  these  applications  do  not  disclose  the  invention,  and 
it  cannot  be  held  that  Thomas  is  entitled  to  the  benefit  thereof.  It 
is  therefore  unnecessary  to  consider  whether  the  Examiner  of  Inter- 
ferences was  in  error  in  refusing  the  motion  to  amend  tlie  preliminary 
statement. 

Error  is  also  alleged  in  the  failure  of  the  Examiners-in-Chief  to 
find  that  certain  oral  testimony  offered  on  behalf  of  Thomas  dis- 
closes— 

a  means  of  excitation  of  the  rectifier  which  is  indej^eudent  of  the  sonrce  of 
supply. 

Nowhere  in  the  brief  offered  on  behalf  of  Thomas  is  it  jKnnted  out 
wherein  the  testimony  supports  the  allegation  of  his  preliminary 
statement,  and  the  Examiners-in-Chief  state  in  their  decision  that 
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in  the  brief  filed  before  them  Thomas  confined  his  attention  to  the 
disclosure  of  the  applications  above  referred  to.  Only  these  appli- 
cations therefore  need  to  be  considered. 

In  the  brief  filed  on  this  appeal  reference  is  made  to  two  applica- 
tions filed  on  January  21,  1903— namely,  Nos.  189,876  and  139,957— 
and  to  an  application.  No.  155,922,  filed  May  6,  1903,  as  a  division 
of  application  No.  139,957.  The  first  of  these  applications  matured 
into  Patent  No.  901,306,  and  the  divisional  application  into  Patent 
No.  979,396.  It  is  virtually  admitted  by  Thomas  that  none  of  the 
claims  will  read  on  these  applications.  It  is  contended,  however, 
that  in  view  of  certain  statements  made  therein  it  would  not  require 
any  invention  to  so  reconstruct  the  devices  thereof  as  to  embody  the 
issue  of  this  interference.  I  agree  with  the  holding  of  the  Examiner 
of  Interferences  on  this  point,  which  was  as  follows : 

Moreover,  an  Inspection  of  the  applications  of  which  Thomas  seelcs  the  benefit, 
makes  it  apparent  that  they  do  not  in  fact  disclose  the  issue.  As  heretofore 
stated,  each  and  all  of  the  counts  specify  as  an  element,  means  independent  of 
the  main  source  for  maintaining  activity  of  the  rectifier,  and  each  also  calls 
for  an  envelop  or  receptacle  within  which  the  electrodes  are  placed.  Counts 
1  and  3  in  addition  specify  that  one  of  the  electrodes  is  connected  to  the  source 
at  a  point  where  its  potential  is  Intermediate  the  extremes.  While  Thomas  in 
the  applications  referred  to  does  disclose  current  from  an  independent  source 
for  maintaining  the  rectifiers  active,  and  in  Figure  4  of  his  application,  original 
No.  189,875,  shows  an  envelop  within  which  ai-e  arranged  a  plurality  of  anodes, 
and  also  shows  in  Fig.  1  of  his  application  No.  139,957,  an  arrangement  which 
provides  the  connection  to  a  point  of  Intermediate  potential,  in  none  of  the 
figures  of  either  of  the  two  applications  does  he  disclose  an  arrangement  upon 
which  the  issue  reads.  This  is  admitted  by  Thomas,  but  he  contends  that  there 
would  be  no  invention  in  bringing  the  several  parts  together  so  that  the  issue 
would  read  thereon.  However,  it  must  be  held  that  while  he  does  disclose 
means  for  utilizing  both  waves  from  a  single-phnse  source,  and  while  certain 
of  the  systems  which  he  discloses  may  be  capable  of  performing  the  functions 
of  the  rectifiers  found  in  the  applications  involved  herein,  still,  in  every  instance 
a  plurality  of  envelops  or  receptacles  are  provided  for  the  various  electrodes: 
therefore  none  of  the  counts  read  thereon.  While  in  Fig.  4  of  his  application, 
original  No.  139.875,  he  does  show  a  rectifier  having  a  plurality  of  anodes,  this 
is  not  shown  alone  in  an  operative  system,  but  is  combined  with  other  rectifiers 
which  coact  therewith  to  carry  out  the  design  of  the  inventor. 

It  is  not  seen  that  the  disclosures  of  Thomas  in  the  applications  referred  to, 
either  separately  or  together,  present  the  invention  here  in  issue.  Not  only  is 
the  invention  itself  not  disclosed,  but  it  is  not  believed  that  the  equivalent  is 
found  therein,  for  it  is  not  apparent  that  Thomas,  at  the  time  he  executed  these 
applications,  appreciated  the  possibility  of  constructing  therefrom  the  subject- 
matter  in  issue. 

Thomas  also  contends  that  the  claims  are  clearly  not  patentable  to 
Weintraub  in  view  of  the  two  patents  cited ;  but  for  the  reasons  above 
quoted  from  the  decision  of  the  Examiner  of  Interferences  it  is  far 
from  obvious  that  the  claims  of  the  issue  are  not  patentable  over  these 
patents.    It  is  also  stated  in  the  brief  that  the  record  shows  that  the 
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invention  was  not  original  with  Weintraub,  but  that  he  derived  his 
knowledge  thereof  from  Steinmetz,  one  of  the  engineers  of  the  Gen- 
eral Electric  Company,  the  assignee  of  the  Weintraub  application. 
This  question,  however,  is  absolutely  immaterial  to  the  question  of 
priority  between  Thomas  and  Weintraub.  (F osier  v.  A  ntisdel^  C.  D., 
1899,  413;  88  O.  G.,  1527;  14  App.  D.  C,  552;  Prindle  v.  Brown^ 
C.  D.,  1904,  680;  112  O.  G.,  957;  24  App.  D.  C,  114.) 

The  brief  on  behalf  of  Thomas  closes  with  the  following  statement : 

For  reasons  herein  advanced  it  is  respectfully  submitted  that  either  the 
interference  should  be  decided  in  favor  of  Thomas,  or  else  the  proper  steps 
talcen  to  re-form  the  several  related  Interferences  in  this  group  in  such  manner 
that  the  same  invention  shall  not  under  guise  of  different  language  form  the 
subject  of  different  interferences. 

This  interference  is  one  of  a  series  which  was  declared  in  1904,  the 
real  parties  in  interest  being  the  same  in  all  of  them.  If  there  was 
any  necessity  for  the  re-formation  of  the  issues  of  these  interferences, 
motion  or  motions  to  that  effect  should  have  been  brought  in  the  early 
stages  thereof  before  testimony  had  been  taken. 

TJie  decision  of  the  Examiners-in-Chief  awarding  priority  of  in- 
vention to  Weintraub  is  afftrmed. 


NuMAN  V,  Ashley, 
Decided  January  4,  I91t, 

175  O.  G..  1098. 

1.  Interference — Motion  to  Dissolve — No  Appeal  from  a  Favorable  Decision. 

It  is  well  settled  that  no  appeal  lies  from  the  decision  of  the  Primary 
Examiner  denying  a  motion  to  dissolve  an  interference  upon  the  ground 
that  the  claim  is  not  patentable  to  one  of  the  parties  or  that  he  has  no 
right  to  malce  said  claim. 

2.  Same — Same — Supervisory  Authoritt  Exercised  Only  in  Cixar  Case. 

It  is  also  well  settled  that  the  supervisory  authority  of  the  Commissioner 
will  be  exercised  on  petition  to  review  a  favorable  decision  on  a  motion  to 
dissolve  an  interference  only  in  case  of  manifest  error. 

On  PetTiion. 

inkstand. 

Mr,  Charles  C.  GiU  and  Mr.  William  G,  Henderson  for  Numan. 

Mr.  Frank  M.  Ashley  fro  se. 
Tbnnant,  Assistant  Commissioner: 

This  is  a  petition  by  Numan  asking,  first,  for  a  review  of  the 
decision  of  the  Primary  Examiner  refusing  to  dissolve  the  interfer- 
ence and,  second,  requesting  a  stay  of  proceedings  in  the  interference 
until  final  determination  of  this  petition. 
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Xiimau  brought  a  motion  to  dissolve  the  interference  upon  the 
ground  that  the  claim  of  the  issue  is  not  patentable  to  Ashley  and  that 
Ashley  has  no  right  to  make  such  claim.  It  is  contended  by  Numan 
that  claim  7  of  Ashley's  patent,  No.  993,813,  granted  May  30,  1911, 
upon  a  copending  application  covers  the  construction  shown  in  Ash- 
ley's application  involved  in  this  interference  as  well  as  the  con- 
struction shown  in  said  patent  and  that  it  would  be  double  patent- 
ing to  grant  Ashley  a  patent  upon  the  application  involved  in  this 
interference  containing  the  claim  of  the  issue  which  is  also  generic 
to  both  constructions. 

It  is  well  settled  that  no  appeal  lies  from  the  decision  of  the  Pri- 
mary Examiner  denying  a  motion  to  dissolve  the  interference  upon 
Ihe  ground  that  the  claim  is  not  patentable  to  one  of  the  parties  or 
that  he  has  no  right  to  make  said  claim.  (Rule  124 ;  Zimmermann  v. 
Zamboni^  C.  D.,  1906,  139;  121  O.  G.,  2326;  Weintraub  v.  Hewitt^ 
C.  D.,  1906,  401 ;  124  O.  G.,  2534;  Sohey  v.  Hohclaw,  C.  D.,  1907,  465 ; 
126  O.  G.,  3041 ;  28  App.  D.  C,  65 ;  Daggett  v.  Kaufmann,  C.  D.,  1907, 
121;  127  O.  G.,  3641;  Hawkins  v.  Colevian  v.  Thullen,  C.  D.,  1908, 
90;  133  O.  a,  1187;  Langslotp  v.  Malocsay,  0.  D.,  1910,  98;  155  O.  G., 
i043.)  It  is  also  well  settled  that  the  supervisory  authority  of  the 
Commissioner  will  ba  exercised  on  petition  to  review  such  a  decision 
only  in  case  of  manifest  error.  {Sohey  v.  Ilolsclaw^  C.  D.,  1905,  523; 
119  O.  a,  1922;  Locke  v.  Crehhin,  C.  D.,  1906,  298;  124  O.  G.,  817; 
Daggett  v.  Kaufmann,  C.  D.,  1907, 121 ;  127  O.  G.,  3641 ;  Dixon  and 
Marsh  v.  Graves  and  Whittemore,  C.  D.,  1907,  311;  130  O.  G.,  2374; 
Hess  v.  Joerissen  v.  Felbel,  C.  D.,  1907,  369;  131  O.  G.,  1419;  Frost  v. 
Ohase,  C.  D.,  1910,  33:  151  O.  G.,  741.) 

No  such  manifest  error  is  found  in  the  Examiner's  decision.  On 
the  contrary,  it  may  be  stated  that  petitioner's  contention  that  claim  7 
of  the  Ashley  patent  will  read  upon  the  structure  shown  in  the 
Ashley  application  involved  in  this  interference  is  clearly  erroneous. 
In  attempting  to  read  said  claim  upon  the  structure  of  the  Ashley 
application  it  is  necessary  to  consider  both  the  inwardly-projecting 
portions  A*  and  A'  as  embraced  in  the  portion  of  the  claim  calling 
for — 
guiding  means  extending  upwardly  from  the  bottom  thereof  to  guide  the  cover. 

It  is  also  necessary  to  again  include  one  of  these  projecting  por- 
tions in  order  to  satisfy  that  portion  of  the  claim  calling  for — 
said  body  portion  having  an   inwardly-extending  waU  located  near  said   in- 
wardly-extending portion  and  serving  to  fo^m  a  dipping-chamber  between  them. 

As  to  the  second  ground  of  the  petition,  it  is  unnecessary  to  grant 
a  stay  of  proceedings,  inasmuch  as  petitioner's  time  for  taking  testi- 
mony does  not  expire  until  January  18,  1912. 

The  petition  is  dismissed  as  to  the  first  ground  and  is  denied  as  to 
the  second. 
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In  be  DxDbre  &  Mansub  Company* 

Decided  December  8,  191U 

176  O.  G.,  273. 
AvPLioATioN — ^Access. 

Wbere  in  connection  with  a  petition  for  the  institution  of  pnbllc-nae 
proceedings  it  was  stated  that  petitioner  became  aware  that  applications 
were  p^dlng  for  the  invention  alleged  to  have  been  in  public  use  through 
the  application  of  one  W.,  to  which  it  legitimately  had  access,  Held  that 
this  affords  no  ground  for  giving  one  of  the  applicants  inyolved  in  the 
public-use  proceeding  permission  to  inspect  W.'s  application,  since  it  is  in 
no  way  relied  upon  by  the  petitioner. 

On  Petition. 

Mr.  H.  H.  Bliss  for  Deere  &  Mansur  Company  and  for  Dooley. 

Messrs.  Peirce  dk  Fisher  for  Midiael. 

Messrs.  Dodge  ds  Sons  for  Hult. 

Messrs.  Whitaker  <&  Prevost  for  Buchanan. 

Messrs.  Staley  dk  Bowman  for  Schrock  and  Schrock. 

Messrs.  LirUkicum^  Belt  <&  FuUer  for  Weaver. 

MooRB,  Commissioner: 

This  case  is  before  me  for  consideration  of  a  petition  and  motion 
filed  by  the  party  Weaver. 

In  his  petition  Weaver  requests  that  he  be  permitted  to  inspect 
and  be  furnished  with  copies  of  the  patent  application  of  Charle^^ 
E.  White. 

As  a  basis  for  said  request  the  petition  states  that  the  institution 
of  the  public-use  proceeding  was  effected  by  the  Deere  &  Mansur 
Company  through  knowledge  acquired  in  reference  to  a  number  of 
interferences  through  the  application  of  Charles  E.  White,  No. 
*  *  *,  which  application  was  referred  to  in  the  brief  filed  by  the 
Deere  &  Mansur  Company  at  the  hearing  upon  the  question  of  in- 
stituting said  public-use  proceedings  and  was  also  referred  to  in 
the  Commissioner's  decision  instituting  the  proceeding. 

An  examination  of  said  brief  of  the  Deere  &  Mansur  Company 
shows  that  reference  was  made  to  the  White  application  merely  in 
explanation  of  how  said  company  acquired  its  knowledge  that  appli- 
cations claiming  the  invention  involved  in  the  public-use  proceed 
ing  instituted  were  on  file  in  the  Patent  Office. 

The  White  application  was  referred  to  in  the  decision  of  the  Com- 
missioner denying  a  request  by  Weaver  for  a  rehearing  of  the  peti- 
tion of  the  Deere  &  Mansur  Company  for  an  institution  of  a  public- 
use  proceeding  in  the  following  language : 

Petitioner's  statement  that  he  had  no  knowledge  prior  to  the  disclosure  of 
counsel  for  the  Deere  &  Mansur  Company  at  the  hearing  of  the  pendency  of 
the  White  application  and  that  he  was  taken  by  surprise  as  to  how  paid  corn- 
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Iiany  obtained  knowledge  that  applications  were  pending  for  the  Inyentioii  in 
questiou,  appear  to  furnish  no  good  reason  for  granting  a  rehearing. 

In  answer  to  said  statement  it  should  be  noted  that  this  Office  could  not  dis- 
close the  pendency  of  the  White  application  to  petitioner,  that  the  record  shows 
that  the  Deere  &  Mansur  Company  obtained  said  knowledge  legitimately,  and 
Ihat  as  stated  in  the  case  of  ex  parte  Hartley,  (C.  D.,  1908,  224;  136  O.  O., 
1767,)  "  it  is  the  practice  to  permit  one  of  the  general  public  to  file  a  protest 
and  to  take  testimony  in  behalf  of  the  Patent  Office  upon  this  question.'* 

The  institution  of  the  public-use  proceeding  was  in  no  way  based 
upon  the  White  application.  Beference  to  said  application  was  made 
merely  for  the  purpose  of  showing  how  the  Deere  &  Mansur  CJom- 
pany  acquired  its  information ;  but  this  showing  was  entirely  unneces- 
sary. White  is  not  a  party  to  the  public-use  proceeding,  and  even 
if  he  was  it  would  not  be  a  proper  ground  in  a  public-use  proceeding 
for  permitting  access  by  the  other  parties  to  his  application. 

The  petition  further  states  that  White  has  given  a  deposition  on 
behalf  of  Deere  &  Mansur  Company  in  which  he  testifies  r^arding 
his  application  and  that  access  to  said  application  on  the  part  of  the 
petitioner  is  necessary  in  order  to  enable  him  to  properly  prepare 
his  defense  in  the  public-use  proceeding.  Petitioner  should  have 
referred  to  the  portion  of  White's  deposition  mentioning  his  appli- 
cation, as  by  question  and  answer,  so  that  this  Office  could  readily 
verify  petitioner's  statement.  The  brief  filed  by  the  Deere  &  Mansur 
Company  in  opposition  to  this  petition  states  that  the  testimony  of 
White  concerning  his  application  was  drawn  out  on  cross-examina- 
tion and  over  the  objection  of  counsel  for  the  Deere  &  Mansur 
Company. 

It  does  not  appear  that  the  Deere  &  Mansur  Company  rely  upcm 
the  White  application  for  any  purpose  in  the  public-use  proceeding. 
Had  it  desired  to  do  so  it  would  obviously  have  been  necessary  for  it 
to  introduce  said  application  in  evidence.  Weaver  appears  to  be  no 
more  entitled  to  access  to  the  White  application  at  the  present  time 
than  he  was  at  the  time  of  my  decision,  noted  above,  in  which  I  stated 
that  this  Office  could  not  disclose  the  White  application  to  the  peti- 
tioner Weaver. 

In  his  motion  Weaver  requests  that  the  applicant's  time  for  taking 
testimony  be  extended  so  as  to  close  January  1,  1912,  and  that  the 
times  for  the  taking  of  petitioner's  rebuttal  testimony  and  for  filing 
printed  copies  of  the  testimony  be  correspondingly  extended. 

No  showing  has  been  made  in  support  of  this  motion;  but  in  view 
of  the  fojct  that  the  tim£  of  the  Deere  <&  Mansur  Company  has  been 
extended  several  times  upon  stipulation  the  motion  will  be  granted 
in  the  present  instance.  Any  future  requests  by  Weaver  for  exten- 
sion of  his  tims  should  be  wccompanied  by  a  stipulation  or  by  a 
proper  showing. 
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Ex  PARTE  ROSENBLTTTH. 

Decided  Fehniary  16,  1912. 

176  O.  G..  274. 

Dbavivob — Oancelation  of  8UPKBVLT70US  Shkets. 

Held  tbat  the  Examiner  properly  required  tlie  cancelation. of  Sheets  1 
and  4  of  the  drawings. 

On  Petition. 

ACBTTLENE-OAS  GENSIIATOB. 

Mr.  Arthur  E.  Paige  for  the  applicant 

Moore,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  requiring  the 
cancelation  of  Sheets  1  and  4  of  the  drawings  containing  Figures  I 
and  XL 

These  figures  are  side  elevations  of  two  forms  of  the  generator. 
Their  presciuce  in  the  case  is  absolutely  unnecessary  to  the  full  under- 
standing theireof.  Applicant  states  that  not  only  would  the  changes 
in  the  drawings,  which  the  Examiner  states  are  necessary,  have  to  be 
made,  but  that — 

It  would  also  be  necessary  to  change  the  nominals  of  all  the  other  figures  of  the 
drawings  and  rewrite  the  specification  in  accordance  therewith. 

He  also  i^tates  that  claims  5  and  10  would  not  be  readable  upon  any 
single  figure  of  the  drawing.  As  to  the  necessity  of  making  the 
changes  noted,  this  results  merely  from  the  unnecessary  expense  to 
which  the  applicant  was  subjected  in  having  Figs.  I  and  XI  made. 
So  far  as  claims  5  and  10  are  concerned  it  is  noted  that  at  the  present 
time  they  will  not  read  upon  any  single  feature  of  the  drawing,  since 
Fig.  XI  is  an  elevation  and  does  not  show  the  features  of  construc- 
tion set  out  in  these  claims. 

The  petition  is  denied. 


John  F.  Jelke  Co.  v.  Emil  Fi.etschl  &  Son. 
Decided  February  2,  1912. 

176  O.  G..  274. 

Trade-Marks — Goods    of    the    Same    Oescbiptive    Propebttrs— Butter    and 
Oleomabgabin. 
Beld  that  butter  and  oleomargarin  are  goods  of  the  same  descriptive 
properties  witliln  the  meaning  of  the  Trade-Marlc  Act 

Appeal  on  Motion, 
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TBADB-MABK  FOB  OLBOMABGABIK. 

Messrs.  Poole  dk  Brown  for  Jolm  F.  Jelke  Co. 
Mr.  F.  T.  F.  Johnson  for  Emil  Fleischl  &  Son. 

Billings,  First  Assistant  Commissionii': 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  dissolve  the  interference  upon  a  motion  brought 
by  Emil  Fleischl  &  Son  alleging  that  the  mark  used  by  the  respective 
parties  hereto  is  applied  by  them  to  goods  of  different  descriptive 
properties.  John  F.  Jelke  Co.,  the  junior  party,  also  urge  the 
dissolution. 

It  appears  that  the  same  mark  is  applied  by  one  party  to  "  Oleo- 
margarin "  and  by  the  other  to  "  Butter."  It  is  the  contention  of 
both  parties  that  the  oleomargarin  laws  of  August  2,  1886,  (24  Stat., 
209,)  October  1,  1890,  (26  Stat,  621,)  and  May  9,  1902,  (32  Stat, 
193,)  have  created  a  commercially-distinct  article  of  oleomargarin 
and  that  whatever  may  have  been  the  case  before  such  laws  were 
passed  butter  and  oleomargarin  must  now  be  considered  goods  of 
different  descriptive  properties  within  the  meaning  of  the  Trade- 
Mark  Act.  They  call  attention  to  the  provisions  of  the  law  which 
require  oleomargarin  to  be  so  labeled  and  sold  that  the  possibility  of 
its  being  palmed  off  on  a  purchaser  for  butter  is  reduced  to  a 
minimum. 

These  very  provisions  of  the  law,  the  object  of  which  is  to  prevent 
confusion  between  butter  and  oleomargarin,  are  to  my  mind  a  reason 
against  permitting  the  same  mark  to  be  applied  by  these  parties  to 
their  respective  goods  rather  than  a  reason  for  dissolving  the  inter- 
ference and  granting  separate  registrations  to  each  of  them.  It  is 
believed  that  the  Patent  Office  should  not  lend  itself  to  such  a  use 
of  the  right  of  registration. 

It  may  be  said  further  that  even  assuming  that  the  law  has,  as 
urged  by  appellant,  thrown  such  restrictions  around  the  sale  of  oleo- 
margarin that  it  is  now  easy  for  the  purchaser  to  distinguish  it  from 
butter  as  found  on  the  market  it  does  not  follow  from  that  alone  that 
the  goods  are  of  different  descriptive  properties,  nor  is  the  case  of 
The  Muralo  Co.  v.  National  Lead  Company^  (C.  D.,  1911,  324;  165 
O.  G.,  475;  86  App.  D.  C.,  641,)  cited  by  appellant,  considered 
authority  for  such  a  holding.  That  case  involved  the  question  of 
similarity  of  marks  as  well  as  similarity  of  goods.  A  purchaser  of 
the  most  limited  intelligence  would  also  be  able  to  distinguish  a  pair 
of  high  patent-leather  shoes  from  a  pair  of  tan  oxfords,  and  he  could 
scarcely  be  induced  to  accept  the  one  for  the  other  by  reason  of  any 
trade-mark  they  might  bear.  One  is  a  substitute  in  use  for  the  other 
in  the  same  sense  that  butter  and  oleomargarin  are  substitutes  for 
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each  other.  Yet  it  would  scarcely  be  contended  by  any  one  that  these 
kinds  of  shoes  are  goods  of  different  descriptive  properties  and  that 
the  Office  might  properly  register  the  symbols  "  UNXLD  "  to  one 
company  as  a  trade-mark  on  high  black  shoes  and  the  identical  mark 
to  another  company  for  use  on  tan  oxfords.  To  do  so  would  obvi- 
ously tend  to  defeat  the  very  purpose  for  which  trade-marks  are 
used  and  in  the  interests  of  which  they  are  registered — ^namely,  to 
readily  identify  goods  as  those  of  a  particular  maker  or  those  for 
which  a  certain  person  stands  responsible. 

The  agreement  of  the  parties  to  a  dissolution  cannot  be  permitted 
to  control  where  the  Office  is  clearly  of  the  opinion  that  the  separate 
marks  should  not  both  be  registered.  In  this  case  I  am  clearly  of  the 
opinion  that  the  goods  were  properly  held  to  be  of  the  same  descrip- 
tive properties. 

The  decision  of  the  ExcmUner  of  Trade-Marks  is  ajjirmed. 


Ex  PARTE  Morgan. 

Decided  April  S,  1911. 

176  O.  G.,  275. 

1.  PATKNTAmLmr — ^IncandbscenivLamp-Secubing  Meanb. 

Claims  for  a  device  for  fastening  an  incandescent  lamp  in  Its  socket  Held 
unpatentable  in  view  of  the  prior  art 

2.  Same — Double  Use. 

Where  the  locking  device  employed  by  applicant  had  been  used  for  the 
same  purpose  in  nut-locks,  Held  that  applicant  had  made  merely  a  double 
use  of  this  old  instrumentality  when  he  employed  it  as  a  means  for  fasten- 
ing an  incandescent  lamp  in  its  socket 

incandescent-lamp-secubino  means. 

Messrs.  Chrystie  dk  Wright  for  the  applicant. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  in  finally  rejecting 
claims  1  to  6,  inclusive,  and  9  and  10,  of  which  the  following  will 
serve  as  illustrations: 

1.  The  herein  descril)ed  means  for  fastening  against  removal  an  incandescent 
lamp  in  its  socket,  comprising  the  lamp  socket,  a  protective  shell  therefor,  the 
lamp  and  its  base,  a  helical  spring  having  one  end  free,  and  covered  by  the  pro- 
tective sheU  when  the  lamp  is  in  position. 

3.  The  herehi  described  means  for  fastening  against  removal  an  incandescent 
lamp  in  its  socket,  comprising  the  lamp  socket,  a  protective  shell  therefor,  the 
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lamp  and  its  base,  a  helical  spring  having  one  end  free  and  covered  by  the  pro- 
tective shell  when  the  lamp  is  in  position,  and  a  key  adapted  to  enter  behind 
the  protective  cover  to  render  the  clutch  action  of  the  helical  spring  inoperative. 

The  references  cited  are:  Mitsch,  December  9,  1890,  No.  442,589; 
Kurz  et  al..  May  10, 1892,  No.  474,667;  Knowles,  March  20, 1894,  No. 
516,824;  Arnold,  April  19,  1892,  No.  478,378;  Donally,  August  18, 
1903,  No.  736,368;  Libby,  August  28,  1906,  No.  829,591;  Russell, 
August  29,  1907,  No.  869,737;  Russell,  June  2,  1908,  No.  889,812. 

The  claims  were  rejected  by  the  Primary  Examiner  on  the  ground 
that  it  was  common  to  provide  an  electric  lamp  with  a  coiled  spring 
which  locks  the  lamp  against  reverse  movement,  as  shown  in  the  pat- 
ents to  Knowles,  Kurz,  and  Arnold ;  that  it  was  conunon  to  provide 
a  spiral  wire  inside  the  socket,  as  shown  in  Russell,  and  that  it  would 
require  no  invention  to  make  one  end  of  Russell's  spring  free  or  pro- 
vide the  socket  in  the  devices  of  the  other  patents  with  a  casing,  in 
view  of  the  fact  that  the  device  disclosed  by  applicant  is  an  old  and 
well-known  form  of  lock-nut,  as  shown  in  the  patents  to  Libby, 
Mitsch,  and  Donally. 

The  Examiners-in-Chief  affirmed  this  action,  pointing  out  that  the 
locking  device  employed  by  applicant  having  been  used  for  the  same 
purpose  in  nut-locks  he  had  made  merely  a  double  use  of  this  old 
instru^ientality  when  he  employed  it  as  a  means  for  fastening  an 
incandescent  lamp  in  its  socket. 

In  his  brief  filed  on  this  appeal  appellant  contends  that  the  nut- 
lock  patents  cited  are  from  a  non-cognate  art.  This  contention  is, 
however,  believed  to  be  not  well  founded.  As  pointed  out  by  the 
Examiner,  the  base  of  the  lamp  corresponds  to  a  bolt  and  the  socket 
to  a  nut,  and,  as  stated  by  the  Examiners-in-Chief — 

certain  devices  are  common  to  the  arts  as  a  wliole  because  they  are  adapted  for 
use  in  many  situations.  A  nut  and  a  bolt  are  provided  with  co-acting  screw 
threads  and  these  also  are  features  of  an  Incandescent  lamp  and  its  socket  A 
loclcing  device  which  is  appUcable  to  one  of  these  devices  is  therefore  equally 
applicable  to  the  other. 

To  use  the  spiral  wire  shown  in  the  nut-lock  patents  for  conducting 
the  current,  as  in  the  patents  to  Russell,  Knowles,  and  Kurz,  clearly 
would  not  require  invention;  nor  can  invention  be  predicated  upon 
the  fact  that  a  key  must  be  used  in  order  to  remove  the  lamp  from  its 
socket,  in  view  of  the  common  practice  of  using  keys  to  unfasten  any 
kind  of  a  locking  device,  an  illustration  of  which  is  shown  in  the 
patent  to  Libby,  it  being  necessary  to  use  a  key  to  release  the  lock-nut 
shown  therein. 

The  decision  of  the  Exami7ierS'in'Chief  is  a  firmed. 
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Ex  PAKTE  Phelps. 

Decided  November  27,  191U 

176  O.  G.,  525. 

1.    IlTTERFEBENCE — PbIOBITY — JUDGMENT  BaB  TO  CLAIMS  OF  liOSINQ  PaBTT, 

After  the  termination  of  an  interference  on  its  merits  it  is  the  judgment 
that  the  losing  party  is  not  the  first  inventor  rather  than  the  application 
of  his  opponent  that  stands  as  a  bar  to  the  allowance  of  his  claims  to  the 
invMition,  although  reference  may  be  made  to  the  file  of  the  successful  party 
to  determine;  the  scope  of  the  judgment. 

2l  Sams — Sams — Same-— UnrAFFserED  by  the  Abandonment  or  Appucation  of 
Successful  Pabtt. 
Where  an  interference  was  decided  in  favor  of  the  senior  party  because 
of  the  failure  of  the  junior  party  to  present  testimony  in  support  of  the 
allegation  of  his  preliminary  statement,  Held  that  the  fact  that  the  senior 
party's  application  was  allowed  to  become  finally  abandoned  constitutes  no 
ground  for  allowing  claims  corresponding  to  the  issue  of  the  interference 
to  the  junior  party. 

On  Petition. 

ELECTBIC  LAMP  AND  CONTBOLLING-S WITCH  THEBKFOB. 

Messm.  Peirce  <&  Fisher  and  Mr,  Percy  B.  Hills  for  the  applicant. 

Moore,  Commissioner: 

Applicant  has  petitioned  that  this  case,  now  on  appeal  before  the 
£xaminers-in-Chief,  be  restored  to  the  jurisdiction  of  the  Primary 
Examiner  for  the  purpose  of  considering  certain  claims  presented 
in  connection  with  the  petition. 

The  claims  presented  correspond  to  the  six  counts  of  interference 
No.  26,530,  which  was  between  this  application  and  an  application 
of  Wormley.  In  that  interference  priority  was  awarded  to  Wonnley, 
the  senior  party,  upon  the  record,  because  Phelps,  the  junior  party, 
failed  to  take  any  testimony  in  support  of  his  preliminary  statement. 
After  the  interference  Phelps  canceled  the  claims  in  issue,  and  the 
^Examiner  finally  rejected  certain  others,  using  the  application  of 
Wormley  as  prior  art.  When  the  case  was  before  the  Examiners-in- 
Chief  on  appeal  from  this  rejection,  it  was  discovered  that  Wormley's 
application  had  become  finally  abandoned  through  failure  to  pay  the 
final  fee  within  six  months  or  to  renew  it  within  two  years  after  the 
notice  of  allowance. 

The  petitioner  urges  that  under  these  circumstances  the  Wormley 
application  is  not  evidence  of  reduction  to  practice,  but  nothing  more 
than  an  abandoned  experiment,  and  should  not  prevent  the  allowance 
of  any  claims  whatsoever  to  him. 

The  result  of  this  contention,  if  sustained,  would  be  in  effect  to 
reverse  the  judgment  rendered  in  an  interference  merely  because  of 
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the  subsequent  abandonment,  accidental  or  otherwise,  of  the  appli- 
cation of  the  winning  party.  The  subsequent  condition  of  the  pre- 
vailing party's  case,  however,  is  believed  to  have  no  effect  upon  the 
loser's  right  to  a  patent  for  the  inv«ition  in  controversy. 

After  the  termination  of  an  interference  on  its  merits  it  is,  strictly 
speaking,  the  judgment  that  the  losing  party  is  not  the  first  inventor 
rather  than  the  application  of  his  opponent  that  stands  as  a  bar  to 
the  allowance  of  his  claims  to  the  invention.  The  interference  record 
and,  in  fact,  the  applicant's  own  file  show  that  he  is  not  the  first 
inventor  of  the  subject-matter  in  dispute,  and  whiler  reference  may 
properly  be  made  to  the  file  of  the  winning  party  to  determine  the 
scope  of  the  judgment,  since  it  affects  all  matter  which  not  only  was, 
but  might  have  been  adjudicated,  {Blackford  v.  Wilder^  C.  D.,  1907, 
491;  127  O.  G.,  1255;  28  App.  D.  C.,  535,)  nevertheless  it  is  not  this 
application  itself  nor  its  standing  in  the  Office  which  constitutes  this 
bar.  The  right  of  the  unsuccessful  party  to  the  invention  in  issue  is 
res  ad  judicata  by  reason  of  the  judgment  which  stands  of  record 
against  him. 

Since,  therefore,  it  must  be  held  that  the  petitioner  is  barred  from 
obtaining  a  patent  containing  the  claims  submitted,  it  would  be 
useless  to  remand  the  case  to  the  Primary  Examiner  for  a  considera- 
tion of  them. 

T?ie  petition  is  denied. 


In  re  Lewthwaite. 

Decided  Janxiary  11,  1912. 

176  O.  G.,  525. 

Public  Use — ^Pbima  Facie  Case — Insufficiency  of  Affidavits. 

Where  in  support  of  a  petition  for  tlie  institution  of  public-use  proceed- 
ings only  a  single  affidavit  is  filed,  unaccompanied  by  a  print,  drawing,  or 
photograph  of  the  devices  alleged  to  have  been  in  public  use,  or  a  detailed 
description  of  the  same,  and  merely  alleging  a  conclusion  that  devices  iike 
the  one  claimed  by  the  applicant  have  been  in  public  use,  Held  that  a  pi  ima 
facie  case  of  public  use  has  not  been  made  out 

On  Petition. 

Messrs,  Shepherd  <&  Camphell  for  Lewthwaite. 

Moore,  Commissioner: 

This  is  a  petition  that  a  public-use  proceeding  be  instituted  for  the 
purpose  of  establishing  a  bar  to  the  grant  of  a  patent  upon  an  alleged 
application  by  one  Frederick  H.  Fuller. 
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In  support  of  the  petition  is  the  single  affidavit  of  the  petitioner. 
Said  affidavit  is  to  the  effect  that  petitioner  is  informed  that  Frederick 
H.  Fuller  alleges  himself  to  be  the  inventer  of  a  certain  device,  that 
devices  like  those  claimed  by  the  said  Fuller  to  be  his  invention  have 
long  been  in  public  use,  citing  three  instances  of  alleged  use,  and  that 
the  devices  above  referred  to  embody  every  essential  feature  alleged 
by  Fuller  to  constitute  his  invention. 

This  showing  is  manifestly  insufficient  to  constitute  a  prima  facie 
showing  of  public  use.  The  showing  is  not  accompanied  by  any  print, 
drawing,  or  photograph  of  the  devices  <alleged  to  have  been  in  use  nor 
any  detailed  description  of  the  same.  It  merely  alleges  a  conclusion 
of  affiant  that  devices  like  that  claimed  by  Fuller  and  embodying  the 
essential  features  alleged  to  constitute  Fuller's  invention  have  been  in 
public  use;  but  it  does  not  disclose  the  construction  of  said  devites, 
so  that  the  Office  can  judge  for  itself  whether  they  constitute  a  prima 
facie  showing  of  the  existence  of  a  st  ^tutory  bar  to  the  grant  of  any 
pending  application. 

It  is  further  noted  that  the  petition  is  not  accompanied  by  proof  of 
service  upon  the  alleged  applicant.  {Siehert  v.  Bloombergj  C.  D.^ 
1906, 825 ;  124  O.  G.,  628 ;  Booth  Brothers,  C.  D.,  1907, 140 :  128  O.  G-, 
1291.) 

The  petition  is  denied. 


Hewitt  v,  Holz  v.  Hewitt. 

Decided  February  2, 1912. 

176  O.  G..  526. 

iHnBBFEBENCl] — ^MOTIOlf    TO    DISSOLVE — VAGUENESS    OB    iNDEFINrTENESfl    OF    THB 
Ck>TTNTB. 

Where  the  claims  in  issue  are  perfectly  clear  when  read  upon  the  stnic- 
tnrea  disclosed  in  the  applications  directly  involyed  in  an  interference. 
Held  that  these  claims  are  not  indefinite  because  perchance  it  may  be 
difficult  to  determine  whether  or  not  some  other  structure  satisfies  them. 

Appeal  on  Motion.  ' 

VAFOB  ELECnUC  APFA1UTU8. 

Mr.  Charles  A.  Terry  for  Hewitt. 
Mr.  Albert  O.  Davis  for  Holz. 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  by  Holz  from  a  decision  of  the  Primary  Exam- 
iner refusing  to  dissolve  the  above-entitled  interference  as  to  counts 
2,  8,  and  12  thereof. 
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The  motion  was  made  to  dissolve  the  interference  as  to  these  counts 
on  the  ground  that  there  has  been  irregularity  in  the  declaration,  t^^e 
counts  being  vague  and  indefinite.  There  is  no  contention  by  either 
party  to  the  interference  that  the  language  of  the  counts  is  indefinite 
when  applied  to  the  structures  disclosed  in  the  interfering  applica- 
tions. In  fact,  there  does  not  appear  to  be  any  ground  for  such  con- 
tention had  it  been  made.  Holz  contends,  however,  that  the  language 
used  in  the  counts  causes  them  to  be  vague  and  indefinite,  for  the 
leason  that  it  is — 

difficult  to  teU  Just  what  kind  of  a  structure  wiU  or  wUl  not  satisfy  Uiese 
counta 

Inasmuch  as  there  is  no  question  that  the  structures  disclosed  in 
the  interfering  applications  satisfy  these  counts,  it  cannot  be  held 
that  the  claims  are  indefinite  because  perchance  it  may  be  difficult  to 
determine  whether  or  not  some  other  structure  satisfies  these  counts, 
which  structure  may  or  may  not  be  proved.  The  principle  cannot 
be  laid  down  that  a  claim  of  an  application  or  patent  which  is  per- 
fectly clear  when  read  upon  the  structure  disclosed  therein  becomes 
vague  just  so  soon  as  some  other  structure  is  alleged  either  to  embody 
the  invention  disclosed  in  the  application  or  to  infringe  the  patent, 
and  the  question  thus  presented  is  found  difficult  to  determine.  As 
the  claims  are  perfectly  clear  when  read  upon  the  structures  disclosed 
in  the  applications  directly  involved  in  the  interference,  there  is  no 
reason  for  dissolving  the  interference  upon  the  ground  of  informality 
in  its  declaration. 

The  decision  of  the  Primary  Examiner  is  afflrmed* 


Ex  PASTE  Temple  and  Goodbuic 
Decided  November  11,  1911. 

176  O.  G.,  526. 

1.  Res  Adjttdioata. 

The  doctrine  of  res  adfudicata  is  applied  by  the  courts  for  the  salutary 
purpose  of  preventing  a  successful  party  to  litigation  being  yexQ^  with 
subsequent  litigations  by  the  same  party  who  contested  the  prior  suit  or  by 
those  in  privity  with  him  over  the  same  cause  of  action. 

2.  Patentability — ^Adverse  Decision  in  Intrbfebencb — Res  Aj>judioata. 

In  an  interference  involving  applications  of  A.,  B.,  and  G.  Judgpient 
was  rendered  against  A.  on  the  record.  After  the  termination  of  the  inter- 
ference claims  were  made  by  A.  which  were  readable  upon  all  three  appli- 
catlona  Held  that  the  question  of  A.*s  right  to  a  patent  containing  such 
claims  was  res  adfudicatay  notwithstanding  the  fact  that  these  claims  could 
not  have  been  added  to  the  issue  of  the  three-par^  interference  in  view  of 
a  decision  adverse  to  B.  in  another  interference 
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8.   SAMB — SAinH-SAMK—AS8IQlfEI8. 

Where  after  the  termination  of  an  interference  the  assignee  of  the 
losing  party  placed  the  claims  in  Issue  in  another  application  owned  by 
said  assignee  at  the  time  the  interference  was  declared,  Held  that  these 
dalms  were  properly  refused  on  the  ground  that  the  right  of  the  assignee 
to  a  patent  containing  the  same  was  res  adiudioaia  by  reason  of  the  adrerse 
deeiBlon  In  the  interference. 

Appeal  from  Examiners-in-Chief. 

TELEPHONE   ST8TSV. 

Mr.  Charles  0.  Bvlkley  for  the  applicants. 

Tbnnant,  Assistant  Oammissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  decision  of  the  Primary  Examiner  finally  rejecting 
claims  38,  39,  40,  and  44  to  64,  inclusive. 

The  rejection  was  based  on  the  following  state  of  facts  which  ap- 
pear of  record  in  this  Office : 

June  23,  1903,  an  interference.  No.  22,795,  Schellenger  v.  Dunbar 
V.  Clausen^  was  declared,  and  on  April  5,  1904,  judgment  on  the 
record  was  rendered  against  Clausen,  who  took  no  testimony.  Subse- 
quently a  final  award  in  favor  of  Schellenger  was  rendered.  Clausen 
was' involved  in  this  interference  on  application  Serial  No.  80,207. 

June  23,  1903,  an  interference.  No.  22,797,  Schellenger  v.  Clausen^ 
was  declared  and  was  on  June  1,  1904,  decided  in  favor  of  Schel- 
lenger. Clausen  was  also  involved  in  this  interference  on  application 
Serial  No.  80,207. 

March  6,  1906,  an  interference.  No.  24,500,  Temple  and  Goodrum 
V.  Clausen  v.  Decm^  was  declared,  and  on  April  29,  1905,  judgment 
against  Temple  and  Goodrum,  who  failed  to  file  any  preliminary 
statement,  was  rendered.  Clausen  was  involved  in  this  interference 
on  application  Serial  No.  103,943. 

On  May  6, 1908,  an  interference.  No.  28,867,  Temple  and  Goodrum 
V.  Schellenger^  was  declared,  the  applications  involved  therein  being 
the  same  as  those  involved  in  the  above-mentioned  interferences  and 
the  counts  of  interference  No.  28,867  being  the  same  as  the  counts  of 
interference  No.  22,795. 

The  applications  of  Temple  and  Goodrum  and  Clausen  were  all 
assigned  to  the  same  company.  Schellenger  moved  to  dissolve  inter- 
ference No.  28,867  on  the  ground  that  Temple  and  Goodrum  were 
estopped  to  inake  the  claims  in  issue  therein  by  reason  of  the  fact 
that  these  claims  could  have  been  made  by  all  the  parties  to  inter- 
ference No.  24,500,  which  was  decided  adversely  to  them.  The  Pri- 
mary Examiner  denied  this  motion  on  the  ground  that  the^e  claims 
could  not  have  been  included  in  interference  No.  24,500  by  reason 
M282'~13 8 
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of  the  fact  that  Clausen  had  been  defeated  by  Scl^ellenger  in  the 
prior  interference  and  therefore  could  not  be  allowed  any  claims 
which  could  be  made  by  Schellenger.  He  obtained  jurisdiction  of 
the  interference,  however,  for  the  purpose  of  considering  the  effect 
of  the  prior  adjudication  in  interference  No.  22,795.  in  which  judg- 
ment had  been  rendered  against  Clausen,  whose  application  was 
owned  by  the  assignee  of  the  Temple  and  Goodrum  application,  and 
dissolved  the  interference,  holding  that  the  common  assignee  was 
the  real  party  in  interest  and  that  the  question  of  its  right  to  obtain 
a  patent  containing  the  claims  in  issue  in  the  later  interference,  which 
had  also  been  in  issue  in  the  earlier  interference,  was  res  adjudici'ta. 
His  decision  was  affirmed  on  appeal  by  the  Examiners-in-Chief  and 
by  the  Conmiissioner.  An  appeal  to  the  court  of  appeals  was  dis- 
missed for  want  of  prosecution. 

In  my  decision  rendered  February  24,  1910.  it  was  stated  that  it 
was  unnecessary  to  decide  at  that  time  whether  in  all  cases  an  assignee 
who  had  contested  an  interference  upon  the  application  of  one 
assignor  would  be  estopped  to  later  contest  the  subject-matter  of 
that  interference  upon  the  application  of  another  assignor.  It  was 
pointed  out  that  in  the  present  case  the  relations  of  the  parties  in 
the  two  interferences  Nos.  24,500  and  22,795  were  such  that  the 
American  Electric  Telegraph  Company,  the  common  assignee  of 
Temple  and  Goodrum  and  Clausen,  was  clearly  in  privity  with 
these  parties,  and  therefore  bound  by  the  judgment  in  the  prior 
interferences. 

Following  the  dissolution  of  interference  No.  28,867  the  Primary 
Examiner  rejected  the  appealed  claims,  which  include  the  three  cor- 
responding to  the  issue  of  that  interference.  The  grounds  of  the 
rejection  were  (1)  that  claims  38,  39,  and  40,  which  are  identical 
with  the  counts  of  interference  No.  28,867  are  not  patentable  to 
Temple  and  Goodrum,  for  the  reasons  stated  in  the  decisions  dis- 
solving that  interference;  (2)  that  the  remaining  claims  appealed 
are  either  identical  with  claims  38,  39,  and  40  or  not  patentable 
thereover.  Of  the  second  group  of  claims  he  held  {a)  that  claims  44, 
45,  46,  48  to  54,  inclusive,  and  61  to  64,  inclusive,  might  have  been 
included  in  interference  No.  22,795  and  that  as  this  interference  was 
decided  adversely  to  Clausen  the  common  assignee  of  Clausen  and 
Temple  and  Goodrum  was  under  the  doctrine  of  res  adfudicata 
estopped  to  prosecute  these  claims  in  Temple  and  Goodrum's  appli- 
cation and  (6)  that  claims  47  and  55  to  60,  inclusive,  are  not  patent- 
able over  the  disclosure  in  the  Schellenger  application  in  view  of 
the  disclosure  in  the  application  of  Dean  and  the  application  of 
Clausen,  No.  103,943,  all  of  which  had  become  prior  art  to  Temple 
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and  Goodrum  by  reason  of  the  decisions  in  the  above-mentioned  in« 
terferences.  He  also  held  that  the  judgment  adverse  to  T^nple  and 
GKwdnim  in  interference  No.  24,600  was  not  conclusive  against  them 
as  to  any  claims  which  Schellenger  could  make,  which  includes  all 
the  claims  involved  herein,  since  such  claims  were  not  patentable 
to  Clausen  by  reason  of  the  fact  that  he  had  been  defeated  by 
Schellenger  in  the  prior  interferences. 

The  Examiners-in-Chief  affirmed  the  action  of  the  Examiner,  but 
in  reference  to  claims  47  and  55  to  60,  inclusive,  which  the  Examiner 
had  stated  were  readable  upon  the  construction  disclosed  in  the 
applications  involved  in  interference  No.  24,500.  said  : 

Wlien  the  Primary  Examiner  noted  the  fact  last  mentioned,  be  need  have 
gone  no  further,  for  as  Judgment  was  rendered  against  Temple  and  Gk>odrum 
in  interference  No.  24,500,  in  which  interference  they  might  have  had  included 
as  counts  appealed  claims  47  and  56  to  60,  inclusive.  It  is  manifest  that  by 
virtue  of  the  application  of  the  doctrine  of  res  adjudicata  said  claims  have  now 
become  unpatentable  to  them.  *  *  *  But  we  note  again  that  in  rejecting 
appealed  claims  47  and  55  to  60,  inclusive,  it  is  unnecessary  to  resort  to  inter- 
ference No.  22,795,  or  the  Schellenger  application,  and  that  the  question  of  the 
patentability  of  said  claims  to  Temple  and  Goodrum  is  res  adjudicata  by  virtue 
of  the  fact  that  said  claims  might  have  been  included  as  counts  in  interference 
No.  24,500. 

The  reasons  for  the  appeal  allege  no  specific  error  on  the  part  of 
the  Examiners-in-Chief  except  as  to  the  applicability  of  the  doctrine 
of  res  adpidicdta  to  the  present  case,  and  that  is  the  only  question 
discussed  in  the  brief.  It  is  therefore  taken,  as  admitted  by  appli- 
cants, that  if  the  doctrine  of  res  adjudicata  is  applicable  to  the  case 
the  rejection  of  all  the  appealed  claims  was  proper. 

It  is  believed  that  there  was  no  error  in  the  holding  of  the  Ex- 
aminers-in-Chief. This  doctrine  of  res  ^idjudicata  is  applied  by  the 
courts  for  the  salutary  purpose  of  preventing  a  successful  party  to 
litigation  being  vexed  with  subsequent  litigations  by  the  same  party 
who  contested  the  prior  suit  or  by  those  in  privity  with  him  over  the 
same  cause  of  action. 

In  the  present  case  the  assignee  of  Clausen  had  contested  with 
Schellenger  the  right  to  a  patent  containing  certain  claims.  It  has 
no  more  right  to  recontest  the  question  with  Schellenger  upon  the  ap- 
plication of  Temple  end  Goodrum,  which  was  owned  and  controlled 
by  it  at  the  time  the  prior  interference  was  declared,  than  upon  the 
application  of  Clausen.  Applicants  have  argued  that  Clausen  was 
not  a  mere  nominal  party  to  the  first  interference,  but  the  real  party 
thereto,  and  that  the  fact  that  his  application  was  assigned  does  not 
make  the  assignee  the  real  party  in  interest.  They  further  argue 
that,  assuming  that  the  assignee  is  boilnd  as  in  privity  with  Clausen, 
it  cannot  be  bound  to  any  greater  extent  than  the  latter,  and  the 
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judgment  against  Clausen  is  only  that  he  was  not  the  inventor  of  the 
subject-matter  in  issue  in  the  interference  in  which  he  was  involved. 

Unquestionably  the  judgment  against  Clausen  precludes  him  frcmi 
again  contesting  with  Schellenger  not  only  what  was  included  in  the 
prior  interference  but  what  might  have  been  decided  therein,  {Black- 
ford V.  Wzlder,  C.  D.,  1907,  491,  127  O.  G.,  1255;  28  App.  D.  C,  685,) 
whether  on  the  same  or  another  application,  and  Clausen's  assignee  is 
bound  to  the  same  extent.  Since  said  assignee  was  the  owner  of  the 
Clausen  and  the  Temple  and  Goodrum  applications  at  the  time  this 
interference  was  declared,  it  had  as  such  entire  control  of  the  prosecu- 
tion of  these  applications.  When  it  was  notified  that  such  in- 
terference would  be  declared  either  by  suggestion  of  claims  or  by 
notification  that  the  Clausen  claims  had  been  suggested  to  another 
party,  the  assignee  could  have  asked  to  have  both  the  Clausen  and  the 
Temple  and  Goodrum  claims  placed  in  the  interference,  or  after 
the  declaration  of  the  interference  it  could  have  made  the  claims  in 
the  Temple  and  Goodnim  application  and  asked  that  it  be  included 
in  the  interference.  (Rule  103  provides  that  if  any  of  the  applica- 
tions involved  in  an  interference  has  been  assigned  notice  of  the 
declaration  of  the  interference  must  be  sent  to  the  assignee.)  Having 
thus  control  of  these  applications,  it  must  be  held  that  the  assignee, 
whether  regarded  as  the  real  party  in  interest  or  in  privity  with  the 
actual  party  thereto,  is  estopped  to  further  contest  with  the  moving 
party  the  subject-matter  of  such  interference  or  what  might  have 
been  decided  therein.  (See  Mower  v.  Duell,  C.  D.,  1899,  395;  88 
O.  G.,  191;  15  App.  D.  C,  144.) 

Moreover,  as  pointed  out  in  my  decision  of  February  24,  1910,  in 
view  of  the  various  interferences  in  which  these  parties  have  been 
involved  there  was  clearly  such  a  privity  between  Clausen,  Temple 
and  Goodrum,  and  their  common  assignee  that  the  latter  is  estopped 
to  prosecute  in  the  Temple  and  Goodrum  application  the  claims  as 
to  which  judgment  was  rendered  adverse  to  Clausen  in  the  interfer- 
ence with  Schellenger. 

It  is  also  argued  that  the  "  claim  or  demand  "  in  the  interference 
between  Temple  and  Goodrum  and  Schellenger  is  not  the  same  as 
that  in  the  interference  between  Clausen  and  Schellenger.  It  is 
stated  that  the  test  of  identity  of  cause  of  action  is  the  idenity  of 
facts  essential  to  maintain  them,  and  it  is  pointed  out  that  proof 
that  Temple  and  Goodrum  were  the  first  inventors  would  not  have 
altered  the  result  in  the  interference  between  Clausen  and  Schellen- 
ger, since  proof  that  a  third  party,  a  stranger  to  the  proceeding, 
made  the  invention  is  not  admissible  for  any  purpose. 

But  the  '^  claim  or  demand  '^  in  the  earlier  interference  was  a  pat- 
ent containing  the  claims  in  issue,  and  if  the  assignee  of  Temple  and 
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Goodrum  had  caused  their  application  to  be  placed  in  the  interfer- 
ence the  testimony  as  to  their  invention  would  have  been  material. 

The  conclusion  of  the  Examiners-in-Chief  that  the  judgment  in 
interference  No.  24,500,  adverse  to  Temple  and  Goodrum,  precludes 
them  from  contending  for  any  claim  readable  upon  the  structures 
disclosed  in  the  applications  involved  therein  is,  in  my  opinion,  right. 
The  Examiners-in-Chief  referred  to  this  only  in  considering  claims 
47  and  55  to  60,  inclusive;  but  it  is  applicable  to  all  the  appealed 
claims,  for  the  Examiner  points  out  that  all  these  claims  are  broader 
than  the  issue  of  that  interference. 

As  stated  above,  the  Examiner  held  this  judgment  not  a  bar,  be* 
cause  these  claims  would  not  have  been  patentable  to  Clausen  in  view 
of  the  decision  in  the  prior  interference  adverse  to  him;  but  the 
three-party  interference.  Temple  and  Ooodrum  v.  Glavsen  v.  Dean^ 
was,  in  effect,  three  interferences,  Temple  and  Ooodrum  v.  Clausen; 
Temple  and  Ooodrum  v.  Dean;  and  Clausen  v.  Dean^  which  were 
treated  as  one  as  a  matter  of  convenience. 

Temple  and  Goodrum  filed  no  preliminary  stat^nent  in  that  inter- 
ference, and  the  judgment  was  therefore  that  they  were  subsequent 
both  to  Clausen  and  to  Dean.  They  could  have  contested  the  claims 
now  appealed  with  Dean,  if  not  with  ClausMi,  and  they  are  now 
estopped  to  claim  this  subject-matter.  {Bla/ikford  v.  Wilder^  supra; 
Horine  v.  Wende,  C.  D.,  1907,  615;  129  O.  G.,  2868;  29  App.  D.  C, 
415.)  It  is  true  that  at  the  time  interference  No.  24,500  was  declared 
Rule  109  provided  only  for  adding  claims  already  made  by  the  other 
party  or  parties  to  the  interference;  but  under  the  practice  announced 
in  Churchward  v.  Douglas  v.  Cutler  (C.  D.,  1903,  389;  106  O.  G., 
2016)  an  applicant  could  present  claims  not  made  by  the  other  par- 
ties for  the  purpose  of  having  them  suggested  to  said  parties  and 
included  in  the  issue.  The  fact  that  Clausen  could  not  have  made 
these  claims  is  immaterial,  since  it  would  have  merely  resulted  in 
declaring  an  additional  interference  between  Dean  and  Temple  and 
Goodrum,  which  could  have  been  considered  concurrently  with  the 
three-party  interference. 

TJie  decision  of  the  ExamAners-in-Chief  is  affirmed^ 


Ex  PARTE  ThADDEUS  DaVIDS  Co. 

Decided  March  i,  1912, 
176  O.  G.,  749. 

Trade-Marks — "  Signature  *'  for  Inks — Descriptive. 

The  word  "Signature "  Held  not  registrable  as  a  trade-mark  for  writing- 
inks,  since  it  Is  descriptive  of  a  characteristic  or  quality  of  the  goods. 

Ok  Appeal. 
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TBADE-MABK  FOB  INKS. 

Mr.  W.  P.  Preble^  Jr.^  for  the  applicant 

MooBE,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  word  "  Signature  "  printed  in  script 
type  as  a  trade-mark  for  writing-inks. 

Registration  was  refused  upon  the  ground  that  the  mark  is  descrip- 
tive of  the  ink  to  which  it  is  applied  within  the  meaning  of  section  5 
of  the  Trade-Mark  Act,  since  it  indicates  that  the  ink  is  intended  for 
use  in  writing  signatures.  In  support  of  his  holding  the  Examiner 
cites  the  case  of  Duosep  Chemical  Co.^  (104  MS.  Dec,  91,)  in  which 
the  word  "  Household  "  was  held  descriptive  as  applied  to  peroxid 
of  hydrogen  for  family  use. 

Applicant's  label  filed  with  the  present  application  bears  these 
words: 

This  fluid  is  made  especially  for  signatures,  it  being  permanent  and  non- 
copying.  Can  be  used  with  fountain,  stylographic  or  steel  pens.  Flows  freely 
and  never  clogs.  ^ 

In  view  of  this  statement  it  is  believed  that  there  can  be  no  doubt 
that  the  mark  is  descriptive.  Any  other  manufacturer  who  desires 
to  do  so  should  be  privileged  to  prepare  an  ink  especially  for  signa- 
tures and  to  call  it  signatlire-ink. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Ex  PARTE  BaYLES. 

Decided  March  7, 191t. 
176  O.  G.,  749. 

1.  ReIBSTHB — ^DlTIBIONAL  APPLICATION — ^AUTHOBITT  OF  THE  EXAMINEB. 

Where  divisional  applications  are  filed  for  the  reissue  of  a  patent  and  a 
patent  is  issued  upon  one  of  them,  the  Examiner  has  no  authority  to  con- 
sider the  other  divisional  applications  unless  ordered  to  do  so  by  the  Com- 
missioner. 

2.  Same — Same — AuTHoaiTr  of  Oommisbioneb. 

Where  divisional  applications  for  the  reissue  of  a  patent  are  copending, 
the  ftict  that  a  patent  is  issued  upon  one  of  them  does  not  deprive  the  C!om- 
missioner  of  authority  to  subsequently  issue  patents  upon  the  others. 

On  Petition. 

method  of  opebatilfo  valve-motions  fob  bogk-dbillb. 

Messrs,  Prindle  dt  Wright  for  the  applicant 

Moore,  Commissioner: 

This  is  a  petition  that  the  Examiner  be  directed  to  act  upon  a 
divisional  reissue  application  of  petitioner. 


Digitized  by 


Google 


DBGI8I0NS  OF  THE  OOMMISSIONEB  OF  PATENTS.  77 

The  record  shows  that  on  August  31,  1911,  petitioner  filed  an  ap- 
plication for  the  reissue  of  his  original  patent,' said  application  con- 
taining both  method  and  apparatus  claims.  Subsequently  the  appli- 
cant filed  an  amendment  canceling  the  method  claims,  in  which  he 
stated  that  said  claims  were  canceled  for  the  purpose  of  presenting 
them  in  a  divisional  application.  Said  divisional  reissue  application 
embodying  the  method  claims  was  filed  three  days  prior  to  the  issu- 
ance of  a  patent  on  the  parent  reissue  application. 

The  Examiner  declined  to  act  upon  the  divisional  application 
unless  directed  to  do  so  by  the  Commissioner,  basing  his  action  upon 
the  following  provision  of  Rule  89  : 

Unless  otherwise  ordered  by  the  Commissioner,  all  the  divisions  of  a  reissue 
will  Issue  simultaneously;  if  there  be  any  controversy  as  to  one  division,  the 
others  will  be  withheld  from  issue  until  the  controversy  is  ended,  unless  the 
Commissioner  shaU  otherwise  order. 

The  Examiner  was  clearly  right  in  his  action,  since  under  the  above 
rule  he  was  without  authority  to  act  upon  or  allow  a  divisional  ap- 
plication, in  view  of  the  issuance  of  the  patent  upon  the  parent  re- 
issue application,  unless  ordered  to  do  so  by  the  Commissioner. 

In  the  case  of  ex  parte  Greaves  (C.  D.,  1880,  213;  18  O.  G.,  623; 
16  Op.  Atty.  Gen.,  560)  the  question  of  the  authority  of  the  Com- 
missioner of  Patents  to  issue — 

a  patent  for  one  or  more  of  the  divisions  of  a  reissue  application,  and  subse- 
quently issue  a  patent  to  the  applicant  for  the  remaining  divisions  If  it  be  held 
that  otherwise  he  is  entitled  to  them — 

was  submitted  to  the  Department  of  Justice.  In  an  opinion  rendered 
August  31,  1880,  Acting  Attorney-General  Phillips  held  that  the 
Commissioner  had  such  authority.  In  his  opinion  the  Acting  Attor- 
ney-General referred  to  the  decision  of  Chief  Justice  Cartter  of  the 
Supreme  Court  of  the  District  of  Columbia,  mentioned  in  the  de- 
cision of  Commissioner  Fisher  in  ex  parte  Whiteley^  (C.  D.,  1869, 70,) 
upon  this  question,  also  to  the  fact  that  the  former  rule  which  pro- 
vided that — 

aU  the  divi9ion8  of  a  reissue  will  issue  simultaneously;  if  there  be  any  con- 
troversy as  to  one  division,  the  others  will  be  withheld  from  issue  until  the 
controversy  is  ended — 

had  been  superseded  by  the  present  rule,  (89,)  which  contains  the 
provision  quoted  above,  placing  the  matter  within  the  discretion  of 
the  Commissioner.    The  Acting  Attorney  General  then  said : 

The  former  rule  went  beyond  the  principle  laid  down  by  Chief  Justice  Carter, 
quoted  in  the  papers.  The  reason  assigued  by  him  for  refusing  to  issue  a  sub- 
sequent division  was  that  with  the  issue  of  the  preceding  division  the  original 
patent  had  necessarily  expired,  and  that,  such  original  being  functus  officio,  it 
could  no  longer  form  a  basis  for  reissues.  The  principle  covers  the  case  of 
applications  for  a  division  made  after  the  reissue  had  been  granted,  as  it  is 
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only  by  such  grant,  and  not  by  the  mere  application,  that  the  original  patent  is 
surrendered  and  loses  yitallty. 

The  good  sense  of  the  maxim  pendente  lite  nihil  innovetor  is  as  applicable  to 
proceedings  in  the  Patent  Office  as  elsewhere.  Until  an  application  is  ended  in 
all  its  divisions  the  vitality  of  the  original  patent  continues  so  fiir  as  required 
to  support  that  portion  of  the  application  which  remains  undecided. 

Since  the  repeal  of  the  above  rule,  suggested  by  the  deciaioDS  in  Whiteley's 
case,  &c.,  it  therefore  appears  that  there  has  been  nothing  to  prevent  the  Com- 
missioner of  Patents  from  issuing  the  several  divisions  of  a  reissue,  in  case  the 
applications  therefor  have  been  made  while  the  original  patent  is  in  existenca 

In  the  present  case  the  reissue  applications  were  copending,  and 
under  the  above  decision  there  appears  to  be  no  good  reason  for 
refusing  applicant  a  patent  upon  his  divisional  application  because 
of  the  fact  that  it  will  not  issue  simultaneously  with  that  issued  upon 
his  first  reissue  application. 

The  Examiner  is  therefore  directed  to  act  upon  the  merits  of  the 
present  application  and  to  pass  the  same  to  issue  when  otherwise 
found  allowable. 

The  petition  is  granted. 


In  re  Pittsburg  Brake  Shoe  Compant. 

Bedded  January  24^  1912. 

17e  O.  G.,  750. 

1.  PXTBLIO-IJSK    PbOCEEDINGS — PETITION    FOB    BBOUGHT    AVTEB    TeBHINATION    -OT 

INTEBFEBE17CB. 

The  question  of  priority  is  the  only  one  involved  in  an  Interference  pro- 
ceeding, and  the  question  of  public  use  may  properly  be  raised  after  the 
termination  thereof. 

2.  Same — Question  of  Public  Use  Not  Res  Adjudioata  bt  Reason  of  Decibion 

IN  Intebfebenoe. 
A  final  decision  in  an  interference  renders  the  question  of  priority  re« 
ad  judicata;  but  it  does  not  render  the  right  of  the  successful  party  to  a 
patent  res  adjudioata,  (citing  Oueniffet,  Benait,  and  Nioault  v.  Wictorsohn, 
O.  D.,  1908,  108,  367;  134  O.  G.,  255;  134  O.  G.,  779;  30  App.  D.  C,  432.) 

3.  Same — Stbugtube  Alleged  to  Have  Been  in  Public  Use  Not  Identical  with 

That  Disclosed  in  Application. 
It  is  not  necessary  to  the  institution  of  public-use  proceedings  that  the 
structure  alleged  to  have  been  in  public  use  be  identical  with  that  disclosed 
in  the  application,  but  it  is  sufficient  if  certain  claims  of  the  application 
read  upon  that  structure. 

On  Petition. 

Mr.  J.  N.  Cooke  for  the  Pittsburg  Brake  Shoe  Company. 
Mr.  Paul  Carpenter  for  Dickinson. 

Billings,  First  Assistant  Commissioner: 

This  is  a  petition  by  the  Pittsburg  Brake  Shoe  Company,  assignee 
of  the  application  of  John  J.  Kinzer,  against  whcnn  a  judgment  of 
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priority  was  rendered  by  the  Examiner  of  Interferences  in  the  inter- 
fefenoe  Kinaer  v.  Dickm8cn^ih9Lt  a  public-use  proceeding  be  instituted 
for  the  purpose  of  showing  that  the  issue  of  said  interference  was  in 
public  use  and  on  sale  for  more  than  two  years  prior  to  the  filing 
date  of  the  applicaticm  of  Dickinson  involved  in  said  interference. 

The  granting  of  the  petition  is  opposed  by  Dickinson  upon  the 
following  three  grounds : 

A.  That  it  was  not  presented  in  due  season ; 

B.  That  as  far  as  the  presait  petitioner  is  concerned  the  issue  in  controversy 
is  res  adjudicata. 

C  That  the  aUeged  prior  use  structure  is  not  the  exact  invention  claimed  bj 
the  respondent,  nor  by  the  petitioner's  assignor. 

Upon  the  first  ground  of  opposition  Dickinson  contends  that  the 
matter  should  have  been  raised  before  final  judgment  in  the  interfer- 
ence. 

It  is  well  settled  that  the  question  of  public  use  is  a  different  mat- 
ter from  that  of  priority,  which  is  the  only  question  involved  in  an 
interference  proceeding,  and  that  the  question  of  public  use  may  be 
properly  raised  after  the  termination  of  the  interference  proceeding. 
{Sarfert  v.  Meyer,  C.  D.,  1902,  30;  98  O.  G.,  798;  PerrauU  v.  Pierce, 
C.  D.,  1904,  78;  108  O.  Q.,  2146,  and  Burson  v.  Vogelj  C.  D.,  1907, 
669;  181  O.  G.,  942;  29  App.  D.  C,  388.) 

Under  the  second  ground  mentioned  by  Dickinson,  it  is  true  that 
the  issue  of  priority,  by  reason  of  the  interference  proceedings,  is 
res  adjvdicata  so  far  as  Kinzer  is  concerned. 

The  question  of  Dickinson's  right  to  a  patent,  however,  is  not 
res  adjvdicata  and  is  open  for  further  consideration  after  the  ter- 
mination of  the  interference  proceeding.  (See  Commissioner's  de- 
cision in  Gxiemfet,  Benoit,  and  Nicault  v.  Wictorsohn,  C.  D.,  1908, 
108;  134  O.  G.,  256,  and  the  Court  of  Appeals  decision  in  the  same 
case,  C.  D.,  1908,  367;  134  O.  G.,  779;  30  App.  D.  C,  432.) 

Concerning  Dickinson's  third  ground,  it  is  sufficient  to  state  that 
it  is  not  necessary  that  the  structure  alleged  to  have  been  in  public 
use  be  identical  with  that  disclosed  in  the  application,  but  merely 
that  the  claims  read  upon  said  structure. 

The  petition  was  referred  to  the  Primary  Examiner  in  accordance 
with  the  usual  practice,  who  reports  that  in  his  opinion  a  prima  facie 
case  of  the  existence  of  a  statutory  bar  to  the  allowance  of  a  claim 
corresponding  to  the  issue  of  said  interference  is  established. 

The  affidavits  and  exhibits  have  been  considered,  and  the  opinion 
of  the  Primary  Examiner  concerning  the  same  is  believed  to  be  right. 

The  petition  is  accompanied  by  proof  of  service  upon  the  party 
Dickinson  and  by  the  offer  of  petitioner  to  produce  the  evidence* 
relied  upon  and  to  pay  the  expense  of  the  proceeding. 
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Ths  petition  being  in  proper  form  and  having  made  out  a  prima 
facie  case  is  g/Ccordingly  granted  and  a  public-use  proceeding  is  fiereby 
instituted. 


Ex  PARTE  Weaver. 

Decided  January  8,  1912. 

170  O.  G.,  751. 

APPT.ICATION — Pboskoution— Election—- Gbound  fob  Rejectioit. 

Where  the  Examiner  is  of  the  opinion  that  an  amendment  contains  claims 
tor  an  invention  separate  and  distinct  from  tliat  previously  claimed,  he 
should  require  the  cancelation  of  such  claims.  From  such  action  appeal 
lies  to  the  Ezamiuers-in-Chief. 

On  Petition. 

SINK. 

Messrs.  Beeler  cfe  Robb  for  the  applicant. 

Ten N ant,  Assistant  Commissioner: 

This  is  a  petition  that  the  Examiner  be  directed  to  act  on  the  merits 
of  certain  claims  submitted  by  the  amendment  of  March  31, 1911. 

In  her  amendment  of  November  5, 1910,  next  preceding  that  abov^ 
mentioned,  applicant  presented  four  claims,  two  of  which  were  drawn 
to  the  combination  of  a  draining-sink  and  a  plate-rack,  the  construc- 
tion of  the  latter  being  set  forth  in  detail,  and  the  other  two  of  which 
were  drawn  to  the  combination  of  a  draining-sink,  a  plate-rack,  and 
a  cup-rack,  each  of  the  two  latter  elements  being  described  in  detail. 

The  Examiner  rejected  the  first  two  of  these  claims  on  references 
and  the  last  two  as  covering  aggregations.  The  applicant  then  can- 
celed all  of  the  claims  and  substituted  the  two  upon  which  she  now 
desires  action,  which  cover  the  combination  of  a  draining-sink  and 
a  dish-rack,  which  is  so  described  in  the  claims  as  to  identify  it  a5>. 
the  plate-rack  referred  to  in  claims  8  and  4  of  the  preceding  amend- 
ment. The  Examiner  refused  to  act  on  the  merits  of  these  two 
claims,  on  the  groimd  that  they  covered  an  invention  separate  and 
distinct  from  that  covered  by  claims  1  and  2  of  the  amendment  of 
November  5,  1910,  above  referred  to. 

The  question  of  the  independence  of  the  inventions  as  previously 
and  as  now  claimed  is  one  which  will  not  be  gone  into  on  a  petition 
of  the  present  kind.  The  Examiner  was  in  error  in  advising  the 
applicant  to  proceed  under  Rule  145.  If  he  was  of  the  opinion  that 
applicant  had  shifted  her  ground  from  one  invention  to  another,  his 
proper  action  was  a  requirement  to  cancel  the  new  claims.  The  cor- 
rectness of  such  action  would  be  reviewed  on  appeal  to  theExaminers- 
in-Chief  in  the  same  manner  as  a  requirement  for  division,  and  not 
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upon  petition.  {Ex  parte  Selle,  C.  D.,  1904,  221;  110  O.  G.,  1728; 
ex  parte  Tuttle,  C.  D.,  1904,  537;  113  O.  G.,  1967;  ex  parte  Barnes, 
C.  I).,  1905,  69;  115  O.  G.,  247;  ex  parte  Bullock,  C.  D.,  1907,  93; 
127  O.  G.,  1680.) 

The  present  petition  appears  to  seek  an  action  upon  the  questions 
of  novelty  and  of  invention  involved  in  the  present  claims.  Such  an 
action  of  course  cannot  be  given  until  it  is  decided  whether  these 
claims  cover  an  invention  distinct  from  that  presented  in  claims  1 
and  2  of  the  amendment  of  November  5,  1910,  upon  which  an  action 
of  this  kind  was  given.  Since,  however,  the  requirement  of  the 
Examiner  that  the  present  claims  be  canceled,  if  made,  would  have 
been  an  action  on  the  merits  in  the  sense  that  it  amounts  to  a  rejec- 
tion and  would  have  been  reviewable  by  the  Examiners-in-Chief ,  the 
applicant  is,  strictly  speaking,  right  in  requesting  an  action  on  the 
merits.  The  Examiner  is  therefore  directed  to  act  upon  the  merits 
by  requiring  the  cancelation  of  the  claims  on  the  ground  of  prior 
election  if  he  desires  to  adhere  to  the  conclusions  heretofore  expressed 
or  to  examine  the  novelty  of  the  claims  if  he  recedes  from  that 
position. 

The  petition  is  granted  to  the  extent  indicated. 


Ex  PARTE  MyGATT. 

Decided  February  12,  1919. 

176  O.  G.,  1069. 

ArFLiCATion — Pbosbcutiow — Abandon  m  ent. 

Where  in  response  to  a  requirement  of  the  Examiner  that  a  design  be 
illustruted  by  showing  the  article  in  perspective  or  side  elevation  the  appli- 
cant materially  changed  his  claim.  Held  that  the  fact  that  the  Bxaminer 
did  not  consider  this  amendment  a  compliance  with  the  decision  of  the 
CJommissloner  in  applicant's  copending  application  did  not  Jjustify  a  holding 
that  the  amendment  was  insufficient  to  save  the  case  from  abandonment 

On  Petition. 

DESIGN   FOB  A  PRISM-OLASS   BBFLBOTOB. 

Messrs.  Brock,  Beeken  <&  Smith  for  the  applicant. 

MooBB,  Com/nmsioner: 

This  is  a  petition  from  the  action  of  the  Examiner  holding  the 
above-entitled  application  to  be  abandoned  for  lack  of  proper  prose- 
cution. 

The  record  shows  that  on  September  27,  1910,  the  Examiner  re- 
peated his  requirement  that  the  design  be  illustrated  by  showing  the 
article  in  perspective  or  side  elevation,  in  order  that  the  precise  na- 
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ture  of  the  extension  in  the  third  dimension  should  be  disclosed.  A 
few  days  before  the  expiration  of  the  time  in  which  the  Examiner 
notified  applicant  that  he  must  act  to  save  his  case  from  abandonmoit 
he  filed  a  substitute  specification  and  claim.  On  November  10,  1911, 
the  Examiner  held  the  application  abandoned  on  the  ground  that 
such  amendment  was  not  a  compliance  with  the  requirement  of  the 
decision  of  the  Assistant  Commissioner  upon  the  petition  in  appli- 
cant's companion  case,  Serial  No.  487,023,  (reported  in  C.  D.,  1911, 
186;  171  O.  G.,  1267.)  On  December  11,  1911,  applicant  filed  an 
argument  in  which  he  contended  that  the  application  was  not  aban- 
doned and  asked  for  a  final  rejection.  From  a  repetition  of  the  Ex- 
aminer's action  this  petition  was  filed. 
In  place  of  the  claim — 

The  ornamental  design  for  a  shade,  reflector,  or  similar  article,  as  shown 
and  described, 

applicant  in  his  amendment  substituted  a  claim  reading  as  follows: 

The  ornamental  design  for  a  shade,  reflector,  or  similar  article,  having  the 
superficial  surface  ornamentation  as  shown. 

This  was  a  material  amendment  to  the  merits  of  the  claim.  Even 
though  the  Examiner's  holding  that  it  does  not  meet  the  ruling  of 
the  Assistant  Commissioner  be  true,  it  was  such  an  amendment  as 
the  applicant  had  a  right  to  make  and  was  apparently  made  in  good 
faith  in  an  endeavor  to  overcome  the  objection  raised  by  the  Ex- 
aminer and  in  which  he  was  sustained  by  the  Assistant  Commis- 
sioner. It  cannot  therefore  be  held  unresponsive,  even  though  it 
did  not  conform  to  their  view  as  to  how  the  case  should  be  amended. 

In  the  case  of  ex  parte  Oilman  (C.  D.,  1911,  14;  162  O.  G.,  783) 
it  was  stated : 

It  appears  from  thit»  quotation  from  the  Examiner's  answer  that  the  ground 
urged  by  him  for  holding  the  argument  not  to  be  responsive  is  that  the  argument 
does  not  meet  the  views  of  the  Examiner  and  that  it  does  not  convince  him 
that  he  should  nllow  the  claims. 

The  fact  that  an  argument  is  not  a  convincing  one  should  never  be  urged  in 
support  of  an  objection  that  the  action  containing  that  argument  was  not  re- 
sponsive, except  possibly  in  some  extreme  case  where  the  argument  on  its  face 
is  directed  to  a  discussion  of  subject-matter  which  is  entirely  beside  tiie  case. 

In  the  case  of  ex  parte  Viniello  (C.  D.,  1909,  111;  144  O.  G.,  276) 
I  held  that  where  the  Examiner  rejected  the  claims  of  the  applica- 
tion on  the  ground  that  they  cover  an  inoperative  device  and  required 
a  demonstration  of  the  utility  thereof  and  within  the  year  allowed  by 
law  for  responsive  action  the  applicant  filed  an  argument  for  the 
purpose  of  showing  that  the  device  would  operate  as  set  forth  in  the 
specification  the  application  was  not  abandoned  for  lack  of  proper 
prosecution. 
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Whether  the  new  claim  is  patentable  and  overcomes  the  objection 
to  the  case  as  originally  presented  goes  to  the  merits  of  the  case  and 
will  not  he  considered  upon  this  petition.  In  the  companion  case, 
No.  437,028.  where  a  similar  amendment  to  that  under  consideration 
was  filed  after  the  decision  of  the  Assistant  CJommissioner  mentioned 
above,  it  is  noted  that  the  Examiner  rejected  the  substitute  claim,  and 
if  he  is  of  the  opinion  that  applicant  is  not  entitled  to  the  substitute 
claim  in  the  present  case  for  the  same  or  any  other  reason  he  should 
reject  the  rlaim. 

In  the  case  of  in  re  Mygatt,  (C.  D.,  1906,  596;  121  O.  G.,  1676;  26 
App.  D.  C,  366,)  where  an  appeal  was  taken  to  the  Court  of  Appeals 
of  the  District  of  Columbia  from  the  decision  of  the  Commissioner 
rendered  upon  petition  from  a  requirement  of  the  Examiner  that  the 
claim  should  be  in  a  certain  form,  the  Court  said : 

The  Examiner  In  effect  rejected  the  claim  twice  for  a  claim  was  presented 
and  insisted  upon,  and  twice  the  Examiner  refused  it,  and  said  you  must  talse 
a  claim  reading — 

"  The  ornamental  design  for  a  reflector,  as  shown." 

Sach  an  instance,  at  least  In  a  design  application,  is  something  more  than  nn 
objection  to  the  form  of  the  proposed  claim.  It  may  be,  and  if  we  were  called 
upon  to  decide,  we  doubtless  would  hold  that  the  claim  proposed  by  the  Ex- 
aminer, or  one  that  included  the  words  "and  described "  to  be  better  in  form 
in  most  cases  and  one  that  gives  an  applicant  greater  protection.  {Ex  parte 
Freeman,  C.  D.,  1904,  619;  109  O.  G.,  1389;  23  App.  D.  C,  226.)  Such  a  form 
of  a  claim  has  been  held  good  In  a  design  case  by  the  Supreme  Court.  {Dohson 
T.  Bigeloto  Carpet  Co,,  0.  D.,  1885,  266;  31  O.  G.,  787 ;  114  U.  S.,  439;  Dohson  v. 
Daman,  C.  D..  1886,  202;  35  O.  G.,  750;  118  U.  S.,  10.)  We  however  do  not  con- 
strue these  cases  as  holding  that  such  claims  are  the  only  ones  permissible,  or 
that  the  Ck)mml8sioner  of  Patents'  action  in  Insisting  upon  such  a  form  is  not 
reviewoble  by  appeal.  Manifestly  a  descriptive  claim  in  some  cases  is  better, 
and  a  refusal  to  aUow  such  a  claim  is  a  rejection  of  a  claim  and  reviewable  on 
appeal.  As  we  have  said,  we  think  the  Elxaminers-in-Chief  erred  in  not  enter- 
taining the  appeal,  and  while  the  better  practice  would  be  to  require  the  Com- 
missioner by  proceedings  duly  taken  to  direct  them  to  entertain  the  appeal  we 
have  decided  to  entertain  the  appeal  for  the  double  reason  that  a  question  of 
general  public  interest  is  involved  and  because  by  so  doing  we  can  save  unneces- 
sary time,  expense,  and  labor  to  the  parties  involved,  as  we  are  so  clearly  of  the 
opinion  that  the  actions  of  the  Examiner  were  rejections  of  the  claim.  No  good 
purpose  would  be  subserved  by  dismissing  the  appeal  when  in  the  end  we  would 
take  Jurisdiction. 

In  view  of  the  above  holding  that  applicant's  amendment  was  re- 
sponsive and  the  application  not  abandoned  it  is  unnecessary  to  con- 
sider applicant's  contention  that  he  has  a  right  of  appeal  to  the  Ex- 
aminers-in-Chief  under  the  decision  of  the  Court  of  Appeals  of  the 
District  of  Columbia  in  re  Selden  (C.  D.,  1911,  306;  164  O.  G., 
741 ;  86  App.  D.  C,  428)  from  the  Examiner's  holding  that  the  amend- 
ment was  unresponsive. 

The  petition  is  granted  to  the  extent  indirated. 
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Ex  PARTE  Wynne. 

Decided  February  12,  1912. 

lie  O.  G..  1070. 

1.  Application — Prosecution — Device  Held  to  be  Inopbbativs — ^Action  oh  thb 

Merits. 
Where  in  responAe  to  a  requirement  to  demonstrate  the  operativeness  of 
the  process  claimed  the  applicant  filed  affidavits  which  the  Examiner  re- 
garded as  insufficient  to  comply  with  the  requirement,  Held  that  the  Bx- 
aminer  should  have  rejected  the  claims  on  the  ground  that  the  proceas  was 
inoperative. 

2.  Same — Same— Same — ^Abandonment. 

Where  the  Examiner  required  that  the  operativeness  of  applicant's  proc- 
ess be  demonstrated  and  at  the  end  of  the  year  applicant  filed  affidavits 
in  an  attempt  to  comply  with  the  requirement,  the  fact  that  the  Examiner 
regarded  these  affidavits  as  Insufficient  to  establish  that  tibe  process  wms 
operative  did  not  justify  a  holding  of  abandonment 

On  Petition. 

refining  petbolbum-oiu 

Mr.  F.  S.  Apphman  for  the  applicant. 
Moore,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  holding  the 
above-entitled  application  to  be  abandoned  for  lack  of  proper 
prosecution. 

The  record  shows  that  on  December  21,  1909,  the  Examiner  re- 
quired affidavits  setting  forth — 

*  *  *  the  steps  carried  out  in  some  special  case  on  some  stated  spedmen 
of  oil  and  tlie  tests  and  indications  which  establish  the  reality  of  the  changes 
supposed  to  be  effected  ii;  the  petroleum. 

In  response  thereto  applicant  filed  certain  affidavits. 

In  his  action  of  May  17, 1910,  the  Examiner  required  a  demonstra- 
tion of  the  operativeness  of  applicant's  process  and  stated  that  the 
affidavits  furnished  did  not  touch  the  question.  On  May  18,  1911, 
applicant  filed  the  following  amendment : 

Responding  to  the  official  communication  of  May  17,  1910,  request  is  made 
for  reconsideration  of  the  claims  in  the  above  entitled  application  in  view  of 
the  arguments  and  affidavits  filed  in  this  case. 

The  Examiner  held  this  action  not  to  be  proper  prosecution  of  the 
case  under  Rule  171  and  that  the  application  was  abandoned. 

It  is  noted  that  the  action  of  the  applicant  requested  a  reconsidera- 
tion of  the  claims  in  view  of  the  arguments  and  affidavits  previously 
filed  in  the  case.  In  the  case  of  ea*  parte  Oilman^  (C.  D.,  1911,  14; 
162  O.  G.,  783.)  it  was  held: 

It  appears  from  this  quotation  fit>ni  the  Examiner's  answer  that  the  ground 
urged  by  him  for  holding  the  argument  not  to  be  re8i)onsive  is  that  the  argu- 
ment does  not  nieot  (ho  views  of  the  l^xaiulner  and  tliat  it  does  not  convince 
him  that  he  should  allow  the  claims. 
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The  fact  that  an  argumeut  is  not  a  convincing  one  should  never  be  urged  in 
support  of  an  objection  that  the  action  containing  that  argument  was  not 
responsive,  except  possibly  in  some  extreme  case  where  the  argument  on  Its 
f^ce  is  directed  to  a  discussion  of  subject-matter  which  is  entirely  beside  the 
case. 

This  case  is  quite  similar  to  that  of  ex  parte  Viniello^  (C.  D.,  1909, 
111 ;  144  O.  G.,  276,)  in  which  I  stated : 

It  is  believed  that  the  Eizaminer*s  action  was  not  In  accordance  with  the 
practice  of  the  Office.  It  is  not  claimed  that  the  specification  was  in  any  sense 
obscure,  and  in  view  of  this  fact,  in  accordance  with  the  decision  of  ex  parte 
Btooker,  (a  D.,  1902,  63;  98  O.  G.  1706,)  the  Examiner  should  not  have  sus- 
pended action  on  the  merits,  but  should  have  rejected*  the  claims.  While  the 
Examiner's  first  action  is  stated  to  be  a  reJectio?i  for  lack  of  utility,  it  is  noted 
that  in  the  next  action,  in  response  to  the  applicant's  argument  endeavoring  to 
show  the  opera tlveness  of  the  device,  the  Examiner  did  not  again  reject  the 
claims,  but  held  that  the  arguments  filed  were  not  a  sufficient  response,  virtually 
refusing  any  action  whatever  on  the  merits  until  the  requirement  for  a  demuu- 
stration  of  the  operativeness  of  the  device  had  been  complied  with. 

•  *•**** 

As  far  as  the  Examiner's  action  went  applicant's  response  thereto  was 
clearly  sufficient,  as  it  was  an  argument  traversing  the  Examiner's  position,  and 
in  any  event  he  was  entitled  to  a  final  rejection,  with  the  right  of  api^eal. 

The  record  in  this  case  shows  that  prior  to  his  holding  of  abandon- 
ment the  Examiner  took  four  actions  in  the  case,  yet  no  claims  have 
ever  been  rejected.  Although  in  his  early  letters  the  Examiner  held 
the  specification  so  vague  and  indefinite  that  the  invention  could  not 
be  understood,  this  objection  was  not  repeated  in  the  Examiner^s 
later  actions  and  appears  to  have  been  cured  by  amendment,  but  the 
Examiner  insisted  upon  a  demonstration  of  the  operativeness  of  ap- 
plicant's process.  The  question  of  inoperativeness  relates  to  the 
merits,  and  in  view  of  the  position  taken  by  the  Examiner  he  should 
have  rejected  the  claims  upon  this  ground.  If  the  applicant  could 
make  no  further  demonstration  and  had  no  further  arguments  to 
offer  and  desired  to  stand  upon  the  claims  presented,  he  was  entitled 
to  have  the  case  placed  in  condition  for  appeal. 

The  petition  is  granted. 


The  Michigan  Tea  RrsK  Co.  v,  Holland  Rusk  Co, 

Decided  March  IS,  191ft. 

176  O.  G.,  1070. 

Tbadb-Mabx — Cancelation — Showing  of  Interest  by  ArrLiCANT. 

Where  the  petition  for  cancelation  shows  that  the  applicant  for  cancela- 
tion is  not  QSing  the  registered  marlc  or  one  so  nearly  resembling  it  that 
their  simultaneous  use  would  be  liable  to  cause  confusion,  Held  that  the 
applicant  has  not  shown  a  likelihood  of  damage  and  tliat  the  petition  for 
cancelation  was  properly  dismissed. 

Appeal  from  Examiner  of  Interferences. 
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TKADB-MABK  FOB  BUSKS. 

Mt.  Theodore  K.  Bryant  and  Mr,  Mortimer  A.  8o<yy  for  The  Mi<dii« 
gan  Tea  Busk  Co. 
Messrs.  Mvnn  <6  Co.  for  the  Holland  Rusk  Co, 

Billings,  First  Assistant  Com/missioner: 

This  is  an  appeal  by  The  Michigan  Tea  Rusk  Co.  from  a  decision 
of  the  Examiner  of  Interferences  sustaining  a  demurrer  and  dis- 
missing the  application  for  cancelation. 

It  appears  that  the  mark  sought  to  be  canceled  is  the  word  ^^  Hol- 
land," for  rusks.  It  clearly  appears  from  the  petition  for  cancelation 
that  The  Michigan  Tea  Rusk  Co.  does  not  now  use  the  word  "Hol- 
land "  as  a  trade-mark  for  rusks,  but  that  it  uses  the  word  "  Dutch." 

The  petitioner  has  not  set  up  in  the  petition  for  cancelation  suffi- 
cient facts  to  show  an  interest  in  the  subject-matter  thereof  to  give 
the  petitioner  the  right  to  intervene.  As  stated  by  the  Court  of  Ap- 
peals of  the  District  of  Columbia  in  the  Underwood  Typewriter 
Company  y.  A.  B.  Dick  Company^  (C.  D.,  1911,  298;  163  6.  G.,  730; 
36  App.  D.  C,  175:) 

"  The  right  of  the  petitioner  to  intervene  was  dependent  upon  a  showing  of 
Interest.  The  statute  does  not  contemplate  that  any  one  may  petition  the  Com- 
missioner to  cancel  a  trade-mark  duly  registered,  but  it  does  provide  that  any 
one  who  '  shall  deem  himself  injured  may  do  so.'  The  petition  must,  therefore, 
contain  a  statement  of  fact  on  this.  Jurisdictional  question  sufficiently  full  to 
show  that  the  petitioner  has  been  injured  by  the  registry  of  the  mark  he  seeks 
to  have  canceled,  and  this  f^ct  must  not  be  left  to  conjecture,  but  must  affirma- 
tively appear. 

'**  *  *  The  averment  that  it  has  used  the  word  as  a  trade-mark  is  not 
sufficient  for  the  obvious  reason  that  unless  the  word  had  been  used  in  the  same 
business  as  that  in  which  it  was  used  by  the  appellant,  no  injury  contemplated 
by  the  statute  would  have  resulted,  and  no  right  to  intervene  would  have 
followed.  The  averment  in  the  sixth  paragraph  is  merely  a  conclusion  of  the 
pleader  unsupported  by  the  facts  previously  set  out  Such  an  allegation  is  not 
sufficient.  (Mcllhenny*s  Son  v.  New  Iberia,  etc,  Co.,  C.  D.,  1908,  325;  133  O.  G., 
996;30App.  D.  O.,  337.)" 

The  proceeding  in  the  foregoing  case  was  for  the  cancelation  of  a  registered 
trade-mark,  but  the  statutory  ground  of  opposition  is  the  same,  namely,  on 
behalf  of  one  who  believes  he  would  be  damaged  by  the  registration  of  a  mark ; 
and  the  same  rule  has  been  applied  to  an  opposition.  (Battle  Creek  Sanitarium 
Co,,  Limited,  v.  FuUer,  O.  D.,  1908,  370;  134  O.  G.,  1299;  80  App.  D.  0.,  411.) 
In  that  case  it  was  said : 

''  It  is  not  sufficient  for  the  opponent  to  say  that  he  believes  he  would  be 
damaged.  He  must  allege  some  ftict  showing  an  interest  in  the  subject-matter, 
from  which  damages  might  be  Inferred.  If  he  has  not  used  the  mark  as  a  trade- 
mark upon  goods  of  a  like  description,  he  can  sulfer  no  damage  from  its  regis- 
tration by  another." 

Tested  by  the  rule  declared  in  those  cases,  the  opposition  Is  ftitally  defective. 
The  opponent  does  not  claim  to  have  manufactured  and  put  on  the  market  a 
similar  article  to  that  on  which  the  trade-mark  has  been  used.    The  sole  ground 
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of  opposition,  therefore,  is  tbat  tlie  trade-marlc  of  the  proponent  has  become 
public  property  by  reason  of  the  expiration  of  the  patent  upon  the  macliine.  If 
the  opponent  has  the  right  to  oppose  the  registration,  any  other  person  could 
be  recognised  to  make  the  same  opposition  in  the  public  interest  which,  so  far 
as  the  pleading  is  concerned.  Is  all  that  is  involyed. 

Tested  by  this  rule  the  petition  for  cancelation  is  fatally  defective, 
for  it  nowhere  appears  therefrom  that  the  petitioner  is  using  the 
trade-mark  "  Holland  "  as  a  trade-mark  for  rusks,  which  is  the  mark 
sought  to  be  canceled. 

The  only  ground  upon  which  the  petition  for  cancelation  could  be 
held  effective  is  that  the  two  words  "  Dutch  "  and  "  Holland  "  are  so 
nearly  alike  as  to  be  likely  to  deceive  purchasers. 

I  agree  with  the  Examiner  of  Interferences  that  the  words 
**  Dutch  "  and  "  Holland  "  are  not  so  nearly  alike  as  to  cause  confusion 
in  the  minds  of  the  purchasing  public. 

It  follows  that  the  petition  for  cancelation  must  "be  dismissed. 
The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PARTE  Wilson. 

Decided  March  /»,  1912. 

176  O.  G.,  1071. 

1.  AFPLiCATioif — ^Reissue — ^Reinstatement  of  Canceled  Claims. 

Where  claims  in  a  reissoe  application  were  canceled  in  view  of  a  rejec- 
tion based  on  the  fact  that  applicant  was  making  the  same  claims  in  an 
earlier  application.  Held  that  a  decision  by  the  Examiners-in-Ohlef  that 
applicant  had  no  right  to  make  the  claims  in  the  earlier  application  con- 
stitutes no  ground  tor  allowing  them  to  be  reinstated  in  the  reissue  appli- 
cation. 

2.  Samb— liiMiT  OF  Appeal— Affugation  fob  Reheabino  Does  Not  Extend. 

A  petitloA  for  rehearing  does  not  in  itself  extend  the  limit  of  appeal  or 
the  time  within  which  appeal  should  be  taken  to  avoid  abandonment 

On  Pbtttion. 

PBOCESS  OF  BBMOVINO  PAINT  AND  VARNISH. 

Mr.  W.  H.  Swenarton  for  the  applicant. 

Tbnnant,  Assistant  Commissioner:  • 

This  is  a  petition  that  certain  claims  be  reinstated  in  the  above- 
entitled  reissue  application,  it  being  asserted  that  the  Examiners-in- 
Chief  in  their  decision  in  an  interference  involving  a  copending 
application  of  Wilson  suggested  that  the  claims  if  allowable  should 
properly  have  been  claimed  in  this  reissue  application. 

The  record  shows  that  the  application  involved  in  the  interference 
was  filed  May  10,  1907,  and  that  during  the  pendency  of  this  appli- 
54288'— 18 9 


Digitized  by 


Google 


88  DECISIONS  OF   THE   COMMISSIONER   OF   PATENTS. 

cation  Wilson  filed  a  second  application,  which  on  November  26, 
1907,  matured  into  Patent  No.  872,314,  the  second  application  con- 
taining all  the  subject-matter  of  the  first,  and  according  to  the  re- 
port of  the  Primary  Examiner  it  was  thought  to  be  a  continuation 
of  the  first  application,  which  would  be  allowed  to  lapse.  However, 
after  the  grant  of  the  patent  the  first  application  was  further  prose- 
cuted and  was  eventually  placed  in  interference  with  the  patent  to 
Ellis,  No.  875,163.  Ellis  moved  to  dissolve  the  interference  on  the 
ground  that  Wilson  had  no  right  to  make  the  claims  constituting 
the  issue.  This  motion  was  granted  by  the  Primary  Examiner,  and 
his  decision  was  afiirmed  by  the  Examiners-in-Chief  in  a  decision 
dated  February  24,  1912,  which  is  the  decision  referred  to  by  the 
petitioner. 

It  is  asserted  that  the  applicant  placed  the  claims  corresponding 
to  the  counts  of  the  issue  of  that  interference  in  the  earlier  appli- 
cation instead  of  in  this  reissue  application  at  the  instance  of  the 
Ofiice.  The  record  of  the  earlier  application,  however,  shows  that 
the  claims  forming  the  issue  of  the  interference  were  presented  in 
that  application  on  June  22,  1909,  which  is  prior  to  the  date  upon 
•vhich  this  reissue  application  was  filed — to  wit,  October  23,  1909. 
Furthermore,  the  record  of  the  reissue  application  shows  that  as 
originally  presented  the  rejection  was  based  upon  the  ground  that 
no  sufficient  reason  had  been  asserted  to  warrant  the  grant  of  a 
reissue.  After  a  formal  amendment  the  case  was  again  acted  upon 
by  the  Examiner,  and  on  November  23,  1909,  the  rejection  upon  the 
ground  above  stated  was  repeated  and  the  reissue  further  rejected — 

*  *  *  on  the  ground  that  in  simultaneously  prosecuting  the  same  claims  in 
the  reissue  application  which  appUcant  is  prosecuting  in  another  copending 
application  he  is  occupying  an  Inconsistent  position  because  in  the  prosecution 
of  these  claims  in  the  reissue  application  applicant  alleges  that  they  constitute 
an  invention  coextensive  with  the  patent  whose  reissue  is  sought  while  In  prose- 
cuting  simultaneously  these  claims  in  a  copending  application  appUcant  allegeti 
that  they  constitute  another  invention. 

In  reply  to  this  letter  of  rejection  the  applicant  through  his  attor- 
ney directed  the  cancelation  of  claims  3  and  4,  which  correspond  to 
the  counts  of  the  issue,  stating: 

Applicant  has  acquiesced  in  the  objections  made  by  the  Examiner  as  to  the 
presentation  of  identical  claims  in  two  different  applications,  and  in  view  of  the 
fact  that  they  have  now  been  canceled,  it  is  believed  there  will  be  no  further 
objection  on  this  score. 

It  is  thus  seen  that  these  claims,  which  were  originally  presented 
in  the  earlier  application,  were  retained  in  that  application  instead 
of  being  prosecuted  in  the  reissue  application  on  the  applicant's  own 
volition,  and  no  good  and  sufficient  reason  appears  for  now  permitting 
these  claims  to  be  reinserted  in  this  reissue  application. 
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Furthermore,  the  prosecution  of  this  reissue  application  has  been 
concluded  by  reason  of  the  fact  that  more  than  a  year  has  elapsed 
since  the  date  of  the  decision  of  the  Examiners-i^-Chief.  It  is  con- 
tended that  because  the  applicant  requested  a  rehearing  on  the  last 
day  of  the  year  following  the  date  of  the  decision  of  the  Examiners- 
in-Chief,  and  which  rehearing  was  not  denied  until  January  23, 1911, 
the  reissue  application  is  still  pending. 

This  contention  is  without  force,  since  it  is  well  settled  that  a 
petition  for  rehearing  does  not  in  itself  extend  the  limit  of  appeal  or 
the  time  within  which  appeal  should  be  taken  to  avoid  abandonment. 
Even  if  the  petition  be  considered  as  showing  a  lack  of  intent  to 
abandon  the  reissue  application  I  do  not  find  that  the  facts  are  such 
as  will  justify  holding  that  the  failure  to  present  the  claims  now 
sought  to  be  reintroduced  into- this  case  was  unavoidable  within  the 
meaning  of  section  4894  of  the  Revised  Statutes. 

The  petition  w  denied. 


FORSBERO  V.  BrADBURT* 

Decided  March  4, 1912. 

177  O.  G.,  230, 

Intebfkbenob— Pbeuminaby  Statement — Motion  to  Ameio). 

Where  the  testimony  was  taken  with  notice  of  a  motion  to  amend  the 
preliminary  statement  by  one  of  the  parties,  and  in  order  to  properly  deter- 
mine whether  snch  motion  should  be  granted  a  consideration  of  a  large 
part  of  the  testimony  is  necessary,  Held  that  the  consideration  of  the  mo- 
tion should  be  postponed  until  final  hearing,  (citing  Bauer  t.  Orone^  €•  D., 
1904,  336;  111  O.  G.,  1»39.) 

Appeal  on  Motion, 

telephone-dbop* 

Mr.  De  Witt  0.  Tanner  for  Forsberg. 
Mr.  Curtis  B.  Camp  for  Bradbury. 

MooRE,  Commissioner: 

This  is  an  appeal  by  Bradbury  from  a  decision  of  the  Examiner 
of  Interferences  denying  his  motion  to  amend  his  preliminary  state- 
ment. 

In  his  original  preliminary  statement  Bradbury  alleged  a  concep- 
tion of  the  invention  on  or  about  November  5,  1907,  and  a  reduction 
to  practice  on  or  about  December  1,  1907. 

Forsberg  alleged  conception  on  November  20, 1907,  and  a  reduction 
to  practice  on  November  23,  1907.  Bradbury  desires  to  amend  his 
preliminary  statement  to  allege  a  reduction  to  practice  on  November 
12, 1907. 
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The  showing  made  in  the  affidavits  filed  in  support  of  the  motion 
has  been  carefully  analyzed  in  the  decision  of  the  Examiner  of  In- 
terferences and  need  not  be  repeated  here.  The  Examiner  finds  that 
the  sole  excuse  advanced  for  Bradbury's  failure  to  set  out  the  date  of 
November  12,  1907,  in  his  original  statement  was  his  forgetfulness  at 
the  date  of  it^  execution,  and  that  if  Bradbury  had  made  at  the  time 
he  executed  his  original  statement  the  investigation  which  he  subse- 
quently made  at  the  time  he  was  preparing  to  take  his  testimony  he 
would  have  then  discovered  the  facts  now  alleged.  The  Examiner 
further  held  that  no  satisfactory  explanation  has  been  made  of  the 
failure  of  Bradbury  to  make  such  investigaticm  at  the  time  he  pre- 
pared his  original  statement. 

Bradbury's  motion  was  filed  prior  to  the  taking  of  testimony,  but 
some  nine  months  after  the  original  statements  were  opened  and  ap- 
proved. It  further  appears  that  at  the  time  the  taking  of  testimony 
was  coDMnenced  said  motion  had  not  been  decided  by  the  Examiner 
of  Interferences  and  that  counsel  for  Bradbury  called  attention  to 
said  fact  and  suggested,  if  his  opponent  desired,  that  the  taking  of 
testimony  be  deferred  until  the  final  disposition  of  said  motion,  but 
that  counsel  for  Forsberg  preferred  to  go  ahead  with  the  taking  of 
testimony.  Testimony  was  therefore  taken  with  a  notice  of  the  above 
fact  upon  the  record  and  upon  the  assumption  that  the  motion  might 
be  granted,  covering  the  matters  alleged  in  the  affidavits  in  support 
of  the  motion.  It  further  appears  that  at  the  present  time  the  testi- 
mony-in-chief of  both  parties  has  been  taken  and  that  Forsberg's 
time  for  taking  rebuttal  testimony  has  not  yet  commenced  to  run. 

At  the  hearing  on  this  appeal  Bradbury  filed  a  brief  containing 
copious  extracts  from  the  testimony  taken.  Counsel  for  Forsberg 
objected  to  the  consideration  of  the  testimony  quoted  by  Bradbury 
unless  all  of  the  testimony  should  be  considered  and  he  should  be 
given  a  chance  to  reply  to  Bradbury's  brief. 

Said  testimony  will  not  be  considered  at  the  present  time.  Obvi- 
ously, however,  testimony  taken  with  the  right  of  cross-examination 
and  of  rebuttal  would  form  a  more  satisfactory  basis  upon  which  to 
render  judgment  than  the  ex  parte  affidavits  filed  in  support  of  the 
motion.  Moreover,  in  view  of  the  fact  that  testimony  was  taken  in 
the  present  case  with  a  knowledge  of  the  pendency  of  the  motion  of 
Bradbury  to  amend  his  preliminary  statement  no  hardship  could 
result  from  a  postponement  of  a  final  decision  upcm  the  question  of 
Bradbury's  right  to  amend  until  the  final  hearing.  It  further  appears 
from  the  dates  alleged  in  the  statements  of  the  respective  parties 
noted  above  that  if  the  testimony  of  Bradbury  establishes  the  dates 
alleged  by  him  together  with  diligence  in  reducing  the  invention  tn 
practice  at  the  time  his  opponent  entered  the  field  he  will  prevail 
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upon  his  present  dates,  and  there  will  be  no  necessity  to  determine 
whether  he  shall  be  allowed  to  amend  his  preliminary  statanent. 

Under  the  practice  set  forth  in  Karpenstein  v.  Hei'tzherg  (C.  D., 
1907,  106;  127  O.  G.,  2393)  and  Smith  and  Wiekes  v.  Emerson  v. 
Sanders  (C.  D.,  1908,  97;  133  O.  G.,  1433)  the  question  of  amending  a 
preliminary  statement  is  one  largely  within  the  jurisdiction  of  the 
Examiner  of  Interferences  and  will  not  be  disturbed  unless  it  is  shown 
thftt  such  discretion  has  been  abused.  There  appears  to  be  no  abuse 
of  discretion  which  would  warrant  the  reversal  of  the  decision  of  the 
Examiner  of  Interferences,  based  upon  the  affidavits  filed  in  support 
of  the  motion. 

In  accordance  with  the  practice  followed  in  the  analogous  case  of 
Bauer  v.  Crone  {C.  Z>.,  190i,  336;  111  O.  ff.,  19S9)  the  decision  of 
the  Examiner  of  Interferences  is  affirmed  without  prejudice  to  the 
right  of  Bradbury  to  renew  his  motion  to  amend  his  preliminary 
statement  at  the  time  the  case  comes  on  for  final  hearing. 


Ex  PARTE  WiLUAM  PeTERMAN,  Ixa 

Decided  February  7,  1912. 

177  O.  G.,  240. 
Appeal— FEE—BErvNDMBivT. 

Where,  in  his  aniswer  to  the  appefll,  the  Examiner  cited  certain  publiBhecl 
decisions  in  view  of  which  the  applicant  withheld  his  appeal,  Held  that 
applicant's  mistake  in  appealing,  if  any,  was  one  of  law  and  that  the  fee 
could  not  be  refunded. 

TBADE-MABK  POB  IK8ECTICIDES, 

Mr.  T.  F.  Bourne  for  the  applicant. 

MoQRB,  Commissioner: 

Applicant  has  filed  a  request  "  that  the  appeal  be  withdrawn  "  in 
this  case,  in  view  of  the  decisions  cited  by  the  Examiner  of  Trade- 
Marks  in  his  statement  on  the  appeal.  It  is  also  requested  that  the 
appeal  fee  be  returned  because — 

the  application  was  not  rejected  by  the  Examiner  prior  to  the  appeal  in  view 
of  the  said  decisions. 

The  ground  upon  which  registration  was  refused  was  that  the 
mark  "Ant  Food  "  is  clearly  descriptive  of  the  goods  to  which  it  is 
applied.  In  his  statement  on  the  appeal  the  Examiner  did  not  shift 
the  ground  of  his  refusal  to  register,  but  merely  cited  certain  cases 
as  authority  for  the  holding.  These  cases  were  as  available  to  appli- 
cant as  to  the  Examiner,  and  their  bearing  on  the  case  should  have 
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been  appreciated  without  citation.  It  is  noted  that  in  the  action  of 
December  3,  1909,  attention  was  called  to  the  "  Roachsault "  case. 
{Barrett  Chemical  Co,  v.  Stem^  176  N.  Y.,  27,)  which  is  cited  in  ex 
parte  The  Rat  Biscuit  Co.,  (C.  D.,  1907,  241;  130  O.  G.,  300,) 
referred  to  in  the  Examiner's  statement. 

Applicant's  mistake  in  appealing,  if  any,  was  one  of  law.  Tlie 
appeal  fee,  therefore,  cannot  be  returned. 

There  being  ohviovsly  no  error  in  the  Examiner^s  decision^  the  same 
is  affirmed. 


Graham  v,  Lanohaar. 

Decided  January  25,  1912. 

177  O.  G.,  240.^ 

1.  iNTVSFiSENCF — SUSPENSION  IN  ViEW  OF  A  REFERENCE — ^GbANTED  OWLT  WHinE 

Anticipation  is  Cijeab. 
It  l8  well  settled  that  after  testimony  has  been  taken  an  interference 
will  not  be  suspended  for  the  purpose  of  considering  the  pertinency  of  a 
reference  unless  the  anticipation  Is  clearly  apparent 

2.  Same — Same. 

Permission  to  take  testimony  to  establish  the  date  of  publication  of  a 
catalogue  refused  where  such  motion  was  not  brought  until  after  testimony 
had  been  taken  and  it  was  doubtful  whether  the  catalogue  was  a  publi- 
cation within  the  meaning  of  section  4886.  Revised  Statutes,  and  whether 
the  invention  in  issue  was  disclosed  therein. 

On  Petition. 

BALL-BEABINO. 

Mr.  Gales  P.  Moore  for  Graham. 
Mr.  Arthur  B.  Jenkins  for  Langhaar. 

Billings,  First  Assistaivt  Commissioner: 

This  is  a  petition  by  Langhaar  that  the  supervisory  authority  of 
the  Commissioner  be  exercised  for  a  stay  of  proceedings  and  for 
permission  to  take  testimony  to  establish  the  date  of  publication  of 
a  certain  German  catalogue  which  is  alleged  to  contain  a  disclosure 
of  a  structure  illustrating  and  describing  the  invention  in  issue 
and  that  proceedings  be  instituted  which  will  result  in  the  dissolu- 
tion of  this  interference  on  the  ground  that  its  issue  is  anticipated 
if  the  date  of  publication  is  proved.  The  catalogue  is  one  issued 
by  Fichtel  A  Sachs,  manufacturers  of  ball-bearings,  of  Schweinfurt. 
Germany,  and  it  is  alleged  that  the  catalogue  was  published  prior  to 
June  1,  1908,  a  date  prior  to  the  date  of  alleged  conception  set  up 
by  Graham  in  his  preliminary  statement.  There  is  nothing  appear- 
ing in  the  catalogue  itself  to  show  its  date  of  publication,  and 
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therefore  request  is  made  for  permission  to  take  testimony  to  prove 
its  date  of  publication. 

This  petition  is,  it  must  be  admitted,  a  very  unusual  one.  The 
interference  has  progressed  to  the  point  where  the  testimony-in-chief 
has  been  taken  by  both  parties  and  filed  in  the  Patent  Office.  The 
rebuttal  testimony  only  of  the  junior  party  has  not  yet  been  taken. 

It  appears,  further,  that  this  German  catalogue  has  already  been 
considered  by  the  Primary  Examiner.  That  portion  of  the  catalogue 
upon  which  the  moving  party,  Langhaar,  relies  as  an  anticipation 
of  the  count  of  the  issue  consists  of  several  views  of  a  ball-bearing 
contained  on  pages  M,  35,  and  56.  These  illustrations  are  in  the 
nature  of  a  side  view  and  an  end  view,  partly  in  section,  of  the  ball- 
bearing. 

The  principle  is  settled  that  where  an  interference  has  proceeded 
to  a  point  that  the  testimony  has  been  taken  it  should  not  be  sus- 
pended for  the  purpose  of  considering  the  pertinency  of  a  reference 
to  the  issue  with  a  view  of  dissolving  the  interference,  except  in  those 
cases  where  the  reference  is  so  clearly  an  anticipation  as  to  be  ap- 
parent to  any  one  without  the  necessity  of  argument  and  discussion. 

It  is  to  be  noted  at  the  outset  that  it  will  be  necessary  to  determine 
at  least  two  propositions  of  law  in  considering  the  alleged  reference, 
admitting,  for  the  sake  of  argument,  that  the  moving  party  could 
easily  prove  the  date  of  the  catalogue. 

It  is  by  no  meap«  certain  that  the  catalogue,  a  copy  of  which  has 
been  offered  as  an  exhibit,  constitutes  a  publication  within  the  mean- 
ing of  section  4886  of  the  Revised  Statutes.  It  would  seem  that  in 
addition  to  the  taking  of  testimony  to  establish  the  date  of  issue  of 
the  catalogue  testimony  would  also  have  to  be  taken  to  show  the  ex- 
tent of  the  distribution  of  this  catalogue  in  order  that  it  could  be 
determined  whether  it  was  merely  circulated  among  certain  members 
of  the  trade  or  whether  it  was  placed  in  general  circulation,  so  that 
any  member  of  the  public  could  readily  obtain  it  by  applying  for  it 
in  a  public  library. 

In  the  case  of  the  New  Process  Company  v.  Koch  (C.  D.,  1884, 
421 ;  29  O.  Q.,  535 ;  21  Fed.  Rep.,  580)  it  was  said : 

It  baa  been  held  generaUy,  and  perhaps  universally,  that  buBiness  circulars 
which  are  sent  only  to  persons  engaged  or  supposed  to  be  engaged  in  the  trade 
are  not  such  publications  as  the  law  contemplates  in  section  4886. 

In  the  case  of  Britton  et  al.  v.  White  Mfg.  Co.  (C.  D.,  1897,  508: 
79  O.  G.,  2198;  61  Fed.  Rep.,  93)  a  drawing  was  offered  in  evidence, 
which  was  contained  in  a  pamphlet.  This  pamphlet  was  held  to  be 
a  mere  trade  circular.  An  objection  was  taken  to  the  introduction  of 
this  evidence  on  the  ground  that  it  was  not  such  a  printed  publication 
as  would  anticipate  a  patent.    This  objection  was  sustained. 
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Should  this  trade  catalogue  be  held  to  constitute  a  printed  publi- 
cation within  the  meaning  of  section  4886  of  the  Revised  Statutes, 
then  the  question  would  arise  whether  the  drawings  on  pages  34,  35, 
and  56,  taken  by  themselves,  accompanied  by  the  exceedingly  brief 
written  description,  meet  the  requirements  of  section  4888  of  the 
Revised  Statutes  that  a  description  of  an  invention  must  be — 

in  such  full,  clenr,  concise,  and  exact  terms  as  to  enable  any  person  skilled  In 
the  art  or  science  to  which  it  appertains,  or  with  which  it  Is  most  nearly  con- 
nected,  to  make,  construct,  compound,  and  use  the  same. 

Unless  these  conditions  are  met  the  disclosure  is  not  in  law  an  an- 
ticipation of  the  invention  claimed. 

In  Westinghouse  Electric  db  Mfg.  Co.  v.  Saranac  Lake  Electric 
Light  Co.  (108  Fed.  Rep.,  221)  it  was  said: 

The  publication  relied  on  must  describe  the  invention  in  such  a  complete, 
clear  and  precise  manner  as  to  enable  those  skilled  in  the  art  to  reproduce  it 
without  the  aid  of  the  patent 

It  is  not  absolutely  clear  from  these  illustrations  just  what  struc- 
ture is  intended  to  be  shown  thereby.  Even  admitting  all  the  facts 
which  petitioner  seeks  to  establish  by  testimony,  which  facts  must 
either  be  clearly  proved  or  admitted  to  give  this  catalogue  any  stand- 
ing at  all  as  a  reference,  the  questions  then  raised  for  determination 
are  so  involved  and  so  intricate  in  character  as  to  make  it  perfectly 
clear  that  this  interference  should  not  be  delayed  at  this  late  day  for 
the  purpose  of  considering  the  points  raised  in  the  petition  and 
motion. 

The  petition  is  denied. 


Ex  PARTE  DaVTSOW. 

Decided  September  IS,  191U 

177  O.  G.,  241. 

Application— Delay  xif  Filing — New  Oath. 

Held  that  the  ruling  in  ex  parte  Branna  (O.  D.,  1901,  232;  97  O.  O., 
2533)  as  to  the  requirement  for  a  new  oath  where  there  has  been  a  delay 
in  the  filing  of  the  application  is  not  applicable  to  a  divisional  applicatlcm. 

On  Petition. 

▼ENDING-M  ACHINB. 

Mr.  Charles  G.  FoxcUr  for  the  applicant 

Tennant,  Assistant  Commissioner: 

This  is  a  petition  that  the  Examiner  be  directed  to  waive  the  re- 
quirement of  an  additional  oath  in  the  above-entitled  application. 
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The  record  shows  that  this  application  was  executed  on  November 
24,  1909,  and  that  it  was  fikd  on  February  23,  1910.  It  is,  however, 
stated  on  the  second  page  of  the  specificaticm  that — 

thta  application  Is  a  dlviBloii  of  my  application  Serial  No.  482,218,  filed  March 

9,  urn. 

It  is  urged  that  in  view  of  the  fact  that  the  application  is  a  divi- 
sion of  an  earlier  application  the  requirement  of  a  new  oath  is 
unnecessary. 

It  is  well  settled  that  a  divisional  application  is  in  effect  a  part 
and  continuation  of  the  original  application  of  which  it  is  a  division. 
No  question  has  been  raised  by  the  Examiner  that  this  application 
is  a  true  division  of  the  earlier  application  referred  to  or  that  there 
is  any  defect  in  the  oath  of  the  original  application.  Under  these 
circumstances  the  principles  set  forth  in  ex  parte  Branna  (C.  D., 
1901,  232;  97  O.  6.,  2538)  are  not  applicable  to.tke  present  case. 

The  petition  is  granted. 


Ex  PARTE  Palter. 

Decided  Fehruar^  17,  191t. 

177  O.  G.,  241. 

1.  AsaieNMBNTS— Patent  Office  Has   No  Jubibdiction   to  Aajitdioate  the 

Vauditt  Tbeeboe. 
It  l8  well  settled  that  the  Pat^t  Ot&ce  bas  no  jurisdiction  to  adjudicate 
the  validity  of  assignments  and  that  the  fanctioB  of  recordlBE  the  same  Is 
merely  ministerial. 

2.  Same-— Assignment  Returned  to  Paett  Filing  the  Same. 

A  party  who  flies  an  assignment  for  record  is  entitled  to  have  the  same 
retnmed  to  him. 

On  Petition. 

THIMBLE. 

Messrs.  Kenyan  <&  Kenyan  for  the  petitioner. 
Mr.  George  Cook  for  the  assignee. 

Tbnnant,  Assistant  Commissioner: 

This  is  a  petition  by  Elias  Palter  that  an  assignment  relating  to 
his  application,  for  patent  upon  improvements  in  thimbles,  and 
which  assignment  was  filed  for  record  by  the  assignee,  be  withheld 
from  record  and  returned  to  him. 

Accompanying  this  petition  is  an  affidavit  of  Patter  in  which  it 
is  stated  that  said  Palter  made  an  assignment  of  the  above-entitled 
application  under  duress.  He  therefore  protests  against  the  record- 
ing of  such  assignment  and  requests  that  the  same  be  returned 
to  him. 
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It  is  well  settled  that  the  OflSce  has  no  jurisdiction  to  adjudicate 
the  validity  of  assignments  and  that  the  function  of  recording  assign- 
ments is  merely  ministerial.  Inspection  of  the  assignment  which  is 
presented  for  record  shows  that  the  same  is  formal  in  all  respects. 
The  Commissioner  is  therefore  without  authority  to  refuse  to  record 
the  same. 

.  The  petition,  in  so  far  as  it  requests  that  the  assignment  be 
returned  to  the  applicant,  Palter,  must  be  denied  upon  the  ground 
that  the  party  filing  the  same  for  record  is  entitled  to  have  the 
assignment  returned  to  him.  Palter's  remedy  for  redress  plainly  lies 
in  the  court  and  not  in  the  Patent  Office. 

The  petition  is  denied. 


Ex  PARTE  EliLIOTT  JeIJVTBLRY  C!oMPANT* 

Decided  February  29,  1912. 
177  O.  G.,  242. 

TBADE-MABKS — SiMILABITY— "  EJCo  "  IK  A  MONOOBAlf  AND  "  E.  J.  CO." 

The  letters  "EJCo*'  arranged  in  the  form  of  a  monogram  Held  decep- 
tively similar  to  the  prior  registered  trade-mark  "  E.  J.  Go.*' 

On  Appeal. 

TRADE-MARK   FOR   RINGS,   HAT-PINS,   STICK-PINS,   ETa 

Mr.  Watson  E.  Coleman  for  the  applicant 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  a  mark  consisting  of  the  letters  "  EJCo,'' 
in  view  of  the  prior  registration  of  the  Enterprise  Jewelry  Com- 
pany of  the  trade-mark  "  E.  J.  Co.,"  No.  80,046,  November  1, 1910. 

The  applicant  in  its  argument  pointed  out  the  differences  between 
these  marks  as  being  that  the  registered  mark  consisted  in  the  initials 
"  E.  J.  Co.,"  whereas  the  applicant's  mark  is  arranged  in  the  form 
of  a  monogram  of  distinctive  appearance,  the  letter  "  E  "  having  its 
upper  and  lower  strokes  of  such  length  as  to  inclose  the  rest  of  the 
mark,  and  it  is  argued  that  the  marks  have  such  a  dissimilar  appear- 
ance that  there  is  no  liability  of  confusion  in  trade  or  in  the  minds 
of  purchasers  using  the  ordinary  caution  expected  of  them. 

The  Examiner  states  in  his  answer  to  the  appeal  that — 

applicant  desires  to  register  the  identical  letters  shown  In  the  registered  mark 
and  does  not  point  out  any  difference  except  in  the  arrangement  of  these  letters. 
The  slight  difference  in  appearance  is  regarded  as  immaterial. 
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I  find  no  error  in  the  decision  of  the  Examiner.  The  significance 
of  the  marks  is  identical,  they  are  alleged  to  be  applied  to  the  same 
class  of  goods,  and  the  slight  difference  in  appearance  clearly  would 
not  avoid  the  likelihood  of  confusion  if  these  marks  were  used  on 
merchandise  of  the  same  descriptive  properties. 

The  decision  of  ths  Examiner  of  Trade-Marks  is  affirmed. 


Smith  and  Larsen  v.  Hill. 

Decided  September  I4,  Wit. 

177  O.  G.,  523. 

1.  IlfTEBFBBBNCE — PWOWTT — PATENTABIUTY  NOT  CONSIDERED. 

It  is  well  settled  that  the  patentability  of  the  issue  over  the  prior  art  is 
not  a  matter  which  can  be  raised  at  final  hearing  on  priority,  and,  further, 
that  no  appeal  lies  from  the  refusal  of  the  Hxaminers-in-Ghief  to  make  a 
recommendation  as  to  the  patentability  under  Rule  126.  {Walsh  v.  Hall- 
hauer,  0.  D.,  1901,  9;  94  O.  G.,  223;  Woods  v.  Waddell,  0.  D.,  1908,  391; 
•  106  O.  G.,  2017.) 

2.  Same — Same — Right  to  Make  Gi-aims. 

The  record  reviewed  and  Held  that  H.  has  a  right  to  make  certain  of 
the  claims  in  issue. 

Appeal  from  Examiners-in-Chief. 

ALTERNATING-GUBBENT  SWITCH. 

Mr.  Park  Benjamin  and  Messrs,  Byrnes^  Townsend  (t  Bri<^Jcenstein 
for  Smith  and  Larsen. 

Mr,  A.  G.  Davis  for  Hill.  {Mr.  Arthur  A.  Buck  and  Mr,  Frank 
J.  Seaholt  of  counsel.) 

Moose,  Comanissioner: 

This  is  an  appeal  by  Smith  and  Larsen  from  a  decision  of  the 
Examiners-in-Chief  awarding  priority  of  invention  to  Hill  as  to 
counts  7,  8,  and  9,  thereby  affirming  the  decision  of  the  Examiner  of 
Interferences  as  to  count  7  and  reversing  it  as  to  counts  8  and  9.  The 
appeal  also  assigns  error  in  the  decision  of  the  Examiners-in-Chief  in 
that  they  refuse  to  consider  the  patentability  of  counts  1  and  2  over 
the  prior  art,  to  hold  these  counts  unpatentable,  or  to  make  a  recom- 
mendation to  this  effect  under  the  provisions  of  Rule  126. 

It  is  well  settled  that  the  patentability  of  the  issue  over  the  prior 
art  is  not  a  matter  which  can  be  raised  at  final  hearing  on  priority, 
and,  further,  that  no  appeal  lies  from  the  refusal  of  the  Examiners- 
in-Chief  to  make  a  recommendation  as  to  the  patentability  under 
Rule  126.  {WaUh  v.  HaUhauer,  C.  D.,  1901,  9;  94  O.  G.,  223;  Woods 
Y.  Waddell,  C-  D.,  1903,  391 ;  106  O.  G.,  2017.) 
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This  case  comes  np  under  the  provisions  of  Rule  130.  Hill  is  the 
senior  party,  and  Smith  and  Larsen,  being  under  an  order  to  show 
cause  why  judgment  should  not  be  rendered  against  them  because 
their  preliminary  statement  failed  to  overcome  the  filing  date  of 
Hill,  brought  a  motion  to  dissolve,  urging  that  counts  1  and  2  were 
unpatentable  and  that  Hill  had  no  right  to  make  the  claims  corre- 
sponding to  the  remaining  counts.  The  motion  was  denied  by  the 
Examiner  as  to  both  grounds.  Judgment  was  thereupon  rendered 
in  favor  of  Hill.  Thereafter  this  judgment  was  set  aside  as  to 
counts  3  to  9,  inclusive,  upon  motion  by  Smith  and  Larsen  and  the 
case  set  for  final  hearing  under  Rule  130.  The  Examiner  of  Inter- 
ferences held  that  Hill  had  a  right  to  make  a  claim  corresponding 
to  count  7,  but  no  right  to  make  claims  corresponding  to  the  other 
counts.  Both  parties  appealed.  The  Examiners-in-Chief  reversed 
the  Examiner  of  Interferences  as  to  counts  8  and  9,  awarding  pri- 
ority to  Hill  as  to  counts  7,  8,  9  and  to  Smith  and  Larsen  as  to 
3,  4,  5,  and  6.  From  this  judgment  Smith  and  Larsen  only  have 
appealed.  Counts  1  and  2  stand  finally  awarded  to  Hill  and  counts 
3,  4,  5,  and  6  to  Smith  and  Lai*sen.  The  single  question  for  con- 
sideration upon  this  appeal  is  the  right  of  Hill  to  make  the  claims 
corresponding  to  counts  7,  8,  and  9. 

As  to  count  7  it  is  urged  that  the  Hill  construction  does  not 
embody — 

i\  loose  joint  *  *  *  for  peniiltting  said  core  to  be  vibrated  by  current 
alternations  in  tbe  magnet  coll  without  imparting  said  motion  to  said  clrcnit 
closing  device. 

The  loost^  connection  between  the  magnet-core  and  the  switch-toggle 
as  showm  ill  the  Hill  construction  must  necessarily  perform  this  func- 
tion. It  is  true  that  the  drawing  shows  the  core  in  contact  with  the 
toggle  at  its  upward  limit  of  movement,  but  from  the  nature  of  the 
toggle  device  and  the  description  of  its  purpose  and  operation  as 
found  in  the  specification  it  is  clear  that  no  pressure  exists  between 
these  parts  when  the  switch  is  closed  and  any  drop  of  the  core  due 
to  vibration  thereof  would  increase  the  distance  between  these  parts, 
while  thp  solid  abutment  against  which  the  core  strikes  within  the 
magnet-coil  must  prevent  its  rising  above  the  position  shown  or 
delivering  a  blow  to  the  toggle-joint.  It  is  believed  that  the  tribunals 
below  properly  held  that  this  claim  reads  upon  the  structure  of  Hill. 

It  is  urged  that  Hill  has  no  right  to  make  claims  corresponding  to 
counts  8  and  9,  because  his  magnet-core  is  not  "  equilibrated  "  as 
specified  in  these  counts,  and,  further,  that  it  does  not  assume  the 
equilibrated  position  after  the  operation  of  the  circuit-closing  device. 
The  magnet-core  in  the  Smith  and  Larsen  construction  is  held  in 
place  by  the  force  of  the  magnet  during  the  time  the  switch  is  closed 
and  is  free  to  move  up  and  down  with  fluctuations  of  the  magnet- 
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current.  This  is  also  true  of  the  Hill  device,  except  that  the  upper 
end  of  the  core  contacts  with  a  fixed  core  within  the  magnet  at  the 
upper  limit  of  movement.  Both  cores  are  held  in  position  against 
the  action  of  gravity  by  the  magnetic  force,  and  in  both  cases  it  is 
clearly  contemplated  that  a  slight  up-and-down  movement  may  occur 
due  to  fluctuations  in  this  force  without  affecting  the  other  parts  of 
the  switch.  I  agree  with  the  Examiners-in-Chief  that  the  expression 
^'  equilibrated  "  is  as  truly  applicable  to  one  of  these  arrangements  as 
to  the  other. 

As  to  the  objection  that  the  equilibrated  position  is  not  assumed  hi 
Hill's  case  after  the  closing  of  the  switch,  I  do  not  find  that  the  counts 
call  for  such  an  operation.    The  expression  used  is — 

said  core  shall  be  raised  to  transmit  motion  through  said  mechanism  to  opet-ate 
said  circuit  closing  device  to  close  circuit,  and  thereafter  upon  said  core  assiim- 
ing  an  equilibrated  position  In  the  ungnet  the  relative  movement  of  said  piu 
and  plate  due  to  vibration  of  said  core  «  *  •  shall  not  be  transmitted 
through  said  pin  and  plate  to  said  circuit  closing  device. 

It  is  clear  that  the  word  "  thereafter  "  relates  to  the  relative  move- 
ment of  the  pin  and  plate  and  does  not  define  the  time  at  which  equi- 
librium is  secured.  It  must  therefore  be  held  that  these  claims  prop- 
erly read  upon  HilFs  structure. 

The  appeal  is  dismissed  so  far  as  it  relates  to  counts  1  and  2.  The 
decision  of  the  Examiners-in-Chief  is  affirmed  as  to  counts  7, 8j  and  9. 


Ex   PARTE   ShINOLA    CoMPANT. 

Decked  March  h.  f^1^> 

177  O..G.,  524. 

TIADB-MAUUI— DUPUCATK  Regibtrationb. 

Held  that  the  Commissioner  has  authority  to  grant  a  second  registration 
of  a  trade-mark  to  the  same  party  and  that  where  good  and  sufficient  rea- 
sons are  shown  lo  institj  such  action  the  second  registration  lAoald  be 
granted. 

On  Appeal. 

TBADE-MABK  FOB  SHOE-POLISH  AND  POLISHIKO-BBUBHEB  AND  DAX7BBB8  fOB  AFPLTTNQ 

THE  SAME. 

Messrs.  Osgood^  Davis  cfc  Dorsey  and  Mr.  Oeo.  H.  Evans  for  the 
applicant. 

Hillings,  First  Assistant  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiner  of  Trade-Marks 
and  Designs  refusing  to  register  to  the  Shinola  Company  the  word 
^  Shinola  "  as  a  trade-mark  for  shoe-polish. 
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Registration  was  refused  for  the  reason  that  appellant^s  mark  and 
goods  are  identical  with  the  mark  and  goods  shown  in  certificate  No. 
54,769,  issued  July  31,  1906,  to  the  American  Chemical  Manufactur- 
ing and  Mining  Company. 

It  appears  from  the  assignment  records  of  this  Office  that  the 
Hhinola  Company  is  the  same  entity  as  the  American  Chemical 
Manufacturing  and  Mining  Company,  the  name  of  the  company  hav- 
ing been  changed  by  order  of  a  competent  court.  The  Examiner  of 
Trade-Marks  ruled  that  registration  to  the  Shinola  Company  can  be 
granted  only  upon  the  condition  that  the  registration  to  the  Ameri- 
can Chemical  Manufacturing  and  Mining  Company  be  canceled. 

The  appellant  sets  forth  that  there  are  many  registrations  in 
foreign  countries  now  in  force  which  have  been  eflPected  under  treaty 
provisions,  that  these  registrations  now  stand  in  the  name  of  the 
American  Chemical  Manufacturing  and  Mining  Company,  and  that 
to  cancel  its  registration  in  this  country  would  ipso  facto  invalidate 
the  foreign  registrations.  It  is  also  submitted  that  other  registra- 
tions are  now  sought  by  the  appellant  in  foreign  countries;  that 
these  foreign  countries  require  that  registration  be  first  obtained  by 
the  appellant  in  this  country;  that  some  of  them  are  not  satisfied 
with  the  showing  of  registration  in  this  country  by  the  American 
Chemical  Manufacturing  and  Mining  Company  and  the  submission 
of  proofs  that  the  name  of  that  company  had  been  changed  by  order 
of  the  court  to  the  Shinola  Company  and  require  as  a  condition  pre- 
cedent to  registration  a  certificate  of  registration  in  this  country  by 
the  applicant  Shinola  Company.  It  is  urged,  therefore,  that  the 
new  registration  should  be  granted  to  the  Shinola  Company,  pro- 
vided the  Trade-Mark  Act  of  1905  does  not  prohibit  it. 

The  Examiner  of  Trade-Marks  holds  that  the  Patent  Office  having 
i.ssued  the  registration  to  the  American  Chemical  Manufacturing  and 
Mining  Company  has  exhausted  its  jurisdiction  to  issue  another 
registration  for  the  same  trade-mark  applied  to  the  same  goods  to 
the  same  company  under  a  different  name. 

The  Examiner  states: 

With  regard  to  (1)  nnd  considerlni?  the  Trade-Mark  Act  of  February  20,  1905, 
as  amended.  It  apr»ejirs  ihei-efrom  that  8nld  act  requires  the  Commissioner  of 
Patents  to  iBsne  a  certificate  of  registration  to  the  owner  of  a  trade-mark  upon 
the  compliance  of  the  latter  with  certain  Bpecified  requlrementa  These  re- 
quirements having  been  complied  with  and  the  Commissioner  of  Patents  having 
issued  a  certificate  of  registration,  then  it  seems  to  the  Examiner  that  the 
authority  conferred  by  this  act  on  the  Commissioner  of  Patents  has  been 
exhausted. 

Section  1  of  the  Trade-Mark  Act  of  1905  provides,  under  condi- 
tions not  necessary  to  state  here,  that  "  the  owner  of  a  trade-mark 
may  obtain  registration."  Section  5  of  the  same  act  provides  that  a 
trade-mark  which  is  otlicrwise  registrable  shall  be  refused  registra- 
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tion  when  it  is  identical  with  or  so  n^ atly^.jreseinbles  a  registered  or 
known  trade-mark  as  to  be  likely  to  cause^jK)nfusion  or  mistake  in 
the  mind  of  the  public,  or  to  deceive  purchas^s)'^*jnUy  when  such  reg- 
istered or  known  trade-marks  are  "owned  aiicFifr  ne^  by  another." 

Sections  1,  2,  3,  and  4  also  provide  for  the  registca'ti!^.  of  trade- 
marks in  this  country  by  owners  who  reside  in  or  are  loQrfted  in  any 
foreign  country  which  by  treaty  or  law  affords  similar  privileges. to 
citizens  of  the  United  States.    Where  the  applicant  resides  or^i^'i^V -. 
cated  in  a  foreign  country,  the  registration  or  application  for  regis/ r 
tration  in  that  foreign  country  shall  be  established  as  a  fact  as  a    * 
condition  precedent  to  the  registration  of  the  same  trade-mark  in 
this  country. 

The  provisions  of  these  sections  of  the  Trade-Mark  Act  are  in  ac- 
cordance with  the  treaties  entered  into,  respectively,  by  this  country 
and  by  certain  foreign  countries  which  provide  for  similar  privileges 
to  citizens  of  the  United  States.  This  being  so,  the  provisions  of  law 
relating  to  the  registration  of  trade-marks  in  this  country  should 
not  be  so  construed  as  to  deprive  residents  or  citizens  of  the  United 
States  from  benefits  of  the  treaty  provisions  unless  the  Trade-Mark 
Act  clearly  demands  such  a  construction. 

As  above  pointed  out,  the  provisions  of  the  Trade-Mark  Act  deny 
registration  to  the  alleged  owner  of  a  mark  which  is  otherwise  regis- 
trable only  when  the  same  mark  has  been  previously  registered  by  or 
known  to  be  used  by  another. 

The  same  reasons  which  prohibit  double  patenting  cannot  be  prop- 
erly urged  against  the  double  registration  of  trade-marks,  for  the  two 
laws  are  based  on  entirely  different  principles.  In  the  construction 
of  statutes  it  is  a  well-settled  principle  that  a  general  act  must  be 
considered  in  its  entirety  and  the  separate  provisions  thereof  brought 
into  harmony  with  one  another. 

It  has  been  urged  by  the  Examiner  that  it  would  be  against  public 
policy  to  grant  two  separate  registrations  of  the  same  mark  to  the 
same  party  under  different  names,  notwithstanding  the  fact  that  the 
name  has  been  changed  by  legal  process.  Whatever  confusion  might 
exist  in  the  minds  of  the  public  by  this  second  registration  is  greatly 
overbalanced  by  the  actual  wrong  and  hardship  which  would  result 
from  the  refusal  to  again  register  the  trade-mark  to  the  same  party 
under  another  name,  which  has  been  changed  by  judicial  process, 
for  the  refusal  to  grant  the  second  registration  would  deny  to  the 
applicant  his  right  to  register  in  foreign  countries,  which  right  would 
be  retained  to  him  by  the  grant  of  the  second  registration  in  this 
country. 

It  has  been  suggested  by  the  Examiner  that  the  mark  may  be  regis- 
tered only  upon  cancelation  of  the  previous  registration,  and  section 
18  of  tlie  Trade-Mark  Act  has  been  referred  to  as  authorizing  this 
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cancelation.  Without  dafii^^iig  this  question,  for  in  the  view  which  I 
take  of  this  case  it.i^nipf ^necessary  to  do  so,  it  is  observed  that  the 
cancelation  of  f^.tt^tHe^mark  can  be  effected  under  section  13  only  in 
the  event  th^^yjthci  applicant  for  cancelation  shall  deem  himself  in- 
jured by.  Hik'^^stration  of  the  trade-mark  sought  to  be  canceled. 

In  this  particular  case  the  Shinola  Company,  the  appellant,  instead 

of  deeming  itself  injured  by  the  registration  of  the  trade-mark  to 

.•/OShls.  American  Chemical  Manufacturing  and  Mining  Company  would 

*:\*(3reem  itself  injured  by  the  cancelation  of  that  trade-mark.    Appellant 

therefore  could  not  set  up  the  facts  necessary  to  give  the  Patent 

iMBce  jurisdiction  to  cancel  the  previous  registration. 

There  is  nothing  in  the  trade-mark  law  to  prohibit  and  much  to 
justify  the  second  registration  of  a  trade-mark  to  a  party  where 
good  and  sufficient  reasons  are  shown  to  justify  the  same.  Such  a 
showing  has  been  made  in  this  case. 

The  decision  of  the  Examiner  of  Trade-Marks  and  Designs  is 
reversed. 


Huff  v.  Gulick. 

Decided  Uay  4,  1911. 

177  O.  G.,  525. 

1.  iNTeSPRBBNCE— PaiOBITT — Rfa)UOTION  TO  PbAOTIOX. 

ViThere  the  claim  coostituting  the  Issue  of  an  interference  Is  for  a  com- 
bination of  elements,  it  must  be  considered  as  such,  and  in  order  to  deter- 
mine whether  the  invention  in  issue  has  been  reduced  to  practice  it  is 
necessary  to  decide  whether  this  combination  was  reduced  to  practice  and 
not  whether  any  element  thereof  is  such  that  by  itself  the  mere  maidng 
thereof  would  constitute  a  reduction  to  practice. 

2.  Samb— Sams— Sams. 

Evidence  considered  and  Held  insufficient  to  establish  beyond  a  reason- 
able doubt  that  H.  reduced  the  invention  in  issue  to  practice  before  Q.  filed 
his  application. 

Appeal  from  Examiners-in-Chief. 

MOTOB-VEHICLE. 

Messrs,  Foster^  Freeman^  Watson  <&  CoU  for  Huff. 
Messrs.  OffUld,  Towle,  Grams  <6  Offield  for  GKilick.     (Mr.  Samusl 
N.  Pond  of  counsel.) 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  by  Huff  from  a  decision  of  the  Examiners-in- 
Chief  afSrming  the  decision  of  the  Examiner  of  Interferences  award- 
ing priority  of  invention  to  Gulick. 
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The  ifistie  6f  the  interference  is  as  follows : 

In  a  motor  yehicle,  the  combination  of  axle-sections,  differential  gearing,  a 
maifa  ca^itig  about  said  gearing  having  inwardly-extended  sleeves  at  its  opposite 
ends  «arronnding  said  axle-sections,  and  end  casings  detachably  fastened  to  the 
exterior  of  said  mafai  casing  and  having  tubes  or  sleeves  receiving  said  axle- 
sections  and  fitted  In  said  main  casing  sleeves. 

Gulick  is  a  patentee,  his  patent  having  been  granted  November  24, 
1908,  upon  an  application  filed  August  9,  1907.  Huff's  application 
was  filed  April  28,  1909.  His  application  having  been  filed  after 
the  grant  of  the  patent  to  Gulick,  it  is  incumbent  upon  him  in  order 
to  prevail  to  establish  his  case  beyond  a  reasonable  doubt. 

Huff  alleges  conception,  the  making  of  drawings,  and  disclosure  in 
July,  1906,  and  reduction  to  practice  in  March,  1907.  The  Examiner 
of  Interferences  foimd  that  Gulick  had  established  a  conception  prior 
to  the  earliest  date  claimed  by  Huff  and  that  Huff  had  not  established 
a  reduction  to  practice  prior  to  Gulick's  filing  date.  No  serious  con- 
tention is  made  on  behalf  of  Huff  that  this  finding  as  to  Gulick's  date 
of  c(mception  is  not  correct.  In  fact,  on  appeal  from  the  decision  of 
the  Examiner  of  Interferences  the  only  error  assigned,  save  the  gen- 
eral one  of  error  in  awarding  priority  to  Gulick,  was  that  the  Ex- 
aminer of  Interferences  erred  in  holding  that  Huff  had  not  estab- 
lished reduction  to  practice  prior  to  Gulick's  filing  date,  and  this  was 
the  only  point  considered  in  the  decision  of  the  Examiners-in-Chief. 
It  may  therefore  be  taken  as  established  that  Gulick  was  the  first  to 
conceive  the  invention. 

The  invention  in  issue  relates  to  a  casing  for  transmission-gear 
designed  for  automobiles.  Counsel  for  Gulick  contends  that  the 
invention  relates  primarily  to  the  means  for  retaining  the  oil  in  its 
casing,  which  consists  in  providing  the  main  casing  with  inwardly- 
extending  sleeves,  or,  as  stated  by  him  in  reply  to  an  objection  to  the 
cross-examination  of  Huff,  (Huff's  record,  p.  19,)  that  this  is  the 
novel  or  vitalizing  feature  of  the  claim  of  the  issue.  On  the  other 
hand,  it  is  argued  in  behalf  of  Huff  that,  as  appears  from  the  record  of 
Gulick's  patent,  the  feature  which  rendered  the  claim  patentable  is — 
end  casings  detachably  fastened  to  the  exterior  of  said  main  casings. 

The  claim  is,  however,  for  a  combination  and  must  be  considered 
as  suoh,  and  in  order  to  determine  whether  the  invention  in  issue  has 
been  reduced  to  practice  it  is  necessary  to  decide  whether  this  com- 
bination was  reduced  to  practice  and  not  whether  any  element  thereof 
is  such  that  by  itself  the  mere  making  thereof  would  constitute  a 
reduction  to  practice.  This  was  the  position  taken  by  counsel  for 
Huff  during  the  taking  of  testimony,  as  appears  from  the  following 
statement,  (Huff's  record,  p.  20:) 

By  Mr.  Watson:  Counsel  for  Huflf  does  not  agree  that  the  claim  in  issue  is 
dependent  upon  nny  so-called  "  novel  or  vitalizing  feature."    The  claim  on  Ita 
54282**— 13 ^10 
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face  and  in  fact  is  for  a  novel  combination  and  arrangement  of  a  number  of 
elements. 

According  to  Huif's  testimony  he  conceived  the  invention  in  the 
summer  of  1906.  had  drawings  made  during  the  latter  part  of  that 
year,  and  in  the  early  part  of  the  year  1907  certain  experimental 
"bridges,''  as  the  rear-axle  construction  comprising  the  invention 
in  issue  is  termed,  were  assembled.  He  further  testifies  that  these 
bridges  were  placed  on  cars  for  experimental  purposes,  that  one  of 
them  was  run  from  Detroit  to  Pontiac,  and  that  one  of  them  started 
from  Detroit  to  Buffalo  on  a  test  run,  which  ended  on  March  30, 
1907.  He  also  testifies  that  the  construction  shown  in  his  applica- 
tion was  embodied  by  the  Packard  Motor  Car  Company  in  its  1908 
models,  which  were  delivered  to  dealers  in  July,  1907,  the  first  de- 
livery taking  place  on  July  30, 1907. 

There  is  no  testimony  corroborating  Huff  as  to  any  of  the  experi- 
mental runs  except  that  known  as  the  Detroit- Buffalo  run.  It  ap- 
pears from  the  testimony  that  the  bridge  broke  between  Detroit  and 
Toledo,  that  a  new  bridge  was  put  in  at  Toledo,  and  the  run  was 
never  finished,  the  car  returning  to  Detroit.  Both  the  Examiner  of 
Interferences  and  the  Examiners-in-Chief  held  that  this  test  did 
not  establish  a  reduction  to  practice  of  the  invention  in  issue. 

It  is  contended  on  behalf  of  Huff  that  this  device  is  such  that  its 
mere  construction  constituted  a  reduction  to  practice. 

It  appears  that  one  of  the  objects  of  this  invention  was  to  prevent 
the  escape  of  the  lubricating-oil  along  the  axle,  and  according  to 
Huff's  testimony  a  further  object  was  to  make  a  stronger  housing 
for  the  differential  gearing. 

I  agree  with  the  lower  tribunals  that  this  invention  is  not  such 
that  it  could  be  determined  from  a  mere  inspection  thereof  that  it 
constituted  a  reduction  to  practice,  but  is  one  of  those  inventions 
that  requires  a  test  to  establish  whether  it  was  such  or  not. 

In  discussing  this  question  the  Examiners-in-Chief  state : 

In  deciding  whether  an  Invention  is  of  such  a  simple  character  that  reduc- 
tion to  practice  can  be  predicated  upon  an  untested  construction,  the  question 
is  not  whether  an  expert  would  feel  satisfied,  from  a  study  of  the  principles 
of  the  invention  as  they  might  be  gathered  from  drawings  as  well  as  from  a 
full  size  device,  that  the  invention  was  capable  of  embodiment  in  a  practical 
form.  Such  Is  the  test  in  determining  whether  drawings  and  specifications 
filed  in  the  Patent  Office  may  be  given  effect  as  constructive  reduction  to  prac- 
tice. But  the  question,  when  deciding  whether  a  device  Is  of  such  simple  char> 
acter  that  reduction  to  practice  may  be  predicated  thereon  without  any  test 
thereof,  is  whether  those  skilled  in  the  art  could  be  certain  from  an  inspection 
of  the  actual  device  that  that  particular  device  would  not  fail  when  tested.  If 
there  is  any  room  for  doubt  a  test  is  necessary,  and  this  Is  true  when  the  doubt 
is  whether  the  embodiment  is  mechanically  snfiflclent  as  well  as  when  the  doubt 
is  whether  the  alleged  invention  is  sound  in  principle. 
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We  think  that  an  Inspection  of  the  bridges  astsembled  by  the  Packard  Motor 
Car  Company  in  the  spring  of  1907  did  not  inform  the  engineers  of  the  com- 
pany that  these  bridges  were  satisfactory  in  principle,  or  that  these  bridges 
would  not  break  when  tested  through  some  weakness  or  defect  in  their  con- 
struction. This  conclusion  is  borne  out  by  the  fact  that  the  engineers  con- 
sidered it  necessary  to  make  experimental  bridges  and  to  make  tests  of  the 
same  before  proceeding  with  the  construction  of  cars  for  commercial  pnrposea 

It  does  not  appear  from  any  testimony  in  this  case  whether  the 
device  was  satisfactory  in  preventing  the  escape  of  oil.  So  far  as 
the  strength  is  concerned  it  is  not  shown  whether  it  was  due  to 
weakness  of  the  device  that  it  broke  or  whether  it  was  merely  because 
of  an  accident  due  to  the  peculiar  condition  of  the  roads  at  that 
time;  nor  does  it  appear  anywhere,  except  in  Huff's  testimony,  that 
no  changes  were  made  in  the  bridge  after  this  test. 

It  is  argued  on  behalf  of  Huff  that  his  testimony  as  to  the  success 
of  this  device  is  corroborated  by  the  testimony  of  Morgan  and 
Bertoli,  who  when  asked  if  they  could  mention  any  difference  in  con- 
struction between  the  bridge  used  on  this  trip  and  the  prior  bridge 
referred  to  the  fact  that  the  latter  had  the  webs  on  the  outside, 
whereas  the  experimental  bridge  was  round  on  the  outside  and  had 
the  ribs  on  the  inside.  They  do  not  testify,  however,  that  there 
were  no  other  differences;  nor  do  they  testify  that  the  bridges  which 
were  put  in  the  1908  models  were  in  all  respects  like  the  experi- 
mental bridge,  or  if  different  in  what  that  difference  consisted. 

If  it  had  been  established  that  all  the  cars  put  out  by  the  Packard 
Motor  Car  Company  after  July,  1907,  embodied  the  invention  in 
issue,  that  might  be  sufficient  to  justify  a  holding  that  bridges  like 
the  experimental  bridge  had  been  further  tested  and  found  satis- 
factory prior  to  Gulick's  filing  date;  but  there  is  no  such  testimony 
in  the  record,  save  that  of  Huff  himself,  and  it  is  too  well  settled  to 
need  the  citation  of  decisions  that  reduction  to  practice  cannot  be 
based  upon  the  testimony  of  the  inventor  alone. 

The  publications  introduced  in  evidence  by  Huff  do  not  show  the 
mvention  in  issue,  since  they  show  only  the  exterior  of  the  bridge. 

It  must  be  held,  therefore,  that  Huff  has  failed  to  establish  beyond 
a  reasonable  doubt  that  he  reduced  the  invention  of  the  issue  to  prac- 
tice prior  to  Gulick's  filing  date. 

In  \'iew  of  this  holding  it  is  unnecessary  to  consider  whether 
Huff  derived  his  knowledge  of  the  invention  from  Gulick,  as  claimed 
by  the  latter,  or  whether,  if  it  should  be  held  that  Huff  had  estab- 
lished a  reduction  to  practice  in  March,  1907,  Gulick  would  not  still 
be  entitled  to  an  award  of  priority  on  the  ground  that  he  was  first 
to  conceive  the  invention  and  was  diligent  in  rerlucing  it  to  practice 
nt  the  time  Huff  entered  the  field  and  subsequently  thereto. 

The  decision  of  the  Examinera-in-Chlef  is  affirmed. 
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Cramer  and  Hodoe  v.  Carrier. 

Decided  January  IS,  191ft, 
177  O.  G.,  769. 

1.  INTBRFERKNCK — PRELTMrNABY   STATEMENT — AMENDMENT — MaTTBBS   OF   ttEGORD. 

It  is  well  settled  that  where  an  auiendmeut  sought  to  be  made  to  a  pre- 
liminary statement  merely  sets  up  matters  of  record  or  the  dates  of  appli- 
cations on  file  in  the  Patent  Office  the  rule  respecting  the  showing  required 
is  applied  less  strictly. 

2.  Same — Same — Same — Discbetion  of  the  Examiner  of  Intebfkbenoes. 

The  question  of  amending  a  preliminary  statement  is  largely  within  the 
discretion  of  the  Examiner  of  Interferences,  and  his  decision  on  this  ques- 
tion will  not  be  disturbed  unless  It  is  shown  that  such  discretion  has  been 
abused. 

Appeals  on  Motions. 

humidfty  and  temperature  regulator. 

Mr,  D,  C.  Reinokl  and  Mr.  H,  G.  Kimball  for  Cramer  and  Hodge. 
Messrs.  Wilhelm,  Parker  d*  Hard  for  Carrier. 

Moore,  Commission er : 

This  case  is  before  me  upon  appeals  by  both  the  parties  to  the 
above-entitled  interference. 

Cramer  and  Hodge  appeal  from  the  portion  of  the  decision  of  the 
Examiner  of  Interferences  denying  their  supplemental  motion  to 
amend  their  preliminary  statement  in  respect  to  the  dates  of  dis- 
closure and  the  making  of  drawings  of  the  invention  of  count  1. 

The  party  Carrier  appeals  from  the  portion  of  the  decision  of  the 
Examiner  of  Interferences  granting  the  motion  of  Cramer  and 
Hodge  to  amend  their  preliminary  statement  as  to  the  date  of  con- 
structive reduction  to  practice  of  count  1  of  the  issue. 

The  original  preliminary  statement  of  Cramer  and  Hodge  alleged 
conception  of  the  invention  in  March,  1906,  disclosure  in  June,  1906, 
and  in  February,  1909,  and  reduction  to  practice  in  August,  1909. 
Their  first  motion,  filed  April  25,  1910,  requested  permission  to 
amend  their  preliminary  statement  to  allege  a  constructive  reduction 
to  practice  on  December  26,  1907,  by  reason  of  their  filing  on  that 
date  application  Serial  No.  408,049,  which  is  referred  to  in  the  speci- 
fication of  their  application  involved  in  interference.  They  filed  a 
supplemental  motion  on  May  6,  1910,  to  further  amend  their  pre- 
liminary statement  by  alleging  the  commencing  of  sketches  and 
working  drawings  on  May  27,  1907,  and  their  completion  prior  to 
June  14, 1907,  also  disclosure  to  others  on  May  27, 1907. 

In  support  of  each  motion  is  an  affidavit  of  Kimball,  the  associate 
attorney.    Said  affidavits  state  that  while  affiant  was  abroad  a  letter 
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was  received  asking  him  to  take  charge  of  the  above-entitled  inter 
ference;  that  he  did  not  return  until  April  5,  1910,  when  he  took  up 
the  matter  at  once,  prosecuted  it  diligently,  and  on  April  27;  1910^ 
filed  motions  to  dissolve  the  interference,  to  shift  the  burden  of 
proof,  and  to  amend  the  preliminary  statement;  that  the  first  mo- 
tion to  amend  was  hastily  prepared  from  the  facts  definitely  in  hand 
and  that  the  delay  in  filing  the  second  motion  to  amend  was  due  to 
the  necessity  of  his  clients  examining  their  records  to  ascertain  the 
dates  there  alleged* 

The  record  shows  that  action  on  the  motions  to  amend  was  deferred 
by  the  Examiner  of  Interferences  and  the  motion  to  dissolve  was 
transmitted  to  the  Primary  Examiner.  The  interference  was  re- 
formed by  the  Primary  Examiner  as  to  counts  2  to  8,  inclusive,  and 
consequently  the  motions  to  amend  apply  only  to  present  count  1. 
In  the  new  preliminary  statement  called  for  respecting  counts  2  to  8 
Cramer  and  Hodge  allege  the  dates  that  they  now  seek  to  insert  by 
amendment  in  their  original  preliminary  statement. 

The  Examiner  of  Interferences  granted  the  motion  to  amend  the 
preliminary  statement  by  inserting  that  the  invention  was  construc- 
tively reduced  to  practice  on  December  26,  1907,  by  reason  of  the 
filing  of  Cramer  and  Hodge's  prior  application,  Serial  No.  408,049, 
on  condition  that  it  can  be  shown  that  said  application  contains  the 
invention  in  issue.  He  further  held  that  the  showing  was  insufficient 
to  warrant  the  granting  of  the  motions  to  amend  the  preliminary 
statements  in  the  other  particulars  noted  above. 

Respecting  the  appeal  of  Carrier  attention  is  called  to  the  fact  that 
it  is  well  settled  that  the  question  of  amending  the  preliminary  state- 
ment is  a  matter  largely  within  the  discretion  of  the  Examiner  of 
Interferenoes  and  that  his  decision  will  not  be  disturbed  unless  it  is 
shown  that  such  discretion  has  been  abused.  {Karpenstein  v.  Hertz- 
herg,  C.  D..  1907, 106;  127  O.  G.,  2393.) 

It  is  weU  recognized  that  where  the  amendment  sought  to  be  made 
to  the  preliminary  statement  merely  sets  up  matters  of  record  or  the 
dates  of  applications  on  file  in  the  Patent  Office  the  rule  respecting 
the  showing  required  is  applied  less  strictly.  In  the  case  of  Emmet  v. 
FuUagar,  (C.  D.  1905,  52;  114  O.  G.,  1551,)  where  it  was  desired  to 
amend  the  preliminary  statement  to  obtain  the  benefit  of  the  date  of 
filing  of  an  application  on  which  a  patent  had  issued,  the  Commis- 
sioner said : 

This  patenl  constituteif  a  printed  pubUcation  of  the  Invention  covered  thereby, 
and,* as  held  in  Davi%  v.  Ocumpaugh  v.  Oarrett,  (C.  D.,  1903,  198;  104  O.  G," 
2440,)  where  an  amendment  is  sought  to  be  made  to  a  preliminary  statement 
by  the  insertion  therein  of  a  reference  to  a  printed  publication  the  8howin<z 
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usually  required  regarding  the  amendment  of  preliminary  statements  should 
not  be  applied  with  too  great  strictness. 

^  It  is  to  be  noted  that  if  the  statement  is  not  amended  ns  requested  with  re- 
gard to  this  patent  Fullagar  will  be  unuble  to  utilize  whatever  he  might  be  .-ible 
to  show  as  to  the  disclosure  of  his  own  invention  in  this  patent.  Whether  he  is 
able  to  establish  such  a  disclosure  should  not  be  decided  on  a  motion  to  amoid 
&  preliminary  statement,  as  this  question  cannot  be  properly  determined  in  the 
absence  of  testimony  regarding  that  disclosure.  In  the  case  of  Davis  t.  Oeum- 
paugh  y.  Garrett,  supra,  it  was  said : 

"The  puriK)se  of  requiring  preliminary  statements  made  in  Ignorance  of  the 
dates  of  the  opposing  parties  is  to  avoid  the  temptation  to  witnesses  to  make  a 
ease  which  will  overcome  that  of  the  opposing  parties.  The  temptation  to 
fraud  may  be  great  where  the  difference  in  dates  is  slight  and  where  the  case 
depends  upon  the  recollection  of  witnesses.  In  the  case  of  record  evidence,  how- 
ever, like  the  publication  in  this  case,  the  reason  for  a  statement  made  in 
secrecy  has  less  fprce.  The  publication  is  something  which  is  fixed  and  certain 
both  as  to  date  and  subject-matter  and  is  not  dependent  upon  the  recollection  of 
fallible  witnesses.  Under  such  circumstances  the  rule  requiring  that  the  utmost 
diligence  be  shown  to  have  been  exercised  in  preparing  the  original  statement 
may  be  applied  with  less  strictness." 

Applying  to  this  case  the  principles  therein  announced,  the  motion  to  amend 
with  respect  to  the  filing  of  the  application  on  March  5,  1900,  which  resulted  in 
the  grant  of  Patent  No.  055,414,  should  have  been  granted. 

No  error  is  found  in  the  decision  of  the  Examiner  of  Interferences 
permitting  the  amendment  from  which  Camer  has  appealed. 

In  consHering  the  appeal  of  Cramer  and  Hodge  it  is  noted  that 
by  the  amendment  to  their  statement  they  do  not  seek  to  advance  the 
date  of  conception  nor  of  their  first  disclosure,  but  merely  the  date  of 
the  making  of  drawings  with  respect  to  the  invention  of  count  1  to 
correspond  with  the  allegations  in  their  subsequent  preliminary  state- 
ment  as  to  the  invention  of  counts  2  to  8,  based  upon  their  prior  appli- 
cation, Serial  No.  408,049.  To  restrict  Cramer  and  Hodge  to  the 
allegations  of  their  original  statement  concerning  this  count  might 
result  in  an  award  of  priority  in  favor  of  one  party  as  to  the  inven- 
tion of  count  1  and  to  the  other  party  as  to  the  invention  of  the  re- 
maining counts  and  result  in  much  confusion  in  case  these  inventions 
do  not  patentably  differ.  Drawings  of  the  invention  of  application 
Serial  No.  408,049  obviously  must  have  been  made  at  a  date  prior  to 
the  filing  of  said  application,  and  under  the  circumstances  of  thi*^ 
case  it  is  considered  proper  to  admit  the  amendment  to  the  statement 
as  a  whole,  subject  to  the  same  conditions  as  that  upon  which  the 
Examiner  of  Interferences  granted  the  amendment  respecting  the 
constructive  reduction  to  practice — ^namely,  that  said  prior  applica- 
tion be  shown  to  contain  the  invention  in  issue. 

Except  1%  indicated  above  the  decision  of  the  Examiner  of  IfUer- 
ferences  is  affirmed. 
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Walter  Baker  &  Company,  Ltd.,  v.  Worth, 

Decided  January  6,  1912. 

177  O.  G.,  770. 

Tradb-Marks — Cancelation — Registrations  Under  the  Act  of  1870. 

A  petition  for  the  cancelation  of  a  trade-mark  registration  effected  onder 
the  law  of  1870  Held  properly  dismissed,  since  such  registration  was 
granted  for  a  period  of  thirty  years,  and  therefore  if  valid  would  hare 
expired  before  the  petition  for  cancelation  was  filed. 

Appbaij  from  Examiner  of  Interferences. 

TRADE-MARK  FOR  TEA  AND  COFFEE. 

Messrs.  Putnam,  Putnam  <&  Bell  for  Walter  Baker  A  Companji 
Ltd. 
Messrs.  Munn  <&  Go.  for  Worth. 

Moore,  Commissioner: 

This  is  an  appeal  by  Walter  Baker  &  Company,  Ltd.,  from  the 
decision  of  the  Examiner  of  Interferences  dismissing  its  application 
for  cancelation  of  trade-mark  registration  No.  842,  granted  May  28, 
1872,  to  J.  G.  Worth. 

The  Examiner  of  Interferences  dismissed  the  application  of  ap- 
pellant without  forwarding  a  copy  thereof  to  the  registrant  and 
without  further  proceedings  in  the  case  for  three  reasons,  stated  in 
his  decision  as  follows: 

1.  The  act  of  1870  under  which  the  registration  referred  to  was  granted  was 
declared  unconstitutional  hy  the  Supreme  Ck>urt  of  the  United  States  in  the 
Trade-Mark  Cases.  (C.  D.,  1879,  619;  16  O.  O.,  999;  100  U.  S.,  82.)  There  was 
therefore  no  valid  registration  under  that  act  and  nothing  of  any  effect  ever 
existed  or  remains  to  he  canceled. 

2.  Even  had  the  registration  heen  a  valid  one  under  a  valid  act  it  would  have 
expired  May  3, 1902,  since  the  Act  of  1870  provided  that  registrations  should  be 
effective  for  thirty  years  unless  renewed.  There  was  no  renewal  of  the  regis- 
tration here  involved.  Having  expired,  nothing  remains  of  the  registration  to 
be  canceled. 

8.  In  the  case  of  Funke  v.  Baldwin  C.  D.,  1907,  73 ;  127  O.  G.,  392 ;  the  Com- 
missioner  held:  *'that  section  13  of  the  act  of  1905,  providing  for  the  can- 
celation of  trade-mark  registrations,  applies  only  to  those  registrations  mada 
under  that  act.**    . 

As  stated  by  the  Examiner  of  Interferences,  the  Trade-Mark  Act 
of  July  8, 1870,  was  held  unconstitutional  because  not  limited  to  the 
registration  of  trade-marks  used — 

in  commerce  with  foreign  nations,  and  among  the  several  States  or  with  the 
Indian  tribes, 

by  the  United  States  Supreme  Court  in  the  Trade-Mark  Cases^ 
(C.  D.,  1879,  619;  16  O.  G.,  999;  100  U.  S.,  82.) 
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Begistrations  under  the  act  of  1870  are  not  considered  by  the 
Patent  Office  a  bar  to  the  registration  of  a  trade-mark  under  the 
present  Trade-Mark  Act.  {Ex  parte  Havana- American  Company^ 
C.  D.,  1908,  61;  132  O.  G.,  1839.) 

Section  78  of  the  act  of  1870  provided  that  registrations  thereunder 
should  remain  in  force  for  thirty  years,  with  a  right  of  renewal  oa 
application  made  six  months  prior  to  the  expiration  of  the  registra- 
tion. Inasmuch  as  the  registration  of  Worth  was  granted  in  187S  for 
a  term  of  thirty  years  and  was  not  renewed,  the  registration,  had  it 
been  a  valid  one,  would  have  expired  in  1902.  Since  the  certificate 
of  registration  of  a  trade-mark,  like  a  patent  grant  for  an  invention, 
is  issued  for  a  definite  term,  it  necessarily  follows  that  after  the  ex- 
piration of  that  term  there  is  no  valid  existing  registration  on  which 
a  judgment  for  cancelation  can  operate. 

Since  the  Worth  registration  is  not  a  valid  existing  registration, 
the  Examiner  of  Interferences  rightfully  dismissed  the  application 
for  cancelation. 

The  decision  in  the  case  of  Funke  v.  Baldwin^  (C.  D.,  1907,  73;  127 
O,  G.,  392,)  cited  by  the  Examiner  as  his  third  reason  for  dismissing 
the  application,  discussed  and  passed  upon  registrations  only  under 
the  Trade-Mark  Acts  of  1881  and  1882  and  under  the  act  of  1905. 
It  reached  the  conclusion  that  section  30  of  the  latter  act  exempts 
registrations  under  the  acts  of  1881  and  1882  from  the  operation  of 
the  cancelation  section  of  the  act  of  1905.  It  apparently  recognized 
the  fact  that  no  valid  registration  existed  under  the  act  of  1870. 

Moreover,  in  the  case  of  De  Ferranti  v.  Lindmark  (C.  D.,  1908, 
363;  134  O.  G.,  515;  30  App.  D.  C,  417)  the  Court  of  Appeals  of  the 
District  of  Columbia  said: 

It  is  a  general  rule  of  statutory  construction  that,  in  the  absence  of  language 
In  a  statute  clearly  expressing  an  intention  to  the  contrary,  statutes  wiU  be 
construed  prospectively. 

In  view  of  the  conclusion  reached  above,  that  there  are  no  valid 
existing  registrations  under  the  act  of  1870,  it  is  unnecessary  to  con- 
sider whether  the  cancelation  section  of  the  present  act  could  be 
construed  retroactively  to  cover  them. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Lb  Broit  v.  Nix. 

Decided  August  2,  191U 

177  O.  G.,  771. 

APPLIOATIOlf — ^ReWEWAL — ATTORNEY  OF  ReCOBD  HaS  AuTHOMTT  TO  FiLS. 

Held  that  the  attorney  of  record  in  an  application  which  was  aUowed 
and  became  forfeited  has  authori^  to  sign  and  file  a  petition  fmr  the  re- 
newal of  the  same. 
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2.  Interference — Prioritt. 

Priority  Held  properly  awarded  to  N.,  thfi^  senior  party,  since  the  Junior 
party  did  not  allege  a  date  of  invention  prior  to  the  original  filing  of  N,'t 
ai^ication  which  Decame  forfeited  and  was  renewed. 

Olf  Priobitt. 

PROCESS  or  ARTIFICIAL  INCUBATION, 

Mr.  J.  Walter  Douglass  for  Le  Broo. 
Mr.  James  L.  Hopkins  for  Nix. 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  by  Le  Brou  from  the  decision  of  the  ^j^xaminers- 
in-Chief  affirming  the  decision  of  the  Exaii^ii^er  of  Interferences 
awarding  priority  of  invention  to  Nix. 

Judgment  was  rendered  against  Le  Brou  by,  the  Examiner  of  In- 
terferences because  the  date  of  conception  alleged  in  his  preliminary 
statement  was  subsequent  to  the  filing  date  of  Nix,  and  no  cause  was 
shown  why  such  judgment  should  not  have  been  entered.  Le  Brou 
had  previously  brought  a  motion  to  dissolve  the  interference  on  the 
ground  that  Nix  has  no  right  to  make  the  claims ;  but  this  was  denied 
by  the  Primary  Examiner. 

Le  Brou  is  now  urging  the  same  contention  at  final  hearing  under 
Rule  130.  The  ground  upon  which  he  contends  Nix  has  no  right  to 
make  the  claims  is  that  his  application,  which  is  a  renewal  applica- 
tion, is  legally  insufficient  by  reason  of,  the  fact  that  the  petition  for 
renewal  was  signed  by  the,  attorneys  of  record  rather  than  by  the 
applicant  himself,  that  it  failed  to  make  the  original  petition  and 
power  of  attorney  a  part  of  the  renewal  piapers,  and  was  accompanied 
by  no  new  power  of  attorney. 

The  original  power  of  attorney  in  this  case  gave  the  attorneys 
authority,  among  other  things — 

to.  transact  aU  business,  in  the  Patent  Ofike  coimectM  herew)tb. 

Such  language  has  been  specifically  held,  in  e^  parte  Agee^  (C.  D., 
1902,  399;  101  O.  G.,  1609^)  to  give  the  attorney  authoriiy  to  sign 
and  file  the  petition  for  renewal  of  such  application.  That  decision 
overruled  in  terms  the  holding  in  the  case  of  ex  parte  Thomas  (C.  D., 
1900, 116;  92  O.  G.,  1036)  and  eaj  p<ja^te  Barri,  (C.  D.,  1901,  177;  97 
O.  G.,  1176,)  which  were  the  authority  for  a  contrary  practice  then 
existing.  The  reasons  for  the  conclusion  reached  are  fully  and  ably 
stated  in  the  decision  in  ex  parte  Agee^  supra^  and  need  not  be  here 
repeated.  The  case  is  squarely  in  point  and  is  bnelieved  to  correctly 
sta^  th,e  l^w.  on.  th^s.  question.  Furthermore,  tli^  Office  has  now  fol- 
lowed the  practice  there  indicated  for  many  years,  and  numerous 
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renewal  applications  have  been  filed  in  accordance  therewith  and 
patents  thereon  granted.  Under  these  circumstances  it  would  not  be 
held  that  the  practice  was  erroneous  unless  it  wer^  shown  to  be  clearly 
in  contravention  of  the  law.    This  the  appellant  has  not  done. 

The  objection  that  the  petition  for  renewal  did  not  mention  the 
original  petition  as  one  of  the  original  papers  which  it  was  desired 
to  have  used  in  the  renewal  is  also  wholly  without  force,  for  the 
renewal  petition  itself  supplied  this  element  of  the  application.  It 
was  exactly  in  the  form  suggested  in  Form  12  accompanying  the 
Rules  of  Practice  and  contained  all  the  necessary  features  of  such  a 
petition. 

I  agree  also  with  the  suggestion  of  the  Examiners-in-Chief  that 
if  a  bare  request  for  renewal  accompanied  by  the  fee  had  been  re- 
ceived the  Office  would  properly  assume  that  the  applicant  intende<l 
to  avail  himself  of  all  the  privileges  of  Rule  176,  which  provides 
that— 

the  oath,  petition,  specification,  drawing  and  model  of  the  original  appUcation, 
may  be  used  for  the  second  application. 

In  either  view  of  the  case,  therefore,  the  application  is  not  without 
a  petition  and  is  considered  to  be  in  proper  form  to  constitute  a  com- 
plete and  valid  application.  To  hold  that  it  is  fatally  defective 
because  the  original  petition  is  not  particularly  specified  as  one  of 
the  original  papers  to  be  used,  although  Rule  176  states  that  it  may 
be.  would  be  to  force  a  strictness  of  interpretation  upon  the  rule  to 
which  I  cannot  give  my  assent. 

'  It  may  be  noted  here  that  the  form  of  the  renewal  petition  in  thi? 
case  is  identical  with  that  filed  in  the  case  of  ex  parte  Agee^  supra. 
as  appears  from  an  inspection  of  the  file  of  that  application,  although 
appellant  seems  to  have  attempted  to  differentiate  between  the  cases 
in  this  respect. 

Since  the  renewal  of  Nix  is  valid  and  sufficient  for  the  purposes 
of  this  interference,  it  follows  that  priority  was  properly  awarded 
to  him  on  the  record. 

The  decision  of  the  Examtners-in-Ohief  is  affirmed. 


Ex  PARTE  MOORB. 

Decided  March  SI,  1910. 

177  O.  G.,  772. 

Patiktabilitt— Pad  foe  Abtificial  Teeth. 

Olaims  for  a  pad  to  be  worn  between  tbe  gums  and  a  plate  for.trtiflcUl 
teetb  Beld  unpatoitable  over  the  prior  art 

Appeal  from  Examiners-in-Chief. 
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PAD  FOR  ARTIFICIAL  TEETH. 

Messrs,  Mintum  dh  Woemer  and  Mr,  Ernest  W.  Bradford  for  the 
applicant. 

Trnnant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
finally  rejecting  the  claims  of  this  application,  five  in  number,  whicli 
are  as  follows: 

1.  A  soft  elastic  pad  or  cushion  of  cotton  to  be  worn  between  the  f^ums  and 
plates  of  artificial  teeth. 

2.  The  combination  with  a  plate  for  artificial  teeth  of  a  pad  or  cushion  of 
cotton  interposed  between  said  plate  and  the  gums. 

8.  A  pad  or  cushion  to  be  worn  between  the  gums  and  lower' pin te  of  artificial 
teeth  comprising  a  roll  of  cotton  reduced  in  thickness  at  its  middle  portion  to 
facilitate  the  bending  of  the  roll  into  U-shape  to  fit  the  contour  of  the  plate. 

4.  As  a  pad  or  cushion  to  be  worn  between  the  gums  and  the  lower  plate  of 
artificial  teeth,  a  roll  of  cotton  reduced  in  thickness  at  its  middle  portion  to 
fHcllitate  the  bending  of  the  roll  into  a  U-shape  to  fit  the  plate,  the  ends  of  said 
roll  being  also  reduced  lit  thickness. 

5.  A  imd  or  cushion  for  artificial  teeth  comprising  cotton  formed  into  a  roll 
and  bent  into  a  U-shape  to  fit  the  plate  for  the  teeth,  the  ends  of  said  roll 
being  reduced  in  diameter. 

The  reference  cited  is  a  patent  to  Stapleton,  March  28,  1893,  No. 
494,393. 

The  alleged  invention,  as  set  forth  in  claims  1  and  2,  comprises  a 
pad  or  cushion  of  cotton  to  be  worn  between  the  plates  of  artificial 
teeth  and  the  gums  of  the  wearer.  As  set  forth  in  claims  3,  4,  and  6, 
.t  comprises  a  roll  of  cotton  of  reduced  thickness  at  its  middle  portion 
•idapted  to  fit  the  contour  of  the  lower  plate. 

The  patent  to  Stapleton  discloses  a  flexible  pad,  "  preferably  of  silk 
or  similar  fibrous  material,"  adapted  to  be  placed  between  a  plate  and 
the  gums  or  the  roof  of  the  mouth,  it  being  pointed  out  in  the  speci- 
fication that — 

the  construction  of  pad  Itself  and  manner  of  securing  it  to  the  plate  are  matters 
which  may  be  varied  to  suit  individual  cases  without  departing  from  the 
spirit  of  my  invoition,  and  in  some  Instances  I  have  found  the  device  to  work 
perfectly  without  even  securing  the  pad  to  the  plate 

The  disclosure  in  this  patent  clearly  covers  the  alleged  invention 
Rs  stated  in  claims  1  and  2.  As  stated  in  claims  3,  4,  and  5,  the  ap- 
pellant's invention  is  restricted  to  a  roll  adapted  to  be  used  in  con- 
nection with  the  lower  plate.  Such  a  construction  is  not  believed  to 
involve  invention,  especially  in  view  of  the  disclosure  in  the  Stapleton 
patent  and  the  common  use  of  rolls  of  cotton  in  the  art  of  dentistry, 
as  admitted  by  the  applicant  in  his  argument  before  the  Examiner. 

The  particular  form  of  the  roll  set  forth  in  these  claims  is  one  which 
is  obviously  necessitated  by  the  form  of  channel  of  the  lower  plate. 
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Furthermore,  it  is  obvious  that  any  irregular  depression  formed  by 
the  receding  of  the  gums  after  the  plate  was  made  would  necessitate 
a  somewhat  different  form  of  cushion.  To  construct  a  roll  suitable 
to  the  exigencies  of  a  particular  case  would,  in  my  opinion,  involye 
nothing  more  than  the  ordinary  skill  of  persons  familiar  with  the  art 
of  dentistry  or,  indeed,  of  a  layman. 

Several  affidavits  of  dentists  have  been  filed  which  state  that,  to 
the  best  of  the  knowledge  of  the  affiants,  no  device  such  as  appellant's 
invention  has  been  employed  in  the  art  of  dentistry.  Even  if  this 
be  true  it  is  not  believed  that  the  production  of  the  applicant's  struc- 
ture involved  the  exercise  of  the  inventive  faculties. 

The  decision  of  the  Examiners-in-Chief  is  ceffirmed^ 


Madame  Irene  v.  ScHWEiNBUBOi 

Decided  January  9,  191Z^ 

177  O.  G.,  1043. 

1.  Tbade-M ARK 6— Abandonment. 

It  is  well  settled  tbat  the  mere  non-use  of  a  trade-mark  does  not  establish 
abandonment  tbereof,  but  that  one  who  contends  that  the  mark  has  been 
abandoned  must  establish  that  the  original  owner  of  the  mark  not  only 
discontinued  its  use  but  Intended  to  abandon  the  same.  {Baglin  ei  al  ▼. 
Cusenier,  G.  D.,  1911,  552;  160  O.  G.,  449;  221  U.  S.  580,  and  cases  therein 
cited.) 

2.  Same — Intebfekence — Right  of  Juniob  Pabty  to  Reqistbation. 

Registration  Held  properly  refused  the  Junior  party,  since  the  senior  party 
was  the  first  to  adopt  and  use  the  mark  in  issue  and  the  evidence  did  not 
establish  that  be  had  lost  his  rights  thereto  by  abandonment 
On  Appeal. 

TBADE-MABK  fob  COB6ET6. 

Messrs.  Robertson  <k  Johnson  for  Madame  Irene. 
Mr.  (7.  P.  Goepel  for  Schweinburg. 

Moore,  Commissioiier: 

This  an  appeal  from  the  decision  of  the  Examiner  of  Interferences 
holding  that  the  firm  of  Madame  Irene  is  not  entitled  to  the  regis- 
tration for  which  it  has  made  application. 

The  interference  involves  the  application  of  the  firm  Madame  Irene 
for  registration  of  the  word  "Irene"  as  a  trade-mark  for  corsets 
and  two  registrations  of  Schweinburg  of  the  word  "  Irene  "  and  the 
words  "The  Rene,"  the  word  "The"  being  written  in  small  letters 
in  the  upper  curve  of  the  "  R ''  as  trade-marks  for  the  same  goods. 

The  record  shows  that  Schweinburg  adopted  these  trade-marks 
prior  to  the  dates  of  his  registrations  in  1890  and  1892,  respectively, 
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and  that  the  firm  of  Madame  Irene  did  not  adopt  its  mark  until 
some  years  later,  the  testimony  being  conflicting  as  to  whether 
it  was  adopted  in  1«01,  1908,  or  1904.  The  only  question  in  the 
case  is  whether  Schweinburg  abandoned  his  marks  and  that  in  view 
of  such  abandonment  Madame  Irene  is  entitled  to  registration. 
This  qiwstion  the  Examiner  of  Interferences  decided  adversely  to 
Madame  Irene,  holding  that  abandonment  had  not  been  established. 

It  is  contended  on  behalf  of  Madame  Irene  that  there  is  no  in- 
terference in  fact  between  the  mark  "  Ir&ne  "  and  the  mark  "  The 
Rene."  The  Examiner  of  Interferences  held  otherwise,  pointing 
out  that  the  word  "Rene"  in  appearance  was  quite  similar  to 
"  Irene  "  and  that  the  public  inquiring  for  goods  bearing  this  mark 
would  probably  pronounce  this  word  similarly  to  "queen,"  or  as 
if  it  were  spelled  "  reen." 

As  it  will  appear  hereinafter,  it  is  not  necessary  to  decide  this 
question,  but  it  is  deemed  proper  to  refer  to  the  statement  in  the 
brief  on  behalf  of  Schweinburg  that  this  question  had  previously 
been  decided  by  the  Office  on  a  motion  to  dissolve.  (Brief  for 
Schweinburg,  -  pp.  9  and  17.)  The  record  does  not  bear  out  this 
statement.  A  motion  to  dissolve  the  interference  as  to  the  mark 
"The  Ren6"  was  brought  on  behalf  of  Madame  Irene  sometime 
after  the  declaration  of  the  interference.  Transmission  of  this  mo- 
tion was  refused  on  the  ground  that  it  was  brought  late  and  that  the 
failure  to  bring  the  motion  earlier  was  the  result  of  deliberate 
election  on  the  part  of  Madame  Irene.  On  appeal  the  decision  of 
the  Examiner  of  Interferences  refusing  to  transmit  the  motion  to 
dissolve  was  affirmed,  but  the  question  of  the  conflict  between  the 
marks  "Irene"  and  "The  Ren6"  was  not  considered  on  the  motion 
to  dissolve  by  any  of  the  tribunals  of  the  Patent  Office. 

As  stated  above,  the  record  shows  that  Schweinburg  adopted  and 
used  the  marks  "  Irene  "  and  "  The  Rene  "  long  before  any  date  of 
adoption  claimed  by  Madame  Irene.  It  appears  that  Schweinburg 
was  an  importer  of  corsets  manufactured  by  the  firm  of  Zoeppritz, 
Cantz  &  Ziegler,  of  Cannstatt,  Germany;  that  he  placed  certaiii 
trade-marks  on  these  corsets ;  that  corsets  marked  "  Irene  "  were  sold 
exclusively  to  the  firm  of  J.  Lichtenstein  &  Sons,  and,  after  their 
failure,  to  the  firm  of  Joumeay  &  Bumham,  and  that  corsets  marked 
"The  Ren6"  were  sold  exclusively  to  the  firm  of  Ehrich  Bros.  It 
also  appears  that  in  1901  certain  contracts  were  entered  into  between 
Schweinburg  and  B.  Altman  &  Co.  and  between  Schweinburg,  B. 
Altman  &  Co.,  and  Zoeppritz,  Cantz  &  Ziegler,  by  which  B.  Altman 
ft  Co.  became  the  distributers  of  the  corsets  manufactured  by  the 
latter  firm  which  had  been  formerly  handled  by  Schweinburg.  One 
of  these  contracts  contained  the  provision  that  it  might  Ix)  terminated 
at  the  end  of  five  years  upon  notice  by  B.  Altman  &  Co.  under  cer- 
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tain  circumstances.  After  the  making  of  these  contracts  Schwein- 
hurg  handled  no  more  corsets,  and  at  the  end  of  five  years  B.  Altman 
&  Co.  gave  notice  that  the  contracts  would  be  considered  as  termi- 
nated. Schweinburg  thereafter  brought  suit  against  B.  Altman  & 
Co.  for  the  royalties  due  him  under  these  contracts  for  one  year. 

It  further  appears  that  no  corsets  marked  *' Irene"  were  sold  by 
B.  Altman  &  Co.  after  1903  or  1901  and  iK)ssibly  no  corsets  marked 
''  The  Ren6  "  sold  after  that  time.  The  testimony  is  somewhat  con- 
flicting as  to  how  long  corsets  bearing  these  trade-marks  continued  on 
sale.  It  appears  that  the  firm  of  Joumeay  &  Bumham  became  in- 
volved, that,  with  Schweinburg's  consent,  B.  Altman  &  Co.  ceased  to 
sell  corsets  to  them  sometime  prior  to  their  failure  in  1907,  and  that 
in  May  of  that  year  the  left-over  stock  of  that  firm  of  "  Irene  "  cor- 
sets were  soFd  at  a  receiver's  sale  to  the  firm  of  Edwards  ft  Son,  of 
Syracuse,  N.  Y.,  by  whom  they  were  closed  out.  There  is  some  testi- 
jnony  to  show  that  the  firm  of  Ehrich  Bros,  bought  no  corsets  from 
B.  Altman  &  Co.  bearing  the  mark  "  The  Ren6  "  later  than  1903,  and 
that  when  in  1909  and  1910  attempts  were  made  by  employees  of 
Madame  Irene  to  purchase  corsets  bearing  this  mark  they  were  in- 
formed that  while  Ehrich  Bros,  had  such  corsets  on  hand  they  were 
merely  left-over  corsets  which  they  sold  at  reduced  prices  and  they 
were  not  keeping  that  line  of  coi'sets  "  up  to  date." 

It  is  contended  on  behalf  of  Madame  Irene  that  these  facts  show 
an  absolute  abandonment  by  Schweinburg  of  the  marks,  and  that 
therefore  registration  should  be  accorded  to  the  former.  On  behalf 
of  Schweinburg  it  is  contended  that  there  is  no  proof  of  an  intent  to 
abandon  the  mark,  it  being  pointed  out  that  Ihe  testimony  shows  that 
Schweinburg,  while  having  no  actual  place  of  business,  kept  on  hand 
his  forms  and  stamps,  that  B.  Altman  &  Co.  had  on  hand  labels  bear- 
ing the  marks  "Irene"  and  "The  Rene,"  and  that  the  suit  brought 
by  Schweinburg  against  B.  Altman  &  Co.,  while  in  form  a  suit  for 
royalties  due  under  the  contracts,  must,  in  effect,  result  in  a  determi- 
nation whether  or  not  Schweinburg  has  the  right  to  use  his  maik. 

It  is  well  settled  that  the  mere  non-use  of  a  trade-mark  does  not 
establish  abandonment  thereof,  but  that  one  who  contends  that  the 
mark  has  been  abandoned  must  establish  that  the  original  owner 
of  the  mark  not  only  discontinued  its  use  but  intended  to  abandon 
the  same.  {Bnglm  et  al,  v.  rvfiPnier.  C.  D.,  1911,  552;  169  O.  G., 
449;  221  U.  S.,  580,  and  cases  therein  cited.)  It  is  true  that  it 
is  not  necessary  that  it  be  proved  that  the  original  owner  of  the 
mark  has  stated  that  he  intended  to  abandon  the  mark.  Such  intent 
may  be  proved  by  his  actions  and  the  circumstances  of  the  case. 

In  my  opinion  an  intent  by  Schweinburg  to  abandon  either  the 
mark  "  Irene  "  or  the  mark  "  The  Rene  "  has  not  been  established 
in  this  case.    As  pointed  out  by  the  Examiner  of  Interferences,  the 
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record  shows  that  Schweinburg  kept  on  hand  his  forms  and  labels, 
and  the  question  of  the  liability  of  B.  Altman  A,  Co.  to  Schweinburg 
is  still  in  litigation.  Schweinburg  positively  testifies  that  he  never 
intended  to  abandon  these  marks  and  denies  that  he  told  the  agent 
of  R.  G.  Dim  &  Co.  that  he  had  given  up  his  business  and  sold  out 
all  interest  therein. 

In  reaching  this  conclusion  I  have  not  overlooked  the  fact  that 
the  contracts  above  mentioned  referred  to  the  "  Z-Z  "  and  "Au-Coeur  " 
brands  of  corsets  more  fully  than  to  the  "  Irene  "  and  "  The  Ren6 '' 
brands  and  that  apparently  under  one  of  these  contracts  B.  Altman 
&  Co.  were  not  required  to  sell  the  "  Irene  "  corsets  to  other  parties 
should  the  firm  to  whom  Schweinburg  had  given  the  exclusive 
handling  of  these  corsets  go  out  of  business. 

In  view  of  the  holding  that  abandonment  has  not  been  established 
it  is  not  necessary  to  consider  whether  there  is  an  interference  in 
fact  between  the  marks  "  Irene  "  and  "  The  Ren6." 

The  record  of  this  case  is  long  drawn  out,  and  the  testimony 
consists  in  large  part  of  references  to  irrelevant  and  immaterial 
matters.  Questions  were  asked  witnesses  over  and  over  again  in  sub- 
stantially the  same  form.  A  fair  example  of  a  large  part  of  the 
testimony  is  found  in  the  cross-examination  of  Mrs.  Kann,  (record 
for  Madame  Irene,  pp.  61  and  62,)  two  pages  of  which  relate  to  the 
time  when  her  previous  deposition  when  testifying  on  behalf  of 
Schweinburg  was  closed,  whether  at  one  o'clock  or  two  o'clock  in 
the  afternoon.  Such  a  record  as  this  not  only  greatly  adds  to  the 
expense  of  the  proceeding,  but  very  greatly  increases  the  labor  of 
all  the  tribunals  who  have  to  consider  the  case. 

The  decision  of  the  Exammer  of  Interferences  is  affirmed. 


In  re  Stebler. 

Decided  January  27,  1912. 

Ill  O.  G.,  1044. 

1.  Owner  of  Appuoation  fob  Patent — Bankrupt— Title  of  Tbusteb. 

Where  the  owner  of  an  application  for  patent  is  declared  a  bankrupt, 
Held  that  the  title  to  the  Interest  in  the  patent  abont  to  be  granted  is  trans- 
ferred by  operation  of  law  to  the  trustee  In  bankruptcy. 

2.  Same — Same — Prosecution  of  Application  and  Issuance  of  Patent. 

Where  the  trustee  in  bankruptcy  sells  certain  applications  for  patent 
owned  by  a  bankrupt,  and  that  sale  is  confirmed  by  a  court  of  competent 
Jurisdiction,  and  the  order  of  the  court  and  the  bill  of  sale  by  the  trustee 
are  reeorded  in  this  Office,  Held  that  the  transferee  should  be  recognized  in 
the  prosecution  of  the  application  and  the  patent  thereon  be  issued  to  him. 

On  Petition. 
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Messrs.  Lyons  db  Hockley  for  the  petitioner. 

Billings,  First  Assistant  Commissioner: 

This  is  a  petition  by  Fred  Stebler,  of  Riverside,  Cal.,  that  his  right 
be  recognized  to  control  and  prosecute  two  applications  for  patent 
filed  by  Charles  C.  Mcintosh,  and  that  the  patents  when  granted  be 
issued  to  him  as  assignee. 

The  principal  question  raised  by  this  petition — namely,  whether 
under  the  Bankruptcy  Act  of  July  1,  1898,  the  interests  of  a  bank- 
rupt in  an  application  for  patent  pass  to  the  trustee  by  operation 
of  law — ^has  been  before  the  courts  at  least  three  times,  and  the  pub- 
lished decisions  rendered  in  these  cases  show  that  the  courts  are  not 
in  agreement  thereon. 

The  first  reported  decision  was  rendered  by  District  Judge  Shiras 
in  the  case  of  in  re  McDonnell^  (N.  D.  Iowa,  101  Fed.  Rep.,  239,)  who 
held  that  a  trustee  in  bankruptcy  takes  no  title  to  a  patent  for  an 
invention  granted  to  the  bankrupt  after  the  date  of  the  adjudica- 
tion in  bankruptcy,  although  the  application  for  such  patent  was 
made  before  the  adjudication  of  bankruptcy  and  was  pending  at 
the  time  of  the  said  adjudication. 

The  second  reported  decision  was  rendered  by  District  Judge  Sea- 
man, Northern  District  of  Illinois,  in  the  case  of  in  re  Darm^  (129 
Fed.  Rep.,  495.)  In  this  case  the  court  held  that  the  bankrupt's  in- 
corporeal interest  in  an  alleged  invention  covered  by  an  appHcation 
for  patent  does  not  pass  to  his  trustee  in  banln*uptcy  under  the  Bank- 
ruptcy Act. 

It  is  therefore  seen  that  these  two  decisions  are  to  the  same  effect. 

The  third  reported  decision  was  rendered  by  District  Judge  Hale, 
District  Court,  District  of  Maine,  in  the  case  of  in  re  Cantelo  Mfg. 
Co.,  (185  Fed.  Rep.,  276.) 

In  the  third  and  last  case  reported  the  court  came  to  a  different 
conclusion  from  the  adjudications  in  the  two  cases  previously  cited, 
holding  that  applications  for  patents  constituted  property  which 
passed  to  the  corporation's  trustee  in  bankruptcy  imder  the  Bank- 
ruptcy Act  of  July  1,  1898.  While  it  is  to  be  noted  that  the  three 
decisions  were  rendered  by  courts  of  equal  jurisdiction,  yet  the  court 
in  the  last  case  had  the  benefit  of  the  two  previously-cited  cases  and 
discussed  them  quite  fully  in  its  opinion.  After  carefully  consider- 
ing each  one  of  the  opinions  above  cited,  it  is  quite  clear  that  the 
ruling  in  the  case  of  in  re  Cantelo  Mfg.  Go.  should  be  followed  by 
the  Patent  Office  in  such  cases. 

The  facts  leading  up  to  this  petition  are  as  follows : 

Charles  C.  Mcintosh,  of  Los  Angeles,  Cal.,  filed  in  the  Office  two 
applications  for  patent,  one.  No.  520,952,  on  October  4,  1909,  the 
Qther,  No.  574,102,  on  July  27,  1910.    Each  of  these  applications  for 
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patent  was  assigned  by  Mcintosh  to  H.  K.  Miller  Mfg.  Co.,  of  Los 
Angeles,  Cal.,  a  corporation  of  California.  These  assignments  were 
duly  recorded  in  the  Patent  Office,  and  a  request  is  made  therein  by 
Mcintosh  that  the  patents  issue  to  the  assignee,  the  H.  K.  Miller 
Mfg.  Co.  Subsequently  the  H.  K.  Miller  Mfg.  Co.,  the  assignee  of 
Mcintosh,  was  adjudged  a  bankrupt  by  a  court  of  competent  juris- 
diction, and  a  trustee  in  bankruptcy  was  appointed.  The  trustee  in 
bankruptcy  sold  to  Fred  Stebler,  of  Riverside,  Cal.,  all  the  patents 
and  patent  rights  and  applications  belonging  to  the  bankrupt. com- 
pany. A  certified  copy  of  the  order  adjudging  the  H.  K.  Miller 
Mf^.  Co.  to  be  a  bankrupt,  appointing  a  trustee  in  bankruptcy,  and 
ordering  the  trustee  to  make  an  appropriate  conveyance,  also  a  bill 
of  sale  by  the  trustee  in  bankruptcy  and  a  certified  copy  of  the  order 
of  the  court  confirming  this  sale,  have  been  recorded  in  the  Patent 
Office. 

The  Bankruptcy  Act  of  July  1,  1898,  (c.  541,  sec.  70a;  30  Stat, 
565;  U.  S.  Comp.  St.,  1901,  p.  8451,)  provides  that  the  trustee— 

shall  in  turn  be  vested  by  operation  of  law  with  the  title  of  the  bankrupt,  as 
of  the  date  he  was  adjudged  a  banltrupt.  ♦  ♦  ♦  to  all  •  •  ♦  (2)  in- 
terests in  patents,  patent  rights,  copyrights,  and  trade-marks.  ♦  •  •  (5) 
proijerty  which  prior  to  the  filing  of  the  petition  he  could  by  any  means  have 
transferred  or  which  might  have  been  levied  upon  and  sold  under  Judicial 
process  against  him. 

As  stated  by  the  Court  in  the  McDonnell  case: 

In  the  constmction  of  statutes,  it  is  a  well-recognized  rule  that  regard  may 
be  hiid  to  all  statutory  provisions  touching  a  given  subject,  as  aids  in  arriving 
at  the  legislative  intent.    ♦    ♦    • 

Section  4895  of  the  Revised  Statutes  provides  in  part : 

Sec.  4895.  Patents  may  be  granted  and  issued  or  reissued  to  the  assignee  of 
the  inventor  or  discoverer ;  but  the  assignment  must  first  be  entered  of  record 
in  the  Patent  Ofllce. 

It  is  therefore  seen  that  the  law  specifically  provides  for  the  frans- 
fer  of  the  inchoate  rights  or  interests  in  an  alleged  invention  de- 
scribed and  claimed  in  an  application  for  patent  before  the  patent  is 
actually  granted.  It  is  true  that  the  right  to  recover  damages  for 
infringement  does  not  become  effective  until  the  grant;  but  that 
there  is  property  in  an  invention  which  is  covered  by  an  application 
for  a  patent  pending  in  the  Patent  Office  cannot  be  gainsaid.  The 
assignee  company  enjoyed  the  use  and  benefit  and  right  to  obtain  a 
patent  and  must  have  derived  some  of  its  credit  upon  that  right. 
In  the  case  of  the  Cantelo  Co.^  supra^  the  Court  said : 

Clearly  the  trustee  in  bankruptcy  should  not  be  deprived  of  their  benefit  If, 
under  a  £air  construction  of  the  law,  they  may  be  held  to  be  a  part  of  tlie 
bankrupt  estate.  In  spite  of  the  weU-considered  opinion  in  the  McDonnell 
case,  I  think  It  is  not  altogetlier  clear  but  that  the  interests  in  the  inventions 
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which  have  become  the  subject  of  patent  applications  may  fairly  be  held  to  be 
an  "interest  in  patents"  within  the  meaning  of  the  law;  but  whether  or  not 
these  inventions  may  be  so  held,  it  seems  to  me,  under  subdivision  5  of  section 
70a,  they  may  be  held  to  be  **  property  "  which  could  be  transferred. 

In  analyzing  the  decision  in  the  Dann  case^  supra^  Judge  Hale  said 
that  the  Court  in  its  opinion  in  the  Dann  case  reasoned  that : 
•  •  •  the  interest  of  the  bankrupt  in  the  alleged  invention  cannot  be  reached 
through  the  general  terms  of  clause  5,  in  the  face  of  the  specific  provision  for 
patent  interests  in  clause  2.  His  theory  appears  to  be  that,  in  clause  2,  the 
law-making  power  disposed  of  the  question  of  **  patent  rights  "  and  "  interests 
in  patents,"  and  when  they  came  to  item  5  they  did  not  intend  by  the  term 
''property'*  to  include  anything  in  relation  to  interests  in  patents  or  patent 
rights. 

The  Court  (in  the  Cantelo  case^  supra^)  then  said: 

It  seems  to  me  that,  after  providing  in  clause  2  that  the  bankrupt  should 
be  vested  by  operation  of  law  with  the  title  of  bankrupt  in  interests  in  patents 
and  patent  rights,  Congress  proceeded  in  clause  5  to  extend  somewhat  the 
meaning  of  clause  2.  to  cover  by  very  general  words  the  whole  subject  of  "  prop- 
erty," and  to  include  in  the  term  every  vested  right  and  interest  attaching  to, 
or  growing  otit  of,  property.  It  seems  to  me  that  subdivision  5  embraces,  and 
is  meant  to  embrace,  much  of  the  property  that  is  designated  under  the  other 
subdivisions;  that  it  is  meant  to  include  everything  that  can  properly  be  the 
subject  of  a  lawful  transfer,  whether  it  be  corporeal  or  incorporeal.  It  seems 
to  me  that,  instead  of  allowing  clause  2  to  limit  and  constrain  the  meaning  of 
clause  5,  the  court  should  give  to  the  latter  clause  a  meaning  as  broad  and 
inclusive  as  it  was  possible  for  the  law-making  power  to  make  it. 

That  the  inchoate  right  to  the  interest  in  the  patent  to  be  granted 
is  a  proper  subject  of  a  legal  and  equitable  transfer  cannot  be  well 
disputed  in  face  of  the  direct  provision  in  section  4895  of  the  Re- 
vised Statutes  for  transfers  of  that  kind,  and  the  authority  thereby 
vested  in  the  Commissioner  of  Patents  to  act  in  granting  the  patent 
in  accordance  with  the  provisions  of  that  transfer.  (Gaylof*  v. 
Wilder  J 10  How.,  477;  Railroad  Company  v.  Trimble^  10  Wall.,  367; 
Consolidated  Electric  Light  Co.  v.  Edison  Electric  Light  Co.^  25  Fed. 
Rep.,*719;  Harrison  v.  Morton,  C.  D.,  1896,  675;  76  O.  G.,  1275;  83 
Md.,  476.) 

It  is  difficult  to  follow  the  reasoning  in  the  Dann  case — ^to  wit, 
that  the  law-making  power  disposed  of  the  question  of  "patent 
rights"  and  "interests  in  patents"  in  clause  2  of  the  Bankruptcy 
Act  and  for  that  reason  did  not  intend  that  the  "  property "  which 
is  defined  in  clause  5  could  by  any  means  be  construed  to  include 
anything  relating  to  interests  in  patents  or  patent  rights. 

The  Court  of  Appeals  of  the  District  of  Columbia  said,  through 
Chief  Justice  Shepard,  in  Browne  v.  Dyson  and  Land,  (C.  D.,  1911, 
446;  173  O.  G.,  866;  38  App.,  D.  C,  5.) 

The  right  to  the  patent  is  a  species  of  property  the  title  to  which  is  claimed 
exclusively  by  each  party  as  against  all  of  the  others.    •    •    • 
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I  am  unable,  therefore,  to  acquiesce  in  the  reasoning  that  an  in- 
choate interest  in  a  patent  about  to  be  granted  is  excluded  from 
transfer  under  clause  2  of  the  Bankrupt6y  Act,  because  it  is  neither 
a  "  patent  right "  nor  the  "  interests  in  patents "  contemplated,  and 
at  the  same  time  is  to  be  excluded  from  the  general  transfer  of 
"  property "  under  clause  5  of  the  same  act,  on  the  theory  that  the 
"  property "  therein  specified  does  not  relate  to  patents. 

It  is  necessarily  either  an  interest  in  a  patent  or  it  is  not.  If  it 
is,  it  comes  under  clause  2,  and  if  it  is  not  I  fail  to  see  what  clause  2 
has  to  do  with  the  matter  at  all.  In  the  latter  case  it  would  be  a 
"  species  of  property,"  the  title  to  which  is  capable  of  transfer,  and 
it  would  therefore  come  under  clause  5. 

There  is  nothing  in  the  bankruptcy  law  to  indicate  that  Congress 
had  any  intention  thereby  to  exclude  the  transfer  by  operation  of 
law  to  the  trustee  in  bankruptcy  of  title  to  the  "  species  of  property  " 
which  Chief  Justice  Shepard  has  so  aptly  called  the  right  to  ob- 
tain a  patent. 

For  the  purpose  of  this  decision  it  is  immaterial  which  one  of 
the  two  clauses  operates  to  transfer  the  particular  property  in  ques- 
tion to  the  trustee  in  bankruptcy.  It  is  only  necessary  to  determine 
whether  or  not  such  property  is  transferred  by  operation  of  law  to 
the  trustee  under  the  Bankruptcy  Act.  I  have  no  difficulty  in  reach- 
ing the  conclusion  announced  by  District  Judge  Hale  in  his  opinion 
in  the  case  of  in  re  Cantelo^  supra — namely,  that  the  title  to  the 
interest  in  a  patent  about  to  be  granted  is  transferred  by  operation 
of  law  to  the  trustee  in  bankruptcy. 

It  has  been  suggested  that  inasmuch  as  the  Supreme  Court  of  the 
United  States  in  the  case  of  Gay! or  v.  Wilder  (10  How.,  477)  has 
held  that  the  title  to  a  patent  granted  to  an  inventor,  "  his  heirs  or 
assigns,"  vests  immediately  in  the  assignee,  the  safe  practice  to  fol- 
low in  such  cases  as  the  present  one,  where  there  is  conflict  in  the 
opinions  of  courts  of  equal  jurisdiction,  is  to  grant  the  patent  to  the 
inventor,  his  heirs  or  assigns. 

It  appears  from  the  record  that  the  District  Court  of  the  Southern 
District  of  California,  holding  the  bankruptcy  court,  has  ratifies  I 
the  sale  of  the  trustee  in  bankruptcy  to  the  petitioner.  The  court 
would  not  be  justified  in  thus  ratifying  this  sale  had  it  not  been 
of  the  opinion  that  the  trustee  in  bankruptcy  took  title  to  the  prop- 
erty transferred  by  him  under  the  provisions  of  the  Bankruptcy  Act. 
Should  the  Patent  Office  now  disregard  this  ruling  of  the  court  and 
issue  the  patent  to  the  inventor,  his  heirs  or  assigns,  the  petition^n* 
would  be  under  the  necessity  of  seeking  the  court,  in  eifect,  to  again 
ratify  the  sale  which  has  already  been  ratified.  For  the  Patent  Office 
to  take  such  action  would  result  in  delay  and  expense  to  the  petitioner 
and  cause  unnecessary  litigation. 
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Inasmuch  as  Mcintosh  made  a  legal  transfer  of  his  inchoate  right 
to  the  H.  K.  Miller  Mfg.  Co.  and  requested  the  patent  to  issue  to 
that  company  and  the  H.  K.  Miller  Mfg.  Co.  is  adjudged  a  bankrupt, 
the  title  of  the  bankrupt  to  the  inchoate  right  is  vested  by  operation 
of  law  in  the  trustee  in  bankruptcy  under  the  provisions  of  the  Bank- 
ruptcy Act,  and  the  trustee  in  bankruptcy  having  made  a  sale  of  the 
property  in  question  to  the  petitioner  and  that  sale  having  been 
approved  by  a  court  of  competent  jurisdiction  it  is  hdd  that  the 
petitioner  should  be  recognized  in  the  prosecution  of  the  above- 
entitled  applications  and  that  when  patents  are  granted  thereon 
they  shall  issue  to  the  petitioner  as  assignee. 

The  'petition  is  granted. 


Hebbebt  v.  Payne  and  Simms  i\  Friedlander. 

Decided  March  9, 1912. 

177  O.  G.,  1046. 

Intebfebeitoe — Motion  to  Dissolve — ^Transmission. 

A  motion  to  dissolve  the  interference  on  the  ground  of  non-patentability 
of  the  issae  Held  sufficiently  definite  In  view  of  the  charapter  of  the 
invoitlon. 

Appeal  on  Motion. 

EYEGLASSES. 

Mr.  Barry  B.  Styll  and  Mr.  B.  Bartle  for  Herbert.  {Mr.  B.  K. 
Parsons  and  Mr.  F.  J.  Churchy  Mr.  Melville  Churchy  and  Mr.  WiUard 
Rich  of  counsel.) 

Messrs.  Church  <&  Rich  for  Payne  and  Simms. 

Messrs.  Owens  <&  Fairhanh  for  Friedlander. 
Tbnnant,  Assistant  Commissioner: 

This  is  an  appeal  by  Herbert  from  the  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  an  amended  motion  for  dissolu- 
tion filed  January  20, 1912. 

The  record  shows  that  on  December  24,  1911,  orders  were  issued 
against  Herbert  and  Payne  and  Simms  to  show  cause  why  judgment 
on  the  record  should  not  be  rendered  against  them.  On  December  23 
Herbert  presented  a  motion  to  dissolve,  based  upon  the  ground  that 
the  issue  was  not  patentable,  ten  references  being  cited.  The  Exam- 
iner of  Interferences  on  January  9,  1912,  refused  to  transmit  this 
motioni  upon  the  ground  that  it  was  not  sufficiently  definite  in  respect 
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to  the  application  of  the  references.     His  decision  concludes  as 
follows: 

Should  an  amended  motion  be  presented  It  should  be  filed  within  the  timo 
allowed  for  tijfpeBLl. 

The  limit  of  appeal  was  fixed  for  January  19,  1912.  On  January 
20, 1912,  an  amended  motion  was  filed  by  Herbert,  accompanied  by  a 
motion  to  transmit  the  same.  The  Examiner  of  Interferences  in  a 
decision  rendered  January  81,  1912,  held  that,  notwithstanding  the 
motion  was  filed  one  day  late,  in  view  of  the  fact  that  it  was  filed 
within  the  time  allowed  to  the  parties  to  show  cause  why  judgment 
should  not  be  rendered  against  them  it  was  received  in  sufficient  time. 
He,  however,  refused  to  transmit  the  motion,  upon  the  ground  that 
the  same  was  not  sufficiently  specific  in  its  application  of  the  refer- 
ences to  the  counts  of  the  issue. 

An  inspection  of  the  issue  of  the  interference  shows  that  there  are 
but  three  counts.  They  differ  in  phraseology,  but  each  includes  a 
bridge,  a  lever  pivoted  thereto,  a  spring  for  swinging  the  lever,  and 
a  "cup"  or  "container"  or  "wall"  movable  with  the  lever  for 
receiving  and  concealing  the  spring. 

The  preamble  to  the  discussion  of  the  references  is  as  follows: 

Counts  1,  2  and  3.  These  three  counts  may  be  considered  together  in  apply- 
ing the  several  patents  of  the  prior  art  as  the  inventive  idea  in  all  three  of 
these  counts  lies  in  fashioning  the  lever  in  such  a  way  as  to  constitute  a  cup, 
container,  or  wall  which  will  hold  and  conceal  the  spring,  the  function  or  pur- 
pose of  the  structure  of  these  counts  being  to  provide  means  on  the  lever  itself 
which  will  hold  the  spring  and  at  the  same  time  conceal  it  from  view.  This 
construction  broadly  is  not  new  in  the  art 

Following  this  general  statement,  each  of  the  patents  cited  is  dis- 
cussed  in  respect  to  the  application  of  the  features  thus  mentioned 
to  the  particular  structure  shown  in  that  patent. 

The  invention  involved  in  this  controversy  is  exceedingly  simple 
in  character,  and  the  application  of  the  references  would  appear  to 
be  obvious  upon  their  inspection.  In  my  opinion  the  general  state- 
ment above  quoted  when  read  in  connection  with  the  specific  discus 
sion  of  each  patent  is  ample  to  apprise  the  other  parties  and  the 
Examiner  of  the  application  of  the  respective  references  to  the 
claims. 

This  interference  is  one  of  a  series  of  interference  motions  for 
dissolution  in  one  or  more  of  which  have  already  been  transmitted 
to  the  Examiner  and  in  connection  with  which  the  question  of  the 
pertinency  of  the  references  cited  herein  will  be  considered. 

In  view  of  all  the  circumstances  of  the  case  I  am  of  the  opinion 
that  the  present  motion  for  dissolution  should  be  transmitted. 

The  decision  of  the  Examiner  of  Interferences  is  reversed. 
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Ex  PARTE  Dean. 

Decided  February  15,  1912. 

Ill  O.  G.,  1295. 

Application — Prosecution — Final  Rejection. 

A  final  relection  entered  in  response  to  a  request  for  reconsideration, 
accompanied  by  a  statement  that  the  patentability  of  the  claims  would  be 
clear  in  view  of  an  am^idment  to  the  si)eciflcation»  Held  not  premature. 

On  PEtmoN. 

BINOIEB, 

Mr.  F.  O.  Rickey  for  the  applicant. 

MooBE,  Commisaioner: 

This  is  a  petition  that  the  Examiner  be  instructed  that  the  final 
rejection  of  June  20,  1911,  was  premature. 

The  rejection  in  question  applied  to  claims  7  and  8  and  was  en- 
tered in  response  to  the  following  request  by  applicant : 

Reconsideration  of  claims  8  and  9  (now  claims  7  and  8)  is  requested.  The 
patentability  of  these  claims  will  be  clear  in  view  of  the  amendment  to  the 
specification. 

Applicant  contends  that  the  final  rejection  was  premature  because 
he  was  under  the  impression  at  the  time  that  the  Examiner  did  not 
understand  a  certain  part  of  the  specification,  which,  it  is  alleged, 
referred  to  the  subject-matter  of  these  claims,  and  that  he  did  not 
think  a  final  rejection  would  be  given  without  a  full  understanding 
thereof. 

The  record  of  the  case,  however,  shows  no  basis  for  such  an  impres- 
sion on  the  part  of  the  applicant.  In  the  first  Office  letter  the  Exam- 
iner stated  that  the  subject-matter  contained  on  page  4,  lines  18  to 
26,  was  not  clear  and  was  not  understood  by  the  Examiner.  In  re- 
sponse the  applicant  submitted  an  explanation  under  the  head  of 
"  Remarks."  The  Examiner  then  stated  that,  in  his  opinion,  the 
subject  was  not  made  "  clear  in  the  specification,"  and  applicant  was 
requested  to  place  the  explanation  in  the  specification.  In  the  fol- 
lowing amendment  this  was  not  done  by  the  applicant.  The  next 
action  was  the  final  rejection  in  question,  and  no  objection  was  made 
therein  to  the  specification  as  amended.  It  is  clear,  therefore,  that 
there  is  no  reason  why  the  applicant  should  believe  the  Examiner 
did  not  understand  the  subject-matter  of  the  claims  sufficiently  to 
act  upon  the  merits.  Indeed,  the  very  fact  that  action  on  the  merits 
was  given  in  itself  indicates  that  the  Examiner  understood  the  sub- 
ject-matter of  the  claims  and  considered  himself  in  a  position  to 
make  such  action. 

The  petition  is  denied. 
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Ex  PARTE  Eaqle  Pencil  Compani'. 

Decided  AprU  8,  1912. 

177  O.  G.,  1295. 

TBADB-MaBXS — ClBCUMFEBBlfTIAL  BaNOB   OF   GONTRASTINO   Ck>L0R8   FOB   PeK   AND 

Pencil  Holders,  Etc. — ^Anticipation. 
a  trade-mark  for  pen  and  i>encil  holders,  etc,  consisting  of  a  circum- 
ferential band  of  a  red  color  contrasting  with  a  yellow  or  gilt  color  on 
each  side  thereof  Held  properly  refused  registration  in  view  of  prior  reg- 
istrations of  marlLS  differing  therefrom  only  in  the  colors  used,  (citing 
A,  Lewhen  d  Bons  Rope  Company  y.  Broderick  d  Bascom  Rope  Company, 
C.  D.,  1911,  312;  164  O.  G.,  977;  36  App.  D.  C.  451.) 

On  Appeal. 

TBADE-ICABK    FOB    FEN    AND    PENCIL    H0LDBB8,    PENH0L0BB8,    EIC 

Mr.  MarceUus  Bailey  for  the  applicant. 
Moore,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  a  mark  for  pen  and  pencil  holders,  pen- 
holders, pencil-holders,  point-protectors,  rubber  erasers,  and  pencil- 
iengtheners,  which  is  described  by  the  applicant  as  follows: 

The  trade-mark  consists  of  a  circumferential  band  of  red  color  contrasting 
with  a  yellow  or  gilt  color  on  each  side  thereof,  and  produced  upon  the  body  of 
the  holder  or  other  article  as  shown  in  the  accompanying  drawing  which  repre- 
sents a  metallic  pencil  holder  having  a  band  of  red  color  the  body  on  each  side 
thereof  being  of  yellow  or  gilt  color  as  above  specified. 

Registration  was  refused  on  the  ground  that  the  red  circumferen- 
tial band  claimed  by  appellant  was  anticipated,  under  the  decision  of 
the  Court  of  Appeals  of  the  District  of  Columbia  in  A.  Leschen  <6 
Sons  Rope  Comiyany  v.  Broderick  d&  BcLscom  Rope  Company  (C.  D., 
1911,  312;  164  O.  G.,  977;  36  App.  D.  C,  451),  by  the  following  ref- 
erences:  Eberhard  Faber,  No.  43,074,  August  2,  1904;  Eberhard 
Faber,  No.  51,227,  April  10,  1906;  Eberhard  Faber,  No.  52,417;  May 
8,  1906;  American  Lead  Pencil  Company,  No.  60,469,  February  12, 
1907;  American  Lead  Pencil  Company,  No.  66,976,  January  7,  1908; 
Eberhard  Faber,  No.  71,436;  November  24,  1908;  Eberhard  Faber 
Pencil  Co.,  No.  73,468;  April  20,  1909;  American  Lead  Pencil  Coip- 
pany.  No.  78,691,  May  11,  1909;  American  Lead  Pencil  Company, 
No.  73,692,  May  11,  1909;  American  Lead  Pencil  Company,  No. 
73,693,  May  11,  1909;  American  Lead  Pencil  Company,  No.  75,289, 
September  21, 1909. 

The  marks  of  these  registrations  consist  of  circumferential  bands 
of  uniform  width  of  green,  yellow,  blue,  and  other  colors  applied  to 
goods  of  the  same  character  as  those  of  appellant. 

No  question  is  raised  but  that  the  goods  upon  which  the  marks 
are  used  in  the  references  are  of  the  same  descriptive  properties  as 
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those  upon  which  the  mark  of  this  application  is  used ;  but  appellant 
contends  that  a  red  color-band  is  not  shown  in  any  of  the  references, 
that  it  is  the  custom  of  manufacturers  of  this  class  of  goods  to  mark 
their  goods  with  a  distinctive  color-band  for  the  purpose  of  indicat- 
ing the  origin  of  the  goods,  and  that  it  has  been  the  long-continued 
practice  of  the  Office  in  this  class  of  goods  to  register  different  color- 
band  marks  to  different  manufacturers  for  the  same  article. 

The  Examiner  admits  that  such  was  formerly  the  practice  of  the 
Office,  as  shown  by  the  references  cited  above ;  but  he  holds  that  the 
decision  of  the  Court  of  Appeals  of  the  District  of  Columbia  in  the 
case  of  A.  Leachen  <&  Sons  Rope  Company  v.  Broderick  dk  Bascom 
Rope  Company^  aupra^  precludes  a  continuation  of  such  practice. 

In  the  case  just  cited  this  Office  was  of  the  opinion  that  a  yellow 
stripe  of  uniform  width  spirally  disposed  around  the  surface  of  a 
wire  rope  was  not  so  similar  to  a  mark  consisting  of  a  red  stripe  of 
uniform  width  similarly  placed  by  painting  one  of  the  strands  of 
the  wire  rope  as  to  cause  confusion.  The  Court  reversed  this  holding 
of  the  Office  and  said : 

The  only  difference  in  tbe  marks  is  that  of  color.  They  are  both  used  niMm 
wire  rope,  and  are  both  applied  in  sabstantially  the  same  manner.  It  is  ad- 
mitted that  appellant  has  used  its  mark  for  more  than  twenty  years,  and  if 
this  were  a  case  of  unfair  competition  there  would  be  little  doubt  as  to  appel- 
lant's right  to  relief,  for  while  color,  generally  speaking,  is  not  a  proper  subject 
of  a  trade-mark,  a  rival  dealer  may  not  appropriate  another's  mark  by  merely 
changing  its  color.  It  is  manifest  that  if  appellee  is  entitled  to  use  precisely 
the  same  mark  as  that  used  by  appellant  but  colored  yellow  instead  of  red, 
every  color  of  the  rainbow  may  be  appropriated  by  other  wire-rope  manufac- 
turers and  may  be  similarly  applied.  Such  a  result,  in  our  opinion,  would  lead 
to  no  end  of  confusion,  the  value  of  appellant's  mark  would  be  destroyed,  and 
the  purchasing  public  would  be  liable  to  imposition.  The  Patent  Office  has  held 
that  there  is  no  conflict  between  the  two  marks  and  the  appellee  insists  that  the 
evidence  fails  to  show  such  a  conflict ;  but  both  marks  are  before  us  and,  in  the 
language  of  the  Circuit  Court  of  Appeals  for  the  Bighth  Circuit  "  the  evidence 
of  the  eyes  is  more  persuasive  and  satisfactory  than  any  other."  (Layton  Pure 
Food  Co,  V.  Church  rf  Dwight  Co.,  182  Fed.  Rep.,  24.) 

In  an  opinion  rendered  at  the  same  time  in  the  case  of  A.  Leschen 
<&  Sons  Rope  Company  v.  American  Steel  <&  Wire  Co.  of  New  Jer- 
uey  (C.  D.,  1911,  315;  164  O.  G.,  978;  36  App.  D.  C,  466)  the  Court 
of  Appeals. of  the  District  of  Columbia  held  that  a  trade-mark  for 
wire  rope  consisting  of  a  blue  stripe  of  uniform  width  spirally  dis- 
posed around  the  surface  of  the  rope  was  so  similar  to  a  mark  con- 
sisting of  a  red  stripe  similarly  placed  on  a  rope  as  to  be  likely  to 
cause  confusion  and  deceive  purchasers. 

The  Court  of  Appeals  of  the  District  of  Columbia  is  an  appellate 
tribunal  to  the  Patent  Office  in  trade-mark  cases,  and  its  interpreta- 
tion of  the  law  controls  the  action  of  the  tribunals  of  the  Patent 
Office.  Under  its  ruling  in  the  above-mentioned  cases  I  am  of  the 
opinion  that  there  can  be  no  question  but  that  appellant's  mark  is 
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anticipated  by  the  references  cited.  Appellant  attempts  to  distin- 
guish this  case  from  those  mentioned  above  in  that  affidavits  have 
been  filed  in  the  present  case  alleging  that  it  is  the  custom  of  manu- 
facturers of  these  goods  to  identify  their  goods  by  various  color- 
bands,  that  the  red  color-band  is  recognized  in  the  trade  as  belonging 
to  appellant,  and  that  no  confusion  results  in  the  trade,  but  each 
manufacturer  respects  the  color-band  marks  of  the  others.  This  dis- 
tinction between  the  two  cases,  however,  does  not  appear  to  exist.  In 
the  excerpt  from  the  opinion  quoted  above,  after  calling  attention  to 
the- fact  that  the  Patent  Office  held  that  there  was  no  conflict  between 
the  two  marks  and  that  the  appellant  insisted  that  the  evidence 
failed  to  show  such  a  conflict,  the  court  stated  that  the  marks  were 
before  the  court  and  that — 
the  evidence  of  the  eyes  is  more  persuasive  and  satisfiactory  than  any  other. 

In  connection  with  his  appeal  appellant  asks  for  a  ruling  upon  the 
following  objections  of  the  Examiner : 

(1)  That  the  description  of  the  mark  is  indefinite  in  that  it  does 
not  give  the  precise  location  of  the  red  band  upon  the  articles  to 
which  it  is  applied,  and, 

(2)  That  the  specimen  indicating  the  use  of  the  mark  upon  rubber 
erasers  does  not  conform  to  the  description  of  the  mark  set  forth  in 
the  statement  of  the  application. 

Concerning  the  first  objection,  appellant  admits  that  it  has  long 
been  the  practice  of  the  Office  to  require  that  the  mark  be  definitely 
located.  The  drawing  showing  the  mark  for  which  registration  is 
sought  indicates  the  location  of  the  color-bands,  and  the  requirement 
of  the  Examiner  that  the  description  should  give  the  location  of  the 
band  is  well  taken. 

Regarding  the  second  objection,  it  is  apparent  from  an  inspection 
of  the  rubber  erasers  submitted  that  it  does  not  disclose  a  mark — 
consisting  of  a  circumferential  band  of  red  color  contrasting  with  a  yellow  or 
gilt  color  on  each  side  thereof— 
and  the  Examiner  is  also  sustained  in  this  objection. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed* 


Whitney  v.  Brewer. 

Decided  May  4,  1910. 

Ill  O.  G.,  1296. 

IHTBRTEREHCS — PWOIOTT — ^REDUCTION   TO   PbACTICE — CONCEALMENT. 

Held  that  W.  is  entitled  to  award  of  priority,  although  B.  was  the  first 
to  conceive  the  invention,  since  the  device  built  by  B.  prior  to  W.*8  reduction 
to  practice  was  either  an  abandoned  experiment  or,  if  a  reduction  to  prac- 
tice of  the  invention,  was  so  concealed  by  B.  that  he  forfeited  his  right  to 
a  patent  in  favor  of  W. 

Appeal  from  Examiners-in-Chief. 
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MANIFOLD-BOOK. 

Mr.  Charles  C.  Gill  and  Mr.  WiUiam  G.  Henderson  for  Whitney. 
3fr.  Bernard  Cowen  for  Brewer. 

Bnj.iNGS,  First  Assistant  Commissioner: 

This  is  an  appeal  by  Whitney  from  the  decision  of  the  Examiners- 
in-Chief  reversing  the  decision  of  the  Examiner  of  Interferences  and 
awarding  priority  in  favor  of  Brewer. 

The  issue  is  in  two  counts,  as  follows : 

1.  A  manifold  sales-book  comprising  three  cover  portions  arranged  in  suc- 
cessive order  in  the  direction  of  the  longitudinal  axis  of  the  cover  and  hinged 
together  along  their  adjacent  ends,  a  pad  of  duplicate  checks  carried  on  the 
back  of  the  lower  cover  portion  and  secured  thereto  along  the  left-hand  edgp 
thereof,  a  pad  of  original  checks  carried  on  the  face  of  the  intermediate  cover 
portion  and  means  for  securing  such  pad  to  the  cover  and  for  permitting  the 
separate  checks  to  be  swung  upward  from  the  intermediate  cover  and  turned 
clear  back  upon  the  upper  cover  and  made  to  lie  thereon  throughout  their 
entire  lengths  without  bending. 

2.  A  manifold  sales-book  comprising  three  cover  portions  arranged  in  suc- 
cessive order  In  the  direction  of  the  longitudinal  axis  of  the  cover  and  hinged 
together  along  their  adjacent  ends,  a  part  of  duplicate  checks  carried  on  the  back 
of  the  lower  cover  portion  and  secured  thereto  along  the  left-hand  edge  thereof, 
a  pad  of  original  checks  carried  on  the  face  of  the  intermediate  cover  portion 
and  means  for  securing  such  pad  upon  the  cover  and  for  permitting  the  sepa- 
rate checks  to  be  swung  clear  back  throughout  their  entire  lengths  and  made 
to  lie  without  bending  upon  the  cover,  such  means  including  a  removable  ring 
having  hinged  portions  adapted  to  be  opened  to  permit  the  removal  or  replace- 
ment of  the  separate  original  checks. 

Both  parties  are  applicants,  the  application  of  Brewer  having  been 
filed,  on  November  16,  1905,  and  that  of  Whitney  on  February  10, 
1906^ 

The  Examiner  of  Interferences  found  that  while  Brewer's  proofs 
seem  to  establish  that  he  completed  the  invention  in  June,  1902,  he 
concealed  and  suppressed  the  same  until  the  filing  date  of  his  appli- 
cation, that  during  this  period  Whitney  independently  entered  tho 
field,  completed  the  invention,  and  gave  it  to  the  public  in  commer- 
cial form  and  under  circumstances  such  as  to  afford  Brewer  a  likely 
opportunity  of  becoming  aware  of  his  activities,  and  therefore 
awarded  priority  of  invention  to  Whitney  in  accordance  with  the 
doctrine  of  patent  law  laid  down  in  Mason  v.  Hephum^  (C.  D.,  1898, 
510;  84  O.  G.,  147;  13  App.  D.  C,  86;)  Mower  v.  Duell,  (C.  D.^  1899, 
895;  88  O.  G.,  191;  15  App.  D.  C,  144;)  Howard  v.  Bowes,  (C.  D., 
1908,  547;  137  O.  G.,  733;  31  App.  D.  C,  619;)  Matthes  v.  Burt, 
(C.  D.,  1905,  574;  114  O.  G.,  764;  24  App.  D.  C,  265;)  Warner  v. 
Smith,  (C.  D.,  1898,  517;. 84  O.  G.,  311;  13  App.  D.  C,  111.) 

The  Examiners-in-Chief  reversed  the  decision  of  the  Examiner 
of  Interferences  on  the  ground  that  the  case  does  not  come  within 
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the  dcctrine  set  forth  in  the  decisions  noted  above  and  stated  in  their 
decision  as  follows : 

In  regard  to  the  question  of  forfeiture,  however,  we  are  unable  to  find  that 
Brewer  was  spurred  Infb  activity  by  knowledge  that  Whitney  was  in  the 
field.  Brewer  admits  that  Whitney  was  engaged  in  the  commercial  exploitation 
of  manifold-books  embodying  the  invention  in  controversy,  as  early  as  Septem- 
ber 1.  19<^,  which,  it  will  be  seen,  is  two  and  one-half  months  earlier  than 
November  16,  1905,  on  which  date  Brewer  filed  his  interfering  application ;  but 
as  we  read  the  record  there  Is  no  evidence  affirmatively  showing  that  Brewer 
was  cognizant  of  Whitney's  activity  as  a  commercial  rival.  In  the  absence  of 
definite  proof  that  Brewer's  period  of  concealment  was  broken  only  by  knowl- 
edge that  Whitney  was  in  the  field,  it  cannot  be  held  that  Brewer,  the  senior 
party,  has  forfeited  the  invention. 

The  testimony  has  been  carefully  briefed  and  analyzed  in  the 
decision  of  the  Examiner  of  Interferences.  It  will  be  necessary  to 
refer  only  to  so  much  thereof  as  relates  to  the  questions  of  aban- 
doned experiment  and  equitable  estoppel,  upon  which  the  case  turns. 

It  appears  from  the  testimony  that  in  the  spring  of  1902  Brewer's 
attention  was  directed  to  duplicate-check  systems  for  use  by  waiters 
in  hotels  and  restaurants,  and  he  undertook  to  improve  upon  the 
existing  devices.  As  a  result  of  his  efforts  he  filed  an  application 
in  the  Patent  Office  on  August  7,  1902,  which  application  he  allowed 
to  become  abandoned.  The  drawing  accompanying  that  application 
is  reproduced  opposite  page  56  of  Brewer's  record  and  shows  several 
modifications  of  Brewer's  early  device,  but  does  not  disclose  the 
invention  of  the  present  interference  issue.  On  December  17,  1903, 
Brewer  filed  another  application  for  a  different  form  of  device  from 
that  of  this  interference,  on  which  he  received  Patent  No.  780,857 
on  January  24,  1905. 

Brewer  claims  that  he  made  his  sketch  "  drawing  of  June  6,  1902," 
illustrating  the  invention  of  the-  issue,  and  disclosed  it  to  Sanneman 
on  June  6,  1902 ;  also,  that  on  June  15,  1902,  he  made  the  sales-book 
embodying  the  invention  of  the  issue,  which  was  introduced  in  evi- 
dence and  marked  "Brewer's  Exhibit,  Sales  Book."  Brewer  states 
that  he  disclosed  this  sketch  and  sales-book,  together  with  many  other 
sketches  and  books  illustrating  different  forms  of  his  invention,  to 
Sanneman,  Patten,  and  others  in  his  office  in  1902  and  that  they 
experimented  with  them  and  compared  their  practicability. 

Sanneman,  who  states  that  he  was  at  that  time  connected  with 
Brewer  in  the  printing  business,  corroborates  Brewer  as  to  the  dis- 
closure of  the  sketch  and  sales-book  and  identifies  the  signature  on 
the  sketch  as  his  own.  Comparing  the  book  of  the  issue  with  the 
device  which  Brewer  placed  on  the  market  in  1902,  Sanneman  states 
the  objections  to  the  book  of  the  issue  as  follows,  (X-Q.  45 :) 

The  fact  that  the  duplicates  were  confined  on  a  flap  and  in  order  to  get  a 
check  into  worlLing,  necessitated  the  raising  of  this  flap  and  laying  the  check 
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on  top  of  the  duplicate;  another  feature  detrimental  was  the  two  rings  whicift 
held  the  checks;  also  an  unsatisfactory,  way  of  holding  the  duplicates  on  the 
above-mentioned  flap. 

Patten  states  that  at  one  time  he  conducted  a  concert  tour  with 
Brewer,  but  that  in  1902  he  was  "  merely  a  friend  "  and  received  his 
mail  at  Brewer's  office.  Patten  identified  Brewer's  exhibit  sales-book 
introduced  in  evidence  and  in  answer  to  question  13  stated : 

I  am  able  to  identify  this  exhibit,  not  only  by  its  crude  construction,  but  also 
due  to  the  fact  that  I  believe  it  was  made  out  of  an  old  stock-book  that  I  had 
in  Mr.  Brewer's  office  which  he  told  me  he  had  used  becausie  he  knew  it  was 
of  no  value  to  me  and  I  would  not  object  and  it  contained  the  leather,  pliable 
back  or  hinge  which  he  wanted  to  demonstrate  his  device. 

In  answer  to  the  question  "  Has  this  exhibit  device  worked  satis- 
factorily?" he  said,  (Q.  19:) 

Yes,  I  never  knew  any  of  Mr.  Brewer's  models  not  to  work.  They  seemed 
to  be  a  success  Do  you  refer  to  these  individual  checks?  I  cannot  tell  about 
the  individual  checks.    I  simply  refer  to  the  cover  business. 

Brewer  states  that  he  preferred  the  form  of  device  shown  in  his 
patent  to  that  of  this  interference,  because  it  was  more  convenient, 
lighter,  and  less  expensive,  and  that  he  made  no  effort  to  place  the 
latter  device  upon  the  market.  During  January  or  February,  1903, 
he  entered  into  a  contract  with  Whitney,  the  other  party  to  this  in- 
terference, whereby  the  latter  became  sales  agent  for  the  books,  which 
contract  was  canceled  by  mutual  agreement  in  July  or  August,  1903. 

Whitney  then  went  into  the  business  on  his  own  account.  On 
August  11,  1903,  Whitney  filed  the  application  on  which  his  Patent 
No.  756,308  issued  on  April  6,  1904,  and  on  November  5,  1903,  he 
filed  another  application,  on  which  he  received  Patent  No.  754,361 
on  March  8,  1904.  Neither  of  these  patents  embodied  the  issue  of 
this  interference. 

Brewer  and  Whitney  found  themselves  competitors  and  rivals  in 
business,  which  engendered  much  hostility  and  resulted  in  the  bring- 
ing of  a  suit  by  Brewer,  before  his  patent  issued,  against  Whitney 
for  unfair  competiticm  in  trade  and  appropriation  of  orders  and 
other  suits  by  Brewer  for  infringement  of  his  patent  against  Whit- 
ney's customers.  Whitney  states  that  as  a  result  of  Brewer's  threats 
and  suits  and  acting  on  the  advice  of  his  attorney  to  avoid  trouble 
with  Brewer  and  infringement  of  his  patent  he  devised  the  book  of 
the  issue  and  substituted  the  new  books  for  the  books  that  he  had 
already  placed  upon  the  market. 

Whitney's  Exhibit  No.  1,  embracing  the  invention  of  the  issue, 
was  made  about  July  18,  1905,  and  as  early  as  August  8,  1905,  the 
Climax  Stationery  Company  manufactured  fifty  of  the  books  of  the 
issue  for  "Whitney.  As  pointed  out  by  the  Examiner  of  Inter- 
ferences, the  evidence  shows  that  up  to  Januaiy  3,  1906,  said  com- 
pany had  made  662  of  these  books  for  Whitney;  als<:»,  that  prior  to 
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the  date  of  filing  of  Brewer's  present  application  561  of  these  books 
had  been  placed  by  "WTiitney  in  the  hands  of  his  customers. 

Brewer  did  nothing  with  the  invention  of  the  issue  commercially 
until  May,  1907,  when  he  filled  his  first  order  (RD.  Q.  206.) 

The  evidence  referred  to  above  shows  that  Brewer  did  not  file  his 
application  for  the  invention  of  the  issue  until  after  Whitney  had 
placed  the  device  quite  extensively  on  the  market  and  until  some 
tliree  months  after  Whitney  had  commenced  to  replace  the  old  book 
with  the  new  device ;  also,  that  Brewer  did  not  commercially  use  the 
device  until  May,  1907,  nearly  two  years  later. 

The  testimony  of  Brewer  as  to  his  conception  of  the  invention 
«id  the  construction  of  his  experimental  book,  involving  the  inven- 
tion of  the  issue,  in  the  spring  of  1902  is  corroborated  merely  by  the 
testimony  of  Sanneman  and  Patten,  taken  some  six  and  a  half  years 
later,  and  they  refer  in  their  testimony  to  many  sketches  and  devices 
shown  them  by  Brewer.  In  view  of  the  fact  that  the  date  of  inven- 
tion sought  to  be  established  by  Brewer  is  earlier  than  the  filing  date 
of  his  abandoned  application,  or  the  application  that  resulted  in  his 
Patent  No.  708,857,  it  seems  strange  that  neither  of  these  applica- 
tions, which  show  various  forms  of  duplicating-books,  disclosed  the 
invention  of  the  issue. 

Conceding  that  Brewer  made  his  exhibit  sales-book,  introduced  in 
evidence,  in  1902,  the  facts  that  he  filed  no  application  thereon  for 
four  and  a  half  years,  although  in  the  meantime  he  filed  at  least  two 
other  applications,  and  that  he  made  no  attempt  to  do  anything  with 
it  commercially  until  six  years  later  and  after  Whitney  had  placed 
the  device  extensively  upon  the  market,  which  was  common  to  both, 
together  with  the  direct  testimony  of  Brewer  and  Sanneman  as  to 
the  disadvantages  of  the  device  compared  with  the  other  form  in 
%vhich  Brewer  had  built  up  a  large  trade,  is  believed  to  satisfactorily 
establish  that  Brewer's  early  device  was  merely  an  abandoned  experi- 
ment. 

This  is  a  case  where  on  account  of  the  relation  of  the  parties  and 
the  fact  that  their  testimony  on  material  points  is  in  direct  conflict 
their  actions  as  measured  by  the  ordinary  laws  governing  human 
conduct  are  entitled  to  more  weight  than  their  direct  testimony.  Cer- 
tainly Brewer's  conduct  regarding  his  exhibit  device  of  the  issue 
makes  it  clear  that  he  regarded  it  merely  as  an  abandoned  experiment. 

The  facts  in  this  case  are  very  similar  to  those  in  the  case  of 
Warner  v.  Smithy  supra^  where  the  Court  of  Appeals  of  the  District 
of  Columbia  emphasized  the  doctrine  of  abandoned  experiment.  In 
that  case,  where  the  invention  was  a  button,  a  very  simple  device,  the 
Court  said : 

That  the  device  constructed  by  the  appeUee  in  January  of  1892  could  have 
been  uaed  and  worn  upon  the  person  and  might  to  some  extent  have  served  the 
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purpose  for  which  it  was  designed  might  perhaps  be  conceded;  but  this  does 
not  necessarily  constitute  reduction  to  practice.  Without  entering  into  any 
special  examination  of  the  record  for  the  purpose  of  supporting  our  opinion 
that  what  the  appellee  did  in  January,  1892,  was  no  more  than  a  mere  experi- 
mental model,  discarded  by  him  as  soon  as  made  and  apparently  forgotten  by 
him  for  several  years  afterward — ^for  which  we  need  only  adopt  the  opinion  of 
the  Board  of  Examiners,  in  which  we  fully  concur — we  are  disposed  to  rest  our 
conclusion  upon  a  broader  basis. 

In  the  case  of  Gilman  and  Brown  v.  Hinson  (C.  D.,  1906,  634;  122 
O.  G.,  731 ;  26  App.  D.  C,  409)  the  Court  of  Appeals  stated: 

We  agree  with  the  Ck)mmiS8ioner  of  Patents  that  the  facts  of  this  case  bring 
it  within  the  scope  of  those  decisions  of  this  court  In  which  it  was  held  that 
what  was  done  by  the  claimants  falls  short  of  a  reduction  to  practice  and 
amounted  to  nothing  more  than  an  abandoned  experiment 

The  appellants'  device  appears  to  have  been  an  experimental  model  abandoned 
or  laid  aside  and  lost  by  its  makers  and  recalled  to  mind  afterward  by  the 
advertisement  of  the  appellee's  similar  device. 

The  decisions  upon  this  point  are  very  numerous,  and  among  them  we  only 
cite  OHdden  v.  Noble,  (C.  D.,  1895,  273;  71  O.  G.,  141;  5  App.  D.  0.,  480;)  QiUl- 
bert  V.  KilUnger,  (C.  D.,  1898,  522;  84  O.  G.,  313;  13  App.  D.  0.,  107;)  in  re 
Mower,  (C.  D.,  1899,  395;  88  O.  G.,  191;  15  App.  D.  0.,  144;)  Paul  v.  HeB%, 
(C.  D.,  1905,  610;  115  O.  G.,  251 ;  24  App.  D.  C.  462.) 

In  Paul  V.  Hess  this  Court  said : 

"  I^ng  delay  in  making  use  of  an  invention  claimed  to  have  been  reduced  to 
practice,  or  in  applying  for  a  imtent,  have  always  been  regarded  as  potent  cir- 
cumstances tending  to  show  that  the  alleged  reduction  to  practice  was  nothing 
more  than  an  unsatisfactory  or  abandoned  experiment.  *  «  «  And  this  is 
specially  the  case  where,  iu  the  meantime,  the  inventor  has  been  engaged  in 
the  prosecution  of  similar  inventions,  *  *  *  or  others,  without  reasonable 
explanation,  have  been  adopted  for  manufacture  and  commercial  use." 

The  device  of  the  appellants  in  1898  was  neglected  while  its  inventors  sought 
to  devise  other  devices  for  the  same  purpose,  and  they  develoiied  commercially 
their  prior  patented  device  for  such  purpose.  They  did  nothing  toward  obtain- 
ing a  imtent  until  after  Hinson  had  marketed  his  device  and  the  appellants  then 
only  applied  on  March  14,  1904.  The  appellants  slept  on  their  rights,  and  for 
more  than  five  years  they  failed  to  bring  their  invention  to  a  complete  and  oper« 
ative  form. 

In  the  present  case  there  was  no  test  by  Brewer  of  his  exhibit  de- 
vice under  conditions  of  actual  use.  It  is  not  claimed  that  this  device 
was  a  commercial  article  nor  anything  more  than  an  experimental 
device  made  by  the  inventor  out  of  some  old  book-covers.  So  far  as 
there  was  any  test  it  was  merely  by  experimental  manipulation.  The 
Examiners-in-Chief  did  not  find  that  the  device  had  been  tested  suc- 
cessfully, but  took  the  ground  that  it  belonged  to  that  class  of  simple 
devices  which  require  no  test.  Certainly  this  device,  however,  which 
involved  several  manipulations  of  the  parts  in  its  proper  use,  re- 
quired demonstration  by  successful  use  much  more  than  the  simple 
button  of  the  Warner  v.  Smith  case  in  order  to  constitute  a  reduction 
to  practice. 
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Looking  at  the  question  from  the  standpoint  of  the  Examiners-in- 
Chief  and  assuming  that  the  construction  of  the  Brewer  exhibit  sales- 
book  constituted  a  reduction  to  practice,  I  am  unable  to  agree  with 
that  tribunal  in  its  holding  that  the  doctrine  of  equitable  estoppel 
does  not  apply  to  this  case.  The  finding  of  the  Examiners-in-Chief 
that  there  is  no  direct  testimony  to  the  effect  that  Brewer  was  aware 
that  Whitney  was  in  the  field  with  his  new  book  may  be  literally  true. 

The  relation  of  the  parties  as  commercial  rivals  seeking  trade  from 
the  same  hotels  and  restaurants  in  New  York  city,  the  fact  that  they 
had  been  involved  in  a  suit  in  the  courts  and  that  suits  were  insti- 
tuted by  Brewer  against  two  of  Whitney's  customers  in  July  and 
September,  1905,  (stipulations,  Whitney's  record,  pp.  49  and  51,) 
and  the  close  watch  Brewer  was  evidently  keeping  on  his  rival,  make 
it  practically  certain  that  Whitney  did  not  put  out  his  561  books, 
which  occurred  before  Brewer  filed  his  application,  without  Brewer's 
being  aware  of  the  fact.  Brewer's  letter  of  December  20, 1905,  in  his 
application  involved  in  this  interference  is  conclusive  evidence  that 
at  said  date  he  was  aware  of  Whitney's  invention.    In  it  he  says : 

I  inclose  herewith  an  amendment  to  the  application  of  William  Brewer,  filed 
November  16,  1905,  Serial  No.  287,700.  The  new  claims  cover  more  specifically 
applicant's  Invention  and  no  doubt  will  meet  any  limited  claims  that  may  be 
drawn  in  the  application  of  Linwood  6.  Whitney  which  is  priding  in  the 
Patent  Office. 

In  this  connection  the  following  statement  on  page  9  of  Brewer's 
brief  is  suggestive: 

It  was  in  August,  1905,  that  Brewer,  realizing  that  his  business  demanded 
the  protection  of  the  other  modification  of  sales-books  capable  of  conjoint  use 
with  the  system  that  he  had  introduced  and  perhaps  divining  the  possibility 
of  Whitney's  shifting  to  another  form  of  sales-book  to  avoid  infringement  of 
his  patent,  instructed  his  attorney  to  prepare  an  application  that  would  cover 
the  other  modifications,  including  among  others  the  sales-book  involved  herein 
(Brewer,  Q.  60). 

From  all  the  circumstances  of  the  case  it  seems  clear  that  the  only 
conclusion  that  can  be  drawn  is  that  knowledge  had  come  to  Brewer 
of  the  commercial  exploitation  by  Whitney  of  the  invention  of  the 
issue  and  that  the  filing  of  the  Brewer  application  resulted  there- 
from. Brewer  did  not  place  the  device  upon  the  market  until  nearly 
two  years  later,  and  how  did  it  happen  that  Brewer  suddenly  realized 
that  his  business  demanded  the  protection  of  the  other  modifications 
of  sales-books  and  that  he  divined  the  possibility  of  Whitney's  shift- 
ing to  another  form  of  sales-book  at  the  precise  time  Whitney  was 
diligently  replacing  his  old  books  with  the  new  ones  unless  Brewer 
had  knowledge  thereof} 
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A  further  holding  of  the  Examiners-in-Chief  that  there  must  be — 

definite  proof  that  Brewer's  period  of  concealment  was  broken  only  by  knowl- 
edge that  Whitney  was  in  the  field — 

is  not  in  accord  with  the  holding  of  the  authorities.  Where  a  long 
period  of  concealment  is  broken,  following  knowledge  that  another 
party  has  entered  the  field,  the  holding  of  the  courts  is  to  the  effect 
that  the  law  will  presume  that  period  of  concealment  was  broken 
because  of  such  knowledge. 

The  contention  of  Brewer  that  he  did  not  conceal  and  suppress  his 
invention  is  not  borne  out  by  the  testimony.  The  only  parties  to 
whom  he  mentions  disclosing  his  invention  are  Sanneman  and  Patten, 
and  in  answer  to  cross-question  142  he  states : 

X-Q.  142.  Were  they  friends  in  whom  you  had  confidence  that  when  you 
showed  thera  these  inrentions  they  would  not  disclose  them  to  your  detriment? 
A«  They  were  friends,  nnd  I  had  no  such  fear. 

It  is  noted  that  Brewer  was  the  first  to  file  his  application ;  but  this 
fact  is  not  believed  to  bring  his  case  outside  the  doctrine  of  equitable 
estoppel,  provided  Brewer  had  knowledge  prior  to  the  filing  of  his 
application  of  the  commercial  activity  of  Whitney  and  his  period  of 
concealment  was  broken  and  his  application  filed  in  view  thereof. 
The  courts  make  no  distinction  in  their  application  of  the  doctrine 
as  to  whether  the  party  who  is  stirred  into  activity  and  his  period  of 
concealment  broken  by  knowledge  that  the  other  party  has  placed  the 
invention  upon  the  market  and  given  it  to  the  public  is  the  first  or 
the  last  to  file  his  application. 

In  the  case  of  Matfhes  v.  Burt  (C.  D.,  1905,  574;  114  O.  G.,  764; 
24  App.  D.  C,  265)  the  Court  of  Appeals  of  the  District  of  Olumbia 
stated : 

Having,  then,  completed  the  inyoitlon  and  satisfied  himself  of  its  utility, 
as  claimed,  Matthes  deliberately  concealed  it,  suppressing  its  nse  and  withhold- 
ing it  from  the  public.  How  long  he  might  have  pursued  this  policy  with  no 
rival  in  the  field  is  of  course  conjectural ;  but  it  is  certain  that  he  showed  no 
substantial  intention  of  change  of  policy  until  he  had  obtained  definite  knowl- 
edge of  Burt's  exploitation  of  the  same  invention. 

In  Howard  v.  Bowes^  supra^  the  same  Court  held : 
His  invention,  according  to  his  own  statement,  was  perfected  sometime  in 
the  fall  of  1904,  and  yet  he  did  nothing  toward  asserting  his  rights  until  more 
than  a  year  had  elapsed,  and  his  reason  for  then  acting,  as  above  stated,  was 
that  Bowes  had  placed  his  rack  uiK)n  the  market  Howard  was  under  no  ob- 
ligation to  give  the  public  the  benefit  of  his  discovery,  but  by  failing  to  do  so 
be  assumed  the  risk  that  some  other  inventor  might  do  so  and  thus  in  the  eyes 
of  the  law  become  the  prior  inventor,  and  as  such  entitled  to  a  patent  {MMon 
V.  Hepburn,  C.  D.,  1898,  510;  84  O.  G.,  147;  13  App.  D.  O.,  86;  Thomson  v. 
Weston,  C.  D.,  1902,  521;  99  O.  G.,  864;  19  App.  D.  C,  373;  Matthes  v.  Burt, 
C.  D.,  1905,  574;  114  O.  G.,  764;  24  App.  D.  C,  265;  Bliss  v.  McElroy,  0.  D., 
1907,  537;  128  O.  G.,  458;  29  App.  D.  C,  120;  Richards  v.  Burkholder,  O.  D. 
1907,  668;  128  O.  G.,  2533;  29  App.  D.  G.,  485.) 
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In  the  recent  case  of  International  Tel.  Mfg.  Co.  v.  Kellogg  S.  B. 
€&  S.  Co.'  (171  Fed.  Rep.,  651)  the  Circuit  Court  of  Appeals  of  the 
Seventh  Circuit  said  concerning  equitable  estoppel : 

Dean  was  the  first  and  true  inventor  of  the  device  in  suit  There  being  no 
Mbandonment,  no  public  use  or  sale,  and  no  publication,  within  the  terms  of 
uection  4886,  Rev.  St.  (U.  S.  Comp.  St.  1901,  p.  3382),  his  right  to  the  patent 
is  not  assailable  on  statutory  grounds.  So  far  as  equities  are  concerned,  Dean, 
in  spite  of  his  delay,  was  the  first  to  put  the  device  Into  commercial  use  and  the 
first  to  apply  for  a  patent.  If,  during  Dean's  suspension  of  activities,  McCor- 
mick  had  either  patented  the  device  or  brought  it  Into  public  use  without  a 
patent,  the  public  would  have  been  Indebted  to  McCk>rmick  for  benefits  conferred, ' 
and  Dean  might  well  be  held  estopped  by  his  delay  from  claiming  the  public 
grant ;  but  In  our  judgment  neither  reason  nor  authority  sanctions  an  estoppel 
against  the  first  and  true  inventor  unless  the  later  comer  has  cut  in  between  and 
made  the  public  his  debtor  by  being  the  first  to  get  to  the  Patent  Office  or  the 
market  {Kendall  v.  Winsor,  21  How.,  328;  16  L.  Ed.,  165;  Consolidated  Fruit 
Jar  Co.  V.  Wright,  94  U.  S.,  92;  24  L.  Ed.,  68;  Savary  v.  Lauth,  Fed.  Cas.  No. 
12,389;  White  v.  Allen,  Fed.  Caa  No.  17,535.)  The  decision  in  Universal  Add- 
ing Maeh.  Co.  v.  Comptograph  Co.,  (146  Fed.,  981;  77  G.  G.  A.,  227)  is  to  the 
same  effect,  when  the  general  expressions  are  read,  as  they  should  be,  hi  the 
light  of  the  particular  facts. 

It  is  held,  first,  that  Brewer's  device  of  1902  constitutes  merely  an 
abandoned  experiment  and  not  a  reduction  to  practice,  and,  second, 
that  if  Brewer's  early  device  be  considered  a  reduction  to  practice 
instead  of  an  abandoned  experiment  by  reason  of  his  long  delay  and 
concealment  of  the  invention  he  forfeited  his  rights  in  favor  of  Whit- 
ney, who  was  the  first  to  pUce  the  device  upon  the  market  and  give 
it  to  the  public. 

Concerning  the  denial  by  the  Examiner  of  Interferences  of  Whit- 
ney's motion  to  strike  out  the  entire  depositions  of  Brewer  and  Pat- 
ten, because  of  their  refusal  to  answer  certain  questions  asked  them, 
it  is  believed  the  decision  below  was  right,  since  it  does  not  appear 
that  Whitney  was  entitled  to  the  information  sought  or  that  it  could 
have  any  bearing  upon  the  present  controversy. 

The  decision  of  the  Examiners-in-Chief  is  reversed^  and  priority 
of  invention  is  aicarded  to  Linwood  G.  Whitney. 


Klenk  v.  Kruse. 

Decided  February  15,  1912. 

177  O.  G.,  1300. 

Intebferencv — Amendment     of     Pbeliminaby     Statement — ^Acceptance     ov 
Testimony. 
Record  reviewed  and  Held  to  show  no  abuse  of  discretion  on  the  part 
of  the  Examiner  of  Interferences  in  allowing  the  Junior  party  to  amend 
his  preliminary  statement  and  in  accepting  such  testimony  as  in  his  opin- 
ion was  properly  presented  thereunder. 

On  Petition. 

542.82"— 13 ^12 
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PACKINQ-€ABK» 

Mr.  n.  H.  Bliss  for  Klenk. 
Mr.  Obed  C.  Billman  for  Kruse. 

Tennant,  Assistant  Commissioner: 

This  is  a  petition  by  Kruse — 

for  the  exercise  of  the  supervisory  power  of  the  Ck)i]amiB8ioner  of  Patents  to 
purge  the  records  of  improper  and  surreptitious  matter  filed  without  authority, 
and  for  the  correction  of  clear  and  palpable  errors  apparent  on  the  face  of  the 
record. 

The  grounds  given  as  a  basis  for  this  petition  are  to  the  effect  that 
the  party  Klenk,  under  date  of  January  27,  1910,  filed  an  amended 
preliminary  statement,  the  legal  effect  of  which  was  to  shift  the  dale 
of  reduction  to  practice  of  the  invention  in  issue  from  September  1, 
1907,  to  August  15,  1906,  which  it  is  alleged  was — 

contrary  to  the  ruling  of  the  E2xa miner  of  Interferences  on  his  motion  to  amend, 
and  without  serving  a  copy  of  said  amended  statement  upon  his  opponent. 

It  is  asserted  that  the  permission  given  by  the  Examiner  of  In- 
terferences was  merely  to  insert  the  dimensions  of  a  certain  device 
said  to  have  been  constructed  on  .or  about  August  15,  1906.  and  did 
not  permit  that  this  device  should  be  considered  as  a  reduction  to 
practice  of  the  invention.  It  is  urged  that  by  reason  of  this  fact 
all  testimony  in  behalf  of  Klenk  as  to  the  device  made  in  1906  was 
irrelevant  and  should  be  suppressed.  The  party  Kruse  therefore 
prays — 

that  the  amended  statement  filed  by  Klenk  without  authority  and  contrary  to  the 
ruling  of  the  Examiner  of  Interferences  be  stricken  from  the  files ;  that  all  testi- 
mony taken  on  behalf  of  Klenk  not  proper  under  the  terms  of  the  original  prelimi- 
nary statement  and  the  ruling  of  the  then  Examiner  of  Interferences,  Fairfax 
Bayard«  denying  Klenk's  motion  to  amend  his  preliminary  statement,  be  treated 
as  null  and  void;  that  the  Commissioner  issue  an  order  upon  the  Examiner 
of  Interferences  directing  him  to  grant  an  early  rehearing  of  this  cause  in 
accordance  with  such  further  directions  as  the  Commissioner  may  deem  proper ; 
that  the  time  set  for  taking  an  appeal  and  aU  further  proceedings  in  this  case 
be  suspended,  and  that  the  Commissioner  issue  such  other  and  further  orders 
in  the  premises  as  may  be  required  under  the  principles  of  equity  and  good 
conscience. 

There  is,  in  my  opinion,  absolutely  no  basis  for  the  bringing  of  this 
petition.  The  party  Klenk  filed  a  preliminary  statement  in  which 
he  alleged,  inter  alia — 

that  he  first  embodied  his  invention  in  a  model  which  was  made  about  the  15th 
day  of  August,  1906. 
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After  the  approval  of  the  preliminary  statements  on  January  6, 
1910,  he  filed  a  motion  to  amend  his  preliminary  statement  by  omit- 
ting the  term  "  model "  and  inserting  the  statement  that — 

be  first  embodied  his  invention  In  a  full-sized  crate  capable  of  operative  use, 

which  was  made  about  the  15th  day  of  August,  1906. 

In  his  decision  upon  this  motion  the  Examiner  of  Interferences 
said: 

It  seems  plain  that  there  has  been  no  new  discovery  of  fact  in  this  case,  and 
it  is  believed  that  under  the  ruling  of  Day  v.  Adt,  v.  Hardy  (0.  D.,  1906,  526; 
125  O.  6.,  2765)  relief  should  be  given  from  any  possibility  of  embarrassment 
through  the  use  of  the  word  "model"  in  the  preliminary  statement  It  is 
not  clear,  however,  that  the  proposed  preliminary  statement  accompanying  the 
motion  should  be  accepted.  I  am  not  prepared  to  rule  at  this  time  that  th«^ 
exhibit  offered  by  Klenk  at  the  hearing  is  a  full  size  device  and  I  do  not  be- 
lieve that  he  should  be  permitted  to  designate  it  so  in  an  amended  prelimi- 
nary statement  or  to  move  back  his  date  of  constructing  a  fuU  size  device  in 
an  amended  preliminary  statement.  It  would  seem  that  a  new  preliminary 
fltatement  should  be  filed  by  Klenk  in  which  expressions  of  conclusions  such  as 
"■  model  '*  and  **  full  size  device  **  are  omitted  and,  in  the  place  thereof,  tlie 
exact  facts  are  set  forth.  For  instance,  the  devices  made  can  be  designated 
by  measurements,  number  of  compartments,  capacity  of  bottle  to  be  carried,  etc. 

Klenk's  motion  to  amend  his  preliminary  statement  is  denied,  but  leave  is 
granted  him  to  file  an  amended  statement  of  the  character  indicated  on  or 
before  January  28,  1910. 

Pursuant  to  the  permission  given  an  amended  statement  was  filed 
by  Klenk  on  January  27,  1910,  one  day  within  the  limit  fixed  by 
the  Examiner  of  Interferences.  This  statement  was  approved  and 
testimony  duly  taken. 

In  respect  to  the  allegation  contained  in  the  petition  that  a  copy 
of  the  amended  statement  was  not  served  upon  the  opponent,  the 
inference  being  that  because  of  the  lack  of  such  service  counsel  for 
(he  opponent  was  not  advised  of  the  amendment  of  the  preliminary 
statement,  it  is  sufficient  to  say  that  on  February  1,  1910,  the  follow- 
ing order  was  received  from  Obed  C.  Billman,  attorney  of  record  for 
Kruse: 

Inclosed  find  remittance  of  $2.00  to  cover  cost  of  amended  preliminary  state- 
ment filed  by  Klenk  in  interference  No.  90,932.  I  am  not  sure  that  Klenk  has 
filed  such  an  amended  statement,  but  by  a  decision  rendered  by  the  Examiner 
January  13,  1910,  Klenk  was  granted  leave  to  file  an  amended  statement  on  or 
before  January  28,  1910. 

The  indorsement  upon  the  back  of  this  paper  shows  that  the  order 
was  filled  on  February  5, 1910.  It  is  clear  from  the  facts  above  stated 
that  counsel  for  Kruse  was  aware  that  the  amended  preliminary 
statement  filed  on  January  27,  1910,  had  been  accepted  by  the  Ex- 
aminer of  Interferences  and  the  testimony  was  taken  pursuant 
thereto. 
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The  Examiner  of  Interferences  did  not  in  any  way  abuse  the  dis- 
cretion vested  in  him  in  granting  Klenk  permission  to  file  an  amended 
preliminary  statement,  nor  did  his  successor  err  in  accepting  such 
testimony  as  in  his  opinion  was  properly  presented  under  the 
amended  statement.  There  is  clearly  no  reason  for  exercising  the 
supervisory  authority  of  the  Commissioner  in  the  manner  prayed  for 
in  this  petition. 

The  petition  is  denied. 


Ex  PARTE  Beard. 

Decided  February  fSt  1912. 

178  O.  G.,  319. 

AppucATioir — PBosECunoN — ^Abandon  ment. 

The  fact  that  an  amendment  filed  at  the  end  of  the  year  and  presenting 
new  claims  did  not  point  oat  wherein  those  claims  avoided  tiie  references 
did  not  justify  the  Examiner  In  holding  the  case  abandoned  tor  lack  of 
snfiicient  prosecution  where  it  appeared  that  the  new  claims  were  drawn 
along  the  line  of  an  allowed  claim. 

On  PirrrnoN. 

CAB-COUPLBB^ 

Messrs,  Mason^  Fenwick  <&  Lawrence  for  the  applicant 

Moore,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  holding  the 
above-entitled  application  abandoned  for  lack  of  proper  prosecution. 

The  record  shows  that  on  November  17,  1910.  the  Examiner  re- 
jected all  of  applicant's  claims  except  claim  8.  On  November  17. 
1911,  applicant  filed  an  amendment  in  which  he  canceled  all  the  re- 
jectcKl  claims  except  claim  10,  made  an  amendment  to  said  claim  and 
a  formal  amendment  to  claim  8,  and  added  two  additional  claims. 
The  Examiner  held  this  amendment  insufficient  in  that  applicant 
failed  to  point  out  wherein  the  new  claims  submitted  differentiated 
from  the  references  of  record. 

Applicant  states  that  the  new  claims  were  drawn  along  the  lines  of 
claim  8  and  included  the  features  upon  which  said  claim  was  sup- 
posed to  have  been  allowed,  and  that  under  these  circumstances  an 
argument  pointing  out  wherein  the  claims  differentiated  from  the 
references  was  deemed  unnecessary. 

The  Examiner  states  that  claim  8  was  overlooked  and  should  have 
been  rejected  in  his  action  of  November  17,  1910,  and  that  whether 
claim  8  was  rejected  or  allowed  would  not  seem  to  have  any  bearing 
on  the  status  of  the  case* 
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It  is  considered,  however,  that  the  action  of  the  Examiner  in  appar- 
ently allowing  claim  8  warranted  applicant  in  assuming  that  in  pre- 
senting his  claims  relating  to  the  same  subject-matter  an  argument 
was  unnecessary. 

The  record  further  shows  that  in  applicant's  previous  amendment, 
filed  August  20,  1910,  in  response  to  the  Examiner's  action  of  Janu- 
ary 28, 1910,  a  new  claim,  without  argument,  was  presented,  concern- 
ing which  the  Examiner  raised  no  question  about  the  tuflSciency  of  the 
action.  Apparently  applicant  had  no  reason  to  suppose  that  in  pre- 
senting a  similar  amendment  at  the  end  of  the  year  a  diflferent  view 
of  the  matter  would  be  taken  by  the  Examiner. 

Under  the  conditions  presented  it  is  held  that  the  amendment  of 
November  17,  1911,  was  a  proper  prosecution  of  the  case  and  that 
the  application  is  not  abandoned. 

The  petition  is  (/ranted. 


DiETZE  AND  DlETZE  V,  GuSSMAN. 

Decided  ApHl  8,  1912. 

178  O.  G.,  319. 

INTEBFEBENCE — TeSTIMONT — SUBBEBtrrTAL. 

Where  O.  introduced  In  evidence  as  proof  of  reduction  to  practice  of  the 
invMition  in  issae  certain  machines  and  in  rebuttal  D.  introduced  testi- 
mony to  show  that  these  machines  would  not  operate  in  the  manner  alleged, 
Held  that  O.  was  not  entitled  to  take  surrebuttal  testimony. 

Appeal  on  Motion. 

DUFLICATING-IC  ACH INE. 

A/r.  John  Z>.  CapUnger  for  Dietze  and  Dietze. 
Mr.  Arthur  B,  Jenkins  for  Gussman. 

Moore,  Commissioner: 

This  is  an  appeal  by  Gussman  from  a  decision  of  the  Examiner  of 
Interferences  denying  his  request  for  permission  to  take  surrebuttal 
testimony. 

During  the  taking  of  his  testimony-in-chief  Gussman  introduced 
in  evidence  as  proof  of  his  reduction  to  practice  of  the  invention  in 
issue  a  certain  exhibit,  which  was  marked  "Exhibit  Second,  Key 
Cutting  Machine.''  He  also  testified  that  this  machine  was  operated 
to  cut  keys  for  several  years,  stating  that  he  could  only  cut  blanks 
of  the  pin-cylinder  type.  In  rebuttal  Dietze  and  Dietze  offered 
testimony  to  show  that  the  construction  of  the  machine  was  such 
that  it  could  not  have  been  successfully  operated  to  cut  keys  of  this 
type.  It  is  alleged  on  behalf  of  Gussman  that  this  testimony  took 
him  by  surprise  and  that  he  was  entitled  to  offer  testimony  in  re- 
buttal thereof.  He  admits  that  it  was  his  duty  to  guard  against  all 
ordinary  attacks  upon  his  evidence,  but  submits  that  it  was  abso- 
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lutely  impossible  to  guard  against  "  erroneous  and  mistaken  suppo- 
sition "  as  to  the  operation  of  the  device. 

Gussman  having  introduced  this  machine  in  evidence,  the  testi- 
mony on  behalf  of  Dietze  and  Dicftze  that  it  would  not  operate  in 
the  manner  alleged  was  clearly  proper  rebuttal  and  such  as  Guss- 
man might  well  have  anticipated.  He  may  have  been  surprised  at 
the  view  that  the  witness  took  of  his  machine;  but  certainly  it  is 
not  a  legal  surprise  that  Dietze  and  Dietze  saw  fit  to  attack  the 
manner  of  operating  this  device. 

In  the  case  of  Ritter  v.  KraJcau  and  Connor  (C.  D.,  1903,  183; 
104  O.  G.,  1897)  it  was  held  that  Krakau  and  Connor  were  not  en- 
titled to  present  surrebuttal  testimony  where  Ritter  had  called  a 
witness  to  testify  that  the  device  shown  in  a  drawing  introduced  in 
evidence  on  behalf  of  Krakau  and  Connor  was  inoperative.  After 
stating  the  facts  of  the  case  it  was  said : 

The  record  does  not  support  the  allegation  of  surprise.  Wright's  testimony 
does  not  refer  to  a  new  subject,  but  merely  presents  a  different  view  of  the 
evidence  Introduced  by  Krakau  and  Connor.  They  Introduced  a  drawing  as 
proof  that  they  made  the  Invention  at  a  certain  date  prior  to  filing  their  appli- 
cation and  as  a  part  of  their  evidence  described  the  construction  and  operation 
of  the  device  shown  In  the  drawing.  To  rebut  this,  Ritter  attempted  to  show 
that  the  device  would  not  operate  as  described  and  was  Inoperative.  This  was 
legitimate  rebuttal  evidence.  Krakau  and  Connor  may  have  been  surprised 
at  the  reasoning  of  Wright  and  Ritter  as  to  the  operation  of  the  device  and 
may  differ  with  them  as  to  their  conclusion ;  but  there  is  no  good  ground  for 
the  allegation  that  new  matter  was  brought  into  the  case. 

The  decision  of  the  Examiner  of  Interferences  is  affirmedn 


Gammeter  v.  Thropp. 

Decided  ApHl  IS,  1912. 

178  O.  G.,  320. 

IlVTEBFERENCE — MOTION     TO     AMEND     PbELIMINABT     STATEMENT — ^DlBCBETION     OF 

Examines  or  Interfebences. 
When  the  Examiner  of  Interferences  postpones  consideration  of  a  motion 
to  amend  a  preliminary  statement  until  the  final  hearing,  his  action  will 
not  be  disturbed  unless  it  Is  apparent  that  in  so  ruling  he  has  abused  his 
discretion. 

Appeal  from  Examiner  of  Interferences  on  motion. 

tire-makino  machine. 

Mr.  Seward  Davis  for  Gammeter. 
Messrs.  Brown  dt  Seward  for  Thropp. 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  by  Gammeter  from  a  decision  of  the  Examiner 
of  Interferences  upon  his  motion  to  amend  his  preliminary  statement. 
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Upon  a  rehearing  the  Examiner  of  Interferences  ruled : 

In  cases  such  as  this  where  the  testimony  has  already  been  taken,  a  con- 
sideration of  the  question  of  the  right  to  amend  can  be  best  determined  upon 
a  review  of  all  of  the  evidence  when  the  case  is  talcen  up  for  final  disposition. 
If  the  evidence  Is  already  in  there  is  no  special  reason  for  passing  upon  the 
motion  to  amend  prior  to  final  disposition  of  the  case.  A  similar  situation 
arose  In  the  case  of  Bauer  v.  Crone,  (C.  D.,  1904,  336;  111  O.  G.,  Id39.)  In 
that  case  the  Examiner  of  Interferences  had  denied  Bauer^s  motion  to  amend 
his  preliminary  statement  and  also  denied  a  petition  for  rehearing.  Upon  ap- 
peal to  the  €k>mml8sloner  the  decision  of  the  Examiner  of  Interferences  was 
affirmed  and  Bauer  was  given  an  opportunity  to  renew  his  motion  to  augend 
when  the  case  came  up  for  final  hearing.  It  Is  believed  that  in  this  case  it 
might  have  been  well  to  postpone  consideration  of  the  original  motion  until 
the  case  was  ready  for  final  disposition.  Although  this  was  not  done,  there 
appears  to  be  no  sufficient  reason  for  further  investigating  the  matter  prior  to 
the  time  when  the  whole  case  can  be  considered  together.  The  pres^it  peti- 
tion for  rehearing  will  therefore  be  denied,  but  Gammeter  will  be  given  an 
opportunity  to  present  a  renewed  motion  to  amend  his  preliminary  statement 
at  the  final  hearing. 

When  the  Examiner  of  Interferences  postpones  consideration  of  a 
motion  to  amend  a  preliminary  statement  until  the  final  hearing,  his 
action  will  not  be  disturbed  unless  it  is  apparent  that  in  so  ruling  he 
has  abused  his  discretion.  No  such  abuse  of  discretion  appears. 
On  the  contrary,  inasmuch  as  it  is  necessary  to  consider  the  testimony 
in  order  to  properly  decide  the  motion,  the  Examiner  of  Interfer- 
ences wisely  postponed  his  decision  until  final  hearing. 

The  appeal  is  dismissed. 


Ex  PABTE  Pope. 

Decided  February  17,  1912. 

178  O.  G.,  320. 

Afpuoation — Claims  fob  Independent  Invention — PaAcrriOBi 

A  requirement  by  the  Examiner  that  claims  be  canceled  and  presented, 
if  at  all,  In  a  coi^ending  divisional  application  Held  reviewable  in  the  first 
Instance  by  the  Examiner&-ln-Chief  on  appeal. 

On  Petition. 

DRAFT-OBAB  AND  BUFFING   MECHANISM. 

Messrs.  BakeweU^  Byrnes  <&  Parmelee  for  the  applicant. 
Tennant,  Assistant  Commissioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  re- 
quiring that  certain  claims  recently  presented  in  this  case  be  can- 
celed and  presented,  if  at  all,  in  a  copending  divisional  application. 
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It  appears  that  the  divisional  application  was  based  upon  certain 
modifications  described,  but  not  illustrated,  in  this  application  and 
which  were  eliminated  from  this  case  upon  a  requirement  of  the 
Examiner  at  about  the  time  the  divisional  application  was  filed. 
The  Examiner  holds  that  the  claims  in  question  cannot  be  properly 
read  upon  the  present  disclosure  of  this  case,  but  can  be  properly 
entered  in  the  divisional  case.  Applicant  maintains  that  the  claims 
can  be  made  here  and  that  there  is  no  proper  line  of  division  between 
them  and  others  which  admittedly  have  a  foundation  in  this  appli- 
cation. 

The  question  presented  is  clearly  one  equivalent  to  a  requirement 
for  division,  and  it  is  well  settled  that  an  action  if  this  kind  is  re- 
viewable upon  appeal  to  the  Examiners-in-Chief  in  the  first  instance 
and  not  upon  petition.  {Ex  parte  SeUe,  C.  D.,  1904,  221 ;  110  O.  G., 
1728;  ex  parte  TuttU,  C.  D.,  1904,  537;  113  O.  G.,  1967;  ex  parte 
Barnes^  C.  D.,  1905,  69;  115  O.  G.,  247;  ex  parte  Bullock^  C.  D., 
1907,93;  127  O.  G.,  1580.) 

The  fact  that  the  Examiner  of  Interferences  shifted  the  burden 
of  proof  in  an  interference  involving  the  divisional  case  by  giving 
applicant  the  benefit  of  the  date  of  the  parent  case  is  not  controlling 
on  the  question  of  division.  In  order  to  so  shift  the  burden  of 
proof,  it  was  only  necessary  for  the  Examiner  of  Interferences  to 
find  that  the  second  case  was  a  true  division  of  the  earlier  case- 
This  is  admitted  by  the  Primary  Examiner.  Furthermore,  even  as- 
suming that  the  claims  in  question  can  be  read  accurately  upon  both 
the  drawing  and  description  of  each  of  the  cases,  the  requirement 
from  which  this  petition  is  taken  might  still  be  made  under  certain 
circumstances — ^as,  for  instance,  where  the  Examiner  was  of  the 
opinion  that  the  claims  in  question  cover  a  separate  species  or  an 
invention  distinct  from  that  previously  elected.  Applicant  has  mis- 
taken his  remedy. 

The  petition  is  dismissed. 


Ex  PARTE  Patterson. 

Bedded  May  j,  1912. 

178  O.  G..  885. 

L  Afpucation — ^Probecutton— Abawdonmeht. 

The  action  of  tbe  Examiner  in  referring  to  a  published  decision  of  the 
Oommlsflioner  for  his  reasons  for  holding  the  claims  unpatentable  HeUd 
sufficiently  definite  and  the  action  of  the  applicant  Held  insufficient  to 
save  the  case  from  abandonment. 
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2.  Same— SAMI&— Same. 

Where  an  applicant  in  every  instance  waits  until  nearly  the  end  of  the 
year  allowed  by  law  before  amending  his  case,  he  is  not  entitled  to  urge 
any  leniency  in  the  application  of  the  rule  that  his  actions  should  be  re- 
sponsive in  order  to  save  the  case  from  abandonment 

On  Petition, 

DOUBLE  VENDING-MACHINE. 

Mr.  Rudolph  M.  Hunter  and  Mr.  A.  A.  Thomas  for  the  applicant. 

Moore,  Commissioner: 

This  is  a  petition  from  the  holding  of  the  Examiner  that  this  case 
is  abandoned  for  faihire  upon  the  part  of  the  applicant  to  take 
proper  action  within  the  year  following  the  rejection  of  January  8, 
1910. 

On  that  date  the  Examiner  rejected  claims  1,  2,  3,  4,  and  6,  newly 
presented  in  the  preceding  amendment,  upon  the  references  and  rea- 
sons which  had  been  cited  against  the  claims  they  replaced,  also  upon 
the  patent  to  Webster.  No.  837,362,  for  similar  reasons.  For  the 
reasons  why  the  claims  were  unpatentable  over  each  of  the  refer- 
ences cited  the  Examiner  made  reference  to  the  decision  in  ex  parte 
Cosier.  (C.  D.,  1900,  5;  90  O.  G.,  446.)  In  replying  to  the  rejection 
of  January  8, 1910,  the  applicant  inserted  seven  new  claims  and  sub- 
mitted "  remarks  "  covering  about  a  page.  In  the  remarks  he  dwelt 
at  length  upon  what  he  considered  the  insufficiency  of  the  Examiner's 
previous  action;  but  he  made  no  effort  to  point  out  wherein  either 
the  new  or  the  old  claims  were  patentable  over  the  references  cited. 

Applicant's  objection  that  the  Office  action  did  not  state  the  reasons 
for  rejection  with  sufficient  fullness  is  not  found  to  be  well  taken. 
The  reasons  for  rejecting  certain  classes  of  claims  to  coin-controlled 
apparatus  are  more  fully  and  carefully  set  forth  in  the  decision  cited 
by  the  Examiner  than  could  be  done  in  the  average  Office  letter. 
While  the  applicant  might  have  disagreed  with  the  Examiner  as  to 
the  applicability  of  the  reasons,  it  is  not  apparent  why  there  should 
have  been  any  misunderstanding  of  the  rejection. 

Furthermore,  if  he  did  not  understand  the  reasons  he  should  have 
made  a  request  for  further  explanation  before  the  last  day  of  the 
year  allowed  for  amendment.  In  every  instance  applicant  has  waited 
until  nearly  the  end  of  the  year  allowed  by  law  before  amending  his 
case.  Under  such  conditions  he  is  not  entitled  to  urge  any  leniency  in 
the  application  of  the  rule  that  his  action  should  be  responsive  in 
order  to  save  the  case  from  abandonment. 

The  amendment  of  January  23, 1911,  is  clearly  unresponsive  to  the 
Examiner's  action,  and  the  case  was  properly  held  abandoned. 

The  petition  is  denied. 
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Brakeley  V.  Sears  &  Nichols  Company. 

Decided  September  30,  191U 

178  O.  G.,  885. 

1.  Trade-Marks — "  Evergreen  "    for    Canned    Fruits    and    Vegstarles— Dk- 

BCRIFnYE. 

The  word  "  Eh-ergreen "  Held  descriptive  as  applied  to  canned  fruits 
and  vegetables,  since  it  would  convey  to  the  average  purchaser  the  idea 
that  the  goods  so  marked  are  in  as  nearly  a  natural  and  fresh  condition 
as  it  was  possible  to  prepare  them  and  that  they  would  remain  so. 

2.  Same — OPFosmoN — Conteicforaneotts  Use  During  Ten-Year  Period. 

The  registration  of  the  word  "  Evergreen  "  as  applied  to  canned  fruits 
and  vegetables  Held  properly  refused  registration,  since  this  mark  is  de- 
scriptive of  the  goods  and  the  record  shows  that  the  opposer  had  also  used 
this  mark  on  the  same  goods  during  the  ten-year  period. 

Appeal  from  Examiner  of  Interferences. 
trade-mark  for  canned  fruits,  vegetables,  pork  and  beans,  and  baked  beans 

WITH  tomato  sauce. 

Messrs.  Howson  <&  Howson  for  Brakeley. 

Messrs.  Taylor  <&  Hulse  and  Messrs.  Steuart  <&  Stetuirt  for  The 
Sears  &  Nichols  Company. 

Moore,  Com/missioned : 

This  is  an  appeal  by  The  Sears  &  Nichols  Company  from  a  deci- 
hion  of  the  Examiner  of  Interferences  sustaining  an  opposition  filed 
by  Brakeley  and  holding  that  The  Sears  &  Nichols  Company  is  not 
entitled  to  the  registration  for  which  it  has  made  application. 

The  applicant  seeks  to  register  the  word  "  Evergreen  "  as  a  trade- 
mark for  canned  fruits,  vegetables,  pork  and  beans,  and  baked  beans 
with  tomato  sauce.  The  ground  of  the  opposition  is  that  the  word 
"  Evergreen  "  is  descriptive  of  the  goods  to  which  it  is  applied,  that 
ihe  opposer  had  used  this  word  as  a  trade-mark  for  canned  peas 
during  the  ten  years  preceding  the  passage  of  the  Trade-Mark  Act 
of  February  20,  1905,  and  that  therefore  The  Sears  &  Nichols  Com- 
pany had  not  had  exclusive  use  of  the  same. 

It  is  well  settled  that  if  a  mark  is  actually  a  technical  trade-mark 
the  allegation  of  ten  years  exclusive  use  may  be  treated  as  surplus- 
age. {E.  Mcllhenntfs  Son  v.  The  New  Iberia  Extract  of  Tabasco 
Pepper  Co.,  Ltd.,  C.  D.,  1910,  343;  153  O.  G.,  547;  34  App.  D.  C, 
430.) 

In  the  present  case,  however,  it  is  believed  that  the  word  "  Ever- 
green "  as  applied  to  canned  fruits  and  vegetables  is  descriptive, 
since  it  would  convey  to  the  average  purchaser  the  idea  that  the 
goods  so  marked  were  in  as  nearly  a  natural  and  fresh  condition  as 
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it  was  possible  to  prepare  them  and  that  they  would  remain  so.  The 
mark  being  descriptive  and  the  testimony  on  behalf  of  the  opposer 
showing  that  he  had  actually  used  this  mark  on  canned  peas  between 
1897  and  1905,  applicant  is  not  entitled  to  the  registration  for  which 
it  has  made  application. 
The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PARTE  Bryan. 
Decided  April  12,  1912. 

178  O.  G.,  886. 

Patewtabilitt— AirnciPATiow — Subseqvently-Obantkd  Patent. 

The  practice  of  citing  as  references  patents  which  were  granted  sub- 
flequently  to  an  appUcant's  filing  date  but  on  applications  filed  prior  to  that 
date  Held  proper. 

On  Petition. 

CABBURBTBl. 

Mr.  Otto  R.  Bamett  for  the  applicant. 

Moore,  Commissioner: 

This  is  a  petition  that  the  Examiner  be  instructed  that  it  is  im- 
proper practice  to  cite  patents  as  references  which  were  granted  sub- 
sequently to  the  applicant's  date  of  filing,  although  the  applications 
on  which  the  patents  were  granted  were  filed  prior  to  that  date. 

It  has  long  been  the  practice  in  this  Office  to  cite  such  references, 
and  the  question  here  raised  has  been  specifically  considered  both  by 
the  Commissioner  und  the  Court  of  Appeals  of  the  District  of  Co- 
lumbia and  decided  adversely  to  the  petitioner's  contention  in  each 
instance.  {Ex  parte  Eddlehlute,  C.  D.,  1890,  124;  52  O.  G.,  751; 
MiUett  and  Reed  v.  Duell,  C.  D.,  1901,  410;  96  O.  G.,  1241;  18  App. 
D.  C,  186;  ex  parte  Guenther^  92  MS.  Dec.,  290,  decided  November  9, 
1908.) 

Petitioner  has  cited  several  decisions  of  tJie  Federal  courts  in  pat- 
ent cases  which  he  alleges  support  his  contention.  In  all  these  cases, 
however,  it  appears  that  the  court  was  either  specifically  discussing 
the  statutory  defense  of  prior  patenting  or  publication  (sec.  4920  of 
the  Revised  Statutes)  or  failed  to  distinguish  the  defenses  of  prior 
patenting  and  prior  invention,  which  are  made  separate  defenses 
under  the  section  of  the  statute  above  cited.  Petitioner  also  fails  in 
enumerating  in  his  brief  the  statutory  bars  to  the  granting  of  a  patent 
to  include  the  first  one  mentioned  in  section  4886  of  the  Revised 
Statutes,  in  the  following  words: 

not  known  or  used  by  others  in  this  country,  before  his  inyention  or  discovery 
thereof, 
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which  is  the  bar  corresponding  to  the  statutory  defense  of  prior  in- 
vention just  referred  to. 

The  filing  of  an  allowable  application  in  the  Patent  Office  is  evi- 
dence of  constructive  reduction  to  practice  of  the  subject-matter 
therein  disclosed,  and  when  such  application  becomes  a  patent  it  has 
passed  beyond  the  stage  when  it  may  lapse,  by  abandonment  or  other- 
wise, into  a  mere  abandoned  experiment  and  constitutes  prima  facie 
evidence  that  the  subject-matter  disclosed  was  known  to  others  at 
least  as  early  as  the  date  of  filing  of  the  application  upon  which  the 
patent  was  granted. 

Where  the  subject-matter  in  question  is  merely  shown  and  not 
claimed  in  the  patent  cited  as  a  reference,  it  is  only  necessary  for  the 
applicant  desiring  to  overcome  the  reference  to  file  the  affidavits  pro* 
vided  for  in  Kule  75,  showing  that  he  made  the  invention  prior  to 
the  date  of  filing  of  the  references.  His  failure  or  refusal  to  present 
such  affidavits  raises  a  presumption  that  he  is  in  fact  not  the  original 
and  first  inventor  thereof.  Both  upon  principle  and  upon  the  author- 
ity of  the  cases  above  referred  to,  therefore,  it  is  clear  that  the  Ex- 
aminer may  properly  cite  references  of  the  character  mentioned. 

The  manner  of  applying  these  references  to  the  claims  in  this  case 
and  their  relevancy  as  anticipating  references  is  a  matter  of  merits, 
which  will  be  considered  on  appeal  and  not  upon  a  petition  of  this 
nature. 

The  petition  is  denied. 

Ex  PARTE  Palmer. 

Decided  March  2.  191ft. 

178  O.  G.,  886. 

1.  Patentability— Reibsttb. 

The  delay  In  filing  an  application  for  reiSBue  Held  BufllcientTy  accounted 
for  and  not  unreasonable. 

2.  Same — Same. 

Claim  2  Held  unpatentable  in  view  of  the  prior  art  ond  claims  1  and  5 
Held  unpa tenable  as  covering  an  invention  different  from  that  disclosed 
in  the  original  application. 

Appeal  from,  Examiners-in-Chief • 

hammock. 

Messrs.  Emery  A  Booth  for  the  applicant. 

BiixiNGS,  First  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  Primary  Examiner  rejecting  claims  1,  2,  5,  6,  7,  and  8 
in  the  aboye-entitled  reissue  application. 
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The  Examiners-in-Chief  agree  with  .the  Examiner  in  the  refusal  of 
the*  claims  on  the  ground  that — 

applicant  Is  estopped  by  laches  from  the  prosecution  of  this  case  for  claims  of 
broader  scope  than  the  original  allowed  claims — 

and  also  on  the  ground  that  the  appealed  claims  are  anticipated  by 
the  British  patent  to  Amesbury,  No.  8,878  of  189^  The  other 
grounds  of  rejection  urged  by  the  Primary  Examiner  were  over- 
ruled by  the  Examiners-in-Chief. 

The  record  shows  that  there  has  been  a  delay  of  a  few  days  more 
than  two  years  and  two  months  from  the  date  of  the  grant  of  the 
original  patent  to  the  date  of  the  filing  of  this  application  for  reissue. 

It  is  admittedly  the  purpose  of  the  patentee  to  obtain  broader 
claims  by  means  of  a  reissue  patent  than  those  originally  granted  to 
him.  This  fact  so  appears  from  a  comparison  of  the  claims  now 
presented  with  those  of  the  original  patent,  and  it  is  also  admitted 
by  the  applicant  in  his  oath  filed  with  this  application,  in  which  he 
states  that — 

both  of  said  claims*  now  appearing  as  the  claims  of  the  patent,  are  defective 
to  cover  the  invention  in  that  they  are  limited  to  a  hinging  of  the  side  rails 
and  spreaders  to  each  other,  which  is  not  requisite  and  hence  unduly  restrict 
the  scope  of  the  patent 

In  the  case  of  Mahn  v.  Harwood  (C.  D.,  1885,  144;  30  O.  G..  657; 
112  U.  S.,  354)  Mr.  Justice  Bradley  said  in  speaking  of  the  delay 
in  3inier  v.  Bra88  Co.,  (C.  D.,  1882,  49;  21  O.  G.,  201;  104  U.  S., 
350:) 

We  suggested  that  a  delay  of  two  years  in  applying  for  such  correction 
should  be  construed  equally  favorable  to  the  public;  but  this  was  a  mere 
suggestion,  by  the  way,  and  was  not  intended  to  lay  down  any  general  rule. 
Nevertheless,  the  analogy  is  an  apposite  one,  and  we  think  that  excuse  for 
any  longer  delay  than  that  should  be  made  manifest  by  the  special  circum- 
stances of  the  case. 

In  the  case  of  TopUf  v.  Toplif  (C.  D.,  1892,  402;  59  O.  G.,  1257; 
145  U.  S.,  156)  the  Supreme  Court  of  the  United  States  said: 

In  Wollensak  v.  Reiher  (C.  D.,  1885,  310;  31  O.  G.,  1301;  115  U.  S.,  96)  there 
was  a  delay  of  more  than  five  years,  Mr.  Justice  Matthews  observing  that  "  the 
settled  rule  of  decision  is,  that  if  it  appears,  in  cases  where  the  cl^im  Is 
merely  expanded,  tliat  the  delay  has  been  for  two  years,  or  more,  it  is  ad- 
judged to  invalidate  the  reissoje,  unless  the  delay  is  accounted  for  and  excused 
by  special  circumstances,  which  show  it  to  have  been  not  unreasonable.** 

It  appears  from  the  oath  of  the  applicant  filed  with  the  present 
reissue  that  he  had  started  to  learn  the  scope  of  his  patent  before  the 
expiration  of  the  two  years,  but  that  his  activities  were  delayed  be- 
cause of  ilbiess  which  required  him  to  leave  his  business  and  to  travel. 
It  does  not  appear  that  there  are  any  intervening  rights  existing  or 
any  proposed  infringement  suits  which  urged  him  into  activity  in 
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filing  a  reissue.  I  am  of  theL  opinion  that  the  short  delay  is  suf- 
ficiently accounted  for  and  excused  and  that  it  is  shown  not  to  have 
been  unreasonable. 

It  remains  to  determine  whether  the  claims  submitted  are  antici- 
pated by  the  prior  art.  The  only  patent  seriously  considered  as  an 
anticipation  is  the  British  patent  to  Amesbury,  No.  8,878  of  1899. 
There  is  no  structure  in  either  of  the  patents  cited  which  shows  fixed 
side  rails  which  are  normally  held  in  the  same  plane  and  at  an 
equal  distance  apart  when  the  hammock  is  both  in  its  open  condition 
and  when  it  is  in  its  collapsed  condition,  and  therefore  claims  6,  7, 
and  8,  each  of  which  specify  such  a  structure,  are  not  anticipated  by 
the  prior  art.  Claim  2  does  not  cover  the  hammock  in  its  collapsed 
condition,  but  does  cover  the  structure  when  in  its  open  condition. 
It  reads  directly  upon  the  hammock  of  the  English  patent  when  that 
hammock  is  in  its  open  condition,  for  that  hammock  when  open  is 
so  constructed  that  there  is  provided  a  fixed  spacing  of  the  side  rails. 

Claims  1  and  5  cover  an  invention  which  is  different  from  the  in- 
vention of  the  original  patent.  These  claims  cover  a  hammock 
which  in  its  collapsed  condition  is  brought  "into  the  plane  of  the 
normally  positioned  side  rails."  In  this  phrase  the  word  "plane" 
modifies  or  defines  the  phrase  "normally  positioned  side  rails,"  so 
that  the  language  used  would  include  not  only  a  structure  in  which 
the  side  rails  are  always  in  the  same  plane  and  at  the  same  distance 
apart,  which  is  the  original  invention,  but  also  a  structure  in  which 
the  side  rails  are  always  in  the  same  plane,  but  nearer  to  each  other 
when  the  hammock  is  collapsed  than  they  are  when  the  hammock  is 
open.  This  latter  specified  structure  is  different  from  that  originally 
invented  and  disclosed  in  the  patent,  a  reissue  of  which  is  sought. 
Claims  cannot  be  granted  in  a  reissue  which  are  so  worded  as  to 
cover  a  different  invention  from  that  disclosed  in  the  original  patent. 
If  such  be  the  facts,  the  reissue  claims  are  invalid.  Claims  1  and  5 
are  therefore  unpatentable  in  the  reissue  application. 

The  decision  of  ths  Examiners-in-Chief  is  ajflrmed  as  to  claims  i, 
2,  and  6  and  is  reversed  as  to  claims  ff,  7,  and  8. 


Baetz  v.  Kukkuck. 

Decided  July  22,  1911. 

178  O.  G.,  887. 

Pbiowtt — Reduction  to  Practice — Abandoned  Experiment — Concealment. 

Priority  Held  properly  awarded  to  K.  on  the  ground  that  certain  machines 
built  by  B.,  who  was  the  first  to  conceive  the  invention  In  issue,  did  not 
constitute  a  reduction  to  practice  thereof  and  that  B.  was  not  diligent,  or 
that,  if  these  machines  did  constitute  a  reduction  to  practice  of  the  inven- 
tion, B.  had  lost  his  right  thereto  by  concealment 

Appeal  from  Examiners-in-Chief. 
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WOBD  If BCHANISIC  TGB.  DBTINQ  APPABATUa, 

Mr.  Henry  Baetz  pro  se. 

Messrs.  Howson  <&  Howaan  for  Kukkuck. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  by  Baetz  from  the  decision  of  the  Examiners-in- 
Chief  affirming  the  decision  of  the  Examiner  of  Interferences  award- 
ing priority  of  invention  to  Kukkuck. 

The  issue  is  in  ten  counts,  which  are  illustrated  sufficiently  by  the 
following: 

1.  A  feed  mechanism  comprising  a  pair  of  Juxtaposed  conyeyers,  and  having 
transverse  rib  formations  between  which  the  articles  may  be  confined,  and 
means  disposed  along  the  length  of  the  conveyers  for  Iceeping  the  adjacent  laps 
of  said  conveyers  spaced  permanently  apart,  substantially  as  set  forth. 

4.  A  feed  mechanism  comprising  a  pair  of  juxtaposed  conveyers  having  trans- 
verse ribs  or  bars  spaced  suitable  distances  apart,  the  material  treated  being 
inserted  between  the  adjacent  laps  of  the  conveyers  and  confined  between  the 
aforesaid  transverse  formations,  and  means  at  opposite  ends  of  the  transverse 
formations  for  permanently  keeping  the  adjacent  laps  of  said  conveyers  spaced 
a  suitable  distance  apart,  substantially  as  set  forth. 

10.  A  feed  mechanism  comprising  a  pair  of  transversely  slatted  sections 
traveling  conjointjy  and  in  Juxtaposition  and  closed  on  the  sides,  the  transverse 
formations  of  the  respective  sections  being  permanently  spaced  apart,  sub- 
stantially as  set  forth. 

The  invention  relates  to  feeding  mechanism  for  apparatus  intended 
to  dry  veneer  and  the  like.  The  feeding  mechanism,  as  shown  in  both 
applications,  consists  of  two  superposed  endless  carriers  having  a 
slatted  construction,  between  which  the  veneer  is  placed  while  drying. 
The  gist  of  the  present  invention  is  in  the  combination,  with  such 
conveyers,  of  spacing  devices  to  hold  the  adjacent  laps  thereof  slightly 
apart,  the  object  being  to  prevent  the  weight  of  the  upper  conveyer 
from  falling  upon  the  veneer  when  thin  veneer  is  being  dried.  This 
enables  the  veneer  to  contract  in  drying  without  cracking.  Thicker 
veneer  holds  together  sufficiently  to  dry  without  cracking,  notwith- 
standing the  weight  of  the  upper  conveyer. 

Baetz  in  his  preliminary  statement  alleges  conception  and  dis- 
closure in  the  spring  of  1904,  reduction  to  practice  in  May,  1904,  and 
again  in  the  spring  of  1905.  His  application  was  filed  November  22^ 
1907,  and  a  patent  issued  thereon  April  14, 1908.  He  gains  no  advan- 
tage by  reason  of  his  patent,  however,  because  it  was  inadvertently 
issued  on  an  application  filed  after  that  of  his  opponent. 

Kukkuck  alleges  conception  and  disclosure  in  November,  1904,  and 
reduction  to  piactice  in  July,  1906.  His  application  was  filed  Septem- 
ber 18,  1906.  The  testimony  of  Kukkuck  is  believed  to  establish  the 
allegations  of  his  preliminary  statement;  but  it  is  unnecessary  to 
enter  upon  a  discussion  of  it  here,  since  it  is  admitted  that  Baetz  was 
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the  first  to  conceive,  (p.  10,  Kukkuck's  brief,)  and  Kukkuck's  con- 
structive reduction  to  practice  by  filing  in  September,  1906,  will 
serve  him  as  well  as  the  actual  reduction  to  practice  claimed  by  him 
in  the  summer  of  1906,  under  the  circumstances  of  this  case,  as  will 
hereinafter  appear. 

The  decision  turns  upon  the  question  whether  certain  devices  made 
by  Baetz  in  May,  1904,  and  April,  1905,  constituted  a  reduction  to 
practice  of  the  invention  in  issue,  and,  if  so,  whether  he  has  forfeited 
his  rights  thereto  by  reason  of  his  subsequent  conduct. 

The  device  made  by  Baetz  in  May,  1904,  is  known  in  the  record  as 
the  "  gate  conveyer."  It  appears  from  his  own  testimony  that  this 
was  a  purely  experimental  device  which  consisted  of  a  pair  or  pairs 
of  gratings  formed  by  riveting  iron  bars  to  cross-pieces,  between 
which  the  veneer  to  be  dried  was  inserted,  and  the  gratings  them- 
selves were  in  turn  inserted  between  the  adjacent  runs  of  a  rope 
conveyer  with  which  Baetz  had  previously  been  experimenting. 

The  device  made  by  him  in  April,  1905,  is  known  as  the  "  finger 
conveyer."  This  appears  to  have  been  a  complete  machine  in  which 
the  feeding  mechanism  was  formed  by  transverse  slats  of  wood  se- 
cured to  endless  bands  of  flat  iron.  On  the  end  of  some  of  the  slats 
thin  pieces  of  metal,  referred  to  as  "  fingers,"  were  attached,  which  it 
is  claimed  were  intended  to  act  as  spacing  members,  such  as  called 
for  by  the  present  issue. 

It  is  claimed  by  Baetz  that  both  of  these  devices  were  successfully 
used  to  dry  veneer.  There  are  some  statements  to  this  effect  made 
by  other  witnesses  called  on  his  behalf.  The  record  is  entirely  silent, 
however,  as  to  whether  the  spacing  devices  actually  performed  the 
function  or  whether  the  machines  operated  in  the  way  presumed  by 
Baetz.  There  is  no  statement  as  to  the  actual  condition  of  the 
veneer,  either  before  or  after  the  operation,  and  no  witness  who  is 
nn  expert  in  the  art  was  called  to  corroborate  Baetz's  conclusion 
that  the  devices  were  successful. 

It  is  believed  that  the  testimony  offered  is  wholly  insufficient  to 
t»how  that  either  of  these  devices  was  a  reduction  to  practice  of  the 
invention.  If  there  were  any  doubt  on  the  matter,  however,  it  would 
have  to  be  resolved  adversely  to  Baetz  in  view  of  his  subsequent 
conduct.  The  "gate  conveyer"  was  immediately  dismantled  after 
the  test  and  was  never  again  used  or  reproduced.  The  "  finger  con- 
veyer "  was  also  dismantled,  and  while  Baetz  claims  that  it  was  on 
the  strength  of  the  results  of  this  machine  that  he  obtained  an  order 
from  the  St.  Louis  Basket  and  Box  Company  for  a  similar  drier  it 
is  significant  that  the  drier  which  he  thereafter  produced  for  them, 
the  so-called  "  Basket  and  Box  Company  drier,"  did  not  contain  the 
invention  in  issue.  It  lacked  the  spacing  devices.  The  same  is  true 
of  the  next  drier  built  by  Baetz,  known  as  the  "  1906  drier,"  which 
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was  completed  about  February,  1906.  In  July,  1906,  Baetz  filed  an 
application  for  patent  on  a  similar  drier,  which  also  failed  wholly  to 
mention  the  spacing  devices.  This  application  matured  into  the 
Patent  No.  835,843.  The  Basket  and  Box  Company  drier  attempted 
to  attain  the  results  flowing  from  the  use  of  the  spacing  devices  by 
stretching  the  lower  run  of  the  upper  conveyer  to  such  a  degree  as 
to  relieve  the  pressure  on  the  veneer.  Baetz  testifies  that  this  resulted 
in  frequent  breaking  of  the  chains  which  held  the  slats.  Notwith- 
standing his  claim  that  the  test  of  the  spacing  devices  in  the  earlier 
machines  proved  their  value  to  perform  this  function,  he  attempted 
to  overcome  the  difiiculty  caused  by  the  breaking  of  the  chains  in  the 
"  Basket  and  Box  Company  drier  "  by  reducing  the  length  of  the 
conveyers  from  100  to  28  feet,  thereby  sacrificing  nearly  three- 
quarters  of  the  capacity  of  the  machine.  This  was  the  construction 
of  the  "  1905  drier  "  and  the  one  which  he  thereafter  attempted  to  put 
upon  the  market.  He  seems  to  have  entirely  forgotten  the  use  of 
the  spacing  devices  until  his  attention  was  called  thereto  by  the  em- 
phasis laid  on  this  feature  in  the  testimony  taken  by  Kukkuck  in  an 
infringement  suit  pending  in  the  Federal  court  at  St.  Louis.  This 
occurred  in  the  fall  of  1907,  and  very  shortly  thereafter  Baetz's  ap- 
plication for  this  invention  was  filed  in  the  OfBce. 

In  the  case  of  Warner  v.  Smith  (C.  D.,  1898,  517;  84  O.  G., 
311;  13  App.  D.  C,  111)  an  apparent  abandonment  of  the  inven- 
tion similar  to  that  of  Baetz  in  this  case  was  held  to  warrant  the 
Office  in  assuming  that  what  was  claimed  to  be  a  reduction  to 
practice  was  in  fact  only  an  unsuccessful  experiment,  unless  the  con- 
trary was  proved  beyond  a  reasonable  doubt.  In  the  present  case 
there  is  this  additional  element  adverse  to  Baetz — ^namely,  that  he 
was  apparently  stimulated  into  activity  by  his  knowledge  of  Kuk- 
kuck's  claim  to  the  invention. 

It  must  be  held,  therefore,  that  Baetz  has  wholly  failed  to  prove 
any  actual  reduction  to  practice.  There  is  no  contention  by  Baetz 
that  he  was  exercising  diligence  in  reducing  the  invention  in  issue 
to  practice  between  the  completion  of  the  "  finger  conveyer  *'  of  1905 
and  the  filing  of  the  application  in  November,  1907,  during  which 
time  Kukkuck's  application  was  filed.  Kukkuck  is  therefore  clearly 
entitled  to  an  award  of  priority  for  the  reasons  stated. 

But  even  if  it  were  assumed  that  the  "gate  conveyer"  and  the 
"  finger  conveyer ''  made  by  Baetz  constituted  a  reduction  to  practice 
of  the  invention  he  would  still  be  unable  to  prevail,  for  the  reasons 
set  forth  in  Mason  v.  Hepburn  (C.  D.,  1898,  510;  84  O.  G.,  147;  13 
App.  D.  C,  86;)  Thomson  v.  Weston,  (C.  D.,  1902,  521;  99  O.  G., 
864;  19  App.  D.  Cs  873;)  Matthes  v.  Burt^  (C.  D.,  1905,  574;  114 
64282'--13 ^13 
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O.  G.,  764;  24  App.  D.  C,  265,)  and  others.  Baetz  did  not  disclose 
the  devices  to  any  one  skilled  in  the  art  so  far  as  the  record  shows, 
and  he  very  apparently  abandoned  the  invention  entirely  until  stimu- 
lated into  activity  by  knowledge  of  Kukkuck's  machine.  The  case 
therefore  presents  all  the  elements  of  estoppel  by  concealment  set 
forth  in  the  cases  above  referred  to  and  would  defeat  Baetz's  claim 
to  priority. 

The  decision  of  the  Examiners-in-Chief  is  affirmed. 


Ex  PARTE  Thaddeus  DAvms  Co. 

Decided  March  /,  1912. 

178  O.  a.  1151. 

TBADE-MaBKS — SlMILABITY — "  CJORO  " — "  COROLLA.** 

The  word  "  Coro  "  Held  to  so  nearly  resemble  the  word  "  Corolla  '*  that 
their  simultaneous  use  upon  goods  of  the  same  descriptive  properties  would 
be  likely  to  cause  confusion. 

On  Appeal. 

TBADE-lf  ABK  FOB  INKS. 

Mr.  W.  p.  Prehle^  Jr.^  for  the  applicant. 

Moore,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  word  "  Coro,"  printed  in  script  type, 
as  a  trade-mark  for  ink. 

The  registration  was  refused  in  view  of  the  registered  mark 
"  Corolla,"  No.  7,945,  on  the  ground  that  the  two  were  so  similar  as 
to  be  likely  to  cause  confusion.  In  support  of  his  holding  the  Ex- 
aminer cites  cases  in  which  "  Bex  "  and  "  Rexall,"  "  Carmen  "  and 
"  Carmencita,"  "  Purock  "  and  "  Pureoxia,"  respectively,  have  been 
held  so  similar  as  to  be  apt  to  cause  confusion  in  the  trade.  He  also 
cites  other  cases  in  which  the  similarity  to  the  present  case  is  not  so 
marked. 

Applicant's  argument  upon  this  appeal  deals  entirely  with  the 
difference  in  sound  in  the  two  words  when  pronounced  and  a  possible 
difference  in  significance.  Even  as  to  these  features  it  is  believed 
that  the  similarity  is  too  close  to  justify  registering  applicant's  mark; 
but  one  of  the  greatest  similarities  between  the  two  lies  in  the  ap- 
pearance which  the  words  present  to  the  eye.  If  there  were  any 
doubt  as  to  the  propriety  of  registering  a  mark,  it  is  believed  that  the 
cases  cited  by  the  Examiner  are  so  closely  analogous  as  to  be  control- 
ling in  this  instance. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirm^. 
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Ex  FARTS  Jennings. 

Decided  April  6, 1912. 

178  O.  G.,  1161. 

1.  Application — Fboskcution — Matters  or  Mebit  Not  Reviewable  on  Petition. 

The  ruling  of  the  Examiner  that  an  element  should  not  be  cited  more 
than  once  in  a  claim  and  that  the  claim  is  objectionably  functional  relates 
to  matters  of  merit  and  will  not  be  reviewed  on  petition. 

2.  Same — Same — Inoperativeness — Ground  of  Rejection. 

If  the  Bzaminer  believes  the  device  as  shown  and  described  to  be  in- 
operative,  he  should  make  this  one  of  the  grounds  of  rejection.  If  he 
believes  that  an  operative  device  is  disclosed,  but  intends  to  hold  merely 
that  the  illustration  in  the  drawing  is  inconsistent  with  such  disclosure  in 
the  specification,  the  requirement  should  be  worded  accordingly. 

On  Petition. 

railway-signal. 

Messrs.  Parker  <&  Burton  for  the  applicant. 

Moore,  Commissioner: 
This  is  a  petition  that  the  Examiner  be  instructed — 

1st :  that  the  Bxaminer  in  charge  of  this  application  be  advised  that  he  has 
no  right  to  dogmatically  assert  the  inoperativeness  of  a  device  of  this  char- 
acter; 2nd,  that  it  is  proper  to  cite  one  element  more  than  once  in  case  it  has 
more  than  one  function ;  3rd,  that  the  Examiner  be  instructed  that  the  refer- 
ence to  the  storage  battery  S  (insertion  line  25,  page  4)  is  not  necessarily 
required  to  be  In  both  circuits,  is  proper  and  need  neither  be  struck  out  or 
illustrated;  4th.  that  the  Examiner  be  instructed  that  the  claims  are  not  ob- 
je<»tlonably  functional ;  5th,  that  the  Examiner  be  instructed  that  the  claims  are 
not  incoherent;  6th.  that  the  Examiner  be  instructed  that  the  claims  are 
Sn  proper  form,  and  to  proceed  with  the  examination  of  the  case  upon  the 
merits;  7tb,  that  the  Bxaminer  be  cautioned  about  too  numerous  and  too  fre- 
quent objections  as  being  often  hypercritical  and  captious  and  tending  rather 
to  confuse  the  prosecution  of  the  case  than  to  result  in  good  where  they  are  too 
frequently  and  freely  made. 

The  second  and  fourth  prayers  of  the  petition  state  grounds  upon 
which  claims  in  the  case  stand  rejected.  As  they  relate  to  matter's 
of  merit,  therefore,  they  will  not  be  reviewed  upon  petition. 

The  first  prayer  of  the  petition  does  not  seek  a  holding  that  the 
device  as  shown  is  operative,  but  only  that  the  Examiner  could  not 
hold  that  it  is  inoperative  without  citing  his  authority.  I  do  not 
find  that  the  Examiner's  holding  upon  this  point  needs  any  further 
explanation  than  that  given  by  him.  Whether  he  is  right  in  the 
holding  is  a  matter  of  merits  which  will  not  be  decided  upon  a  pe- 
tition of  this  nature.  -  If  the  Examiner  believes  the  device  as  shown 
and  described  to  be  inoperative,  he  should  make  this  one  of  the 
grounds  of  rejection.    If  he  believes  that  an  operative  device  is  dis- 
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closed,  but  intends  to  hold  merely  that  the  illustration  in  the  drawing 
is  inconsistent  with  such  disclosure  in  the  specification,  the  require- 
n)ent  should  be  worded  accordingly. 

The  Examiner's  requirement  that  the  insertion  at  line  25,  page  4, 
should  be  illustrated  or  canceled  is  believed  to  be  a  strained  applica- 
tion of  the  rule  laid  down  in  ex  parte  Edgerton^  (C.  D.,  1902,  382 ; 
101  O.  G.,  1131.)  The  clause  referred  to  appears  to  be  little  more 
than  a  statement  that  certain  of  the  electrical  relations  shown  in 
the  drawing  are  not  absolutely  essential  to  the  invention.  General 
.statements  of  this  character  are  constantly  made  by  applicants  and 
considered  admissible. 

The  Examiner's  criticism  that  the  claims  are  incoherent  is  found 
to  be  unwarranted.  The  clauses  to  which  he  refers  seem  to  be 
quite  intelligible  whether  considered  in  the  light  of  their  form  prior 
to  amendment  or  not 

The  sixth  prayer  of  the  petition  is  merely  a  repetition  of  the  other 
in  general  form  and  need  not  be  separately  considered. 

The  request  that  the  Examiner  be  cautioned  against  too  numerous 
and  too  frequent  objections  is  not  such  a  one  as  will  be  considered 
upon  a  petition  of  this  character.  If  the  applicant  believes  he  has 
grounds  for  complaint  against  the  Examiner,  they  should  be  pre- 
Kiented  in  a  separate  paper  not  entitled  in  the  application. 

TJie  petition  is  denied  as  to  prayers  1  and  fi,  is  granted  as  to 
prayers  3  and  5,  and  dismissed  as  to  2^  4>  ^^  7. 


Ex  PARTE  WeLSBAGH. 

Decided  August  9,  191U 

178  O.  a,  1152. 

Patentabilitt — ITnAMEXTT  FOB  Electbio  Lamps. 

Claims  for  a  filament  for  electric  lamps  Held  onpatentable  in  view  of 
the  prior  art 

Appeal  from  Examiners-in-Chief, 

If ANtTFACTUBE  07  ELSOTBIO  VILAlfENTS. 

Messrs.  Pennie  ds  Goldshormigh  for  the  applicant. 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  rejection  by  the  Primary  Examiner  of  the  following 
claims : 

1.  An  Incandescent  filament  for  electric  lamps,  comprising  a  stable  electrically 
conducting  mixture  of  osmium  and  one  of  the  described  oxids. 
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2.  An  incandescent  filament  for  electric  lamps,  comprising  a  stable  electrically 
conducting  mixture  of  osmium  and  a  rare  earth. 

3.  An  incandescent  filament  for  electric  lamps,  comprising  a  stable  electrically 
conducting  mixture  of  osmium  and  thoroxid. 

4.  An  incandescent  filament  for  electric  lamps,  comprising  an  electrically 
conducting  mixture  of  a  metal  which  is  stable  at  a  temperature  above  the 
incandescing  temperature  of  the  filament,  and  rare  earth. 

5.  An  incandescent  filament  for  electric  lamps,  comprising  an  electrically 
conducting  mixture  of  a  metal  which  is  stable  at  a  temperature  above  the  in- 
candescing temperature  of  the  filament  and  a  plurality  of  the  oxids  described. 

6.  An  incandescent  filament  for  electric  lamps,  comprising  a  stable  electri- 
cally conducting  mixture  of  a  metal  of  the  platinum  group  and  thoroxid. 

The  references  relied  upon  are  as  follows:  Edison,  September  16, 
1«79,  No.  219,628;  Keynier,  June  14,  1881,  No.  242,984;  Thowless, 
December  20,  1898,  No.  616,276.  British  patents:  Langhaus,  No. 
2,438  of  1888;  Nernst,  No.  6,135  of  1898. 

The  nature  of  appellant's  invention  is  concisely  given  in  the  state- 
ment of  the  Examiner  as  follows : 

Applicant  makes  a  filament  by  mixing  pure  osmium  and  oxid  of  thorium  with 
a  binder,  squirting  the  mixture  through  a  die  and  then  burning  out  the  binder, 
so  that  the  finished  filament  consists  of  the  metal  osmium  and  the  oxid  of 
thorium.  Applicant  states,  beginning  in  line  5,  page  2,  that  the  osmium  may 
be  replaced  by  ruthenium  or  rhodium  and  the  thoria  (oxid  of  thorium)  may 
be  replaced  by  zlrconia  (oxid  of  zirconium). 

The  passage  in  appellant's  specification  (page  2,  line  6)  referred 
to  by  the  Examiner  reads  as  follows: 

However  ruthenium  or  rhodium  or  their  suitable  salts  either  In  whole  or 
part  may  be  used  in  place  of  the  osmium  and  the  thoria  may  be  replaced  in 
whole  or  part  iy  zlrconia — hereafter  to  be  understood  as  included  within  the 
term  "rare  earths"— or  the  yttrite  earths. 

A  claim  for  a  filament  composed  of  a — 

mixture  of  a  metal  of  the  platinum  group,  a  metal  oxid  and  yttrite  earth — 

was  allowed  by  the  Primary  Examiner.  Claims  covering  the  proc- 
ess of  making  appellant's  filaments  also  stand  allowed. 

It  is  noted  that  the  invention  defined  in  the  appealed  claims  is  a 
composite  incandescent  filament  for  electric  lamps.  Claim  4,  prob- 
ably the  broadest  in  scope,  states  that  the  filament  is  composed  of 
(1)  "an  electrical  conducting  mixture  of  a  metal  which  is  stable  at 
u  temperature  above  the  incandescing  temperature  of  the  filament" 
and  (2)  "rare  earth."  Claim  3,  the  most  specific  of  the  group, 
states  that  the  filament  consists  (1)  "  of  a  suitable  electrical  conduct- 
ing mixture  of  osmium  "  and  (2)  "thoroxid." 

The  patent  to  Edison  is  the  reference  mainly  relied  upon  by  the 
lower  tribunals.    The  specification  of  the  Edison  patent  states: 

The  object  of  this  invention  is  to  produce  a  candle  or  light-giving  body  by  the 
incandescence  of  a  conductor  of  electricity  in  the  form  of  a  cylinder,  prism, 
or  other  mass  of  a  size  adapted  to  yield  the  required  volume  of  light. 
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The  invention  consists  in  a  electric-light  giving  body  formed  of  a  conductor, 
such  as  finely-divided  platinum,  iridium,  ruthenium,  or  other  metal  difficult 
of  fusion,  incorporated  with  non-conducting  material. 

The  nature  of  the  non-conducting  material  is  given  in  another 
passage  of  the  specification  as  follows : 

I  mix  with  such  finely  divided  conductors  infusible  materials — such  as  oxid 
of  mngnesium  or  zirconium — in  different  proportions,  so  as  to  obtain  any 
degree  of  conductivity  required. 

In  the  patent  to  Reynier  it  is  stated  that  the  incandescent  con- 
ductor may  consist  of  refractory  metal,  like  iridium,  osmium,  ruthe- 
nium, etc.,  thus  showing  that  osmium  and  ruthenium  are  disclosed 
by  this  patent  to  be  equivalent  metals.  The  patent  to  Thowless  and 
British  Patents  Nos.  2,438  of  i888  and  6,135  of  1898  show  that  the 
oxids  of  thorium  and  zirconium  are  equivalent  refractory  earths  so 
far  as  incandescent  electric  lighting  is  concerned. 

As  noted  above,  appellant  acknowledges  in  his  specificaticm  that 
ruthenium  and  the  oxid  of  zirconium  are  the  equivalents,  respec- 
tively, of  osmium  and  the  oxid  of  thorium  and  may  be  used  in  place 
thereof.  The  position  of  the  lower  tribunals  is  that  no  invention 
was  involved  in  appellant's  substitution  in  place  of  Edison's  mixture 
of  ruthenium  and  the  oxid  of  zirconium  of  a  mixture  of  osmium  and 
thoroxid,  their  well-known  and  admitted  equivalents.  I  agree  with 
this  cdnclusion  reached  by  the  said  tribunals.  Furthermore,  there  is 
no  invention  in  appellant's  using  in  his  mixture  a  plurality  of  the 
oxids  mentioned  by  him,  as  called  for  in  claim  5. 

It  is  true  that  the  term  "  filament "  is  not  used  by  Edison  in  his 
specification,  and  apparently  at  the  date  of  his  patents  the  word  was 
not  commonly  used  in  this  art.  Edison,  however,  states  that  the 
light-giving  body  may  be  in  the — 

form  of  a  cylinder,  prism,  or  other  mass  of  a  size  adapted  to  yield  the  required 
volume  of  light. 

It  is  also  true  that  Edison  in  his  patent  did  not  contemplate  inclos- 
ing the  light-emitting  body  in  a  vacuum.  But  the  placing  of  the 
Jjght-emitting  body  or  filament  in  a  vacuum-bulb  was  old  in  the  prior 
art,  as  shown  by  the  patents  to  Reynier  and  Thowless.  To  the  con- 
tention that  appellant  was  the  first  to  invent  a  successful  commercial 
process  of  manufacturing  said  filaments  it  is  a  sufficient  answer  to 
state  that  appellant  has  been  allowed  in  this  application  claims  cover- 
ing his  process. 

The  further  rejection  by  the  Examiner  of  claims  2  and  4  upon  the 
ground  that  the  term  "  rare  earth  "  is  misdescriptive  is  well  taken. 

The  decision  of  the  Examiners-in-Ghief  is  affirmed. 
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Ex  PASTE  The  American  Suoab  Refining  Co. 

Decided  ApHl  2i,  1912. 
178  O.  G.,  1153. 

1.  TbADE-MaBKS — "CBYSTAi  DoMINO,"  FOR  SUGAB. 

The  words  "  Crystal  Domino,"  for  sugar,  Held  properly  refused  regfs- 
tration  in  view  of  the  prior  registration  by  the  same  applicant  of  the  word 
"  Domino  "  for  the  same  goods,  the  specimens  filed  being  substantially  the 
same  as  those  forming  part  of  the  application  upon  which  the  prior  regis- 
tration was  based,  (citing  Planien  t.  Canton  Pharmacy  Co.,  O.  D.,  1909, 
408;  143  O.  G.,  1113;  33  App.  D.  C.  268.) 

2.  Same — Same — ^Descbiftive. 

The  words  "  Crystal  Domino  **  Held  not  registrable  as  a  trade-mark  for 
sugar,  since  the  word  "  Crystal "  is  descriptive  of  such  goods. 

On  Appeal. 

TBADB-MABK   FOB   HABD   SUGAB. 

Messrs.  Betts^  Sheffield^  Benfley  <6  Betts  for  the  applicant. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiner  of  Trade-Marks 
refusing  to  register  the  words  "Crystal  Domino"  as  a  trade-mark  for 
sugar. 

Registration  was  refused  because  of  a  prior  registration  by  the 
same  party  of  the  word  "  Domino  "  for  goods  of  the  same  descriptive 
properties. 

It  is  urged  upon  appeal  that  the  mark  sought  to  be  registered  is 
not  the  same  as  the  mark  previously  registered,  that  the  word 
*^ Domino"  has  been  used  by  the  applicant  and  its  predecessor  in 
business  for  a  much  longer  period  than  have  the  words  "Crystal 
Domino,"  and  that  all  the  applicant  is  now  seeking  to  do  is  to  regis- 
ter another  valid  trade-mark  which  has  been  extensively  used  in  its 
business. 

In  my  opinion  registration  of  this  mark  was  properly  refused. 
The  record  of  the  prior  registration,  No.  73,099,  shows  that  the  speci- 
mens forming  part  of  the  application  upon  which  that  registration 
was  based  are  substantially  identical  with  those  which  are  a  part  of 
the  present  application.  In  each  case  the  label  shows  the  words 
"Crystal  Domino  Sugar,"  together  with  other  features,  which  are 
also  identical.  In  the  previous  registration  it  was  asserted  that  the 
trade-mark  sought  to  be  registered — ^to  wit,  "Domino"  alone — ^had 
been  used  in  business  by  the  corporation  since  August,  1900.  The 
present  application  for  registration  also  asserts  that  the — 

trade-mark  has  been  contisuously  used  in  business  by  said  corporation  since 
August,  1900. 
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In  the  decision  of  the  Court  of  Appeals  of  the  District  of  G)lum- 
bia  in  Planten  v.  Canton  Pharmacy  Go.  (C.  D.,  1909,  408;  143  O.  G., 
1113;  33  App.  D.  C,  268)  it  was  held  that  although  an  applicant  for 
registration  has  a  right  to  determine  the  features  of  his  label  which 
constitute  the  trade-mark  he  after  having  registered  one  thing  could 
not  when  the  exigencies  of  the  situation  demanded  limit  his  claim  to 
a  particular  feature  of  the  original  mark.  In  passing  upon  this  ques- 
tion the  Court  said: 

By  the  passage  of  the  Trade-Mark  Act  Congress  did  not  intend  to  confer  upon 
any  dealer  the  right  to  register  fictitious  marks  for  the  purpose  of  limiting 
and  restricting  the  field  of  registration  of  others.  When,  therefore,  the  Ck>m- 
mlssioner  is  satisfied  that  the  applicant  is  attempting  to  register  a  particular 
feature  of  a  registered  mark,  he  should  require  evidence  that  the  mark  of 
the  application  has  actually  been  used  as  a  trade-mark.  Not  having  limited 
bis  claims  in  his  original  application,  the  applicant  cannot  prove  statutory 
use  of  the  mark  of  the  second  application  by  showing  such  use  of  the  regis- 
tered mark.  In  other  words,  proof  of  the  use  of  the  words  "  Planten's  C  &  G 
or  Black  Capsules,"  in  a  case  where  those  words  have  been  registered  as  a 
trade-mark,  does  not  establish  the  use  of  the  words  "Black  Capsules"  as  a 
trade-mark,  for  the  words  eliminated  from  the  registered  mark,  are,  under  the 
prior  application  part  of  that  mark. 

It  is  seen  from  the  statement  above  quoted  that  where  an  afpplicant 
has  registered  a  composite  mark,  he  cannot  thereafter  be  permitted 
to  register  certain  individual  features  of  the  mark  without  showing 
statutory  use  of  such  features  standing  by  themselves  as  separate 
trade-marks.  For  similar  reasons  it  is  believed  that  an  applicant 
having  registered  an  individual  feature,  which  he  swears  in  a  decla- 
ration accompanying  his  application  is  his  trade-mark,  should  not 
thereafter  be  given  registration  of  another  mark  which  includes  the 
same  subject-matter,  together  with  other  features,  where  the  speci- 
mens filed  by  him  are  identical  or  substantially  identical  with  the 
labels  upon  which  the  previous  registration  was  based.  In  the  pres- 
ent case  not  only  are  the  specimens  the  same,  but  the  period  of  use 
alleged  is  the  same  and  the  registered  mark  is  merely  qualified  by 
the  single  word  "  Crystal." 

There  is  a  further  reason  why,  in  my  opinion,  this  registration 
should  be  refused — that  is,  upon  the  ground  that  the  word  "  Crystal  " 
is  descriptive  of  the  merchandise  upon  which  the  alleged  trade-mark 
is  used.  Although  the  record  shows  that  upon  argument  by  the  appli- 
cant the  Examiner  withdrew  his  objection  to  the  registration  of  the 
word  "  Crystal,"  upon  the  ground  that  the  word  "  Crystal "  qualified 
the  word  "  Domino  "  rather  than  "  Sugar,"  I  am  of  the  opinion  that 
this  word  as  used  upon  the  specimens  shown  is  of  a  descriptive 
rather  than  an  arbitrary  nature.  The  letters  of  the  word  "  Crystal " 
and  "  Sugar  "  are  of  the  same  size,  whereas  the  word  "  Domino  "  in 
each  instance  is  of  a  considerably  larger  size,  and  in  each  case  the 
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label  reads  "  Crystal  Domino  Sugar.**    "  Crystal "  is  obviously  de- 
scriptive of  sugar  and  does  not  lose  its  descriptive  significance  when 
printed  in  the  manner  shown  in  the  specimens. 
The  decmon  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Ex  PARTE  Turner. 

Decided  AprU  25,  1912. 

179  O.  G..  285. 

ArPucATioif — ^PBOSECunoir— Abandon  m  ent. 

Where  at  the  end  of  the  year  following  a  proper  final  rejection  the  appli- 
cant filed  an  amendment  complying  with  certain  formal  requirements  made 
by  the  Examiner  and  a  request  that  the  final  rejection  be  waived,  but  with- 
out any  sufficient  showing  why  such  action  should  be  taken,  Held  that  the 
application  is  abandoned. 

On  Petition. 

DYNAMO-ELECTRIC  MACHINE. 

Mr.  William  Henry  Taylor  and  Mr.  FrarJc  S.  Applem^n  for  the 
applicant. 

MooRB,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  hold- 
ing the  above-entitled  application  abandoned. 

On  February  3,  1910,  the  Examiner  finally  rejected  all  of  the 
claims,  on  the  ground  that  they  were  based  on  an  inoperative  struc- 
ture. He  notified  the  applicant  also  that  before  an  appeal  could  be 
forwarded  all  formal  matters  must  receive  attention.  On  February 
1, 1911,  an  amendment  was  filed  containing  a  new  sheet  of  drawings, 
an  amendment  to  the  specification,  and  a  request  that  the  Exam- 
iner waive  his  final  rejection — 

in  view  of  the  difficulties  encountered  in  working  out  the  problems  in  an  appa- 
ratus of  this  cliaracter. 

On  April  5,  1911,  the  Examiner  refused  to  enter  this  amendment, 
on  the  ground  that  the  case  was  under  final  rejection  and  that  the 
application  was  abandoned  for  lack  of  sufficient  prosecution.  The 
present  petition  was  filed  March  16,  1912. 

If  the  amendment  did  not  affect  the  merits  of  the  application,  but 
merely  presented  the  invention  more  clearly,  the  Examiner  might 
have  entered  the  amendment  under  the  ruling  in  ex  parte  Loppen- 
tien,  (C.  D.,  1906,  188;  122  O.  G.,  1723;)  but  the  amendment  was 
clearly  not  such  as  to  save  the  case  from  abandonment.  The  final 
rejection  appears  to  have  been  proper  in  view  of  the  record  of  the 
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^ase,  and  applicant  does  not  contend  that  it  was  premature.  The 
rule  requires  that  before  an  appeal  can  be  taken  all  preliminary  and 
intermediate  questions  relating  to  matters  not  affecting  the  merits 
must  be  settled;  but  this  does  not  extend  the  time  within  which  to 
take  the  appeal.  No  sufficient  reasons  were  given  in  connection  with 
the  amendment  of  February  2, 1911,  for  reopening  the  case. 

The  case  is  distinguished  from  ex  parte  Wynne^  {ante,  84;  176 
O.  G.,  1070,)  cited  by  the  applicant,  in  that  in  that  case  no  final 
rejection  had  been  entered.  In  fact,  the  claims  had  never  been 
rejected  by  the  Examiner,  but  he  had  insisted  upon  a  demonstration 
of  the  operativeness  of  the  process. 

The  Examiner^s  holding  that  this  application  was  abandoned  is 
dearly  right^  and  the  petition  is  denied. 


Ex  PABTE  Sims. 

Decided  AprU  29,  J 9 12. 

179  O.  G.,  285. 

1.  Tbade-Mabkb— Goods  of  the  Same  Descbiptite  Pboperthcs — Caitned  Fibh 

AND  Canned  Salmon. 
Canned  fish  and  canned  salmon  Held  to  be  goods  of  the  same  descriptive 
properties. 

2.  Same— Anticipation. 

A  trade-mark  consisting  of  the  words  "Harbor  Light"  in  association 
with  a  marine  scene  the  prominent  feature  of  which  is  the  representation 
of  a  lighthouse  Held  properly  refused  registration  In  view  of  the  prior 
registration  of  marks  consisting,  respectively,  of  the  word  "Harl>or"  and 
the  words  "  Light  House  *'  associated  with  the  picture  of  a  lighthouse  ap- 
plied to  goods  of  the  same  descriptive  properties. 

On  Appeal. 

TRADE-MABK  FOR  CANNED  SALMON. 

Mr.  n.  A.  Seymour  for  the  applicant 

Moore,  Commissioner: 

This  is  an  appeal  from  the  refusal  of  the  Examiner  of  Trade- 
Marks  to  register  as  a  trade-mark  for  canned  salmon  a  mark  con- 
sisting of  the  words  "  Harbor  Light"  in  association  with  a  marine 
scene  the  prominent  feature  of  which  is  the  representation  of  a 
lighthouse. 

The  refusal  to  register  was  based  on  the  following  registrations: 
Jed  Frye  &  Co.,  January  27,  1903,  No.  39,672;  Rosenstein  Brothers, 
December  22,  1903;  No.  41.718:  Jed.  Frv^e  &  Co.,  December  24,  1907, 
No.  66,679;  Rosenstein  Brothers  Inc.,  January  21,  1908,  No.  67,195. 
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The  mark  of  Jed  Frye  &  Co.  consists  otthe  word  "  Harbor."  The 
goods  upon  which  it  is  used  are  canned  fish.  The  mark  of  Rosenstein 
Bros,  consists  of  the  words  "  Light  House  "  and  the  picture  of  a  light- 
house. The  goods  are  stated  to  be  dried,  pickled,  or  otherwise- 
preserved  fish. 

It  is  contended  that  applicant's  goods  are  not  of  the  same  descrip- 
tive properties  as  that  of  the  registrants  and  that  his  mark  does  not 
so  nearly  resemble  theirs  that  their  simultaneous  use  would  be  liable 
to  cause  confusion. 

Under  the  rulings  of  the  Court  of  Appeals  of  the  District  of 
Coliunbia  canned  fish  and  canned  salmon  are  goods  of  the  same  de- 
scriptive properties.  In  the  case  of  John  Braadland^  Ltd.^  {posty 
432;  174  O.  G.,  1029;  37  App.  D.  C,  602,)  in  considering  whether 
a  mark  consisting  of  the  picture  of  a  bear  and  the  words  "  Teddy 
Bear  Brand  "  was  registrable  as  a  trade-mark  for  sardines,  the  Court 
said: 

Registration  was  refused  in  view  of  certain  existing  registered  marks,  the 
most  prominent  one,  whicb  will  be  sufficient  for  this  case,  being  that  of  the 
Northwestern  Fisheries  Company.  Its  mark  consists  of  the  picture  of  a  bear 
having  one  foot  resting  upon  a  fish,  the  same  being  surrounded  by  ornamental 
scrolls  and  surmounted  by  the  words  "  Pioneer  Fishery."  It  appears  that  the 
latter  mark  has  only  been  used  on  canned  salmon,  but  the  registration  includes 
all  kinds  of  canned  fish.  The  mark  could  therefore  at  any  time  in  the  future 
be  used  upon  canned  sardines.  The  fact  that  the  mark  has  not  been  used  on 
sardines  will  not  prohibit  the  owner  from  so  using  It  at  any  time.  Non-user 
will  not  deprive  the  owner  of  tlie  protection  of  the  courts. 

The  fact  that  applicant's  place  of  business  is  on  the  Pacific  slope, 
while  the  registrants  are  located  in  New  York,  is  believed  to  be 
immaterial. 

In  my  opinion  the  Examiner  of  Trade-Marks  was  right  in  holding 
that  applicant's  mark  so  nearly  resembles  that  of  the  registrants  as 
to  be  likely  to  cause  confusion  in  the  mind  of  the  public.  As  stated 
above,  the  mark  of  Jed  Frye  &  Co.  consists  of  the  word  "  Harbor." 
Obviously  the  words  "  Harbor  Light "  could  not  be  registered  in 
view  of  the  prior  registration  of  the  word  "  Harbor,"  and  the  fact 
that  these  words  are  associated  with  a  marine  scene  including  the 
representation  of  a  lighthouse  does  not  obviate  the  liability  of  con- 
fusion. The  mark  of  Rosenstein  Bros,  includes  the  representation 
of  a  lighthouse  and  the  words  "  Light  House,"  and  since  applicant's 
mark  includes  the  representation  of  a  lighthouse  the  liability  of 
confusion  is  obvious. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 
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Ex  PARTE  Gold. 

Decided  December  IS,  191U 

179  O.  G.,  286. 

Patentability — Process  of  Heating  by  Steam. 

Claims  for  a  process  of  heating  by  steam  Held  to  state  nothing  more 
than  the  function  of  the  apparatus  shown  and  to  be  anticipated  by  the 
prior  art. 

Appeal  from  Examiners-in-Chief. 

LBT  OF   HEATING  BY  BTEAIC. 

Mr.  Otto  R.  Bamett  for  the  applicant 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  in  finally  rejecting 
the  claims  of  this  application,  sixteen  in  number,  of  which  the  fol- 
lowing set  forth  the  invention  sufficiently  for  the  purpose  of  this 
decision : 

1.  The  improvement  in  the  art  of  heating  by  steam  which  consists  in  proWd- 
ing  a  supply  of  steam  at  high  pressure,  providing  in  the  apartment  to  be  heated 
an  inclosed  body  of  steam  in  free  communication  with  a  zone  of  low  pressure, 
which  body  receives  steam  from  said  supply,  utilizing  the  thermostatic  prop- 
erties of  said  body  of  steam  to  control  the  inflow  thereto  from  said  supply, 
producing  at  will  a  higher  temperature  in  said  body,  by  neutralizing  said 
thermostatic  control  of  the  inflow  and  closing  said  free  communication  with 
a  zone  of  low  pressure. 

3.  The  Improvement  in  the  art  of  heating  by  s'eam  which  consists  in  provid- 
ing a  supply  of  steam  at  high  pressure,  providing  in  the  apartment  to  be 
heated  an  inclosed  body  of  steam  taken  from  said  supply  and  which  has  a 
freely  open  outlet,  utilizing  the  thermostatic  properties  of  the  steam  adjacent 
Bald  outlet  to  control  the  inflow  of  steam  to  said  inclosed  body,  whereby  said 
body  of  steam  is  maintained  at  substantially  atmospheric  pressure,  and 
maintaining  said  body  at  a  higher  temperature  by,  at  will,  eliminating  or 
varying  the  conditions  of  said  thermostatic  control  of  inflow,  so  <is  to  main- 
tain said  body,  either  at  a  pressure  substantially  equal  to  that  of  the  supply 
or  at  any  pressure  intermediate  atmospheric  pressure  and  said  supply  pressure. 

7.  The  improvement  in  the  art  of  heating  by  steam  which  consists  in  provid- 
ing a  supply  of  steam  at  high  pressure,  providing  in  the  apartment  to  be 
heated  an  inclosed  body  of  steam  which  receives  steam  from  said  supply  and 
which  has  an  outlet,  utilizing  the  thermostatic  properties  of  steam  from  said 
l>ody  in  a  region  beyond  said  outlet  to  control  the  inflow  to  said  body,  whereby 
said  inclosed  body  is  maintained  at  substantially  atmospheric  pressure,  and 
increasing  the  temperature  of  said  body  by  excluding  steam  from  said  region 
beyond  said  outlet,  thereby  eliminating  thermostatic  control  of  said  inflow, 
and  utilizing  the  steam  near  said  outlet  to  close  the  same. 

12.  The  process  of  maintaining  a  l)ody  of  steam,  in  a  radiating  system  which 
has  an  outlet  to  the  atmosphere,  at  supply  pipe  pressure,  atmospheric  pressure 
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or  any  intermediate  pressure  at  will  which  consists  of  providing  a  source  of 
supply  of  high  pressure  steam  in  communication  with  said  system,  utilizing 
the  temperature  of  the  steam  in  said  system  to  control  the  inflow  from  said 
supply  to  said  system  and  causing  said  control  to  be  neutralized  and  said 
outlets  to  be  closed  under  various  predeterminable  conditions  of  temperature 
and  pressure  in  said  system. 

The  references  cited  are  as  follows:  Weber,  May  14,  1889,  No. 
403,162;  Gold,  May  30,  1893,  No.  498,545;  Mason,  December  24, 
1896,  No.  661,778;  Gold,  May  5,  1908,  No.  886,969.  British:  Still 
et  al.,  April  21, 1904,  No.  9,209. 

The  Examiners-in-Chief  also  called  attention  to  the  following 
references:  E.  E.  Gold,  November  7,  1893,  No.  508,134;  E.  E.  Gold, 
July  3,  1894,  No.  522,253;  Martin,  October  25,  1887,  No.  371,959. 

The  claims  were  first  rejected  on  the  following  grounds:  (1)  that 
the  question  of  their  patentability  to  this  applicant  is  res  ad  judicata 
by  reason  of  a  decision  adverse  to  him  in  interference  No.  27,640, 
entitled  Gold  v.  Gold;  (2)  that  they  define  nothing  more  than  the 
function  of  the  particular  apparatus  shown;  (3)  that  they  state 
nothing  requiring  invention  over  the  prior  art. 

On  appeal  this  action  of  the  Examiner  was  affirmed  by  the  Ex- 
aminers-in-Chief, except  as  to  the  rejection  of  claims  3,  5,  11,  12, 
13,  and  15,  on  the  ground  of  res  ad  judicata.  After  appeal  was 
taken  to  the  Commissioner  the  Examiner  obtained  jurisdiction  of 
the  case  for  further  consideration  in  connection  with  the  patent  to 
Weber  in  view  of  a  demonstration  of  an  apparatus  constructed  in 
accordance  with  that  patent,  which  had  been  witnessed  by  him. 
He  filed  in  the  case  an  affidavit  as  to' the  test  and  held  that  all  the 
claims  were  anticipated  by  this  patent.  Upon  further  appeal  the 
Examiners-in-Chief  affirmed  this  action,  and  the  case  is  now  before 
me  upon  all  the  grounds  of  rejection. 

The  claims  cover  an  alleged  process  of  heating  by  steam,  speci- 
fically heating  the  cars  of  a  railway-train,  in  which  the  steam  may 
be  supplied  to  the  radiators  at  atmospheric  pressure,  at  train-pipe 
pressure,  or  at  any  predetermined  pressure  therebetween. 

The  patent  to  Weber  discloses  a  steam  trap  and  radiator  in  which 
both  the  inlet  and  outlet  valves  are  under  the  control  of  a  single 
thermostat  placed  between  the  radiator  and  the  outlet-valve  so  that 
the  water  of  condensation  and  the  steam  passing  from  the  radiator 
come  in  contact  therewith.  The  thermostat  is  adjustably  connected 
to  the  valves,  whereby  the  extent  of  its  action  thereupon  can  be 
regulated. 

In  the  brief  on  this  appeal  reference  is  made  to  the  fact  that  appel- 
lant was  "not  represented  at  the  test  referred  to  in  the  affidavit  of 
the  Primary  Examiner.  This  is,  however,  immaterial.  The  affi- 
davit does  not  show  by  whom  the  test  was  made  or  in  what  proceed- 


Digitized  by 


Google 


164  DECISIONS  OP  THE  COMMISSIONER  OF  PATENTS. 

ing  the  operation  of  the  Weber  device  had  been  called  in  question. 
It  is  sufficient  to  say  that  the  proceeding  in  which  the  test  was  made 
was  not  an  inter  partes  proceeding  in  which  the  present  appellant 
was  inyolved  and  that  therefore  the  doctrine  laid  down  in  Mark  v. 
Greenawalt  (C.  D.,  1909,  288;  138  O.  G.,  965;  32  App.  D.  C,  253) 
does  not  here  apply.  The  Examiner  has,  however,  stated  under  oath 
ihe  facts  within  his  knowledge,  (Rule  66,)  and  appellant  could,  if  he 
had  so  desired,  have  filed  rebutting  affidavits  based  on  tests  by  him. 
(Rule  76.) 

The  test  witnessed  by  the  Examiner  shows,  as  appears  from  the  affi- 
davit, that  the  apparatus  of  the  Weber  patent  can  be  adjusted  to 
carry  out  the  process  set  out  in  the  appealed  claims — ^that  is  to  say, 
convertibly.  Appellant  does  not  seriously  contend  that  this  is  not 
true  as  to  operating  the  device  at  atmospheric  pressure  or  at  train- 
pipe  pressure;  but  he  argues  that  the  Weber  device  cannot  be  ad- 
justed to  automatically  establish  and  maintain  any  desired  inter- 
mediate pressure  under  all  conditions.  In  other  words,  he  contends 
that  if  the  Weber  device  could  be  adjusted  to  supply  steam  to  the 
radiators  so  as  to  maintain  a  temperature  of  70°  in  the  car,  for  ex- 
ample, when  the  outside  temperature  was  40°  it  would  not  do  so  if 
the  outside  temperature  should  drop  to  zero  and  that  in  order  to 
maintain  the  desired  temperature  in  the  car  it  would  then  be  neces- 
sary to  further  adjust  the  apparatus. 

The  proposition  upon  which  appellant  bases  this  argument  over- 
looks the  fact  that  the  closing  of  the  outlet-valve,  which  is  necessary 
in  order  to  get  any  pressure  in  the  radiators  higher  than  atmospheric 
and  consequently  a  higher  temperature  than  that  corresponding  to 
steam  at  atmospheric  pressure,  is  not  an  absolute  closure,  but  merely 
such  as  will  prevent  the  escape  of  the  steam,  while  allowing  the  es- 
cape of  the  water  of  condensation,  the  water  acting  as  a  seal  against 
the  passage  of  the  steam.  (See  appellant's  argument  before  the 
Examiners-in-Chief  filed  April  12,  1911,  p.  9,  and  appellant's  Patent 
No.  771,628,  lines  10  to  19,  p.  3.)  Furthermore,  it  is  not  necessary 
that  the — 

automatic  Inlet  valve  must  be  operated  absolutely  independent  of  the  outlet 
valve  if  the  intermediate  pressure  is  to  be  maintained. 

The  inlet  and  outlet  orifices  may  be  exceedingly  small  in  most  in- 
stallations. (See  patent  to  Tudor,  No.  318,401,  p.  2,  and  Modem 
Plurrvbing^  Steam  and  Hot  Water  Heating^  by  Lawler,  p.  282.)  Con- 
sequently but  slight  movements  of  the  supply  and  exhaust  valves  of 
the  Weber  device  produce  very  material  effects.  As  pointed  out 
above,  the  closing  of  the  outlet-valve  is  not  an  absolute  closing,  but 
that  necessary  to  prevent  the  escape  of  steam.  Furthermore,  the 
exhaust-valve  of  the  Weber  patent  is  provided  with  a  soft  seating 
portion.    Consequently  there  may  be  additional  movement  of  the 
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supply-valve  after  the  exhaust-valve  has  reached  its  closed  position. 
Moreover,  any  tendency  to  rise  or  fall  in  the  radiator-pressure  is 
counteracted,  at  least  in  part,  by  a  corresponding  increase  or  decrease 
in  the  rate  of  condensation,  since  the  temperature  varies  with  the 
pressure,  and  the  higher  the  temperature  the  greater  the  rate  of  con- 
densation. Not  only  this,  but  an  increase  in  radiator-pressure  lessens 
the  inflow  of  steam  and  increases  the  rate  of  discharge  of  the  water  of 
condensation,  allowing  more  steam  to  come  in  contact  with  the  ther- 
mostat, whereby  the  valves  are  moved  nearer  their  seats. 

Not  only  is  the  device  of  the  Weber  patent  capable  of  being  oper- 
ated convertibly,  but,  as  pointed  out  in  the  Examiner's  statement  of 
April  10,  1911,  such  convertibility  of  action  is  an  inherent  charac- 
teristic thereof.  This  being  true,  the  claims  were  properly  rejected 
on  this  patent. 

The  references  of  record  show  car-heating  systems  in  which  the 
steam  is  supplied  to  the  radiators  at  atmospheric  pressure,  systems 
in  which  it  is  supplied  at  train-pipe  pressure,  and  systems  in  which 
it  is  supplied  at  a  predetermined  intermediate  pressure.  Each  of 
these  methods  of  heating  is  operative  by  itself  and  would  be  un- 
affected by  the  fact  that  in  a  suitable  apparatus  one  or  both  of  the 
other  methods  could  be  also  carried  out.  They  have  therefore  no 
cooperative  relation,  and  the  appealed  claims  cover  mere  aggrega- 
tions. Whether  it  required  invention  to  devise  an  apparatus  in 
which  these  three  methods  could  be  carried  out  is  not  here  in  ques- 
tion ;  but  it  is  evident  that  as  a  process  no  invention  was  involved  in 
bringing  together  two  or  all  three  of  the  independent  methods  of 
operation.  {In  re  Harris,  C.  D.,  1911,  429 ;  170  O.  G.,  484;  37  App. 
D.  C,  374.) 

The  apparatus  disclosed  is  capable  of  being  operated  in  any  one 
of  three  ways,  and  the  appealed  claims  are  alleged  methods  for 
changing  at  will  from  one  of  such  modes  of  operation  to  one  or  the 
other  or  fcoth  of  the  remaining  modes;  but  this  adjustment  of  the 
device  is  not  a  process,  but  merely  operating  it  in  the  manner  in 
which  it  was  designed  to  be  operated. 

As  to  the  question  of  res  adjudicata  it  is  perfectly  apparent  that  if 
the  claims  state  merely  the  adjusting  of  the  device  so  as  to  operate  it 
in  the  way  in  which  it  was  designed  to  be  operated  they  are  not  sep- 
arably patentable  from  the  machine  itself — in  other  words,  that  they 
are  but  different  statements  of  the  invention  defined  by  the  apparatus 
claims.  It  therefore  follows  that  the  judgment  in  the  prior  inter- 
ference is  a  bar  to  the  allowance  of  any  claims  the  alleged  method  of 
which  could  be  carried  out  by  the  apparatus  in  issue  in  that  inter- 
ference. 

The  decision  of  the  Examiners-in-Ohief  is  affirmed. 
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Burton  Medicine  Co.  v.  United  Drug  Co. 
Decided  May  10,  1912. 
170  O.  Q.,  288. 

Tbadb-Mabes-'-Opfosition — Gross-Bill  Not  Permissible. 

Where  an  opposition  to  the  registration  of  a  trade-mark  is  filed  by  a 
registrant.  Held  that  a  cross-bill  asking  for  the  cancelation  of  the  oppo8er*s 
registration  will  not  be  admitted. 

Appeal  from  Examiner  of  Interferences. 

TBADE-MABK  FOB  SHAMPOO-PASTE,   HAIR-TONIC,   ETa 

Messrs.  Small  &  Small  and  Messrs.  McReynolds  <&  Hay  for  the 
Burton  Medicine  Co. 

Mr.  Edw.  C.  Davidson  and  Messrs.  Emery ^  Booths  Janney  &  Var- 
ney  for  the  United  Drug  Co. 

Tbnnant,  Assistant  Commissioner: 

This  is  an  appeal  by  the  United  Drug  Co.  from  the  refusal  of  the 
Examiner  of  Interferences  to  admit  a  cross-bill  filed  by  it  which  seeks 
the  cancelation  of  a  registration  of  a  trade-mark  to  the  Burton  Medi- 
cine Co. 

The  present  proceeding  is  an  opposition  instituted  by  the  Burton 
Medicine  Co.  to  the  registration  of  the  word  "Rexall"  as  a  trade- 
mark for  certain  pharmaceutical  preparations,  application  for  which 
has  been  made  by  the  United  Drug  Co.,  and  the  opposition  refers  to 
a  trade-mark  "Rex  Oil,"  owned  by  the  Burton  Medicine  Co.,  which 
is  registered  in  this  Office.  It  is  this  registration  that  the  United 
Drug  Co.  seeks  to  have  canceled  by  the  proposed  cross-bill. 

It  is  urged  that  there  is  nothing  in  the  statutes  authorizing  the  in- 
stitution of  opposition  and  cancelation  proceedings  which  necessi- 
tates the  consideration  of  these  questions  in  separate  proceedings  and 
that  the  rules  of  the  Office  which  deal  at  all  with  the  procedure  treat 
them  together  and  indicate  that  the  usual  equity  practice  should  be 
followed  as  far  as  possible  in  such  proceedings. 

Assuming,  without  deciding,  that  there  is  nothing  in  the  statute 
or  rules  to  prohibit  a  consideration  of  an  opposition  to  registration 
and  an  application  for  cancelation  of  a  registration  of  the  opposer 
in  a  single  proceeding,  I  am,  nevertheless,  of  the  opinion  that  the 
issue  raised  by  the  application  for  cancelation  is  a  distinct  issue  and 
not,  in  this  instance  at  least,  germane  to  the  subject-matter  of  the 
proceeding  in  opposition  to  the  registration  of  the  trade-mark  by  the 
United  Drug  Co. 

The  filing  of  a  cross-bill  is  not  permitted  in  equity  practice  unless 
it  relates  to  the  same  subject-matter  as  the  original  bill : 

A  cross  biU  may  and  nsuaUy  does  introduce  new  &ctB  and  new  Issnes  not 
disclosed  by  the  original  bill;  bat  such  new  facts  and  issnes  mnst  relate  to  the 
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subject  matter  of  the  original,  and  must  be  so  closely  connected  therewith  as 
to  constitute  the  cross-bill  a  mere  auxiliary  of  the  original  or  a  dependency 
thereon.  It  must  not  set  up  matter  which  is  not  germane  to  the  matter  of  the 
original  bill.  Questions  which  are  entirely  distinct  from  those  presented  In  the 
original  bill  cannot  be  Introduced  by  a  cross-bill,  although  such  questions  be 
connected  with  the  subject-matter  of  the  original  bill ;  nor  can  a  new  subject- 
matter  be  Introduced,  although  the  controversy  with  relation  thereto  and  that 
with  relation  to  the  subject-matter  of  the  original  bill  arise  out  of  tlie  same 
transaction.  A  cross  bill  will  of  course  not  lie  to  litigate  a  question  open 
only  to  a  direct  proceeding  for  the  purpose  involved.     (16  Cyc,  331.) 

In  the  case  of  Stonemetz  Printers^  Machinery  Co.  v.  Brown  Fold- 
ing  Mack.  Co.  (46  Fed.  Rep.  851)  suit  was  brought  under  section 
4918  of  the  Revised  Statutes  alleging  interference  between  the  com- 
plainant's and  the  defendant's  patents  and  also  alleging  infringement 
of  the  complainant's  patent  by  the  defendant.  The  defendant  sought 
to  file  a  cross-bill  alleging  infringement  of  the  defendant's  patent  by 
the  complainant.    In  discussing  this  question  the  Court  said: 

A  cross-bill  ew  'Vi  terminorum  Implies  a  bill  brought  by  a  defendant  against 
the  plaintiff  in  the  same  suit,  or  against  other  defendants  in  the  same  suit, 
or  against  both,  touching  the  matter  in  question  in  the  original  blU.  (Story, 
Eq.  PI.,  sec.  389.)  It  is  brought  either  to  obtain  a  discovery  of  facts  in  aid  of 
the  defense  to  the  original  bill,  or  to  obtain  full  and  complete  relief  to  all 
parties  as  to  the  matter  charged  in  the  original  bill.  It  should  not  introdmrc 
new  and  distinct  matters  not  embraced  in  the  original  bill,  as  they  cannot 
be  properly  examined  in  that  suit,  but  constitute  the  subject-matter  of  an 
original  independent  suit  The  cross-bill  is  auxiliary  to  the  proceeding  in 
the  original  suit,  and  a  dependency  upon  it.  It  is  said  by  Lord  Hardwicke 
that  both  the  original  and  cross-bill  constitute  but  one  suit,  so  intimately  are 
they  connected  together.  (Ayers  v.  Carver,  17  How.,  591;  Cross  v.  De  Valle, 
1  Wall.,  1.)  It  should  not  introduce  any  distinct  matter.  It  is  auxiliary  to 
the  original  suit,  and  a  graft  and  dependency  upon  it.  If  its  purpose  be 
different  from  this,  it  is  not  a  cross-bill,  though  it  may  have  a  connection 

with  the  same  general  subject. 

•  ****## 

The  cross-bill  does  not  seek  to  defeat  plaintilTs  causes  of  action,  and  the 
matters  alleged  in  it  are  not  essential  to  the  complete  disposition  of  plaintiff's 
case,  or  of  defendant's  rights  in  relation  to  the  plaintiff's  causes  of  action. 

The  object  of  the  opposition  filed  by  the  Burton  Medicine  Co., 
which  corresponds  to  the  original  bill,  in  the  present  instance  is  to 
prevent  the  registration  of  a  certain  mark  to  the  United  Drug  Co. 

The  object  of  the  proposed  cross-bill  is  to  secure  cancelation  of  the 
registration  of  a  different  mark,  ownership  of  which  is  claimed  by 
the  Burton  Medicine  Co. 

It  is  true  that  the  opposition  mentions  the  registration  which  it  is 
sought  to  cancel  by  the  cross-bill;  but  the  rights  attacked  by  the 
original  and  the  cross  bills  are  wholly  distinct,  and  it  might  well 
be  that  the  opposition  could  be  sustained  in  the  absence  of  the  reg- 
istration which  it  is  sought  to  cancel  or  that  the  registration  could 
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be  canceled  even  though  the  opposition  to  the  registration  of  the 
United  Drug  Co.  were  sustained. 

It  must  be  held,  therefore,  that  the  question  raised  by  the  pro- 
posed cross-bill  is  not  germane  to  the  issue  raised  by  the  opposition 
proceeding.  The  cases  cited  by  appellant  in  which  cross-bills  have 
been  permitted  have  been  duly  considered;  but  it  is  believed  that 
they  bear  less  analogy  to  the  present  case  than  that  above  cited. 

The  testimony  in  this  case  on  the  issue  raised  by  the  opposition  has 
all  been  taken,  and  to  permit  the  filing  of  the  cross-bill  would  inject 
a  new  issue  into  the  proceeding,  which  would  in  all  probability 
require  a  reopening  of  the  case  for  the  taking  of  further  testimony. 
This  is  an  additional  reason  for  denying  the  petition  in  the  present 
instance. 

The  decision  of  the  Examiner  of  Interference  is  believed  to  he 
right  and  is  affirmed. 


Williams  v.  Barnes  and  Thorschmidt. 

Decided  October  -},  19XU 

179  O.  G.,  573. 

INTEBFERENCE — PWOBITT. 

Evidence  reviewed  and  Held  insufficient  to  establish  that  W.  had  a  con- 
ception of  the  Invention  in  issue  prior  to  that  of  B.  and  T.  or  that  he 
reduced  the  invention  to  practice  prior  to  the  filing  of  the  application  of  B. 
and  T.,  and  that  priority  was  therefore  properly  awarded  the  latter. 

Appeal  from  Examiners-in-Chief. 

BHEET-METAL-FASTENEB-DBTVINO   MACHINE. 

Mr.  Conrad  A.  Dieterich  for  Williams. 

Mr.  Harold  Serrell  for  Barnes  and  Thorschmidt 
MooRE,  Commissioner: 

This  is  an  appeal  by  Williams  from  a  decision  of  the  Examiners- 
in-Chief  affirming  the  decision  of  the  Examiner  of  Interferences 
awarding  priority  to  Barnes  and  Thorschmidt 

The  invention  in  issue  relates  to  machines  for  driving  corrugated 
sheet-metal  fasteners,  which  are  used  in  making  box-shooks.  The 
issue  is  set  out  in  eight  counts,  of  which  the  following  sufficiently 
indicate  the  nature  of  the  invention: 

2.  In  a  machine  of  the  character  described,  means  for  feeding  a  metal  strip, 
means  for  varying  said  feed  to  produce  fasteners  of  different  widths,  means  for 
severing  a  fastener  from  said  strip,  and  means  for  driving  the  fastener  edgewise. 

8.  In  a  machine  of  the  character  described,  the  combination  with  a  support 
for  the  material  to  be  joined,  of  a  transverse  support  arranged  above  said  sup- 
port having  arranged  thereon  a  feeding  device  adapted  to  advance  a  metal 
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Strip,  means  for  adjusting  said  feeding  device  to  \^ary  tbe  extent  of  the  feed* 
a  chuck  arranged  adjacent  to  said  feeding  device  adapted  to  receive  one  end 
of  said  strip,  a  cutting  device  adapted  to  sever  the  end  of  the  strip  within  said 
chuck,  means  for  holding  the  severed  end  of  said  strip  longitudinally  in  a  hori- 
zontal position  within  said  chuck  and  means  for  forcing  said  severed  end 
edgewise  from  said  chuck,  and  into  the  material  to  be  joined. 

Williams  alleges  that  he  conceived  the  invention  in  September, 

1904,  that  he  made  drawings  thereof  and  disclosed  it  to  others  in 
November,  1904,  and  reduced  it  to  practice  in  November,  1905. 
Barnes  and  Thorschmidt  claim  conception  of  the  invention,  the 
making  of  drawings  thereof,  and  disclosure  to  others  in  November 
or  December,  1904,  and  reduction  to  practice  in  August  or  September, 
1905. 

The  application  of  Barnes  and  Thorschmidt  was  filed  March  8  and 
that  of  Williams  March  21,  1906. 

The  counts  are  all  limited  to  a  machine  in  which  means  are  pro- 
vided for  varying  the  feed  so  that  fasteners  of  suitable  lengths  may 
be  cut  off  from  the  strips  of  metal. 

The  Examiner  of  Interferences  and  the  Examiners-in-Chief  each 
found  that  Barnes  and  Thorschmidt  and  Williams  built  machines 
embodying  the  invention  in  issue  in  August,  1905,  and  November, 

1905,  respectively;  but  they  both  found  that  there  was  no  evidence 
t?stablishing  at  what  time  prior  to  the  building  of  the  machine  either 
of  the  parties  to  the  interference  had  a  conception  of  the  variable- 
feed  device.  They  further  found  that  neither  of  the  parties  had  es- 
tablished a  reduction  to  practice  of  the  invention  in  issue  prior  to 
his  filing  date,  since  there  was  no  testimony  that  the  machines  were 
ever  adjusted  to  cut  off  fasteners  of  different  lengths. 

That  Williams  built  a  machine  substantially  like  the  machines 
shown  in  his  application  in  November,  1905,  is  abundantly  proved; 
but  there  is  no  testimony  that  this  machine  was  ever  operated  in  the 
manner  called  for  by  the  issue  of  this  interference.  Several  of  the 
witnesses  testify  to  having  seen  the  machine  operated  in  November 
or  December,  1905 ;  but  none  of  them  refers  to  the  adjustability  of  the 
feed  mechanism.  Pearson,  who  was  a  box-manufacturer  in  Phila- 
delphia, testifies  that  in  the  early  part  of  January,  1906,  he  saw  one 
of  these  machines  operated  and  was  so  pleased  with  it  that  he  ordered 
one  substantially  like  it.  He  does  not  say,  however,  anything  about 
the  adjustable  feature,  merely  stating  that  the  machine  worked  and 
drove  fasteners  satisfactorily.  As  there  is  no  further  evidence  as 
to  the  operation  of  the  machine  prior  to  the  date  on  which  Williams 
filed  his  application,  it  must  be  held  that  he  has  not  established  a 
reduction  to  practice  of  the  invention  in  issue  prior  to  that  date. 

It  is  contended  that  the  testimony  on  behalf  of  Williams  shows 
that  this  machine  was  completed  so  that  it  could  be  operated  by 
hand  in  August,  1905,  the  only  thing  lacking  to  make  the  machine 
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automatic  being  the  placing  in  position  of  miter-gears,  which,  it 
appears,  were  not  ordered  until  November,  1905.  Wijliams  himself, 
however,  does  not  so  testify,  merely  stating  (Q.  63)  that  the  machine 
was  running  by  November  8, 1905,  and  that — 

I  had  the  machine  finished  some  time  before  that  except  two  brass  gears — ^miter 
gears,  that  I  was  waiting  tor  from  Boston. 

Eeich  testifies  that  the  machine  was  built  in  August,  except  for  the 
gears ;  but  he  undertakes  to  fix  the  date  by  the  fact  that  he  wrapped 
up  certain  parts  of  this  machine  in  newspaper  and  that  he  remembers 
noticing  that  the  paper  was  dated  August,  1905.  The  testimony  is 
believed  to  be  clearly  insufficient  to  establish  that  the  machine  had 
been  built  at  this  time.  Nor  is  Fennelly's  testimony  any  more  defi- 
nite on  this  point.  It  is  to  be  noted  that  neither  Fennelly  nor  Reich 
testifies  that  the  machine  contained  the  adjustable  feed  mechanism  at 
the  time  they  say  it  was  originally  built. 

The  testimony  offered  on  behalf  of  Barnes  and  Thorschmidt  is  be- 
lieved to  establish  that  they  built  a  machine  substantially  like  that 
shown  in  their  application  in  August  or  September,  1905.  This  date 
is  fixed  by  Thorschmidt,  Wood,  and  Gansert  with  reference  to  certain 
orders  given  to  Gansert,  who  actually  built  the  machine. 

Thorschmidt  testifies  (Q.  36)  that  the  machine  contained  two 
levers  which  could  be — 

closed  or  opened  in  order  to  lengthen  or  to  shorten  the  strips  of  metal  or  end- 
menders  to  be  cut  at  the  desired  length. 

Gansert  testifies  that  the  machine  introduced  in  evidence  as 
"Barnes  and  Thorschmidt  First  Machine  July-September  1905"  is 
the  identical  machine  which  he  built.  In  describing  this  machine  he 
states  (Q.  24)  that— 

the  ratchet  wheel  was  operated  by  means  of  a  pawl ;  the  same  pawl  was  attached 
to  an  adjustable  lever. 

An  inspection  of  the  machine  shows  that  the  length  of  the  fastener 
is  varied  by  adjusting  such  a  lever. 

There  was  introduced  in  evidence  a  working  drawing  said  to  have 
been  made  by  Gansert  in  June,  1905,  and  while  this  drawing  does  not 
show  the  part  connected  with  the  feed  levers  which  in  the  application 
drawing  is  lettered  i  Gansert  points  out  that  the  levers  shown  in  that 
drawing  are  arranged  in  two  sections. 

This  testimony  establishes  a  conception  of  the  invention  by  Barnes 
and  Thorschmidt  prior  to  any  date  that  can  be  awarded  Williams, 
and  as  the  latter  has  not  established  a  reduction  to  practice  of  the 
invention  prior  to  his  filing  date  priority  was  properly  awarded 
Barnes  and  Thorschmidt,  whose  application  was  filed  prior  to  that 
of  Williams. 

The  decision  of  the  Examitiers-in-Chdef  is  affirmed. 
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Ex  PABTE  BaRTHELS. 

Decided  May  1,  1912. 

179  O.  G.,  574< 

Affidavit  Undeb  Rule  75 — Fobeion  Application — Date  of  and  Identity  of 
iNVEi^TioNS — How  Established. 

Wbere  an  applicant  claims  the  benefit  of  the  filing  of  an  application  in  a 
foreign  country  for  the  purpose  of  overcoming  a  reference,  his  affidavit, 
filed  under  the  provisions  of  Rule  75,  "should  be  accompanied  by  a  copy 
of  the  original  foreign  application,  certified  to  by  the  Patent  Office  of  the 
country  in  which  it  was  filed,  and  if  it  is  not  in  the  English  language,  a 
sworn  translation  of  the  same  or  a  translation  made  by  the  official  trans- 
lator of  this  Office.  If  the  application  was  not  made  by  the  inventor  him- 
self, applicant's  affidavit  should  also  state  that  the  application  in  the 
foreign  country  was  filed  for  his  benefit  and  that  such  procedure  is  in 
accordance  with  the  procedure  in  the  foreign  country. 

On  Petition. 

catamenial  appliance. 

Mr.  B,  Singer  and  Mr.  Carl  H.  Crawford  for  the  applicant 

Billings,  First  Assistant  Commissioner: 

This  is  a  petition  from  the  action  of  the  Primary- Examiner  hold- 
ing insufScient  an  affidavit  filed  under  the  provisions  of  Eule  75  to 
overcome  a  reference  cited. 

It  appears  that  applicant's  claims  were  rejected  on  a  foreign  pat- 
ent. He  thereupon  filed  an  affidavit  stating  that  he  had  filed  in 
(Jermany  on  a  date  given,  which  was  prior  to  the  effective  date  of 
the  reference  cited,  an  application — 

fully  disclosing  the  subject-matter  of  the  above  entitled  United  States  applica- 
tion. 

Section  4887  of  the  Revised  Statutes  reads,  in  part,  as  follows : 

An  application  for  patent  for  an  invention  or  discovery  or  for  a  design  filed 
in  this  country  by  any  person  who  has  previously  regularly  filed  an  application 
for  a  patent  for  the  same  invention,  discovery,  or  design  in  a  foreign  country 
which,  by  treaty,  convention,  or  law,  affords  similar  privileges  to  citizens  of 
the  United  States  shall  have  the  same  force  and  effect  as  the  same  application 
would  have  if  filed  in  this  country  on  the  date  on  which  the  application  for 
patent  for  the  same  invention,  discovery,  or  design  was  first  filed  In  such 
foreign  country,  provided  the  application  in  this  country  Is  filed  within  twelve 
mouths  in  cases  within  the  provisions  of  section  forty-eight  hundred  and  eighty- 
six  of  the  Revised  Statutes,  and  within  four  months  In  cases  of  designs,  from 
the  earliest  date  on  which  any  such  foreign  application  was  filed. 

Eule  75  of  the  Eules  of  Practice  provides  that  when  an  application 
is  rejected  on  reference  to  a  domestic  patent  which  substantially 
shows  and  describes  but  does  not  claim  the  rejected  invention  or  on 
reference  to  a  foreign  patent  such  patent,  unless  its  date  is  more 
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than  two  years  prior  to  the  date  on  which  application  was  filed  in 
this  country,  will  not  be  a  bar  to  the  grant  of  a  patent  if  the  inventor 
shall  make  oath  to  facts  showing  the  completion  of  the  invention  in 
this  country  before  the  filing  of  the  application  on  which  the  domes- 
tic patent  issued  or  before  the  date  of  the  foreign  patent  and  that  the 
invention  has  not  been  in  public  use  more  than  two  years  prior  to 
his  application  and  that  he  has  not  abandoned  the  same. 

The  statement  of  applicant  that  the  foreign  application  discloses 
the  same  invention  that  he  is  now  claiming  is  merely  his  conclusion. 
1  lie  fact  that  a  copy  of  the  patent  granted  on  that  application  is  in 
this  Office  is  not  sufficient,  since  there  is  nothing  to  show  that  the 
disclosure  of  the  patent  is  exactly  the  same  as  the  disclosure  of  the 
application  as  filed. 

In  order  to  comply  with  the  provisions  of  Rule  75  applicant's 
affidavit  should  be  accompanied  by  a  copy  of  the  original  foreign 
application,  certified  to  by  the  Patent  Office  of  the  country  in  which 
it  was  filed,  and,  if  it  is  not  in  the  English  language,  a  sworn  trans- 
lation of  the  same  or  a  translation  made  by  the  official  translator  of 
this  Office.  If  the  application  was  not  made  by  the  inventor  himself, 
applicant's  affidavit  should  also  state  that  the  application  in  the 
foreign  country  wasf  filed  for  his  benefit  and  that  such  procedure  is 
in  accordance  with  the  procedure  in  the  foreign  country.  The  Ex- 
aminer will  then  have  the  information  before  him  from  which  he 
can  determine  whether  the  application  relied  upon  was  for  the  same 
invention  as  that  which  applicant  is  now  claiming. 

Applicant  asks  for  a  general  ruling  on  many  points  as  to  the  prov- 
ing of  foreign  applications ;  but  such  ruling  is  not  necessary  for  the 
purpose  of  this  case  and  is  therefore  not  made  except  as  above  indi- 
cated. 

TJie  petition  is  denied. 


QUENZER  V.  CiOLLIS. 

Decided  July  11,  1911. 

179  O.  G.,  575. 

1.  INTEBFEBEWCB— PRIOBITT — REDUCTION   TO  PRACTICE. 

Evidence  reviewed  and  Held  insufficient  to  establish  that  a  device  con- 
structed by  G.  prior  to  Q/s  reduction  to  practice  of  the  invention  in  issue 
amounted  to  anything  more  than  an  abandoned  experiment 

2.  Same — Same — Concealment. 

Held  that  if  a  device  built  by  C.  prior  to  Q.'s  reduction  to  practice  con- 
stituted a  reduction  to  practice  of  the  invention  0.  had  so  concealed  the 
same  as  to  justify  an  award  of  priority  to  Q.  under  the  ruling  in  Mason  v. 
Hepburn,  (O.  D.,  1808,  510;  84  O.  G.,  147;  13  App.  D.  G.,  86.) 

Appeal  from  Examiners-in-Chief. 
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ANKLE-SUPPOBTEB. 

Mr.  Elgin  L.  McBumey  and  Mr.  Eugene  C.  Brown  for  Quenzer. 
Mr.  Josef  h  R.  Littell  for  CoUis. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  by  CoUis  from  the  decision  of  the  Examiners- 
in-Chief  affirming  the  decision  of  the  Examiner  of  Interferences 
awarding  priority  of  invention  to  Quenzer,  the  junior  party. 

The  issue  of  the  interference  is  as  follows : 

An  improved  ankle  support  and  protector  of  the  class  described,  comprising 
flexible  non-elastic  front  strips  constituting  retaining  members,  a  l)ody  consist- 
ing of  a  strip  wholly  of  elastic  fabric  or  webbing  and  extending  from  edge  to 
edge  of  said  front  strips  and  connected  at  its  ends  with  the  rear  edges  of  said 
front  strips  and  adapted  to  surround  the  ankle,  and  a  bottom  member  consisting 
of  a  strip  wholly  of  elastic  fabric  or  webbing  and  extending  from  edge  to  edge 
of  said  front  strips  at  the  bottom  and  having  its  ends  connected  with  the  bot- 
tom edges  of  said  front  strips  and  adapted  to  pass  under  the  instep. 

Quenzer  alleges  conception,  disclosure,  and  reduction  to  practice 
in  October,  1907.  CoUis  alleges  conception  in  the  fall  of  1906  and 
disclosure  and  reduction  to  practice  in  December,  1906. 

It  is  claimed  in  behalf  of  Quenzer  that  immediately  after  his  re- 
duction to  practice  of  the  invention  in  October,  1907,  devices  embody- 
ing the  invention  in  issue  were  placed  upon  the  market  by  him  and 
continuously  marketed  to  the  date  of  taking  testimony. 

CoUis  claims  to  have  reduced  the  invention  to  practice  by  a  con- 
struction of  certain  devices  embodying  the  invention  in  issue,  which 
are  offered  in  evidence  as  Exhibits  C  and  D.  He  testifies  that  he 
wore  the  ankle-supporter.  Exhibit  C,  home  on  his  foot  December  10, 
1909,  showed  it  to  his  wife,  and  wore  it  back  again  the  next  day  to 
the  factory;  that  on  December  11  he  put  these  Exhibits  C  and  D 
away  with  the  paper  patterns  in  a  drawer  that  he  kept  for  that  pur- 
pose. (Qs.  32  to  34.)  On  cross-examination  he  testifies  (X-Qs.  83 
to  87)  that  these  exhibits  remained  preserved  in  his  desk  until  they 
were  produced  when  he  was  preparing  for  the  interference.  It  is 
shown,  however,  by  the  testimony  that  in  February,  1909,  he  began 
the  manufacture  of  devices  similar  to  Exhibits  5  and  6  and  continued 
to  manufacture  the  same  until  the  time  the  testimony  was  taken. 

It  appears  that  on  January  9,  1908,  Quenzer  filed  an  application 
for  patent,  No.  409,978,  which  disclosed  the  invention  in  issue  and 
also  another  form  of  support.  Division  was  required  by  the  Patent 
Office,  and  the  particular  device  involved  in  this  interference  was 
canceled  from  that  application,  and  a  patent.  No.  921,563,  was  sub- 
sequently issued  upon  the  remaining  species  of  the  invention  dis- 
closed in  the  original  application.  In  April,  1909,  Quenzer,  learning 
that  CoUis  had  begun  the  manufacture  of  the  invention  in  issue, 
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threatened  him  with  suit  for  infringement  of  his  Patent  No.  921,568. 
Upon  finding  out,  however,  that  that  patent  did  not  cover  the  inven- 
tion in  issue,  which,  as  above  stated,  had  been  canceled  during  the 
pendency  of  the  application,  he  filed  his  application  involved  in  this 
interference,  which  was  subsequently  placed  in  interference  with  an 
application  of  CoUis  which  had  been  filed  in  the  meantime. 

The  Examiner  of  Interferences  held  that  tbf  device,  Exhibit  C, 
relied  upon  by  CoUis,  amounted  to  nothing  more  than  an  abandoned 
experiment,  and  that  in  the  absence  of  any  showing  of  diligence 
or  excuse  for  his  lack  of  diligence  from  1906  to  1909  his  right  to  a 
patent  is  subordinate  to  that  of  Quenzer. 

The  Examiners-in-Chief  state  that  in  their  opinion — 

the  principal  question  to  be  determined  on  the  appeal,  as  we  view  the  matter, 
is  whether  Collis  has  forfeited  the  invention,  it  being  the  contention  of  his 
counsel  thnt  he  conceived  of  and  reduced  to  practice  prior  to  any  date  which  is 
alleged  by  Quenzer. 

They  held  that  in  view  of  CoUis's  concealment  of  the  invention  he 
had  forfeited  his  right  to  a  patent. 

Collis  has  attacked  the  proofs  presented  in  behalf  of  Quenzer,  as- 
serting that  the  latter  failed  in  establishing  any  substantial  manu- 
facture and  sale  of  ankle-supporters  like  the  issue  in  his  testimony- 
in-chief  and  that  certain  rebuttal  testimony  amounted  to  an  attempt 
to  bolster  up  the  testimony-in-chief  and  cure  his  failure  to  establish 
a  reduction  to  practice  of  the  invention  prior  to  the  date  upon  which 
Collis  filed  his  application.  A  motion  was  filed  to  strike  out  the 
rebuttal  testimony  presented  in  behalf  of  Quenzer. 

These  contentions  of  Collis  are  clearly  without  foundation.  The 
witnesses  Mary  Clarke,  Hull,  and  Green,  who  were  called  during  the 
taking  of  the  prima  facie  testimony,  each  testifies  to  facts  showing 
that  devices  made  in  accordance  with  the  issue  of  this  interference 
were  continuously  manufactured  and  sold  by  Quenzer  from  Novem- 
ber 16,  1907,  to  the  date  upon  which  testimony  was  taken,  and 
Quenzer  asserts  (X-Qs.  49  to  77)  that  he  never  made  any  other  form 
of  device  than  that  covered  by  the  issue.  The  rebuttal  testimony  ob- 
jected to  by  Collis  was  presented  for  the  purpose  of  showing  that 
Collis  should  be  presumed  to  have  knowledge  of  Quenzer's  manufac- 
ture and  sale,  and  was  clearly  in  rebuttal  of  the  statement  by  Collis 
that  he  did  not  know  of  Quenzer's  manufacture  and  sale  of  the  device 
in  issue,  as  well  as  other  assertions  made  by  him.  It  must  there- 
fore be  held  that  the  rebuttal  testimony  presented  by  Quenzer  was 
proper,  and  the  refusal  of  the  lower  tribunals  to  disregard  the  same 
was  right. 

I  agree  with  the  lower  tribunals  that  Quenzer  has  established  a 
reduction  to  practice  of  the  invention  as  early  as  November,  1907. 
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The  question,  therefore,  upon  which  this  case  must  turn  is  whether 
the  device  made  by  CoUis  in  December,  1906,  constitutes  a  reduction 
to  practice,  and,  if  so,  whether  he  forfeited  his  rights  to  the  inven- 
tion under  the  doctrine  announced  in  Mason  v.  Hepburn  (C.  D.^ 
1898,  510;  84  O.  G.,  147;  13  App.  D.  C,  86)  and  applied  in  other 
cases  of  the  same  character. 

As  before  stated,  but  two  ankle-supports  were  made  by  Collis  in 
1906.  One  of  these  was  worn  by  him  upon  two  occasions  at  most,  and 
apparently  but  for  a  few  hours.  These  devices  were  then  placed  in 
a  drawer,  and  admittedly  nothing  further  was  done  with  the  same 
until  1909,  more  than  a  year  after  Quenzer  had  begun  the  manu- 
facture and  sale  of  similar  devices.  It  is  not  asserted  by  either  of 
the  parties  that  the  device  covered  by  the  issue  is  of  such  a  simple 
character  that  no  test  would  be  necessary  to  determine  its  efficiency. 
The  only  testimony  concerning  the  practicability  of  the  device,  Ex- 
hibit  C,  is  the  testimony  of  Collis  himself  and  that  based  merely 
upon  his  own  experience  in  wearing  the  same  from  his  factory  to 
his  home  and  back,  and  the  statements  which  he  made  to  his  wife  and 
to  his  stitcher,  Abbie  A.  Rounds,  that  the  same  was  satisfactory. 
Collis  was  actively  engaged  during  this  period  in  the  manufacture 
of  ankle-supporters,  and  the  sole  reason  given  for  his  failure  to 
manufacture  this  invention  was  because  he  was  busy  with  his  general 
business  and  did  not  care  to  take  it  up  until  he  had  the  proper  time 
to  devote  to  the  same  with  his  additional  lines  of  ankle  supporters 
and  protectors.  (Q.  48.)  He  further  testifies  that  it  is  his  custom  to 
file  away  models  and  patterns  until  the  time  to  put  them  upon  tlie 
market  was  ripe. 

The  testimony  shows  that  about  the  time  he  made  the  Exhibits  C 
and  D  he  placed  upon  the  market  another  device  known  as  "  corset  ''^ 
style  of  ankle-support  which  he  had  invented  and  for  which  he  filed 
an  application  for  patent  in  the  year  1904,  but  which  patent  he  inten- 
tionally delayed  issuing.    (Qs.  63  and  64.) 

In  view  of  the  circumstances  above  set  forth  I  am  of  the  opinion 
that  Collis  has  failed  to  establish  that  the  device  constructed  by  him 
in  1009  amounted  to  anything  more  than  an  abandoned  experiment. 
The  testimony  presented  by  Quenzer  in  rebuttal,  furthermore,  shows 
that  the  invention  in  issue  was  publicly  sold  and  advertised  and  that 
certain  of  CoUis's  salesmen  were  accustomed  to  visit  the  shop  of 
Hegeman  where  Quenzer's  devices  were  sold  and  exhibited  from  the 
counter  near  where  such  salesmen  conducted  their  business,  and  I 
agree  with  the  Examiners-in-Chief  that — 

the  facts  of  the  case,  as  shown  by  the  testimony,  are  such  as  to  Indicate  that 
Coins  was  aware  of  what  Qnenzer  was  doing  In  the  commercial  aspect  of  the 
matter,  although  he  denies  that  he  knew  Quenzer  at  that  time. 
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This  case  in  my  opinion  falls  clearly  within  the  principles  an- 
nounced in  Warner  v.  Smith,  (C.  D.,  1898,  517;  84  O.  G.,  311;  13 
App.  D.  C,  111.)    In  that  case  the  Court  said — 

That  the  device  constructed  by  the  appellee  In  January  of  1892  could  have  been 
used  and  worn  upon  the  person  and  might  to  some  extent  have  served  the 
purpose  for  which  it  was  designed  might  perhaps  be  conceded;  but  this  does 
not  necessarily  constitute  reduction  to  practice.  Without  entering  into  any 
special  examination  of  the  record  for  the  purpose  of  supporting  our  opinion 
tJiat  what  the  appellee  did  In  January,  1892,  was  no  more  than  a  mere  experi- 
mental model,  discarded  by  him  as  soon  as  made  and  apparently  forgotten 
by  him  for  several  years  afterward — for  which  we  need  only  adopt  the  opinion 
of  the  Board  of  Examiners,  in  which  we  fully  concur — we  are  disposed  to  rest 
our  conclusion  upon  a  broader  basis. 

After  pointing  out  the  intent  of  the  provisions  of  the  Constitu- 
tion to  promote  the  advancement  of  the  useful  arts  and  the  necessity 
that  an  inventor  be  diligent  in  reducing  his  invention  to  practice  and 
giving  the  same  to  the  public,  the  Court  continues : 

Can  one  who  has  made  an  invention  and  who  has  locked  It  op  in  the  secrets 
of  his  own  exclusive  knowledge  and  who  produces  It  only  when  some  rival  in- 
ventor has  entered  the  field  be  held  to  have  acted  in  accordance  with  the 
policy  of  the  law  or  with  the  spirit  and  purpose  of  the  constitutional  pro- 
vision? Such  action,  or  Inaction,  as  we  might  more  properly  term  it,  not  only 
contravenes  the  interests  of  the  public,  but  also  operates  to  injure  the  rival 
inventor  who  in  the  meantime  enters  the  field  of  invention  upon  the  fblth  of 
the  conditions  as  they  appear  to  exist  and  upon  which  he  Is  entitled  to  rely. 
Sach  rival  Inventor  expends  his  time,  his  efforts,  and  his  money  in  the  elabora- 
tion of  his  conception  In  ignorance  of  the  fact  that  any  one  else  has  been  in 
the  same  field  before  him,  and  he  goes  into  the  Patent  Office  only  to  be  cou- 
fi*onted  after  several  months  of  effort  there  with  the  claim  of  some  one  else, 
)^ho  then  comes  forward  for  the  first  time  and  alleges  that  he  had  the  same 
invention  long  before.  Probably  such  claimant  is  not  barred  by  any  statute 
fi*om  making  his  claim,  and  If  he  sufllciently  proves  it  he  and  not  his  com- 
petitor will  be  entitled  to  the  patent,  for  it  Is  to  the  first  Inventor,  the  first 
to  conceive  and  to  reduce  into  practice,  that  the  law  awards  priority.  But 
such  conditions  make  it  imperative  upon  him  that  he  should  prove  his  claim 
tieyond  all  reasonable  doubt,  and  the  Patent  Office  and  the  courts  are  Justified 
In  presuming  In  such  cases  that  what  is  claimed  to  be  reduction  to  practice 
is  no  more  than  mere  experiment  until  the  contrary  is  clearly  shown. 

In  the  case  of  Adams  v.  Murphy  (C.  D.,  1901,  401;  96  O.  G.,  845; 
18  App.  D.  C,  172)  the  Court  discussed  the  ruling  in  the  case  of 
Warner  v.  Smith,  supra,  as  follows: 

We  said  in  that  case  that  delay  and  inaction  of  this  kind  totally  imexplained, 
during  which  a  rival  entered  the  field  of  invention,  conceived  and  perfected 
the  invention,  and  made  his  application  to  the  Patent  Office  for  a  device  for 
which  there  seems  to  have  been  a  demand  by  the  public,  would  Justify  the 
Patent  Office  and  the  courts  in  presuming  that  what  was  claimed  to  be  reduc- 
tion to  practice  amounted  to  no  more  than  a  mere  abandoned  experiment  until 
the  contrary  is  dearly  shown. 

In  the  cases  of  Rolfe  v.  Hoffman,  (C.  D.,  1906,  688;  121  O.  G., 
1350;  26  App.  D.  C,  336;)  Bolfe  v.  Kaisling  v.  Leeper,  (C.  D.,  1909, 
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\;  143  O.  G.,  562;  32  App.  D.  C,  582;)  Gasman  v.  GilUtte,  (C.  D,, 
1911,  319;  165  O.  G.,  245;  36  App.  D.  C,  440,)  relied  upon  by  the 
appellant,  there  was  no  doubt  that  the  invention  in  issue  had  been 
reduced  to  practice  by  the  successful  parties,  and  the  only  question 
arising  was  that  of  concealment  of  invention. 

In  the  present  case  there  is  in  my  opinion  no  sufficient  testimony 
to  establish  that  the  invention  was  reduced  to  practice  by  CoUis  in 
1906,  as  alleged;  but  even  assuming  that  the  devices  made  by  Collis 
did  constitute  a  reduction  to  practice  of  the  invention,  I  am  of  the 
opinion,  as  before  stated,  that  the  testimony  warrants  the  presump- 
tion that  Collis  was  aware  of  what  Quenzer  was  doing  prior  to  the 
lime  he  (Collis)  began  to  manufacture  his  invention,  and  conse- 
quently prior  to  the  date  upon  which  he  filed  his  application  for 
patent,  and  that  therefore  this  case  falls  within  the  ruling  of  the 
Court  of  Appeals  of  the  District  of  Columbia  in  Mason  v.  Hepburn, 
supra;  Thomson  v.  Weston,  (C.  D.,  1902,  521;  99  O.  G.,  864;  19 
App.  D.  C,  373;)  Matthes  v.  Burt,  (C.  D.,  1905,  574;  114  O.  G.,  764; 
24  App.  D.  C,  265;)  Howard  v.  Bowes,  (C.  D.,  1908,  547;  137  O.  G., 
733;31  App.  b.  C,  619.) 

/  -find  no  error  in  the  decision  of  the  Examiners-in-Chiefy  and  it  is 
accordingly  affirmed. 


Walker  v.  Lederer. 

Decided  October  21,  1911. 

179  O.  G.,  851. 

INTKBFEREWCE— Priority — Reduction  to  Practice — Delay— Filing  Application. 
Where  W.  reduced  the  invention  to  practice  prior  to  the  earliest  date  of 
invention  claimed  by  L.,  Held  that  W.  did  not  forfeit  his  right  to  a  patent  in 
favor  of  Tj.  by  delay  in  filing  his  application  where  there  was  no  suppres- 
sion or  concealment  of  the  invention. 

Appeal  from  Examiners-in-Chief. 

cellulose  esters. 

Messrs.  Noyes  c&  Harriman  and  Mr.  G^iy  Cunningham  for  Walker. 
Messrs.  Fairfax  <&  Wetter  and  Messrs.  Delmas,  Towne  &  Spellman 
for  Lederer. 

Moore,  Commissioner: 

This  is  an  appeal  by  Lederer  from  the  decision  of  the  Examiners- 
in-Chief  affirming  the  decision  of  the  Examiner  of  Interferences 
awarding  priority  of  invention  to  Walker  on  the  following  issue : 

1.  The  process  for  the  manufacture  of  solutions  suitable  as  lacquers  or  var- 
nishes and  for  other  Industrial  purposes,  which  consists  in  dissolving  a  suitable 
organic  compound  in  acetylene  tetra-chlorid,  substantially  as  described. 
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2.  The  process  for  the  manafacture  of  solutions  suitable  as  lacquers  or  var- 
nishes and  for  other  industrial  purposes,  which  consists  in  dissolving  suitable 
organic  compounds  in  acetylene  tetra-chlorid  and  another  solvent  of  the  said 
compound,  substantially  as  described. 

3.  The  process  for  the  manufacture  of  solutions  suitable  as  lacquers  or  var- 
nishes and  for  other  industrial  purposes,  which  consists  in  dissolving  an  acidi* 
Uzed  cellulose  in  acetylene  tetra-chlorid,  substantially  as  described. 

4.  The  process  for  the  manufacture  of  solutions  suitable  as  lacquers  or  var- 
nishes and  for  other  industrial  purposes,  which  consists  In  dissolving  acetyl 
cellulose  in  acetylene  tetra-chlorid,  substantially  as  described. 

5.  A  composition  of  matter  consisting  of  a  solution  of  acidilized  cellulose  in 
acetylene  tetra-chlorid,  substantially  as  described. 

6.  A  composition  of  matter  consisting  of  a  solution  of  acidilised  cellulose  in 
acetylene  tetra-chlorid  and  another  solvent,  substantially  as  described. 

7.  A  composition  of  matter  consisting  of  a  solution  of  acetyl  cellulose  io 
acetylene  tetra-chlorid,  substantially  as  described. 

8.  A  composition  of  matter  consisting  of  a  solution  of  acetyl  cellulose  in 
acetylene  tetra-chlorid  and  another  solvent,  substantially  as  described, 

Ijederer,  the  senior  party,  is  a  foreigner.  His  application  was 
filed  in  this  country  April  10, 1905,  about  six  months  prior  to  that  of 
Walker.  A  patent  was  subsequently  issued  to  Lederer ;  but  he  secures 
no  advantage  thereby  in  this  proceeding,  since  the  issue  of  the  patent 
was  after  Walker  had  filed  his  application.  Lederer  also  filed  several 
foreign  applications;  but  under  the  circumstances  of  this  case,  as  will 
appear  hereinafter,  the  date  of  the  earliest  of  these  would  serve  him 
no  better  than  his  filing  date  in  this  country,  and  it  is  therefore  un- 
necessary to  discuss  Lederer's  proofs  regarding  the  foreign  appli- 
cations. 

It  is  admitted  by  Lederer  that  TValker  has  shown  that  he  con- 
ceived the  invention  in  September,  1901,  and  reduced  it  to  practice 
in  October,  1901,  as  alleged  in  his  preliminary  statement.  (Lederer's 
brief,  p.  2.)  Furthermore,  there  is  no  contention  by  either  party 
that  the  other  derived  the  invention  from  him. 

The  case  presents  the  sole  question  whether,  under  the  circum- 
stances, the  delay  by  Walker  for  four  years  between  his  reduction  to 
practice  and  the  filing  of  his  application  works  a  forfeiture  of  his 
right  to  a  patent  in  favor  of  his  opponent.  Even  this  question  is 
somewhat  narrowed  by  Lederer's  admission  that  Walker  never  aban- 
doned the  invention  nor  the  intention  of  patenting  it  and  that  his 
.delay  was  not  for  the  purpose  of  unlawfully  extending  his  monopoly. 
Page  5  of  Lederer's  brief  states  that — 

the  doctrine  upon  which  we  rely  is  based  neither  upon  the  idea  of  abandonment, 
nor  that  of  immoral  intent.    I^iches  constitutes  its  sole  foundation. 

Many  cases  have  been  cited  in  behalf  of  Lederer  to  support  the 
proposition  that  such  delay  as  Walker's  in  and  of  itself  is  fatal  to  an 
applicant's  claim  to  a  patent.  In  some  of  these  cases  language  is 
used  which,  removed  from  its  context  and  considered  apart  from 


Digitized  by 


Google 


DECISIONS  OF  THE  GOMMISSIONEB  OF  PATENTS.  179 

the  facts,  would  seem  broad  enough  to  sustain  appellant's  theory; 
but  no  case  has  been  cited,  and  I  know  of  none,  where  a  patent  has 
been  refused  or  held  invalid  solely  on  the  ground  of  delay  in  filing 
the  application  after  a  reduction  to  practice  by  the  inventor.  In 
some  of  the  cases  cited  abandonment  wai  clearly  established,  either 
intentional  or  constructive,  which  is  statutory  bar  under  section  4886, 
and,  as  pointed  out  above,  is  a  ground  upon  which  Lederer  does  not 
rely  in  this  instance. 

In  several  of  the  cases  cited  by  appellant  there  had  been  no  actual 
reduction  to  practice,  and  the  statements  therein  made  concerning 
delay  and  diligence  obviously  have  no  applicability  to  the  present 
case. 

In  most  of  the  cases  cited  the  earlier  inventor  had  purposely  or 
through  indifference  suppressed  and  concealed  the  invention.  An- 
other had  produced  and  given  it  to  the  public,  either  commercially 
or  by  securing  the  issuance  of  a  patent  thereon,  and  the  delinquent 
inventor  had  thereafter  been  stirred  into  activity  by  the  success  of 
his  rival.  Such  were  the  facts  in  Oray  v.  Hale^  (C.  D.,  1871,  129;) 
Consolidated  Fruit  Jar  Co.  v.  Wright^  (94  U.  S.,  92;)  Mason  v.  Hep- 
hum,  (C.  D.,  1898,  510;  84  O.  G.,  147;  13  App.  D.  C,  86;)  in  re 
appeal  of  Mower,  (C.  D.,  1899,  395;  88  O.  G.,  191;  15  App.  D.  C, 
144;)  Thomson  v.  Weston,  (C.  D.,  1902,  521;  99  O.  G.,  864;  19  App. 
D.  C,  373;)  Matthes  v.  Burt,  (C.  D.,  1905,  574;  114  O.  G.,  764;  24 
App.  D.  C,  265;)  Universal  Adding  Machine  v.  Comptograph  Co., 
(146  Fed.  Rep.,  981,)  and  Curtain  Supply  Co.  v.  National  Lock 
Washer  Co.,  (174  Fed.  Rep.,  45.)  That  under  such  a  condition  of 
affairs  the  one  who  gave  the  invention  to  the  public  is  to  be  considered 
the  true  inventor  in  the  eye  of  the  law  is  a  proposition  that  these 
cases  fully  establish ;  but  it  is  also  well  settled  that  this  doctrine  will 
not  be  extended  to  cases  not  falling  clearly  within  it.  {McBerty  v. 
Cook,  C.  D.,  1900,  248;  90  O.  G.,  2295;  16  App.  D.  C,  133,)  and  in 
a  number  of  instances  the  Court  of  Appeals  of  the  District  of  Co- 
lumbia has  refused  to  apply  the  doctrine  to  cases  superficially  re- 
sembling those  above  mentioned,  because  the  evidence  did  not  show 
a  "  concealment  or  suppression  "  by  the  first  inventor  or  some  other 
of  the  elements  essential  to  the  doctrine  of  estoppel.  {Esty  v.  New- 
ton,  C.  D.,  1899,  284;  86  O.  G.,  799;  14  App.  D.  C,  50;  McBerty  v. 
Cook,  supra;  Oliver  v.  Felbel,  C.  D.,  1902,  565;  100  O.  G.,  2384; 
20  App.  D.  C,  255;  Brown  v.  Blood,  C.  D.,  1903,  617;  105  O.  G., 
976;  22  App.  D.  C,  216.) 

In  the  case  now  under  consideration  there  was  admittedly  no 
stimulation  of  Walker  into  activity  by  the  entry  of  Lederer  into  the 
field.  Lederer's  patent  had  not  issued  when  Walker's  application 
was  filed,  and  it  does  not  appear  that  Lederer  ever  made  the  invention 
public. 
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Furthermore,  so  far  from  suppressing  and  concealing  the  inven- 
tion during  the  four  years  between  reduction  to  practice  and  the 
date  of  filing,  the  testimony  shows  that  Walker  disclosed  it  to  at 
least  two  men,  Buchanan  and  Callan,  besides  those  associated  with 
him  in  his  work.  Buchanan  was  connected  with  the  Fort  Hill 
Chemical  Company  and  Callan  with  the  General  Electric  Company. 
Neither  of  them  was  a  business  associate  of  Walker  nor  bound  to 
secrecy,  and  both  were  men  well  able  to  appreciate  the  nature  and 
value  of  the  invention. 

Walker  also  had  samples  of  films,  etc.,  made  in  accordance  with 
the  invention  and  submitted  them  to  certain  commercial  concerns, 
which  made  use  of  such  material,  with  a  view  of  having  the  new  sub- 
stance adopted  by  them  as  a  substitute  for  that  then  in  use. 

In  view  of  the  fact  that  Walker  did  not  conceal  or  suppress  the 
invention  and  was  not  stimulated  into  applying  for  a  patent  by  any 
knowledge  of  Lederer's  claim  to  inventorship,  I  am  clearly  of  the 
opinion  that  the  case  does  not  fall  under  the  doctrine  of  estoppel  by 
concealment  established  by  the  line  of  cases  above  referred  to. 

Walker  was  admittedly  the  first  to  perfect  the  invention,  and 
priority  was  properly  awarded  to  him. 

The  decision  of  the  Examiners-in-Chief  is  affirmed. 


W.  A.  Ross  &  Brother,  Ltd.,  v.  The  Louis  Berqdoll  Brewing  Com- 
pany V.  The  Greenway  Brewing  Company. 

Decided  June  5,  1912. 
179  O.  G.,  852. 

TRADE-MaBKS — FOBEIGN    APPLICANT — PRIMA    FACIE    SHOWING    OF    USB    IN    THIS 
CJOUNTBY   PbEBEQUISITE  TO  INTERFERENCE  WITH   PRIOR  REGISTRANT. 

Where  a  foreigner  applies  for  registration  for  a  trade-marlc  subsequent 
to  the  registration  by  a  citizen  of  this  country  of  the  same  mark,  Held  that 
in  order  to  be  entitled  to  an  interference  with  such  registration  the  foreign 
applicant  must  make  a  prima  facie  showing  of  use  in  this  country. 

On  Appeal. 

TRADE-MARK    FOR    LAGER-BEER. 

Mr.  A.  Parker-Smith  for  W.  A.  Eoss  &  Brother,  Ltd. 

Messrs.  Wiedersheim  <&  Fairbanks  for  The  Louis  Bergdoll  Brew- 
ing Company. 

Messrs.  Parsons^  Hill  d&  Bodell  for  The  Greenway  Brewing  Com- 
pany. 
Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  by  The  Greenway  Brewing  Company  from  a 
decision  of  the  Examiner  of  Trade-Marks  refusing  to  dissolve  the 
above-entitled  interference. 

The  motion  alleges  that  there  has  been  such  irregularity  in  de- 
daring  the  interference  as  to  preclude  the  proper  determination  of 
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the  question  of  the  right  to  the  registration,  and  that  the  party,  W.  A. 
Ross  &  Brother,  Ltd.,  has  no  right  to  the  registration  for  which  it 
made  application  and  that  it  has  not  made  a  prima  .facie  showing  of 
the  use  of  the  trade-mark  in  question  in  this  country  at  any  date  prior 
to  the  registration  of  any  of  the  trade-marks  to  The  Greenway  Brew- 
ing Company,  referred  to  in  the  declaration  of  the  interference. 

The  record  shows  that  fhe  registrations  to  The  Greenway  Brewing 
Company  involved  in  this  interference  are  Nos.  14,520  and  14,521, 
registered  June  14, 1887,  and  No.  13,006,  registered  February  9, 1886. 
In  accordance  with  the  provisions  of  the  statute  these  registrations 
are  prima  fade  evidence  of  ownership  on  their  respective  dates.  The 
record  further  shows  that  W.  A.  Ross  &  Brother,  Ltd.,  is  a  foreign 
applicant  and  that  its  application  for  registration  was  filed  in  this 
oflSce  June  10,  1910.  It  also  appears  that  this  applicant  has  obtained 
a  foreign  registration  on  an  application  filed  more  than  four  months 
prior  to  June  10,  1910.  The  provisions  set  forth  in  section  4  of  the 
Trade-Mark  Act  do  not,  therefore,  apply  to  this  case. 

The  Examiner  of  Trade-Marks  refused  to  dissolve  the  interference 
for  the  reason  that  a  foreign  applicant  is  not  required,  under  pro- 
visions of  section  2  of  the  Trade-Mark  Act,  to  allege  use  of  the  trade- 
mark in  this  country.  While  this  is  true,  it  is  believed  that  a  prima 
facie  showing  at  least  of  use  in  this  country  must  be  made  by  a 
foreign  applicant  before  he  is  entitled  to  be  placed  in  interference 
with  a  United  States  registrant,  whose  registration  has  been  ob- 
tained in  this  country  prior  to  the  filing  date  in  this  country  of  the 
application  for  registration  by  the  foreign  applicant.  No  opinion  is 
expressed  herein  as  to  what  other  effect  the  filing  of  an  application 
for  registration  of  a  trade-mark  by  a  foreign  applicant  under  sec- 
tion 4  of  the  Trade-Mark  Act  would  have,  in  view  of  the  fact  that 
those  conditions  are  not  present  in  this  case.  It  is  held  that  the  inter- 
ference should  not  be  declared  until  W.  A.  Eoss  &  Brother,  Ltd., 
make  a  prima  facie  showing  of  a  right  to  register  the  mark,  notwith- 
standing the  registrations  which  had  been  granted  to  The  Greenway 
Brewing  Company. 

The  decision  of  the  Examiner  of  Trade-Marks  is  reversed. 


Ex  PABTE  Warner. 
Decided  March  9,  19J2. 

179  O.  G.,  1107. 

Trade-Masks — "Bot  Scout"  for  Leoqinqs,  Gloves,  and  Mittens — Deceptive 
OB  Descriptive. 
The  words  "Boy  Scout"  Held  not  registrable  as  a  trade-mark  for  leg- 
gings, gloves,  and  mittens,  since  as  applied  to  sach  goods  the  mark  Is 
either  deceptive  or  descriptive. 

On  Appeal. 
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TBADE-MABK  TOB  LBQOINOS,  GLOVES,  AND  MITTJENS. 

Mr.  John  E.  Stryker  for  the  applicant, 

Moore,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  words  "  Boy  Scout "  as  a  trade-mark 
for  leggings,  gloves,  and  mittens. 

Registration  was  refused  upon  two  grounds,  first,  because  the  mark 
sought  to  be  registered  is  the  name  of  an  organization  not  dis- 
tinctively displayed  and  because  the  mark  is  descriptive  or  deceptive. 

It  is  well  known  that  there  is  such  an  organization  in  the  United 
States  and  in  England  as  the  Boy  Scouts.  The  use  of  the  mark 
sought  to  be  registered,  it  is  believed,  would  clearly  indicate  that  the 
goods  were  put  out  with  the  approval  of  the  Boy  Scouts  or  were 
manufactured  for  the  Boy  Scouts.  If  this  is  true,  the  mark  is  de- 
scriptive, and  if  not  it  is  deceptive.  In  either  case  the  mark  is  not 
registrable. 

The  non-registrability  of  such  a  mark  was  clearly  pointed  out  by 
Commissioner  Hall  in  ex  parte  M.  Block  cfe  Oo.y  (C.  D.,  1887,  54;  40 
O.  G.,  443,)  in  which  it  was  held  that  a  mark  containing  the  words 
**  Knights  of  Labor  "  was  not  registrable  as  a  trade-mark  for  whisky. 

Applicant  argues  that  this  decision  was  overruled  by  the  later  case 
of  ex  parte  King^  (C.  D.,  1889,  H ;  46  O.  G.,  119,)  decided  by  the  same 
Commissioner,  in  which  it  was  held  that  a  trade-mark  consisting  of 
the  exact  representation  of  a  well-known  badge  of  the  Grand  Army  of 
the  Republic  was  registrable  as  a  trade-mark.  In  this,  however,  ap- 
plicant is  in  error,  since  in  the  later  case  the  Commissioner  said : 

It  is  proper  to  say  in  this  case  that  I  do  not  find,  nor  does  the  Examiner 
suggest,  that  the  design  as  used  would  be  calculated  to  deceive,  and  the  case  Is 
not  brought  within  the  principles  announced  in  ex  parte  M,  Bloch  <£  Co,,  (C.  D., 
1S87,  54;  40  O.  G.,  443.) 

The  above  holding  makes  it  unnecessary  to  consider  whether,  as 
contended  by  applicant,  the  word  "Association  "  as  used  in  section  5 
of  the  Trade-Mark  Act  is  limited  to  an  organization  engaged  in 
trade  or  commerce  and  that  therefore  the  first  ground  of  refusal  by 
the  Examiner  was  not  well  taken. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Ex  PARTE  BOGOOSLAVSKY, 

Decided  May  5,  1912. 

179  O.  G.,  1107. 

APPLTC4TT0N — PROSECUTION — CHANGE  OF  DRAWING. 

Where  a  proposed  change  in  the  drawing  depends  on  what  the  disclosure 
is  and  not  whether  an  undisputed  disclosure  is  operatlvet  Held  that  the 
refusal  of  the  Examiner  to  permit  such  change  is  reviewable  on  petition. 

On  Pktition. 
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AUTOMOBILE-TBUNK. 

Messrs,  Wtedersheirn  cfe  Fairbanks  for  the  applicant. 
MooBE,  Commissioner: 

This  is  a  petition  that  the  Examiner  be  instructed  to  permit  the 
outline  of  the  cover  11  to  be  shown  in  Figure  1  in  accordance  with 
the  sketch  submitted  in  connection  with  applicant's  communication 
of  August  2,  1911. 

The  Examiner  refused  to  permit  the  suggested  change  in  the  draw- 
ing on  the  ground  that  it  constitutes  new  matter,  and  in  his  answer 
to  this  petition  he  suggests  that  the  question  is  one  which  should  be 
reviewed  on  appeal  rather  than  a  petition  of  this  character,  because 
the  claims  now  stand  rejected  on  the  ground  that  they  cover  an  in- 
operative device.  The  dispute  here,  however,  seems  to  be  as  to  what 
the  disclosure  of  the  case  actually  is  and  not  as  to  whether  an  undis- 
puted disclosure  is  operative. 

The  trunk  shown  in  the  original  drawings  is  disk  or  drum  shaped, 
and  the  so-called  "  cover  "  is  situated  in  the  upper  half  of  one  of  the 
circular  faces.  When  released,  it  is  supposed  to  be  drawn  down  into 
a  recess  occupying  the  lower  half  of  this  face  of  the  disk.  The  Ex- 
aminer held  that  such  operation  is  impossible,  because  the  lower  edge 
of  the  cover  is  the  same  diameter  as  the  trunk,  and  therefore  could 
not  be  thus  inserted  'in  the  semicircular  recess  provided,  since  this 
recess  has  its  greatest  width  at  the  upper  edge  and  is  there  only  equal 
to  the  width  of  the  cover  itself. 

The  assumption  of  the  Examiner,  however,  that  the  lower  edge  of 
the  cover  is  of  as  great  a  diameter  as  the  trunk  seems  to  be  unwar- 
ranted in  view  of  the  original  specification,  where  it  is  stated  that 
"  the  cover  is  drawn  straight  down  "  into  the  recess  provided  when  it 
is  released  by  the  member  22,  provided  for  that  purpose.  It  is  true 
that  there  is  nothing  in  the  original  disclosure  to  indicate  the  exact 
shape  or  size  of  the  cover,  although  the  shape  of  the  flap  15,  which 
is  provided  for  "  covering  the  edges  of  the  cover,"  would  suggest  that 
the  cover  had  the  outline  which  applica^t  now  desires  to  indicate  in 
dotted  lines. 

It  is  believed  that  the  description  of  the  operation  when  taken  with 
the  design  of  the  flap  15  amply  warrants  the  showing  which  appli- 
cant desires  to  introduce  in  dotted  lines. 

The  petition  is  granted. 

Bradley  v.  Miooett. 
Decided  July  26,  1911. 

179  O.  a,  1108. 
L  Intkrfebehce— Priority. 

Evidence  reviewed  nnd  Held  lo  establish  that  M.  was  the  first  to  con- 
ceive the  invention  in  issue  and  the  first  to  reduce  the  same  to  practice, 
priority  Held,  therefore,  properly  awarded  to  him. 

54282*— 18 ^16  ,     ^^^T^ 
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2.  Same— Same — ^Diligence. 

Where  B.,  who  was  the  last  to  reduce  the  invention  to  practice,  experi- 
mented with  the  invention  during  a  period  of  eighteen  months  or  two  yearn 
only  in  a  desultory  way,  although  he  had  at  his  command  every  facility 
to  promote  expeditious  work  thereupon,  Held  that  he  was  not  diligent 
and  that  he  would  not  be  entitled  to  an  award  of  priority  if  he  had  estab- 
lished a  conception  of  the  invention  prior  to  that  of  H. 

On  Priority. 

boileb-tube  cleaneb. 

Mr.  J.  Morris  Wilson  for  Bradley. 
Messrs.  Bacon  and  Milans  for  Miggett. 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  by  Bradley  from  a  decision  of  the  Examiners-in- 
Chief  affirming  a  decision  of  the  Examiner  of  Interferences  award- 
ing priority  to  Miggett  on  the  following  issue : 

1.  The  boiler  tube  cleaner  comprising  a  rotary  body  or  carrier  means  for  sup- 
plying steam  thereto,  a  steam-delivery  nozzle  mounted  on  said  body  and  capable 
of  being  moved  into  different  angular  positions  with  relation  to  the  axis  of  the 
body,  meanff  for  rotating  said  body,  and  adjusting  means  ind^iendent  of  said 
body-rotating  means  for  shifting  the  nozzle  relatively  to  the  body. 

2.  The  combination  of  a  steam  boiler  having  horizontal  tubes,  a  wall  opposite 
the  ends  of  the  boiler-tubes  having  an  opening  extending  lengthwise  of  the 
tubes,  a  body  or  carrier  rotatably  arranged  in  said  opening,  means  for  supplying 
steam  to  said  body,  a  steam  delivery  nozzle  mounted  on  said  body  and  capable 
of  being  moved  into  different  angular  positions  relatively  to  the  axis  of  the 
body,  means  exterior  to  said  wall  for  rotating  said  body,  and  means  inde- 
pendent of  said  body  rotating  means  and  exterior  of  said  wall  for  adjusting 
said  nozzle  with  reference  to  the  body. 

3.  The  combination  of  a  steam  boiler  having  horizontal  tubes,  a  wall  oppo- 
site the  ends  of  the  boiler-tubes  having  an  opening  extending  lengthwise  of 
the  tubes,  a  body  or  carrier  rotatably  arranged  In  said  opening,  means  for 

.supplying  steam  to  said  body,  a  steam  delivery  nozzle  mounted  on  said  body 
and  capable  of  being  moved  into  different  angular  positions  relatively  to  the 
axis  of  the  body,  means  exterior  to  said  wall  for  rotating  said  t>ody,  an  ad- 
Justing  shaft  for  said  nozzle  extending  lengthwise  of  said  body  and  provided 
exterior  to  said  wall  with  an  operating  device  indei)endent  of  said  body  rotat- 
ing moans,  and  means  for  operatively  connecting  the  nozzle  with  said  shaft. 

In  his  preliminary  statement  Miggett  alleges  conception  on  April 
6,  1906,  disclosure  on  April  20,  1906,  drawings  the  following  day, 
and  a  reduction  to  practice  on  May  1,  1906.  His  application  was 
filed  December  16,  1907. 

Bradley  alleges  conception  October  15,  1905,  drawings  and  dis- 
closure on  April  11,  1906,  and  a  model  and  reduction  to  practice 
November,  1907.    His  application  was  filed  March  28,  1908. 

The  testimony  submitted  on  behalf  of  Miggett  clearly  shows  that 
he  conceived  the  invention  at  least  as  early  as  April  26,  1906.  This 
is  not  questioned  by  his  opponent     It  also  shows  that  he  built 
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and  successfully  operated  a  full-sized  device  as  early  as  June  15, 
1906.  This  also  is  not  questioned;  but  it  is  contended  on  behalf 
of  Bradley  that  Miggett  cannot  be  accorded  this  date  for  reduction 
to  practice  because  the  test  at  which  the  device  wa5  proved  suc- 
cessful occurred  at  Walkerville,  Ontario.  This  being  in  a  country 
foreign  to  the  United  States,  it  is  urged  that  no  acts  done  there  can 
avail  Miggett  in  proving  a  reduction  to  practice.  It  is  well  settled 
that  the  making  and  using  of  an  invention  abroad  cannot  inure  to 
the  benefit  of  an  inventor  against  another  applicant  in  this  country. 
{Bell  V.  Brooks,  C.  D.,  1881, 4;  19  O.  G.,  290;  Tucker  v.  Davisy  C.  D., 
1872,  188;  2  O.  G.,  224;  and  De  Kando  v.  Armstrong,  C.  D.,  1911, 
413 ;  169  O.  G.,  1185 ;  37  App.  D.  C,  314.) 

In  the  present  case,  however,  the  circumstances  were  somewhat 
different  from  those  in  any  of  the  cases  cited.  Here  it  is  clearly 
proved  that  Miggett  conceived  the  invention  in  this  country  and 
disclosed  it  to  one  Holmes,  connected  with  the  Powers  Specialty 
Company,  of  Detroit,"  Michigan,  that  the  device  which  afterward 
proved  successful  was  made  in  accordance  with  this  conception  in 
Detroit,  and  that  some  or  all  of  the  parties  who  made  the  test,  which 
occurred  across  the  river  in  Canada,  were  citizens  of  the  United 
States  and  residing  here  at  that  time.  It  may  well  be  questioned 
whether  under  these  circumstances  the  tribunals  below  were  in  error 
in  giving  Miggett  the  benefit  of  reduction  to  practice  by  virtue  of 
the  device  so  tested. 

It  appears,  however,  that  other  blowers  embodying  the  invention 
in  issue  were  made  immediately  thereafter  by  the  same  company  in 
Detroit  and  sold  in  different  parts  of  this  country  and  had  been  so 
made  and  sold  up  to  the  time  of  taking  testimony.  These  devices 
are  referred  to  in  the  testimony  as  the  "  B  10,  B  12  "  type,  the  "  B 
27  "  type,  and  the  "  B  31 "  type,  the  difference  between  these  types 
being  in  details  not  affecting  the  present  issue.  Of  the  last  two  types 
named  it  appears  that  in  the  neighborhood  of  two  thousand  were 
sold.  (Holmes  Qs.  84  and  85.)  One  sale  specifically  referred  to 
was  that  to  the  United  States  Glass  Company,  Gas  City,  111.  The 
order  for  this  blower  was  received  on  July  24,  1906,  and  it  was 
finished  and  installed  in  the  August  following.  There  are  in  evidence 
two  letters  from  the  United  States  Glass  Company  stating  that  the 
blower  was  satisfactory  in  every  respect  and  ordering  a  second  one. 
Another  blower  was  sold  to  the  Detroit  Cold  Storage  Co.  about 
August.  1906,  installed  the  following  winter,  and  proved  satisfactory. 
(Stewart  Q.  65  and  RD.  Q.  100.) 

Such  evidence  of  commercial  success  is  sufficient  to  establish  that 
the  device  was  operative  and  practical.  It  is  clear,  therefore,  that 
Miggett  must  be  accorded  a  reduction  to  practice  at  least  as  early  as 
the  winter  of  1906-7,  and  the  relative  position  of  the  parties  to  this 
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proceeding  so  far  as  conception  and  reduction  to  practice  is  con- 
cerned will  not  be  changed  whether  Miggett  be  credited  with  a  reduc- 
tion to  practice  by  virtue  of  the  device  tested  in  Walkerville,  Ontario, 
or  not,  for  Bradley  alleges  no  earlier  date  than  November,  1907,  for 
reduction  to  practice. 

As  pointed  out  by  the  tribunals  below,  Bradley  has  failed  to  prove 
a  conception  of  the  invention  prior  to  the  completion  of  his  Exhibit 
No.  2  some  time  in  May,  1906.  This  is  a  full-sized  device,  which 
unquestionably  embodies  the  issue,  although  its  success  was  not  at 
that  time  proved  and  its  details  afterward  changed.  The  Bradley 
Exhibit  No.  1,  a  sketch  said  to  have  been  made  on  April  11,  1906, 
clearly  does  not  disclose  the  whole  invention.  In  fact,  the  inde- 
pendent movement  of  the  jet  and  gear,  the  very  gist  of  the  present 
invention,  is  not  suggested  therein. 

It  is  urged  by  Bradley  in  his  brief  that — 

obvioudy,  the  nozzle  is  not  automatic,  in  its  movement,  and  the  Independent 
movement  thereof  is  so  elementary  that  It  can  be  Inferred,  whereas  if  the 
movement  of  the  nozzle  were  not  independent  of  the  body  rotating  means  some 
Indication  would  appear  in  the  drawing. 

The  burden  of  proof,  however,  is  upon  Bradley,  and  be  cannot 
prevail  by  virtue  of  any  mere  ccxijectures  which  might  be  made  from 
such  an  incomplete  disclosure.  The  date  of  the  completion  of  Ex- 
hibit No.  2,  which  was  some  time  in  May,  1906,  is  therefore  the  earliest 
that  can  be  accorded  to  Bradley  for  conception.  This  is  subsequent 
to  that  which  has  been  proved  by  Miggett. 

Under  his  preliminary  statement  Bradley  cannot  be  awarded  a 
reduction  to  practice  earlier  than  November,  1907,  which  was  several 
months  after  that  to  which  Miggett  is  entitled.  The  latter  was, 
therefoi'e,  the  first  to  conceive  and  the  first  to  reduce  to  practice,  and 
priority  was  properly  awarded  to  him  on  this  ground. 

The  tribunals  below  have  both  held,  further,  that  Bradley  has  no 
satisfactory  proof  of  diligence  which  would  enable  him  to  prevail 
in  case  he  were  found  to  be  the  first  to  conceive,  and  that,  therefore, 
Miggett  must  be  awarded  priority,  even  though  Bradley  were  given 
the  benefit  of  the  earliest  date  alleged  by  him  for  conception.  With 
this  holding  I  agree.  Bradley  has  a  period  of  eighteen  months  or 
two  years  to  account  for,  and  during  this  time  it  appears  that  he 
experimented  only  in  a  desultory  way,  notwithstanding  that  he  had 
at  his  command  every  facility  to  promote  expeditious  work  upon  the 
invention. 

It  is  held  that  priority  of  invention  was  properly  awarded  to 
Miggett. 

The  decision  of  the  Examinera-in-Chdef  is  affirmed. 
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Lbyering  Coffee  Company  v.  Merchants  Coffee  Co. 

Decided  November  15,  101  J, 

179  O.  G.,  1100. 

1.  Tbade-Mabks — "Hygeia"  fob  Coffee — Not  Descbiptive. 

The  word  "  Hygeia  "  as  a  trade-mark  for  coffee  Held  not  descriptive. 

2.  Same— Same— ABAI9D0NMENT. 

Where  a  firm  had  put  out  several  brands  of  coffee,  including  "  Hygeia," 
and  its  books  offered  in  evidence  showed  not  only  that  for  several  years  no 
"  Hygeia  *'  coffee  was  sold,  but  the  columns  in  the  factory  stock-book  headed 
**  Hygeia  "  were  used  to  enter  various  other  items  and  on  some  pages  the 
word  •*  Hygeia  "  was  written  across  with  the  words  "  High  Grade "  and 
"  D  Rio,"  Held  that  not  only  a  non-use  of  the  mark,  but  an  intent  to  aban- 
don the  same,  was  established. 
8.  Sams— iNTEBniBENCE—PBioBiTY— Abandonment. 

Evidence  Held  to  show  that  the  mark  in  issue  was  abandoned  by  ihe  pred- 
ecessor in  business  of  the  L.  Co.  and  priority  awarded  to  the  M.  Co.,  which 
began  the  use  of  the  mark  subsequent  to  this  abandonment,  but  prior  to  the 
use  of  the  L.  Co. 

On  Prioritt. 

tbade-mark  fob  coffee. 

Messrs.  Taylor  <&  Hvlse  and  Messrs.  Steuart  <&  Steuart  for  Lever- 
ing Coflfee  Company. 

Mr.  Robert  Watson  and  Mr.  John  Watson^  Jr.^  for  Merchants 
Coffee  Co. 

Tbnnant,  Assistant  Commissioner: 

This  is  an  appeal  by  the  Merchants  Coffee  Co.  from  a  decision  of 
the  Examiner  of  Interferences  awarding  priority  of  adoption  and 
use  to  the  Levering  Coffee  Company  and  holding  that  it  was  entitled 
to  register  the  mark  shown  in  its  application. 

The  mark  involved  is  the  word  "Hygeia"  used  as  a  trade-mark 
for  coffee.  The  Merchants  Coffee  Co.  registered  this  mark  on  August 
20,  1907.  The  application  of  the  Levering  Coffee  Company  was  filed 
December  15,  1909. 

The  Examiner  of  Interferences  found  that  the  Merchants  Coffee 
Co.  began  to  use  this  mark  in  1898  and  has  continuously  used  it  sinci* 
that  time.  He  further  found  that  the  mark  was  adopted  by  E.  Lev- 
ering &  Company,  the  predecessor  in  business  of  the  I^evering  Coffee 
Company,  in  1881,  that  the  mark  was  used  by  the  former  down  to 
1897,  and  that,  while  there  was  a  lapse  in  its  use  from  that  date 
until  1902,  when  use  was  commenced  by  the  Levering  Coffee  Com- 
pany, it  had  not  been  established  that  the  mark  had  been  abandoned 
and  that  therefore  the  Levering  Coffee  Company  wa«  entitled  to  the 
benefit  of  the  date  of  adoption  and  use  of  its  predecessor. 

The  Levering  Coffee  Company  contends  that  the  mark  as  used  by 
the  Merchants  Coffee  Co.  is  descriptive  and  that  it  is  also  deceptive 
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in  that  the  picture  of  a  hotel,  which  is  said  to  be  the  picture  of  the 
Hygeia  Hotel,  formerly  at  Old  Point  Comfort,  appears  on  the  labels 
with  the  word  "Hygeia,"  it  being  argued  that  one  would  naturally 
associate  the  word  "Hygeia"  with  the  Hygeia  Hotel  and  would 
therefore  be  led  to  believe  that  there  was  some  connection  between 
this  hotel  and  the  coffee  upon  which  the  mark  is  used. 

The  Examiner  of  Interferences  held  that  the  Levering  Coffee 
Company  was  not  entitled  to  raise  this  question,  since  the  Mer- 
chants Coffee  Co.  was  the  registrant,  but  that  the  use  by  the  Mer- 
chants Coffee  Co.  was  a  valid  trade-marir  use. 

It  is  not  necessary  to  consider  whether  the  question  of  a  deceptive 
use  by  a  registrant  can  be  raised  by  an  applicant  in  interference 
therewith,  for  there  is  no  evidence  of  such  deceptive  use  on  the  part 
of  the  registrant  in  this  case  as  would  defeat  his  right  to  registra- 
tion if  he  were  an  applicant.  The  word  "  Hygeia  "  is,  in  my  opinion, 
a  good  and  valid  trade-mark  and  not  descriptive.  In  the  case  of  the 
Consolidated  Ice  Co.  v.  Hygeia  Distilled  Water  Co.  (151  Fed.  Rep., 
10)  the  Court  of  Appeals  of  the  Third  Circuit  said : 

In  short,  "  Hygeia  "  is  not  "  hygienic."  The  two  words  have  not  the  same 
meaning,  and,  while  a  monoiwly  of  the  latter  could  not  be  accorded  to  any  one 
without  depriving  others  of  its  apposite  use  for  ascribing  healthfulness  to  their 
goods,  there  is  no  more  reason  that  the  former  should  be  exempted  from  ap- 
propriation than  any  other  nominative  or  merely  designating  term  which 
mythology  or  fiction  has  fabricated  or  made  familiar. 

The  association  of  the  word  "  Hygeia  "  on  the  labels  with  the 
picture  of  the  Hygeia  Hotel  could,  in  my  opinion,  deceive  no  one. 

It  is  not  necessary  to  review  the  evidence  in  detail  as  to  the  dates 
of  use  established  by  the  respective  parties.  This  evidence  was  dis- 
cussed in  full  by  the  Examiner  of  Interferences,  and  I  agree  with 
his  holding  that  the  Merchants  Coffee  Co.  has  established  adoption 
of  the  mark  in  1898  and  continuous  use  since  that  time  and  that  E. 
Levering  &  Company  adopted  the  mark  in  1881  and  used  the  same 
down  to  1895. 

While  there  are  some  general  statements  of  the  witnesses  that  the 
mark  was  continuously  used  by  E.  Levering  &  Company  and  the 
Levering  Coffee  Company,  the  books  offered  in  evidence,  and  which 
the  witnesses  themselves  state  would  actually  show  what  sales  were 
made,  show  diminishing  sales  from  year  to  year  until  finally  there 
was  but  a  single  sale  of  coffee  under  the  "  Hygeia  "  brand  by  E. 
I^evering  &  Company  in  1897.  It  is  not  denied  on  the  part  of  the 
Ijevering  Coffee  Company  that  no  sales  of  coffee  were  made  by  that 
concern  under  the  brand  "  Hygeia  "  until  1902. 

An  examination  of  the  factory  stock-book  of  E.  Levering  &  Com- 
pany, which  is  in  evidence  as  "Levering  Exhibit  Factory  Stock 
Book,  No.  2,"  shows  that  E.  Levering  &  Company  sold  several  brands 
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of  coffee.  The  book  is  ruled  in  columns  showing  the  amount  of  each 
of  these  brands  packed  and  delivered,  the  name  of  the  brand  ap- 
pearing at  the  head  of  the  column.  Continuously  up  to  1895  the 
book  shows  the  packing  and  delivery  of  "  E.  L.  C,"  "  Rico,"  "Ajax," 
and  "  Hygeia  "  coffee.  The  sales  in  1895  of  "  Hygeia  "  were  very 
small.  There  were  but  a  few  in  1896,  and,  as  stated  above,  only  one 
in  1897,  and  none  thereafter  until  1902. 

It  is  true  that  mere  non-use  of  the  mark  will  not  establish  abandon- 
ment; but  this  book  shows  not  only  a  non-use,  but,  it  is  believed,  a 
clear  intent  to  abandon  the  mark,  since  the  columns  headed  "  Hy- 
geia" are  used  to  enter  various  other  items,  showing  apparently 
that  the  factory  had  been  notified  that  no  more  "  Hygeia  "  coffee 
would  be  sold,  and  therefore  there  was  no  more  need  for  these 
columns.  In  some  places  the  printed  word  "Hygeia"  is  written 
across  with  the  words  "  High  Grade  "  and  "  D  Bio."  In  the  case  of 
Saxlehner  v.  Eisner  <&  MendeUon  Go.  (C.  D.,  1900,  362;  98  O.  G., 
940;  179  IT.  S.,  19,  81)  the  Supreme  Court  of  the  United  States  said: 

To  establish  the  defense  of  abandonment  it  is  necessary  to  show  not  only 
acta  indicating  a  practical  abandonment,  but  an  actual  intent  to  abandou. 
Acts  which  unexplained  would  be  sufficient  to  establish  an  abandonment  may 
be  answered  by  showing  that  there  never  was  an  intention  to  give  up  and 
relinquish  the  right  claimed. 

In  the  present  case  the  books  of  E.  Levering  &  Company  show  a 
non-use  of  the  mark,  and,  as  pointed  out  above,  the  character  of  the 
entries  in  this  book  is  believed  to  show  an  intent  to  abandon  the 
mark.  No  member  of  the  firm  of  E.  Levering  &  Company  was 
called  to  explain  why  the  books  were  used  in  this  way  if  there  was 
no  intent  to  abandon  the  mark  or  to  testify  that  the  mark  actually 
had  not  been  abandoned.  It  does  not  appear  on  the  record  that  the 
members  of  this  firm  were  unavailable  as  witnesses,  and,  in  fact,  one 
of  them  was  called  by  the  Merchants  Coffee  Co.  to  testify  as  to 
another  point. 

It  is  true  that  the  records  show  that  certain  "  Hygein  "  labels  were 
kept  in  stock;  but  these  appear  to  have  been  merely  old  labels  which 
E.  Levering  &  Company  had  on  hand  at  the  time  the  use  of  the 
mark  was  discontinued  and  which  were  transferred  to  the  liCvering 
Coffee  Company  along  with  the  other  property  of  E.  Levering  & 
Company.  Parr  and  Ewing  attempt  to  show  that  the  use  of  the 
mark  "Hygeia"  by  E.  Levering  &  Company  was  discontinued  be- 
cause of  a  coffee  war;  but  Parr's  testimony  is  manifestly  hearsay, 
and  E wing's  seems  to  have  been  an  afterthought,  for  it  appears  that 
after  his  original  testimony  was  given  and  when  he  was  excused  as 
a  witness  to  look  up  a  certain  letter  which  he  had  testified  about  he 
dictated  a  statement  to  Parr  as  to  this  so-called  coffee  war,  although 
both  he  and  Parr  had  been  sworn  as  witnesses.    It  is  also  significant 
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that  Parr's  subsequent  testimony  .was  practically  identical  with  this 
memorandum. 

For  the  reasons  above  stated  it  is  held  that  the  mark  in  issue 
was  abandoned  by  E.  Levering  &  Company  prior  to  the  time  it  was 
adopted  by  the  Merchants  Coffee  Co.,  that  the  Levering  Coffee  Com- 
pany did  not  commence  to  use  the  mark  until  a  subsequent  date,  and 
since  it  is  not  entitled  to  any  benefit  from  the  use  by  its  predecessor 
priority  of  adoption  and  use  should  have  been  awarded  to  the  Mer- 
chants Coffee  Co. 

The  decision  of  the  Examiner  of  Interferences  is  reversed  and  it 
is  held  that  the  Levering  Coffee  Company  is  not  entitled  to  register 
the  mark  shown  in  its  application. 


Wbtmore  and  Niemann  v.  Putnam, 

Decided  October  IS,  1911. 

180  O.  G.,  821. 

1.  INTERFEBBNCI — PBIOBrTY — REDUCTION   TO   PBACTICE. 

VHiere  it  is  estabUshed  that  an  adding-machine  embodying  the  InTentlon 
in  issue  was  built  by  the  assignee  of  W.  and  N.,  Held  that  the  testimony 
of  witnesses  highly  skilled  in  the  art  that  this  machine  was  completely 
tested  and  found  satisfactory,  subsequently  sold,  and  no  trouble  expe- 
rienced with  it  is  sufficient  to  establish  a  reduction  to  practice  as  of  the 
date  of  the  tests,  although  it  was  not  stated  exactly  what  kind  of  a  test 
was  made,  and  no  exhibits  of  work  done  on  the  machine  at  the  time  were 
produced. 

2.  Same — Patentability  of  the  Issue — Supbbvisoby  AuTHoarrY  or  Coifins- 

SIONBB. 

An  interference  will  be  dissolved  by  the  Gommissioner  in  the  exerdse  of 
his  supervisory  authority  on  the  ground  that  the  issue  is  unpatentable 
only  to  correct  an  error  which  is  so  clear  as  to  be  apimrent  to  all,  (citing 
Qos8  V.  Scott,  C.  D.,  1901,  80;  96  O.  G.,  S42.) 

Appbal  from  Examiners-in-Chief. 

ADOING-MACHINB. 

Messrs.  Munday^  Evarts^  Adcock  <£•  Clarke  for  Wetmore  and 
Niemann. 

Messrs.  Rector^  Hihhen  <&  Davis  for  Putnam. 
MooBE,  Commissioner: 

This  is  an  appeal  by  Putnam  from  a  decision  of  the  Examiners-in- 
Chief  affirming  the  decision  of  the  Examiner  of  Interferences  award- 
ing priority  to  Wetmore  and  Niemann. 

The  invention  in  issue  relates  to  an  improvement  in  adding  and 
listing  machines  and  consists  in  the  provision  of  mechanism  whereby 
such  a  machine  may  be  ''  split "  at  certain  desired  points  at  the  will 
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of  the  operator — that  is  to  say,  an  arrangement  of  the  machine  such 
that  it  may  be  used  in  the  normal  way  or  so  arranged  as  to  print 
parallel  columns  of  figures  independently  of  each  other. 

The  issue  of  the  interference  is  set  forth  in  three  counts,  which 
read  as  follows: 

1.  In  a  machine  of  the  character  described,  the  combination  of  a  series  of 
impression  means  coiSperatively  related  for  the  printing  of  ciphers  to  right  of 
numerals  in  decimal  places  where  the  amount  to  be  recorded  has  no  units* 
with  provisions  for  discontinuing  the  cooperative  relationship  between  adja- 
cent members  of  the  series  of  impression  means  and  manipulative  means  con- 
trolling said  cooperative  relationship  and  adjustable  to  effect  discontinuance 
thereof  between  one  or  another  pair  of  adjacent  members  of  the  series  of  im- 
pression means. 

2.  In  a  machine  of  the  character  described,  the  combination  of  a  series  of 
separately  acting  impression  devices;  movable  couplers  between  the  members 
of  said  series  for  securing  cooperative  action  between  the  same  in  the  printing 
of  ciphers ;  and  means  for  selectively  displacing  said  couplers. 

a.  In  a  multiple-order  adding  machine,  in  combination,  adding  and  printing 
mechanisms,  automatic  cipher-printing  mechanism,  and  optionally  operable 
means  whereby  the  automatic  cipher-transfer  to  the  right  of  either  of  a  plu- 
rality of  orders  may  be  prevented. 

The  record  of  the  case  has  been  carefully  considered,  and  no  error 
IS  found  in  the  holding  that  Wetmore  and  Niemann  were  the  first  to 
conceive  and  the  first  to  reduce  to  practice  this  invention.  Putnam 
does  not  claim  to  have  disclosed  the  invention  prior  to  December  16, 
1905,  nor  to  have  reduced  it  to  practice  prior  to  February  6,  1906. 
The  testimony  offered  on  behalf  of  the  joint  interferants  clearly 
establishes  that  they  had  a  conception  of  the  invention  in  the  spring 
or  early  summer  of  1905,  that  during  the  summer  of  1905  there  was 
built  in  the  factory  of  the  Comptograph  Company,  their  assignee,  a 
completely-operative  machine  which  embodied  the  invention  in  issue. 
This  invention  is  referred  to  throughout  as  "Model  2A  Compto- 
graph," the  term  "  Model "  being  used,  as  the  record  shows,  to  desig- 
nate a  machine  the  parts  of  which  were  made  by  hand  rather  than  by 
tools  and  dies.  This  machine  was  tested,  and  subsequently  a  large 
number  of  expensive  tools  for  the  commercial  manufacture  of  the 
machine  were  ordered.  Such  a  commercial  machine  was  built  and, 
according  to  the  testimony  of  the  joint  interferants  and  Wyeth,  the 
general  manager  of  the  Comptograph  Company,  was  completed, 
tesited,  and  turned  over  to  the  stockkeeper  as  early  as  December  13, 
1905.  The  witnesses  testify  that  no  machine  was  so  turned  over  to 
the  stockkeeper  until  it  had  been  thoroughly  inspected  and  tested 
and  ready  for  shipment  to  customers.  It  appears  from  the  testi- 
mony of  Wyeth  that  this  machine  was  exhibited  to  various  pro- 
qMctive  customers  and  was  finally  sold  to  Montgomery,  Ward  &  Com- 
pany, where  it  was  used  for  a  year  or  more,  that  having  been  ex- 
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changed  for  another  machine  of  the  same  type  it  was  sold  to  MacLean 
Brothers,  of  Tacoma,  Wash.,  from  whom  it  was  obtained  in  order  to 
be  introduced  as  an  exhibit  in  this  interference.  They  also  testified 
that  no  trouble  whatever  was  experienced  at  any  time  in  the  use  of 
the  "cipher  cut-out,"  as  they  termed  the  mechanism  by  which  the 
machine  was  "split" 

It  is  argued  in  behalf  of  Putnam  that  this  testimony  is  insufficient 
to  show  reduction  to  practice  on  behalf  of  Wetmore  and  Niemann, 
since  the  witnesses  do  not  state  exactly  what  kind  of  a  test  was  made 
and  have  oflfered  in  evidence  no  exhibits  of  work  done  on  the  machine 
at  that  time ;  but  these  witnesses  are  all  highly  skilled  in  the  adding- 
machine  art,  and  their  testimony  that  the  machine  was  completely 
tested  and  found  satisfactory,  subsequently  sold,  and  no  trouble  what- 
ever experienced  with  it  is  believed  to  amply  show  a  reduction  to 
practice  as  early  as  December  18, 1905. 

Whether  or  not  Wetmore  and  Niemann  are  entitled  to  a  reduction 
to  practice  as  of  the  date  when  the  so-called  "  Model "  machine  was 
built  and  tested  is  not  necessary  to  decide,  since  they  were  the  first 
to  conceive  the  invention,  and  the  commercial  machine  was  completed 
and  tested  prior  to  any  date  of  reduction  to  practice  claimed  on 
behalf  of  Putnam. 

While  Putnam  has  contended  that  priority  was  improperly  awarded 
to  Wetmore  and  Niemann,  the  larger  portion  of  his  brief  is  devoted 
to  an  attempt  to  show  that  the  issue  of  the  interference  is  so  obviously 
unpatentable  that  the  supervisory  authority  of  the  Commissioner 
should  be  exercised  and  the  interference  dissolved.  The  question  of 
patentability  was  raised  before  the  Primary  Examiner  on  a  motion 
to  dissolve,  which  motion  was  denied.  A  hearing  was  requested  and 
also  denied.  A  petition  for  the  exercise  of  the  supervisory  authority 
was  thereafter  filed,  and  this  petition  was  denied  by  the  First 
Assistant  Commissioner. 

It  is  well  settled  that  in  a  case  like  the  present  the  supervisory 
authority  of  the  Commissioner  will  be  exercised  only  in  exceptional 
cases  and  then  only  to  correct  some  palpable  error.  As  stated  in 
Go88  V.  Scott,  (C.  b.,  1901,  80;  96  O.  G.,  842,)  there  should  be  no 
mooted  question  as  to  the  patentability  or  the  non-patentability  of 
the  claims.    The  error  should  be  so  clear  as  to  be  apparent  to  all. 

The  contention  that  these  claims  are  not  patentable  is  based  on 
the  ground  that  in  an  application  of  Peters,  which  under  the  circum- 
stances of  this  case  is  to  be  considered  as  part  of  the  prior  art,  there 
is  shown  an  adding-machine  with  provision  for  "splitting"  the 
machine  and  that  the  issue  of  this  interference  states  nothing  but  a 
mere  duplication  of  this  device.  In  the  Peters  machine  there  was 
provided  at  one  point  a  coupler  operable  by  a  key  on  the  regular  key- 


Digitized  by 


Google 


DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS.  193 

board  of  the  machine,  whereby  the  machine  could  be  left  in  its  normal 
condition  or  divided  into  two  independent  parts;  but  there  was  no 
provision  for  "  splitting  "  the  machine  at  more  than  one  point.  The 
question  whether  these  claims  state  a  mere  duplication  of  this  device 
was  carefully  considered  by  the  Primary  Examiner  and  decided 
adversely  to  Putnam's  contention.  A  careful  consideration  of  the 
record  and  all  the  applications  referred  to  and  the  brief  on  behalf 
of  Putnam  fails  to  show  that  any  such  error  was  committed  by  the 
Examiner  as  to  justify  the  exercise  of  the  supervisory  authority  of 
the  Commissioner.  The  fact  that  counts  1  and  2  of  this  interference 
were  involved  in  the  prior  interference  between  Putnam  and  one 
Wilson  and  that  Putnam  did  not  therein  move  to  dissolve  the  inter- 
ference on  the  ground  of  non-patentability  or  argue  that  the  counts 
of  that  interference  were  unpatentable  is  not  controlling  in  the 
present  case ;  but  the  fact  that  these  claims  were  originally  presented 
by  Putnam  when  the  owners  of  that  application  were  also  the  owners 
of  the  Peters  application  and  were  aware  of  the  structure  contained 
therein  and  that  they  fought  an  inter fc:*ence  involving  these  same 
counts  certainly  does  tend  to  show  that  there  was  no  such  clear  case 
of  non-patentability  as  would  justify  the  exercise  of  the  supervisory 
authority  of  the  Commissioner. 

Further,  it  is  at  least  doubtful  whether  any  of  the  counts  of  this 
interference  are  readable  upon  the  so-called  duplicated  structure  of 
Peters,  and  this  is  especially  true  of  counts  1  and  2.  Count  1  includes 
*^  Manipulative  meatis  *  *  *  adjustable  to  effect  discontinuance 
thereof  between  one  or  another  pair  of  adjacent  members  of  the  series 
of  impression  means."  In  the  duplicated  Peters  structure  there 
would  be  no  means  adjustable  to  effect  anything;  but  there  would  be 
separate  keys  and  a  coupler  controlled  by  each  of  said  keys,  whereby 
the  "  split "  could  be  effected  at  one  or  more  desired  points.  Count  2 
includes  "  means  for  selectively  displacing  said  couplers."  It  would 
appear  to  be  a  forced  construction  of  the  expression  "means  for 
selectively  displacing"  to  construe  it  as  applicable  to  mechanism 
consisting  of  two  independent  keys. 

It  is  argued  by  Putnam  that  the  construction  here  suggested  of 
these  counts  is  precluded  by  the  fact  that  in  the  device  of  the  Wilson 
application,  which  was  involved  in  the  Putnam-Wilson  interference, 
there  is  shown  a  series  of  independent  keys  and  couplers  for  effecting 
the  "  split "  at  the  desired  point.  The  fact  that  that  interference  was 
decided  without  the  question  of  the  construction  of  these  claims  hav- 
ing been  considered  is  no  more  conclusive  as  to  the  proper  meaning 
to  be  given  them  than  is  the  fact  that  this  interference  was  decided 
(Ml  its  merits  conclusive  as  to  the  patentability  of  the  issue  thereof. 

The  decision  of  the  Examiners-in-Chief  is  afffftnefL 
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Ex  PARTE  Rose. 

Decided  June  7,  J912. 

180  O.  G..  322. 

Applications— Oath— Foreign  Notaby — Cestificate  of  Diplomatic  ob  Ooh- 

BULAB  Offices. 

Where  an  oath  to  an  application  was  taken  before  a  foreign  notary  whose 

authority  was  certified  to  by  another  notary,  whose  authority  was  in  turn 

certified  to  by  a  consular  officer  of  the  United  States,  Held  not  a  compliance 

with  the  provisions  of  section  4892  Revised  Statutes. 

On  Petition. 

APPARATVS  FOB   CUTTING  AND  DELIVEBING   WRAPPEBSL 

Messrs.  Howson  cfe  Hoicson  for  the  applicant. 

MooBE,  Commissioner: 

This  is  a  petition  that  the  Examiner  be  instructed  to  withdraw  his 
requirement  for  a  new  oath  in  the  above-entitled  application. 

It  appears  that  the  oath  was  taken  before  a  notary  public  at  Lin- 
coln, England.  The  authority  of  this  notary  public  to  administer 
this  oath  was  not  certified  to  by  a  consular  or  diplomatic  officer,  but 
by  a  notary  public  in  London,  England,  whose  authority  was  in  turn 
certified  to  by  the  United  States  vice  and  deputy  consul  at  London. 

Applicant  contends  that  he  has  complied  with,  the  requirements  of 
section  4892  of  the  Bevised  Statutes,  which  provides  that  the  oath  of 
an  applicant  may  be  taken  before  any  notary  public,  judge,  or  magis- 
trate having  an  official  seal  and  authorized  to  administer  oaths  in  the 
foreign  country  in  which  the  applicant  may  be,  whose  authority  shall 
be  proved  by  certificate  of  a  diplomatic  or  consular  officer  of  the 
United  States. 

The  authority  of  the  notary  public  before  whom  the  oath  was 
taken  in  this  case  is,  however,  not  proved  by  the  certificate  of  a  con- 
sular officer.  The  consul  only  certifies  to  the  authority  of  the  notary 
in  London,  and  it  is  not  believed  that  the  certificate  of  the  notary  in 
London  can,  in  connection  with  the  consular  certificate,  be  construed 
as  complying  with  the  .^atute.  It  is  believed  that  the  purpose  of  the 
statute  was  to  require  that  the  authority  of  the  notary  public  be 
directly  proved  by  a  certificate  of  a  diplomatic  or  consular  officer. 

The  petition  is  denied. 
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Ex  PARTE  StRIMBAN. 

Decided  ApHI  5,  19J12. 
180  O.  G.,  32a. 

1.  Application — Pbosecution— Requibement  fod  Division. 

"  If  it  be  assumed,  as  applicant  contends,  that  tJie  claims  would  be  classi- 
fied iu  the  same  subclass,  it  does  not  follow  tlint  the  requirement  for 
division  was  Improper,  for  it  is  well  settled  that  the  Ofiico  classiHcation  Is 
not  controlling  on  the  question  of  division,  but  is  evidential  only  as  to  tlie 
independence  of  the  inventions.  {Ex  parte  Benke,  C.  D.,  1904.  63;  108 
O.  O.,  1588;  ex  parte  Brown,  C.  D.,  1911.  Ill;  171  O.  G.,  213.)" 

2.  Same — Same — Reviewable  on  Appeal. 

The  action  of  the  Primary  Examiner  requiring  division  Is  reviewable 
on  appeal  to  the  Examinen»-in-Chief  in   the  first  Instance,  and  not  on 
petition. 
S.  Same — Same — The  Bbinqino  of  Pbematube  Petitions  Condemned. 

"The  practice  of  attempting  to  prosecute  applications  before  the  Com- 
missioner under  the  guise  of  petitions  brought  prematurely  and  upon  points 
which  are  not  petitlonable  cannot  be  too  strongly  condemned,  and  serves 
no  useful  purpose." 

On  Petition. 

acetylene-gab  oenebatob. 

Mr.  Frank  T,  Wentworth  for  Strimban. 

BnxiNQS,  First  Assistant  Commissioner: 

This  is  a  petition  that  the  Examiner  be  instructed  that  his  require- 
ment for  division  between  certain  claims  is  improper  because  the  in- 
ventions covered  by  the  re.spective  claims  would,  in  the  opinion  of 
applicant,  be  classified  in  the  same  subclass  and  that  he  be  further 
instructed  to  specify  more  definitely  wherein  the  drawings  and  speci- 
fication should  be  made  more  clear. 

If  it  be  assumed,  as  applicant  contends,  that  the  claims  would  be 
classified  in  the  same  subclass,  it  does  not  follow  that  the  requirement 
for  division  was  improper,  for  it  is  well  settled  that  the  Office  classi- 
fication is  not  controlling  on  the  question  of  division,  but  is  evidential 
only  as  to  the  independence  of  the  inventions.  {Ex  parte  BenJce. 
C.  b.,  1904,  63;  108  O.  G.,  1588;  ex  parte  Brown,  C.  D.,  1911,  111; 
171  O.  a,  213.) 

Furthermore,  whether  this  were  true  or  not  the  question  whicli 
applicant  raises  is  strictly  one  of  division,  which  is  appealable  to 
the  Examiners-in-Chief  and  not  reviewable  on  petition.  This  prac- 
tice is  now  so  well  established  as  to  require  no  citation  of  authority. 

The  request  that  the  Examiner  be  instructed  to  make  more  definite 
his  requirement  for  a  clearer  disclosure  is  manifestly  without  merit. 
The  Examiner's  first  letter  set  forth  various  respects  in  which  the 
disclosure  was  apparently  insufficient,  and  it  is  to  be  presumed  that 
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if  there  were  other  points  which  could  be  specifically  criticised  they 
also  would  have  been  mentioned.  Where  a  disclosure  is  not  clear, 
so  that  the  invention  cannot  be  understood,  it  is  often  impossible  to 
make  the  criticism  any  more  definite.  Furthermore,  the  applicant 
in  this  case  has  made  no  attempt  whatever  to  comply  with  the  re- 
quirement for  a  clearer  disclosure,  either  in  a  general  way  or  on  the 
specific  points  which  the  Examiner  refers  to ;  nor  has  he,  prior  to  this 
petition,  even  requested  the  Examiner  to  point  out  wherein  the 
obscurity  lies  or  to  argue  that  the  objection  of  record  has  not  been 
well  taken.  As  to  the  second  prayer,  therefore,  the  petition  is  obvi- 
ously premature. 

The  practice  of  attempting  to  prosecute  applications  before  the 
Commissioner  imder  the  guise  of  petitions  brought  prematurely  and 
upon  points  which  are  not  petitionable  cannot  be  too  strongly  con- 
demned. It  adds  greatly  to  the  work  of  the  Office,  already  overbur- 
dened, and  serves  no  useful  purpose. 

TJie  petition  is  dismissed. 


BURCHARTZ  V.  NoLAN   AND  WrIGHT  V.  ChRISHANSKN. 

Decided  June  26,  1912. 

180  O.  G.,  601. 

1.  Interference — Divisional  Application — Rule  106. 

Where  an  application  involvecl  In  an  Interference  discloses  more  than 
one  species  of  the  invention,  Held  that  a  divisional  application  may  be  flled 
for  the  species  involved  in  the  Interference  and  the  original  application  be 
withdrawn  therefrom,  provided  that  no  claim  be  made  in  the  latter  broad 
enough  to  include  the  matter  Involved  in  the  Interference.  (Rule  106  con- 
strued.) 

2.  Same— Same— Same. 

Where  an  application  is  filed  in  accordance  with  the  provisions  of  Rule 
106,  the  question  whether  the  claims  presented  are  patentable  over  the 
issue  of  the  interference  is  one  for  the  consideration  of  the  Primary 
Examiner. 

On  Petition. 

FLOOR  OR   CEILING  CONSTRUCTION. 

Messrs.  Briesen  cfe  Knautk  for  Burchartz. 

Mr.  Otto  R,  Bamett  and  Mr.  P.  H.  Truman  for  Nolan  and  Wright. 

Mr.  Joseph  Reed  Littell  for  Christiansen. 

Moore,  Com/missioner: 

This  is  a  rehearing  of  a  petition  by  Nolan  and  Wright  that  a  divi- 
sional application,  Serial  No.  684,087,  be  substituted  for  the  original 
application.  Serial  No.  606,925,  now  involved  in  this  interference 
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and  that  an  amendment  be  entered  in  the  original  case  to  eliminate 
the  interfering  subject-matter  and  put  the  case  in  condition  for 
allowance. 

The  original  and  the  divisional  cases  show  separate  species,  between 
which  division  was  required  by  the  Examiner  when  claims  to  both  . 
were  presented  in  the  original  case.  The  claims  of  the  issue  arc 
stated  to  be  generic  to  these  two  species.  The  parent  application  is 
now  in  interference  on  this  issue  with  an  application  which  shows  a 
species  still  different  from  that  in  either  the  original  or  the  divi- 
sional application  of  this  party.  The  petitioner  desires  to  substitute 
the  divisional  case  in  interference  in  order  that  he  may  secure  the 
allowance  of  a  patent  upon  claims  covering  the  species  now  shown 
in  the  original  case. 

It  is  contended  on  behalf  of  Burchartz  that  claims  to  the  species 
shown  in  the  original  application  which  the  petitioner  desires  to  go 
to  patent  are  not  patentable  over  the  subject-matter  involved  in  the 
interference  and  that  in  any  event  Rule  106  prohibits  the  substitu- 
tion of  one  case  for  another  in  interference  in  the  manner  now  sought 
unless  neither  case  contains  a  claim  "  broad  enough  to  include  matter 
claimed  in  the  other.'* 

Rule  106  reads  as  follows: 

When  a  part  only  of  an  application  is  involved  in  an  Interference,  the  appli- 
cant may  withdraw  from  his  application  the  suhject-matter  adjudged  not  to 
interfere,  and  file  a  new  application  therefor,  or  he  may  file  a  divisional  appli- 
cation for  the  subject-matter  involved,  if  the  invention  can  be  legitimately 
divided:  Provided,  That  no  claim  shall  be  made  in  either  application  broad 
enough  to  include  matter  claimed  in  the  other. 

It  is  believed  that  Rule  106  is  not  intended  to  prohibit  the  substi- 
tution of  a  divisional  case  for  the  parent  in  an  interference  under 
circumstances  such  as  this  case  presents.  There  is  obviously  no  ob- 
jection to  such  a  substitution  on  principle.  The  last  clause  of  the 
rule — 

Provided,  That  no  claim  shall  be  made  in  either  application  broad  enough  to 
Include  matter  claimed  In  the  other — 

means  that  in  either  of  the  two  kinds  of  applications  referred  to  in 
the  preceding  part  of  the  rule  which  is  to  be  offered  for  examination 
and  passed  to  issue,  if  allowable,  no  claim  shall  be  made  which 
would  be  broad  enough  to  include  interfering  subject-matter  belong- 
ing in  the  application  which  is  left  in  interference.  The  rule  seems 
to  have  been  so  construed  in  ex  parte  Wilhon,  (C.  D.,  1892,  111;  59 
O.  a,  1257.) 

I  conclude,  therefore,  that  the  petitioner  is  entitled  to  substitute 
the  divisional  case  in  the  interference  in  this  instance,  if  he  so  desires, 
and  this  conclusion  is  reached  without  consideration  of  the  question 
whether  the  claims  to  the  species  now  in  the  original  case  would  be 
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patentable  over  the  issue  of  the  interference.  The  Examiner  indi- 
cates in  his  response  to  the  petition  that  he  entertains  some  doubt  on 
this  question.  It  is,  however,  a  question  for  the  Examiner's  ex  parte 
consideration  when  the  original  case,  amended  and  withdrawn  frcmi 
the  interference,  comes  to  him  for  examination.  If  he  is  of  the 
opinion  that  the  claims  are  not  patentably  distinct  from  the  issue 
of  the  interference,  he  should  follow  the  practice  set  forth  in  ex  parte 
McCoimiick,  (C.  D.,  1904,  576;  113  O.  G.,  2508.)  It  is  clear  that  the 
requirement  for  division  which  he  made  between  the  species  origi- 
nally is  not  conclusive  of  the  question  of  the  patentability  of  one 
species  over  the  other,  for  division  is  customarily  required  without 
consideration  of  the  patentability  of  either  species,  and  it  is  con- 
ceivable that  two  species  may  not  be  patentable  one  over  the  other. 
The  petition  is  granted. 


Noble  v.  Levin. 

Decided  February  8,  1912. 

180  O.  G.,  602. 

1.  Intebference — Record  Judgment — Motion  to  Set  Case  fob  Hearing  Under 

Rule  130— Delay  in  Bringing. 

Where  a  motion  to  set  aside  a  record  Judgment  and  to  set  the  case  for 
final  hearing  was  otherwise  in  order,  Held  a  delay  of  twelve  days  in  bring- 
ing the  motion  after  the  entry  of  the  judgment  was  not  unreasonable. 

2.  Same — Testimony — Right  to  Make  Claims. 

The  showing  made  in  support  of  a  motion  by  the  junior  party  to  be 
allowed  to  take  testimony  with  reference  to  the  right  of  the  senior  party 
to  make  the  claims  Held  sufficient  to  justify  granting  the  same. 

Appeal  on  Motion, 

mining-machine. 

Mr.  Glenn  S.  Noble  and  Messrs.  Davis  <&  Davis  for  Noble. 
Mr.  H.  H.  Bliss  for  Levin. 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  by  Noble  from  the  decision  of  the  Examiner  of 
Interferences  denying  his  iribtion  to  set  aside  the  record  judgment 
of  priority  in  favor  of  Levin  and  for  permission  to  take  testimony  to 
show  that  Levin  is  not  entitled  to  make  the  claims  of  the  issue. 

On  June  9, 1911,  the  Examiner  of  Interferences  notiified  Noble  that 
inasmuch  as  the  date  of  conception  alleged  by  him  was  subsequent  to 
the  filing  date  of  Levin  judgment  on  the  record  would  be  entered 
against  him  unless  within  thirty  days  he  showed  good  and  sufficient 
cause  why  such  action  could  not  be  taken.    In  response  thereto  Noble 
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filed  a  moti6n  for  access  to  the  complete  file- wrapper  and  contents 
of  Levin's  application  (a  certified  copy  of  a  portion  thereof  having 
been  used  under  Sule  105  in  the  declaration  of  the  interference)  and 
a  motion  to  dissolve  the  interference  upon  the  ground,  inter  alia^ 
that  Levin  has  no  right  to  make  the  claim,  because  of  the  inopera- 
tiveness of  his  device,  which  motions  were  transmitted  as  to  these 
grounds  to  the  Primary  Examiner.  These  motions  were  denied  by 
the  Primary  Examiner  on  September  21,  1911,  and  a  petition  for  a 
rehearing  of  the  motion  to  dissolve  was  likewise  denied  by  him  on 
October  16,  1911.  The  Examiner  of  Interferences  upon  the  return 
of  the  case  entered  judgment  of  priority  upon  the  record  in  favor  of 
Levin  on  October  25,  1911.  On  November  6,  1911,  Noble  filed  a 
motion  that  the  judgment  awarding  priority  to  Levin  be  set  aside, 
that  the  proceedings  be  reopened,  and  that  Noble  be  given  time  to 
take  testimony  to  show  that  the  device  of  Levin's  application  is  in- 
operative and  that  the  case  be  set  down  for  final  hearing  under 
Rule  130.  This  motion  was  denied  by  the  Examiner  of  Interferences 
on  November  13,  1911,  upon  the  ground  that  it  was  not  promptly 
brought  and  upon  the  ground  that  the  showing  made  did  not  justify 
granting  the  motion  to  tak;e  testimony. 

Rule  130  provides  that  a  party  may  urge  that  his  opponent  has  no 
right  to  make  the  claims  of  the  issue  at  final  hearing,  provided  he 
has  prosecuted  a  motion  under  Rule  122  for  dissolution  upon  this 
ground.  While  it  is  not  the  practice,  where  the  junior  party  is  under 
an  order  to  show  cause,  for  the  Examiner  of  Interferences  of  his 
own  motion  to  set  a  case  down  for  hearing  under  Rule  130,  it  is  the 
practice  to  grant  such  a  hearing  where  a  motion  or  request  therefor 
is  made  before,  or  within  a  reasonable  time  after,  the  entry  of  judg- 
ment upon  the  record.  In  the  present  case  Noble  filed  his  motion 
twelve^  days  after  the  entry  of  judgment.  This  is  believed  to  be 
within  a  reasonable  time,  especially  in  view  of  the  fact  that  the 
attorney  of  record  lives  in  Chicago  and  was  not  at  that  time  repre- 
sented by  a  local  associate.  The  part  of  this  motion  requesting  that 
the  record  judgment  be  set  aside  and  that  the  case  be  set  down  for 
final  hearing  should  have  been  granted.  The  holding,  however,  of 
the  Examiner  of  Interferences  that  the  showing  then  made  did  not 
warrant  granting  a  motion  to  take  testimony  was  right. 

On  November  20,  1911,  Noble  filed  a  motion  for  a  reconsideration 
of  his  former  motion,  together  with  an  additional  showing.  This 
motion  was  denied  by  the  Examiner  of  Interferences  in  a  decision 
rendered  December  1,  1911,  Concerning  the  merits  of  appellant's 
showing  the  Examiner  held  that  it  did  not  set  forth  the  character  of 
the  testimony  which  it  was  proposed  to  introduce  to  show  that  the 
device  of  his  opponent  is  inoperative,  nor  make  clear  that  said  testi- 
mony would  be  relevant  or  acceptable  if  introduced. 
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An  examination  of  the  latter  motion  shows  that  it  sets  forth 
wherein  it  is  contended  that  Levin's  device  is  inoperative  and  that  it 
is  proposed  to  take  the  testimony  of  persons  skilled  in  the  art. 
Accompanying  the  motion  is  the  affidavit  of  one  Mitchell,  who 
alleges  that  for  the  past  ten  years  he  has  been  employed  as  an  engi- 
neer and  designer  of  machinery  and  that  he  is  familiar  with  mining 
machinery  of  the  character  involved  in  this  interference.  He  speci- 
fies in  detail  wherein  he  finds  the  Levin  device  to  be  inoperative. 

Although  the  Primary  Examiner  on  the  motion  to  dissolve  held 
the  Levin  device  to  be  operative,  it  does  not  appear  that  in  his 
opinion  the  matter  is  entirely  free  from  doubt,  for  he  states : 

It  iB  thought  that  a  mechanic,  skilled  in  the  art,  having  access  to  prior  art 
as  is  disclosed  in  the  patents  hereinbefore  referred  to,  and  the  art  as  is  further 
disclosed  in  Swyny  and  McDonald,  607,556,  Cronin,  584,625,  Rich,  584,403,  Edson, 
70,180,  and  others  which  might  be  referred  to  would  have  no  difficulty,  with  the 
aid  of  the  specification  and  drawing  of  Levin,  in  constructing  an  operative 
machine  embodying  the  combinations  constituting  the  counts  in  this  inter- 
ference. 

In  the  case  of  Lowry  and  Cowley  v.  Spoon  (C.  D.,  1906,  381;  124 
O.  G.,  1846)  it  was  held  concerning  the  showing  required: 

It  was  not  intended  that  a  party  desiring  to  raise  this  question  should  be 
lequired  to  make  an  absolutely  conclusive  showing  or  that  the  matter  should 
be  exhaustively  considered  by  the  Examiner  of  Interferences  and  again  by  the 
Commissioner  on  appeal.  To  require  such  a  showing  and  such  a  consideration 
of  the  question  would  subvert  the  purpose  for  which  the  practice  was  insti- 
tuted— viz.,  the  avoidance  of  unnecessary  expense  and  delay. 

Spoon's  machine  Involved  In  this  interference  appears  from  the  record  to  be 
of  a  wholly  novel  type  and  designed  to  bale  cotton  by  a  series  of  operations 
radically  difTerent  from  any  heretofore  performed,  the  record  indicating  that 
neither  Spoon  nor  any  one  else,  so  far  as  known,  has  ever  built  a  machine 
according  to  his  application.  Lowry  and  Cowley,  in  support  of  their  motion, 
presented  the  affidavits  of  several  experts  relative  to  Imperfections  which  they 
think  would  render  a  machine  built  In  accordance  with  Spoon*s  application 
absolutely  inoperative.  An  inspection  of  the  Spoon  application  and  the  record 
of  this  and  related  interferences  in  which  the  same  question  has  been  con- 
sidered indicates  that  it  would  be  a  matter  of  great  difficulty  to  decide  the 
question  of  operativeness  from  a  mere  inspection  of  the  application  and  that  It 
cannot  be  determined  at  this  time  that  a  decision  so  arrived  at  would  be  the 
same  as  the  conclusions  which  would  be  reached  in  the  light  of  the  information 
that  might  be  derived  from  witnesses  expert  in  the  art. 

In  my  opinion  appellant  has  made  such  a  prima  facie  showing  as 
to  justify  granting  his  motion  and  the  Examiner  of  Interferences  is 
directed  to  set  aside  the  record  judgment  and  fix  times  for  taking 
testimony. 

Since  the  hearing  of  the  above  appeal  Noble  has  filed  a  motion 
requesting  the  Commissioner  in  the  exercise  of  his  supervisory  powers 
to  remand  the  case  to  the  Examiner  of  Interferences  with  directions 
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to  vacate  the  judgment  on  the  record  upon  the  ground  that  said  judg- 
ment is  based  on  a  certified  copy  of  the  file- wrapper  and  contents  of 
the  Levin  application  and  not  upon  the  original  record  and  is  there- 
fore contrary  to  law. 

In  view  of  the  above  holding  setting  aside  the  judgment  on  the 
record  and  reopening  the  interference  it  is  unnecessary  to  consider 
the  last  motion  filed  by  Noble.  The  ground  on  which  said  motion  is 
based  should  be  urged  in  the  first  instance  before  the  Examiner  of 
Interferences.  It  may  be  stated,  however,  that  in  a  decision  rendered 
by  the  Assistant  Commissioner  on  January  4,  1912,  in  the  case  of 
Harris  v.  Kennedy^  (104  MS.  Dec,  37,)  where  a  similar  question 
was  raised,  it  was  said : 

The  record  shows  that  upon  shifting  the  burden  of  proof,  the  ESxamlner  of 
Interferences  of  his  own  motion  issued  an  order  upon  Kennedy  to  show  cause 
why  judgment  upon  the  record  should  not  be  rendered  against  him.  In  response 
thereto  Kennedy  alleged  that  Judgment  upon  the  record  could  not  properly  be 
based  upon  the  certified  copy.  While  there  appears  to  be  considerable  force 
in  the  contention  of  Kennedy  that  certified  copies  of  a  part  of  an  application 
are  properly  used  as  pleadings  but  may  not  be  relied  upon  as  evidence  at  the 
final  hearing  where  the  record  of  the  application  is  wholly  depended  upon  to 
establish  priority  and  demand  is  duly  made  that  the  original  be  produced  for 
reasons  analogous  to  those  set  forth  in  the  decision  of  the  Circuit  Court  of  the 
Middle  District  of  Pennsylvania  in  the  case  of  Eastern  Dynamite  Co.  v.  Key- 
stone  Powder  Mfg.  Co,,  (164  Fed.  Rep.,  47.)  it  is  believed  to  be  unnecessary  to 
decide  this  question  in  view  of  the  conclusion  above  reached.  Effect  could  ap- 
parently be  given  to  Kennedy's  contention,  if  found  to  be  right,  only  by  sus- 
pending the  decision  upon  the  question  of  the  right  of  Harris  to  make  the  claims 
and  by  remanding  the  interference  to  the  Examiner  of  Interferences  to  set  times 
for  taking  testimony.  {Litldmark  v.  De  Ferranti,  C.  D.,  1910,  355;  153  O.  G., 
1082;  34  App.  D.  C,  445.)  In  view  of  the  above  award  of  priority  in  favor  of 
Kennedy  based  upon  his  first  contention,  this  delay  is  unnecessary^. 

During  his  time  for  taking  testimony  Levin  should  introduce  all 
of  the  evidence  on  which  he  proposes  to  base  his  case. 
The  decision  of  the  Examiner  of  Interferences  is  reversed. 


Ex   PARTE   HODKINSON. 

Decided  February  i^,  1912. 

180  O.  G.,  603. 

PATKKTABILrrT— CoiiDUIT-PlPE. 

Claims  for  an  iron  or  steel  conduit-pipe  having  an  outer  coating  composed 
of  an  inner  layer  of  copper  applied  directly  to  the  surface  of  the  pipe  and 
an  outer  layer  of  zinc  Held  unpatentable  in  view  of  the  prior  art 

Appeal  from  Examiners-in-Chief. 
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CONDUIT  FOB  ELECTRIC   WIBES. 

Messrs.  Bakewell^  Bytmes  da  Pannelee  for  the  applicant. 
Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  tiie  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  in  rejecting  the  fol- 
lowing claims : 

X.  An  Iron  or  steel  conduit  pipe,  capable  of  being  bent  or  flexed  and  having 
on  one  surface  a  coating  composed  of  two  different  metals,  the  inner  coating 
being  of  a  metal  which  will  adhere  closely  to  the  iron  or  steel  of  the  pipe,  and 
which  has  a  greater  affinity  for  the  outer  coating  than  the  iron  or  steel  of  the 
pipe  has ;  substantially  as  described. 

2.  An  iron  or  steel  conduit  pipe,  capable  of  being  flexed  or  bent,  and  having 
an  outer  coating  composed  of  copper  and  zinc,  the  copper  being  applied  directly 
to  the  iron  or  steel  surface,  and  the  zinc  being  over  the  copper;  substantially 
as  described. 

3.  An  iron  or  steel  conduit  pipe,  capable  of  being  flexed  or  bent,  and  having 
an  outer  coating  composed  of  copper  and  zinc,  the  copper  being  applied  dhrectly 
to  the  iron  or  steel  surface,  the  zinc  being  over  the  copper,  and  the  Inner  sur- 
face of  the  pipe  having  a  flexible  enamel  coating;  substantially  as  described. 

4.  As  a  new  article  of  manufacture,  an  iron  or  steel  conduit  pipe  having  an 
outer  coating  composed  of  an  inner  layer  of  copper  applied  directly  to  the  sur- 
face of  the  pipe,  and  an  outer  layer  of  zinc  which  is  of  substantially  uniform 
density  and  thickness,  the  compound  coating  being  capable  of  being  flexed  or 
bent  with  the  pipe ;  substantially  as  described. 

5.  As  a  new  Article  of  manufacture,  an  iron  or  steel  conduit  pipe  having  an 
outer  coating  composed  of  an  inner  layer  of  copper  applied  directly  to  the 
surface  of  the  pipe,  and  an  outer  layer  of  zinc  which  is  of  substantially  uniform 
density,  purity  and  thickness,  the  compound  coating  being  capable  of  being 
flexed  or  bent  with  the  pipe ;  substantially  as  described. 

The  references  cited  are  the  patents  to  Wahl  et  al.^  213,015,  March 
4,  1879;  Murphy,  817,086,  April  3,  1906;  Richmondt,  645,187,  March 
13,  1900. 

In  a  brief  applicant  states  that  his  invention  is  an  improvement 
over  the  conduit-pipes  for  wires  shown  in  the  patents  to  Murphy 
and  Richmondt,  cited  as  references.  The  claims  distinguish  from 
the  disclosures  of  these  patents  only  in  specifying  an  intermediate 
copper  coating  between  the  iron  of  the  pipes  and  the  outer  zinc 
surface.  The  patent  to  Wahl  et  al.  cited  describes  a  process  of  cov- 
ering iron  articles  which  consists  in  first  depositing  a  thin  coating 
of  copper  upon  the  iron  and  then  an  outer  surface  of  zinc  or  tin.  It 
seems  obvious  that  the  adoption  of  the  intermediate  coating  of  copper 
in  the  conduit-pi[)es  of  Murphy  or  Richmondt  is  devoid  of  invention 
in  view  of  the  disclosure  of  the  Wahl  patent. 

Applicant  contends,  however,  that  the  Wahl  process  is  limited  to 
applying  the  outer  coating  of  zinc  by  the  hot-bath  process  as  dis- 
tinguished from  electroplating  or  sherardizing,  which  he  says  is 
essential  to  a  uniform,  flexible,  and  tenacious  coating  such  as  he  de- 
sires.   The  advantages,  however,  of  electroplating  over  the  hot-bath 
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process  are  well  known  in  the  art,  and  applicant  makes  no  pretense 
to  having  discovered  them.  In  fact,  they  are  set  forth  in  the  Eich- 
mondt  patent,  (p.  1,  lines  25  to  35.)  I  am  therefore  clearly  of  the 
opinion  that  the  substitution  of  electrodeposition  or  sherardizing  for 
the  hot-bath  process  of  Wahl  as  a  means  for  applying  the  zinc  is 
devoid  of  invention.  If  any  doubt  were  entertained  upon  this  point, 
it  would  be  dispelled  by  applicant's  own  statement  contained  in  his 
original  specification,  wherein  he  says: 

The  zinc  coating  may  be  applied  by  hot  dipping,  by  electro-deposition,  by 
sherardizing,  or  any  other  metbod. 

The  appealed  claims  are  considered  to  be  clearly  unpatentable  over 
the  art  cited. 
The  decision  of  the  Emaminers-ifir  Chief  is  affirmed^ 


Ex  PABTE  The  Charues  E.  Hires  Oohpant. 

Decided  Pebnu^ry  1,  1912. 

180  O.  O.,  879. 

TaADB-MABKS — SiMnJLBITT — "  PUBOCK  **  AND   "  PCBBOXIA.** 

The  words  "  Purock "  and  "  Pureoxia  '*  Held  so  similar  that  their  con- 
current  use  upon  goods  of  the  same  kind  would  be  likely  to  cause  confusion 
In  the  mind  of  the  purchasera 

On  Appeal. 

TBADE-MABK  FOB  BEVmACBS. 

Messrs.  Howson  dk  Howson  for  the  applicant. 
Moore,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  the  applicant  registration  of  the  mark  "  Piirock  "  as 
applied  to  distilled  water,  lithia-water,  and  ginger-ale. 

The  refusal  to  register  is  based  upon  the  ground  that  the  mark  too 
nearly  resembles  the  mark  of  the  Palatable  Water  Still  Company, 
registered  May  8,  1900,  No.  34,627,  consisting  of  the  word  "Pure- 
oxia." 

It  is  true,  as  pointed  out  by  the  applicant,  that  when  these  two 
marks  are  placed  side  by  side  they  present  certain  differences  to  the 
eye  and  possibly  suggest  different  sources  of  derivation.  The  words 
when  pronounced,  however,  have  a  striking  resemblance  in  sound, 
and  it  is  believed  that  the  similarity,  on  the  whole,  is  such  as  would 
be  likely  to  cause  confusion  in  the  minds  of  purchasers  if  the  marks 
were  concurrently  used  upon  goods  of  the  same  kind. 

As  held  by  the  Court  of  Appeals  of  the  District  of  Columbia  in  the 
case  of  Wayne  County  Preserving  Compa^iy  v.  Th^-  Burt  Olney  Can" 
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ning  Company,  (C.  D.,  1909,  318;  140  O.  G.,  1003;  32  App.  D.  C, 
279,)  any  doubts  which  may  exist  in  a  case  of  this  kind  should  be 
resolved  in  favor  of  the  registrant.    It  is  believed  that  the  registra- 
tion was  properly  refused. 
The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Ex  PARTE  Henri,  Helbronner,  and  Recklinghausen. 

Decided  July  5,  1912. 

180  O.  G.,  879. 

Afplioation — Pbosbcution — ^Abandonment. 

Where  the  E2xaminer  required  division  broadly  between  process  and  ap- 
paratus claims  and  also  among  several  groups  of  each  of  these  sets  of 
claims  and  the  only  response  made  within  the  year  was  the  filing  of  an 
amendment  canceling  the  process  claims  and  substituting  others  in  place 
thereof,  Held  that  the  application  is  abandoned  for  lack  of  responsive 
prosecution. 

On  Petition. 

TREATMENT  OF   WATBB  AND  OTHBB  LIQUIDS  BT  ULTRA-VIOLET  RATS. 

Mr.  William  Bohleber  and  Messrs.  Kerr^  Page^  Cooper  cfe  Hay- 
ward  for  the  applicants. 

Mooim,  Conmiissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  holding  the 
case  abandoned  for  lack  of  proper  prosecution  within  the  year  fol- 
lowing the  Office  letter  of  February  21,  1911. 

That  letter  required  division,  and  the  nature  of  this  requirement 
and  the  response  made  by  applicant  appear  from  the  following,  taken 
from  the  Examiner's  statement: 

The  Office  action  of  February  21,  1911,  as  may  be  seen  by  inspection,  went 
into  great  detail  in  poiuting  out  and  explaining  a  great  number  of  lines  of 
division.  A  primary  division  was  required  between  two  groups  of  claims  cover- 
ing broadly  two  independent  inventions,  namely,  process  and  apparatua  A  sec- 
ondary division  in  each  group  was  required  along  nine  different  lines  as  to  the 
process  claims,  and  along  a  multitude  of  lines  as  to  the  apparatus  claims. 

In  response  to  these  requirements  for  division  along  definite  and  explicit 
lines  applicants  did  nothing  until  one  day  before  the  expiration  of  the  year 
and  then  only  canceled  the  process  claims  and  inserted  in  their  place  another 
group  of  process  claims,  without  even  the  pretence  of  an  attempt  at  a  response 
to  the  requirement  for  division  among  the  apparatus  claims,  and  without  any 
argument  that  division  was  not  properly  required  along  the  primary  line  of 
process  and  apparatus  except  the  bare  statement  that  "  it  is  not  believed  that 
the  nature  of  the  invention  warrants  division  'primarily'  along  this  line;*' 
which  is  no  reason  at  all  and  no  ground  for  a  request  for  reconsideration. 

It  is  clear  that  applicant  has  not  made  a  proper  response  tp  the 
Office  requirement,  for  he  has  failed  to  point  out  any  reasons  for 
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refusing  to  divide  between  the  method  and  apparatus  claims,  and 
he  has  failed  to  even  comment  upon  the  requirement  for  division 
between  the  various  apparatus  claims,  although  he  has  admitted  at 
the  hearing  that  they  imquestionably  cover  a  variety  of  separate 
inventions.  Such  action  clearly  does  not  promote  the  prosecution 
of  the  case  and  cannot  be  held  sufficient  to  save  it  from  abandonment. 
The  petition  is  denied. 


MOOBE  AND  McKeE  V.  BrADLET  V.  DOERINO,  Jr. 

Decided  July  5,  191Z. 

180  O.  G.,  879. 

Intesfebence — Patentee — Disclaimer. 

Where  a  patent  is  involved  in  an  interference  and  an  assignee  of  the 
entire  interest  therein  files  a  disclaimer  of  the  invention  in  issue  under  the 
provisions  of  section  4917»  Revised  Statutes,  Held  that  the  interference 
should  be  dissolved. 

On  Recommendation. 

AFPABATX7S  FOB  COATING  OBJECTS   WITH   SUBDIVIDED   MATEBIAL. 

Messrs.  Duncan  <6  Duncan  and  Mr.  Calvin  T.  Milans  for  Moore 
and  McKee. 
Mr.  G.  L.  Cragg  and  Messrs.  Bacon  <6  Milans  for  Bradley. 
Mr.  Calvin  T.  Milans  for  Doering,  Jr. 

Moore,  Commissioner: 

This  case  comes  before  me  on  a  recommendation  of  the  Examiner 
of  Interferences  that  the  interference  be  dissolved  as  to  one  of  the 
parties. 

It  appears  that  a  disclaimer  has  been  filed  under  the  provisions 
of  section  4917  of  the  Kevised  Statutes  by  the  assignee  of  the  entire 
interest  of  Charles  Doering,  Jr.,  the  senior  party,  who  is  involved 
in  the  interference  on  a  patent.  This  disclaimer  has  been  duly 
recorded  in  the  Office  records,  and  under  the  terms  of  the  statute 
it  is  hereafter  to  be  considered  as  "  part  of  the  original  specification." 

In  the  case  of  Lattig  and  Goodrum  v.  Dean^  (C.  D.,  1905,  698; 
117  O.  G.,  1798;  25  App.  D.  C,  591,)  in  which  one  of  the  parties  was 
involved  in  the  interference  on  a  patent  and  it  appeared  that  a 
reissue  of  that  patent  had  been  granted  omitting  the  claims  to  thci 
subject-matter  in  issue,  the  court  of  appeals  held  that  the  Office  wa>i 
without  jurisdiction  to  enter  a  judgment  on  priority  and  should 
have  dissolved  the  interference.    Again,  in  the  case  of  Oliver  v. 
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FObel  (C.  D.,  1902,  565;  100  O.  G.,  2384;  20  App.  D.  C,  266,)  the 
Court  said : 

In  the  sense  of  the  patent  law  there  can  be  no  Interference  nnless  there  Is 
patentable  invention  and  there  are  rival  claimants  of  it. 

In  this  interference  there  are  no  longer  rival  claimants  so  far  as 
the  interference  involves  the  party  Doering,  and  the  invention  has 
been  as  effectually  disclaimed  as  if  the  patent  had  been  reissued 
without  the  interfering  claims. 

The  interference  is  therefore  dissolved  as  to  the  party  Doering 
and  remanded  to  the  Examiner  of  Interferences  for  such  action  as 
the  condition  of  the  case  may  require  with  respect  to  the  parties 
remaining  in  interference* 


Ex  PARTE  Jones. 

Decided  March  28, 1919 

180  O.  G.,  880. 

Application — PBosEcnrioN— Abandonmbht. 

Where  after  being  notified  that  an  amendment  to  an  application  coold 
not  be  entered  because  not  filed  within  the  statutory  period  applicant 
made  no  farther  attempt  to  prosecute  the  application  for  more  than  a  jear, 
but  meantime  unsuccessfully  attempted  to  cover  the  invoition  by  seeking 
to  reissue  a  prior  patent  and  by  filing  a  new  application,  Held  that  the 
delay  in  prosecuting  the  application  was  not  unavoidable  and  that  the 
application  is  abandoned. 

On  Petition. 

ORASKi 

Messrs.  Southgate  <&  Southgate  for  the  applicant. 
BiUiiNGS,  First  Assistant  Commissioner: 

This  is  a  renewal  of  the  petition  that  the  above-entitled  application 
be  held  not  abandoned,  which  petition  was  filed  February  6, 1912|  and 
denied  February  10,  1912. 

On  February  13,  1909,  certain  claims  in  this  case  were  rejected, 
and  no  further  action  was  taken  therein  until  December  19,  1910, 
when  an  amendment  was  presented,  which  the  Examiner  held  could 
not  be  entered,  as  more  than  a  year  had  elapsed  since  the  date  of 
the  previous  action.  In  response  to  a  letter  filed  December  24,  1910, 
the  Examiner  on  December  28,  1910,  pointed  out  why  the  amend- 
ment could  not  be  entered.  No  further  action  was  taken  in  the 
case  until  February  6,  1912. 

In  my  decision  of  February  10,  1912,  it  is  assumed  that  the  error 
made  by  the  attorneys'  clerk  in  recording  the  dates  of  the  actions 
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in  this  and  a  companion  case  of  the  same  applicant  would  establish 
that  the  delay  in  the  prosecution  up  to  December  19,  1910,  was  un- 
avoidable. It  appears  that  after  the  receipt  of  the  Examiner's 
letter  of  December  28,  1910,  an  application  was  filed  for  the  reissue 
of  the  patent  granted  on  the  original  application,  filed  on  April 
18,  .1906;  that  this  application  was  rejected  and  subsequently  with- 
drawn; that  a  new  application  for  the  subject-matter  of  the  present 
application  was  filed  on  April  6,  1911,  which  was  rejected  on  the 
ground  that  certain  prior  patents  constituted  a  statutory  bar.  It 
is  now  contended  that  the  action  of  the  attorneys  in  attempting  to 
rectify  their  mistake  in  not  acting  on  this  application  within  a 
year  by  filing  the  reissue  application  and  by  filing  the  application 
of  February  6,  1911,  was  such  an  attempt  to  protect  the  subject- 
matter  of  this  application  as  to  justify  a  holding  that  the  delay 
in  prosecuting  the  present  application  was  unavoidable. 

The  action  of  the  attorney  in  attempting  otherwise  to  protect  the 
invention  disclosed  herein  certainly  does  not  show  that  the  delay  in 
prosecuting  this  case  was  unavoidable.  More  than  three  years  have 
elapsed  since  the  rejection  of  February  13,  1909.  If  the  attorneys 
were  in  doubt  as  to  the  proper  procedure  to  take  after  the  receipt 
of  the  Examiner's  letter  of  December  28,  1910,  they  could,  in  addi- 
tion to  the  steps  they  took,  have  filed  a  petition  that  this  application 
be  held  not  abandoned.  The  fact  that  they  were  mistaken  in  think- 
ing that  a  new  application  could  be  filed  and  that  a  reissue  of  the 
prior  patent  could  be  granted  is  no  excuse  for  the  failure  to 
properly  prosecute  this  application.  It  is  again  held  that  the  delay 
has  not  been  shown  to  have  been  unavoidable  within  the  meaning 
of  section  4894  of  the  Revised  Statutes. 

The  petition  is  denied. 


GoEBEL  &  Sons  Grocer  Company  v.  Johnson. 

Decided  June  4,  1912. 

180  O.  O.,  880. 

I^u^Maekb—Iittebfbbbncb— Motion  to  Dissolve— TaANsifisflioir. 

A  motion  to  diesolve  based  on  the  ground  that  the  date  of  adoption  and 
use  alleged  by  one  of  the  parties  was  subsequent  to  that  of  the  registration 
of  H.  and  G.  Held  properly  refused  transmission  In  Tlew  of  the  fact  that 
an  interference  between  the  application  of  this  party  and  the  registration 
of  H.  and  G.  had  been  finally  decided  in  favor  of  the  former. 

On  Appeal. 
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TBADE-MARK    FOB    CANNED    VEGETABLES. 

Mr,  Emit  Starek  for  Goebel  &  Sons  Grocer  Company. 
Messrs.  Mason,  Fenwick  dk  Lawrence  for  Johnson. 

TbnnanTj  Assistant  Commissioner: 

This  is  an  appeal  by  Goebel  &  Sons  Grocer  Company  from  a 
decision  of  the  Examiner  of  Interferences  refusing  to  transmit  a 
motion  to  dissolve  the  interference  upon  the  ground  that  the  senior 
party  is  not  entitled  to  registration. 

It  is  alleged  in  the  motion  to  dissolve  that — 

the  mark  has  been  previously  registered  in  connection  with  goods  of  the  same 
descriptive  properties  to  Huntoon  and  Gorham,  September  18,  1894,  No.  25,254. 
who  allege  an  adoption  and  use  at  a  date  subsequent  to  the  date  of  the  moving 
party,  but  prior  to  the  date  of  the  senior  party  to  this  interference.  The 
date  of  Huntoon  and  Gorham  certificate  is  prior  to  the  date  of  adoption  and 
use  alleged  for  the  mark  of  the  senior  party  Grafton  Johnson. 

The  records  of  this  Office  show  that  in  an  interference  proceeding 
had  between  the  registration  of  Huntoon  and  Gorham  and  the 
application  of  Grafton  Johnson,  above  referred  to,  Johnson  was 
adjudged  to  be  entitled  to  register  his  mark  notwithstanding  the 
prior  registration  of  Huntoon  and  Gorham,  and  this  adjudication 
has  become  final.  The  grounds  for  Goebel  &  Sons  Grocery  Com- 
pany's motion  for  dissolution  are  therefore  without  standing. 

Ttie  decision  of  the  Examiner  of  Interferences  refusing  to  trans- 
mit  the  motion  to  dissolve  is  right  and  is  affirmed. 


Ex  PARTE  Stroh. 

Decided  July  8,  1912. 

180  O.  G.,  1137. 

1   Application — Pbosectttion — Election. 

Where  after  a  requirement  for  division  between  article  and  process  claiina 
applicant  limited  his  claims  to  the  article,  Held  that  he  is  not  entitled  to 
thereafter  prosecute  in  that  application  claims  for  the  process. 
2.  Same — Same— Abandonment. 

After  having  elected  to  prosecute  claims  for  an  article  the  presentation 
of  process  claims  is  not  a  proper  response  to  the  rejection  of  article  claims, 
and  no  other  action  having  been  taken  wiihin  the  year  following  such 
rejection  the  application  is  abandoned. 

On  Petition. 

PROCESS  or  MAKING  DBIVINO  BELTS  AND  CORDS. 

Mr.  Hermann  Stroh  pro  se. 
Moore,  Commissioner: 

This  is  a  petition  that  the  above-entitled  application  be  held  not 
abandoned. 
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In  the  first  Office  action  division  was  declared  between  the  process 
and  the  article.  Applicant  then  presented  claims  to  the  article,  and 
the  case  was  transferred  to  the  division  in  which  such  articles  are 
examined.  These  claims  were  rejected.  Other  article  claims  were 
then  presented,  which  were  rejected  on  September  28,  1910.  On 
September  26,  1911,  an  amendment  was  filed  canceling  the  claims 
and  presenting  a  process  claim.  On  October  28,  1911,  the  Examiner 
held  the  case  abandoned  for  lack  of  responsive  prosecution,  and  the 
present  petition  was  filed  June  24, 1912. 

Having  elected  to  prosecute  the  claims  for  the  article,  applicant  is 
not  entitled  to  now  claim  the  process  in  this  application.  The  pre- 
sentation of  the  process  claim  was  clearly  not  a  proper  response  to 
the  rejection  of  the  article  claims. 

As  no  other  action  was  taken  within  the  year,  the  case  is  aban- 
doned. No  claim  has  been  presented  since  the  Examiner's  action 
of  October  28,  1911,  and  no  excuse  has  been  given  for  the  delay  in 
the  prosecution  of  the  case. 

The  petition  is  denied.  ^  • 


Ex  PABTE  Durham  Duplex  Razor  Company, 

Decided  July  11,  1912. 

180  O.  G..  1137. 

n'BADE-MABKB— Similarity— "  Dubham-Domino  "  and  •*  Domino.** 

a  mark  consisting  of  the  words  "  Durham-Domino "  written  with  the 
initial  letter  of  each  word  including  the  remaining  letters  held  »o  similar 
to  a  mark  consisting  of  the  word  *'  Domino  "  and  the  representation  of  a 
domino  that  their  simultaneous  use  upon  goods  of  the  same  descriptive 
properties  would  be  likely  to  cause  confusion. 

On  Appeal. 

TBADE-MARK  FOB  BAZOBS  AND  BAZOB  PABTS. 

Mr.  Sydney  I,  Prescott  for  the  applicant 

Moore,  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade- 
Marks  in  refusing  to  register  as  a  trade-mark  for  razors  the  words 
"Durham-Domino,''  these  words  being  written  with  a  hyphen  be- 
tween them  and  with  the  initial  letter  of  each  word  including  the 
remaining  letters. 

Registration  was  refused  in  view  of  the  registered  mark  of  Ellin, 
which  consists  of  the  representation  of  a  domino  and  the  word 
"  Domino.** 
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Xolwithstandiiig  the  manner  in  which  applicant's  mark  is  written, 
T  am  of  the  opinioB  that  it  is  clearly  so  similar  to  the  registered  mark 
tliat  their  simultaneous  use  upon  goods  of  the  same  descriptive  prop- 
erties would  be  likely  to  cause  confusion  in  the  mind  of  the  public. 
The  similarity  of  these  marks  is  fully  as  great  as  that  of  the  marks 
involved  in  the  cases  cited  by  the  Examiner. 

The  decision  of  the  Assistant  Commissioner  in  applicant's  copend- 
ing application  appears  to  have  no  bearing  on  this  case,  since  it  was 
held  therein  that  any  doubt  as  to  the  registrability  of  the  words 
"  Durham-Derby,"  written  in  the  same  manner  as  the  mark  involved 
herein,  on  the  ground  that  the  words  were  geographical,  was  resolved 
in  applicant's  favor  in  view  of  the  fact  that  the  words  "Durham- 
Duplex,"  written  in  a  similar  manner,  had  been  registered  to  its 
predecessor  in  business. 

The  decision  of  th^  Examiner  is  affirmed. 


Winn  v,  Thuillier  v.  Frisbee  and  Bakeil 

Decided  June  19,  1912. 
180  O.  G..  1188. 

1.  Iktebfebence — Testimony  in  a  Fobsign  Gountbt — Matebialitt. 

When  a  witness  stated  that  prior  to  his  disclosure  of  the  invention  in  this 
country  he  had  Inspected  in  a  foreign  country  a  machine  alleged  to  em- 
body the  inyentlon  in  issue,  Held  that  testimony  to  corroborate  this  state- 
ment is  not  material  to  the  question  of  priority. 

2.  Same — Same — Motion  fob  Leave  to  Take. 

a  motion  to  take  testimony  in  a  foreign  country  Held  properly  denied  on 
the  ground  that  it  was  not  shown  that  the  testimony  could  not  be  taken 
in  this  country  at  all  or  that  it  would  work  less  hardship  npoi^  the  oppos- 
ing party  to  take  It  abroad  than  upon  the  moving  party  to  take  It  In  this 
country  and  also  on  the  ground  that  the  testimony  was  not  material. 

Appeal  on  Motion. 

apparatus  fob  tempebing  blades. 

Messrs.  Edwards,  Heard  rf?  Smith  for  Winn. 

Mr.  Everett  D.  Ohadwiek  for  Thuillier. 

Mr.  Franklin  S,  Frisbee  for  Frisbee  and  Baker. 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  by  Thuillier  from  a  decision  of  the  Examiner  of 
Interferences  denying  Thuillier  leave  to  take  testimony  abroad. 
The  Examiner  of  Interferences  based  his  decision  upon  the  ground 
that  the  motion  did  not  meet  the  requirements  of  Rule  158.  This 
rule  provides  in  part  as  follows: 

It  must  appear  that  the  teetlmony  desired  is  material  and  competent,  and  that 
it  cannot  be  taken  in  this  country  at  all,  or  cannot  be  taken  here  without  hard- 
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ship  and  Injury  to  tbe  moving  parly  greatly  exceeding  that  to  which  the  oppo- 
site party  wili  be  exposed  by  the  talcing  of  such  testimony  abroad. 

The  motion  fails  to  show  either  that  the  testimony  desired  cannot 
be  taken  in  this  country  at  all,  or  that  if  taken  abroad  it  will  work 
less  hardship  upon  the  opposing  party  than  it  would  upon  the  mov- 
ing party  if  taken  in  this  country. 

No  allegation  whatever  is  found  in  the  motion  which  meets  this 
requirement;  in.  fact,  the  motion  is  silent  as  to  whether  or  not  any 
effort  has  been  made  to  ascertain  whether  the  witness  is  to  be  in  this 
country  within  the  near  future  or  expects  to  come  to  this  country 
for  the  purpose  of  giving  his  testimony  or  can  come  here  without 
undue  hardship  to  the  moving  party. 

The  remaining  question  to  be  considered  is  whether  the  testimony 
desired  is  material  to  the  case.  It  appears  that  it  is  desired  to  take 
testimony  of  one  Heilborn,  of  London,  England,  and  it  is  alleged  that 
Heilbom  will  testify  that  he  accompanied  the  witness,  Amo  A. 
Bittues,  who  has  already  testified  in  this  case,  on  a  trip  to  Nogent-en- 
Bossigny,  France,  where  they  jointly  inspected  a  machine  said  to  em- 
body the  invention  of  Thuillier,  and  also  as  to  various  other  matters 
said  to  have  occurred  abroad. 

From  an  examination  of  the  record  which  has  already  been  filed 
in  behalf  of  Thuillier  it  appears  that  Bittues  testified  that  soon  after 
his  arrival  from  abroad  he  disclosed  the  invention  of  the  issue  in 
Boston,  Mass.,  to  one  Rote  and  to  a  draftsman.  Parry.  In  accord- 
ance with  section  4923  and  decisions  construing  the  same  it  is  ap- 
parent that  Thuillier's  case  must  rest,  so  far  as  conception  of  inven- 
tion is  concerned,  upon  the  sufficiency  of  the  proofs  regarding  this 
alleged  disclosure  in  this  country  by  Bittues  to  Rote  and  Parry. 

Whether  Bittues  made  a  trip  to  France  with  Heilborn  and  there 
saw  a  machine  embodying  the  invention  of  the  issue  is  therefore  im- 
material, for  the  material  question  is  whether  Bittues  actually  dis- 
closed the  invention  in  this  country  upon  the  date  the  parties  allege, 
and  testimony  has  already  been  taken  to  that  effect. 

It  would  appear  to  be  useless  to  present  the  testimony  of  Heilborn 
in  order  to  corroborate  the  preliminary  story  of  Bittues  as  to  his  trip 
to  France  and  his  inspection  of  the  machine  in  that  country.  It  is 
asserted,  however,  that  this  testimony  is  necessary  to  more  certainly 
give  credibility  to  the  story  of  Bittues.  To  this  it  may  be  said  that 
the  party  Winn  in  opposing  this  motion  upon  the  ground  of  delay 
and  also  upon  the  ground  of  immateriality  could  hardly  urge  with 
effect  that  Bittues's  preliminary  story  as  to  his  trip  to  France  with 
Heilbom  and  their  inspection  of  Thuillier's  machine  at  that  time  and 
place  was  not  in  accordance  with  the  facts. 

It  is  also  desired  to  have  Heilborn  testify  that  in  the  fall  of  1907 
he  gave  instructions  to  one  Bert  H.  Bei-tin,  of  Parii?,  France,  then 
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the  attorney  of  said  Thnillier,  since  deceased,  to  prepare  the  applica- 
tion of  Thuillier  for  United  States  Letters  Patent  involved  in  the 
above  interference.  In  view  of  the  fact  that  Thuillier  does  not 
allege  either  in  his  application  or  in  hi.s  preliminary  statement  the 
filing  of  an  application  in  France  for  a  patent  on  the  invention  in 
controversy  within  twelve  months  of  the  date  of  filing  of  the  applica- 
tion in  this  country,  it  is  clear  that  this  testimony  if  given  would  be 
immaterial  and  could  have  no  effect  on  the  decision  in  this  case. 

For  the  above  reasons  the  Examiner  of  Interferences  was  right  in 
denying  the  motion^  and  his  decision  is  therefore  affirmed. 


Ex  PARTE  Maas. 

Decided  November  7.  WU. 

180  O.  G.,  1138. 

Patentabiutt— Metallic  Cross-Tie. 

The  claim  for  a  metallic  cross-tie  Held  unpatentable  in  view  of  tlie 
prior  art. 

Appeal  from  Examiners-in-Chief. 

BAIL-JOINT  FOB  BAILBOADS  ON  ONE  BBOAD  BUOEPEB. 

Messrs.  Foster,  Freeman.  Watson  &  Coit  for  the  applicant 
Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  decision  of  the  Examiner  rejecting  the  following  claim : 

Ttie  herein  described  metal  cross  tie  for  railways  adapted  to  support  botb 
rails  of  a  track,  having  its  sides  terminating  in  broad  flat  straight  basal 
flanges  flaring  outward  and  which  are  not  entirely  horizontal  but  are  inclined 
upwardly  slightly  from  their  free  edges,  for  the  purpose  described. 

The  references  cited  are:  Price,  January  19,  1892,  No.  467,432; 
Straub,  March  15,  1892,  No.  470,904;  Haarmann,  January  2,  1900, 
No.  640,654. 

As  stated  by  the  Examiners-in-Chief,  the  patent  to  Haarmann 
satisfies  the  appealed  claim  in  every  respect  except  that  the  portion 
lettered  A'  is  grooved  instead  of  being  flat  and  straight.  It  is,  how- 
ever, urged  by  the  applicant  that  the  rounded  form  of  the  basal  flanges 
of  Haarmann  facilitates  the  packing  of  the  ballast  in  the  hollow  spaces 
of  the  tie  and  in  such  a  manner  that  Haarmann's  tie  bears  the  load 
of  the  train  on  the  top  or  middle  portion  of  the  tie,  whereas  in  ap- 
plicant's device  the  broad  basal  flanges  are  the  bearing  element  and 
the  filling  of  the  tie  by  ballast  is  not  essential.  It  is  urged  that  the 
broad  basal  flanges  prevent  the  tie  from  turning  under  the  weight 
of  the  load,  which  function  is  not  present  in  the  Haarmann  patent. 
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A  copy  of  a  so-called  "declaration"  signed  by  Haarmann  is  filed  in 
the  case,  in  which  it  is  stated  that — 

I  declare  according  to  the  wish  of  Mr.  Maas,  that  rectlllnearly  flat  and  also 
ascending  basal  flanges  are  not  provided  at  the  feet  of  the  tie  with  ribs  of  my 
Letters  Patent  640,654. 

There  is  also  filed  a  copy  of  an  action  by  the  German  Patent  Ofiice 
holding  that  German  Patent  No.  111,774,  granted  to  Haarmann,  and 
which  corresponds  to  Haarmann's  United  States  Patent  No.  640,654, 
cannot  be  considered  as  anticipating  applicant's  invention —  • 

*  *  *  because  it  represents  an  ordinary  cross-tie,  while  the  subject  of  the 
application  is  a  Joint-tie,  which,  In  order  to  answer  the  purpose  of  a  good 
bearing  base  for  the  Joint,  which  is  particularly  exposed  to  shocks,  is,  on  the 
one  hand,  particularly  broad,  hence  constructed  after  the  manner  of  broad  ties, 
and,  on  the  other  hand,  provided  at  the  base  with  special  enlargements.  The 
enlargements,  called  by  the  applicant  supporting  plates,  afford  a  good  bearing 
against  edges  and  are  well  adapted  to  prevent  depression  Into  the  roadbed. 
They  cannot  be  derived  directly  from  the  form  of  the  tie  according  to  German 
Patent  111,774,  for  the  latter  tie  has  merely  reinforced  edges. 

I  have  carefully  considered  the  arguments  advanced  in  behalf  of 
the  applicant,  as  well  as  the  statements  above  quoted;  but  I  am  of 
the  opinion  that  the  difference  between  the  appellant's  tie  and  that 
disclosed  in  the  patent  to  Haarmann  is  merely  one  of  form  or  degree 
without  substantial  difference  in  function.  The  patent  to  Haarmann, 
in  my  opinion,  clearly  discloses  a  railway-tie  adapted  to  support  both 
rails  of  the  track,  having  its  sides  terminated  in  broad  basal  flanges 
flaring  outward  and  not  entirely  horizontal.  The  fact  that  the  ap- 
plicant's flanges  are  somewhat  broader  than  the  Haarmann  device  is 
not  believed  to  be  material,  especially  in  view  of  the  patent  to  Price 
of  record,  and  the  slight  inclination  of  the  flanges  does  not,  in  my 
opinion,  perform  any  substantially  different  function  from  the  con- 
struction shown  in  the  Haarmann  patent. 

The  decision  of  the  Excamnera-in-Chief  is  affii'med. 


Hopkins  v.  Cleau 
Decided  December  5,  1911. 
180  O.  G.. 


Intebferenoe}— Rule  130 — What  May  Be  Argued  Thereundeb. 

A  party  to  an  interference  is  not  entitled  under  the  provisions  of  Rule  130 
to  urge  at  final  hearing  that  the  Issue  of  the  interference  is  not  patentable 
to  either  party;  but  he  may  urge  the  non-pa  ten  tablllty  of  the  claims  to  his 
opponent  if  it  is  material  to  his  own  right  to  a  patent 
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2.  Same — Pbiobity — Right  to  Make  Claim. 

Where  the  drawing  of  an  application  for  patmit  on  a  registering  mech- 
anism shows  and  the  specification  clearly  describes  a  totalizer  having  five 
elements  and  only  fonr  operating-racks,  Held  that  this  applicant  is  not 
entitled  to  make  a  claim  which  includes  specifically  a  plurality  of  totalizer- 
operating  racks  equaling  in  number  the  denominational  elements  of  any 
one  of  the  totalizers. 

Appeal  from  Examiners-in-Chief. 

^  ADDINO-MACHINB. 

Mr.  Frederick  R,  OomwaU  for  Hopkins. 

Mr.  W.  H.  Mm&y^  Mr.  J.  B.  Haywood^  and  Mr.  R.  C.  Glass  for 
Cleal. 

MfooRE,  Commissioner: 

This  is  an  appeal  by  Hopkins  from  the  decision  of  the  Examiners- 
ixi-Chief  aflirming  the  decision  of  the  Examiner  of  Interferences 
awarding  priority  to  the  senior  party,  Cleal. 

The  invention  of  the  issue  is  set  forth  in  three  counts,  which  read 
as  follows: 

1.  In  a  registering  mechanism,  the  combination  with  a  plurality  of  totalizers, 
each  comprising  a  series  of  denominational  elements,  all  mounted  In  lateral 
alinement,  of  diflFerentially  movable  totalizer  operating  elements  also  mounted 
in  lateral  allnement,  connections  permitting  sliding  collective  relative  lat- 
eral movement  between  said  totalizers  and  their  operating  elements  to  pro- 
vide an  operative  alinement  of  any  one  of  said  totalizers  with  their  said 
operating  elements,  keys  for  determining  the  extent  of  differential  movement 
of  said  operating  elements,  and  type-carrying  devices  operatively  connected  to 
said  operating  elements. 

2.  In  a  roistering  machine,  the  combination  with  a  plurality  of  totalizers 
each  comprising  a  series  of  denominational  elements,  and  a  rod  on  which  said 
elements  are  all  mounted  side  by  side  in  lateral  alinement,  of  a  plurality  of 
totalizer  operating  racks  also  mounted  side  by  side  in  lateral  alinement  and 
equaling  in  number  the  denominational  elements  of  any  one  of  the  totalizers,  con- 
nections permitting  collective  relative  movement  parallel  to  said  rod  between  said 
totalizers  and  their  said  operating  racks,  whereby  all  the  denominational  ele- 
ments of  any  desired  totalizer  may  confront  the  operating  racks  simultaneously, 
means  for  producing  engagement  and  disengagement  of  said  racks  and  said 
totalizers  whereby  to  drive  the  selected  totalizer  by  the  racks,  means  for  giving 
said  operating  racks  differential  extents  of  movements,  devices  carrying  type 
and  movable  in  both  directions  by  said  operating  material. 

3.  In  a  registering  mechanism,  the  combination  with  a  plurality  of  totalizers!, 
each  comprising  a  series  of  denominational  elements,  and  a  laterally  extending 
rod  on  which  all  said  elements  are  mounted  in  alinement,  of  a  plurality  of  dif- 
ferentially movable  totalizer  operating  racks  also  mounted  in  lateral  alinem^t, 
connections  permitting  collective  relative  lateral  movement  between  said  total- 
izers and  their  said  operating  racks,  means  for  causing  to  and  fro  relative  move- 
ment between  said  totalizers  and  their  operating  racks  thereby  producing  en- 
gagement of  said  totalizers  and  said  racks  for  movement  thereof  together,  keys 
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for  determining  the  extent  of  differential  movement  of  said  operating  racks, 
devices  carrying  printing  type  and  movable  in  both  directions  with  said  operat- 
ing racks,  and  connections  for  forcing  said  type  against  a  record  materal. 

The  interference  as  originally  declared  contained  only  one  count, 
which  was  count  1  of  the  present  issue.  When  Hopkins's  preliminary 
statement  was  opened,  it  was  found  that  he  had  not  overcome  the 
prima  facie  case  made  out  by  the  filing  of  deal's  application.  He 
was  therefore  ordered  to  show  cause  why  judgment  should  not  be 
rendered  against  him  on  the  record.  Within  the  time  allowed  by  the 
rules  Hopkins  filed  a  motion  to  dissolve,  alleging  that  the  issue  had 
different  meanings  as  applied  to  the  devices  of  the  respective  parties 
and  that  the  issue  was  not  patentable  in  view  of  certain  prior  patents 
which  were  cited.  Cleal  also  brought  a  motion  to  amend  by  adding 
certain  counts. 

When  these  motions  came  before  the  Primary  Examiner,  he  denied 
Hopkins's  motion  to  dissolve  the  interference  and  granted  Cleal'd 
motion  to  amend  in  so  far  as  it  related  to  two  of  the  proposed  counts, 
and  these  were  added  to  the  interference  as  present  counts  2  and  3. 
Hopkins  opposed  deal's  motion  to  amend,  on  the  ground  that  the 
proposed  claims  were  not  patentable  over  the  patents  cited  in  con- 
nection with  the  motion  to  dissolve  and  on  the  ground  that  they  had 
different  meanings  in  the  cases  of  the  respective  parties.  He  also 
urged  that  deal  had  no  right  to  make  these  claims,  since  his  struc- 
ture did  not  disclose  operating-racks,  as  called  for  by  these  counts. 

After  the  decision  of  the  Primary  Examiner,  Hopkins  filed  a  peti- 
tion for  a  rehearing  of  both  his  motion  and  deal's.  In  this  petition 
for  rehearing  he  alleged  that  the  Primary  Examiner  had  failed  to 
consider  a  certain  patent  cited,  that  deal's  apparatus  was  inopera- 
tive for  various  reasons  stated,  and  that  deal's  structure  had  no 
utility — that  is  to  say,  if  operative  at  all  it  was  operative  for  no  useful 
purpose.  The  Examiner  in  denying  the  petition  for  rehearing  stated 
that  Hopkins  had  presented  no  good  and  sufficient  reason  for  such 
rehearing. 

On  Hopkins's  motion  the  case  was  then  set  down  for  hearing  before 
the  Examiner  of  Interferences  under  the  provisions  of  Rule  130. 
The  Examiner  of  Interferences  considered  the  question  of  the  alleged 
difference  in  meaning  with  respect  to  count  1,  but  held  that  Hopkins 
was  not  entitled  to  urge  his  contention  relative  to  the  ^'  five  denomi- 
national elements,"  since  he  had  not  urged  this  before  the  Primary 
Examiner,  and  with  respect  to  the  other  contentions  held  that  no 
error  was  found  in  the  decision  of  the  Primary  Examiner. 

The  Examiners-in-Chief  held  that  the  only  question  which  they 
could  consider  was  whether  deal  was  entitled  to  make  claims  corre- 
sponding to  counts  2  and  3,  on  the  ground  that  he  did  not  disclose  in 
04282**— IB ^17 
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his  structure  "  operating-racks  "  in  the  ordinary  sense  in  which  that 
term  is  used. 

In  his  brief  filed  on  this  appeal  Hopkins  alleges  that  Cleal  has  no 
right  to  make  claims  corresponding  to  the  counts  of  the  issue;  that 
the  counts  when  read  upon  Cleal's  structure  are  ambiguous;  that 
deal's  structure  is  inoperative;  that  it  is  not  useful,  and  that  the 
counts  when  read  upon  Cleal's  structure  are  not  patentable. 

In  the  case  of  Dixon  and  Marsh  v.  Graves  and  Whittemore  (C.  D., 
1907,  101;  127  O.  G.,  1993)  Rule  130  was  fully  considered.  It  is 
pointed  out  therein  that  a  party  is  not  entitled  under  provisions  of 
that  rule  to  urge  that  the  issue  of  the  interference  is  not  patentable  to 
either  party  and  that  he  may  urge  the  non-patentability  of  the  claims 
to  his  opponent  as  a  basis  for  decision  upon  priority  of  invention  only 
when  it  is  material  to  his  own  right  to  a  patent.  And,  again,  in 
Pym  V.  Hadaway  (C.  D.,  1907,  209;  129  O.  G.,  2073)  it  is  stated  that 
Rule  130  is  intended  to  cover  those  cases  where  it  is  contended  that 
one  party  has  a  right  to  make  the  claim  and  the  other  has  not,  and 
therefore  the  latter  is  not  entitled  to  the  date  of  filing  of  his  appli- 
cation as  the  date  of  the  conception  and  constructive  reduction  to 
practice  of  the  invention  in  issue.  It  is  further  stated  therein  that 
to  bring  a  case  within  the  rule  the  criticism  applied  to  one  case  must 
not  apply  equally  as  well  to  the  other. 

In  the  case  of  Josleyn  v.  Hrdse  (C.  D.,  1908,  34;  132  O.  G.,  844) 
it  was  held  that  where  claims  were  added  under  the  provisions  of 
Rule  109  on  the  motion  of  one  party  the  opposing  party  could  urge 
at  final  hearing  the  lack  of  right  of  the  former  party  to  make  these 
claims,  provided  this  question  had  been  duly  raised  and  disposed  of 
in  connection  with  the  admission  of  the  claim,  but  that  it  could  not 
be  raised  unless  it  had  been  duly  raised  before  the  Primary  Examiner. 

In  Broadwell  v.  Long  (C.  D.,  1911,  300;  164  O.  G.,  252;  36  App. 
D.  C,  418)  the  Court  of  Appeals  of  the  District  of  Columbia  in  pass- 
ing upon  the  right  of  a  party  to  question  his  opponent's  right  to  make 
the  claims  held  that  where  no  motion  to  dissolve  on  this  ground  had 
been  brought  the  question  whether  good  reason  for  the  failure  to 
bring  such  motion  had  been  shown  was  one  which  rests  largely  in  the 
discretion  of  the  Patent  Office. 

Applying  these  tests  to  the  present  case,  it  is  evident  that  Hopkins 
has  no  right  to  raise  on  this  appeal  the  question  of  the  patentability 
of  the  issue  over  the  prior  art,  since  this  affects  the  patentability  of 
the  claims  to  him  as  well  as  to  his  opponent;  also,  that  he  has  no 
right  to  urge  the  question  that  the  counts  of  the  issue  have  different 
meanings  as  applied  to  the  respective  parties,  since,  again,  this  is 
not  a  question  of  priority,  but  one  which,  if  his  contention  be  right, 
would  result  only  in  a  dissolution  of  the  interference;  nor  has  he  a 
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right  to  raise  the  question  of  CleaPs  lack  of  right  to  make  the  claims 
unless  he  has  first  raised  this  before  the  Primary  Examiner  or^shown 
good  reason  for  his  failure  to  so  do.  It  is  true  that  in  the  decision  in 
Smith  V.  Foley  v.  Anderson  v.  Smith  (C.  D.,  1908,  210;  136  O.  G., 
847)  it  was  held  that  the  tribunals  of  the  Office  could  consider  the 
question  of  a  party's  right  to  make  claims  corresponding  to  the  issue 
of  their  own  motion,  even  though  no  motion  to  dissolve  had  been  filed 
by  the  opposing  party;  but  it  was  pointed  out  that  this  should  be 
done  only  in  a  clear  case,  where  there  can  be  no  doubt  on  the  question. 

Hopkins  having  urged  that  Cleal  had  no  right  to  make  claims  cor- 
responding to  counts  2  and  8  on  tke  ground  that  "  operating-racks  ^ 
are  not  shown  in  deal's  application  is  entitled  to  raise  that  question 
under  Rule  130,  and  if  it  were  found  that  he  was  right  in  his  con- 
tention it  would  obviously  be  the  duty  of  the  Office  to  make  the  same 
holding  with  respect  to  count  1,  if  the  objection  applied  equally  well 
to  that  count. 

For  the  reasons  stated  by  the  tribunals  below  it  is  held  that  Cleal 
does  disclose  operating-racks  within  the  usual  meaning  of  that  term. 

Hopkins  alleges  that  each  of  the  counts  of  the  issue  calls  for  an 
equal  number  of  denominational  elements  of  each  totalizer  and  the 
racks  for  operating  the  same.  This  is  true  only  of  count  2,  which 
specifically  calls  for — 

a  plurality  of  totalizer  operating  racks  also  mounted  side  by  side  in  lateral 
alinement  and  equaling  in  number  the  denominational  elements  of  any  one  of 
the  totalizers. 

deal's  drawing  shows  and  his  specification  clearly  describes  a 
totalizer  having  five  elements  and  only  four  operating-racks,  and 
this  is  admitted  in  the  brief  filed  on  behalf  of  Cleal.  It  must  be 
held,  therefore,  that  Cleal  so  clearly  has  no  right  to  make  a  claim 
corresponding  to  count  2  of  the  issue  that  priority  should  not  have 
been  awarded  to  him  on  that  account. 

For  the  reasons  above  pointed  out  Hopkins  is  not  entitled  to  raise 
the  remaining  questions  alleged  by  him  as  showing  that  priority 
should  not  have  been  awarded  to  Cleal,  and  this  is  not  such  a  case  as 
would  justify  action  under  the  supervisory  authority  of  the  Com- 
missioner, it  being  well  settled  that  such  an  action  will  be  taken  only 
to  correct  a  manifest  error. 

The  decision  of  the  Examiners-in-Chief  is  reversed  as  to  count  2 
and  aifirmed  as  to  counts  1  and  S. 
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Ex   PARTE   WeNZELMANN    AND   OvERHOLT. 

Decided  September  2S,  1911. 
180  O.  G.,  1394. 

1.  Public-Use  Pboceedino — Question  in  Issxte. 

A  public-use  proceeding'  is  uot  Instituted  to  determine  when  the  protestant 
made  the  invention  or  whether  he  ever  made  it.  The  sole  question  to  be 
determined  is  whether  the  invention  was  in  public  use  more  than  two  years 
before  the  applicant  ftled  his  application. 

2.  Interference — Final  Decision — Res  Adjudicata — Nor  Affected  by  Sub- 

sequent Public-Use  Proceedings. 
Where  after  a  final  decision  on  priority  a  proceeding  was  instituted  to 
determine  whether  the  invention  had  been  in  public  use  more  than  two 
years  prior  to  the  filing  of  the  application  of  the  successful  party.  Held 
the  Judgment  in  the  interference  is  res  adjudicata  and  that  the  testimony 
taken  in  this  proceeding  cannot  affect  this  judgment. 

Appeal  from  Examiners-in-Chief. 

WAGON-DUMP  OR  THE  LIKE. 

Mr.  W.  W.  WUhenbury  for  the  applicants. 

BiiiLiNGs,  First  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  rejecting  claims  14, 15, 
16, 17,  21, 23,  26,  32,  33,  and  34. 

As  to  claims  14, 15, 16,  21,  and  26,  the  rejection  was  based  upon  the 
ground  that  these  claims  constituted  the  issue  of  interference  pro- 
ceedings between  this  application  and  the  application  of  John  H. 
Gilman,  Serial  No.  223,489,  now  Patent  No.  938,755,  in  which  priority 
of  invention  was  finally  awarded  to  Gilman.  The  remaining  claims 
were  rejected  on  the  ground  that  they  do  not  patentably  distinguish 
from  the  issue  of  the  interference. 

It  appears  that  after  the  termination  of  the  interference  public-use 
proceedings  were  instituted,  in  which  it  was  proved,  on  testimony 
taken  by  appellants,  that  the  invention  covered  by  the  issue  of  the 
preceding  interference  was  in  public  use  more  than  two  years  prior 
to  the  filing  of  the  application  of  Gilman,  and  Gilman  was  accord- 
ingly refused  claims  corresponding  to  that  issue,  and  his  patent  so 
granted. 

Wenzelmann  and  Overholt  are  now  contending  that  the  testimony 
taken  in  the  public-use  proceedings  not  only  establishes  the  fact  of 
public  use  against  Gilman,  but  establishes  conclusively  that  the  judg- 
ment in  the  interference  was  erroneous  and  that  they  themselves  are, 
in  fact,  the  prior  inventors  of  the  invention  covered  by  the  appealed 
claims.  It  has  been  held  by  both  of  the  lower  tribunals  that  the 
result  of  the  public-use  proceeding  cannot  affect  the  judgment  of 
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priority  in  the  interference  proceeding.  In  this  they  were  clearly 
right.  To  hold  otherwise  would  be  to  permit  the  unsuccessful  inter- 
ferant  to  actually  retry  the  question  of  priority  in  a  public-use  pro- 
ceeding, or,  in  other  words,  to  conduct  a  second  interference  after 
having  failed  in  the  first.  The  public-use  proceeding  was  not  in- 
tended to  determine  the  date  of  invention  by  Wenzelmann  and 
Overholt  or  whether  they  ever  made  the  invention.  If,  in  fact,  Gil- 
man  had  made  the  invention  prior  to  Wenzelmann  and  Overholt,  it 
would  not  be  likely  to  appear  from  the  public-use  proceeding,  for  it 
was  not  to  the  interest  of  Oilman  in  that  proceeding  to  establish  that 
some  other  than  Wenzelmann  and  Overholt  was,  in  fact,  the  inventor. 
Two  years'  public  use  would  be  fatal  to  his  case,  regardless  of  who 
had  been  the  inventor  of  the  devices  so  used.  It  would  be  obviously 
unfair  to  attempt  to  patch  together  the  records  in  two  separate  pro- 
ceedings instituted  for  the  purpose  of  determining  different  questions 
in  order  to  now  redetermine  the  question  of  priority  between  these 
parties. 

The  issue  of  the  interference  has  become  res  adjudicata  against 
appellants  so  far  as  this  Office  is  concerned.  It  follows  that  the  other 
claims  appealed,  which  are  not  patentably  distinct  from  that  issue, 
were  also  properly  rejected. 

Appellants  also  attempt  to  draw  in  question  the  applicability  of 
claim  14  to  the  device  shown  in  the  Oilman  patent.  This  claim  was 
one  of  the  claims  constituting  the  issue  of  the  interference  referred 
to,  and  Oilman's  right  to  the  claim  in  the  light  of  his  disclosure  is  a 
question  which  should  have  been  raised  and  decided  during  the 
interference,  if  at  all. 

The  decmon  of  the  ExaminerS'in'Chief  is  affirmed. 


Ex   PARTE   MyGATT. 

Decided  June  26,  1912. 

180  O.  G.,  1395. 

Designs — ^Apfucation — Additional  Illustration. 

Furtber  illustration  of  a  design  Held  properly  required. 

On  Petition. 

design  fob  pbism-glass  shades. 

Messrs.  Brock^  Beeken  &  Smdth  for  the  applicant. 

Tbnnant,  Assistant  Commissioner: 

This  is  a  petition  that  the  Examiner  be  directed  either  to  reject  or 
allow  the  application,  upon  the  ground  that  the  objection  made  by 
the  Examiner  goes  to  the  merits  of  the  case  instead  of  its  form. 
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The  record  shows  that  the  Examiner  has  required  the  applicant  to 
furnish  further  illustration  in  view  of  the  decision  of  the  Commis- 
sioner rendered  February  12,  1912.     {Ante^  81;  176  O.  G.,  1069.) 

The  applicant  asserts  that  the  present  drawing  is  sufficient,  for 
the  reason  that  the  design  is  merely  a  surface  ornamentation,  and 
further  urges  that  the  question  is  one  which  relates  to  the  scope  of 
the  claim  and  is  therefore  a  question  on  the  merits  appealable  in  the 
first  instance  to  the  Examiners-in-Chief. 

The  claim  reads  as  follows : 

The  ornamental  design  for  a  shade,  reflector  or  similar  article  having  the 
8ui)erflclal  ornamentation  as  shown. 

It  is  well  known  that  shades,  reflectors,  and  similar  articles  are 
formed  of  prismatic  surfaces  for  the  purpose  of  distributing  light  in 
such  manner  as  may  be  desired,  and  judicial  notice  is  taken  of  the 
fact  that  many  such  patents  have  been  issued  to  this  applicant. 

I  am  therefore  of  the  opinion  that  the  illustration  is  insufficient  to 
show  the  nature  of  the  applicant's  invention,  notwithstanding  the 
fact  that  the  claim  refers  to  a  superficial  surface  ornamentation 
which,  as  shown,  comprises  a  series  of  rows  of  prisms.  The  effect 
of  such  prisms,  whether  upon  a  flattened  surface  or  a  sharply-conical 
surface,  might  be  entirely  different  from  an  ornamental  point  of 
view. 

I  cannot  perceive  any  sufficient  reason  why  an  applicant  in  claim- 
ing a  design  for  an  article  of  manufacture  should  not  disclose  at 
least  one  particular  form  of  article  of  manufacture  which  embodies 
said  design,  even  where,  as  in  this  case,  the  design  is  alleged  to  have 
no  other  function  than  that  of  mere  ornamentation. 

I  find  no  error  in  the  action  of  the  Primary  Examiner,  and  his 
decision  requiring  further  illustration  is  affirmed. 

The  petition  is  denied. 


Lewis  v.  Deutsch  v.  Lum  v.  Murphy  v.  Canfield. 

Decided  July  5.  1912. 

181  O.  G.,  265. 

1.  INTERFEBENCE — DIVISIONAL  APPUCATIOW — CeBTIFIED  CoPY  OF  PaBT  OF  Pa&ENT 

Application. 
Where  an  application  directly  Involved  in  an  interference  is  a  division  of  a 
prior  application.  Held  that  the  applicant  is  entitled  to  file  a  certified  copy 
of  so  much  of  the  earlier  application  as  discloses  the  subject-matter  in  issue. 

2.  Same — Practice  Under  Rule  105 — Sufficiency  of  Copy  to  be  Determined 

BY  Primary  Examiner. 
The  question  whether  the  certified  copy  of  parts  of  an  application  filed 
under  the  provisions  of  Rule  105  are  complete  and  sufilcient  is  one  to  be 
determined  in  the  first  instance  by  the  Primary  Examiner  after  a  hearing. 
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On  Petition. 

ELECTBIC   SWITCH. 

Mr.  Wesley  G.  Carr  for  Lewis. 

Mr.  Wesley  G.  Carr  for  Deutsch. 

Mr.  Albert  G.  Davis  for  Lum. 

Mr.  Albert  G.  Davis  for  Murphy. 

Mr.  F.  N.  Barber  and  Mr.  W.  B.  Corwin  for  Canfield. 

MooRB,  Commissioner: 

This  is  a  petition  by  Murphy  and  Lum  for  leave  to  inspect  an 
application  of  Canfield. 

Canfield  is  involved  in  the  interference  upon  an  application  which, 
so  far  as  Fibres  1  and  2  and  parts  of  Figs.  3  and  4  are  concerned, 
is  alleged  to  be  a  division  of  the  earlier  application  to  which  peti- 
tioner seeks  access.  Canfield  has  filed  a  certified  copy  of  the  part 
of  the  earlier  case  upon  which  he  apparently  intends  to  rely  as  a  dis- 
closure of  the  subject-matter  in  issue  in  the  earlier  case. 

It  is  well  settled  that  a  party  is  entitled  under  Rule  105  to  conceal 
in  this  manner  such  parts  of  an  application  as  relate  to  subject-matter 
in  no  way  involved  in  the  interference.  {Dilg  and  Fowler  v.  Shaver. 
C.  D.,  1909,  112;  144  O.  G.,  561;  Lemp  v.  Stanley  and  Stanley^  74 
MS.  Dec.,  175;  Reece  v.  Fenwick,  C.  D.,  1901,  73;  96  O.  G.,  643.) 
Among  the  reasons  set  forth  in  the  petition  why  access  should  be 
granted  the  only  one  which  serves  to  distinguish  this  in  any  way 
from  an  ordinary  case  of  this  kind  is  the  allegation  that  certain 
of  the  counts  of  the  issue,  of  which  count  10  is  cited  as  an  example, 
do  not  read  upon  either  of  the  figures  of  the  drawing  which  appear 
in  the  certified  copy  filed  by  Canfield.  The  count  referred  to  fails 
to  read  upon  the  figures  in  the  certified  copy  referred  to  because  they 
do  not  show  that  the  winding  of  the  magnet  is  in  series  with  the 
contacts  when  they  are  closed. 

It  is  obvious  that  Canfield  can  rely  upon  the  date  of  the  earlier  case 
only  for  such  subject-matter  as  he  is  willing  to  disclose  to  his  oppo- 
nents. It  is  also  true  that  if  he  relies  upon  the  earlier  case  at  all  it 
is  his  duty  to  disclose  all  parts  thereof  which  are  not  clearly  divisible 
from  and  independent  of  the  invention  in  issue. 

It  is  believed,  however,  that  the  earlier  Canfield  case  discloses 
divisible  subject-matter  which  he  is  entitled  to  keep  secret  under  the 
provisions  of  Rule  105  if  he  sees  fit,  and  access  to  the  earlier  case 
will  therefore  not  be  granted  upon  this  petition. 

If  the  petitioners  think  that  the  disclosure  made  by  the  certified 
copies  of  the  parts  of  the  earlier  case,  filed  by  Canfield,  is  incomplete 
or  insufficient  as  to  the  subject-matter  involved  in  this  interference, 
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they  should  bring  the  matter  before  the  Primary  Examiner,  who  will 
determine  the  question  in  the  first  instance  after  a  hearing  of  the 
parties.     {Riker  v.  Law^  C.  D.,  1906,  86;  120  O.  G.,  2754,  and  Kugele 
V.  Blair,  C.  D.,  1906,  477;  125  O.  G.,  1350.) 
TJie  petition  is  denied. 


J.  &  Riley  Carr  v.  The  William  Schollhorn  Company  v,  Warren 
Axe  &  Tool  Company  v.  Geo.  II.  Bishop  &  Co.  v.  Badigan,  Sigh 
&  Co.  V.  Graef  v.  E.  C.  Atkins  &  Company. 

Decided  July  16,  1912. 

181  O.  G.,  265, 

1.  Trade-Marks — "  Stanch  ••  for  Files — ^Not  Descrtptivb. 

The  word  "  Stanch  *'  is  not  descriptive  of  files. 

2.  Same — Similarity — Covbkxt    or    Prior    Rkoistraht — lyovvt    Resoltcd   Dt 

Favor  of  Applicant. 
Where  there  is  a  reasonable  doubt  whether  there  is  deceptive  similarity 
between  the  mark  of  an  applicant  and  that  of  a  prior  registrant  and  the 
consent  of  the  latter  to  the  registration  is  filed,  Held,  that  the  donbt  should 
be  waived  in  favor  of  the  applicant.  {Wayne  County  Pteserving  Co.  v. 
Burt  Olney  Canning  Oo„  C.  D.,  1909,  818;  340  O.  Q.,  1008;  82  App.  D.  0., 
279,  distinguished.) 

Appeal  on  Motion. 

TRADE-MARK   FOR  FILES. 

Mr.  G.  P.  WMttleaey  for  J.  &  Riley  Carr. 

Messrs.  BecLch  dk  Fisher  and  Messrs.  Bacon  dk  Milans  for  The 
William  Schollhorn  Company. 

Mr.  James  Hamilton  for  Warren  Axe  &  Tool  Company, 

Messrs.  H.  B.  Willson  <&  Co.  for  Geo.  H.  Bishop  &  Co. 

Messrs.  Mastick  cfe  Jon^s  for  Badigan,  Rich  &  Co. 

Messrs.  Goepel  <6  Goepel  for  Graef. 

Mr.  Chester  Bradford  and  Mr.  Ernest  W.  Bradford  for  E.  C. 
Atkins  &  Company. 

Moore,  Commissioner: 

This  is  an  appeal  by  The  William  Schollhorn  Company  from  a 
decision  of  the  Examiner  of  Trade-Marks  denying  its  motion  to 
dissolve  the  interference  on  the  ground  that  its  mark  is  not  so  similar 
to  that  of  J.  &  Riley  Carr,  the  applicant,  that  their  simultaneous  use 
upon  goods  of  the  same  descriptive  properties  would  be  likely  to  cauae 
confusion  in  the  mind  of  the  public  and  that  the  goods  upon  which 
these  marks  are  used  are  not  of  the  same  descriptive  properties. 
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The  mark  of  The  William  Schollhorn  Company  consists  of  the  rep- 
resentation of  a  dog  having  thereon  the  word  "  Bernard."  The  goods 
upon  which  this  mark  is  used  are  stated  in  the  registration  to  be 
nippers,  pliers,  wrenches,  and  hand-tools.  In  connection  with  the 
motion  to  dissolve  there  was  filed  an  affidavit  of  the  secretary  of  The 
William  Schollhorn  Company  that  it  had  never  manufactured  files, 
that  it  disclaimed  all  right  to  use  this  trade-mark  involved  herein  on 
files,  and  that  it  had  no  objection  to  the  registration  by  J.  &  Riley 
Carr  of  the  representation  of  a  dog  as  a  trade-mark  for  files. 

The  mark  shown  in  the  application  of  J^  &  Riley  Carr  as  filed 
consists  of  the  representation  of  a  dog  and  the  word  '^Stanch." 
The  firm  of  J.  &  Riley  Carr  is  domiciled  at  Sheffield,  England,  and 
the  mark  shown  in  its  British  registration,  a  copy  of  which  accom- 
panies the  application,  consists  of  the  representation  of  a  dog  and 
the  word  "  Stanch."  In  the  application  as  originally  filed  the  par- 
ticular description  of  goods  included  a  large  number  of  tools  in 
Class  23;  but  the  particular  description  has  now  been  limited  by 
amendment  to  files.  In  the  early  prosecution  of  the  case  applicant 
was  required  to  disclaim  the  word  "  Stanch  "  on  the  ground  that  it 
was  descriptive  of  the  goods.  In  my  opinion  this  requirement  was 
an  error,  since  I  do  not  regard  the  word  "  Stanch  "  as  descriptive 
of  files,  and  before  the  mark  is  passed  for  registration  this  disclaimer 
should  be  required  to  be  canceled,  leaving  the  mark  as  applied  for 
identical  with  that  of  the  British  registration. 

The  Examiner  denied  the  motion  to  dissolve,  holding  that  the 
goods  of  the  two  parties  were  of  the  same  descriptive  properties  and 
that  the  marks  were  so  similar  as  to  be  likely  to  cause  confusion  in 
trade,  since  the  goods  of  both  might  well  be  designated  as  the  "  dog  " 
brand. 

While  the  marks  of  J.  &  Riley  Carr  and  The  William  Schollhorn 
Company  each  shows  a  dog,  one  of  these  marks  includes  also  the  word 
"  Bernard  "  and  the  other  the  word  "  Stanch."  In  the  case  of  Sum- 
mit City  Soap  Works  v.  Standard  Soap  Co.  {post,  430;  174  O.  G., 
687;  87  App.  D.  C,  604)  the  Court,  after  stating  that  one  of  these 
marks  included  the  word  "Mammoth"  associated  with  the  picture 
of  the  head  and  shoulders  of  that  prehistoric  animal,  while  the  other 
included  the  picture  of  two  elephants  in  the  attitude  of  a  mother 
washing  her  child  and  the  words  "  Rub-No-More-Soap,"  said : 

The  Commissioner  turned  the  case  upon  the  recent  decision  of  this  court  in 
Ne8tl4  and  Anglo-8wi88  Condensed  Milk  Co,  v.  Walter  Baker  d  Co.,  Ltd,,  (C.  D., 
1911,  369;  167  O.  G.,  765;  37  App.  D.  C,  148.)  In  tliat  case  the  marlis  were 
used  on  cocoa,  chocolate,  broma,  and  cocoa  preparations.  The  marlc  of  the 
appellant  coDBisted  of  the  picture  of  a  milkmaid  in  Swiss  costume  carrying 
a  milk-pail  in  her  right  hand  and  another  on  her  head,  with  the  words  "  Milk- 
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maid  Brand ;  **  while  the  mark  of  appellee  consisted  of  the  picture  of  a  waitress 
in  Puritan  or  Quaker  costume  carrying  a  tray  supporting  cups. 

It  was  there  held  that  the  words  "  Milkmaid  Brand/'  used  in  connection 
with  the  picture,  was  a  distinguishing  feature  of  the  mark.  Here  the  word 
"  Mammoth  "  and  the  words  "  Rub-No-More-Soap,'*  appearing  as  parts  of  the 
resi)ective  marks,  may  be  held  to  be  distinguishing  features.  Their  tendency, 
we  think,  is  not  to  attach  to  the  products  bearing  these  marks  the  trade-name, 
"  Elephant  Brand."  The  word  "  Mammoth  "  instantly  attracts  attention  to  the 
distinction  plainly  apparent  between  the  pictures,  which  are  the  dominating 
features  of  the  marks.  The  slight  tendency  there  would  be  to  confusion  from 
the  similarity  of  the  pictures  is  removed  by  the  suggestion  on  the  label  itself 
of  the  distinction  which,  in  fact,  plainly  exists.  The  inclusion  of  the  oame  of 
the  animal  illustrated  on  appellee's  mark  so  distinguishes  it  from  appellant's 
mark  as  to  remove  the  probability  of  confusion. 

There  is  sufficient  doubt  as  to  the  likelihood  of  confusion  between 
the  two  marks  involved  in  this  appeal  to  justify  the  dissolution  of 
the  interference  so  far  as  The  William  SchoUhom  Company  is  con- 
cerned. In  the  case  of  the  Wayne  County  Preserving  Go,  v.  Burt 
Olney  Canning  Co.  (C.  D.,  1909,  318;  140  O.  G.,  1003;  32  App.  D.  C, 
279)  the  Court  said  that  any  doubts  as  to  the  registrability  of  a  mark 
should  be  resolved  in  favor  of  the  registrant.  The  present  case,  how- 
ever, is  distinguished  from  that  in  that  the  registrant  is  moving  to 
dissolve  the  interference  and  has  filed  under  the  oath  of  its  secretary 
a  consent  to  the  registration  of  the  mark  of  J.  &  Riley  Carr  for  files. 

The  decision  of  the  Examiner  of  Trade-Marks  is  reversed^  and'  it 
is  held  that  the  interference  should  he  dissolved  so  far  as  the  applicn- 
tion  of  The  William,  SchoUhom  Co.  is  concerned. 


Ex  PARTE  Greio. 
Decided  July  3,  1912. 
181  O.  O..  266. 

1.  Application — Specification — Laudatobt  Statements. 

Purely  laudatory  statements  have  no  place  in  the  specification  of  an 
application  for  patent. 

2.  Same — Claims  Filed  Afteb  FInal  Rejection. 

A  claim  filed  after  final  rejection  Held  to  be  not  merely  a  presentation  of 
those  finally  rejected  in  better  form  for  consideration  on  appeal  and,  as  not 
accompanied  by  such  a  showing  as  required  by  Rule  68,  properly  refused 
admission. 

On  Petition. 

attachment   for    WASHBOILBIUL 

Mr.  A.  Miller  Bel  field  for  the  applicant 

Billings,  First  Assistant  Commissioner: 

This  is  a  petition  from  the  refusal  of  the  Primary  Examiner  to 
forward  an  appeal  until  certain  formal  corrections  have  been  made 
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in  the  specification  and  until  an  additional  claim  filed  since  the 
appeal  was  taken  is  canceled. 

The  matter  of  form  objected  to  by  the  Examiner  relates  to  a  lauda- 
tory statement  contained  on  page  2,  which  reads  as  follows : 

This  structural  arrangement  very  materially  improves  the  circulation  over 
that  of  any  prior  construction,  since  without  such  an  arrangement  the  water 
moving  toward  one  of  the  upright  tubes  interferes  with  that  moving  in  the  oppo- 
site direction. 

The  statement  that  the  arrangement  is  an  improvement  "  over  that 
of  any  prior  construction"  is  obviously  purely  laudatory,  and  it  is 
well  settled  that  such  statements  have  no  place  in  the  specification. 
Applicant  might  very  easily  have  complied  with  the  requirement  of 
the  Examiner  by  canceling  the  words  "  over  that  of  any  prior  con- 
struction" without  in  any  way  prejudicing  his  case. 

After  the  appeal  was  filed  the  applicant  filed  an  additional  claim, 
numbered  4,  more  specific  than  those  under  rejection.  He  contends 
that  Rule  68  justifies  this  action  on  his  part.  This  rule  provides  only 
that  amendments  presenting  rejected  claims  in  better  form  for 
appeal  "may"  be  admitted  upon  a  duly  verified  showing  of  good 
and  sufficient  reasons  why  it  was  not  earlier  presented.  The  first 
part  of  the  rule  does  not  give  the  right  to  enter  such  amendments  as 
a  matter  of  course,  as  is  perfectly  obvious  from  the  qualifying  clause 
relating  to  abandonment — ^"but  the  admission  of  such  an  amendment 
or  its  refusal,"  etc.  Furthermore,  the  additional  claim  obviously 
does  not  present  "  those  rejected  in  better  form  for  consideration  on 
appeal,"  as  it  is  clearly  more  specific  than  those  appealed.  As  to 
the  applicability  of  the  latter  part  of  tlie  rule,  applicant  has  pre- 
sented no  duly-verified  showing  of  good  and  sufficient  reasons  for 
not  earlier  presenting  the  claim.  In  his  argimient  of  April  1,  1912, 
he  stated  certain  alleged  reasons  in  an  attempt  to  bring  the  claim 
under  the  latter  part  of  the  rule.  The  showing,  however,  is  not 
verified,  as  required  by  the  rules,  and,  furthermore,  clearly  does  not 
set  forth  any  such  reasons  as  would  justify  further  amendment 
touching  the  merits.  While  it  is  possible,  in  view  of  the  Examiner's 
opinion,  that  the  "  device  is  net  patentable  " — that  this  claim  might 
have  been  included  in  the  appeal  without  requiring  any  extended 
reexamination — ^nevertheless  the  rules  are  clear  and  should  be  fol- 
lowed by  applicant  in  prosecuting  his  case. 

Applicant  has  complained  in  this  petition  that  the  Examiner's 
technical  actions  have  caused  him  serious  delay.  It  will  be  obvious 
from  what  has  been  said  that  the  formal  requirement  of  the  Exam- 
iner was  well  taken  and  easy  to  overcome.  If  it  was  desired  to  speed 
the  prosecution  of  the  case,  it  would  have  been  better  to  comply  with 
the  requirement  than  to  consume  time  on  a  petition  of  this  kind.    As 
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to  the  additional  claim,  applicant  has  clearly  proceeded  in  violation 
of  the  rule  and  is  therefore  responsible  for  the  delay. 
The  petition  is  denied. 


Ex  PAKTE  The  Sherwin-Williams  Company. 

Decided  July  27,  1912. 

181  O.  a,  267. 

Tbade-Marks — **  Bbas-Brite  "  fob  a  Polishing  Oompoxtnd — ^DEScaiPnTs. 

The  mark  '*  Bt-as-Brite  "  Held  to  be  not  registrable  as  a  trade-mark  for  a 
polishing  compound,  since  it  is  merely  an  obvious  misspelling  of  the  descrip- 
tive words  "brass  bright.*' 

On  Appeal. 

TRADE-MABK  FOB  POLISH   FOB  METAL   SUBFACES. 

Messrs.  Hercey  (&  Barber  for  the  applicant. 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  appellant's  mark  consisting  of  the  word 
'^  Bras-Brite  "  as  a  trade-mark  for  a  polish  for  metal  surfaces. 

Registration  was  refused  by  the  Examiner  upon  the  ground  that 
the  mark  indicates  a  characteristic  or  quality  of  the  goods,  and  there- 
fore is  not  registrable  in  view  of  the  prohibition  in  section  5  of  the 
Trade-Mark  Act. 

The  mark  is  clearly  a  misspelling  of  the  two  words  "  brass  "  and 
**  bright."  It  signifies  that  the  goods  upon  which  it  is  used  is  a 
polish  for  brass  and  that  it  will  make  brass;  bright.  Labels  filed  with 
the  application  state  that  ^'  Bras-Brite  cleans  and  polishes  brass, 
nickel,  silver,  copper  and  aluminum,  etc.,"  thereby  indicating  that  the 
polish  is  for  brass  as  well  as  other  metals. 

The  contention  of  appellant  that  the  mark  is  merely  suggestive  is 
not  well  taken.  On  the  contrary,  the  mark  is  believed  to  be  clearly 
descriptive  of  a  characteristic  or  quality  of  the  goods — namely,  that 
it  will  make  brass  bright  or  is  a  brass-brightener.  The  mark  is  be- 
lieved to  fall  in  the  class  with  the  following  marks,  which  have  been 
held  to  be  descriptive,  and  to  come  within  the  prohibition  of  the 
statute :  "  Silver  Dip,"  a  preparation  in  which  silver  articles  may  be 
dipped,  {Tfie  Cobb  Manufacturing  Company^  C.  D.,  1908,  6;  132 
O.  G.,  233;)  "  Self-Loading  "  cartridges,  {The  Winchester  Repeating 
Arms  Company  v.  The  Peters  Cartridge  Company^  C.  D.,  1908,  401; 
134  O.  G.,  2030;  30  App.  D.  C,  505;)  "  Kleanwell  "  massage-sponges, 
(ex  part^  Smith,  C.  D.,  1904,  161;  110  O.  G.,  601;)  "Keep-Clean "" 
toilet-brushes,  {Florence  Manufacturing  Company  v.  Dowd,  178  Fed. 
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Rep.,  73;)  "Kantleek"  for  atomizers,  (in  re  The  Seamless  Rubber 
Company,  C.  D.,  1910,  342;  153  O.  G.,  547;  34  App.  D.  C,  857;) 
"  New-Tone  "  varnish  preparation,  {ex  parte  Newton,  C.  D.,  1910, 
215;  160  O.  G.,  1037;)  "Servself  "  sandwiches,  {ex  parte  Brennan, 
Fitzgerald  <&  Sinks,  C.  D.,  1910,  30;  151  O.  G.,  449;)  "Scotissue" 
paper  towels,  {ex  parte  Scott  Paper  Company,  C.  D.,  1911,  224; 
173  O.  G.,  287.) 
The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


In  re  Farrand. 

Decided  June  H,  1912^ 
181  O.  O.,  267. 

AB8ZGNMBNT8 — RbOOBDINO. 

A  paper  transferring  an  interest  in  a  company  to  be  formed  to  promote  an 
invention  Held  not  recordable. 

On  Petition. 

Mr.  Charles  McC.  Chapman  for  the  petitioner. 

Tbnnant,  Assistant  Commissioner: 

This  is  a  petition  that  the  Chief  of  the  Assignment  Division  be 
instructed  to  record  an  '^  assignment ''  presented  by  petitioner. 

The  Chief  of  the  Assignment  Division  refused  to  record  the  instru- 
ment upon  the  ground  that — 

it  does  not  upon  its  ftice  affect  the  title  to  a  patent^  application  or  invention, 
and  therefore  under  Rule  198  is  not  recordable. 

This  instrument  refers  to  certain  inventions  in  ^  systems  and  ap- 
paratus for  heating  orchards  "  made  by  the  assignor  and  transfers  to 
one  Oliver  M.  Farrand — 

an  undivided  three-eighths  (|)  interest  in  and  to  any  company  or  copartnership 
which  I  may  form,  and  which  I  hereby  agree  to  form,  for  the  promotion  of  the 
said  invention. 

The  holding  of  the  Chief  of  the  Assignment  Division  that  the 
instrument  does  not — 

amount  to  an  assignment,  grant,  mortgage,  lien,  incumbrance  or  license, 

and  that  it  does  not — 

affect  the  title  of  a  patent  or  invention  to  which  it  relates — 

is  believed  to  be  right,  and  the  instrument  is  therefore  not  recordable 
under  Bule  198. 
The  petition  is  denied. 
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Ex  PARTE  Rosenthal  Brothers. 

Decided  July  20,  1912. 

181  O.  G.,  541. 

Tbade-Mabks — Goods  of  Same  Descriptive  Properties — **  Silk  Fabrics  **  ard 
"  Shirtings,  Cambrics,  Etc." 
Silk  fabrics  Held  goods  of  tbe  same  descriptive  properties  as  shirtingSy 
cambrics,  drills,  cotton  velvets,  and  knitted  cotton  piece  goods. 

On  Appeal. 

TRADE- MARK  FOR  SILK  AND  OTHER  FABRICS. 

Mr.  Stephen  B.  Rosenthal  for  the  applicant 

Moore,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  as  a  trade-mark  for  "  silk  fabrics  sold  in 
the  form  commonly  known  as '  piece  goods ' "  a  mark  consisting  of  the 
representation  of  the  fore  parts  of  two  elephants  holding  a  piece  of 
material  in  their  trunks. 

Registration  was  refused  in  view  of  the  following  registered 
marks:  Rogers  &  Thompson,  No.  61,311,  March  12,  1907;  Meyer,  No. 
84,330,  November  28, 1911;  Meyer,  No.  84,331,  November  28,  1911. 

Appellant  contends  that  the  goods  to  which  it  applies  its  mark  are 
not  of  the  same  descriptive  properties  as  those  named  in  the  last  two 
registrations  cited  and  that  there  is  no  such  similarity  between  its 
mark  and  those  cited  as  would  lead  to  confusion. 

The  two  marks  of  Meyer  which  have  been  cited  are  applied  to 
shirtings,  cambrics,  drills,  checked  and  striped  cotton  fabrics,  white 
and  colored  cotton  prints,  cotton  velvets,  cotton  merino,  satin  and 
batiste,  and  knitted  cotton  piece  goods,  in  Class  No.  42,  Knitted, 
netted,  and  textile  fabrics.  Applicant's  mark  is  applied  to  silk  fab- 
rics. These  goods  are,  in  my  opinion,  of  the  same  descriptive  prop- 
erties. The  purchaser  of  one  class  of  goods  would  upon  seeing  a 
similar  mark  placed  upon  the  other  class  naturally  conclude  that 
they  were  put  out  by  the  same  manufacturer.  Substantially  the 
same  question  was  decided  in  the  case  of  Jackson  Co.  v.  Rogers  (& 
Thompson,  {ante,  22;  174  O.  G.,  1025,)  in  which  it  was  held  that 
cotton  sheetings  and  shirtings,  cotton  piece  goods,  blankets,  etc.,  on 
the  one  hand,  and  "  silk  and  cotton  and  silk  mixed  piece  goods,"  on 
the  other  hand,  were  goods  of  the  same  descriptive  properties.  Ap- 
plicant in  quoting  the  syllabus  of  this  decision  inserted  a  comma  after 
"  cotton,"  so  that  the  phrase  reads  "  silk  and  cotton,  and  silk  mixed 
piece  goods,"  which  would  indicate  that  all  the  goods  contained  a 
mixture  of  cotton.    The  comma  does  not  appear  either  in  the  syllabus 
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or  in  the  body  of  the  decision,  so  that  the  holding  was  made  to  apply 
to  "  silk  and  cotton  and  silk  mixed  piece  goods,"  and  a  reference  to 
the  file  of  Rogers  &  Thompson  proves  clearly  that  the  sense  of  the 
expression  is  ^'silk  piece  goods  and  silk  and  cotton  mixed  piece 
goods." 

The  mark  of  Rogers  &  Thompson  which  is  applied  to  silk  goods  is 
an  Oriental  scene,  the  prominent  feature  of  which  is  the  fore  part  of 
a  large  elephant  situated  in  the  foreground  of  the  scene.  The  mark 
in  registration  No.  84,330  is  the  representation  of  an  elephant  stand- 
ing upon  his  hind  legs,  holding  a  pair  of  shears  and  a  piece  of  fabric. 
The  trade-mark  in  No.  84,331  is  the  representation  of  an  elephant 
fantastically  dressed,  jumping  over  a  rope.  The  predominating  fea- 
ture in  each  of  these  marks,  as  in  applicant's  mark,  is  the  representa- 
tion of  an  elephant,  and  I  am  clearly  of  the  opinion  that  the  marks 
bear  such  a  resemblance  that  their  simultaneous  use  would  be  likely 
to  lead  to  confusion  in  the  mind  of  the  purchaser. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


ScHULZE  V,  Lennox* 

Decided  July  31,  1912. 

181  O.  G.,  541. 

Irtsbfebbnce— Motion  to  Dissolve — Transmission. 

The  interpretation  put  upon  the  issue  of  the  interference  by  the  Primary 
Examiner  Held  to  Justify  the  transmission  of  a  second  motion  to  dissolve 
the  interference  on  the  ground  that  the  issue  thereof  is  ambiguous  and  that 
the  counts  have  different  meanings  in  the  applications  of  the  respective 
parties. 

Appeal  on  Motion. 

MASSAGING  DEVICE. 

Messrs.  Rummler  <6  Rummler  and  Mr.  Eugene  C.  Brovm  for 
Schulze. 
Mr.  Oeorge  Z.  Cragg  for  Lennox. 

MooRE,  Commissioner: 

This  case  comes  before  me  on  appeal  by  Schulze  from  a  decision  of 
the  Examiner  of  Interferences  refusing  to  transmit  a  second  motion 
to  dissolve  and  on  a  petition  by  Schulze  for  the  exercise  of  the  super- 
visory authority  to  review  the  decision  of  the  Primary  Examiner  on 
the  first  motion  to  dissolve,  in  which  he  held  that  Lennox  had  a  right 
to  make  the  claims  in  issue. 

The  motion  Schulze  seeks  to  have  transmitted  alleges  informality 
in  the  declaration  of  the  interference  in  that  the  claims  are  ambiguous 
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and  that  the  counts  have  different  meanings  in  the  two  cases.  The 
necessity  for  this  motion,  according  to  Schulze,  arises  out  of  the  hold- 
ing of  the  Examiner  in  his  decision  on  the  first  motion,  in  which  the 
counts  were  interpreted  in  a  wholly-unexpected  way.  I  am  of  the 
opinion  that  Schulze*s  position  on  this  point  is  sufficiently  well 
founded  to  justify  the  transmission  of  the  motion  to  the  Primary 
Examiner. 

The  case  does  not  present  circumstances  warranting  the  exercise  of 
the  supervisory  authority  of  the  Conunissioner  to  review  the  merits 
of  the  Examiner's  holding  on  the  first  motion — that  Lennox  has  a 
right  to  make  the  claims ;  but  in  view  of  the  fact  that  the  case  is  to 
go  before  the  Primary  Examiner  again  in  any  event  and  the  further 
fact  that  the  record  shows  that  Lennox  has  assented  to  the  dissolution 
of  the  interference  (see  paper  No.  6)  the  Primary  Examiner  is  given 
jurisdiction  to  reconsider  the  points  urged  in  the  first  motion  to 
dissolve  should  he  see  fit  to  do  so. 

The  decision  of  the  Examiner  is  reversed. 


Ex  PARTE  A.  SiLZ,  iNa 

Decided  AprU  26,-1919. 

181  O.  G.,  642. 

Label — Mutojlted  OAxrnoT  be  Rbgistbbed. 

A  label  Held  properly  refused  registration  in  which  the  goods  are  indi- 
cated on  a  paster  attached  thereto. 

On  Appeal. 

LABEL  FOB  PBEPABED  BACON. 

Mr.  Edward  R.  Finch  and  Mr.  Lewis  J.  Doolittle  for  the  applicant 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  a  label. 

No  error  is  found  in  the  holding  of  the  Examiner  that  the  label  is 
not  registrable.  As  pointed  out  by  the  Examiner,  it  is  impossible  to 
determine  from  an  inspection  of  the  label  whether  it  was  published 
with  the  word  "  Ham ''  thereon  or  with  the  word  "  Bacon  "  pasted 
over  the  word  "  Ham,"  and  therefore  to  determine  to  which  the  notice 
of  copyright  applies.  Furthermore,  a  mutilated  label  such  as  this  is 
clearly  objectionable,  since  it  does  not  make  a  permanent  record,  the 
paster  being  liable  to  be  displaced. 

Nor  does  the  notice  of  copyright  on  the  label  comply  with  the 
requirement  of  section  18  of  the  copyright  law.    The  words  "  Pre- 
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pared  for  A.  Silz,  Inc."  appear  on  the  label;  but  that  is  not  a  state- 
ment that  it  was  copyrighted  by  A.  Silz,  Inc. 
The  decision  of  the  Examiner  is  affirmed. 


Hbtt  v.  Swinnerton. 

Decided  July  11,  1911. 

181  O.  O.,  642. 

1.  iNTBBrEBBNCE— Reduction  to  Practice — Simple  Device. 

A  concrete-mold  composed  of  a  plurality  of  detachable  f  ramcB  Held  Dot 
such  a  Bimple^device  tliat  the  mere  constractlon  and  assembling  of  a  sfangle 
pair  of  nnits  of  the  system  is  sufficient  to  establish  the  operativeness  of  the 
whole  device. 

2.  Same — ^Pbiobitt — ^Diligence. 

Testimony  reviewed  and  Held  insufficient  to  establish  that  H.»  who  was 
the  first  to  conceive  the  invention,  but  the  last  to  reduce  it  to  practice,  was 
diligent  at  the  time  S.  entered  the  field  and  subsequ^itly  thereto  and  that 
priority  was  properly  awarded  to  S. 

Appeal  from  Examiners-in-Chief. 

MOLD  FOB  CONCRETE  CONSTRUCTION. 

Mr.  Joseph  H.  Freem,an  for  Hett.     {Mr.  William  /.  Dolan  of 
counsel.) 
Mr.  Walter  R.  Eaton  for  Swinnerton. 

Tbnnant,  Assistant  Com/missioner: 

This  is  an  appeal  by  Hett  from  a  decision  of  the  Examiners-in* 
Chief  affirming  the  decision  of  the  Examiner  of  Interferences  award- 
ing  priority  of  invention  4;o  Swinnerton,  the  senior  party. 

The  invention  involves  certain  improvements  in  molds  or  forms  for 
concrete  construction,  which  are  specifically  set  forth  in  the  counts 
of  the  issue,  as  follows: 

1.  A  concrete  mold  composed  of  a  plurality  of  detachable  frames  lined  with 
metal  on  one  face,  and  means  passing  through  the  comers  of  the  frames  for 
holding  them  rigidly  spaced  apart,  said  means  also  at  the  same  time  securing 
the  frames  from  lateral  displacement 

2.  A  concrete  mold  composed  of  a  plurality  of  detachable  frames,  means  for 
increasing  and  decreasing  the  dimensions  of  said  mold,  sheet  metal  lihlng  the 
inner  fbces  of  said  frames,  and  bolts  passing  through  the  comers  of  abutting 
frames  for  rigidly  holding  them  spaced  apart. 

8.  A  concrete  mold  composed  of  detachable  frames,  a  plate  at  the  comer  of 
each  frame,  and  means  adapted  to  pass  through  the  abutting  comers  of  a  plu- 
rality of  frames  and  cooperating  with  said  plates  for  locking  the  frames 
together. 

4.  A  concrete  mold  composed  of  a  plurality  of  frames,  a  plate  secured  to  the 
comer  of  each  frame  having  a  groove  surrounded  by  a  concentric  boss,  and 
means  adapted  to  embrace  a  plurality  of  adjacent  bosses  for  securing  the 
frames  together. 

64282'— 18 ^18 
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Swinnerton,  the  senior  party,  is  a  patentee,  his  patent  having  been 
granted  January  29, 1907.  The  application  of  Hett,  the  junior  party, 
was  not  filed  until  October  1,  1907.  The  burden  is  therefore  upon 
Hett  to  establish  priority  of  invention  beyond  a  reasonable  doubt. 

Both  parties  have  filed  printed  testimony.  The  testimony  pre- 
sented in  behalf  of  Swinnerton  was  not  discussed  by  the  Examiner 
of  Interferences  or  the  Examiners-in-Chief ,  these  tribunals  assuming, 
as  contended  by  Hett,  that  Swinnerton  had  failed  to  establish  a  date 
of  invention  prior  to  his  record  date. 

I  have  examined  the  testimony  presented  in  behalf  of  Swinnerton, 
who  died  on  October  14,  1908,  prior  to  the  date  upon  which  this 
interference  was  instituted,  and  am  of  the  opinion  that  it  is  not  suffi- 
ciently explicit  to  establish  any  particular  date  of  conception  or 
reduction  to  practice  prior  to  the  date  of  filing  of  his  application. 
There  are  certain  statements  by  Birnie,  Hartmeyer,  and  Mrs.  Swin- 
nerton, which  indicate  that  during  the  years  1904  and  1905  Swinner- 
ton had  an  idea  of  constructing  forms  for  concrete  which  could  be 
repeatedly  used;  but  the  testimony  of  these  witnesses  is  not  suffi- 
ciently definite  to  indicate  the  date  upon  which  he  conceived  the  par- 
ticular invention  set  forth  in  the  issue  of  this  interference. 

It  must  therefore  be  held  that  Swinnerton  is  not  entitled  to  an 
earlier  date  of  invention  than  the  date  upon  which  he  filed  the  appli- 
cation on  which  his  patent  issued — to  wit,  May  10, 1906. 

The  evidence  presented  in  behalf  of  Hett  clearly  establishes  concep- 
tion, making  of  drawings,  and  disclosure  in  the  latter  part  of  1905, 
and  that  two  cast-iron  plates.  Exhibits  5  and  6,  were  constructed 
under  his  direction  as  early  as  March  or  April,  1906.  These  plates 
were,  according  to  the  testimony  of  Ensslin,  (Q.  10,)  condemned  by 
Hett  on  account  of  being  too  thick  and  were  sold  as  scrap-iron.  They 
were,  however,  recovered  and  presented  in  evidence,  as  above  indi- 
cated. It  appears  that  in  April,  1906,  Hett  assembled  these  two  cast- 
iron  plates  at  the  Kent  Machine  Works,  in  Brooklyn,  in  the  presence 
of  Roehrich  and  Ensslin. 

It  also  appears  that  in  April,  1906,  Hett  caused  the  construction  of 
two  plates  or  mold  units  having  sheet-metal  faces  (Exhibits  11  and 
12)  and  that  these  were  assembled  to  form  a  section  of  a  mold. 
(Hett,  Q.  26,  Ensslin,  Q.  21,  and  Roehrich,  Qs.  40,  41.) 

The  testimony  shows  that  in  the  latter  part  of  March,  1906,  Hett 
ordered  100  sheet-iron  plates,  subsequently  20  plates  and  200  cross- 
arms,  and  at  a  still  later  date  a  sufficient  number  of  plates  and  frames 
to  form  450  mold  units.  One  of  the  100  plates  was  produced, 
(Exhibit  30,)  and  concerning  this  plate  Hett  testifies  as  follows: 

Q.  87.  When  was  this  plate  and  the  clamp  t>olts  and  stays  simUar  to  tbe  ones 
here  produced  by  you,  used  In  actual  concrete  construction? 
A.  About  tbe  20tb  of  May,  1909. 
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Q.  88.  When  was  this  plate  mnde? 

A.  This  plate  Is  one  of  the  original  100  sheets  which  were  ordered  on  March 
27,  1006,  and  had  since  been  galvanized  and  finished  in  our  shop,  about  the  end 
of  October,  190& 

Q.  89.  How  do  you  identify  this  as  one  of  the  original  100  plates  ordered  by 
you  from  Bruce  and  Coolc? 

A.  Because  these  100  plates  were  sized  up  at  Kent's  Works  and  were  since 
galvanized  and  the  galvanizing  Is  on  the  edges  where  they  were  finished;  all 
other  plates  have  no  galvanizing  on  the  edges. 

Q.  00.  How  did  it  happen  that  this  plate  was  not  completed  in  your  shop 
until  October,  1908? 

A.  Because  we  had  to  equip  the  shop  and  build  si^ecial  machinery  to  go  into 
manufacturing  of  these  molds;  we  had  to  build  special  machinery  that  took  ub 
four  or  five  months  to  build,  and  the  general  shop  equipment  had  to  be  arranged 
for  the  manufacture  which  cost  about  six  or  eight  thousand  dollars.  This  ail 
had  to  be  done  before  we  could  go  into  the  manufacturing  in  large  lota 

He  states  that  the  plate  was  not  used  in  actual  concrete  construc- 
tion until  1909,  although  certain  of  the  plates  had  been  completed  in 
1908,  for  the  reason  that  several  hundred  plates  were  required  to 
form  the  mold  of  sufficient  size  to  cast  the  walls  of  a  building  he 
intended  to  erect.  He  further  states  that  at  the  time  of  taking  testi- 
mony he  had  about  three  hundred  plates  on  hand  and  that  the  bal- 
ance of  the  450  plates  had  been  destroyed  by  fire  in  the  early  part  of 
1909. 

One  excuse  given  for  the  long  period  consumed  in  constructing  a 
sufficient  number  of  plates  to  make  them  available  for  practical  use 
was  that  he  found  it  necessary  to  equip  a  shop  for  making  and 
assembling  the  plates.  Another  excuse  was  that  he  found  it  neces- 
sary before  casting  walls  for  a  building  of  any  considerable  size  to 
construct  a  concrete-mixing  machine  which  would  deliver  the  con- 
crete directly  to  a  mold  through  a  pipe  or  hose,  in  order  that  the 
concrete  would  set  properly.  It  appears,  however,  that  such  a  con- 
crete mixing  machine  was  completed  in  the  latter  part  of  1906  and 
delivered  to  Hett  about  that  time.    (RD.  Q.  82.) 

The  Examiner  of  Interferences  and  the  Examiners-in-Chief  held 
that  the  constructing  and  assembling  of  the  plates  in  April,  1906, 
did  not  constitute  a  reduction  to  practice  of  the  invention  and  that 
Hett  had  not  established  due  diligence  connecting  the  conception  of 
his  invention  with  the  earliest  actual  reduction  to  practice,  which 
occurred  in  1909,  or  even  with  the  date  upon  which  he  constructively 
reduced  the  invention  to  practice  by  filing  his  application,  October 
1, 1907. 

It  is  contended  in  behalf  of  Hett  that  by  the  assembling  of  two 
units  of  the  mold  the  operativeness  of  the  invention  was  sufficiently 
established  and  that  because  he  at  about  that  time  ordered  a  large 
number  of  plates  it  should  be  assumed  that  the  invention  was  then 
complete. 
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In  my  opinion  this  contention  is  not  well  founded.  The  device  is 
not  believed  to  be  of  such  a  simple  character  that  the  mere  construc- 
tion and  assembling  of  a  single  pair  of  units  of  a  system  is  sufficient 
to  establish  the  operativeness  of  the  whole.  As  pointed  out  by  the 
Examiner  of  Interferences — 

It  would  take  at  least  eight  plates  assembled  by  tie  rods  and  stays  in  two  par- 
allel planes  witb  four  plates  in  each  plane  to  bring  all  of  the  elements  together 
that  cooperate  in  a  practical  assemblement  of  the  molds,  as  an  inspection  of 
the  drawings  of  both  parties  will  show.  This  is  true  because  when  assembled 
four  plates  are  designed  to  be  grip!)ed  by  a  single  cupped  clamping  nut 

It  does  not  appear  from  the  testimony  that  plates  of  an  analogous 
character  had  been  previously  used  in  such  a  manner  that  from  the 
known  art  it  could  be  determined  by  inspection  that  such  plates  would 
be  successfully  operative  for  the  purpose  intended.  I  am  therefore 
of  the  opinion  that  the  mere  assembling  of  two  plates  or  mold  units 
did  not  constitute  a  reduction  to  practice  of  the  invention. 

I  am  also  of  the  opinion  that  Hett  was  lacking  in  diligence  in 
reducing  his  invention  to  practice.  The  devices  are  not  of  a  complex 
nature,  and  the  period  from  January,  1906,  to  October,  1907,  is  an 
unreasonable  time  for  the  construction  of  a  sufficient  number  of  such 
plates  to  form  a  mold  adapted  for  practical  operation.  However,  it 
does  not  appear  that  a  sufficient  number  of  such  plates  were  com- 
pleted and  actually  used  until  two  years  later.  May,  1909. 

Furthermore,  it  appears  that  Hett  had  completed  a  mixing-ma- 
chine in  the  latter  part  of  1906.  The  delay,  therefore,  incident  to  the 
completion  of  a  mixing-machine  is  not  excused  beyond  such  time,  if 
indeed  the  delay  due  to  the  preparation  of  a.  concrete-mixing  device 
can  be  considered  in  excuse  of  the  failure  to  reduce  the  invention  in 
issue  to  practice. 

It  seems  from  the  testimony  of  Roehrick  (Q.  27)  that  patent  draw- 
ings for  Hett's  concrete-building  mold  were  commenced  on  February 
14, 1906,  and  finished  on  March  9, 1909,  and  that  these  drawings  were 
delivered  to  Joseph  H.  Freeman.  Freeman  testifies  that  in  March, 
3906,  he  had  a  consultation  with  Hett  and  about  that  time  was  in- 
structed by  Hett  to  file  an  application  for  patent.  No  excuse  is  given 
either  by  Hett  or  his  attorney  why  an  application  for  patent  was  not 
filed.    Hett  states  (Q.  58)  that  for  years  he  has  been  an  inventor  of — 

•  •  •  lithographic  machinery,  printing  machinery,  and  so  forth,  and  have 
patents  on  machinery  of  that  kind  numbering  about  one  hundred  and  aU  over 
the  world ;  about  sixty  or  more  United  States  patents. 

It  would  therefore  seem  likely  that  had  this  invention  been  satis- 
factory in  1906,  as  now  claimed,  Hett  would  have  promptly  filed  his 
application  for  patent. 

Under  all  the  circumstances  of  the  case  I  must  agree  with  the  de- 
cision of  the  Examiner  of  Interferences  and  Examiners-in-Chief  that 
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Hett  has  failed  to  establish  either  an  actual  reduction  to  practice  of 
the  invention  prior  to  Swinnerton's  filing  date  or  that  he  exercised 
due  diligence  in  reducing  the  invention  to  practice  either  actually  op 
constructively. 

The  decision  of  tJie  Examiners-in-Chief  is  affirmed. 


Chbistians  v.  Brunnenschenkl  V,  BoflANS. 

Decided  July  £7, 191fi. 

181  O.  G.,  819. 

iH'nmrBBPfOE — Momm  for  Jxtdqiient— Advekse  Dscision — Fihal  wrrn  ISzam- 
iNix  OF  Interferences. 
A  decision  of  the  Examiner  of  Interferaices  drying  a  motion  for  Judg- 
ment wiU  not  be  disturbed  unless  a  clear  abuse  of  discretion  is  shown. 

On  PBTEnoN. 

GAS-OBNSRATOR. 

Messrs  Davis  <6  Davis  for  Christians. 

Mr.  Sigmund  Herzog  for  Brunnenschenkl. 

Messrs.  Murm  <6  Co.  and  Messrs.  Davis  cfe  Davis  for  Bosanz. 

Moore,  Commissioner: 

This  is  a  petition  by  Bosanz  from  the  action  of  the  Examiner  of 
Interferences  refusing  to  render  judgment  on  the  record  against 
Brunnenschenkl.  Such  judgment  was  asked  for  on  the  ground  that 
the  preliminary  statement  of  Brunnenschenkl.  while  it  alleged  that  a 
machine  embodying  the  issue  was  brought  to  this  country  prior  to 
the  filing  date  of  Bosanz,  did  not  allege  disclosure  to  others  until  a 
date  subsequent  to  the  filing  of  the  Bosanz  application. 

The  decision  of  the  Examiner  of  Interferences  on  the  question  of 
entering  judgment  on  the  record  j^ainst  a  party  is  not  reviewable 
upon  a  petition  of  this  kind.  There  is  clearly  no  such  error  of  judg- 
ment as  calls  for  the  exercise  of  the  Commissioner's  supervisory 
authority.  On  the  contrary,  the  action  of  the  Examiner  is  believed 
to  be  clearly  right,  in  view  of  the  decision  of  the  court  of  appeals  in 
the  case  of  Peters  v.  Hopkins  and  Dem^nt^  (C  D.,  1910,  278;  160 
O.  G.,  1044;  34  App.  D.  C,  141.) 

The  petition  is  dismissed. 
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Greene  v.  Covert. 

Decided  June  29,  1912. 
1«1  O.  G.,  819. 

1.  Interference — ^Motion  to  Dissolve — Decision  of  the  Pbihast  Examiner — 

Appeal — Rehearing. 
Appeal  from  a  decision  of  the  Primary  Examiner  holding,  on  a  motion  to 
dissolve,  that  the  issue  is  i)atentable  is  prohibited  by  the  rules,  and  the 
question  of  granting  a  rehearing  of  such  a  motion  rests  within  the  Ebcam- 
Iner's  discretion. 

2.  Same — Same — ^Transmission — ^Delay  in  Bringing. 

A  motion  to  dissolve  on  the  ground  that  the  moving  iiarty  has  no  right 
to  make  the  claims  Held  properly  refused  transmission  where  the  moving 
party  is  under  an  order  to  show  cause  and  the  motion  is  not  brought  until 
after  the  denial  of  his  motion  to  dissolve  on  the  ground  that  the  issue  is 
not  patentable. 

On  Petition  and  Appeal. 

hame-fasteneb, 

Mr.  James  L.  Norris^  Jr.^  for  Greene. 
Messrs.  Bacon  <&  Milans  for  Covert. 

Billings,  First  Assistant  Commissioner: 

This  case  is  before  me  on  a  petition  by  Greene  requesting  that  the 
Primary  Examiner  be  instructed  to  grant  a  rehearing  on  a  motion  to 
dissolve  the  interference  and  on  appeal  by  Greene  from  a  decision  of 
the  Examiner  of  Interferences  refusing  to  transmit  to  the  Primary 
Examiner  another  motion  to  dissolve. 

The  motion  to  dissolve,  upon  which  the  Primary  Examiner  has 
refused  a  rehearing,  was  brought  by  Greene  in  response  to  the  order 
to  show  cause  why  judgment  should  not  be  rendered  against  him  on 
the  record  in  view  of  the  fact  that  his  preliminary  statement  did  not 
overcome  the  filing  date  of  his  opponent.  The  motion  alleged  unpat- 
entability of  the  issue  over  the  prior  art,  citing  seven  references.  The 
Examiner  considered  the  most  pertinent  of  these  references  and  gave 
his  reasons  for  holding  that  the  issue  was  patentable  over  each  of 
them. 

In  discussing  one  of  the  references  he  stated  that  his  idea  of  the 
advantage  of  the  structure  in  issue  over  that  of  the  reference  under 
discussion  was  that  one  of  the  hooks  might  be  opened  to  admit  a 
chain-link  while  the  other  remained  closed.  Greene  points  out  that 
this  particular  advantage,  while  existing  in  the  construction  shown  by 
Covert,  does  not  reside  in  the  form  of  fastener  shown  in  his  own 
application.  It  is  therefore  alleged  that  the  conclusion  of  the  Exam- 
iner that  the  issue  is  patentable  is  obviously  an  error  and  that  the 
rehearing  should  be  granted  as  a  matter  of  course. 
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The  fastener  covered  by  the  issue  consists  of  an  S-shaped  hook 
with  a  iongitudinally-moving  locking-pin  to  cooperate  with  both 
ends  of  the  hook.  The  reference  under  discussion  by  the  Examiner 
at  the  time  the  statement  above  referred  to  was  made  shows  an 
S-shaped  hook,  with  the  pivoting  locking  member  cooperating  with 
both  ends.  Other  references  show  a  C-shaped  hook,  with  the  longi- 
tudinally-moving locking-pin  cooperating  with  both  sides  of  the  hook. 

An  appeal  from  a  holding  of  the  Examiner  that  the  issue  of  an 
interference  is  patentable  over  the  prior  art  is  prohibited  by  the  rules. 
It  is  likewise  well  settled  that  the  question  of  granting  a  rehearing 
on  any  decision  is  a  matter  resting  peculiarly  within  the  discretion 
of  the  tribunal  rendering  the  decision.  Greene's  present  petition,  by 
which  he  attempts  to  obtain  a  rehearing  and  have  the  Primary  Exam- 
iner instructed  tliat  his  original  decision  was  in  error  in  a  matter  of 
law,  is  in  effect  nothing  more  or  less  than  an  attempt  to  appeal  from 
his  decision.  He  has  twice  applied  to  the  Examiner  for  a  rehearing, 
which  has  been  denied.  The  holding  of  the  Examiner  that  the  issue 
was  patentable  over  the  art  is  clearly  not  so  manifestly  wrong  as  to 
require  the  exercise  of  the  Commissioner's  supervisory  authority. 
The  structure  called  for  by  the  count  is  admittedly  not  shown  in  the 
reference,  and  it  is  easy  to  imagine  other  advantages — such  as  cheap- 
ness of  construction,  ease  of  manipulation,  etc. — which  might  flow 
from  the  construction  covered  by  the  issue  and  which  are  not  found 
in  the  prior  art. 

The  additional  motion  to  dissolve  brought  by  Greene,  and  which 
the  Examiner  of  Interferences  refused  to  transmit,  alleges  that 
Greene  himself  has  no  right  to  make  the  claim  because  it  is  ^'  so  nar- 
row ''  and  that  the  count  has  different  meanings  when  applied  to  the 
two  applications  involved.  The  motion  was  refused  transmission  on 
the  ground  that  it  presents  matter  which  should  have  been  presented, 
if  at  all,  with  the  original  motion  and  that  there  is  no  sufficient  excuse 
for  the  delay  in  presenting  the  motion. 

While  it  is  now  permissible  under  the  ruling  of  Hermsdorf  v. 
Driggs  v.  Schneider  (C.  D.,  1908,  94;  183  O.  G.,  1189)  for  a  party  to 
bring  a  motion  on  the  ground  that  he  himself  has  no  right  to  make 
the  claim  in  issue,  the  reason  of  that  rule  does  not  apply  in  a  motion 
like  the  present,  where  the  party  has  had  access  to  his  opponent's 
application  for  considerably  over  two  months  before  the  motion  is 
brought  and  he  has  in  the  meantime  attempted,  without  success,  to 
prevent  judgment  on  the  record  against  him  by  a  motion  to  dissolve 
of  a  different  character.  If  it  be  true  that  Greene  has  no  right  to 
make  the  claim  in  issue,  this  should  have  been  discovered  by  him  on 
his  first  inspection  of  his  opponent's  case.  The  practice  of  delaying 
the  final  disposition  of  interferences  by  repeated  motions  is  highly 
objectionable.    In  the  present  case  the  motion  of  Greene  apparently 
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arises  out  of  the  exigencies  of  the  situation  and  can  have  no  effect 
but  delay,  since  if  he  has  no  right  to  make  the  claim  judgment  may  be 
rendered  against  him  in  any  event  under  the  ruling  in  Podlesak  and 
Podlesak  v.  Mclnnemey  (C.  D.,  1906,  568;  120  O.  G.,  2127;  26  App. 
D.  G,  899)  and  Gosper  v.  OoU,  (C.  D.,  1911,  887;  168  O.  Q.,  787; 
86  App.  D.  a,  802.) 

The  petition  is  denied  and  the  decision  of  the  Ewaminer  of  Inter* 
ferences  refusing  to  transmit  the  motion  is  affirmed. 


KuROWSKi  ?;.  Ramsey. 

Decided  July  31,  1912. 

181  O.  G.,  820. 

1.  iNmnBENCB— ManoN  to  AiCEin)  Issus-^Tbansmission  of. 

While  it  is  the  general  practice  to  refuse  to  transmit  motions  to  amend 
filed  outside  of  the  time  allowed  by  the  rules  without  a  verified  showing  of 
reasons  excusing  the  delay,  the  transmission  of  such  motions  Is  generally 
wlthhi  the  discretion  of  the  Examiner  of  Interferencea 

2.  Same— PuBFosE  of  Rxtlb  100. 

The  purpose  of  Rule  109  is  to  permit  all  subject-matter  common  to  the 
devices  of  the  interferants  to  be  determined  in  a  single  interference,  and  If 
there  is  any  question  as  to  the  sufficiency  of  the  counts  of  the  interference 
as  originally  declared  to  cover  the  common  subject-matter  it  is  in  the  inter- 
est of  the  parties  to  have  the  issue  corrected  before  taking  testtmony. 

Appeal  on  Motion. 

TYPE- W  RITEB. 

Mr.  Bumham  C.  Stickney  for  Kurowski. 
Mr,  George  W.  Ramsey  pro  se, 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiner  of  Interferences 
transmitting  a  motion  by  Kurowski  to  amend  the  issue  of  the  above- 
entitled  interference  by  the  addition  of  certain  claims. 

This  motion  was  filed  May  13, 1912,  which  is  long  after  the  expira- 
tion of  the  time  within  which  such  motions  are  permitted  as  a  matter 
of  right  by  Rule  109. 

The  Examiner  of  Interferences  states  that — 

the  practice  requires  that  motions  of  this  kind  when  filed  late  be  accompanied 
by  a  showing  in  explanation  of  the  delay.  However,  the  record  shows  that  there 
is  now  before  the  Primary  Examiner  a  motion  to  dissolve  brought  by  Ramsey, 
which  motion  has  not  yet  been  heard.  In  view  of  this  fact  no  substantia]  delay 
will  be  occasioned  by  the  transmission  of  the  present  motion,  and  under  the  cir- 
cumstances it  is  believed  that  this  motion  should  be  transmitted  notwithstanding 
the  delay. 
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It  is  contended  in  behalf  of  Ramsey  that  the  motion  should  not  be 
transmitted  in  view  of  the  practice  set  forth  in  certain  decisions  cited 
by  him  and  from  which  excerpts  are  quoted.  While  it  is  the  general 
practice  to  refuse  to  transmit  motions  to  amend  filed  outside  of  the 
time  allowed  by  the  rules  without  a  verified  showing  of  reasons  ex- 
cusing the  delay^  the  transmission  of  such  motions  is  generally  within 
the  discretion  of  the  Examiner.  Where,  as  in  the  present  case,  the 
Examiner  is  of  the  opinion  that  the  transmission  of  the  motion  is 
warranted  and  as  no  special  circumstances  appear  why  the  motion 
should  not  be  transmitted,  the  decision  of  the  Examiner  of  Interfer- 
ences transmitting  the  motion  will  not  be  disturbed.  The  purpose  of 
Rule  109  is  to  permit  all  subject-matter  common  to  the  devices  of  the 
interferanfs  to  be  determined  in  a  single  interference,  and  if  there  is 
any  question  as  to  the  sufficiency  of  the  counts  of  the  interference  as 
originally  declared  to  cover  the  common  subject-matter  it  is  in  the 
interest  of  the  parties  to  have  the  issue  corrected  before  taking 
testimony. 

The  decision  of  the  Examiner  of  Interferences  is  aprmed. 


Ex  PABTB  OlRARDELLL 

Decided  August  IS,  191$. 
181  O.  a,  1073. 

AFPtkCATioN — ^Pbosecution — ^Abandonmeitt. 

Where  the  applicant's  attempted  action,  taken  near  the  dose  of  the  statu- 
tory year,  was  not  such  as  the  condition  of  the  case  required  and  the  onJy 
showing  in  excuse  of  the  delay  in  filing  a  proper  action  states  that  the 
applicant  was  engaged  in  attending  to  other  business  during  long  periods 
of  time,  and  therefore  failed  to  give  such  Instructions  to  his  attorney  as 
would  enable  him  to  properly  amend  the  case  within  the  year  allowed  by 
law,  Held  that  this  is  clearly  not  such  a  showing  as  to  justify  a  holding 
that  the  delay  was  unavoidable ;  Held,  further,  that  the  fact  that  petitioner 
requests  that  the  application  be  revived  merely  for  the  purpose  of  giving  a 
second  case,  filed  after  the  abandonment,  the  benefit  of  the  date  of  this  case 
clearly  has  no  bearing  upon  the  question  of  unavoidable  delay. 

On  Petition. 

MOTOR  WITH  ROTATING  FIELD  fOB  BEPEATINQ  AT  A  DISTANCE  ANQULAB  MOVEMENTS 
OVEBGOMING  CONSIDEBikBLE  BESISTANCES. 

Mr.  B.  Singer  for  the  applicant. 

Moore,  Commissioner: 

This  is  a  petition  that  this  application  be  revived  to  the  extent  and 
for  the  purpose  of  making  a  second  application  a  continuation  of  this 
one. 
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The  Examiner  held  the  application  abandoned  for  the  reason  that 
the  applicant's  response  of  November  1, 1911,  was  not  such  an  action 
as  the  condition  of  the  case  required  in  view  of  the  preceding  action 
of  the  examiner  on  November  21, 1910. 

It  appears  from  the  brief  filed  with  this  petition  that  applicant 
practically  admits  that  the  amendment  was  not  sufficient  or  such  as 
to  save  the  case  from  abandonment.  It  is  stated  that  the  attorney 
could  not  understand  the  application  himself  sufficiently  to  prepare 
a  proper  response  and  that  in  the  absence  of  instructions  from  the 
applicant,  who  is  a  foreigner,  the  amendment  filed  was  prepared  at 
the  last  minute  in  the  hope  of  preventing  the  case  from  becoming 
abandoned. 

The  only  showing  in  excuse  of  the  delay  is  found  in  twd  affidavits, 
one  by  the  applicant  and  one  by  the  attorney  who  had  personal  charge 
of  the  case,  which  were  filed  before  the  Primary  Examiner  apparently 
under  the  impression  that  it  was  within  his  jurisdiction  to  hold  the 
case  not  abandoned  upon  a  showing  of  unavoidable  delay.  These 
affidavits  in  substance  merely  state  that  the  applicant  was  engaged  in 
attending  to  other  business  during  long  periods  of  time,  and  therefore 
failed  to  give  such  instructions  to  his  attorney  as  would  enable  him  to 
properly  amend  the  case  within  the  year  allowed  by  law.  This  is 
clearly  not  such  a  showing  as  to  justify  a  holding  that  the  delay  was 
unavoidable.  The  fact  that  petitioner  requests  that  the  application 
be  revived  merely  for  the  purpose  of  giving  a  second  case,  filed  after 
the  abandonment,  the  benefit  of  the  date  of  this  case  clearly  has  no 
bearing  upon  the  question  of  unavoidable  delay. 

The  petition  is  denied. 


Ex  PARTE  O'Brien. 

Decided  April  6,  191$. 

181  O.  a,  1073. 

APPLicAnoN — ^PaosBOfrnoiT — ^Abandonment. 

Where  an  appeal  to  the  Examluera-In-Chlef  was  filed  one  day  after  the 
expiration  of  the  year  from  the  final  rejection  and  a  petition  that  the 
application  be  held  not  abandoned  was  taken  one  year  later,  statements 
that  the  appeal  was  mailed  in  time  to  have  reached  the  Office  within  the 
year  and  that  prosecution  of  this  and  other  applications  of  this  applicant 
had  been  delayed  by  litigation,  Held  insufficient  to  establish  that  the  delay 
was  unavoidable,  since  it  did  not  appear  why  applicant  waited  until  the 
last  day  but  one  of  the  year  to  mail  the  letter  containing  the  appeal,  since 
the  postal  authorities  are  the  agents  of  the  applicant  and  since  the  general 
statements  as  to  the  litigation  did  not  excuse  the  dday  In  flUng  the  petition. 

On  Pbtition. 
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INCANDESCENT  ELECTRIC    LAMP. 

Mr.  A.  Hubert  Ste,  Marie  and  Mr.  E.  Hu7ne  T albert  for  the  appli- 
cant. 

Billings,  First  Assistant  Commissioner: 

This  is  a  petition  that  the  above-entitled  application  be  held  not 
abandoned,  notwithstanding  the  failure  to  take  action  within  the 
statutory  period. 

The  claims  were  finally  rejected  on  January  6, 1910.  On  January  7, 
1911,  an  appeal  was  filed  to  the  Examinei's-in-Chief.  On  January  10, 
1911,  applicant  was  notified  that  the  appeal  was  filed  late,  and  no 
further  action  was  taken  in  the  case  until  January  9,  1912,  when  a 
letter  was  written  to  the  Office  requesting  a  reconsideration  of  the  Ex- 
aminer's ruling.  On  February  7,  1912,  the  Examiner  informed  the 
applicant  that  the  case  was  not  within  his  jurisdiction,  and  the  present 
petition  was  filed  March  6,  1912. 

In  excuse  for  the  delay  it  is  stated  that  the  letter  containing  the 
appeal  and  the  appeal  fee  was  registered  and  mailed  in  Jersey  City 
on  January  6, 1911.  and  that,  as  shown  by  a  letter  from  the  postmaster 
at  Washington,  it  was  received  in  the  Washington  post-office  at  9.26 
a.  m.  on  January  6,  1911,  but  owing  to  congestion  of  mails  was  not 
prepared  for  delivery  to  the  Patent  Office  messenger  in  time  to  be 
brought  to  the  Patent  Office  on  that  date.  It  is  further  stated  that 
this  and  other  applications  of  O'Brien  have  been  subject  to  much 
litigation  and  that  the  attorney  kept  this  application  alive,  notwith- 
standing financial  loss  to  himself,  and  that  recently  certain  parties 
have  secured  control  of  the  patents  and  patent  applications  of 
O'Brien,  and  the  attorney  has  reason  to  believe  that — 

they  will  exploit  them  to  the  ndvauta^i^e  of  aU  concerned  as  well  as  for  the  t>enefit 
of  the  general  public  and  they  have  requested  the  deponent  to  prosecute  the 
said  application  in  particular  to  a  speedy  determination. 

The  showing  made  is  insufficient  to  establish  that  the  delay  in  the 
prosecution  of  the  application  was  unavoidable  within  the  meaning 
of  section  4894,  Revised  Statutes.  In  the  first  place  it  does  not  ap- 
pear why  applicant  waited  until  the  last  day  but  one  of  the  year  to 
mail  the  letter  containing  the  appeal.  In  the  second  place  it  is  well 
settled  that  the  post-office  authorities  are  the  agents  of  the  applicant 
and  not  of  the  Patent  Office  and  that  any  delays  thereby  are  charge- 
able to  the  applicant.  {Ex  parte  Cannon^  C.  D.,  1901,  263 ;  94  O.  G., 
2165;  ex  parte  Dempsey,  C.  D.,  1908,  39;  132  O.  Q.,  1072.)  In  the 
third  place  the  general  statements  as  to  the  applications  of  O'Brien 
having  been  in  litigation  are  clearly  insufficient  to  establish  that  the 
further  delay  of  a  year  in  filing  this  petition  after  the  receipt  of  the 
Examiner's  letter  of  January  10,  1911,  was  unavoidable. 

The  petition  is  denied. 
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Crone  v.  White. 

Decided  June  7,  1912. 

181  O.  G.,  1074. 

Intebfebence — Motion  Under  Rule  lOd — Transmission  ot*. 

Where  tlie  junior  party,  who  is  under  an  order  to  show  cause  why  Judg- 
ment should  not  be  rendered  against  him  for  failure  to  overcome  the  senior 
party's  filing  date,  has  made  no  response,  Held  that  a  motion  to  amend 
under  Rule  100  by  the  senior  party  was  properly  refused  transmission  by 
the  Examiner  of  Interferences,  but  that  where  the  decision  refusing  to 
transmit  the  motion  was  rendered  prior  to  the  expiration  of  the  Junior 
imrty's  time  to  show  cause  the  better  practice  for  the  £3xamlner  of  Inter- 
ferences to  follow  would  have  been  to  wait  until  the  time  for  presenting 
motions  had  expired  before  rendering  a  decision  refusing  to  transmit  the 
motion.  In  that  event  if  a  response  to  the  order  to  sho^w  cause  had  beoi 
filed,  it  might  have  been  expedient  to  transmit  the  motion  in  order  that 
all  questions  relating  to  the  issue  might  be  reviewed  by  the  Primary 
Examiner. 

Apfeal  on  Motion. 

brake  for  railway-cars. 

Mr.  Chas.  C.  Gill  for  Crone. 

Mr.  Fredk.  R.  Cornwall  for  White. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  by  White  from  a  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  a  motion  brought  under  Rule  109 
that  certain  claims  of  Crone^s  application  be  included  as  counts  of 
the  issue. 

The  Examiner  of  Interferences  refused  to  transmit  the  motion, 
stating : 

The  record  shows  that  Crone,  the  junior  party,  is  under  an  order  to  show 
cause  why  Judgment  should  not  be  rendered  against  him  because  of  his  failure 
to  overcome  the  senior  party's  filing  date.  Under  these  circumstances,  no 
reason  is  seen  why  White  should  be  permitted  to  amend  under  the  provisions 
of  Rule  109.  If  Crone  makes  no  response  to  the  order  now  standing  against 
him,  or  makes  no  sufficient  response  thereto,  the  Judgment  will  enter  In  favor 
of  the  senior  party  as  of  course.  This  party  may  then  make  any  additional 
claims  which  he  thinks  he  is  entitled  to  have  allowed. 

Where  a  Junior  party  fails  to  overcome  the  senior  party's  filing  date,  it  is 
believed  that  such  Junior  party  should  have  the  right  to  amend  under  Rule  109 
because  while  he  may  not  be  able  to  overcome  the  senior  party's  filing  date 
as  to  the  issue  involved,  he  may  be  able  to  overcome  such  filing  date  upon  some 
broader  or  dlflferait  issue.  But  where  the  Junior  party  makes  no  response  to 
the  order  and  Judgment  will  enter  as  of  course  in  favor  of  the  senior  party,  it 
does  not  appear  why  either  the  Office  or  the  parties  should  be  put  to  the 
trouble  and  expmse  of  determining  a  motion  to  amend  brought  by  the  senior 
party  under  the  provisions  of  Rule  109. 

On  February  23,  1912,  the  Examiner  of  Interferences  issued  the 
order  to  show  cause,  above  referred  to,  against  the  junior  party, 
Crone,  advising  him  that  judgment  on  the  record  would  be  rendered 
against  him  unless  cause  should  be  shown  within  thirty  days  from 


Digitized  by  V^jOOQ IC 


DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS.  248 

the  date  thereof.  This  period  iu  which  Crone  wag  permitted  to  show 
cause  would  not  have  expired  until  March  25,  1912.  The  motion  of 
White  to  add  certain  counts  to  the  issue  under  the  provisions  of  Rule 
109  was  filed  on  March  11,  1912.  On  March  21,  1912,  which  is  four 
days  prior  to  the  expiration  of  the  time  which  Crone  was  given,  the 
Examiner  rendered  a  decision  refusing  to  transmit  the  motion  of 
White  to  amend  under  Rule  109  and  suspended  judgment  pending 
appeal.  It  therefore  follows  that  Crone  had  still  three  days  remain- 
ing in  which  he  might  have  shown  cause  why  judgment  should  not  be 
rendered  against  him. 

The  action  of  the  Examiner  of  Interferences  in  this  case  is  be- 
lieved to  be  correct.  If  the  junior  party,  who  is  under  an  order  to 
show  cause,  believes  that  the  claims  of  the  issue  are  improper  or 
that  he  is  the  first  inventor  of  subject-matter  common  to  the  cases 
of  the  interferants  which  is  not  set  forth  in  the  issue,  it  is  his  duty 
to  present,  within  the  time  allowed  in  the  order  to  show  cause,  suit- 
able motions  either  under  Rule  122  or  109.  Under  the  decisions  of 
the  court  of  appeals  in  the  cases  of  Blackford  v.  Wilder^  (C.  D.,  1907, 
491;  127  O.  G.,  1256;  28  App.  D.  C,  535;)  HoHne  v.  Wende,  (C.  D., 
1907,  615;  129  O.  G.,  2858;  29  App.  D.  C,  415;)  Ca^-roll  v.  HaUwood, 
(C.  D.,  1908,  444;  135  O.  G.,  896;  31  App.  D.  C,  165;)  Nelson  v. 
FeUing  (C.  D.,  1900,  368;  142  O.  G.,  289;  32  App.  D.  C,  420)  when 
a  decision  in  an  interference  becomes  final  all  questions  which  might 
have  been  decided  in  that  interference  become  res  ad  judicata. 

In  my  opinion,  however,  the  better  practice  for  the  Examiner  of 
Interferences  to  follow  would  have  been  to  wait  until  the  time  for 
presenting  motions  had  expired  before  rendering  a  decision  refusing 
to  transmit  White's  motion.  In  that  event,  if  a  response  to  the 
order  to  show  cause  had  been  filed,  it  might  have  been  expedient  to 
transmit  White's  motion  in  order  that  all  questions  relating  to  the 
issue  might  be  reviewed  by  the  Primary  Examiner. 

/  jind  no  error  in  the  action  of  the  Examiner  of  Interferences 
refusing  to  transmit  the  motion^  and  his  decision  is  accordingly 
affirmed. 

Blakke  Tea  &  Coffee  Company  v.  Hirsh. 
Decided  July  SI,  1912, 
182  O.  G.,  247. 

^ULDE-MaBKS — INTKRFEBKNCE — ^DECLARATION — DISCRETION     OF    THE    Ex  A  MINER — 

Appeal. 
The  declaration  of  an  Interference  between  two  trade-marks  is  a  matter 
within  the  discretion  of  the  Examiner  of  Trade-Marlis.  and  his  decision 
refusing  to  declare  an  Interference  will  not  be  reviewed  on  appeal,  except 
where  it  appears  that  such  discretion  has  been  abused. 

Appeal  on  Motion. 
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TRADE- MARK    FOR    COFFEE. 

Mr,  James  L.  Hopkins  for  Blanke  Tea  &  Coffee  Company, 
Mr.  Ernest  W.  Marshall  for  Hirsh. 

Moore,  Commissioner: 

This  is  an  appeal  by  the  C.  F.  Blanke  Tea  &  Coffee  Company  from 
the  decision  of  the  Examiner  of  Trade-Marks  denying  its  motion 
to  include  its  two  registrations  Nos.  27,939  and  67,581  in  the  inter- 
ference. 

Appellant  contends  that  the  mark  of  Hirsh,  included  in  the  present 
interference,  so  closely  resembles  its  above  registrations  as  to  inter- 
fere therewith.  The  Examiner  of  Trade-Marks  states  in  his  decision 
that  this  matter  was  considered  prior  to  the  declaration  of  the  inter- 
ference in  connection'with  the  question  of  whether  said  registrations 
were  a  bar  to  the  application  of  Hirsh,  and  at  that  time  it  was  con- 
cluded that  they  were  not  such  a  bar.  In  his  decision  on  the  motion 
he  adhered  to  his  former  ruling. 

In  the  case  of  Yonkers  Brewery  v.  Iler  and  Burgweger  (C.  D,, 
1909,  93;  143  O.  G.,  258)  it  was  held: 

As  to  the  first  contention,  the  Examiner  of  Trade-Marks,  as  stated  above^ 
has  held  that  there  is  no  interference,  and  it  is  well  settled  that  this  is  a 
matter  within  his  discretion,  and  his  action  in  refusing  to  declare  an  inter- 
ference will  not  be  reviewed  in  the  absence  of  an  abuse  of  that  discretion.  No 
such  case  is  shown  to  exist  here. 

Said  ruling  is  applicable  in  the  present  case,  and  there  appears  to 
have  been  no  abuse  of  discretion  on  the  part  of  the  Examiner  of 
Trade-Marks  calling  for  a  review  of  his  decision. 

The  Examiner  of  Trade-Marks  in  denying  the  motion  pointed  out 
that  his  refusal  to  include  said  registrations  in  the  interference  does 
not  preclude  appellant  from  introducing  them  in  evidence  and 
obtaining  the  benefit  of  them  at  final  hearing. 

The  contention  of  appellant  that  the  registrations  should  be  in- 
cluded in  the  interference,  so  as  to  shift  the  burden  of  proof  to 
Hirsh,  is  not  well  taken.  If  appellant  is  willing  to  rely  upon  them  at 
final  hearing,  he  need  not  introduce  additional  testimony,  and  the 
burden  imposed  upon  him  in  taking  his  testimony  first  will  not  be 
great. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirm^ed. 


Ex  PARTE  J.  C.  Blair  Company. 

Decided  Jul^  5,  1912. 

182  O.  G.,  247. 
Tbade-Marks— Similarity. 

The  mark  "Tlka"  Held  unregistrable  because  of  Its  similarity  to  the 
registered  mark  "  Swastika." 

On  Appeau 
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TRADE-MABK   FOB    WBITING-PAPER,   ETC. 

Messrs.  Arthur  C.  Fraser  ife  Vsina  and  Messrs.  Eraser^  Turk  <b 
Myers  for  the  applicant. 

B1LX.ING8,  First  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  word  "Tika"  as  a  trade-mark  for 
various  kinds  of  writing  and  printing  paper  and  blank  books. 

Registration  was  refused  in  view  of  the  mark  "  Swastika,"  regis- 
tered June  30, 1908,  to  George  B.  Hurd  &  Co.,  certificate  No.  69.663, 
for  writing-paper  and  envelops. 

The  labels  filed  with  the  application  show  that  the  word  "  Tika  " 
is  printed  thereon  above  the  representation  of  a  swastika  and  the 
word  "  Swastika." 

It  is  urged  that  under  the  ruling  of  The  Standard  Underground 
Cable  Co.  (C.  D.,  1906,  687;  123  O.  G.,  656;  27  App.  D.  C,  320)  the 
applicant  and  not  the  Office  is  entitled  to  designate  the  features  which 
constitute  his  trade-mark,  and  that  therefore  no  consideration  what- 
ever should  be  given  to  the  parts  of  the  specimens  which  show  a 
representation  of  a  swastika  and  the  word. 

The  only  point  for  consideration  is  whether  the  mark  which  appli- 
cant seeks  to  register  bears  such  a  resemblance  to  the  registered  mark 
"  Swastika  "  as  is  likely  to  cause  confusion  in  the  trade  when  applied 
to  goods  of  the  same  descriptive  properties.  As  is  stated  by  the 
Examiner,  if  the  two  words  have  a  similar  significance  their  resem- 
blance is  objectionable,  although  they  may  appear  different  when 
printed  and  have  a  different  sound  when  pronounced.  As  examples 
of  such  words  he  cites  "  auto  "  and  "  automobile,"  "  phone  "  and  "  tele- 
phone," "  photo  "  and  "  photograph,"  in  all  of  which  cases  the  con- 
traction unquestionably  carries  the  same  significance  as  the  word 
itself,  and  one  would  be  unregistrable  if  the  other  were  in  use  as  a 
trade-mark.  The  word  "Swastika  "  and  the  symbol  have  been  much 
used  recently  for  trade-marks  and  similar  purposes  and  have  thereby 
become  quite  familiar  to  the  public.  There  might  be  some  doubt  as 
to  whether  the  contraction  "  Tika  "  would  carry  the  same  significance 
as  the  word  "  Swastika  "  in  the  absence  of  the  evidence  furnished  by 
applicant's  specimens.  The  application  states  that  the  mark  has 
been  used  since  February,  1908,  and  the  specimens  indicate  both  by 
the  illustration  and  the  legend  that  it  has  used  it  in  such  a  way  as  to 
bear  home  to  the  mind  of  the  purchaser  in  every  instance  that  the 
word  "Tika"  is  a  contraction  of  the  word  "Swastika"  and  is  in- 
tended to  have  the  same  significance.  Under  these  circumstances  it 
must  be  held  that  the  two  marks  bear  such  a  resemblance  as  would 
be  likely  to  cause  confusion  as  to  the  origin  of  the  goods  if  both  were 
used  simultaneously  upon  similar  goods. 

The  decision  of  the  Examiner  of  Trade-Marks  is  afirmed. 
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KeyES  and  KrAUS  V.  YUNCK. 

Decided  August  22,  1912. 
182  O.  G.,  24a 

1.  INTEBFERENCE — MOTION   TO   DISSOLVE — ^TBANSMISSIOR   OF — WHERE  iRDEnNITB. 

Where  tbe  motion  to  dissolve  is  based  upon  the  ground  that  the  claim  is 
not  patentable  to  the  adverse  party,  but  contains  no  such  clear  statement  of 
the  reasons  why  the  claim  is  not  patentable  as  is  required  by  the  rules  and 
practice  of  the  Office,  Held  that  the  Examiner  of  Interferences  properly 
refused  to  transmit  the  motion,  for  the  reason  that  the  same  is  indefinite. 

2.  Same — Same — Same — Right  to  Make  the  Claim — ^Affidavits. 

"  The  decision  of  the  Examiner  of  Interferences  in  so  far  as  transmission 
is  refused  upon  the  ground  that  the  motion  is  based  upon  affidavits  is  also 
right,  since  it  is  obvious  from  the  reading  of  the  motion  papers  that  the 
allegation  of  inoperativeness  is  mainly  based  upon  the  facts  set  forth  in 
the  affidavits  referred  to,  and  it  is  well  settled  that  such  affidavits  should 
not  be  transmitted  for  consideration  upon  a  motion  for  dissolution,  for 
reasons  fully  set  forth  in  the  case  of  Horton  v.  Leonard,  (C.  D.,  1910,  81; 
156  O.  G.,  305.)" 

Apfeal  on  Motion. 

hebmetical  seal. 

Messrs.  Roberts^  Roberts  <6  Cushman  and  Messrs.  Meyers^  Cushman 
<&  Rea  for  Keyes  and  Kraus. 
Mr.  Albert  O.  Davis  for  Yunck. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  by  Keyes  and  Kraus  from  a  decision  of  the 
Examiner  of  Interferences  refusing  to  transmit  a  motion  to  dissolve. 

The  motion  to  dissolve  is  based  upon  two  grounds — ^first,  that  the 
claim  is  not  patentable  to  the  applicant  Yunck,  and,  second,  that  the 
party  Yunck  has  no  right  to  make  the  claim.  Transmission  as  to  the 
first  ground  was  denied  for  the  reason  that  the  same  is  indefinite. 
Transmission  of  the  second  ground  of  the  motion  was  denied  because, 
in  the  opinion  of  the  Examiner,  the  allegation  that  Yunck  has  no 
right  to  make  the  claim  is  based  upon  affidavits  asserting  the  inopera- 
tiveness of  Yunck's  device. 

As  to  the  first  ground  of  the  motion,  it  is  alleged  that  Yunck  has 
failed  to  comply  with  the  provisions  of  section  4888  of  the  Revised 
Statutes  and  that  his  specification  is  insufficient  to  point  out  the 
particular  manner  and  process  of  making,  constructing,  compound* 
ing,  and  using  the  invention,  especially  in  the  absence  of  the  statement 
of  the  particular  alkaline  base  to  be  used  in  practising  the  alleged 
invention.    It  is  asserted  in  the  motion  that — 

unless  the  applicant  by  bis  specification  enables  any  one  sicilled  in  tbe  art  to 
practise  his  alleged  invention,  be  is  not  entitled  to  a  patent.  Yunck  does  not 
furnish  adequate  specifications,  and  tbe  claim  is  therefore  not  patentable  to 
him,  and  he  has  no  right  to  make  the  claim. 
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In  support  of  this  conclusion  reference  is  made  to  the  coefficients 
of  expansion  of  the  various  characters  of  the  materials  which  are  to 
be  united,  and  it  is  asserted  that  by  reason  of  the  different  coefficients 
of  expansion  and  also  of  the  different  melting-points  of  these  mate- 
rials certain  of  the  parts  cannot  be  made  to  adhere.  In  support  of 
this  allegation  affidavits  are  presented  accompanied  by  a  request  to  be 
incorporated  into  the  record.  It  is  finally  alleged  that  if  Yunck's 
device  is  to  be  considered  operative — 

it  can  only  entitle  Yunck  at  the  most  to  his  specific  claim,  such  as  claim  5,  since 
if  Tunck's  alleged  contribution  to  the  art  ^ititled  him  to  the  interference  claim, 
he  finds  himself  anticipated  by  Steinmetz,  Patents  Noa  910,969  and  910J36, 
dated  January  26,  1909;  applied  for  Nov.  17,  1902. 

It  is  contended  in  behalf  of  the  appellant  that  the  question  of 
patentability  of  the  claim  to  Yunck  is  sufficiently  set  forth  in  the 
motion  papers  to  enable  the  Examiner  to  pass  upon  the  same  in  view 
of  his  knowledge  of  the  art  and  in  the  light  of  the  patents  and  pub- 
lications within  his  knowledge.  It  is  further  urged  that  the  affidavits 
should  be  accepted  as  an  aid  in  directing  the  Examiner's  mind  to  the 
definite  things  which  are  his  to  decide,  even  if  the  same  are  not 
accepted  with  the  full  force  of  affidavits. 

In  my  opinion  the  decision  of  the  Examiner  of  Interferences  refus- 
ing to  transmit  this  motion  was  right.  There  is  no  such  clear  state- 
ment of  the  reasons  why  the  claim  is  not  patentable  to  Yunck  as  is 
required  by  the  rules  and  practice  of  the  Office.  As  stated  by  the 
Examiner  of  Interferences : 

It  is  not  clear  from  this  statement  [which  has  been  above  quoted]  whether 
Keyes  and  Kraus  intend  to  urge  the  count  if  construed  to  read  on  the  dis- 
closure of  both  parties  is  unpatentable  to  either  in  view  of  the  prior  art,  or 
whether  as  read  on  Yunck  would  have  such  different  meaning  from  that  aa 
read  upon  their  application  as  to  render  the  count  unpatoitable  to  Yunck  while 
patentable  to  themselves. 

The  decision  of  the  Examiner  of  Interferences  in  so  far  as  trans- 
mission is  refused  upon  the  ground  that  the  motion  is  based  upon 
affidavits  is  also  right,  since  it  is  obvious  from  the  reading  of  the 
motion  papers  that  the  allegation  of  inoperativeness  is  mainly  based 
upon  the  facts  set  forth  in  the  affidavits  referred  to,  and  it  is  well 
settled  that  such  affidavits  should  not  be  transmitted  for  consideration 
upon  a  motion  for  dissolution,  for  reasons  fully  set  forth  in  the  case 
of  HoTton  V.  Leonard,  (C.  D.,  1910,  81;  155  O.  Q.,  305.) 

It  is  to  be  noted  that  the  motion  filed  by  Keyes  and  Kraus  was  in 
response  to  an  order  stating  that  judgment  would  be  rendered  against 
them  unless  good  and  sufficient  cause  be  shown  within  thirty  days 
from  date  Uiereof  why  such  action  should  not  be  taken,  for  the 
reason  that  the  date  of  conception  alleged  in  their  preliminary  state- 
ment is  subsequent  to  the  filing  date  of  Yunck,  the  senior  party.  The 
64282^—18 ^19 
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parties  Keyes  and  Kraus  may,  upon  proper  showing,  present  the 
question  of  inoperativeness  of  their  opponent's  device  at  the  final 
hearing  of  the  case  and  may,  if  the  circumstances  justify  the  same, 
be  permitted  to  present  testimony  upon  the  question  of  inoperative- 
ness in  accordance  with  the  practice  set  forth  in  the  cases  of  Lowry 
and  Cowley  v.  Spoon,  (C,  D.,  1906,  224;  122  O.  G.,  2687,  and  C.  D., 
1906,  381;  124  O.  G.,  1846;)  Browne  v.  Stroud,  (C.  D.,  1906,  226;  122 
O.  G.,  2688;)  dement  v.  Browne  v.  Stroud,  (C.  D.,  1906,  461;  125 
O.  G.,  992,  and  C.  D.,  1907, 48 ;  126  O.  G.,  2589 ;)  Wetntrauh  v.  Hewitt 
and  Rogers,  (C.  D.,  1907,  49;  126  O.  G.,  2589.) 
The  decision  of  the  Examiner  of  Interferences  is  affirmed^ 


Ex  PARTE  Eevere  Rubber  Compant. 

Decided  July  SI,  1912. 

182  O.  G.,  509. 

Tbadk-Mabks — "Red  Man  "  the  Equivalent  of  "  Indian.** 

The  words  "  Red  Man  "  have  come  to  be  understood  as  the  equivalent  of 
''  Indian  "  and  the  registration  of  these  words  Held  properly  refused  In  view 
of  certain  prior  registrations  In  each  of  which  the  picture  of  an  Indian  Is  a 
predominating  feature. 

On  Appeal, 
tbade-mabk  fob  belting  and  hose  and  maghineby  packing  composed  of  metal, 

BUBBEB,  ETC. 

Messrs.  Fraser,  Turk  <6  Myers  for  the  applicant. 

Moore,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  words  "  Red  Man ''  as  a  trade-mark 
applied  to — 

belting,  hose  and  machinery  packing  composed  of  metal,  rubber,  rubber  compo- 
sitions or  textile  fabrics,  or  combinations  thereof,  pneumatic  tires  and  solid 
rubber  tires. 

Registration  was  refused  in  view  of  the  following  registered 
marks:  Goodyear  Rubber  Company,  September  6,  1898,  No.  31,929; 
Henion  &  Hubbell,  December  24,  1901,  No.  87,521 ;  American  Steam 
Packing  CSompany,  January  28,  1906,  No.  49,141 ;  Bay  State  Belting 
Co.,  May  12,  1908,  No.  69,021. 

Each  of  the  registered  marks  includes  the  representation  of  an 
Indian  or  an  Indian's  head,  and  the  mark  of  the  Bay  State  Belting 
Co.  likewise  includes  the  word  "  Indian  "  in  the  expression  "  Indian 
Tanned."  The  Examiner  has  held  that  the  words  "  Red  Man  "  are 
the  full  equivalent  of  the  picture  of  an  Indian  or  the  word  "  Indian," 
and  he  has  also  called  attention  to  the  fact  that  the  labels  filed  by 
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appellant  include  the  representation  of  an  Indian's  head  with  full 
feather  head-dress. 

Appellant  contends  that  "  Red  Man  "  is  not  the  equivalent  of 
*'  Indian  "  or  the  representation  of  an  Indian  and  that  the  Office  is 
not  justified  in  referring  to  features  on  the  label  not  claimed  as  parts 
of  the  trade-mark  in  deciding  the  question  of  similarity. 

In  my  opinion  the  words  "  Red  Man  "  have  come  to  be  understood 
in  our  language  as  the  equivalent  of  "  Indian,"  and  the  significance 
of  applicant's  mark  is  clearly  the  same  as  thaf  of  the  registered 
marks,  in  each  of  which  the  picture  of  an  Indian  is  the  predominat- 
ing feature.  The  propriety  of  considering  features  on  the  label  not 
claimed  as  parts  of  the  mark  in  deciding  the  question  of  similarity 
was  considered  in  the  recent  case  of  ex  parte  J,  C,  Blair  Company^ 
ante  J  244:  182  O.  G.,  247.  In  that  case  the  word  "  Tika  "  was  held 
deceptively  similar  to  "  Swastika  "  in  view  of  the  fact  that  the  label 
on  which  "  Tika  "  was  used  also  bore  the  representation  of  a  swastika. 
It  was  there  said : 

There  might  he  some  doubt  as  to  whether  the  contraction  "Tika"  would 
carry  the  same  significance  as  the  word  "  Swastika  '*  in  the  absence  of  the  evi- 
dence furnished  by  applicant's  specimens.  The  application  states  that  the 
mark  has  been  used  since  February,  1908,  and  the  specimens  indicate  both  by 
the  Illustration  and  the  legend  that  it  has  used  it  in  such  a  way  as  to  bear 
borne  to  the  mind  of  the  purchaser  In  every  Instance  that  the  word  "  Tika  "  is  a 
contraction  of  the  word  "  Swastika  "  and  Is  Intended  to  have  the  same  signifi- 
cance. Under  these  circumstances  it  must  be  held  that  the  two  marks  bear 
such  a  resemblance  as  would  be  likely  to  cause  confusion  as  to  the  origin  of  the 
goods  if  both  were  used  simultaneously  upon  similar  goods. 

The  applicability  of  this  ruling  to  the  present  case  is  obvious.  In 
this  instance  if  there  were  any  doubt  as  to  the  significance  of  the 
words  "  Red  Man  "  it  is  clear  that  the  representation  of  the  Indian's 
head  inmiediately  below  the  words  on  the  label  would  bear  home  to 
the  mind  of  the  purchaser  in  every  instance  that  the  words  were  the 
equivalent  of  "  Indian."  It  must  be  held  that  the  applicant's  mark 
was  properly  refused  registration  in  view  of  the  registered  marks 
cited. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affinried. 


Ex  PARTE  BreNZINOEB. 

Decided  Aupust  20,  1912. 

1S2  O.  G.,  509. 

Afplioation — ^PBOSBOunoN — Abandon  MBNT. 

Where  no  action  was  taken  withhi  one  year  from  a  decision  of  the 
Ezamhiers-in-Chief  afiSrmlng  the  action  of  the  Examiner  save  the  presen- 
tation of  a  petition  that  the  case  be  reopened,  which  was  denied,  Held  that 
the  application  is  abandoned  for  lack  of  responsive  prosecution. 
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On  Petition. 

OAN-BODT. 

Mr.  Fred  H.  Bawersock  for  the  applicant. 

Moore,  Coimndssioner: 

This  is  a  petition  that  applicant's  prior  petition  and  the  decision 
of  the  Assistant  Commissioner  thereon  rendered  July  20,  1911,  be 
considered  such  actions  on  the  case  as  to  save  it  from  abandonment 
and  that  applicant  be  permitted  to  amend  his  drawmg  in  a  certain 
particular  preparatory  to  further  consideration  either  by  the  Board 
or  the  Commissioner  in  person. 

It  appears  that  the  Examiners-in-Chief  in  a  decision  dated  May  12, 
1911,  affirmed  the  action  of  the  Primary  Examiner  rejecting  appli- 
cant's claims.  Thereafter  applicant  petitioned  the  Commissioner  to 
admit  a  proposed  amendment,  which  petition  was  denied  on  July  20, 
1911,  as  above  noted.  On  August  18,  1911,  a  letter  was  written  to 
the  attorney  in  the  case  in  response  to  his  inquiry  of  July  28,  1911, 
as  to  the  proper  amendment  or  procedure,  informing  him  that  any 
further  action  in  the  case  should  be  by  way  of  direct  appeal  to  the 
Commissioner  in  person  from  the  decision  of  the  Examiners-in-Chief . 
No  action  was  thereafter  taken  until  June  21, 1912,  when  this  petition 
was  filed,  this  being  more  than  a  month  after  the  expiration  of  the 
year  following  the  decision  of  the  Examiners-in-Chief . 

It  is  clear  that  applicant's  petition,  which  was  denied  on  June  20, 
1911,  was  not  such  an  action  as  to  save  the  case  from  abandonment. 
The  latter  part  of  Kule  171  is  directly  applicable : 

Prosecution  of  an  application  to  save  It  from  abandonment  must  include  sucli 
proper  action  as  the  condition  of  the  case  may  require.  The  admlasion  of  an 
amendment  not  responsive  to  the  last  official  action,  or  refusal  to  admit  the 
same,  and  any  proceedings  relative  thereto,  shaJl  not  operate  to  save  the  appli- 
cation from  abandonment  under  section  4894  of  the  Bevised  Statutes. 

The  change  in  the  drawings  which  applicant  contends  should  have 
been  required  either  by  the  Primary  Examiner  or  by  the  Examiners- 
in-Chief  before  disposing  of  the  case  on  its  merits  could  obviously 
have  had  no  effect  on  the  patentability  of  the  claims.  These  must 
^tand  or  fall  on  the  orfginal  disclosure,  and  the  change  in  the  draw- 
ing, if  necessary,  is  only  a  matter  of  form.  Owing  to  the  fact  that 
the  case  is  abandoned,  however,  no  further  action  thereon  could  be 
permitted  in  any  event. 

The  petition  is  denied. 
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Chilton  Printing  Co,  v.  The  Class  Journal  Co. 

Decided  September  26,  191U 
182  O.  G.,  510. 

1.  TRADE^-MABK8 — "AUTOMOBILE  TBADE   DiBECTOBY  " — NOT   DESCRIPTIVE. 

The  words  "  The  Automobile  Trade  Directory  "  as  applied  to  applicant's 
publication  must  be  Held  to  constitute  a  valid  trade-mark,  these  words  not 
being  so  wholly  descriptive  of  applicant's  publication  as  to  fall  within  the 
prohibition  of  the  statute. 

2.  Same — Similabitt. 

While  the  law  Is  of  course  the  same  relating  to  trade-marks  for  publica- 
tions as  It  Is  with  respect  to  trade-marks  for  other  merchandise,  yet  it  is 
to  be  noted  that  the  purchasing  public  of  newspapers  and  publications  is  a 
more  discriminating  public  than  the  general  purchasing  public  of  other 
kinds  of  merchandise  and  that  for  this  reason  the  difference  between  two 
marks  when  applied  to  publications  and  newspapers  need  not  be  so  distinct 
as  when  applied  to  ordinary  merchandise. 
&  Sams^Same. 

The  title  **  The  Automobile  Trade  Directory  "  as  applied  to  a  publication 
Eeld  not  so  similar  to  the  title  **  The  Cycle  and  Automobile  Trade  Journal " 
as  applied  to  a  publication  of  the  same  class  as  to  be  likely  to  cause  con- 
fusion In  the  mind  of  the  public. 
4*  Same — Ofpobition. 

Where  an  opposer  used  neither  the  mark  sought  to  be  registered  by  the 
applicant  nor  one  so  similar  thereto  as  to  be  liable  to  cause  confusion  In  the 
mind  of  the  public,  he  has  no  standing  in  the  opposition  proceedings,  (citing 
VndenioQOd  Typewriter  Co,  v.  A.  B,  Dick  Co.,  O.  D.,  1911,  2ti8;  lUS  O.  G., 
780;  86  App.  D.  C,  175.) 

Appeal  frcmi  Examiner  of  Interferences. 

TBADE-MABK  FOB  A  PUBLICATION. 

Mr.  W.  S,  Jackson  for  Chilton  Printing  Co. 
Mr.  H.  H.  Byrne  and  Messrs.  Knight  Bros,  for  The  Class  Jour- 
nal Co. 

BnxiNOS,  First  Assistant  Commissioner: 

This  is  an  appeal  by  The  Class  Journal  Co.  from  a  decision  of  the 
Examiner  of  Interferences  sustaining  an  oppositicw  filed  by  the  Chil- 
ton Printing  Co.  and  holding  that  The  Class  Journal  Co.  is  not 
entitled  to  register  the  mark  shown  in  its  application. 

The  mark  sought  to  be  registered  consists  of  the  words  "  The  Au- 
tomobile Trade  Directory  "  as  a  trade-mark  for  a  publication.  The 
opposition  is  based  on  the  ground  that  the  opposer  publishes  a  similar 
publication  to  that  of  the  applicant ;  that  confusion  in  the  trade  and 
injury  to  the  opposer  had  resulted  from  applicant's  use  of  its  mark, 
and  diat  such  confusion  and  injury  would  be  increased  by  the  regis- 
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tration  of  said  mark.  The  notice  of  opposition  also  alleges  that  the 
mark  sought  to  be  registered  is  descriptive,  and  a  ruling  on  that 
point  is  asked. 

The  record  shows  that  the  opposer  and  its  predecessors  have  pub- 
lished for  some  years  a  magazine  under  the  title  "  Cycle  and  Auto- 
mobile Trade  Journal ;  "  that  the  issue  of  March,  1901,  contained,  in 
addition  to  news  matter,  a  list  of  manufacturers  of  bicycles  and  of 
automobiles  and  their  parts  and  accessories,  and  that  a  similar  list 
has  been  published  in  each  January  issue  of  the  "  Cycle  and  Automo- 
bile Trade  Journal."  These  special  issues  in  addition  to  the  regular 
litle  bore  the  designation  "  Buyers  Guide  Special." 

Applicant's  publication  is  issued  quarterly  and  is  alleged  to  be  a 
classified  list  of  all  American  manufacturers  of  automobiles  and 
similar  vehicles  and  of  all  makers  of  accessories  thereto,  machinery, 
and  special  equipment.  It  is  not  a  news  publication  and  is  intended 
solely  as  a  book  of  reference. 

The  Examiner  of  Interferences  held  that  the  record  showed  that 
the  opposer  had  never  used  the  words  "The  Automobile  Trade 
Directory  "  as  a  name  for  its  publication  or  the  special  issues  thereof 
prior  to  the  filing  of  this  opposition ;  that  the  titles  "  The  Automobile 
Directory  "  and  "  The  Cycle  and  Automobile  Trade  Journal "  were 
not  so  alike  as  to  be  liable  to  cause  confusion  in  the  mind  of  the 
public,  and  that  no  evidence  had  been  introduced  which  satisfactorily 
showed  that  such  confusion  had  resulted.  He  held,  however,  that 
the  opposer  had  a  right  to  file  the  opposition,  since  the  mark  sought 
to  be  registered  is  descriptive  of  its  publication  as  well  as  of  that  of 
the  applicant,  and  that,  being  descriptive,  its  registration  is  for- 
bidden by  section  5  of  the  Trade-Mark  Act.  He  accordingly  sustained 
the  opposition. 

In  my  opinion  the  words  "  The  Automobile  Trade  Directory  "  as 
applied  to  applicant's  publication  must  be  held  to  constitute  a  valid 
trade-mark,  these  words  not  being  so  wholly  descriptive  of  appli- 
cant's publication  as  to  fall  within  the  prohibition  of  the  statute. 

In  the  case  of  Social  Register  Asa^n  v.  Howard  (C.  D.,  1894,  836; 
67. 0.  G.,  1448;  60  Fed.  Kep.,  270)  the  words  "  Social  Register"  as 
applied  to  a  list  of  names  and  residences  of  persons  living  in  New 
York  city  and  the  immediate  vicinity  thereof  were  held  to  constitute 
a  valid  trade-mark.    In  this  case  the  Court  said : 

These  words  "Social  Register"  are  clearly  selected  arbitrarily  to  designate 
the  publication  of  the  complainant,  and  cannot  be  properly  called  descriptive,  in 
any  sense.  Hence,  the  words,  when  chosen,  associated  together,  and  applied  to  a 
list  of  persons  selected  at  will  by  the  compiler,  as  in  the  case  at  bar,  become  a 
trade-mark,  and  are  entitled  to  protection  as  such. 

This  holding  was  referred  to  with  approval  in  the  case  of  the 
Social  Reffiater  Ass^n  v.  Murphy,  (128  Fed.  Rep.,  116-120.) 
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In  my  opinion  the  name  of  applicant's  publication  and  that  of  the 
publication  of  the  opposer  are  not  so  similar  as  to  be  liable  to  cause 
confusion.  As  pointed  out  by  the  Examiner  of  Interferences,  there 
is  no  satisfactory  evidence  that  confusion  resulted  by  reason  of  the 
use  of  these  titles.  While  the  law  is  of  course  the  same  relating  to 
trade-marks  for  publications  as  it  is  with  respect  to  trade-marks  for 
other  merchandise,  yet  it  is  to  be  noted  that  the  purchasing  public 
of  newspapers  and  publications  is  a  more  discriminating  public  than 
the  general  purchasing  public  of  other  kinds  of  merchandise  and  that 
for  this  reason  the  difference  between  two  marks  when  applied  to 
publications  and  newspapers  need  not  be  so  distinct  as  when  applied 
to  ordinary  merchandise. 

Since  the  opposer  used  neither  the  mark  sought  to  be  registered  by 
applicant  nor  one  so  similar  thereto  as  to  be  liable  to  cause  confusion 
in  the  mind  of  the  public,  it  clearly  has  no  standing  in  this  opposi- 
tion under  the  ruling  of  the  Court  of  Appeals  of  the  District  of 
Columbia  in  the  case  of  Underwood  Typewriter  Company  v.  A.  B. 
Dick  Company,  (C.  D.,  1911,  298;  163  O.  G.,  730;  36  App.  D.  C, 
175.)  In  that  case  opposition  was  filed  to  the  registration  of  a  mark 
on  the  ground  that  that  mark  was  the  name  of  a  patented  article  and, 
the  patent  having  expired,  the  mark  was  public  property;  but  the 
opposer  did  not  allege  that  he  had  ever  applied  the  mark  to  goods 
of  a  similar  character.  The  Court  after  referring  to  the  decision  in 
the  case  of  Mcllhenny^s  Son  v.  New  Iberia  Extract  of  Tabasco 
Pepper  Co.,  Ltd.,  (C.  D.,  1908,  325;  133  O.  G.,  995;  30  App.  D.  C, 
337,)  and  Battle  Creek  Sanitarium  Co.  v.  Fuller,  (C.  D.,  1908,  370; 
134  O.  G.,  1299;  30  App.  D.  C,  411,)  said: 

Tested  by  the  rule  declared  In  those  cases,  the  opposition  is  fatally  defective. 
The  opponent  does  not  claim  to  have  manufactured  and  put  on  the  market  a 
similar  article  to  that  on  which  the  trade-mark  has  been  used.  The  sole  ground 
of  opposition,  therefore,  Is  that  the  trade-mark  of  the  proponent  has  become 
public  property  by  reason  of  the  expiration  of  the  patent  upon  the  machine. 
If  the  opponent  has  the  right  to  oppose  the  registration,  any  other  person  could 
be  recognized  to  make  the  same  opposition  in  the  public  interest  which,  so  far 
as  the  pleading  is  concerned,  is  all  that  is  involved. 

The  rule  is  obviously  the  same  whether  the  opposer  has  not  manu- 
factured goods  like  those  of  the  applicant  or  whether  it  has  not  used 
a  mark  similar  to  that  of  the  applicant. 

But  even  if  the  mark  were  descriptive,  as  held  by  the  Examiner 
of  Interferences,  this  opposition  would  under  the  rulings  in  the  cases 
cited  have  no  standing,  since,  as  above  pointed  out,  opposer  had  not 
prior  to  filing  the  opposition  used  either  the  mark  sought  to  be  regis- 
tered or  one  so  similar  thereto  as  to  be  likely  to  cause  confusion  in  the 
mind  of  the  public  and  deceive  purchasers. 
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It  is  field,  therefore,  that  applicant  is  entitled  to  register  the  mark 
shown  in  its  application,  and  the  decision  of  the  Examiner  of  Inter- 
ferences  is  reversed. 

Ex   PARTE   HaMBT. 

Bedded  August  SO,  191t. 

182  O.  G.,  611. 

Afpucation — Petition — Question  of  Sufficiency  of  Affidavits  Not  Reviewed 

ON. 

The  question  of  the  sufficiency  of  affidavits  presented  under  Bnle  75  is 
reviewable  by  the  Bxaminers-in-€hief  In  the  first  instancei 

On  Petition. 

BUDE-BULB. 

Messrs,  C.  A.  Snow  <&  Co.  for  the  applicant. 

Tbnnant,  Assistant  Commissioner: 
This  is  a  petition — 

that  the  Examiner  be  advised  that  Rule  76  specifically  and  completely  sets 
forth  all  requirements  to  be  met  in  order  to  avoid  a  reference  under  said  rule; 
that  no  additional  requirements  should  be  read  into  the  rule  by  the  Examiner ; 
and  that  a  showhig  of  diligence  between  the  time  of  the  completion  of  the  hi- 
vention  by  the  applicant  and  the  time  of  the  filing  of  his  application  for  patent 
therefor,  is  not  required  by  the  rule  and  should  not  be  insisted  upon  by  the 
Examiner. 

The  record  shows  that  in  response  to  the  rejection  of  certain  claims 
aji  affidavit  is  filed  purporting  to  establish  the  completion  of  the 
invention  prior  to  the  filing  date  of  the  reference.  In  response  to 
this  action  of  the  applicant  the  Examiner  stated : 

Applicant  is  advised  that  he  must  show  cause  f6r  the  delay  of  over  two  years 
between  the  completion  of  his  device  and  the  filing  of  the  application.  It  is 
not  thought  that  the  mere  submitting  of  his  device  to  a  firm  of  patent  attorneys 
and  the  further  manufacture  of  one  or  two  of  such  rules,  without  any  addi- 
tional act  of  prosecution  of  the  case,  is  sufficient  to  cover  such  a  considerable 
lapse  of  time,  particularly  in  view  of  the  simplicity  of  his  device.  In  this  con- 
nection he  is  referred  to  the  decision  of  Blount,  (13  Gourick,  p.  21,  par.  13.) 

The  question  presented  in  this  petition  clearly  relates  to  the  merits 
of  the  invention  and  is  reviewable  by  the  Examiners-in-Chief  upon 
appeal  in  the  first  instance.  It  may  be  stated,  however,  that  the 
character  of  affidavits  required  by  Rule  75  is  fully  set  forth  in 
the  decision  in  ex  parte  McElroy  (C.  D.,  1909,  52;  140  O.  G.,  1207) 
and  the  decisions  cited  therein. 

The  petition  is  dismissed. 
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Ex  PABTB  Kaufman. 

Decided  Auffuat  9,  1912. 

182  O.  G.,  710. 

Apfuoation — Pbosbcution — Final  Rbjbotion. 

A  final  rejection  Held  not  premature  where  tbe  only  change  made  in  the 
claims  was  in  stating  tliat  the  «npporting-chain  is  ''  secured  to  "  the  vessel 
instead  of  referring  to  it  as  a  " saspending-chain "  or  as  "adapted  to 
sustain  '*  the  vessel. 

On  Petition. 

OAIIPHOB-BALL  BCCBPTAOLX  OB  HOLDEl. 

Mr.  Israel  Benjamins  for  the  applicant. 

Moore,  Commissioner: 

This  is  a  petition  that  the  Examiner  be  directed  to  withdraw  the 
final  rejection  of  May  1, 1912,  and  enter  and  act  upon  the  amendment 
filed  by  applicant  May  11,  1912. 

The  rejection  was  made  under  the  practice  approved  in  ew  parte 
Miller,  (C.  D.,  1910, 15;  150  O.  G.,  827.)  The  claims  finally  rejected 
differ  from  those  previously  submitted  in  stating  that  the  supporting- 
chain  is  "  secured  to  "  the  vessel,  whereas  the  preceding  claims  merely 
referred  to  the  chain  as  a  "  suspending-chain  ^'  or  as  "  adapted  to  sus- 
pend" the  vessel.  As  pointed  out  by  the  Examiner,  it  is  obvious 
that  if  the  chain  is  adapted  to  suspend  the  vessel  it  must  be  secured 
to  the  vessel  in  some  way,  and  the  change  in  the  claims  cannot  be 
held  to  be  a  matter  of  substance.  The  final  rejection  is  ccmsidered  to 
have  been  properly  entered. 

The  petition  is  denied. 


Ex  PASTE  Compos. 

Decided  September  5,  191t. 

182  O.  G.,  719. 

APPLiOAnoN — Claims— Refebence  to  Pabts  of  the  Stbuctube  Not  Ootebed 

Thebebt. 

Where  claims  are  clear  as  to  the  elements  Intended  to  be  covered  thereby 

and  the  stmcture  is  such  that  It  can  only  be  described  with  clearness  by 

referring  to  other  i»art8  of  the  device,  there  is  no  objection  to  wording  the 

claims  in  this  way. 

On  PEimoN. 

PBINTINO-OOlfTBOLLBD  ELBOTBIC  SieR. 

Mr.  E.  H.  Bond  for  the  applicant 
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Moore,  Commisisoner: 

This  is  a  petition  requesting  that  the  Examiner  be  instructed  that 
his  requirement  as  to  claims  2  to  8,  inclusive,  is  improper  and 
unnecessary. 

The  Examiner  states  in  his  answer  to  the  petition  that — 

claim  2  has  been  amended  so  as  to  avoid  the  formal  objection  made. 

■  The  record  shows  that  the  claims  in  question  were  rejected  on 
January  20,  1912,  and  again  on  March  9,  1912,  as  covering  aggrega- 
tions, it  appearing  from  the  context  that  in  the  Examiner's  opinion 
the  connections  for  the  flasher  could  not  properly  be  made  an  element 
of  the  claim  unless  the  flasher  itself  was  also  included  as  an  element. 
This  rejection  was  repeated  on  the  same  ground  in  the  letters  of 
April  20,  1912,  and  May  25,  1912.  In  the  letters  of  June  29,  1912, 
and  August  10,  1912,  however,  the  Examiner  seems  to  have  shifted 
to  an  objection  to  the  claims  instead  of  a  rejection.  In  both  of  those 
letters  the  Examiner  states  "  the  objection  to  claims  2  to  8,  inclusive, 
was  made  final." 

The  Examiner  should  not  attempt  to  compel  the  applicant  to 
insert  elements  in  his  claims  which  the  applicant  does  not  desire  to 
have  there.  This  is  not  a  case  in  which  an  element  is  indirectly  in- 
cluded in  the  claim  where  the  obvious  intention  is  to  make  it  an  ele- 
ment of  the  combination.  It  is  clear  from  an  inspection  of  the 
claims  that  there  is  no  intention  on  the  part  of  the  applicant  to 
include  the  flasher  as  an  element  of  his  invention.  The  mere  state- 
ment that  certain  conductors  are  for  connection  with  the  flasher  is 
not  necessarily  objectionable.  It  often  happens  where  an  invention 
is  a  part  merely  of  a  device  or  system  that  it  can  only  be  described 
with  clearness  by  referring  to  other  parts  of  such  device  or  system. 
Where  the  claims  are  clear  as  to  the  elements  intended  to  be  covered, 
there  can  be  no  objection  to  wording  them  in  this  way.  The  Examiner 
may  of  course  reject  such  claims  on  the  ground  that  they  are  incom- 
plete or  that  they  cover  an  aggregation  if  he  is  convinced  that  such 
is  the  fact,  and  such  action  on  his  part  is  reviewable  by  appeal  to 
the  Examiners-in-Chief  in  the  first  instance  and  not  on  petition  to 
the  Commissioner; 

In  view  of  the  record  it  appears  that  the  Examiner  was  in  error  in 
entering  an  objection  to  the  claims  in  the  letters  immediately  pre- 
ceding this  petition. 

The  petition  is  granted  to  the  extent  indicated. 
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SlINGLUFF  V.  BOLIN. 
Decided  Septemlfer  SO,  1911. 
182  O.  G.,  720. 

1.  IirTEBTEBENGE — PbIORITY — RiGHT  TO  MaKE  THE  OlAIM. 

The  disclosure  In  S/s  application  Held  sufficient  basis  for  a  claim  In- 
cluding a  blowpipe  notwithstanding  the  fact  that  in  his  application  as 
originally  filed  no  blowpipe  construction  was  shown  in  the  drawing. 

2.  Same — Same. 

Evidence  reviewed  and  Held  to  establish  that  S.  reduced  the  invention 
to  practice  prior  to  the  earliest  date  to  which  B.  is  entitled,  and  priority 
Held  properly  awarded  the  former. 

Appeal  from  Examiners-in-Chief. 

APPARATUS  FOB  GLASS    MAN UFACTU RING. 

Messrs.  Christy  c&  Christ]/  and  Mr,  Paul  Synnestvedt  for  Slingluff. 
Mr.  H.  A.  Seymour  for  Bolin. 

BiLUNGS,  First  Assistant  Commissioner: 

This  is  an  appeal  by  Bolin  from  the  decision  of  the  Examiners-in- 
Chief  affirming  a  decision  of  the  Examiner  of  Interferences  awarding 
priority  of  invention  to  Slingluff  as  to  the  following  issue: 

Apparatus  for  drawing  glass  articles  from  a  mass  of  molten  glass,  compris- 
ing a  glass  tank  containing  the  molten  glass,  a  refractory  body  having  an  open- 
ing therethrough,  mechanism  supporting  said  body  for  movement  with  relation 
to  the  body  of  the  glass  in  said  tank,  a  blowpipe,  mechanism  constructed  and 
arranged  to  support  and  lower  said  blowpipe  into  the  t>ody  of  the  molten  glass 
in  said  tank  through  said  opening  in  said  refractory  body,  and  to  draw  said 
blowpipe  upward  therefrom  in  the  drawing  process,  and  means  to  supply  a  blast 
of  air  through  said  blowpipe  during  the  drawing  prtx^ess. 

Bo]in  is  a  patentee,  having  been  granted  on  May  4,  1909,  Patent 
No.  920,107,  upon  an  application  filed  August  12, 1907.  Slingluff,  the 
junior  party,  filed  his  application  December  3,  1907,  and  made  the 
claims  corresponding  to  the  issue  on  June  22,  1909,  which  is  also 
claim  19  of  the  patent  to  Bolin.  Inasmuch  as  the  two  applications 
were  pending  together,  Slingluff,  the  junior  party,  is  required  to 
establish  his  case  only  by  a  preponderance  of  evidence. 

Bolin  has  taken  no  testimony,  and  therefore  his  date  of  conception 
and  reduction  to  practice  is  that  of  the  filing  of  his  allowable  appli- 
cation of  August  12, 1907.  The  lower  tribunals  have  held  that  Sling- 
luff has  established  the  fact  that  he  actually  reduced  the  invention 
to  practice  as  early  as  September,  1906,  the  date  alleged  by  Slingluff 
in  bis  preliminary  statement. 
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In  order  to  determine  the  scope  of  the  invention  defined  in  the 
issue,  it  is  necessary  to  examine  the  disclosures  of  the  respective 
parties.  Inasmuch  as  the  claim  was  originally  made  by  Bolin,  his 
specification  will  be  first  examined,  since  it  is  the  rule  in  interference 
cases  to  determine  the  scope  of  the  invention  in  issue  and  the  true 
meaning  of  the  claim  constituting  the  count  thereof  from  the  dis- 
closure of  the  party  first  making  the  claim. 

Bolin  provides  a  main  heating-chamber  111,  in  which  the  glass 
is  made  and  from  which  it  flows  over  the  wall  114  into  the  tank  113. 
He  states  in  lines  40  to  48,  page  1  of  the  specification,  that — 

another  object  of  my  said  tnvention  is  to  provide  a  form  of  apparatus  in  which 
the  cylinders  or  other  shapes  are  drawn  directly  from  the  body  of  the  molten 
glass  in  the  glass  tank  proper  as  contradistinguished  from  apparatus  in  which 
the  glass  is  drawn  from  pots,  troughs,  or  extended  hearths,  the  advantages  of 
which  will  hereinafter  more  fully  appear. 

After  describing  the  construction  of  his  apparatus  and  tank  Bolin 
states  in  lines  88-95,  page  4: 

I  am  not  aware  of  any  apparatus  other  than  that  constituting  my  invention, 
wherein  the  glass  cylinders  are  machine  made,  wherein  the  cylinders  are  formed 
direct  from  the  glass  in  the  tank,  or  in  which  a  plurality  of  cylinder  forming 
units  draw  glass  from  a  chamber  common  to  two  or  more  such  units. 

And  again,  on  page  5,  lines  67-74: 

Another  advantage  possessed  by  the  present  invention  is  the  drawing  of  glass 
directly  out  of  the  main  supply  tank,  permitting  a  uniformity  of  fluidity  to  the 
molten  glass,  not  generally  acquired  when  the  molten  glass  Is  transferred  from 
the  main  supply  tank  to  the  pots  by  a  process  known  in  the  art  as  ladling. 

Slingluff  shows  a  tank  1,  in  the  melting  end  2  of  which  is  a  wall  3, 
extending  below  the  surface  of  the  glass,  which  flows  under  it  into  the 
drawing  end,  which  extends  entirely  across  the  front  of  the  furnace. 

On  page  8,  lines  2-^,  of  SlinglufTs  specificaticm  it  is  stated : 

By  means  of  the  present  invention  I  nm  enabled  to  draw  glass  articles  from 
the  deep  body  df  molten  metal  in  the  tank  itself,  and  such  heated  body,  by  reason 
of  Its  great  mass  and  internal  high  temperature,  substantially  maintains  itself 
in  the  proper  condition. 

Just  previous  to  this  statement  of  utility  Slingluff  has  this  to  say 
in  his  specification  as  to  the  prior  art : 

In  the  methods  of  drawing  glass  which  have  heretofore  been  commercially 
practiced,  the  article  has  been  drawn  from  a  comparatively  small  quantity  of 
glass,  about  sufQcient  for  a  single  drawing,  contained  in  a  shallow  pot  or 
pan.    •    •    • 

It  has  also  been  proposed  to  draw  glass  articles  from  a  comparatively  shaUow 
pool  of  molten  glass  which  is  permitted  to  flow  from  the  melting-tank  upon  a 
hearth  or  floor  projecting  from  the  tank  somewhat  below  the  surface  of  the 
body  of  glass  in  the  latter,  but  the  difBculty  of  maintaining  such  a  shallow  pool 
of  glass  at  the  proper  temperature  is  very  great 
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It  is  evident  that  each  of  these  parties  was  seeking  to  obviate  the 
difficulties  encountered  in  drawing  the  glass  from  a  shallow  or  fre- 
quently-filled pool  by  maintaining  a  large  supply  of  molten  glass  to 
draw  from,  and  each  party  used  substantially  the  same  means — i.  e., 
a  melting-pot  discharging  into  a  large  drawing-chamber  containing 
what  is  defined  in  the  count  as  ''  the  body  of  the  glass."  It  has  been 
held  by  the  tribunals  below  that  the  words  '^  body  of  the  glass  "  are 
sufficiently  broad  to  define  any  quantity  of  glass,  whether  it  is  con- 
tained in  the  main  tank  or  in  a  '^  dog-house  "  or  extended  hearth. 

The  claim  can  be  no  broader  than  the  disclosure  of  invention  upon 
which  the  claim  is  supported  and  any  reasonable  equivalent  thereof. 

The  previous  patent  to  Slingluff,  No.  804,775,  granted  November 
14,  1905,  has  been  offered  in  evidence  and  shows  a  structure  contain- 
ing a  melting-tank,  to  which  are  attached  two  drawing-tanks,  project- 
ing from  the  end  of  the  main  melting-tank. 

It  is  contended  by  Boliu,  and  this  contention  is  believed  to  be  cor- 
rect, that  this  is  the  structure  referred  to  by  him  in  his  description  as 
an  apparatus  in  which  the  glass  is  drawn  from  ^^  pots,  troughs,  and 
extended  hearths"  and  by  Slingluff  as  a  device  from  which  the 
article  has  been  drawn  from  a  comparatively  small  quantity  of 
glass  '^  contained  in  a  shallow  pot  or  pan."  It  is  evident  from  the 
disclosures  of  both  of  the  interfering  parties  that  each  of  them  de- 
signed the  invention  of  the  issue  to  overcome  the  defects  subject  to  a 
structure  such  as  disclosed  in  the  prior  patent  to  Slingluff. 

Slingluff  has  presented  testimony  to  establish  a  reduction  to  practice 
in  his  behalf  prior  to  the  date  of  filing  of  the  Bolin  application.  It 
is  clearly  established  from  the  testimony  offered  in  behalf  of  Sling- 
luff that  a  satisfactory  operative  apparatus  for  drawing  sheet-glass 
was  erected  for  Slingluff  in  Allegheny  in  the  fall  of  1906,  and  Bolin 
does  not  seriously  contend  otherwise.  Bolin  argues,  however,  that  the 
Allegheny  structure  erected  by  Slingluff  in  the  fall  of  1906  does  not 
embody  the  invention  of  the  issue,  for  the  reason  that  Slinglutf's 
witnesses  all  testify  that  this  structure  was  provided  with  two  "  dog- 
houses "  or  tank  extensions.  It  ijs  contended  by  Bolin  that  the  testi- 
mony of  Slingluff's  witnesses  establishes  the  fact  that  the  apparatus 
then  erected  in  Allegheny  by  Slingluff  was  fashioned  after  the  struc- 
ture shown  in  his  prior  patent.  No.  804,775,  and  did  not  therefore 
embody  the  structure  defined  by  the  issue,  which  latter  was  invented 
to  overcome  the  practical  defects  attributed  to  a  structure  as  shown 
in  the  prior  Slingluff  patent. 

It  is  not  believed  that  the  term  "  dog-house  "  or  "  tank  extension  " 
necessarily  limits  the  structure  to  one  having  shallow  pots  or  pans. 
In  each  of  the  structures  shown  in  the  applications  involved  in  the 
interference  the  glass  is  drawn  from  an  extended  tank.  There  has 
been  introduced  in  evidence  in  behalf  of  Slingluff  two  exhibits 
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marked  "  Slingluff  Sketch  F  "  and  "  Slingluff  Exhibit  Blue  Print  of 
Figure  9  of  Slingluff  Applications."  A  study  of  the  structure  dis- 
closed in  these  two  sketches  or  drawings  in  the  light  of  the  testimony 
given  in  behalf  of  Slingluff,  especially  that  presented  by  the  witness 
Synnestvedt,  shows  that  notwithstanding  the  fact  that  the  structure 
erected  by  Slingluff  in  Allegheny  arid  successfully  operated  by  him 
in  the  fall  of  1906  contained  the  tank  extensions  which  the  witnesses 
term  "dog-houses"  yet  those  extensions  or  "dog-houses"  were  so 
constructed  as  to  contain  molten  glass  supplied  from  the  main  body 
of  molten  glass  in  the  melting-tank  and  that  the  articles  were  drawn 
from  a  bed  of  molten  glass  in  these  tank  extensions  having  substan- 
tially the  same  characteristics  as  that  contained  in  the  melting-tank 
proper. 

There  is  an  ample  supply  provided  for  the  continual  drawing  of 
the  articles  of  glass,  and  the  capacity  of  the  machine  is  not  limited 
to  the  supply  of  molten  glass,  such  as  that  utilized  in  the  prior  art. 
It  is  true  that  the  construction  shown  in  Slingluff's  sketch  F,  which 
is  testified  by  the  witnesses  as  being  the  same  as  the  structure  oper- 
ated at  Allegheny  in  September,  1906,  is  provided  with  two  exten- 
sions, yet  from  the  illustration  shown  in  Fig.  2  it  is  clear  that  such  a 
structure  provides  a  constant  supply  of  molten  glass  directly  from 
the  main  tank  from  which  the  glass  articles  are  drawn.  These  exten- 
sions are  of  the  same  depth  as  the  main  tank  and  contain,  in  fact, 
molten  glass  which  is  of  the  same  quality  and  consistency  as  the 
molten  glass  in  the  main  tank,  and  therefore  is  properly  defined  as 
the  "  body  of  the  molten  glass  in  said  tank." 

It  is  held  that  notwithstanding  the  fact  that  the  Slingluff  Alle- 
gheny apparatus  is  provided  with  "  dog-houses  "  or  tank  extensions 
this  apparatus  meets  conditions  sought  to  be  attained  by  the  in- 
ventors and  embodies  the  invention  of  the  issue  and  is  therefore  a 
reduction  to  practice  in  behalf  of  Slingluff  as  of  September,  1906. 

Bolin  further  contends  that  Slingluff  had  no  right  to  make  a  claim 
in  his  application  corresponding  to  the  count  of  the  issue,  for  the 
reason  that  Slingluff's  application  as  filed  contained  an  insufficient 
disclosure  of  a  blowpipe  structure  in  connection  with  the  necessary 
operating  means.    The  count  includes  elements  comprising — 

a  blowpipe,  mechanism  constructed  and  arranged  to  support  and  lower  said 
blowpipe  into  the  body  of  the  molten  glass  in  said  tank. 

In  Slingluff's  application  as  originally  filed  the  drawing  failed  to 
disclose  a  blowpipe  construction.  The  Examiner  has  admitted  by 
amendment  what  he  held  to  be  a  showing  of  a  conventional  construc- 
tion of  blowpipe  and  operating  mechanism.  Whether  or  not  this 
amendment  contains  specific  matter  not  warranted  by  the  disclosure 
is  not  necessary  to  decide  at  this  time. 
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It  is  only  necessary  now  to  decide  whether  Siingluff  originally 
disclosed  in  his  specification  the  elements  defined  in  the  count  of 
the  issue.  With  regard  to  the  blowpipe  construction  it  is  found  that 
on  page  7  of  the  original  specification  of  Siingluff  the  following 
description  occurs : 

In  Fig.  4  I  have  indicated  the  lower  portion  of  a  cylinder  being  drawn  from 
the  glass  within  the  ring,  it  being  understood  that  any  suitable  drawing  mecha- 
nism may  be  employed,  the  drawing  being  performed  by  the  usual  or  any 
desired  form  of  bait,  and  air  or  other  fluid  supplied  to  the  article  through  the 
bait  or  In  any  other  suitable  way.  In  drawing  articles  of  other  form,  such  as  a 
sheet,  the  opening  in  the  top-stone  and  the  ring  will  be  modified  accordingly. 

This  disclosure  is  sufficient  to  enable  any  one  skilled  in  the  art  to 
construct  a  blowpipe  with  operating  means  as  defined  in  the  count  of 
the  issue.  The  other  elements  of  the  issue  are  clearly  disclosed  in 
Siingluff 's  specification,  and  no  question  has  been  raised  to  the  con- 
trary. 

It  is  held  that  the  structure  erected  and  operated  successfully  in 
September,  1906,  by  Siingluff  embodies  the  invention  of  the  issue  and 
constitutes  for  him  a  reduction  to  practice  on  that  date,  which  is 
prior  to  Bolin's  filing  date. 

The  decision  of  the  Examiners'tn-Ghief  awarding  priority  of  in- 
vention to  Siingluff  is  therefore  affirmed. 


Consumers  Company  v.  Hydrox  Chemical  Co. 

Decided  August  27, 1912. 

182  O.  a,  721. 

Tbade-Marks— Distilled  Water  and  Peboxid  of  Htdbogen — ^Nor  Goods  op  the 
Same  DEScBiPnys  Properties. 
Where  a  notice  of  opposition  was  filed  to  the  registration  of  a  mark  as  a 
trade-mark  for  peroxld  of  hydrogen,  alleging  use  of  the  mark  first  upon 
artificial  Ice  and  subsequently  upon  distilled  water,  ginger-ale,  metal  cool- 
ers, and  peroxld  of  hydrogen,  but  the  mark  was  not  used  upon  peroxld  of 
hydrogen  untU  after  Its  use  by  applicant,  Held  that  the  opposition  was 
properly  dismissed,  since  peroxld  of  hydrogen  does  not  constitute  goods  of 
the  same  descriptive  properties  as  distilled  water  nor  merchandise  of  such 
character  as  to  come  within  the  natural  expansion  of  the  previous  business 
of  the  opposer. 

On  Appeal. 

trade-mask  for  peboxid  of  htdbogen. 

Messrs.  Offield^  Towle^  Graves  (6  Offield  for  Consumers  Company. 
{Mr,  James  R,  Offield  and  Messrs,  Bacon  <&  Milans  of  counsel.) 

Mr,  Ernest  Hopkinson  for  Hydrox  Chemical  Co.  {Mr.  Edward  W. 
Vaill  of  counseL) 


Digitized  by 


Google 


262  DECISIONS  OF  THE  C0MMI88I0NEB  OF  PATENTS. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Interfer- 
ences sustaining  a  demurrer  filed  by  the  Hydrox  Chemical  Co.  against 
the  opposition  of  the  Consumers  Ccxnpany  and  dismissing  the  notice 
of  opposition. 

Several  grounds  of  demurrer  are  set  forth  against  the  notice  of 
opposition,  the  principal  one  being  that  the  merchandise  of  the  re- 
spective parties  upon  which  the  trade-mark  in  controversy  is  used 
are  not  of  the  same  descriptive  properties,  and  this  ground  was  al<Mie 
considered  by  the  Examiner  of  Interferences  sufficient  to  warrant 
the  dismissal  of  the  notice  of  opposition.  • 

The  mark  which  is  sought  to  be  registered  is  the  word  "  Hydrox  " 
as  a  trade-mark  for  peroxid  of  hydrogen.  It  is  alleged  in  the  appli- 
cation for  registration  filed  by  the  Hydrox  Chemical  Co.  that  this 
mark  has  been  in  use  for  peroxid  of  hydrogen  since  July  19, 1906.  In 
the  notice  of  opposition  it  is  alleged  that  the  word  "  Hydrox  "  has 
been  used  in  the  business  of  the  opposer's  company  and  its  predeces- 
sors upon  various  products  from  the  year  1892  to  the  present  time. 
It  is  alleged  that  a  predecessor  company,  the  Consumers  Ice  Co.,  was 
organized  in  1888  for  the  manufacture  and  sale  of  artificial  ice ;  that 
in  January  of  1892  distilled  water  was  put  on  the  market  under  the 
name  of  "  Hydrox,"  and  subsequently  in  1898  by  an  extension  of  busi- 
ness the  trade-mark  "Hydrox"  was  applied  to  various  beverages, 
such  as  ginger-ale,  root-beer,  sarsaparilla,  and  others;  that  in  1906 
metal  coolers  for  "  Hydrox  "  water  and  artificial  ice  were  manufac- 
tured and  placed  on  the  market  by  this  company;  that  in  1908  the 
word  "  Hydrox."  was  applied  to  peroxid  of  hydrogen  and  in  1910  the 
same  trade-mark  was  applied  to  ice-cream.    It  is  alleged : 

That  peroxid  of  hydrogen  would  naturally  come  within  the  line  of  articles 
manufactured  by  the  said  Consumers  Company  and  its  predecessors  is  evidenced 
by  the  f&ct  that  the  basis  of  such  product  is  substantially  ninety-six  per  cent. 
(96%)  of  distilled  water. 

It  is  urged  in  the  brief  that — 

the  products  heretofore  marlced  by  the  opposer  are  based  almost  entirely  on  dis- 
tilled water  and  therefore  any  product  which  has  as  a  basis  distlUed  water  and 
where  the  purity  of  that  product  depends  largely  upon  the  purity  of  the  water, 
this  company  should  have  the  exclusive  right  to  use  the  word  because  the  purity 
of  its  water  has  become  universally  Icnown.  It  seems  obvious  that  the  Con- 
sumers Company  would  be  injured  by  the  registration  of  its  trade-marlc  by  the 
applicant,  the  Hydrox  Chemical  Company,  because  your  honor  appreciates  the 
fiict  that  many  forms  of  beverages  and  distiUed  waters,  as  weU  as  peroxid,  are 
sold  in  drug  stores  and  similar  places  for  di^iensing  goods  of  this  character 
and  the  Consumers  Company's  products  being  so  well  known  under  the  trade- 
mark Hydrox,  it  would  seem  equally  apparent  that  the  public  would  be  misled 
by  any  other  company  using  the  same  trade-mark  on  any  goods  the  basis  of 
which  is  distilled  water. 
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The  gist  of  the  controversi^  Jtherefore,  and  on  this  proposition  we  feel  that  in 
Justice  and  equity  we  should  be  permitted  to  take  testimony,  Is  that  the  trade- 
mark Hydrox  was  duly  registered  Jan.  18,  1898,  by  the  Consumers  Ck)mpany, 
No.  31147,  as  a  trade-mark  for  distilled  water.  By  reason  of  this  registration 
of  the  coined  word  Hydrox,  a  technical  trade-mark,  which  the  Ck>n9umers  Com- 
pany originated  in  the  month  of  Jan.  1892,  the  Consumers  Company  not 
only  has  the  right  to  the  exclusive  use  of  the  trade- mark  Hydrox  as  applied 
to  distilled  water,  Imt  to  all  other  allied  products  as  well.  That  before 
the  Hydrox  Chemical  Company  had  placed  peroxid  of  hydrogen  upon  the 
market  the  Consumers  Comjmny  had  used  the  trade-mark  Hydrox  as. applied 
to  a  large  variety  of  products  in  which  carbonated  or  distilled  water  formed 
the  greater  part,  and  since  the  Consumers  Company  had  acquired  a  reputation 
as  the  manufacturer  of  certain  high  grade  products  it  therefore  had  the  right 
to  include  other  products  of  similar  nature,  and  by  "  similar  nature  "  is  meant 
such  products  as  are  wholly  or  in  part  composed  of  the  material  to  which  the 
trade-mark  Hydrox  was  originally  applied  in  1892.  In  keeping  with  the  theory 
that  a  manufacturer  has  the  right  to  include  all  goods  under  his  established 
trade-mark  comprised  in  a  normal  and  legitimate  expansion  of  his  business,  and 
In  this  instance  that  normal  and  legitimate  expansion  would  certainly  include 
a  product  consisting  of  96%  of  distilled  water,  the  very  product  on  which  the 
mark  was  first  applied. 

In  support  of  this  ar^ment  it  is  further  urged  that  distilled  water, 
carbonated  water,  and  peroxid  of  hydrogen  are  sold  through  the  same 
channels,  especially  drug-stores. 

In  support  of  this  contention  reference  is  made  to  the  following 
decisions:  Florence  Mfg.  Co.  v.  /.  G.  Dowd  <&  Co.^  (178  Fed.  Rep., 
73;)  Collins  v.  Oliver  Ames  A  Sons^  (18  Fed.  Rep.,  561;)  Layton 
Pure  Food  Co.  v.  Church  <&  Dwight  Co.,  (182  Fed.  Rep.,  24;) 
Phoenix  Paint  dk  Varnish  Co.  v.  John  T.  Lewis.,  (C.  D.,  1909,  303; 
139  O.  G.,  990;  32  App.  D.  C,  285;)  Vf alter  Baker  cfe  Co.  Ltd.  v. 
Harrison,  (C.  D.,  1909,  284;  138  O.  G.,  770;  32  App.  D.  C,  272.) 

There  is  no  dispute  in  respect  to  the  dates  upon  which  the  respec- 
tive parties  began  the  use  of  the  mark  upon  peroxid  of  hydrogen.  It 
is  alleged  in  the  application  of  the  Hydrox  Chemical  Co.  that  its 
mark  was  adopted  in  1905.  In  the  opposition  it  is  alleged  that  the 
opposer  began  the  use  of  its  trade-mark  for  peroxid  of  hydrogen 
in  1908. 

In  my  opinion  the  merchandise  upon  which  the  opposer  had  used 
the  mark  prior  to  1908  were  not  goods  of  the  same  descriptive  proj)er- 
ties  as  peroxid  of  hydrogen,  nor  is  peroxid  of  hydrogen  merchandise 
of  such  a  character  as  to  come  within  the  natural  expansion  of  the 
previous  business  of  the  opposer  within  the  rulings  contained  in  the 
decisions  to  which  reference  has  been  made.  In  each  of  those  cases 
the  merchandise  to  which  the  trade-mark  was  later  extended  was 
directly  in  line  of  the  regular  line  of  merchandise  in  which  the  mark 
had  been  used.  For  example,  in  the  case  of  Collins  v.  Oliver  Ames 
d:  Sons  the  trade-mark  had  been  used  on  axes,  picks,  etc.,  and  subse- 
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quently  the  business  was  expanded  to  the  manufacture  of  shovels,  to 
which  the  same  mark  was  applied. 

The  Examiner  of  Interferences  aptly  distinguishes  the  present  case 
from  those  cited  by  the  appellant  as  follows : 

It  Is  believed  that  peroxld  of  hydrogen  and  dlstUled  and  carbonated  waters, 
and  soft  drinks,  such  as  ginger  ale,  root  beer,  sarsapariUa,  etc.,  belong  to 
different  classes  of  goods.  The  one  is  a  pharmaceutical  preparation,  the  others 
are  beverages.  Peroxid  of  hydrogen  is  a  disinfectant  and  is  found  on  sale 
principally  in  drug  stores  or  places  where  drugs  and  preparations  of  this 
general  character  are  sold.  On  the  other  hand,  the  beverages  of  the  opposer  are 
sold  at  restaurants,  caf^s,  soda  fountains,  etc.  It  is  not  believed  that  i^eople 
buying  peroxid  of  hydrogen  with  the  mark  "  Hydrox  "  thereon  would  have  any 
right  to  think  that  the  preparation  was  put  up  by  a  company  engaged  in  the 
making  of  beverages.  The  contention  of  the  opposer  that  the  making  of  this 
preparation  is  a  mere  normal  expansion  of  its  business  because  ninety-six  per 
cent,  of  the  compound  is  distilled  water  is  without  force,  for  distilled  water 
enters  into  the  preparation  of  innumerable  compounds  which  have  no  relation 
whatever  to  each  other  in  use  and  trade.  The  only  question  is  whether  the 
public,  knowing  of  the  Consumers  Company's  products,  would  have  a  right  to 
believe  that  peroxid  of  hydrogen  bearing  the  mark  *' Hydrox"  originated  witli 
that  company.  It  is  believed  that  the  goods  are  too  far  apart  in  composition, 
use  and  method  of  distribution  to  justify  such  an  assumption. 

This  conclusion  is  in  my  opinion  supported  by  the  recent  decision 
of  the  court  of  appeals  in  the  case  of  Johnson  Educator  Food  Com- 
pany V.  SyJ/oanus  Smith  <&  Company^  Inc,^  {post^  440;  175  O.  G.,  268; 
^7  App.  D.  C,  107,)  and  the  case  of  Muralo  Company  v.  National 
Lead  Company,  (C.  D.,  1911,  324;  165  O.  G.,  475;  36  App.  D.  C,  541.) 
In  the  former  case  it  was  held  that  the  use  of  the  word  "Educator" 
upon  salted,  smoked,  pickled,  and  canned  fish  by  Sylvanus  Smith  & 
Company  did  not  invade  the  right  of  the  Johnson  Educator  Food 
Company  of. the  use  of  the  word  "Educator"  as  a  trade-mark  for 
biscuits,  breads,  and  breakfast-cereals,  the  Court  stating  that — 

In  the  present  case  it  requires  altogether  too  great  a  stretch  of  the  imagination 
to  conclude  that  any  one  caUing  for  breakfast  food  would  accept  salted  codfish 
without  knowing  the  difference.  The  general  and  essential  characteristics  of 
the  two  products  are  dissimilar,  and  while  each  is  prepared  for  human  con- 
sumption no  confusion  such  as  the  statute  contemplates  can  possibly  arise  in 
the  mind  of  the  public  if  the  two  products  are  sold  under  the  same  mark. 

In  the  latter  decision  it  was  held  that  calcimine  was  not  of  the 
same  descriptive  properties  as  white  lead. 

In  my  opinion  the  decision  of  the  Examiner  of  Interferences  dis- 
missing the  notice  of  opposition  is  right,  and  it  is  accordingly 
affirmed. 


Digitized  by 


Google 


DECISIONS   OF   THE  COMMISSIONER  OF   PATENTS.  265 

Ex  PARTE  Miller. 

Decided  August  P,  1912. 

182  O.  G.,  971. 

Application — Prosecution — Statutory  Period  Expires  on  Sunday. 

Where  the  year  within  which  action  could  be  taken  expires  on  Sunday^ 
Held  that  In  order  to  saTe  the  case  from  abandonment  amendment  should 
be  filed  on  the  preceding  day. 

On  Petition. 

COMPOSITION  OF  MATTER  TO  BE  USED  AS  FUEL. 

Mr.  Emlen  Hare  Miller  pro  se. 

Moore,  Commisaiofier: 

This  is  a  petition  that  the  application  be  held  not  abandoned. 

The  Examiner's  last  action  on  the  merits  was  made  March  31.  1911. 
No  action  was  taken  thereafter  by  the  applicant  until  April  1,  1912, 
at  which  time  a  letter  was  received  complaining  of  the  manner  in 
which  the  Office  had  treated  the  case;  but  no  attempt  was  made  to 
respond  to  the  Examiner's  action  of  May  31, 1911. 

The  year  within  which  action  could  be  taken  expired  on  Sunday. 
The  applicant  states  that  he  was  unaware  of  the  ruling  that  in  such 
cases  the  response  must  be  filed  on  the  day  preceding.  No  other 
excuse  has  been  offered  for  his  failure  to  prosecute  the  case  within 
the  year  allowed  by  law.  His  ignorance  of  the  practice  of  the 
Office  cannot  be  held  to  render  the  delay  unavoidable  within  the 
meaning  of  the  statute.  Furthermore,  the  letter  which  was  received 
on  April  1  was  in  no  sense  a  proper  response,  and  if  filed  within  one 
year  would  not  have  saved  the  case  from  abandonment. 

The  petition  is  denied. 


Ex  PARTE  TiLDEN. 

Decided  October  9,  1911. 
182  O.  a..  971. 

Application — Reissue — Delay. 

It  is  will  settled  that  a  patent  will  not  be  reissued  with  enlarged  claims 
upon  an  application  filed  more  than  two  years  after  the  grant  of  the  original 
patent  unless  nnusual  ciroumstnuces  are  shown  to  excuse  the  delay. 

Same — Same— Same. 

A  reissue  to  correct  manifest  errors  in  the  specification  and  to  more  fully 
describe  the  construction  illustrated  in  the  drawing  rests  upon  a  different 
footing  from  a  reissue  to  include  enlarged  claims,  and  a  showing  in  excuse 
of  the  delay  which  would  be  sufficient  in  the  first  case  may  not  necessarily 
be  so  in  the  second. 
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8.  Same — Same — Same. 

Where  an  application  for  a  second  reissue  of  a  patent  was  filed  more 
than  three  years  after  the  grant  of  the  original  patent,  Held  that  the  state- 
ment that  applicant  relied  upon  his  attorney  and  the  latter  omitted  to 
claim  the  invention  as  broadly  as  possible  and  that  applicant  did  not  dis- 
cover the  omission  at  the  time  the  patent  issued,  is  insufficient  to  justify 
the  grant  of  the  reissue. 

Appeal  from  Examiners-iri-Chief. 

FLUSH-TANK-OPEBATinO  DEVICE. 

Mr.  Harry  De  Wallace  and  Mr.  Wm.  G.  Henderson  for  the  ap- 
plicant. 

Moore,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-CSiief 
affirming  the  rejection  by  the  Primary  Examiner  of  the  following 
claims: 

6.  In  combination,  a  flush  tank,  a  flush  valve  within  said  tank,  a  flush-valve 
lever  pivoted  between  its  ends  and  connected  at  one  end  with  the  flush  valve, 
a  spindle  piercing  the  wall  of  the  tank,  a  lever  carried  by  the  spindle,  and  a 
pending  gravitating  handle  flxed  on  the  spindle,  for  actuating  the  flush-valve 
lever,  the  said  handle  being  adapted  to  gravitate  to  Its  normal  pend^it  position 
after  movement  thereof,  in  restoration  of  the  flush-valve  lever  to  its  normal 
position. 

7.  In  combination,  a  flush-tank,  a  flush-valve  mounted  in  said  tank,  a  flush- 
valve  lever  pivoted  between  its  ends  and  connected  at  one  end  with  the  flusli 
Yalve,  a  spindle  disposed  in  a  perforation  in  the  wall  of  the  tank,  a  poodent 
gravitating  handle  flxed  on  the  outer  end  of  said  spindle,  the  said  spindle  pro- 
vided with  an  extremity  positioned  inside  the  tank  adapted  for  actuating  said 
flush-valve  lever  for  raising  the  flush  valve  when  the  handle  is  swung  either 
to  the  right  or  to  the  left,  and  means  within  the  tank  for  permitting  free 
gravitation  of  the  handle  to  normal  pendent  position  after  each  raising  of  the 
flush  valve. 

8.  In  combination,  a  flush-tank,  a  flush-valve,  a  pivoted  flush-valve  lever,  a 
rocking  spindle  extending  through  the  side  of  the  tank  and  having  a  gravitating 
handle  connected  to  its  outer  end  and  a  lever  at  its  inner  end  operativdy  dis- 
posed with  relation  to  the  pivoted  flush-valve  lever  to  actuate  said  lever  to  open 
the  valve  on  movement  of  the  handle  in  either  direction. 

9.  In  combination,  a  flush-tank,  a  flush-valve  including  an  operating  rod,  a 
rocking  spindle  extending  through  the  side  of  the  tank  and  having  a  gravitating 
handle  connected  to  its  outer  end  and  a  lever  at  its  inner  end  operatlvely  con- 
nected with  the  operating  rod  of  the  flush  valve  to  open  the  valve  on  movement 
of  the  handle  in  either  direction. 

The  decision  of  the  Examiners-in-Chief  is  based  upon  the  ground 
that  applicant  was  guilty  of  laches  in  filing  his  reissue  application 
and  that  said  laches  is  not  satisfactorily  excused. 

The  record  shows  that  appellant's  original  patent  was  granted 
May  22,  1906,  and  that  a  reissue  thereof  was  granted  January  12, 
1909.  The  present  application  is  for  a  second  reissue  of  said  patent. 
This  application  was  filed  January  24,  1910,  some  three  years  and 
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eight  months  after  the  issue  of  the  original  patent.  By  the  appealed 
claims  appellant  seeks  to  add  broader  claims  relating  to  the  gravi- 
tating handle  and  the  levers  operated  thereby. 

It  is  well  settled  that  a  patent  will  not  be  reissued  with  enlarged 
claims  upon  an  application  filed  more  than  two  years  after  the  origi- 
nal patent  issued  unless  unusual  circiunstances  are  shown  to  excuse  the 
delay.  The  Court  of  Appeals  of  the  District  of  Columbia  in  in  re 
Starkey  (C.  D.,  1903,  607;  104  O.  G.,  2150;  21  App.  D.  C,  519)  laid 
down  the  rule  as  follows : 

The  cases  of  Miller  v.  Brass  Co.,  (C.  D.,  1882,  49 ;  21  O.  G.,  201 ;  104  U.  S.  350 ; ) 
Mahn  v.  Harwood,  (C.  D.,  1885,  144;  30  O.  G..  657;  112  U.  S.,  354;)  Wollensak 
V.  Reiher,  (O.  D.,  1885,  314;  31  O.  G.,  1S03;  116  U.  S.,  96;)  Brown  v.  Davis, 
(C.  Dm  1886,  69;  34  O.  G.,  435;  116  U.  S.,  237;)  White  v.  Dunl>ar,  (0.  D.,  1886, 
494;  37  O.  G.,  1002;  119  U.  S.,  47;)  Leggett  v.  Standard  OU  Co.,  (C.  D.,  1893, 
345 ;  63  O.  G.,  1201 ;  149  U.  S.,  288 ; )  Topliff  v.  Topliff,  (O.  D.,  1892,  402 ;  59  O.  G., 
1257;  145  U.  S.,  166;)  Huher  v.  Manufacturing  Co,,  (O.  D.,  1893,  277;  63  O.  G., 
811;  148  U.  S.,  270;)  Dunham  v.  Manufacturing  Co.,  (O.  D.,  1894,  347;  67  O.  G., 
1571;  154  U.  S.,  103,)  and  various  other  cases  that  might  be  cited,  are  decisive 
of  the  question;  and  we  must  now  regard  the  law  as  well  settled  by  the 
Supreme  Ck)urt  of  the  United  States,  that,  after  the  lapse  of  two  years  after  the 
issue  of  a  patent,  a  reissue  which  seeks  to  enlarge  the  claims  of  the  original 
patent  will  not  be  granted,  or  if  granted  will  be  held  invalid,  unless  special  cir- 
cumstances are  shown  to  excuse  the  delay. 

The  same  Court  in  re  Ams  (C.  D.,  1907,  532;  127  O.  G.,  3644;  29 
App.  D.  C,  91)  stated: 

No  good  purpose  will  be  subserved  by  a  reiteration  of  the  well-established 
rules  applicable  to  such  a  case  as  this.  Suffice  it  to  say  that  a  delay  of  two 
years  in  filing  an  application  for  a  reissue  of  a  patent  with  broader  claims  will 
usually  be  treated  as  an  abandonment  to  the  public  of  everything  not  claimed 
in  the  original.  This  rule  is  based  upon  the  analogy  between  a  reissue  applica- 
tion and  the  case  of  an  inventor  who  fails  to  apply  for  a  patent  of  his  invention 
within  two  years  from  the  date  of  its  public  use  or  sale,  which  the  statute 
ordains  is  conclusive  evidence  of  its  abandonm^t  (See  in  re  Starkey,  (O.  D., 
1908,  607;  104  O.  O.,  2150;  21  App.  D.  O.,  519,  and  cases  cited  therein.) 

The  facts  relied  upon  by  the  patentee  do  not.  In  our  opinion,  constitute  a 
8ufflci«it  excuse  for  his  lack  of  diligence.  As  above  stated,  his  invention  is  a 
simple  one,  and  his  patent  as  issued  clearly  and  definitely  described  it.  The 
real  object,  therefore,  of  this  application  Is  to  secure  something  not  originally 
claimed,  or,  if  claimed,  not  pressed  or  abandoned.  In  such  a  case  unusual 
circumstances  must  be  present,  or  the  delay  will  be  fatal. 

ITie  question  presented  is,  therefore,  whether  this  case  presents  such 
special  or  unusual  circumstances  as  will  excuse  the  delay  of  nearly 
four  years  in  filing  the  reissue  application.  In  his  affidavit  appellant 
states  that  he  is  not  familiar  with  the  practice  of  the  Patent  Office  or 
with  the  reading  of  patent  drawings,  specifications,  and  claims,  and 
for  this  reason  relied  entirely  upon  his  attorney  to  properly  present 
and  protect  his  invention,  and  that  his  attorney  failed  to  comprehend 
his  invention  in  its  entirety ;  that  he  was  not  aware  of  the  errors  in 
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bis  reissued  patent  until  about  December  1,  1909,  when  he.  had  an 
opportunity  to  personally  confer  with  his  attorney  concerning  said 
patent,  and  that  immediately  upon  learning  of  said  defects  and  in- 
accuracies therein  he  instructed  his  attorney  to  prepare  a  reissue 
application.  In  a  second  affidavit  filed  at  the  hearing  on  this  appeal 
appellant  states  that  between  January  12,  1909,  the  date  of  the  re- 
issued patent,  and  December,  1909,  his  residence  and  place  of  busi- 
ness was  New  York  city,  but  that  he  was  absent  on  business  trips  of 
protracted  duration  and  for  that  reason  had  no  opportunity  prior  to 
December  1,  1909,  for  a  personal  conference  with  his  attorney,  and 
that  immediately  upon  learning  of  these  defects  and  inaccuracies  in 
his  reissued  patent  he  instructed  his  attorney  to  prepare  the  present 
reissue  application. 

The  excuse  of  reliance  upon  his  attorney  and  omission  upon  the 
part  of  the  latter  to  claim  the  invention  as  broadly  as  was  possible 
and  the  failure  of  the  applicant  to  discover  the  omission  at  the  time 
the  patent  issued  or  until  his  attention  was  particularly  called 
thereto  at  a  later  date  is  substantially  the  same  excuse  as  was  made 
by  appellant  in  the  oath  of  his  first  reissue  application  and  is  that 
commonly  made  when  a  reissue  application  is  filed  for  broader  claims. 
This  excuse  is  not  believed  to  show  such  unusual  or  special  circum- 
stances as  the  Court  of  Appeals  of  the  District  of  Columbia  in  the 
decisions  cited  above  held  was  necessary  to  warrant  a  reissue  with 
enlarged  claims  years  after  the  date  of  the  original  patent. 

In  the  present  case  there  is  less  excuse  for  the  laches  of  appellant, 
since  his  attention  was  directly  called  to  the  fact  that  his  invention 
was  insufficiently  described  and  claimed  in  the  original  patent  at  the 
time  he  filed  his  first  reissue  application.  He  attempts  in  his  present 
oath  to  excuse  his  failure  to  make  the  desired  correction  in  that 
application  by  stating  that  after  discovering  the  errors  in  his  origi- 
nal patent  he  employed  a  new  attorney  to  obtain  a  reissue  thereof 
and  that  when  he  signed  his  first  reissue  application  papers  he  failed 
to  observe  the  omissions  specified  in  the  present  application.  It  is 
noted  that  in  the  oath  to  his  first  reissue  application  appellant 
frtated — 

th&t  the  accompanying  amended  specification  and  drawings  have  been  fullj 
and  carefully  examined  by  him,  and  that  they  are  correct  and  accurately  dis- 
close his  invention  as  it  was  originally  made  and  which  it  was  deponent's  pur- 
|K)se  to  have  disclosed  and  protected  by  the  original  patent. 

It  would  seem  that  in  the  prosecution  of  his  original  application 
for  patent  and  of  his  first  reissue  application,  in  which  three  broader 
claims  were  allowed,  appellant  had  ample  time  to  secure  all  the 
claims  to  which  he  is  fairly  entitled.  Certainly  the  reasons  offered 
for  his  failure  to  do  so  do  not  satisfactorily  excuse  his  delay  of 
nearly  four  years  in  presenting  the  enlarged  claims  of  the  present 
application. 
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It  is  contended  by  appellant  that  if  the  excuse  offered  for  failure 
to  earlier  observe  the  first  five  errors  specified  in  his  oath  justifies  a 
reissue  to  correct  the  same,  as  held  by  the  Examiner,  the  same  excuse 
warrants  a  reissue  to  correct  the  sixth  specification  of  error. 

The  first  three  errors  specified  relate  to  the  failure  to  fully  describe 
in  the  specification  a  connection  between  certain  parts,  illustrated 
in  the  drawing,  and  the  failure  to  fully  describe  the  coaction,  oper- 
ation, and  purpose  of  the  same.  The  fourth  specification  of  error 
relates  to  the  obviously  erroneous  use  of  the  term  "  rocking  lever  " 
in  two  instances  in  place  of  the  term  "valve-lever  "  in  claim  3.  The 
fifth  error  specifies  a  departure  from  the  original  record  in  the 
printing  of  claim  5.  The  sixth  specification  of  error  is  alleged  to 
be  the  omission  to  present  the  appealed  claims. 

It  is  well  settled  that  a  reissue  to  correct  manifest  errors  in  the 
specification  and  to  more  fully  describe  the  construction  illustrated 
in  the  drawing  rests  upon  a  different  footing  from  a  reissue  to  include 
enlarged  claims  and  that  a  showing  in  excuse  for  the  delay  which 
would  be  sufficient  in  the  first  case  may  not  be  so  necessarily  in  the 
second.  This  distinction  is  clearly  set  forth  by  the  Supreme  Court 
of  the  United  States  in  the  case  of  Miller  v.  Bridgeport  Brass  Cmn- 
party,  (C.  D.,  1882,  49;  21  O.  G.,  201;  104  U.  S.,  305,)  where  the 
Court  said : 

Now,  while,  as  before  stated,  we  do  not  deny  that  a  claim  may  be  enlarged 
In  a  reissned  patent,  we  are  of  opinion  that  this  can  only  be  done  when  ait 
nctual  mistake  has  occurred,  not  from  a  mere  error  of  judgment  (for  that  mny 
be  rectified  by  appeal),  but  a  real  bona  fide  mistake,  inadvertently  committed, 
such  as  a  court  of  chancery,  in  cases  within  its  ordinary  jurisdiction,  would 
correct  Reissues  for  the  enlargement  of  claims  should  be  the  exception  and 
not  the  rule;  and  when,  if  a  claim  is  too  narrow — ^that  is,  if  it  does  not  contain 
all  that  the  patentee  is  entitled  to— the  defect  is  apparent  on  the  face  of  the 
patent  and  can  be  discovered  as  soon  as  that  document  is  taken  out  of  its 
envelop  and  opened,  there  can  be  no  valid  excuse  for  delay  In  asking  to  have 
it  corrected.  Bvery  independent  inventor,  every  mechanic,  every  citlaen,  Is 
affected  by  such  delay,  and  by  the  issue  of  a  new  patent  with  a  broader  and 
more  comprehensive  claim.  The  granting  of  a  reissue  for  such  a  purpose  after 
an  unreasonable  delay  is  clearly  an  abuse  of  the  power  to  grant  reissues,  and 
may  Justly  be  declared  illegal  and  void.  It  will  not  do  for  the  patentee  to  wait 
until  other  Inventors  have  produced  new  forms  of  improvement,  and  then,  with 
the  new  light  thus  acquired,  under  pretense  of  inadvertence  and  mistake,  apply 
for  such  an  enlargement  of  his  claims  as  to  make  it  embrace  these  new  forms. 
8uch  a  process  of  expansion,  carried  on  indefinitely,  without  regard  to  lapse  of 
time,  would  operate  most  unjustly  against  the  public,  and  is  totally  unauthor- 
ized by  the  law.  In  such  a  case,  even  he  who  has  rights  and  sleeps  upon  them 
Justly  loses  them. 

The  correction  of  a  patent  by  means  of  a  reissue  where  it  is  Invalid  or  in 
operative  for  want  of  a  full  and  clear  description  of  the  invention  cannot  be 
atttoded  with  such  injurious  results  as  follow  fronl  the  enlargement  of  the 
claim ;  and  hence  a  reissue  may  be  proper  in  such  cases,  though  a  longer  period 
has  elapsed  since  the  issue  of  the  original  patent.  But  in  reference  to  reissues 
made  for  the  purpose  of  enlarging  the  scope  of  the  patent,  the  rule  of  ladies 
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should  be  strictly  applied,  and  no  one  should  be  relieved  who  has  slept  upon  his 
rights,  and  has  thus  led  the  public  to  rely  on  the  implied  disclaimer  Involved 
in  the  terms  of  the  original  patent ;  and  when  this  is  a  matter  apparent  on  the 
face  of  the  instrument  upon  a  mere  comparison  of  the  original  patent  with  the 
reissue,  it  is  competent  for  the  courts  to  decide  whether  the  delay  was  unrea- 
sonable and  whether  the  reissue  was  therefore  contrary  to  law  and  void. 

See  also  ex  parte  Matthews  and  Race^  (C.  D.,  1884,  13;  26  O.  G., 
823;)  Convoy  v.  Penn.  Electrical  <&  Mfg.  Co.,  (173  Fed.  Rep.,  299;) 
Sirocco  Engineering  Co.  v.  B.  F.  Sturtevant  Co.,  (173  Fed.  Rep., 
378;)  Steiner  c&  Voegtly  Hdwe.  Co.  v.  Tahor  Sash  Co.,  (178  Fed. 
Rep.,  831.) 

The  Examiners-in-Chief  state  in  their  decision  that  it  is  significant 
that  the  applicant  in  his  oath  has  not  averred  that  he  is  unaware  of 
the  manufacture  or  use  by  others  of  devices  which  would  be  in- 
fringed by  the  appealed  claims.  For  the  purpose  of  meeting  this 
criticism  appellant  filed  at  the  hearing  on  this  appeal  an  affidavit  in 
which  he  alleges  that  when  the  present  application  was  filed  affiant 
had  no  knowledge  that  any  other  person  had  a  right  or  claimed  to 
have  the  right  to  make  the  device  expressed  in  the  claims  of  this 
application  and  that  the  purpose  of  the  reissue  is  not  to  cover  features 
which  any  other  person  had  the  right  to  use.  Concerning  a  similar 
allegation,  the  Court  of  Appeals  of  the  District  of  Columbia  in  the 
case  of  in  re  Ams,  supra,  said : 

We  note  his  statement  that  he  ''  knows  of  no  one  who  is  practicing  or  usini; 
said  invention  without  his  consent  or  whose  business  would  be  dominated  by 
the  reissue  of  said  Letters  Patent  to  protect  said  invention/*  but  this  statement 
would  not  Justify  us  in  overruling  the  tribunals  of  the  Patent  Office  and  grant- 
ing him  a  patent  that  might  affect  the  business  of  those  of  whom  appellant  has 
no  present  information.  Moreover,  we  believe  applications  for  reissue  filed 
long  after  the  date  of  the  patent,  and  which  have  for  their  object  the  enlarge- 
ment of  its  claims,  should  be  discouraged,  and  should  be  countenanced  only  in 
exceptional  cases. 

Likewise  in  the  present  case  the  statement  made  in  the  supplemental 
affidavit  does  not  justify  overruling  the  holding  of  the  Examiners- 
in-Chief,  which  is  believed  to  be  justified  upon  the  other  grounds 
stated  in  their  decision. 

The  decision  of  the  Examiners-in-Chief  is  affirmed. 


Seacombe  v.  Burks. 

Decided  July  19,  1912. 

182  O.  G.,  973. 

1.   INTEBTEBENCE — MOTION     TO     DISSOLVE — ^ALLEGED     IbBBQXTLABITT     IN     DbOLARA- 

Tiow — ^BABBn  ON  Inoperativeness — ^No  Afpeal  fbom  Denial  of  Motion. 
No  appeal  lies  from  the  decision  of  the  Primary  Examiner  denying  a 
motion  to  dissolve  the  interference  on  the  ground  of  irregnlarity  in  the 
declaration  thereof  when  such  irregularity  is  based  on  the  aUeged  Inopera- 
tiveness of  the  opposing  party's  structure. 
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2.  Same — Same — Right  to  Make  the  Claims — ^Nor  Dependent  itpon  Amend- 
ment. 
The  question  of  a  party's  right  to  make  claims  corresponding  to  the  issue 
of  an  Interference  does  not  depend  upon  whether  an  amendment  is  subse- 
quently made.  The  sole  question  to  be  considered  Is  whether  the  specifica- 
tion and  drawing  of  the  application  are  sufficient  to  Justify  the  allowance 
of  the  claims  in  question. 

Appeal  on  Motion. 
On  Petition. 

MAGNETO-ELEOTBIO   MASBAOING-MACHINSi 

Messrs.  Dodge  cfe  Sons  for  Seacombe. 
Mr.  William  Wallace  White  for  Burks. 

BuxiNGS,  First  Assistant  Commissioner: 

This  case  comes  up  on  appeal  by  Seacombe  from  the  decisicm  of  the 
Primary  Examiner  refusing  to  dissolve  the  interference  on  the  ground 
of  irregularity  and  on  petitions  by  Seacombe  that  the  appeal  be  en- 
tertained under  the  supervisory  authority  of  the  Commissioner  and 
that  the  Primary  Examiner  be  instructed  how  to  proceed  therein. 

The  alleged  irregularity  was  in  the  action  of  the  Examiner  suggest, 
ing  the  claims  of  Seacombe  to  Burks  when  Burks's  apparatus  as 
shown  was,  as  Seacombe  contends,  inoperative.  The  question  of  the 
operativeness  of  Burks's  structure  is  a  question  which  relates  to  his 
right  to  make  the  claims,  rather  than  irregularity  in  the  declaration 
of  the  interference,  and  is,  in  fact,  the  basis  of  another  part  of  Sea- 
combers  motion  to  dissolve  alleging  that  Burks  has  no  right  to  make 
the  claims.  If  before  the  declaration  of  the  interference  the  Primary 
Examiner  were  clearly  of  the  opinion  that  a  party  could  not  make 
the  claims  because  his  device  was  inoperative,  it  would  be  improper 
for  him  to  suggest  to  that  party  claims  of  another  applicant  or  to 
declare  an  interference  under  such  circumstances.  It  does  not  ap- 
pear, however,  from  the  decision  of  the  Examiner,  taken  as  a  whole, 
whether  even  at  this  time  he  considers  Burks's  disclosure  insufficient 
to  support  the  claims.  The  alleged  irregularity  is  therefore  a  ques- 
tion of  right  to  make  the  claims,  and  the  appeal  from  the  decision  will 
therefore  be  dismissed  and  the  petition  to  entertain  it  denied  for  rea- 
sons hereinafter  stated. 

As  to  the  sufficiency  of  Burks's  disclosure  to  support  the  claims  in 
issue  the  Examiner  held  as  follows : 

If  the  structure  and  operation  of  Burks'  device  are  to  be  ascertained  solely 
from  his  speciflcation,  It  is  thought  that  the  device  is  apimrently  inoperative 
because  the  description  Is  Inadequate  and  in  some  respects  misleading.  The 
showing  in  Figure  4  of  the  drawing  which  purports  to  disclose  diagrammatlcally 
the  wirii^  of  the  device  was  admitted  at  the  hearing  to  be  insufficient  for  the 
purpose  of  showing  an  operative  arrangement.  The  Examiner,  however,  from 
an  inspection  of  Flga  1,  2  and  3  of  Burks*  drawing  was  led  to  believe  prior  to 
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the  declaration  of  the  Interference  that  the  device  was  operative,  and  that  any 
one  of  ordinary  electrical  skill  could  construct  the  device  without  any  exercise 
of  inventive  effort.  ♦  ♦  ♦  Since  the  apparent  inoperativeness  arises  from 
the  lack  of  proper  description  and  not  from  any  serious  inherent  defect  in  the 
apparatus  the  specification  may  be  revised  to  disclose  more  clearly  and  accu- 
rately the  functions  of  the  structure  provided  there  be  no  change  in  the  struc- 
ture. 

This  holding,  which  is  in  substance  that  the  disclosure  as  it  stands 
is  insufficient  to  support  the  claims,  but  that  it  may  be  amended  in 
such  a  way  that  it  wiU  support  them,  is  clearly  inconsistent  on  its 
face.  If  the  disclosure  in  the  case  as  filed  is  insufficient,  no  amend- 
ment could  be  properly  admitted  to  make  it  sufficient.  If  the  disclo- 
sure is  there,  but  poorly  expressed,  it  might  be  amended  to  improve 
the  expression;  but  under  such  circumstances  it  should  be  held  that 
the  party  has  a  right  to  make  the  claims  whether  or  not  such  an 
amendment  is  subsequently  made,  and  the  amendment,  if  made,  would 
be  purely  a  matter  of  form.  The  case  must  stand  or  fall  upon  its 
disclosure  when  filed.  The  sole  question  for  the  Examiner  to  con- 
sider on  a  motion  of  this  kind  is  whether  the  disclosure  in  the  specifi- 
cation and  drawing  of  Burks's  application  is  sufficient  as  it  stands  to 
justify  the  allowance  of  the  claims  in  question  in  that  application. 
The  case  will  therefore  be  sent  back  to  the  Primary  Examiner  with 
instructions  to  set  aside  the  decision  rendered  upon  Seacombe's  motion 
to  dissolve  and  to  render  another  decision  on  the  question  of  Burks's 
right  to  make  the  claims  not  inconsistent  with  the  principles  above 
stated. 

The  appeal  is  dismissed,  the  petition  to  entertain  the  appeal  is 
denied,  and  the  petition  for  the  exercise  of  the  Commissioner's  super- 
visory  autJiority  is  granted  to  the  extent  above  indicated. 


Ex  PABTE  Goldberg,  Bowen  &  CSo. 

Decided  August  1,  1919, 

182  O.  G.,  974. 

TaADB-MAEKS — "  GOLDKN  STATE  " — GBOOBAPHICAL. 

The  words  "Golden  State"  Beld  not  registrable  as  a  technical  trade- 
mark, since  they  constitute  a  name  applied  to  California  and  are  therefor€ 
geographical. 

On  Appeal. 

TRAOB-MABK  FOB  TEA,  COFFEE,  PBESEBYES,  OLIVES,  BUTTEB,  ETa 

Messrs.  Mason,  Fenwick  d  Lawrence  for  the  applicant. 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  the  words  "  Golden  State  "  as  a  trade- 
mark for  certain  named  foods. 
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The  ground  of  rejection  is  that  the  words  "  Golden  State  "  designate 
the  State  of  California,  in  which  the  applicant  is  located,  and  the 
mark  is  therefore  a  geographical  name  or  term  whose  registration  is 
prohibited  by  the  Trade-Mark  Act. 

The  words  "  Golden  State  "  constitute  a  name  which  is  applied  to 
California,  {Century  Cyclopedia  of  Names ^  p.  446;  Nelson^ s  Encyclo- 
pedia^ vol.  2,  p.  448,)  and  registration  was  therefore  properly  refused. 
(Columbia  Mill  Co.  v.  Alcorn  et  al.^  C.  D.,  1893,  672;  65  O.  G.,  1916; 
IrOU.  S.,460.) 

As  noted  by  the  Examiner,  a  similar  ruling  was  made  in  the  case 
of  ex  parte  Bay  State  Optical  Company^  (57  MS.  Dec,  315,)  in  which 
registration  of  the  words  "  Bay  State  "  was  refused  on  the  ground 
that  these  words  indicated  the  State  of  Massachusetts. 

The  decision  of  the  Examiner  of  Trade-Marks  is  afirmed. 


Ex  PARTE  Both. 

Decided  September  11,  1912. 
182  O.  G.,  974. 

Application — Prosecution — ^Requirement    por    Reduction   op    the  Number 

OF  Claims — ^Action  on  Merits. 

Where  the  Examiner  required  appUcant  to  diminish  the  number  of  claims 

and  grouped  the  same  in  accordance  with  the  practice  in  ex  parte  Kadow, 

Held  that  he  should  also  have  acted  upon  the  merits  of  each  group  of 

claims. 

On  Petition. 

mechanical  movement  and  eleotric-lioht  socket* 

Mr.  Alan  M.  Johnson  for  the  applicant. 

Tbnnant,  Acting  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  refusing  to  ex- 
amine the  application  upon  the  question  of  patentability  until  com- 
pliance by  applicant  with  his  requirement  that  the  number  of  claims 
be  diminished.  The  Examiner  has  grouped  the  claims  which  in  his 
opinion  did  not  differ  from  one  another,  in  accordance  with  the  prac- 
tice set  forth  in  ex  parte  Kadow  (C.  D.,  1910,  79;  154  O.  G.,  1412) 
and  ex  parte  Chapman^  (C.  D.,  1906,  79;  120  O.  G.,  2446,)  stating  in 
connection  therewith : 

No  action  on  the  merits  of  the  claims  in  this  case  with  recfpect  to  the  prior 
art  will  be  given  until  the  applicant  has  reduced  the  claims  to  a  reasonable 
number.  The  distinctions  between  the  claims  must  be  substantial  and  not 
mere  colorable,  fanciful,  nebulous  and  fuliginous  distinctions  that  merely  tend 
to  embarrass  the  Inventor  and  mislead  the  public. 
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It  is  urged  in  behalf  of  the  applicant  that  action  upon  the  patent- 
ability of  the  claims  should  be  given  in  order  to  avoid  piecemeal 
actions,  and  attention  is  directed  to  Kule  64,  which  provides  that — 

where  the  specification  and  claims  are  snch  that  the  invention  may  be  readily 
understood,  the  examination  of  a  complete  application  and  the  action  thereon 
will  be  directed  throughout  to  the  merits;  but  in  each  letter  the  Bxamlner 
shall  state  or  refer  to  all  his  objections. 

Keference  is  made  to  Rule  134,  which  relates  to  appeals  and  which 
contains  the  following  provision : 

There  must  have  been  two  rejections  of  the  claims  as  originally  filed,  or,  if 
amended  in  matter  of  substance,  of  the  amended  claims,  and  all  the  claims 
must  have  been  passed  upon,  and  except  in  cases  of  division  all  preliminary  and 
intermediate  questions  relating  to  matters  not  affecting  the  merits  of  the  in- 
vention settled,  before  the  case  can  be  appealed  to  the  Examiners-in-Chiet 

The  Examiner's  letter,  dated  June  28, 1912,  states : 

As  this  requirement  is  analogous  to  a  requirement  for  division  as  stated  in 
ex  parte  Chapman,  of  record.  It  follows  that  an  examination  on  the  merits  is 
not  in  order  before  an  appeal  is  taken  to  the  Board  of  Examiners-in-Chief. 

The  statement  contained  in  ex  parte  Chapman  referred  to  is  as 
follows : 

The  requirement  for  the  elimination  of  a  part  of  the  claims  because  of  need- 
less duplication  is  to  be  regarded  as  a  rejection  for  the  same  reasons  that  a 
requirement  for  division  is  a  rejection.  This  applicant's  remedy,  therefore,  is 
an  appeal  to  the  Examiners-In-Chief  and  not  an  interlocutory  petition. 

While  the  action  of  the  Examiner  in  this  case  is  substantially  in 
accordance  with  the  practice  set  forth  in  ex  parte  Chapman  and 
ex  parte  Kadow^  supra^  it  is  believed  that  the  business  of  the  OfSce 
would  be  expedited  if  action  upon  the  novelty  of  the  invention  were 
also  given  by  the  Examiner.    As  pointed  out  in  ex  parte  Chapman: 

It  Is  clearly  the  duty  of  this  Office  to  see  that  patents  do  not  issue  with 
claims  so  multiplied  as  to  embarrass  and  confuse  the  public  It  should  allow 
sufficient  claims  to  amply  protect  the  real  invention  but  should  not  .permit  need- 
less repetition. 

In  cases  of  this  character  it  is  believed  that  in  addition  to  group- 
ing the  claims  action  upon  the  merits  of  each  group  should  be  given, 
in  order  that  the  applicant  may  be  in  a  position  to  consider  the  ad- 
visability of  eliminating  such  claims  or  groups  of  claims  as  are 
anticipated  by  the  prior  art,  as  well  as  the  question  of  restricting  the 
number  of  the  claims  to  one  of  each  group.  By  following  this  course 
of  action  strict  compliance  will  be  had  with  the  rules  and  the  full 
benefit  of  the  practice  announced  by  ex  parte  Chapman  and  ex  parte 
Kadow  will  be  obtained,  since  by  repetition  of  the  requirement  that 
each  group  be  restricted  to  one  claim  the  case  will  be  placed  in  final 
action  in  respect  to  this  ground  of  rejection  in  the  same  manner  in 
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which  final  action  is  reached  by  repetition  of  rejections  in  view  of 
references. 
Ths  petition  U  granted  to  the  extent  indicated. 


Ex  PARTE  HOBBS. 

Decided  April  S,  1912. 

183  O.  a,  217. 

PaTSHTABUJTT— BlJLUABD-€k>UNTES8 — SUBSTITUTION     OF    MeTAL    POB    WOOD — ^No 

Invention. 
The  substitution  of  sheet  metal  for  wood  In  billiard-counters  Held  not 
to  haye  required  Invention,  the  advantages  alleged  for  the  metal  counters 
being  due  to  the  well-known  properties  of  sheet  metal. 

Appeal  from  Examiners-in-Chief. 

billiabd-countee. 

Afr,  J.  N,  Mclntire  for  the  applicant. 
MooKB,  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiners-in-Chief  affirm- 
ing the  rejection  by  the  Primary  Examiner  of  the  following  claim : 

1.  In  a  string  billiard  counter,  the  combination  with  the  usual  wire  on 
which  the  "buttons"  are  strung,  of  counter  buttons  which  are  composed 
wholly  of  sheet  metal  and  are  centrally  perforated;  all  substantially  as  and 
for  tlie  purposes  set  forth. 

The  references  are:  Waterbury  et  al.j  457,869,  August  18,  1891; 
Lachman,  492,924,  March  7,  1893;  Smith,  628,862,  July  11,  1899; 
Yoxall,  971,164,  September  27,  1910. 

The  patent  to  Waterbury  et  al.  shows  a  billiard-counter  consist- 
ing of  a  wire  or  bar  upon  which  are  strung  wooden  counter-buttons. 
This  reference  shows  the  combination  of  a  wire  and  counter-buttons 
to  be  old,  and  the  question  involved  in  this  appeal  is  whether  inven- 
tion is  involved  in  substituting  sheet  metal  in  place  of  wood  as  the 
material  of  which  the  buttons  are  made.  The  remaining  references 
cited  above  show  it  to  be  old  to  make  wheels  and  the  rollers  of 
casters  and  roller-skates  of  sheet  metal. 

Appellant  claims  a  great  advantage  in  his  sheet-metal  counters  over 
the  wooden  counters  in  that  they  are  non-breakable.  To  emphasize 
this,  he  has  cited  several  patents  for  counters  so  constructed  as  to 
permit  their  substitution  for  broken  counters  without  taking  down 
the  lines. 

Admitting  that  this  advantage  is  possessed  by  appellant's  counters, 
it  is  due  to  a  well-known  property  of  sheet  metal.  It  has  become 
so  common  to  make  various  articles,  as  shown  by  the  references,  of 
sheet  metal  that  no  invention  is  thought  to  be  involved  in  the  idea 
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that  this  metal  might  advantageously  be  used  in  the  construction  of 
billiard-counters. 

This  case  is  believed  to  fall  in  the  class  of  devices  held  to  be  unpat- 
entable by  reason  of  the  substitution  of  material  in  Am.  Acetylene 
Burner  v.  Kirchberger  et  al.^  (142  Fed.  Rep.,  744;)  Am.  Lava  Co. 
V.  Steward^  (156  Fed.  Rep.,  731;)  Marshall  v.  Pettingell-Andrewa 
Co.^  (164  Fed.  Rep.,  862;)  Cover  v.  American  Thermo-Ware  Co.^ 
(188  Fed.  Rep.,  670;)  in  re  RuaaeU,  (C.  D.,  1911,  322;  165  O.  G.,  474; 
36  App.  D.  C.,  444,)  because  the  substitution  developed  no  new  uses 
or  properties  and  no  invention  was  involved  in  making  the  change, 
rather  than  in  the  class  where  the  substitution  was  held  to  involve 
invention  and  to  be  patentable,  of  which  examples  are  found  in 
George  Frost  Co.  v.  Samistag.  (180  Fed.  Rep.,  739;)  Hogan  v.  West- 
moreland Specialty  Co.^  (163  Fed.  Rep.,  289.) 

The  distinction  between  the  two  classes  is  well  set  forth  in  Union 
Hardware  Co.  v.  Selchow,  (112  Fed.  Rep.,  1006-1008,)  where  the 
Court  said: 

These  differences  are  weU  illustrated  by  a  comparison  of  this  cause  with 
George  Frost  Co.  v.  Cohn  (decided  contemporaneously;  112  Fed.,  1009).  The 
court  has  considered  these  causes  together  because  It  is  difficult  to  conceive 
of  better  Illustration  of  the  rule  referred  to.  Both  involye  a  change  of  ma- 
terial in  existing  structures,  but  in  the  one  Instance  the  skate  operates  after 
the  change  precisely  as  it  did  before,  and  in  the  other  a  hose  supporter  which 
does  not  support  is  converted,  by  the  change,  into  a  hose  supporter  which  does 
support  In  the  former  case,  by  the  use  of  cheaper,  lighter  and  stronger 
metal  the  skate  is  made  cheaper,  lighter  and  stronger,  in  the  other,  the  substitu- 
tion of  a  rubber  button  for  a  metal  button  transformed  a  destructive  and 
Inoperative  device  into  a  hii^hly  successful  one. 

A  case  analogous  to  the  present  one  is  that  of  Hicks  v.  Kelsey, 
(5  O.  G.,  94;  18  Wall.,  670,)  where  the  United  States  Supreme  Court 
held  that  the  substitution  of  iron  for  wood  in  a  wagon-reach  was  not 
a  patentable  invention,  notwithstanding  the  iron  reach  was  a  better 
one,  required  less  repair,  and  possessed  greater  solidity. 

The  decision  of  the  Examiners-in-Chief  is  affirmed. 


Ex  PARTE  HORTON  AND  KeEN. 

Dixiided  April  Jsrfi,  1912. 

183  O.  G..  217. 

1.  Patentability — Fobce-Fekd  Lubbicatob. 

Where  the  prior  art  shows  a  force-feed  lubricator  the  spray-pipe  of  which 
communicates  with  the  cross-head  pin  of  an  engine,  a  claim  differentiating 
therefrom  only  in  specifying  that  the  spray-pipe  communicates  with  the 
expansion-chamber  of  the  engine-cylinder  Held  unpatentable. 

2.  Same — Same. 

Certain  claims  for  a  force-feed  lubricator  Held  patentable  over  the  prior 
art. 

Appeal  from  Examiners-in-Chief. 
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APPARATUS  FOB  LUBBIGATINO  ENGINES. 

Messrs.  Linthicum^  Bdt  <&  Ftdler  for  the  applicants. 

MooRE«  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  rejecting  the  follow- 
ing claims : 

1.  In  a  lubricator,  the  combination  witli  a  spray  pipe,  of  a  drop  feed  lubri- 
cator in  communication  with  the  pipe  and  including  a  casing  and  a  dropping  tube 
extending  therethrough,  a  conduit  leading  from  a  source  of  fluid  pressure  into 
the  casing  in  rear  of  the  discharge  aid  of  the  dropping  tube,  a  valye  in  the  con- 
duit, and  means  for  intermittently  opening  the  valve. 

2.  The  combination  of  an  engine  cylinder,  a  lubricator  having  a  spray  pipe 
communicating  with  the  expansion  chamber  of  the  cylinder  independent  of  the 
charge  inlet,  and  means  for  supplying  fluid  pressure  to  the  spray  pipe  for  spray- 
ing the  lubricaikt  into  the  expansion  chamber. 

3.  The  combination  with  an  engine  cylinder,  of  a  spray  pipe  communicating 
with  the  expansion  chamber  of  the  cylinder  Independent  of  the  charge  inlet,  a 
drop  feeding  lubricator  in  communication  with  the  spray  pipe,  a  conduit  leading 
through  the  lubricator  from  a  source  of  fluid  pressure  for  supplying  the  spray 
pipe  with  pressure,  a  valve  in  the  conduit,  and  means  for  intermittently  opening 
the  valve. 

4.  The  combination  with  a  gravity  feed  lubricator  and  its  delivery  connection. 
of  a  fluid  pressure  supply  connected  with  the  discharge  of  the  lubricator,  a 
valve  controlling  the  pressure  supply,  and  means  for  operating  the  valve  at 
regular  intervals. 

5.  The  combination  with  a  lubricator  having  inlet  and  discharge  outlets,  of  au 
independent  fluid  pressure  supply  delivered  into  the  discharge  connection  of  the 
lubricator,  a  valve  for  controlling  the  fluid  pressure  supply,  and  means  for 
intermittently  operating  the  valve  to  thereby  permit  the  flow  of  fluid  pressure 
to  discharge  the  lubricant. 

6.  Apparatus  for  lubricating  engine  cylinders  comprising  means  connecting 
a  dropping  tube  with  a  source  of  liquid  lubricant,  a  conduit  into  which  said  drop- 
ping tube  discharges  regulated  quantities  of  the  lubricant,  said  conduit  leading 
into  said  engine  cylinder,  a  fluid  pressure  supply  connected  with  the  conduit 
between  the  dropping  tube  and  engine  cylinder,  a  valve  controlling  the  fluid 
pressure  supply,  and  means  for  intermittently  operating  said  valve  to  admit 
fluid  pressure  to  the  conduit  and  thereby  force  lubricant  therein  into  the  engine 
cylinder. 

The  references  cited  are  the  patents  to  Pielicke,  744,101,  November 
17,  1908;  Carlsson  et  al.^  719,565,  February  3,  1903. 

Claim  1  is  rejected  on  each  of  the  references  cited.  The  claim  does 
not  read  upon  the  patent  to  Pielicke,  because  that  patent  does  not 
show  a  valve  in  the  conduit  leading  from  the  source  of  fluid-pressure 
into  the  casing  in  the  rear  of  the  discharge  end  of  the  dropping-tube, 
as  called  for  by  the  claim.  It  does  show  a  valve;  but  it  is  located  in 
the  dropping-tube  (if  it  can  be  called  such)  and  not  in  the  fluid-pres- 
sure pipe.  The  claim  may  be  also  said  to  distinguish  in  calling  for  a 
spray -pipe,  inasmuch  as  Pielicke  discloses  a  graphite-lubricator,  and 
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graphite  can  hardly  be  said  to  form  a  spray.  It  is  by  no  means  dear 
that  changing  the  position  of  the  valve  of  Pielicke  from  the  location 
he  shows  to  that  defined  in  the  claims  would  not  produce  a  materially- 
different  result,  and  it  is  clear  that  to  substitute  oil  for  the  graphite 
as  a  lubricator  would  require  substantial  changes  in  the  structure.  I 
am  not  prepared  to  say,  therefore,  that  the  structure  defined  by  this 
claim  is  devoid  of  invention  over  the  Pielicke  reference. 

The  Examiiners-in-Chief  found,  however,  that  this  claim  reads 
directly  upon  the  patent  to  Carlsson  et  cH.  The  difficulty  of  reading 
this  claim  upon  the  Carlsson  patent  is  that  the  means  for  producing 
the  fluid-pressure  must  also  be  read  as  the  '^  means  for  intermittently 
opening  the  valve."  The  Examiners-in-Chief  state  that  the  "  motion 
of  the  piston  compressing  air  against  the  valve  "  is  the  means  for 
intermittently  opening  it.  It  is  obviously  error,  however,  to  construe 
a  '^  motion ''  of  the  parts  as  answering  to  a  physical  element  called  for 
by  the  claim.  It  might  be  argued  that  inasmuch  as  the  claim  includes 
the  source  of  fluid-pressure  only  indirectly  the  cylinder  and  piston 
for  producing  this  pressure  in  the  Carlsson  device  may  be  used  to 
anticipate  the  element  defined  in  the  claim  as  ^'  means  for  intermit- 
tently opening  the  valve."  Inasmuch,  however,  as  the  valve  itself  in 
this  patent  performs  a  wholly  different  function  from  applicants' 
valve,  I  am  of  the  opinion  that  at  best  it  requires  a  very  strained 
construction  to  hold  this  claim  anticipated  by  the  Carlsson  reference. 
It  is  believed  that  the  claim  should  have  been  allowed  over  the  art 
cited. 

Claim  2  does  not  call  for  any  valve  or  means  for  opening  it  and 
is  fully  met  by  the  Carlsson  reference,  except  that  the  spray-pipe  does 
not  communicate  with  the  expansion-chamber  of  a  cylinder,  but  with 
the  cross-head  pin  of  an  engine  which  it  is  desired  to  lubricate.  I  see 
no  invention,  however,  in  applying  the  oiler  to  an  engine-cylinder 
in  the  manner  suggested.  It  must  be  held,  therefore,  that  this  claim 
fails  to  define  any  invention  over  the  Carlsson  reference. 

Claim  3  is  allowable  for  the  same  reasons  as  claim  1.  Claims  4,  5, 
and  6  all  specify  as  an  element  "a  valve  controlling  the  pressure- 
supply."  The  valve  in  Carlsson  obviously  does  not  control  the  fluid- 
pressure  supply.  It  is  a  mere  check-valve  to  prevent  back-pressure 
upon  the  oil  in  the  spray-pipe  due  to  the  suction  caused  by  the 
receiving-piston  c.  The  valve  in  Pielicke  does  not  control  the  pres- 
sure-supply in  the  sense  the  expression  is  used  in  these  claims,  because 
the  fluid-pressure  is  constantly  exerted  upon  the  supply  of  lubricant, 
the  valve  being  located  beyond  the  point  at  which  the  lubricant  enters 
and  merely  serving  to  permit  the  passage  of  the  lubricant  under  the 
influence  of  the  constantly-supplied  pressure.  I  am  of  the  opinion, 
therefore,  that  neither  of  the  references  meet  claims  4,  5,  or  6,  either 
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in  terms  or  spirit,  and  it  is  believed  that  they  should  have  been 
allowed. 

TJie  decision  of  the  Examiners-in-Chief  is  affirmed  as  to  claim  S 
and  reversed  as  to  claims  i,  8^  4^  ^?  ^nd  6. 


Ex  PARTE  HaXNA  and  HaNNA* 

Decided  June  22,  19tft. 
183  O.  Q.,  218. 

AFFLICATlOlf — FbOSECUTION — POSTPONEMENT. 

The  statements  of  a  foreign  attorney  that  he  was  under  the  impression 
that  the  case  was  l>eing  prosecuted  by  his  associate,  who  had  been  in- 
structed to  keep  the  application  pending,  Held  insufficient  to  establish  that 
the  delay  In  the  prosecution  of  the  case  was  unavoidable,  no  showing  being* 
made  why  the  associate  attorney  did  not  reply  to  the  Office  letter  and  no 
excuse  being  given  for  the  delay  in  filing  the  petition  after  the  foreign 
attorney  learned  that  an  amendment  had  not  been  filed  within  the  year. 

On  Petition. 

MANUFACTUBE  OF  BUSHES  OB  BEABING8  FOB  SHAFTS,  ETC. 

Mr.  William  Henry  Taylor  and  Mr.  Herbert  W.  T.  Jenner  for  the 
applicants. 

BiLUNGS,  First  Assistant  Commi4sioner: 

This  is  a  petition  that  the  above-entitled  application  be  held  not 
abandoned. 

On  May  10, 1910,  applicants  were  informed  that  the  title  should  be 
changed  and  that  certain  figures  not  specifically  covered  by  the  claims 
sliould  be  canceled. 

An  amendment  was  filed  on  June  17, 1911,  which  on  June  24, 1911, 
the  Examiner  informed  the  applicants  could  not  be  entered,  since  it 
was  not  filed  within  the  year,  and  the  present  petition  was  filed  June 
8,  1912.  The  petition  is  accompanied  by  an  affidavit  of  the  foreign 
attorney,  who  states  that  he  was  under  the  impression  that  the  case 
was  being  prosecuted  by  the  associate  attorney ;  that  the  filing  of  the 
divisional  application  was  postpcmed  pending  the  allowance  of  this 
application;  that  on  May  28,  1910,  the  associate  attorney  was  in- 
structed "to  keep  the  original  application  going;"  that  on  April  5, 
1911,  a  letter  of  inquiry  regarding  the  original  case  was  sent  to  the 
associate  attorney,  which  it  subsequently  appeared  was  not  received; 
that  the  divisional  application  papers  were  forwarded  May  17,  1911, 
and  that  it  was  not  until  the  receipt  of  a  letter  of  June  18, 1911,  that 
it  was  learned  that  this  case  had  become  abandoned. 

The  facts  stated  are  clearly  insufficient  to  show  that  the  delay  in 
the  prosecution  of  the  case  was  unavoidable  within  the  meaning  of 
M282'— 18 ^21 
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section  4894,  Revised  Statutes.  It  does  not  appear  why  the  associate 
attorney  did  not  respond  to  the  letter  of  May  10,  1910;  nor  is  any 
excuse  whatever  given  for  the  daly  in  filing  this  petition  after  the 
foreign  attorney  learned  that  no  amendment  had  been  filed  within 
a  year  from  that  date. 
The  petition  is  denied. 


B.  Fischer  &  Co.  v.  John  Blaul's  Sons  Company  v.  The  CoLniiBi4 
Rice  Packing  Co.,  Ltd. 

Decided  July  26,  191t. 

183  O.  a,  219. 

Tbade-Mabks — Similarity — ^"Kitchen  Queen,"  "Queen,'^  "Queen  QuAUTt." 
Where  a  prior  registration  showed  in  the  drawing  the  words  '*  Queen 
Quality"  and  in  the  specification  the  latter  word  was  disclaimed.  Held 
that  registration  of  a  mark  consisting  of  the  words  "  Kitchen  Queen  "  as 
applied  to  the  same  class  of  goods  was  properly  refused,  since  a  marls  con- 
sisting of  the  word  "  Queen  "  or  of  the  words  "  Queen  Quality  "  is  so  simi- 
lar to  a  mark  consisting  of  the  words  "  Kitchen  Queen  "  that  their  simul- 
taneous use  would  be  likely  to  cause  confusion  in  the  mind  of  the  public. 

Appeal  on  Motion. 

tbade-mabk  fob  bicb. 

Messrs.  0.  A.  Snow  <6  Co.  for  B.  Fischer  &  Co. 
Mr.  Cyrus  Kekr  for  John  Blaul's  Sons  Company. 
TJie  Columbia  Rice  Packing  Co.^  Ltd.^  pro  se. 

Billings,  First  Assistant  Conmiissioner: 

This  is  an  appeal  by  John  BlauPs  Sons  Company  from  the  decision 
of  the  Examiner  of  Trade-Marks  denying  its  motion  to  dissolve  the^ 
above-entitled  interference. 

The  motion  to  dissolve  is  based  on  the  ground  that  its  mark  and 
the  mark  of  B.  Fischer  &  Co.  are  not  so  similar  as  to  be  likely  to  cause 
confusion  in  the  trade  by  reason  of  their  simultaneous  use  upon 
goods  of  the  same  descriptive  properties. 

The  mark  of  John  Blaul's  Sons  Company  consists  of  the  words 
"Kitchen  Queen."  The  mark  of  B.  Fischer  &  Co.  as  set  forth  in 
its  application  as  filed  consists  of  the  words  "  Queen  Quality."  The 
Examiner  thereafter,  under  the  authority  of  the  decision  in  Johnson 
V.  Brandau,  (C.  D.,  1909,  298;  139  O.  G.,  732;  32  App.  D.  C,  348,) 
required  that  the  word  "Quality,"  since  it  is  descriptive,  should 
either  be  disclaimed  or  removed  from  the  drawing.  The  statement 
of  the  application  was  then  amended  by  inserting  after  the  word 
"  drawing  "  the  words  "  no  claim  being  made  to  the  word  '  Quality.' " 
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It  is  contended  on  behalf  of  John  BlauFs  Sons  Company  that  the 
applicant  had  no  right  to  thus  change  its  mark,  since  the  significance 
of  the  words  '*  Queen  "  and  "  Queen  Quality  "  is  entirely  different, 
that  the  mark  of  B.  Fischer  &  Co.  must  be  considered  to  be  "  Queen 
Quality,"  and  that  this  mark  is  not  so  similar  to  the  mark  consisting 
of  the  words  "  Kitchen  Queen  "  as  to  be  likely  to  cause  confusion. 

It  is  not  necessary  to  decide  whether  under  the  circumstances  of 
the  case  B.  Fischer  &  Co.  should  be  allowed  to  disclaim  the  word 
"  Quality,''  since,  in  my  opinion,  whether  the  mark  of  B.  Fischer  & 
Co.  be  considered  as  consisting  of  the  word  "  Queen  "  alone  or  the 
words  "Queen  Quality"  it  is  so  similar  to  the  mark  "Kitchen 
Queen"  that  their  simultaneous  use  would  be  likely  to  cause  con- 
fusion. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Reed  &  Carnrick  v.  Waterbury  Chemical  Company. 

Decided  August  1,  1912. 
183  O.  G.,  219. 

1.  Oppositiow— Testimony — Motion  lo  Sitppbess. 

It  is  well  settled  that  do  appeal  lies  from  the  decision  of  the  Examiner  of 
Interferences  denying  a  motion  to  suppress  testimony  or  postponing  a  con- 
sideration of  such  a  motion  to  final  hearing. 

2.  Same — Same— Same — ^Refusal  to  Answeb  Questions. 

Where  a  witness  refnses  to  answer  questions  and  no  fipplication  is  made 
to  the  district  court  for  an  order  compelling  him  to  answer  them,  a  decision 
on  the  question  of  suppressing  the  testimony  will  be  postponed  to  final 
hearing. 

Appeal  on  Motion. 

trade-mark  fob  digestants. 

Messrs.  Kiddle  cfc  Wendel  for  Reed  &  Carnrick. 

Mr.  Wallace  K.  Lane  for  Waterbury  Chemical  Company. 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  by  Reed  &  Carnrick  from  a  decision  of  the  Exam- 
iner of  Interferences  denying  a  motion  to  require  the  Waterbury 
Chemical  Company  to  recall  one  of  its  witnesses  and  direct  that  he 
answer  certain  cross-questions  or,  in  the  alternative,  that  his  entire 
deposition  be  stricken  from  the  record. 

The  Examiner  of  Interferences  held  that  the  witness  was  justified 
in  refusing  to  answer  certain  cross-questions.  He  also  held  that  other 
cross-questions  should  have  been  answered,  but  that  as  the  motion 
asked  that  the  witness  be  compelled  to  answer  all  the  questions  or 
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his  deposition  be  stricken  out  the  motion  was  denied,  without  preju- 
dice to  its  renewal  at  final  hearing.  It  is  well  settled  that  no  appeal 
lies  from  the  decision  of  the  Examiner  of  Interferences  denying  a 
motion  to  suppress  testimony  or  postponing  the  consideration  of  such 
a  motion  to  final  hearing. 

In  the  case  of  Greene^  Tweed  cfe  Co.  v.  Manufacturers*  Belt  Hook 
Co.  (C.  D.,  1908,  23;  132  O.  G.,  680)  it  was  said: 

In  hlB  decision  on  the  present  motion  the  Examiner  of  Interferences  set  no 
limit  of  appeal.  In  the  case  of  Deitsch  Brothers  v.  Loonen  (C.  D.,  1907,  413; 
131  O.  G.,  2146)  it  was  stated : 

"It  Is  believed  that  it  will  be  in  the  interest  of  good  practice  and  will  work 
no  hardship  to  the  parties  If  hereafter  no  appeal  be  allowed  from  a  decision 
of  the  £}xa miner  of  Interferences  denying  a  motion  to  suppress  testimony  or 
a  motion  to  require  the  other  party  to  print  exhibits  prior  to  the  appeal  from 
his  decision  on  priority  rendered  after  final  hearing.  The  question  of  the 
correctness  of  his  decision  on  the  motion  can  of  course  be  raised  on  such 
appeal." 

Although  this  appeal  was  taken  prior  to  the  date  of  said  decision,  the  reasons 
which  prompted  the  practice  set  forth  therein  are  applicable  to  the  present 
case  and  afford  an  additional  ground  why  the  decision  of  the  Examiner  of  Inter- 
ferences should  not  be  disturbed. 

It  is  to  be  noted,  furthermore,  in  the  present  case  that  no  applica- 
tion was  made  to  the  Federal  court  of  the  district  wherein  the  tes- 
timony was  taken  for  an  order  compelling  the  witness  to  answer  the 
questions.  In  the  case  of  the  Independent  Baking  Powder  Company 
V.  Fidelity  Manufacturing  Company  (C.  D.,  1901,  7;  94  O.  G.,  222) 
the  Commissioner,  after  referring  to  the  fact  that  no  such  applica- 
tion was  made  in  that  case,  said : 

Where  a  party  falls  to  take  such  action,  it  is  the  settled  practice  of  the  Office 
to  postpone  a  decision  on  the  matter  until  final  hearing  on  priority,  when  the 
whole  record  is  reviewed. 

The  practice  in  opposition  proceedings  follows  that  of  the  Federal 
equity  practice.  In  the  case  of  H.  Scherer  d  Co.  et  cd.  v.  Everest 
(168  Fed.  Rep.,  822)  the  Court  of  Appeals  for  the  Eighth  Circuit, 
which  is  the  circuit  in  which  the  present  deposition  was  taken,  said : 

The  rulings  of  the  referee  and  of  the  court  upon  the  various  motions  to 
suppress  the  depositions  of  these  witnesses  have  been  considered,  so  far  as  they 
were  material,  on  the  theory,  adopted  by  court  and  counsel  below,  that  the  sup- 
pression of  depositions  was  the  proper  remedy  for  the  refusal  of  witnesses  to 
produce  relevant  evidence.  But  this  is  an  error.  The  remedy  in  the  national 
courts  in  equity  and  in  bankruptcy  for  the  failure  or  refusal  of  a  witneas  to 
answer  competent  questions  or  to  produce  material  evidence  is  not  the  suppres- 
sion of  the  deposition  or  of  the  evidence  which  he  does  produce,  and  that  for 
the  reason  that  all  evidence  which  is  not  glaringly  irrelevant,  whether  deemed 
material  and  competent  by  the  referee  and  the  court  below  or  not,  must  be  made 
a  part  of  the  record,  and  In  case  of  an  appeal  returned  to  the  appellate  court  to 
the  end  that  a  final  adjudication  may  be  rendered  in  that  court  without  another 
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bearing  below.  Tbe  true  renoedy  for  tbe  refusal  of  a  witness  to  answer  proper 
questions  or  to  produce  relevant  evidence  is  an  enforced  order  of  tbe  proper 
court  tbat  be  sball  do  so. 

The  appeal  ia  dismissed. 


£x  PARTE  KeiXey. 

Decided  August  8,  1912. 

183  O.  G..  220. 

Application — Pbosecuhoiv — Explanation  of  References. 

Wbere  a  clear  issue  as  to  tbe  patentability  of  tbe  claims  bas  been 
reacbed  between  tbe  applicant  and  tbe  Examiner  and  it  is  evident  from 
tbe  record  tbat  tbe  applicant  understands  tbe  application  of  tbe  refer- 
ences to  tbe  claims,  Held  tbat  tbe  final  rejection  was  not  premature  and 
no  furtber  explanation  of  tbe  references  is  necessary. 

On  Petition. 

MATEBIAL-TESTING  DEVICE  FOB  VENDING- MACHINES. 

AQr.  C.  McC.  Chapman  for  the  applicant, 

Tbnnant,  Assistant  Commissioner: 

This  is  a  petition  that  the  final  rejection  of  several  of  the  claims 
of  this  application  entered  November  3,  1911,  be  withdrawn  and 
that  further  information  be  supplied  to  the  applicant. 

The  record  shows  that  in  the  first  official  action  the  Examiner 
rejected  certain  of  the  claims  in  view  of  the  patent  to  Sloan,  No. 
746,183.  Claims  1  and  2  were  also  rejected  on  the  ground  that  they 
were — 

aggregations  of  a  dispensing  mecbanism  and  a  frand  preventive  device  sucb  as 
Is  sbown  by  tbe  patent  to  Sloan  cited. 

Certain  other  claims  were  rejected  on  the  patent  to  Sloan  as  in- 
volving merely  the  substitution  of  a  reciprocating  slide  for  a  rotary 
device  used  by  Sloan.  In  response  to  this  action  the  applicant  filed 
an  amendment  discussing  the  pertinency  of  the  references  to  each 
of  the  claims.  The  Examiner  in  his  action  upon  this  amendment 
repeated  his  rejection  of  the  claims  upon  the  reasons  and  references 
of  record.  Applicant  thereupon  filed  a  request  embodying  five 
specific  questions  regarding  the  pertinency  of  the  patent  to  Sloan 
to  the  case.  These  questions  were  not  specifically  answered,  it  being 
stated  by  the  Examiner  in  a  letter  dated  November  3,  1911,  that 
"  it  is  believed  that  no  further  explanation  is  necessary."  The  final 
rejection  of  the  claims  was  entered  in  this  letter,  and  although 
subsequent  requests  were  made  that  the  questions  be  answered  the 
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Examiner  insisted  upon  the  final  rejection  without  further  ex- 
plaining his  position. 

I  have  reviewed  the  record  of  this  case  and  the  reference  cited 
and  am  of  the  opinion  that  the  issue  between  the  Examiner  and  the 
applicant  is  clear.  From  the  statements  of  the  attorney  of  record 
it  is  obvious  that  he  understands  the  application  of  the  reference 
cited  to  the  claims,  and  from  the  Examiner's  letters  it  is  equally 
clear  that  he  is  of  the  opinion  that  the  differences  in  structure  to 
which  attention  was  called  by  the  attorney  did  not  amount  to  in- 
vention or  that  certain  of  the  claims  are  aggregations  within  the 
meaning  of  the  decisions  cited.  While  it  would,  of  course,  have 
been  proper  for  the  Examiner  to  have  given  a  more  definite  ex- 
planation of  the  pertinency  of  the  reference  to  the  claims,  it  is  not 
apparent  that  such  an  explanation  would  have  facilitated  the  dis- 
position of  the  case,  since  it  appears  that  counsel  for  the  applicant, 
knowing  the  application  of  the  reference,  did  not  attempt  to  modify 
the  claims,  but  rather  rested  upon  Aem  as  originally  presented. 

The  petitian  is  denied. 


In  re  Newman.  • 

Decided  August  22,  WJ2. 

183  O.  a,  220. 

Application —Pbosecution — Owner  of  an  Option  to  Purchase  Not  Rfgoonizeo. 
While  tbe  assignee  of  the  entire  interest  may  be  permitted  to  prosecute  an 
application  to  the  exclusion  of  the  inventor,  this  Office  cannot  recognize 
a  party  having  only  an  option  to  purchase. 

Mr.  Francis  M.  Winght  for  the  applicant. 

Tennant,  Assistant  Commissioner: 

This  case  is  before  me  upon  a  protest  by  W.  R.  Litzenberg  against 
the  revocation  of  his  power  of  attorney.  The  record  shows  that  in  the 
case  as  originally  filed  Francis  M.  Wright,  of  San  Francisco,  Cal., 
was  appointed  attorney,  that  subsequently  the  applicant  revoked  the 
power  of  attorney  given  to  Wright  and  appointed  Litzenberg.  with 
full  power  of  substitution  and  revocation,  etc.,  this  power  of  attorney 
having  the  approval  of  Henrietta  L.  Newman,  assignee.  In  support 
of  this  protest  it  is  alleged  that — 

an  exclusive  and  irrevocable  option  to  buy  the  invention  has  been  given  by  the 
owner  of  the  same  (Mrs.  Henrietta  L.  Newman)  for  a  money  consideration, 
half  of  which  has  been  imid,  to  Mr.  David  Lewis,  which  option  Is  of  record 
April  15,  1912,  in  Liber  I,  89,  page  233  of  Transfers  of  Patents. 

Assignment  duly  executed  and  acknowledged  is  held  in  escrow  by  a  bank  in 
Seattle,  pending  the  final  payment  under  the  option  by  Mr.  Lewis. 
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The  protest  against  the  revocation  is  signed  by  Litzenberg  and  also 
by  Lewis,  ^^assignee  under  the  option." 

The  Chief  of  the  Assignment  Division  reports  that — 

by  an  instrument  dated  February  13,  1912,  acknowledged  February  14,  1912; 
recorded  April  16,  1912,  in  Liber  I,  89,  p.  213,  Henrietta  li.  Newman  assigned  to 
David  Lewis,  as  follows: — "For  $2000,  acknowledged  and  a  final  payment  of 
$5000,  Newman  assigns  to  David  Lewis  an  exclusive  and  irrevocable  option  to 
buy  all  her  right,  title  and  interest  in  said  Letters  Patent  (977,216)  and  the  in- 
vention described  in  said  application  (001,630) ;  this  option  to  be  valid  to 
April  2,  1913,  inclusive;  it  being  a  continuation  of  the  one  heretofore  given  to 
Lewis,  December  2,  1911,  for  said  inventions,  Letters  Patent  and  pending  appli- 
cation. Newman  states  that  in  further  consideration  of  said  $2000,  she  has 
simultaneously  herewith  executed  assignments  of  said  inventions,  patent  and 
application,  which  asignments  are  to  be  placed  in  escrow,  as  herein  recited." 

While  Rule  6  of  the  Rules  of  Practice  of  the  Patent  Office  provides 
that  the  assignee  of  the  entire  interest  may  be  permitted  to  prosecute 
an  application  to  the  exclusion  of  the  inventor,  the  Office  cannot 
recognize  a  party  having  only  an  option  to  purchase.  It  would  ap- 
pear from  the  statement  in  the  petition  and  the  instrument  referred 
to  that  the  party  Lewis  has  it  in  his  power  to  consummate  the  agree- 
ment by  acceptance  of  the  terms  proposed  and  can  thereby  place  him- 
self in  the  position  of  an  assignee  of  the  entire  interest  and  thereupon 
control  the  further  prosecution  of  the  application.  Until  such  step 
is  taken  the  Office  must  recognize  the  right  of  the  applicant  or  of  the 
assignee  of  record  in  the  prosecution  of  the  application. 

The  protest  is  diswAssed. 


In  be  Jacobson. 

Decided  September  11,  191Z. 
183  O.  O.,  221. 

Patents — Cotificate  or  Ck)BBECTioN. 

Where  during  the  pendency  of  an  application  apparently  conflicting 
assignments  were  filed  and,  before  the  payment  of  the  final  fee,  the  atten- 
tion of  the  attorneys  was  called  thereto,  but  no  attempt  was  made  to 
correct  the  same  and  the  patent  issued  to  the  inventor,  Held  that  a  certifi- 
cate of  correction  setting  forth  the  alleged  proper  ownership  will  not  be 
granted. 

On  Petition. 

Messrs.  H.  C.  Evert  &  Co.  for  Jacobson. 
Tennant,  Acting  Commissioner: 

This  is  a  petition  by  one  Jacobson  that  a  certificate  of  correction  be 
granted  certifying  that  the  patent  should  have  been  granted  to  Henry 
Fellman  as  owner  of  a  one- fourth  interest,  Henry  Lawrence  as  owner 
of  a  one-fourth  interest,  and  Samuel  Jacobson,  the  owner  of  a  one- 
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tenth  ^interest,  the  inventor,  Schoenbroon,  thereupon  having  a  re- 
maining two-fifths  interest  in  the  invention.  It  appears  that  at  the 
time  the  patent  was  granted  there  were  apparently  conflicting  assign- 
ments, in  which  Schoenbroon  transferred  to  Henry  Fellman  two  one- 
half  interests  in  the  invention  and  that  thereafter  a  subsequent  as- 
signment of  a  one-tenth  interest  was  made  to  Jacobson.  In  view  of 
the  apparent  conflicting  assignments  the  patent  was  issued  in  the 
name  of  the  inventor. 

By  petition  filed  June  3, 1912,  Jacobson  sought  to^have  a  certificate 
of  correction  granted,  asserting  that  the  second  assignment  of  Schoen- 
broon to  Fellman  was  but  a  confirmation  of  the  earlier  instrument* 
This  petition  was  denied  on  June  7,  1912.  Since  the  date  of  the  de- 
cision denying  that  petition  Fellman  has  recorded  in  the  Patent  Office 
an  instrument  dated  July  11, 1912,  which  was  recorded  July  12, 1912, 
(Liber  O.  89,  p.  495,)  in  which  Fellman  states  that  prior  to  filing  said 
application  and  by  instrument  recorded  in  Liber  T.  88,  page  79,  of 
Transfers  of  Patents  he  acquired  by  assignment  from  Schoenbroon  a 
one-half  interest  in  said  improvement;  that  after  filing  said  applica- 
tion an  instrument  was  recorded  in  Liber  Y.  88,  page  92.  Transfer  of 
Patents,  transferring  to  Fellman  from  Schoenbroon  a  one-half  inter- 
est in  said  invention ;  that  said  second  instrument  was  merely  a  con- 
summation of  the  first  assignment,  the  two  assignments  being  in- 
tended to  cover  the  one-half  interest  in  said  invention  and  Letters 
Patent  therefor,  and  that  by  instrument  recorded  in  Liber  Y.  88, 
page  94,  he  (Fellman)  assigned  one-quarter  of  his  interest  to  Henry 
Lawrence,  this  statement  being  made  by  Fellman  to  clear  up  the 
record  of  the  title  in  reference  to  said  assignments  executed  in  his 
favor  by  Schoenbroon.  The  present  petition  requests  that  a  certifi- 
cate of  correction  be  issued  setting  forth  the  respective  interests  held 
by  the  assignees  as  now  more  clearly  appears  from  the  records  of  the 
Assignment  Division. 

It  appears  from  the  statement  of  the  Chief  of  the  Assignment 
Division  that  the  attorneys  who  presented  the  petition  in  behalf  of 
Jacobson  were  notified  on  February  6,  1912,  (letter  No.  24,253,  H.  C 
Evert  &  Co.,)  at  which  time  the  assignment  to  Jacobson  was  pre- 
sented for  record,  regarding  the  status  of  the  title  as  of  record  at 
that  time  and  also  that  representatives  of  this  firm  had  numerous 
mterviews  with  the  Chief  of  the  Assignment  Division  and  were  fully 
advised  of  the  status  of  the  case  before  the  payment  of  the  final  fee. 
In  view  of  these  facts  it  does  not  appear  that  the  Office  would  be 
justified  in  issuing  the  certificate  of  correction  requested. 

Furthermore,  not  all  of  the  parties  interested  in  this  invention  are 
represented  in  the  presentation  of  this  petition,  nor  does  it  appear 
that  service  of  such  petition  has  been  had  upon  them* 

The  petition  is  denied. 
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Ex  PARTE  HOGE  AND  RiEBE, 
Decided  May  S,  1912. 
183  O.  O.,  608. 

Patentability — ^Base  for  Phintino-Plates. 

Claims  for  a  base  for  printing-plates  consisting  of  blocks  of  wood  having 
the  grain  vertical  Held  patentable  over  the  prior  art. 

Appeal  from  Examiners-in-Chief. 

BASE   FOB    PBINTINO-PLATES. 

Messrs,  Burton  <&  Burton  for  the  applicants. 

Moore,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  rejecting  the  follow- 
ing claims : 

1.  A  base  for  printing  plates,  consisting  of  a  multiplicity  of  parallelogram- 
matic  bloclcs  of  wood,  each  having  the  grain  vertical,  and  means  for  binding 
them  together. 

2.  A  base  block  for  printing  plates  made  of  non-metallic,  penetrable  fibrous 
material,  having  the  fit>ers  extending  vertically. 

3.  A  base  for  printing  plates,  a  metallic  skeleton  consisting  of  thin,  inter- 
secting septa  inclosing  parallelogrammatic  cells,  whose  horizontal  area  is  large 
relatively  to  the  area  occupied  by  the  sep^a,  such  cells  extending  entirely 
through  the  skeleton  and  oi)ening  at  the  top  and  bottom  thereof,  and  parallelo- 
grammatic wooden  blocks  having  the  grain  of  the  wood  vertical  fitting  tightly 
in  the  cells  and  extending  therethrough  from  top  to  bottom. 

4.  A  base  for  printing  plates,  comprising  a  metal  skeleton  having  inclosing 
side  and  end  walls  and  thin  intersecting  septa  oblique  to  the  side  and  end 
walls  and  subdividing  the  area  inclosed  by  said  walls  into  cells  whose  horizontal 
area  Is  large  relatively  to  that  of  the  intersecting  septa,  such  cells  extending 
entirely  through  the  skeleton  from  top  to  bottom,  and  wooden  blocks  having 
the  grain  of  the  wood  vertical  fitted  tightly  into  such  cells  and  extending 
therethrough  from  top  to  bottom. 

The  references  cited  are:  Servante,  British,  No.  3,720  of  1872; 
Pitman,  British,  No.  9,752  of  1902. 

The  Examiners-in-Chief  held  that  Figures  20  and  21  of  the  pat- 
ent to  Servante,  upon  which  the  Examiner  relied,  were  not  sufficient^ 
when  taken  together,  to  suggest  the  vertical  arrangement  of  the  grain 
of  the  wood  in  the  block,  and  with  this  I  agree.  One  of  these  fig- 
ures shows  the  grain  vertical  and  one  of  them  indicates  it  horizontal, 
although  the  two  figures  are  supposed  to  represent  a  plan  view  and  a 
sectional  view,  respectively,  of  the  same  block.  The  only  conclusion 
that  can  be  drawn  is  that  it  was  intended  to  indicate  wood  without 
regard  to  the  direction  of  the  grain. 

The  Examiners-in-Chief,  however,  have  held  that  the  Pitman 
patent  was  a  sufficient  suggestion  of  the  use  of  vertical  grain.    The 
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patent  discloses  a  way  of  making  base-blocks,  which  consists  of 
forming  four  or  more  strips  of  wood  of  a  length  equal  to  several 
finished  blocks,  then  casting  the  metal  sheathing  around  and  be- 
tween the  strips,  and  afterward  sawing  them  up  into  proper  lengths. 
The  supposed  suggestion  of  vertical  grain  in  this  construction  arises 
from  the  fact  that  a  piece  of  wood  of  the  length  indicated  would 
ordinarily  have  the  grain  running  lengthwise  and  not  crosswise.  I 
cannot  agree,  however,  that  the  patent  is  a  disclosure  of  the  appli- 
cant's idea.  It  appears  that  wooden  base-blocks  for  printing-plates 
have  hitherto  uniformly  been  made  with  the  grain  running  cross- 
wise, probably  due  to  the  fact  that  a  block  of  this  character  would 
more  securely  hold  the  tacks  or  screws  which  are  used  to  fasten  the 
plate  to  the  block.  In  view  of  the  uniformity  of  this  practice  it  is 
believed  that  the  vertical  arrangement  of  the  grain  in  the  blocks 
produced  by  the  Pitman  method  can  hardly  be  assumed.  In  my 
opinion  the  art  cited  is  insufficient  to  anticipate  the  invention  claimed. 
The  decision  of  the  Examivers-in-Chief  is  reversed. 


Ex  PARTE  Williams. 

Decided  July  6,  1912. 

183  O.  G.,  503. 

1.  Claims — Inapt  Language — Mattes  of  Form. 

Where  the  Examiner  rejected  claims  for  an  Ice-maklng  machine  in  which 
there  is  a  plurality  of  upright  molds,  in  which  the  ice  is  to  be  formed,  and 
surrounding  jaclcets,  between  which  and  the  molds  a  freezing  and  thawing 
medium  is  introduced,  on  the  ground  that  the  expression  in  these  claims 
*'  f reezlngand  thawing  means  "  would  imply  the  freezing  or  thawing  medium, 
as  well  as  the  jacket  itself.  Held  that  since  the  Examiner's  objection  relates 
to  the  meaning  of  language  used  to  describe  an  undisputed  structure  it 
should  not  have  been  made  the  basis  of  a  rejection,  and  the  question  in 
issue  is  reviewable  on  petition. 

2.  Same — Sufficiently  Accurate — Change  in  Form  Not  Insisted  Upon. 

The  expression  "freezing  and  thawing  means"  used  in  referring  to  a 
jacket  surrounding  an  upright  mold  in  which  ice  is  to  l>e  formed  and  be- 
tween which  and  the  mold  a  freezing  or  thawing  mixture  is  introduced 
Held  sufficiently  accurate  to  permit  its  retention,  if  the  applicant  insists 
thereon,  although  the  Examiner  was  right  in  suggesting  the  substitution 
therefor  of  the  words  '*  means  for  applying  the  freezing  or  thawing  medium 
thereto." 

On  Petition. 

ICE  making  and  harvesting  apparatus. 

Messrs.  Robertson  <&  Johnson  for  the  applicant. 

Moore,  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  requiring  the 
eancellatioM  of  a  paragraph  inserted  in  the  specification  by  amendment 
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of  February  6,  1912,  and  requesting,  further,  that  the  Examiner  be 
instructed  that  the  ground  upon  which  he  has  rejected  certain  claims 
is  a  matter  of  form  and  not  of  merits  and  that  the  language  used  in 
the  claims  is  appropriate  and  unobjectionable. 

The  invention  relates  to  ice  making  and  harvesting  apparatus  and 
employs  a  plurality  of  upright  molds,  in  which  the  ice  is  to  be  formed, 
and  surroimding  jackets,  between  which  and  the  molds  a  freezing  or 
thawing  medium  is  introduced  as  it  is  desired  to  freeze  the  ice  or  thaw 
it  loose  from  the  mold.  The  claims  refer  to  the  jacket  as  "freezing 
and  thawing  means."  The  Examiner's  position,  as  shown  by  the 
record,  is  that  this  language  would  imply  the  freezing  or  thawing 
medium,  or  at  least  the  means  for  supplying  such  medium,  as  well  as 
the  jacket  itself. 

In  a  letter  of  May  9,  1912,  he  rejected  the  claims  in  which  this  ex- 
pression occurs  on  the  authority  of  ex  parte  Bitner  (C.  D.,  1909,  32; 
140  O.  6.,  256)  and  stated  that  the  applicant  might  consider  the 
rejection  final,  if  he  so  desired.  He  further  stated  that  the  defect  in 
each  of  the  claims  on  which  the  rejection  was  based  could  be  cured 
by  substituting  the  words  "means  for  applying  the  freezing  or 
thawing  medium  thereto "  for  the  words  "  freezing  and  thawing 
means  therefor." 

Ex  parte  Bitner^  cited  by  the  Examiner,  is  clearly  not  authority 
for  a  rejection  of  the  kind  entered.  That  decision  relates  to  the 
practice  in  dealing  with  functional  claims.  It  does  not  appear  that 
the  Examiner  has  held  the  claims  in  this  application  to  be  functional, 
and  it  is  obvious  on  a  mere  inspection  that  they  are  not,  at  least  so 
far  as  the  expression  objected  to  is  concerned.  It  is  well  settled  that 
means  accompanied  by  a  statement  of  function  is  a  proper  way  to 
cover  one  element  of  a  combination. 

It  is  possible  that  the  Examiner  might  have  rejected  the  claims  on 
the  ground  that  they  cover  structure  not  shown  and  described;  but 
conceivably  such  a  rejection  might  be  entered  in  all  cases  where  the 
Examiner  holds  the  language  of  a  claim  inapt  or  misdescriptive.  The 
real  contention  here  between  the  applicant  and  the  Examiner  is  as  to 
the  meaning  of  language  used  to  describe  an  undisputed  structure  and 
not  whether  the  disclosure  includes  certain  elements  clearly  covered 
in  the  claims.  This  is  a  matter  which  may  properly  be  decided  on  a 
petition  of  this  kind. 

The  change  in  the  claims  suggested  by  the  Examiner  would,  it  is 
believed,  unquestionably  make  them  suggest  to  the  mind  more  readily 
and  exactly  the  invention  it  is  intended  to  cover,  and  applicant  does 
not  contend  that  it  would  introduce  any  additional  limitations. 

It  is  also  true,  however,  that  the  expression  used  by  applicant  and 
now  in  the  claims  describes  the  structure  with  sufficient  accuracy  sa 
that  no  mistake  could  be  made  as  to  its  meaning,  especially  when  read 
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in  connection  with  the  specification  and  drawing  to  which  it  is  ap- 
pended. The  Exaininei  did  right  to  suggest  the  improvement,  and 
it  would  seem  that  the  applicant  should  have  been  glad  to  take  ad- 
vantage of  the  suggestion;  but  it  is  belived  to  be  a  change  which 
need  not  be  insisted  upon  if  applicant  prefers  to  take  his  patent  with- 
out it.  Within  the  limits  of  accuracy  and  reasonable  clearness  he  is 
entitled  to  state  his  invention  in  his  own  language. 

The  paragraph  inserted  on  page  4,  to  which  the  Examiner  objects, 
simply  makes  reference  to  the  fact  that  a  copending  application 
shows  a  complete  system  of  refrigeration  of  the  kind  with  which  the 
present  invention  would  be  used,  and  there  appears  to  be  no  objection 
to  the  insertion  of  this  statement. 

The  petition  is  granted. 


In  re  Henry  W.  Peabodt  &  Co. 

Decided  June  20,  1912, 

183  O.  G.,  504. 

1.  Application — Access. 

Where  an  application  upon  which  a  patent  was  granted  Is  filed  as  the 
continuation  of  or  substitute  for  another  application,  access  to  the  earUer 
application  will  be  granted  upon  request. 

2.  Same — Same. 

Where  an  application  upon  which  a  patent  was  granted  is  a  division  of 
an  earlier  application,  access  to  the  latter  will  be  granted  only  upon  a 
showing  of  Interest  or,  where  a  suit  has  been  brought  upon  the  patent, 
upon  the  filing  of  a  certificate  of  the  Judge  before  whom  the  suit  is  pending 
that  the  earlier  application  will  be  relevant  and  material  evidence. 

On  Petition. 

Mr.  Charles  J.  Hedrick  for  Henry  W.  Peabody  &  Co. 
Messrs.  Sturtevant  c6  Mason  for  Schatz. 

Messrs.  Fraley  cfe  Paul  for  the  Harpoon  Caster  Manufacturing 
Company,  assignee  of  Adam  E.  Schatz. 

Billings,  First  Assist-ant  Commissioner: 

This  is  a  petition  by  Henry  W.  Peabody  &  Co.  that  it  be  permitted 
to  inspect  and  obtain  copies  of  certain  applications  of  Adam  E. 
Schatz. 

The  petition  asks  access  to  an  alleged  abandoned  application  said 
to  be  the  parent  application  of  that  upon  which  Patent  No.  1,019,534 
was  granted,  and  also  to  a  pending  application  of  Schatz  said  to 
have  been  referred  to  in  a  suit  brought  by  the  owners  of  a  patent  to 
Alleyn,  No.  995.758,  against  the  Harpoon  Caster  Manufacturing 
Company,  the  assignee  of  Schatz. 
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The  request  for  access  to  the  alleged  abandoned  application  is 
based  upon  the  ground  that  the  application  upon  which  Patent  No. 
1,019,534  was  granted  was  a  continuation  thereof  and  that  therefore 
petitioner  is  entitled  to  see  the  earlier  application  as  part  of  the 
proceedings  leading  up  to  the  grant  of  the  patent. 

It  is  well  settled  that  where  an  application  upon  which  a  patent 
was  granted  is  filed  as  a  continuation  or  substitute  for  another  appli- 
cation access  to  the  earlier  application  will  be  granted  upon  request. 
(In  re  Doman^  C.  D.,  1906, 101;  115  O.  G.,  804.)  This  rule,  however, 
does  not  hold  where  the  application  upon  which  the  patent  was 
granted  was  a  division  of  an  earlier  application,  jin  which  case  access 
to  the  earlier  can  be  granted  only  upon  a  showing  of  interest  or, 
where  a  suit  has  been  brought  on  a  patent,  if  a  certificate  of  the 
judge  before  whom  the  suit  is  pending  is  filed  stating  that  the  ap- 
plication would  be  relevant  and  material  evidence.  The  later  appli- 
cation does  not  appear  to  be  merely  a  continuation  of  the  earlier  one, 
no  court  certificate  has  been  filed,  and  no  such  showing  of  interest 
has  been  made  as  would  justify  granting  the  request. 

Access  to  the  pending  application  is  based  upon  the  allegation  that 
during  the  progress  of  the  suit  it  was  stated  that  Schatz  had  a  pend- 
ing application  and  that  at  the  conclusion  of  complainant's  rebuttal 
testimony  defendant's  counsel  placed  upon  the  record  a  statement 
that  the  application  of  Schatz,  Serial  No.  625,375,  had  been  allowed 
and  that  if  the  patent  issued  thereon  before  the  trial  of  the  case  leave 
would  be  asked  to  present  a  copy  thereof  to  the  court. 

It  does  not  appear  from  the  affidavit  filed  in  support  of  the  petition 
whether  the  questions  as  to  Schatz's  application  were  asked  by  coun- 
sel for  plaintiff  or  defendant;  nor  does  it  appear  for  what  purpose 
counsel  for  defendant  proposes  to  use  the  patent  if  granted.  In  the 
absence  of  a  certificate  from  the  judge  before  whom  the  case  is  being 
tried  that  a  copy  of  Schatz's  application  referred  to  in  the  testimony 
would  be  relevant  and  material  evidence  and  admitted  in  the  record 
of  the  case  it  cannot  be  held  that  such  a  showing  has  been  made  as 
would  justify  granting  the  request. 

The  petition  is  denied. 


Ex  PARTE  Baker. 

Decided  July  9,  1912. 

183  O.  G.,  505. 

Claims — OommrATiON — GaotiWD  of  Rejection. 

Where  a  combination  of  elements  is  old,  claims  to  that  combination 
should  not  be  allowed,  whether  they  state  the  elements  of  the  combination 
broadly  or  specifically,  unless  the  specific  form  of  the  elements  themselves 
enter  into  the  combination  to  produce  a  new  result 

On  Petition. 
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TENDINO-MACUIKB. 

Mr*  William  N.  Moore  for  the  applicant. 

BiiiUNGS,  First  Assistant  Commissioner: 

This  is  a  petition  requesting  that  the  Examiner  be  instructed  to 
withdraw  his  final  rejection  of  February  16,  1912,  and  admit  an 
amendment  submitted  by  applicant  on  February  27, 1912. 

The  request  is  based  upon  the  ground  that  no  references  have  been 
cited  definitely  against  any  particular  claim  and  that  the  actions  of 
the  Examiner  have  been  otherwise  of  a  nature  which  did  not  cover 
the  merits  of  the  case. 

The  three  actions  by  the  Examiner  preceding  the  final  rejection, 
which  merely  refers  to  the  reasons  of  record,  read  as  follows: 

The  claims  are  rejected  as  nggregations  (ex  parte  Casler,  C.  D.,  1900,  5;  90 
O.  G.,  p.  446,  third  section  of  the  syllabus)  of  a  dispensing  mechanism  and  a 
checlc  controlled  operating  means,  in  view  of  the  patent  to  Cummins,  822,829, 
June  5,  1906,  (104—54,)  which  discloses  broadly  the  construction  claimed. 

Claims  3  to  8,  inclusive,  include  also  a  "size  testing"  device  useful  with 
any  check  controlled  apparatus,  and  these  claims  are  further  rejected  as 
aggregations  for  this  reason.  See  the  patent  to  Joy,  767,345,  August  9,  1904, 
(194—102.) 

Responsive  to  amendment  of  October  2,  1911. 

The  claims  are  rejected  as  aggregations  for  the  reasons  noted  in  the  last 
Office  letter. 

Attention  is  called  to  the  patents  to  ClifTord,  414,795,  November  12,  1889, 
(194—39,)  Dieterich,  452,636,  May  19,  1891,  (194—58,)  and  Cornell,  441,536, 
November  25,  1890,  (194—57.) 

Responsive  to  letter  of  December  1,  1911. 

The  claims  in  this  case  define  aggregations  for  the  reasons  noted  in  em  parte 
Caster  of  record,  third  section  of  the  syllabus  as  noted  in  the  Office  letter  of 
July  22,  1911. 

The  Office  cannot  suggest  claims  but  may  only  act  on  those  presented. 

It  would  seem  that  there  should  have  been  no  misunderstanding 
in  the  mind  of  the  attorney  as  to  the  grounds  of  the  rejection  thus 
given.  Reference  was  made  to  ex  parte  Cosier^  which  is  to  be  con- 
sidered in  connection  with  the  various  references  citpxi  to  make  clear 
the  reasons  of  the  rejection. 

At  the  same  time  the  Examiner's  actions  do  not  deal  with  the  case 
with  the  particularity  and  clearness  that  they  might.  They  might 
easily  have  been  so  worded  that  no  misunderstanding  was  possible. 
For  instance,  in  the  letter  of  December  12,  1911,  which  preceded  the 
final  rejection,  it  was  held  that  the  claims — 

define  aggregations  for  the  reasons  noted  in  ex  parte  Cosier  of  record,  third 
section  of  the  syllabus. 

Ex  parte  Casler  does  not  deal  with  the  question  of  aggre^tion, 
properly  speaking,  and  the  third  section  of  the  syllabus  does  not 
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set  forth  a  ground  upon  which  the  present  claims  could  be  rejected. 
Following  that  portion  of  the  decision  to  which  the  third  section 
of  the  syllabus  refers  will  be  found  a  statement  of  the  reasons  for 
rejecting  a  certain  class  of  claims  under  which  the  Examiner  evi- 
dently thinks  the  claims  in  this  case  fall.  Briefly  stated,  it  is  this: 
that  where  a  combination  of  elements  is  old  claims  to  that  combina* 
tion  should  not  be  allowed,  whether  they  state  the  elements  of  the 
combination  broadly  or  specifically,  unless  the  specific  form  of  the 
elements  themselves  enter  into  the  combination  to  produce  a  new 
result.  This  ground  of  rejection  is  in  no  way  peculiar  to  the  claims 
relating  to  the  coin-controlled  art,  and  the  Examiner  should  cite  the 
art  which  he  considers  to  disclose  the  combination  claimed  and  apply 
that  art  to  the  various  claims  in  such  a  way  as  to  make  the  reasons 
of  his  holding  clear. 

On  the  whole  it  is  believed  that  the  applicant  is  entitled  to  a  more 
full  and  complete  statement  of  the  relation  of  the  art  to  his  claim 
and  the  reasons  for  the  rejection  entered. 

The  petition  is  therefore  granted. 


Ex  PARTE  AliLGOEVER. 

Decided  July  26,  1912. 

183  O.  G..  505. 

1«  Tradb-Mabks — Goods  of  the  Same  Descriptive  Pbopebties — **  Stbup  fob 

Flavouno  Beverages/*  "  Ginoeb-Ale,  Sarsapabilla,  and  Lemon-Soda.** 

A  concentrated  syrup  for  flavoring  beverages  Held  to  constitute  goods 

of  the  same  descriptive  properties  as  ginger-ale,  sarsaparilla,  lemon-soda, 

and  club-soda. 

2.  Same — Similabitt — "Rex-0-Tone"  and  "Rex.** 

The  marks  ''  Rex  "  and  "  Rex-0-Tone  "bear  such  a  resemblance  to  each 
other  as  would  be  likely  to  confuse  purchasers  If  the  two  marks  were  con- 
currently used  upon  goods  of  the  same  descriptive  properties 

On  Appeal. 

TBADE-MABK  FOB  TONICS,  BEVEBAGE8,  AND  EXTBACTa 

Messrs.  Edgar  Tate  <6  Co.  and  Messrs.  Herrick  <&  Drew  for  the 
applicant. 

BiLUNOS,  First  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  to  register  "  Rex-O-Tone  "  as  a  trade-mark  applied 
to  a  concentrated  syrup  for  flavoring  beverages.  Registration  was 
refused  in  view  of  the  mark  ^^£ex"  applied  to  ginger-ale,  sarsa- 
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pariila,  lemon-soda,  and  club-soda,  registered  May  26,  1903,  by 
William  A.  Megrath,  No.  40,440. 

Applicant  contends  that  the  goods  are  of  different  descriptive 
properties  and  that  the  marks  are  not  deceptively  similar.  Appli- 
cant's flavoring-syrup  is  for  the  preparation  of  drinks,  and  the  labels 
filed  bear  directions  for  its  use  in  making  soda,  which  is  one  of  the 
drinks  to  which  the  registered  mark  is  applied. 

It  is  believed  that  these  goods  are  of  such  a  similar  nature  that  a 
purchaser  would  naturally  be  led  to  believe  that  they  were  put  up 
by  the  same  manufacturer  if  he  found  upon  them  the  same  or  similar 
trade-marks. 

''  Rex  "  and  "  Rex-O-Tone  "  clearly  bear  such  a  resemblance  to  each 
other  as  would  be  likely  to  confuse  purchasers  if  the  two  marks  were 
concurrently  used  upon  goods  of  the  same  descriptive  properties. 
The  Examiner  in  his  statement  has  cited  a  number  of  instances  in 
which  marks  quite  as  dissimilar  as  these  have  been  held  deceptively 
similar. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmsd* 


Ex  PARTE  Bass. 

Decided  September  9,  1919. 

188  O.  Qm  506. 

Application — ^Pbosecutiow — Fiif al  Rejection. 

A  final  rejection  should  not  be  given  upon  the  second  official  action  unless 
an  unmistakable  issue  is  reached  between  the  aiyplicant  and  the  Examiner 
as  to  the  patentability  of  the  invention  claimed. 

On  Petition. 

COMBINED  QAOC  AND  CtrmNO-TOOC. 

Mr.  Victor  J.  Evans  for  the  applicant. 

Tennant,  Acting  Commissioner: 

This  is  a  petition  that  the  Examiner  be  directed  to  waive  the  final 
rejection  in  the  above-entitled  application. 

The  record  shows  that  in  the  first  action  the  Examiner  made  cer- 
tain criticisms  of  the  specification  and  rejected  the  claims  as  not 
being  supported  by  the  drawing  and  also  in  view  of  references.  The 
applicant  thereupon  amended  the  same  by  directing  the  substitution 
of  a  single  claim  and  corrections  of  the  matters  objected  to  by  the 
Examiner  in  the  specification.  The  Examiner  thereupon  rejected  the 
new  claim  as  being  misdescriptive  and  also  in  view  of  the  references 
of  record  and  said : 

Applicant  having  failed  to  so  amend  as  to  avoid  the  references,  and  not 
having  traversed  the  position  of  the  Bxamlner  by  argument,  this  rejection  is 
made  final. 
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Thereafter  applicant  requested  the  entry  of  a  further  amendment 
and  acoompanied  the  same  by  an  argument  pointing  out  the  alleged 
difference  between  the  applicant's  structure  as  set  forth  in  the  claims 
and  the  references  of  record.  This  amendment  was  refused  entry  in 
view  of  the  decision  in  ex  parte  Miller  (C.  D.,  1909,  23;  189  O.  G., 
730)  and  others  of  the  same  character. 

While  the  Examiner  was  correct  in  insisting  upon  compliance  with 
the  provisions  of  Rule  68,  it  does  not  appear  that  such  an  issue  had 
been  reached  as  to  the  patentability  of  the  invention  as  is  contem- 
plated by  the  decisions  cited.  Final  rejection  should  not  be  given 
upon  the  second  official  action  unless  an  unmistakable  issue  is  reached 
between  the  applicant  and  the  Examiner  as  to  the  patentability  of  the 
invention  claimed. 

The  petition  is  granted. 


Ex  PASTE  Shumate  Razor  Compant. 

Decided  September  16,  191ft, 
183  O.  G.,  606. 

TRADB-MaBKS— DBSCBIPmrB— "  TUNOSTEEL  "   FOB   RAZ0B8   AND   FOCKET-KNiyBS. 

The  mark  "  Tungsteel "  as  appUed  to  razors  and  pocket-knives  Held  not 
registrable,  since  it  would  clearly  indicate  that  the  plates  were  made  of 
tnngsten  steel. 

On  Appeai^ 

TBADB-MABK  FOB  BAZ0B8  AND  FOOKET-KNIVEa. 

Messrs.  Carr  <&  Carr  for  the  applicant 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade- Marks 
refusing  the  registration  of  the  word  "  Tungsteel ''  as  a  trade-mark 
for  razors  and  pocket-knives. 

Registration  is  refused  upon  the  ground  that  the  word  "Tung- 
steel ''  is  a  contraction  or  misspelling  of  the  words  "  tungsten  "  and 
"steel,"  which  as  applied  to  the  merchandise  above  specified  is  de- 
scriptive in  character. 

It  is  urged  that  the  word  "  Tungsteel "  is  an  arbitrary  word  and 
that— 

assuming,  however,  that  the  newly  coined  word  ''  Tungsteel "  suggests  a  com- 
bination of  the  words  **  tungsten  "  and  "  steel,"  the  fact  remains  that  the  word 
"  Tungsteel "  Is  newly  coined  and  is  arbitrary  in  its  application  to  razors  and 
pocket-knives,  and  the  Examiner  ftiils  to  point  out  that  tungsten  steel  has  been 
used  to  any  considerable  extent  or  is  desirable  for  use  in  the  manufacture  of 
razors  or  pocket-knives. 

W282*— 13 22 


Digitized  by 


Google 


296  DECISIONS  OF  THE  COMMISSIOKEB  OF  PATENTS. 

In  the  early  history  of  this  application  the  Examiner  referred  to 
the  Century  Dictionary  and  Cyclopedia^  in  which  it  is  stated  that — 

"tungsten  steel'*  Is  a  variety  of  special  steel,  now  largely  employed  in  the 
manufacture  of  the  harder  grades  of  crucible  steel.  ♦  •  •  Tungsten  steel  is 
exceedingly  hard  and  very  brittle;  it  is  used  chiefly  for  the  tools  of  lathes  and 
planers  for  heavy  work. 

It  is  contended  in  applicant's  brief  that  the  latter  quality  is  unde- 
sirable for  pocket-knives,  and  it  is  therefore  urged  that  the  rejection 
of  the  Examiner,  even  assuming  that  the  mark  is  suggestive  of  the 
character  of  the  goods,  is  erroneous.  This  contention  of  the  appli- 
cant is  not  believed  to  be  well  founded.  Tungsten  steel  is  well  known 
as  a  steel  having  particular  qualities,  and  the  use  of  the  contracted 
word  "Tungsteel"  would  clearly  indicate  that  the  blades  of  the 
knives  or  razors  were  made  of  tungsten  steel.  If  the  articles  were  so 
constructed,  the  term  would  be  descriptive  of  the  quality  or  character 
of  the  goods;  if  not,  it  would  be  deceptive,  and  in  either  event  pro- 
hibited registration. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Onderdonk  v.  Rontkb  v.  Moffatt. 

Decided  Septctnher  26,  1912. 

183  O.  G.,  507. 

Intebfebbnce — Motion  to  Dissolve — Transmission. 

Where  in  an  interference  involving  two  parties  no  motion  to  dissolve  was 
made  on  the  ground  that  the  issue  is  not  patentable,  Held  that  a  motion  to 
dissolve  on  this  ground  filed  after  the  addition  of  a  third  party  to  the 
interference  was  properly  refused  transmission. 

Appeal  on  Motion. 

FOLDEB  FOB  8EWIN0-MACHINE8. 

Messrs,  Sturtevant  <&  Mason  for  Onderdonk. 

Mr,  F.  W.  Ostrom  and  Mr.  Henry  Calver  for  Bontke. 

Messrs.  Sturtevant  ik  Mason  for  Moffatt. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  by  Rontke  from  a  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  a  motion  to  dissolve  by  him  in 
so  far  as  it  is  alleged  that  the  counts  of  the  interference  are  not  pat- 
entable in  view  of  the  prior  art. 

It  appears  that  count  1  of  this  interference  was  count  9  of  inter- 
ference No.  33,894,  involving  the  parties  Onderdonk  and  Rontke, 
and  that  counts  2  and  3  correspond  to  claims  which  were  presented  in 
that  interference  by  Onderdonk  under  the  provisions  of  Rule  109. 
In  view  of  the  fact  that  the  party  MoiTatt  could  make  these  claims 
this  interfei-ence  was  declared  to  involve  three  parties. 
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Within  the  period  allowed  by  the  rules,  after  the  approval  of  the 
preliminary  statements,  the  party  Rontke  moved  to  dissolve,  upon 
the  ground  that  the  claims  have  different  meanings  as  applied  to  the 
applications  of  Moffatt  and  llontke,  that  Moffatt  has  no  right  to 
make  the  claims,  and  that  the  claims  are  unpatentable  in  view  of  the 
prior  art.  The  Examiner  of  Interferences  transmitted  the  motion 
as  to  the  first  and  second  grounds,  but  refused  to  transmit  it  in  respect 
to  the  allegation  that  the  claims  are  not  patentable  in  view  of  the 
prior  art,  on  the  ground  that  Rontke  should  have  raised  this  question, 
if  at  all,  upon  a  motion  to  dissolve  in  the  earlier  interference  or  in 
connection  with  Onderdonk's  motion  to  add  claims  corresponding  to 
certain  of  these  counts  under  Rule  109. 

It  is  urged  in  behalf  of  Rontke  that  the  claims  as  read  upon  the 
Onderdonk  and  Rontke  structure  appear  to  be  patentable  over  the 
prior  art,  but  when  read  more  broadly  in  such  a  manner  as  to  include 
the  structure  of  Moffatt,  which  differs  widely  from  that  of  either  of 
the  other  parties,  that  he  should  be  entitled  to  urge  the  non-pateut- 
ability  of  the  issue  thus  construed.  This  contention  is  believed  to 
be  without  substantial  foundation. 

It  is  well  settled  that  the  issue  in  interference  is  to  be  considered 
as  broadly  as  the  terms  will  permit.  As  stated  in  the  case  of  Andrews 
y.  Nilson,  (C.  D.,  1906,  717;  123  O.  G.,  1667;  27  App.  D.  C,  461:) 

The  reasonable  presumption  Is  that  an  inventor  intends  to  protect  his  inven- 
tion broadly,  and  consequently  the  courts  have  often  said  that  the  scope  of  a 
claim  should  not  be  restricted  beyond  the  fair  and  ordinary  meaning  of  the 
words,  except  for  the  purpose  of  saving  it  from  invalidity. 

It  is  not  seen,  therefore,  that  the  inclusion  of  the  party  Moffatt  in 
this  interference  affords  any  sufficient  reason  for  the  transmission 
of  the  motion  to  dissolve,  A  further  reason  why  the  motion  should 
not  be  transmitted  is  that  in  support  of  the  non-patentability  ten 
patents  are  cited,  unaccompanied  by  any  sufficient  statement  of  the 
manner  in  which  the  references  are  to  be  applied  to  the  claims. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PARTE  Thompson. 

Decided  February  12,  1912. 

183  O.  G.,  781. 

1.  APPr.ICATION — PiSCLOSrRE. 

A  petition  Stating  that  the  attorneys  filed  an  informal  ai)plication  and 
then  asking  that  the  Examiner  instruct  them  In  what  way  to  make  it  formal 
denied,  since  it  is  obvious  that  the  invention  for  which  a  patent  is  sought 
must  l>e  disclosed  by  the  applicant  and  not  by  the  Examiner. 
2  Same — New  Matter — Question  of  Reviewable  by  Examiners-in-Chief. 

Whether  the  claims  in  an  application  as  amended  cover  new  matter  is  a 
question  reviewable  in  the  first  instance  by  the  Examiners-in-Chief. 
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On  Petition. 

FEED-COOKEB. 

Messrs.  Chandlee  <&  Chandlee  for  the  applicant 

MooRK,  Commissioner: 

This  is  a  petition  that  certain  instructions  be  given  to  the  Ex- 
aminer. 

On  December  31,  1910,  permission  to  amend  the  drawings  in  this 
case  was  finally  refused  and  the  claim  was  finally  rejected  on  the 
references  of  record  and  on  the  ground  that  ^  no  smoke  consumer  in 
addition  to  element  15 '-  was  either  shown  or  described  when  the  case 
was  filed.  On  July  13,  1911,  there  was  filed  a  petition  from  the 
action  of  the  Examiner  refusing  permission  to  amend  the  drawing. 
It  was  also  requested  that  the  Examiner  be  directed  to  consider  the 
application  on  its  merits.  The  petition  was  dismissed  on  the  ground 
that  it  raised  a  question  of  merits,  reviewable  in  the  first  instance 
by  the  Examiners-in-Chief  on  appeal,  and  with  respect  to  the  request 
that  the  Examiner  be  instructed  to  act  on  the  merits  it  was  pointed 
out  that  the  case  had  been  throughout  rejected. on  the  references. 
The  present  petition  states  that  the  attorneys  have  come  into  the 
Office  with  an  informal  application  and — 

tbey  ask  your  honor  to  direct  the  Examiner  to  instruct  them  In  what  way  to 
make  the  application  formal. 

The  petition  also  asks  whether  the  Examiner  should  have  required 
the  applicant  to  illustrate  in  some  conventional  way  the  element 
included  in  the  original  claim  or  to  eliminate  the  same  from  the 
application. 

It  should  have  been  obvious  to  the  attorneys  that,  as  pointed  out 
by  the  Examiner,  the  invention  for  which  a  patent  is  sought  must  be 
disclosed  by  the  applicant  for  patent  and  not  by  the  Examiner.  If 
the  application  does  not  disclose  the  invention  claimed,  it  does  not 
comply  with  the  statute,  and  any  attempt  to  amend  that  application 
so  as  to  put  therein  an  invention  not  originally  shown  and  described 
would  constitute  new  matter.  Whether  such  is  the  case  in  the  present 
application  is  a  question,  as  held  in  the  decision  on  the  prior  petition, 
reviewable  in  the  first  instance  by  the  Board  of  Examiners-in-Chief. 
No  irregularity  whatever  has  been  shown  in  the  actions  of  the 
Examiner. 

It  is  to  be  noted  that  no  action  responsive  to  the  final  rejection  of 
December  31, 1910,  has  been  taken  in  this  application  since  that  time. 
The  application  therefore  stands  abandoned* 

TJie  petition  is  denied. 
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Ex  PARTE   PaRTKIDGE, 

Decided  April  11,  1912. 

183  O.  G.,  781. 

Assign  VENTS — CJonflictinq — ^Disputes  Not  Settled  by  the  Officr. 

The  Patent  Office  will  not  undertake  to  settle  diq;)ute8  among  conflicting 
assignees,  bnt  will  leave  the  parties  to  their  remedy  iii  the  courts. 

Oj^  Petition. 

SMELTEB. 

Messrs.  Spear^  Middleton^  Donaldson  dk  Spear  for  the  applicant. 
Messrs.  Byrnes^   Townsend  <b  Brickenstein  for  The  Universal 
Smelting  and  Befining  Company. 

Moore,  Commissioner: 

This  is  a  petition  by  the  applicant,  Partridge,  through  his  attorneys 
of  record — 

•  ♦  ♦  that  the  final  f ee  •  •  •  be  not  accepted,  and  the  case  be  allowed 
to  become  forfeited  so  that  your  petitioner  may  renew  the  same  and  thus  have 
the  necessary  time  within  which  to  apply  for  his  foreign  patents. 

The  assignment  records  of  this  Office  show  the  following  two  con- 
flicting assignments  relating  to  this  application :  an  assignment  dated 
January  23,  1911,  recorded  February  23,  1911,  from  the  applicant. 
Partridge,  to  The  Universal  Smelting  and  Befining  Company,  also 
an  assignment  dated  November  3, 1910,  recorded  March  31, 1911,  from 
the  applicant.  Partridge,  to  The  Partridge  Smelting  and  Befining 
Company. 

The  petition  is  accompanied  by  an  affidavit  of  Partridge  in  which 
he  alleges  that  the  first  of  the  above-mentioned  assignments  is  a 
forgery.  As  against  this  affidavit  there  have  been  filed  on  behalf  of 
The  Universal  Smelting  and  Befining  Company  the  affidavits  of 
A.  W.  Hille  and  of  Mrs.  A.  L.  Briggs,  who  states  that  she  is  secre- 
tary of  The  Universal  Smelting  and  Befining  Company  and  that 
A.  W.  Hille  is  president  of  said  company,  both  of  whom  allege  that 
they  were  present  at  a  meeting  of  the  board  of  directors  of  The  Uni- 
versal Smelting  and  Befining  Company  on  the  30th  day  of  January, 
1911,  and  that  Allen  B.  Partridge  executed  and  delivered  said  assign- 
ment to  The  Universal  Smelting  and  Befining  Company  at  that  meet- 
ing, also  the  affidavit  of  George  M.  Jarecki,  the  notary  before  whom 
said  assignment  was  acknowledged,  who  states  that  in  his  presence,  on 
January  30,  1911.  Partridge  acknowledged  signing  and  delivering  an 
assignment  to  The  Universal  Smelting  and  Befining  Company  and 
that  at  the  request  of  Partridge  he  made  the  verification  or  acknowl- 
edgment and  that  the  signature  and  seal  to  the  same  are  his. 
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It  is  well  settled  that  this  OfSce  will  not  undertake  to  settle  disputes 
among  conflicting  assignees,  but  must  leave  this  to  the  courts.  It  is 
not  necessary  in  order  to  dispose  of  the  present  petition  to  determine 
the  rightful  owner  of  the  application  in  question. 

It  is  noted  that  while  Partridge  claims  that  the  assignment  to  The 
Universal  Smelting  and  Refining  Company  is  a  forgery  he  admits  the 
assignment  of  all  his  right,  title,  and  interest  in  the  invention  of  said 
application  to  The  Partridge  Smelting  and  Refining  Company.  He 
has  no  such  interest,  therefore,  as  entitles  him  to  be  heard  upon  the 
question  of  whether  the  payment  of  the  final  fee  was  authorized. 

No  protest  against  the  receipt  of  the  final  fee  and  the  issuance  of 
the  patent  has  been  made  by  The  Partridge  Smelting  and  Refining 
Company.  Under  these  circumstances  it  must  be  held  that  there  was 
no  error  in  receiving  and  applying  the  final  fee. 

Petitioner  states  as  a  further  reason  why  this  petition  should  be 
granted  that  he  desires  to  take  out  foreign  patents  and  tliat  it  is 
doubtful  if  he  will  have  time  to  file  such  applications  before  the  issu- 
ance of  a  patent  upon  the  application  in  question  if  the  fee  which  has 
been  paid,  as  stated  above,  is  applied.  The  showing  in  support  of 
this  ground  of  the  petition  is  altogether  too  indefinite  to  entitle  it  to 
consideration.  It  does  not  appear  what  effort  or  progress  has  been 
made  concerning  said  foreign  applications,  nor  whether,  as  a  matter 
of  fact,  it  would  not  be  possible  to  file  said  applications  in  time  if 
the  patent  is  allowed  to  issue  in  due  course  upon  the  present  applica- 
tion. Said  patent  in  due  course  will  issue  under  date  of  May  7, 1912, 
which  will  give  petitioner  over  three  weeks  in  which  to  perfect  the 
filing  of  his  foreign  applications. 

The  petition  is  denied^  and  the  issue  of  the  patent  wiU  not  be 
withheld. 


De  Ferranti  v.  Lindmark. 

Decided  April  6,  1912. 
183  O.  G.,  782. 

IirXERFERENCE — ^PBIOBITT. 

Evidence  considered  and  Held  to  estabUsh  that  LIndmark  introduced  the 
invention  into  this  country  prior  to  the  earliest  date  claimed  by  de  Fer- 
ranti and  was  rensonnbly  diligent  in  filing  hla  application  and  that  priority 
was  therefore  properly  awarded  him. 

Appeal  from  Examiners-in-Chief. 

8TEAM-TX7BBINB. 

Messrs.  Spear^  Middleton^  Donaldson  dk  Spear  for  de  Ferranti, 
Messrs.  Harding  cfe  Harding  for  Lindmark.    (Mr.  George  J.  Hard- 
ing and  Mr.  Frank  S.  Busser  of  counsel.) 
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B1LLINQ8,  First  Assistant  Commissioner: 

This  is  an  appeal  by  de  Ferranti  from  a  decision  of  the  Examiners- 
in-Chief  affirming  the  decision  of  the  Examiner  of  Interferences 
awarding  to  Lindmark  priority  of  the  invention  of  the  following 
issue: 

1.  In  combination  with  a  plurality  of  elastic-fluid  motors  wherein  said  fluid 
undergoes  progressive  expansions,  means  for  maintaining  uniform  the  tempera- 
tare  of  said  fluid  at  the  inlets  of  the  several  motors. 

2.  The  combination  of  a  plurality  of  elastic-fluid  turbine-wheels,  a  shaft 
supporting  the  same,  a  casing,  partitions  in  said  casing  forming  successive 
chambers,  conduits  exterior  tu  said  casing  and  connecting  said  chambers  in 
series,  and  means  for  heating  said  conduits. 

3.  The  combination  of  a  plurality  of  elastic-fluid  turbine-wheels,  a  shaft 
supporting  the  same,  a  casing,  partitions  in  said  casing  forming  successive 
wheel-chambers,  conduits  exterior  to  said  casing  and  connecting  said  chambers 
in  series,  and  a  duct  for  conveying  heated  gas;  the  said  connecting-conduits  ex- 
tending Into  said  duct 

De  Ferranti  is  involved  in  this  interference  upon  an  application 
filed  March  9,  1905,  as  a  division  of  a  prior  application  filed  October 
31, 1903.  He  rests  his  case  upon  a  British  application  filed  November 
11,  1902.  His  claim  to  the  benefit  of  this  application  is  based  upon  a 
certified  copy  of  said  application  and  a  stipulation  that  he  is  the 
applicant  named  in  the  said  British  application. 

Lindmark  has  a  patent  granted  November  1,  1904,  upon  an  appli- 
cation filed  January  16,  1903.  He  took  testimony  for  the  purpose  of 
establishing  an  introduction  of  the  invention  into  this  country  on 
October  15,  1902. 

The  lower  tribunals  agreed  in  holding  that  Lindmark  introduced 
the  invention  of  the  issue  into  the  United  States  on  October  15,  1902, 
when  his  exhibits  "  1902  Description  "  and  "  1902  Blue  Print "  were 
received  in  New  York. 

De  Ferranti  does  not  dispute  that  the  evidence  shows  that  these 
exhibits  were  received  in  New  York  on  October  15,  1902 ;  but  he  con- 
tends that  these  exhibits  do  not  disclose — 

means  for  maintaining  uniform  the  temperature  of  said  fluid  at  the  inlets  of 
the  several  motors, 

as  called  for  in  count  1,  and  he  has  taken  the  testimony  of  the  expert 
Ayres  in  support  of  his  contention.  It  is  pointed  out  that  Lind- 
jnark's  exhibit  "  1902  Blue  Print "  shows  five  heat-absorbing  flanges 
on  the  conduit  12,  six  flanges  upon  the  conduit  11,  and  seven  flanges 
upon  the  conduit  10,  whereas  his  patent  involved  in  the  interference 
shows  a  uniform  number  (six)  upon  each  conduit.  It  is  argued  that 
this  difference  is  material  and  that  if  the  blue-print  shows  the  inven- 
tion the  patent  does  not  and,  vice  versa,  that  if  the  patent  discloses 
the  invention  it  is  not  found  in  the  blue-print.  Neither  the  Lind- 
mark exhibit  "  1902  Description  "  nor  the  specification  of  the  Lind- 
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mark  patent  states  the  number  of  heat-absorbing  flanges  that  are  to 
be  located  on  the  respective  conduits.  Moreover,  these  flanges  do  not 
constitute  the  only — 

means  for  maintaining  uniform  the  temperature  of  tbe  fluid  at  the  inlet  ot 
the  several  motors, 

for  both  the  exhibits  and  the  patent  disclose  the  conduits  increasing 
in  size  in  the  direction  of  flow  of  the  steam,  while  the. flow  of  hot 
gases  in  the  duct  E  for  heating  the  conduits  is  in  the  opposite  direc- 
tion. It  is  believed  to  be  no  more  necessary  that  the  exact  size  or 
number  of  the  flanges  on  the  conduits  should  be  stated  than  that 
the  relative  increase  in  size  of  the  respective  conduits  should  be 
stated.  Obviously  these  factors  will  be  varied  as  required,  and  by 
properly  proportioning  them  in  a  manner  well  known  to  those 
skilled  in  the  art  it  is  believed  that  they  constitute  a  means  ade- 
quately fulfilling  the  requirements  of  the  claim. 

Concerning  counts  2  and  3,  de  Ferranti  contends  that  the  subject- 
matter  is  not  patentable.  Inasmuch  as  Lindmark  has  a  patent  and 
the  only  question  involved  in  the  present  proceeding  is  the  right 
of  de  Ferranti  to  a  patent,  the  interference  would  have  been  dis- 
solved in  its  initial  stages  without  expressing  any  opinion  upon  the 
merits  of  this  question,  in  accordance  with  the  practice  set  forth  in 
Lipe  V.  MUler,  (C!  D.,  1904,  114;  109  O.  G.,  1608,)  Robins,  jr.,  v. 
Titus  and  Titus,  (C.  D.,  1904,  154;  110  O.  G.,  310,)  and  Gri^th  v. 
Dodgson,  (C.  D.,  1905,  200;  116  O.  G.,  1731,)  had  this  contention 
been  made  in  a  motion  for  dissolution  of  the  interference.  At  this 
stage  of  the  proceeding,  however,  it  is  deemed  best  to  terminate 
the  proceeding  by  an  award  of  priority.  In  Johnson  v.  Mueser 
(C.  D.,  1909,  437;  145  O.  G.,  764;  29  App.  D.  C,  61)  the  Court  of 
Appeals  of  the  District  of  Columbia  held  that  the  question  of  the 
patentability  of  the  issue  is  not  a  jurisdictional  one  which  must  be 
considered  by  each  of  the  tribunals  called  upon  to  pass  on  the  ques- 
tion of  priority  of  invention  in  an  interference  proceeding.  It  is 
well  settled  that  the  patentability  of  the  issue  will  be  considered  on 
final  hearing  only  under  the  supervisory  authority  of  the  Commis- 
sioner and  in  a  clear  case.  (Dixon  and  Marsh  v.  Graves  et  al., 
a  D.,  1907, 101;  127  O.  G.,  1993;  Sobey  v.  Hohclaw,  C.  D.,  1907,  465; 
126  O.  G.,  3041;  28  App.  D.  C,  65;  Potter  v.  Mcintosh,  C.  D.,  1907, 
505;  127  O.  G.,  1995;  28  App.  D.  C,  510;  Ruber  v.  Aiken,  C.  D., 
1899,  166;  88  O.  G.,  1525.)    Such  a  case  is  not  presented  here. 

Having  found  that  Lindmark's  exhibits  "  1902  Description  "  and 
"1002  Blue  Print"  were  received  in  this  country  on  October  15, 
1902,  and  disclose  the  invention  of  the  issue,  it  follows  that  Lind- 
mark is  entitled  to  this  date  as  his  date  of  conception  of  the  inven- 
tion. {De  Kando  v.  Armstrong,  C.  D.,  1911,  413;  169  O.  G.,  1185; 
37  App.  D.  C,  314.)     Since  said  date  is  prior  to  the  earliest  datp — 
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November  11,  1902— claimed  by  de  Ferranti,  Lindmark  is  entitled 
to  the  award  of  priority,  provided  he  exercised  due  diligence  in 
filing  his  application  from  a  date  prior  to  November  11,  1902,  to 
the  date — January  16,  1903 — when  the  application  was  actually  filed 
in  the  Patent  Office.  Although  de  Ferranti  has  not  contended  on 
this  appeal  that  Lindmark  did  not  exercise  proper  diligence  in 
filing  his  application,  the  evidence  upon  this  point  has  been  exam- 
ined, and  I  agree  with  the  holding  below  that  due  diligence  was 
exercised  in  filing  the  Lindmark  application,  especially  in  view  of 
the  fact  that  it  was  necessary  to  send  the  application  papers  abroad 
to  be  executed. 

Priority  of  invention  was  properly  awarded  in  favor  of  Lindmark^ 
and  the  decision  of  the  Examiners-in-Chief  is  accordingly  affirmed. 


Ex  PARTE  Goodrich  Drug  Co, 

Decided  May  28,  1912. 

183  O.  G.,  783. 

1.  Tia]>e-Mabkb — Goods   of   ths    Same    Descriptive    Pbopebtibs — ^^Laundbt 

Soap,"  **  Soap,"  and  "  Saponified  Shampoo  Pbepabations." 
Soap  and  saponified  shampoo  preparations  Held  to  constitute  goods  of 
the  tenme  descriptive  properties  as  laundry  soap. 

2.  Same — Similarity — "  Velvet  "  and  "  Velvetina." 

■  The  marks  "Velvet"  and  "Velvetlna"  Held  to  be  so  similar  that  their 
use  upon  goods  of  the  same  descriptive  properties  v^ould  be  likely  to  cause 
confusion  in  the  mind  of  the  public  and  deceive  purchosers. 

On  Appeal. 

TRADE-MARK   FOR  SOAP  AND   SAPONIFIED   SHAMPOO  PREPARATIONS. 

Mr.  Charles  E.  Foster  and  Mr,  Delbert  H.  Decker  for  the  applicant. 

BiLLiKGS,  First  Assistant  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
in  refusing  to  register  the  word  "Velvetina"  as  a  trade-mark  for 
soap  and  saponified  shampoo  preparations. 

Registration  was  refused  in  view  of  the  following:  Uriah  G.  Beck, 
January  14,  1896,  No.  27,641 ;  William  J.  Anderson,  April  11,  1899, 
No.  82,705;  The  Procter  A  Gamble  Company,  September  15,  1909, 
No.  70,580;  The  Procter  A  Gamble  Company,  September  29,  1908, 
No.  70,767. 

The  registrations  of  Beck  and  Anderson  were  subsequently  with- 
drawn as  references ;  but  in  his  statement  in  answer  to  the  appeal  the 
Examiner  says  that  the  Beck  mark  was  inadvertently  withdrawn 
and  is  regarded  as  a  valid  reference.  This  holding  appears  to  have 
been  made  through  a  misapprehension.    In  the  paper  filed  June  8, 
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1911,  applicant  stated  that  the  trade-mark  ^^  Yelvetine,'^  shown  in 
the  Beck  registration,  No.  27,641,  was  the  property  of  the  applicant 
and  that  an  assignment  from  the  registrant  to  the  applicant  is  on 
record  in  this  Office.  The  assignment  records  show  that  this  state- 
ment is  correct,  and  the  action  of  the  Examiner  withdrawing  this 
registration  as  a  reference  was  right. 

The  two  remaining  registrations  of  the  Procter  &  Gamble  Cchq- 
pany  show  the  word  "  Velvet "  in  connection  with  other  matter,  the 
word  ''Velvet,"  however,  being  the  prominent  feature.  The  goods 
are  stated  to  be  soap  for  laundry  use.  All  soaps  constitute  goods 
of  the  same  descriptive  properties.  It  is  a  well-known  fact  that  many 
soaps  are  used  both  as  laundry  and  toilet  soaps.  It  is  believed  that 
the  word  "  Velvetina "  so  nearly  resembles  the  word  "  Velvet "  as 
to  fall  within  the  prohibition  of  the  Trade-Mark  Act  against  regis- 
tration of  a  mark  so  nearly  resembling  a  prior  registered  mark  that 
it  would  be  likely  to  cause  confusion  in  the  mind  of  the  public  and 
deceive  purchasers. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Ex  PARTE  The  Utrecht  Export  Cy.  Griendt  Brothers,  Ltd. 

Decided  September  17,  1912. 
183  O.  G.,  784. 

1.  Tbade-Mabks— Goods  of  the  Same  Descriptive  Peopebties — ^"Butter*'  and 

"Abtipicial  Butter." 
Butter  and  artificial  butter  or  "  oleomargarin "  Held  goods  of  the  same 
descriptive  properties  within  the  meaning  of  the  trade-mark  lav^. 

2.  Same — Similarity. 

A  mark  consisting  of  the  representation  of  a  horse  grazing  Held  properly 
refused  registration  in  view  of  a  registered  mark  consisting  of  the  word 
'*  Pony  "  and  the  representation  of  the  head  of  a  pony  or  horse  applied  to 
goods  of  the  same  descriptive  properties. 

On  Appeal. 

TRADE-MARK  FOB  ARTIFICIAL  BUTTER. 

Messrs.  Gravenhorst  <&  Co.  and  Messrs.  Goepel  <&  Ooepel  for  the 
applicant. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade- 
Marks  refusing  registration  of  a  trade-mark  comprising  the  repre- 
sentation of  a  horse  grazing,  as  applied  to  artificial  butter.  Regis- 
tration is  refused  in  view  of  the  registered  trade-mark  to  Borden's 
Condensed  Milk  Company,  No.  35,600,  December  18,  1900,  which 
consists  of  the  word  "  Pony,"  accompanied  by  the  representation  of 
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the  head  of  a  pony  or  horse,  for  "  milk,  condensed  milk,  cream, 
evaporated  cream,  butter,  and  cheese." 

It  is  contended  in  behalf  of  appellant  that  butter  and  artificial 
butter  or  "  oleomargarin  "  or  "  margarin  "  are  not  goods  of  the  same 
descriptive  properties  and,  further,  that  there  is  no  such  similarity 
between  the  marks  as  would  be  likely  to  cause  confusion  in  the  mind 
of  the  public. 

As  to  the  contention  that  butter  and  artificial  butter  or  "  oleo- 
margarin "  or  "  margarin  "  are  goods  of  different  descriptive  prop- 
erties it  is  sufficient  to  say  that  this  question  has  been  discussed  in 
the  decision  of  Joh7\  F.  Jelke  Co.  v.  Emil  Fleischl  <&  Son^  {ante^  63; 
176  O.  G.,  274,)  and  no  reason  is  found  for  departing  from  the 
ruling  therein  that  butter  and  oleomargarin  must  be  considered  of 
the  same  descriptive  properties  so  far  as  the  registration  of  trade- 
marks is  concerned. 

While  the  appearance  of  the  trade-mark  of  the  appellant  and 
that  of  the  registrant  is  different,  it  is  believed  that  they  have  the 
same  general  significance  and  that  the  "  Pony  Brand  "  would  aptly 
describe  the  appellant's  mark,  since  the  representation  of  a  pony  or 
horse  is  the  most  prominent  feature  of  the  mark.  Where,  as  in  the 
present  case,  the  trade-mark  has  been  for  many  years  registered  for 
a  staple  commodity,  as  butter,  it  is  believed  that  care  should  be 
taken  to  prevent  the  registration  of  a  mark  for  a  similar  but  artificial 
commodity  which  would  in  any  way  be  likely  to  be  mistaken  for  the 
registrant's  mark,  in  order  that  the  public  may  not  be  deceived  into 
purchasing  the  artificial  merchandise  for  the  real  product,  as  well  as 
to  avoid  any  possibility  of  the  registrant  being  damaged  by  the 
substitution  of  an  artificial  product  for  that  upon  which  he  uses 
his  mark. 

/  am  clearly  of  the  opinion  that  the  action  of  the  Examiner  of 
Trade-Marks  refusing  registration  of  appeUanfs  mark  is  right^  and 
it  is  accordingly  afp/nned. 


TOMLTXSON  ?♦.  KlELT. 

Decided  October  4,  1912. 

183  O.  G..  784. 

iNTEBFEBBlfCE — ^DISSOLUTION — CONSENT  OF  PaBTIES  NOT  CONCLUSIVE. 

Where  both  of  the  parties  to  an  interference  are  applicants,  Held  that 
the  fact  that  each  of  them  moved  to  dissolve  the  interference  on  the  ground 
that  the  issue  is  not  patentable  does  not  warrant  the  dissolution  of  the 
same  if  the  Examiner  is  of  the  opinion  that  the  issue  is  patentable. 

On  Petition. 
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TIME-BECOBDEB. 

Metsara,  Parsons^  Hall  <&  Bodell  for  Tomlinson. 
Messrs,  Kerr^  Page^  Cooper  <&  Eayward  for  Kiely. 

Tennant,  Assistant  Commissioner: 

This  is  a  petition  by  Tomlinson  that  the  Primary  Examiner  be 
instructed  to  dissolve  the  interference  as  to  counts  1,  2,  3,  and  6. 

The  record  discloses  the  following  state  of  facts : 

The  interference  was  declared  November  13,  1911.  On  December 
27,  1911,  Kiely  moved  to  dissolve  the  interference  as  to  count  5  on 
the  ground  that  he  has  no  right  to  make  the  claim  and  as  to  counts 
1,  2,  3,  and  4  on  the  ground  that  said  counts  are  unpatentable  over 
the  British  patent  to  Boult,  No.  15,592  of  1908.  On  December  30^ 
1911,  Tomlinson  moved  to  dissolve  the  interference  as  to  count  5 
upon  the  ground  that  Kiely  has  no  right  to  make  the  same  and  as 
to  counts  1,  2,  3,  4,  and  6  upon  the  ground  that  they  are  not  pat- 
entable oyer  the  British  patent  mentioned  above  and  also  over  various 
other  patents  cited.  These  motions  were  transmitted  to  the  Primary 
Examiner,  who  in  a  decision  rendered  May  10,  1912,  dissolved  the 
interference  as  to  counts  4  and  5,  but  held  that  counts  1,  2,  3,  and  6 
are  patentable  and  denied  the  motion  as  to  those  counts. 

It  further  appears  from  the  decision  of  the  Primary  Examiner 
that  Tomlinson  at  the  hearing  before  him  urged  that — 

in  view  of  the  fact  that  both  parties  were  contending  that  counts  1  to  4  and  6 
were  not  patentable  to  them,  the  Examiner  need  not  consider  the  merits  of 
these  counts  but  should  dissolve  the  interference. 

This  contention  was  denied  by  the  Primary  Examiner,  who  held 
that— 

the  question  must  be  settled  on  its  merits  and  not  on  such  ground  as  that  urged 
by  Tomlinson,  to  wit,  that  both  |)arties  to  the  interference  considered  them 
unpatentable. 

It  is  urged  by  petitioner  in  his  brief  filed  at  the  hearing  before  me 
that— 

*  *  *  in  view  of  the  fact  that  boUi  parties  moved  to  dissolve  and  that,  at 
the  hearing  neither  recanted  but  both  contended  that  claims  1  to  4  and  claim  C 
are  not  patentable,  that  It  was  not  incumbent  upon  the  Primary  Ebcaminer  to 
loolk  into  the  patentability  of  the  claims  in  question,  but,  on  the  contrary,  he 
should  dissolve  the  interference  as  to  such  claims,  and  reject  the  same  in  the 
applications  of  the  resi>ective  parties  on  the  doctrine  of  estoppel. 

In  support  of  his  petition  Tomlinson  calls  attention  to  the  practice 
announced  in  the  decisions  of  Lipe  v.  Miller^  (C.  D.,  1904,  114;  109 
O.  G.,  1608,)  Robins,  jr.,  v,  Titus  and  Titus,  (C.  D.,  1904,  267;  111 
(  .  (t.,  584,)  and  others,  to  the  effect  that  in  an  interference  between 
an  applicant  and  a  patentee  the  interference  will  be  dissolved  where  a 
motion  is  brought  by  the  applicant  alleging  the  non-patentability  of 
the  issue,  without  considering  the  merits  of  the  motion. 
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In  those  cases  it  was  held  that  sinoe  the  only  qu&tion  before  the 
Office  was  the  right  of  an  applicant  to  a  patent  and  as  his  motion 
alleging  non-patentability  was  an  admission  that  he  was  not  entitled 
to  a  patent  he  should  not  be  permitted  to  cast  a  cloud  upon  the' 
patent  of  his  opponent  and  that  it  was  a  waste  of  time  for  the  Office 
to  consider  the  merits  of  the  motion.  Said  principle  is  set  forth  in 
the  Commissioner's  decision  in  Yamall  v.  Pope^  (C.  D.,  1905,  140; 
116  O.  G.,  2136,)  as  follows: 

Tbe  applicant  who  is  the  only  one  before  the  Office  seeking  a  patent  is  not 
entitled  to  more  to  dissolve  on  the  ground  that  his  own  invention  is  unpatent- 
able, since  the  only  purpose  of  such  motion  is  to  cast  a  cloud  upon  his  opponent's 
patent.  Where  the  applicant  admits  that  he  is  not  entitled  to  a  patent,  this 
Office  will  not  waste  time  in  considering  the  question  of  patentability,  but  will 
accept  the  applicant's  admission,  dissolve  the  interference,  and  reject  his  claims. 
It  is  not  necessary  for  the  Office  to  consider  the  question  of  patentability  in 
order  to  dispose  of  the  interference,  and  it  will  not  do  it  for  the  sole  purpose 
«f  discrediting  the  patent  which  has  been  granted. 

The  principle  therein  announced  does  not  apply  to  the  present  case, 
where  both  parties  are  applicants.  Here  there  is  no  question  of  cast- 
ing a  cloud  upon  a  patent.  Moreover,  in  the  present  case  there  is  no 
question  of  saving  the  time  of  the  Office  in  passing  upon  the  motion, 
since  the  Primary  Examiner  has  already  rendered  a  decision  holding 
counts  1,  2,  3,  and  6  to  be  patentable. 

Nor  is  the  case  similar  to  that  of  Oliver  v.  Felhel^  (C.  D.,  1902,  565; 
100  O.  G.,  2384;  20  App.  D.  C,  255,)  decided  by  the  Court  of  Appeals 
of  the  District  of  Columbia,  also  relied  upon  by  petitioner.  There 
the  court  held  the  question  of  priority  of  invention  to  be  a  moot  one 
in  view  of  the  fact  that  the  Commissioner  in  his  decision  held  tlio 
question  of  patentability  in  abeyance,  to  be  reconsidered  by  the 
Primary  Examiner  upon  the  return  of  the  case  to  him.  In  that  case 
the  court  found  that  appellent  stated  in  his  testimony  that  he  did  not 
claim  to  be  the  inventor  of  the  subject-matter  of  the  issue  of  the  inter- 
ference and  that  this  was — 

a  positive  declaration  under  oath  that  he  never  was  the  inventor  of  the  matter 
in  isHue. 

The  court  expressed  its  opinion  that  this  should  settle  the  contro- 
versy. That  case,  however,  is  not  similar  to  the  present  one,  where 
the  parties  merely  assert  in  their  motions,  but  not  under  oath,  that  the 
issue  is  unpatentable. 

Petitioner  may  be  satisfied  in  the  present  case  with  a  dissolution 
of  the  interference  upon  a  holding  whereby  neither  party  receives  a 
patent  for  the  invention  of  the  issue.  Should  a  third  party,  however, 
file  an  application  claiming  the  invention  'here  in  issue,  he  would 
apparently  be  entitled  to  a  patent  under  the  Examiner's  holding  that 
the  invention  of  the  issue  is  patentable.  Would  the  action  petitioner 
has  taken  in  the  present  interference,  in  case  it  was  dissolved,  estop 
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him  from  contesting  priority  of  invention  with  such  third  party  f 
Clearly  petitioner's  action  in  order  to  warrant  dis5?olution  of  the 
present  interference  should  be  of  such  a  nature  as  to  preclude  him 
from  contesting  priority  with  any  future  applicant. 

If  the  parties  to  the  present  interference  do  not  wish  to  contest  the 
question  of  priority,  they  have  a  remedy  by  simultaneously  filing  an 
abandonment  of  the  invention  of  the  counts  of  the  issue.  In  the  case 
of  Krakau  v.  Harding,  (C.  D.,  1903,  484;  107  O.  G.,  1662,)  where 
such  a  course  was  followed,  it  was  held  that  the  proper  action  was  a 
dissolution  of  the  interference. 

The  petition  is  denied. 


Ex   PARTE   HaMBT. 

Decided  March  9,  J91B. 

183  O.  G.,  1031. 

1.  Application — Prosecution — Fin^l  Rfjection. 

Where,  in  response  to  an  action  holding  certain  affidavits  filed  under  Rule 
75  insulficient  and  rejecting  the  claims  npon  a  reference  cited  for  the  first 
time,  applicant  filed  an  argument  against  the  holding  that  the  affidavit  was 
insufficient  and  stated  that  the  action  was  not  int^ided  to  be  a  response  to 
the  rejection  on  the  reference,  but  that  he  wished  to  know  whether  it  would 
be  necessary  to  overcome  both  references  cited,  Held  that  the  Examiner 
should  not  have  finally  rejected  the  claims. 

2.  Same — Same. 

Where,  in  response  to  an  action  holding  certain  affidavits  insufficient  to 
overcome  a  reference  cited  and  rejecting  the  claims  on  a  new  reference, 
applicant  filed  an  argument  that  the  affidavit  was  sufficient  and  requested 
further  information  whether  it  was  necessary  for  him  to  overcome  one  or 
both  references,  Held  that  the  Examiner  should  have  informed  the  applicant 
that  this  was  an  incomplete  response  to  the  prior  rejection  or  should  have 
complied  with  the  request  for  reconsideration  of  the  holding  that  the 
afiidavits  were  insufficient  and  reminded  the  applicant  that  his  year  for 
action  ran  from  the  date  of  the  preceding  Office  letter. 

On  Petition, 

SLIDE-RULE. 

Messi's.  G.  A.  Snow  rf*  Co.  for  the  applicant. 

Moore,  Commissioner: 

This  is  a  petition  that  the  Examiner  in  charge  of  this  application 
be  advised  that  the  final  rejection  entered  on  February  8,  1911,  was 
premature  and  that  he  was  in  error  in  holding  that  a  certain  affidavit 
filed  under  the  provisions  of  Rule  75  is  insufficient  to  antedate  the 
references  cited. 
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On  December  8,  1910,  the  Examiner  repeated  a  rejection  upon  a 
reference  which  applicant  had  attempted  to  overcome  by  an  affidavit 
under  Rule  76,  holding  that  the  affidavit  was  insufficient,  and  further 
rejected  the  claims  upon  a  patent  to  Specknian,  cited  for  the  first 
time.  On  January  30,  1911,  applicant  filed  an  argument  against  the 
holding  that  the  affidavit  was  insufficient  and  closed  with  this  state- 
ment: 

This  action  is  not  Intended  to  be  a  reetpouse  to  that  portion  of  the  Examiner's 
letter  in  which  the  claims  are  rejected  on  the  references  as  appUcant  desires 
to  have  a  definite  and  final  underFtaiidlng  ns  to  whether,  in  view  of  applicant's 
showing,  it  will  be  necessary  for  him  to  overcome  one  or  both  of  the  references 
heretofore  cited. 

The  only  proper  reply  to  such  a  communication  from  the  applicant 
would  have  been  either  a  statement  from  the  Examiner  that  it  was  an 
incomplete  response  to  the  preceding  Office  rejection  of  December  8, 
1910,  and  that  no  action  on  the  case  would  be  given  until  it  had  been 
made  complete  or  a  letter  complying  with  the  request  for  reconsidera- 
tion of  his  holding  as  to  the  insufficiency  of  the  affidavits  and  remind- 
ing the  applicant  that  his  year  for  action  ran  from  the  date  of  the 
preceding  Office  letter. 

Instead  of  taking  either  of  such  actions,  however,  the  Examiner 
entered  a  final  rejection  on  each  of  the  patents  of  record.  This  was 
done  on  February  8,  1911,  and  on  January  19,  1912,  applicant  at- 
tempted to  amend  the  case  by  substituting  new  claims  accompanied 
by  an  argument.  This  amendment  was  refused  admission,  whereupon 
the  present  petition  was  taken. 

It  is  clear  that  the  final  rejection  was  premature. 

The  sufficiency  of  the  affidavit  to  overcome  the  reference  is  a  matter 
of  merits  which  will  be  reviewed  by  the  Examiners- in-Chief  on  appeal 
and  not  upon  a  petition  of  this  nature. 

The  petition  is  granted  to  the  extent  indicated. 


Ex   PARTE   TaYIX)R. 

Decided  May  27,  1912. 

183  O.  G.;  1031. 

Reissue — New  Matteb. 

Certain  matter  Inserted  in  the  specification  of  a  reissue  application  Held 
to  constitute  new  matter  and  its  cancelation  properly  required. 

On  Petition. 

AUTOMATIC  SPBINKLEB. 

Mr.  WUmarth  H.  Thurston  for  the  applicant* 
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Moore,  Com/missioner: 
This  is  a  petition  that — 

the  Examiner  In  charge  of  such  application  be  advised  that  such  requlrem^iit 
with  respect  to  the  cancelation  of  the  matter  inserted  in  the  reissue  specifica- 
tion be  not  insisted  upon,  and  that  the  Examiner  be  directed  to  permit  such 
matter  to  be  retained  in  the  specification,  to  the  end  that  the  ai^lication  which 
Is  otherwise  ready  for  allowance  may  be  allowed  and  the  patent  issued  with 
such  matter  contained  therein. 

This  is  an  application  for  the  reissue  of  applicant's  Patent  No. 
842,725  for  automatic  sprinklers,  issued  January  29,  1907.  The 
Primary  Examiner  allowed  the  claims,  but  required  the  cancelation 
of  certain  matter  in  the  specification  upon  the  ground  that  it  is  new 
matter  and  describes  a  different  invention  from  that  originally  dis- 
closed. 

The  invention  is  for  an  automatic  sprinkler  of  the  type  in  which 
the  sprinkler  is  held  closed  by  a  frangible  vessel  and  is  released  by 
the  expansive  or  explosive  force  of  the  contents  of  the  vessel  induced 
by  the  action  of  heat. 

The  Examiner  takes  the  position  that  new  matter  has  been  added 
in  the  specification  of  the  reissue  application  describing  a  different 
specific  form  or  alternative  device  from  that  disclosed  in  the  patent. 
The  applicant  contends  that  the  additional  matter  in  the  specification 
merely  sets  forth  another  theory  as  to  the  cause  of  the  explosion  that 
takes  place  in  certain  cases  before  the  contents  of  the  vessel  have 
reached  the  boiling-point.  The  specification  of  the  patent  states 
that  applicant  has  discovered — 

that  what  is  essential  *  *  *  is  that  the  material  to  be  employed  as  the 
contents  of  the  frangible  ressel  or  support  shall  be  such  as  will  boil  or  become 
gaseous  at  or  about  the  temperature  at  which  it  is  desired  the  sprinkler  shall 
open,  and  so  that  when  the  contents  of  the  vessel  has  by  the  rise  of  the  tem- 
perature to  the  predetermined  point  expanded  sufficiently  to  fracture  or  rupture 
the  vessel,  such  contents  will  when  thus  released  from  the  restraint  of  the 
containing  vessel  and  exposed  to  the  atmosphere  instantaneously  become 
gaseous,  thereby  creating  a  sudden  and  violent  explosion,  which  will  serve  to 
completely  shatter  the  vessel,  and  thereby  insure  the  complete  release  of  the 
valve  nnd  the  opening  of  the  sprinkler. 

The  specification  of  the  patent  describes  the  method  of  preparing 
the  frangible  vessel  as  follows,  (p.  2,  lines  1-9:) 

A  convenient  way  to  prepare  the  frangible  vessel  and  its  contents  to  secure 
this  result  is  to  subject  the  vessel  with  the  material  or  mixture  up  to  approxl- 
inately  its  boiling  or  vaporizing  point,  taking  care  that  the  vessel  shall  be  com- 
pletely filled  with  the  material  or  mixture  at  this  temperature  and  then  tightly 
close  the  vessel,  preferably  by  hermetically  sealing  the  same. 

Claims  2,  5,  and  7  of  the  patent  specify — 

a  frangible  vessel  containing  a  non-gaseous  material  or  mixture.  - 
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In  the  oath  to  his  reissue  application  appellant  states  that — 

the  implication  in  the  specification  that  the  frangible  vessel  is  to  be  or  may  be 
sealed  at  the  high  temperature  to  which  said  vessel  and  its  liquid  contents  are 
heated  prior  to  the  sealing  of  the  same, 

is  an  error;  also,  that  the  statement  or  implication  that  the  ex- 
plosion— 

is  In  all  cases  due  to  the  contents  of  the  vessel  becoming  gaseous  *  *  *  in- 
stead of  in  some  cases  being  due  to  the  escape  of  a  gas  already  present  in  the 
vessel  and  held  in  solution  in  the  liquid  contents  at  the  time  fracture  takes 
place, 

is  an  error. 

Not  only  is  no  reference  made  in  the  specification  of  the  patent 
to  the  absorption  or  solution  of  a  gas  in  the  liquid  contents  of  the 
vessel,  but,  as  stated  above,  such  a  condition  is  interdicted  by  claims 
2,  5,  and  7.  Instead  of  setting  forth  merely  a  new  theory  as  to  what 
possibly  takes  place  in  the  explosion  of  vessels  constructed  as  de- 
scribed in  the  specification  of  the  patent,  the  new  matter  added  in 
the  reissue  application  apparently  describes  an  intended  variation 
in  the  structure  and  the  production  of  an  alternative  form  in  which 
the  vessel  will  contain  a  certain  amount  of  gas. 

The  additional  matter  presented  in  the  specification  of  the  present 
application  states,  (p.  4,  lines  26-33:) 

When,  however,  the  frangible  vessel  is  made  to  contain  a  certain  quantity  of 
soluble  gas  it  is  not  necessary  that  the  contents  of  the  vessel  shall  be  a  material 
or  mixture  which  will  boil  or  vaporisse  at  approximately  the  temperature  at 
which  it  is  desired  the  sprinkler  shall  open,  because  in  such  case  the  explosion 
is  produced,  not  by  the  contents  of  the  vessel  becoming  gaseous,  but  by  the 
sudden  escape  of  the  dissolved  gas,  when  the  pressure  is  released. 

The  variation  in  the  manner  of  preparing  the  vessel  is  found  also 
in  the  following  new  statement,  (p.  5,  lines  28-88:) 

Ordinarily  it  will  be  delrable  to  allow  the  contents  of  the  vessel  to  cool  and 
contract  more  or  less  before  sealing  the  vessel,  because  of  the  difficulty  attend- 
ing the  sealing  of  the  vessel  when  completely  filled. 

At  the  beginning  of  the  paragraph  containing  the  above  statement 
the  original  method  of  preparing  the  vessel  is  now  stated  in  the 
reissue  application  to  be  a  convenient  way  of  preparing  it — 

when  the  explosion  is  to  be  produced  by  the  contents  becoming  gaseous  when 
fracture  takes  place. 

The  specification  on  page  6,  lines  7  to  13,  contains  the  following 
statement  not  in  the  specification  of  the  patent : 

When  the  frangible  vessel  is  to  contain  a  quantity  of  soluble  gas  normally 
separate  from  the  liquid  contents  and  the  explosion  is  to  be  produced  by  the 
sudden  escape  of  the  dissolved  gas,  it  is  Important  that  the  contents  of  the 
vessel  should  be  allowed  to  cool  and  contract  before  the  vessel  is  sealed,  in 
order  to  afford  a  space  within  the  vessel  for  such  gas. 
54282*— 18 23 
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It  is  thought  to  be  clear  that  the  new  matter  added  to  the  specifi- 
cation is  not  limited  to  an  alternative  theory  as  to  the  cause  of  the 
explosion  which  takes  place  in  the  vessel  constructed  in  accordance 
with  the  description  in  the  original  patent,  but  is  a  broadening 
thereof.  It  contemplates  an  intentional  variation  in  said  construc- 
tion, and  the  new  theory  explains  what  takes  place  with  the  new 
construction.  The  introduction  of  new  matter  of  this  character  into 
the  reissue  application  is  prohibited  by  section  4916  of  the  Revised 
Statutes.  The  following  decisions  are  also  believed  to  be  pertinent 
in  this  connection:  Eames  v.  Andrews,  (C.  D.,  1887,  378;  39  O.  G., 
1319;  122  U.  S.,  40;)  Olin  v.  Timkin,  (C.  D.,  1894,  645;  69  O.  G., 
1361 ;  155  U.  S.,  141 ;)  Freeman  v.  Asmus,  (C.  D.,  1892, 415;  59  O.  G., 
1432;  145  U.  S.,  226;)  Nelson  v.  FeUing,  (C.  D.,  1909, 358;  142  O.  G., 
289;  32  App.  D.  C,  420;)  Philadelphia  Novelty  Mfg.  Co.  v.  Rouas^ 
(C.  D.,  1889,  603;  48  O.  G.,  1664;  39  Fed.  Rep.,  273;)  ex  parte  Hoegh, 
(C.  D.,  1902,  254;  100  O.  G.,  453;)  ex  parte  Chaffee,  (C.  D.,  1908, 
281;  137  O.  G.,  1941.) 

The  petition  is  denied. 


Ex  PARTE  Webster. 

Decided  October  9,  1912. 

183  O.  Q.,  1082. 

Application — Prosecution — Final  Rejection. 

Where  after  a  second  rejection  of  the  claims  on  the  same  references 
applicant  amended  by  inserting  what  the  Examiner  held  to  be  new  matter 
and  the  claims  were  rejected  on  that  ground  the  applicant  canceled  the  new 
matter,  but  made  no  argument  that  the  claims  were  patentable  over  the 
references  cited,  Held  that  they  were  properly  Anally  rejected  on  the  refer- 
ences of  record. 

On  Petition. 

INCUBATOR-ALARM. 

Messrs.  C.  A.  'Snow  and  Company  for  the  applicant 

Moore,  Commissioner: 

This  is  a  petition  that  the  Examiner  be  directed  to  withdraw  the 
final  rejection  and  to  enter  an  amendment  filed  July  25, 1912. 

In  the  first  Office  action  the  claims  were  rejected  in  view  of  two 
references.  Applicant  thereupon  amended  by  canceling  the  claims 
and  presenting  one  new  claim,  which  the  Examiner  rejected  on  the 
same  references,  pointing  out  wherein,  in  his  opinion,  the  claim 
covered  no  invention  thereover.  Applicant  then  amended  the  specifi- 
cation and  the  claim  and  inserted  one  new  claim.  These  claims  the 
Examiner  rejected  on  the  ground  that  they  covered  new  matter.  Ap- 
plicant then  canceled,  both  in  specification  and  claims,  the  description 
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held  to  constitute  new  matter,  whereupon  the  Examiner  finally  re- 
jected the  claims  in  view  of  the  references  of  record. 

Applicant  contends  that  thi|;  iSnal  rejection  was  premature,  since  in 
the  preceding  letter  the  claims  had  been  rejected  only  on  the  ground 
of  new  matter  and  he  was  thereby  led  to  believe  that  the  claims  were 
otherwise  allowable. 

This  contention  appears  to  be  without  substantial  basis.  In  the 
remarks  accompanying  the  amendment  which  was  held  to  contain 
new  matter  no  reasons  were  pointed  out  why  the  claims  were  allow- 
able, except  upon  the  basis  of  these  added  limitations,  and  in  the 
amendment  canceling  the  same  it  was  not  pointed  out  wherein  the 
claims  were  allowable  over  the  references.  Having  taken  out  the 
matter  objected  to,  the  status  of  the  application  was  exactly  the  same 
as  it  was  prior  to  the  filing  of  the  amendment  containing  the  same. 
The  claim  added  by  that  amendment  is  substantially  the  same  as  the 
claim  previously  rejected,  being,  if  anything,  of  broader  scope,  and 
the  final  rejection  was  therefore  proper. 

The  petition  is  denied. 


Ex   PARTE   LaBOFISH.  ^ 

Decided  October  10,  1912. 

183  O.  6.,  1033. 

Application— PROSECutioN — Final  Rejection. 

It  is  well  settled  that  a  final  rejection  may  be  in  order,  notwithstanding 
the  fact  that  the  applicant  has  failed  to  respond  to  objections  of  a  formal 
character  made  by  the  Examiner. 

On  Petition. 

CALCtfLATOB  AND  IN  THE  ABRANGEMENT  OF  THE  COMPONENTS  OF  A  CALCULATOB  ON 

A  TYPE-WBITEB. 

Mr.  Charles  S.  Lahoflsh  pro  se. 

Moore,  Commissioner: 

This  is  a  petition  that  the  Examiner  be  instructed  to  enter  and 
act  upon  certain  amendments  filed  by  the  applicant  since  the  final 
rejection,  entered  by  the  Examiner  in  the  case  on  January  19,  1912. 

The  petitioner  contends  that  the  rejection  was  premature,  because 
there  was  a  pending  objection  of  record  to  the  use  of  a  certain  word 
in  the  claims.  In  this  he  is  clearly  in  error,  since  it  is  well  settled 
that  a  final  rejection  is  in  order,  notwithstanding  the  fact  that  an 
applicant  has  failed  to  respond  to  objections  of  a  formal  character 
made  by  the  Examiner. 
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The  Examiner  states  that  the  entry  of  the  amendments  in  ques- 
tion would  necessitate  a  complete  reopening  and  reexamination  of 
the  case,  which  has  already  been  pending  somewhat  over  three  years 
and  has  had  numerous  actions.  There  appears  to  be  no  reason  for 
making  this  case  an  exception  to  the  rule  that  applicants  must  pre- 
!>ent  their  claims  for  consideration  before  final  rejection. 

The  petition  U  denied. 


Wood  v.  Duncan. 

Decided  Map  22,  191$. 
183  O.  G.,  1033. 

iHTKHrEIIElfCE — ^PbIOBITT — RiOHT  TO  MaKB  THE  GlAIM. 

Becord  considered  and  Held  to  show  that  the  claims  In  Issae  define  a 
process  not  disclosed  in  the  specification  of  D.  and  that  priority  was  thoe- 
fore  properly  awarded  W. 

Appeal  from  Examiners-in-Chief. 

PBOCESS  OF   MAKING  CEMENT. 

Messrs.  Rogers^  Kennedy  cfe  Campbell  for  Wood. 
Messrs.  Duncan  <6  Duncan  for  Duncan. 

Billings,  First  Assistant  Commissioner: 

.  This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
reversing  the  decision  of  the  Examiner  of  Interferences  and  award- 
ing priority  of  invention  to  Wood. 

Neither  party  has  taken  testimony,  and  the  award  of  priority  turns 
upon  the  question  whether  Duncan  has  a  rig)it  to  make  the  claims, 
Wood  urging,  under  the  provisions  of  Rule  130,  that  they  cannot 
properly  be  based  upon  Duncan's  disclosures. 

The  invention  in  issue  is  a  method  for  treating  blast-furnace  slag. 
The  invention  is  set  forth  in  two  counts,  as  follows : 

1.  The  method  of  treating  molten  blast  furnace  slag  consisting  in  fiowing  the 
same  over  an  artificially  cooled  moving  surface  while  passing  from  a  flaid  to 
a  solid  state. 

2.  The  method  of  treating  molten  blast  furnace  slag,  consisting  in  flowing 
the  same  over  a  moving  surface  subject  to  the  influence  of  a  cooling  current 
while  passing  from  a  fluid  to  a  solid  state. 

The  claims  were  first  made  in  the  application  of  Wood,  which  has 
since  become  a  patent.  Wood  feeds  the  slag  into  a  hollow  rotating 
drum  or  tube,  which  is  inclined,  so  that  there  is  a  gradual  flow 
of  slag  from  one  end  to  the  other,  while  the  transverse  movement 
due  to  rotation  causes  a  continual  tumbling  of  the  slag  back  upon 
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itself,  which,  as  he  states,  results  in  the*  formation  toward  the  end 
of  the  tube  of  pasty  nodules.  This  structure  clearly  provides  a 
"moving  surface,"  over  which  the  slag  continually  "flows,"  and  it 
is  the  structure  upon  which  ttie  claims  were  first  predicated. 

If  there  were  any  ambiguity  in  the  claims  which  needed  interpret 
tation,  they  would,  in  accordance  with  the  well-settled  rule,  be  con- 
strued in  the  light  of  the  Wood  specification,  in  which  they  were 
first  made.  It  does  not  seem,  however,  that  there  is  any  uncertainty 
in  their  meaning. 

The  surfaces  for  handling  the  slag  are  artificially  cooled  in  both 
the  structures  of  Wood  and  Duncan,  and  they  operate  upon  the  slag 
during  the  time  it  is  changing  from  a  fluid  to  a  solid  state ;  but  the 
Examiners-in-Chief  have  held  that  the  application  of  Duncan  does 
not  disclose  the  idea  of  "  flowing  "  the  slag  over  the  cooled  surfaces. 

In  the  Duncan  application  two  internally-cooled  rolls  are  pro- 
vided, into  the  bite  of  which  the  slag  is  delivered  by  a  number  of 
nozzles,  the  slag  being  cooled  by  the  surfaces  of  the  rolls  and  fed 
through  between  th^m  by  the  rotation  thereof  and  issuing  in  a 
constant  plastic  stream.  As  shown  in  Figure  1,  there  are  plates  at 
the  ends  of  the  rolls  for  preventing  the  slag  from  running  out  over 
the  ends  of  the  rolls,  and  a  small  pool  of  fluid  slag  is  thus  main- 
tained at  the  bite  of  the  rolls,  from  which  the  plastic  strip  is  drawn 
and  fed.  Duncan  contends  that  the  slag  in  this  arrangement  must 
"  flow  "  over  the  rolls  both  longitudinally  and  circumferentially. 
He  argues  that  the  slag  entering  from  the  nozzles  must  necessarily 
flow  endwise  of  the  rolls  to  fill  up  the  space  occupied  by  the  pool 
and  that  the  pool  as  a  whole  must  have  a  circumferential  flow  rela- 
tive to  the  rolls,  since  it  is  held  stationary  in  space  while  the  rolls 
are  rotating.    He  says  on  page  7  of  his  brief : 

If,  for  example,  the  surface  of  the  chilling  roll  2  moves  with  a  Telocity  of 
a  foot  a  second  the  liquid  slag  in  the  pool  must  flow  over  the  moving  surface 
of  this  chilling  roll  with  a  relative  velocity  of  a  foot  a  second  in  order  to 
maintain  the  body  of  this  pool  of  slag  in  the  same  position  in  the  bite  of 
the  roUs. 

As  to  the  contention  that  the  slag  flows  axially  of  the  rolls  it  is 
sufficient  to  say  that  the  specification  is  entirely  devoid  of  any  such 
suggestion.  The  existence  of  such  flow  would  depend  upon  the 
relative  width  of  the  rolls  and  the  spouts  3  and  the  number  of  the 
spouts.  The  specification  states  that  a  number  of  spouts  are  em- 
ployed, and  so  far  as  the  disclosure  goes  the  spouts  may  be  of  such 
a  width  and  so  close  together  that  there  is  substantially  no  axial 
flow  of  the  slag.  If  such  flow  were  present,  it  would,  moreover,  not 
be  to  any  appreciable  extent  over  the  surface  of  the  moving  roll, 
for  the  slag  would  spread  out  over  the  top  of  the  pool  and  gradu- 
ally sink  down  upon  the  roll  as  the  slag  at  the  bottom  was  drawn 


Digitized  by 


Google 


816  DECISIONS  OF   THE  COMMISSIONER  OF  PATENTS. 

off  by  the  action  of  the  rolls.  Moreover,  the  specification  not  only 
fails  to  state  that  there  is  any  such  flow,  but  there  is  nothing  in 
the  described  operation  of  the  device  or  the  result  obtained  which 
could  in  any  manner  be  affected  by  such  a  slight  axial  flow,  if  it 
existed. 

As  to  the  existence  of  a  circumferential  flow  of  the  slag  on  the 
rolls  the  Examiners-in-Chief  said: 

The  8lag  that  Is  in  contact  with  Duncan's  rolls  is  not  fluent  and  cannot 
flow,  and,  furthermore.  If  it  were  fluent,  would  necessarily  move  at  a  vrtocity 
which  is  the  same  as  the  peripheral  speed  of  the  contacting  roll. 

Duncan's  contention  that  circumferential  flow  exists  finds  no 
support  in  his  specification  and  seems  to  be  based  wholly  upon  a 
theory  arising  out  of  the  exigencies  of  the  case.  The  specification 
describes  the  action  of  the  rolls  as  follows : 

If  desired,  a  suitable  feed  roll  may  be  employed  to  positively  feed  the  proper 
quantity  of  material  to  the  congealing  ro11&  In  Fig.  2  the  feed  roll  52  Is 
Indicated  as  being  provided  with  a  water  space,  each  of  the  trunnions  being 
formed  with  a  suitable  ai>erture  53  by  which  cooling  liquid  may  be  supplied 
to  the  interior  of  the  roll.  The  outside  of  this  feed  roll  is  preferably  formed 
with  suitable  corrugations  54  and  also  with  annular  grooves  with  which  a  suit- 
able scraper  55  coacts  to  disengage  the  material  from  the  roll.  This  feed  roll 
may  be  rotated  in  the  direction  indicated  by  any  desired  means  and  its  trun- 
nions are  preferably  adjustable  with  respect  to  the  congealing  roil  2  with  which 
it  cooperates.  The  substantially  molten  slag  48  is  sui>i)lied  to  the  feeding  roll 
by  a  number  of  spouts,  each  spout  3  being  located  as  shown  in  the  drawing.  It 
is  not  necessary,  however,  in  all  cases  to  employ  the  separate  feeding  roll  de- 
scribed, since  the  positive  feeding  forward  of  the  material  may  be  effected  by 
slightly  roughening  the  surfaces  of  the  congealing  rolls  themselves,  if  desired. 
The  substantially  molten  slag  may  be  supplied  to  the  bite  of  the  congealing 
rolls  by  a  number  of  slag  spouts,  such  as  3,  which,  as  indicated  in  Fig.  1, 
supplies  a  stream  48  of  slag.     (Page  7.) 

*  *  *  *  *  •  .* 

The  scraper  56  is  mounted  adjacent  the  congealing  roll  1  and  disengages  the 
congealed  consistent  stream  from  this  roll  and  this  stream  49  moves  down  the 
opposite  surface  of  the  congealing  roll  2  and  is  disengaged  therefrom  by  the 
upper  scraping  edge  of  the  conveyer  27.     (Page  4.) 

It  appears  from  this  description  that  in  the  absence  of  a  feed-roll 
such  as  shown  in  Fig.  2  to  force  the  slag  between  the  congealing- 
roUs  the  congealing-roUs  themselves  are  slightly  roughened  in  order 
that  they  may  grip  the  congealed  slag  upon  their  surfaces  and  that 
the  slag  is  in  such  a  condition  that  after  having  passed  through  the 
rolls  it  is  necessary  to  provide  scrapers  to  remove  it  from  their  sur- 
faces. The  Examiners-in-Chief  were  therefore  clearly  right  in  stat- 
ing that  the  slag  upon  the  surface  of  the  rolls  must  necessarily  mov^ 
at  a  velocity  equal  to  the  peripheral  speed  of  the  rolls.  The  actual 
movement  of  the  slag  in  the  pool  would  seem  to  be  substantially 
downward  from  the  surface  of  the  pool  upon  which  it  is  deposited 
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to  the  surface  of  the  roll,  where  it  is  congealed  and  drawn  on  down 
between  the  rolls.  It  is  quite  likely  that  there  will  be  some  flow  at 
the  surface  of  the  pool  from  the  center  toward  each  of  the  thin  edges 
as  the  slag  there  is  congealed  and  drawn  in  and  downward  by  the 
rolls. 

Whether  we  look  to  the  specification,  however,  or  theorize  upon 
the  probable  movement  of  the  slag  it  is  impossible  to  conclude  that 
the  slag  flows  over  the  cooling-surface,  as  called  for  by  the  counts 
in  issue.  The  specification  of  Duncan  does  not  describe  any  function 
or  step  in  the  process  which  could  be  affected  in  any  way  by  a  slight 
movement  of  the  slag  relative  to  the  roll  even  should  it  be  found  to 
actually  occur.  If  such  movement  did  occur,  it  is  believed  that  it 
could  not  properly  be  described  as  a  "  flowing  "  of  the  slag  over  this 
surface  any  more  than  a  piece  of  material  held  against  a  grindstone 
can  be  said  to  flow  over  the  surface  of  the  grindstone.  The  action 
might  more  correctly  be  described  as  the  rubbing  of  the  roll  against 
the  congealed  slag.  In  the  Wood  device  the  flowing  of  the  slag  over 
the  moving  surface  is  not  only  unquestionably  present,  but  is  the 
very  essence  of  the  invention  and  is  the  action  which  produces  the 
desired  result,  as  fully  set  forth  in  his  specification.  The  difference, 
therefore,  is  not  a  mere  difference  in  words,  but  a  difference  in  the 
actual  result  produced.  The  slag  from  Duncan's  rolls  issues  in  a 
"  constant  plastic  stream  "  and  is  further  treated  before  the  process 
is  complete.  The  slag  from  Wood's  rotating  drum  issues  in  the  form 
of  hardened  nodules  and  the  process  is  complete. 

In  my  opinion  the  claims  in  issue  define  a  process  which  is  not 
disclosed  in  the  Duncan  specification,  and  therefore  as  between  the 
two  parties  involved  in  this  interference  Wood  is  the  prior  inventor. 
Judgment  is  entered  accordingly. 

The  decision  of  the  Examinera-in-Chief  ia  afp,rmed. 


Ex  PARTE  Elliott  Jeweijit  Company. 

Decided  September  10,  1012. 

183  O.  G.,  1035. 

Tbadb-Mabks — Similarity — "  E  Co."  and  "  E.  J.  Co." 

A  mark  conalsting  of  the  letters  "  E  Co./*  the  last  two  letters  befng^  placed 
between  the  extended  upper  and  lower  arms  of  the  first,  Held  so  similar 
to  a  mark  consisting  of  the  letters  "  B.  J.  Co.*'  that  their  simultaneous  use 
upon  goods  of  the  same  descriptive  properties  would  be  likely  to  cause  con* 
fusion. 

On  Appeau 
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TRADE-MARK  FOR  BIJXOB,  HAl^PINB,  BTa 

Mr.  Watson  E,  Coleman  for  the  applicant 

I'^NNANT,  Acting  Commissioner: 

This  is  an  appeal  from  the  action  of  the  Examiner  of  Trade-Marks 
refusing  to  register  as  a  trade-mark  for  jewelry  a  mark  consisting 
of  the  letters  "  E  Co.,"  the  last  two  letters  being  placed  between  the 
extended  upper  and  lower  arms  of  the  first. 

Registration  was  refused  in  view  of  the  registered  mark  consisting 
of  the  letters  "  E.  J.  Co.,"  registered  November  1, 1910,  by  the  Enter- 
prise  Jewelry  Company,  No.  80,045. 

The  marks  are  believed  to  be  so  similar  that  registration  was  prop- 
erly refused.  In  the  case  of  Godillot  v.  American  Grocery  Co.  (71 
Fed.  Rep.,  873)  the  letters  "A  G  "  combined  in  a  monogram  were  held 
to  be  infringed  by  the  mark  consisting  of  the  letters  "A.  G.  Co."  In 
the  case  of  the  American  Tin  Plate  Co,  v.  Licking  Roller  Mill  Co. 
(158  Fed.  Rep.,  690)  a  mark  consisting  of  the  letters  "M  F"  in  a 
monogram  inclosed  within  a  circle  was  held  to  be  infringed  by  a 
mark  consisting  of  the  letters  "  M.  F.  H." 

It  is  to  be  noted  that  the  date  of  use  of  the  mark  given  in  the  state- 
ment in  this  application  is  subsequent  to  the  decision  refusing  to  reg- 
ister a  mark  of  the  present  applicant  consisting  of  the  letters  "  E.  J. 
Co."  arranged  as  is  the  present  mark,  in  view  of  the  registration  of 
the  Enterprise  Jewelry  Co.  of  record  in  this  case.  (Ex  parte  Elliott 
Jewelry  Co.^  ante^  96 ;  177  O.  G.,  242.)  Such  attempts  to  differentiate 
from  registered  and  well-known  marks  are  not  looked  upon  with 
favor  by  the  courts.  (Florence  Manufacturing  Co.  v.  /.  C.  Dowd  <& 
Co.^  178  Fed.  Rep.,  73;  The  Capewell  Horse  Nail  Co.  v.  Green^  188 
Fed.  Rep.,  20.) 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Ex  PARTE  HiLLIKEK. 

Decided  September  12,  1912. 
183  O.  a,  1035. 

Application — Drawings. 

The  action  of  the  Examiner  in  requiring  the  illustration  of  the  drawings 
to  be  limited  to  a  single  sheet  Held  proifer. 
Samk — Substitute  Specipication. 

A  second  substitute  specification  Held  properly  refused  admission  where 
the  amendments  were  not  of  such  a  chnnicter  as  to  be  difficult  of  entry  or 
to  cause  confusion  hi  the  reading  of  the  original  specification  wh^ 
amended. 

On  Petition. 
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EGO  GABS  OS  OARSIKB. 

Messrs.  Robh  <&  Rohh  for  the  applicant. 

Tennakt,  Acting  Commissioner: 

This  is  a  petition  that  the  Examiner  be  directed  to  waive  his 
requirement  of  May  23,  1911,  relative  to  the  cancelation  of  Sheet 
1  of  the  drawings  and  also  that  he  be  directed  to  incorporate  a  sub- 
stitute specification  filed  June  22,  1912. 

The  requirement  of  the  cancelation  of  the  drawing  was  made  for 
the  reason  that  in  the  Examiner's  opinion  the  illustrations  contained 
on  Sheet  2  of  the  drawings  amply  disclose  the  subject-matter  of 
the  invention.  The  proposed  substitute  specification  is  denied  entry 
for  the  reason  that  the  original  specification  is  deemed  to  give  a  clear 
understanding  of  the  applicant's  construction  and  no  new  specifica- 
tion is  found  necessary. 

The  sheet  of  the  drawing  objected  to  contains  four  figures.  Figure 

1  t)eing  a  perspective  view  of  an  egg-crate  box,  the  top  being  partly 
broken  away ;  Fig.  2,  a  side  elevation  with  a  comer  broken  iway  to 
show  the  interior;  Fig.  3,  a  plan  view  of  the  assembled  partitions, 
The  remaining  figure  (numbered  9)  is  a  plan  view  of  a  smaller  num- 
ber of  assembled  partitions.  The  figures  on  the  second  sheet  show 
the  character  of  the  partition,  one  figure  showing  the  manner  in 
which  they  are  interlaced.    The  box  structure  shown  in  Figs.  1  and 

2  appears  to  be  merely  that  of  an  ordinary  egg-crate.  Neither  Fig, 
1  nor  Fig.  2  shows  any  distinguishing  feature  of  the  applicant's 
invention,  and  the  subject-matter  of  Figs.  3  and  9  is  fairly  illus- 
trated  in  Fig.  8  of  the  second  sheet.  I  agree  with  the  Examiner  that 
Sheet  1  of  the  drawings  is  superfluous  and  should  be  canceled. 

The  proposed  substitute  specification,  if  entered,  would  be  the 
second  substitute  specification  to  be  incorporated  in  this  case,  not- 
withstanding  the  fact  that  no  objection  was  made  to  the  original 
specification,  which  would  necessitate  a  rewriting  thereof.  It  is  a 
needless  burden  to  place  upon  the  Patent  Office  to  review  and  com- 
pare substitute  specifications  with  the  original  specification  where, 
as  in  this  case,  the  required  amendments  are  not  of  such  a  charac- 
ter as  to  be  difficult  of  entry  or  to  cause  confusion  in  the  reading 
of  the  original  specification  when  amended. 

/  find  no  error  in  the  action  of  the  Examiner^  and  the  petition  is 
accordingly  denied. 
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Paterson  V.  Hat. 

Decided  July  2,  1912. 

183  O.  G.,  1307. 

1?bade-Mabks — Use  of  Mabk  on  a  Few  Samples— Insufficient  to  Establish 
Trade-Mark  Right. 
Where  it  appeared  that  the  only  use  made  bj  an  applicant  tor  the  regis- 
tration of  a  mark  for  a  liquid  binding  agent  for  roads,  etc.,  had  been  upon 
a  small  number  of  gallon  cans  of  the  solution  which  were  shipped  as  sam- 
ples, Held  that  this  use  is  not  such  that  any  trade-mark  right  can  be  based 
thereupon. 

Appeal  from  Examiner  of  Interferences. 

tBAOE-MARK  FOR  LIQUID  ADHESIVE  EMPLOYED  AS  A  BINDING  AGENT  FOR  ROADS,  ETO. 

Messrs,  Baldwin  <&  Wight  for  Paterson. 
Mr.  WoodhuU  Hay  for  Hay. 

Moore,  Commissioner:  ^ 

This  is  an  appeal  by  Hay,  the  applicant,  from  a  decision  of  the 
Examiner  of  Interferences  sustaining  the  opposition  filed  by  Paterson 
to  the  registration  by  Hay  of  the  word  "Rocmac"  as  a  trade-mark 
for  a  liquid  adhesive  binding  agent  for  roads,  pavements,  etc.,  and 
adjudging  that  Hay  is  not  entitled  to  the  registration  for  which  he 
has  made  application. 

The  Examiner  of  Interferences  found  that  Patei'son  had  shown 
such  an  interest  in  the  trade-mark  that  he  would  be  damaged  by  its 
t^gistration  by  another  and  that  the  applicant  had  made  no  such  use 
of  the  mark  as  would  entitle  him  to  registration  of  the  same. 

It  is  to  be  noted  that  Paterson's  right  to  register  the  mark  is  not 
in  issue,  but  only  the  right  of  Hay  to  register  the  same. 

The  testimony  in  a  large  part  relates  to  alleged  contractual  relations 
between  Thomas  A.  Hay,  the  applicant,  his  brother,  James  Hay, 
iPaterson,  the  opposer,  and  one  Norman  Fisher  in  the  exploitation  of 
a  road-making  solution  to  be  used  in  making  roads  in  accordance  with 
l*atent  No.  808,330,  issued  to  one  Butterfield,  and  in  the  exploitation 
of  this  patent.  It  is  not  thought  necessary  to  review  this  testimony 
in  full.  It  is  sufficient  to  say  that  it  establishes  that  sometime  in  the 
early  part  of  1910  negotiations  were  entered  into  between  these  par- 
ties, or  at  least  between  Paterson  and  the  two  Hays,  as  the  result  of 
which  James  Hay  provided  facilities  for  making  the  solution  at 
his  woodworking  factory  at  Woodstock,  Ontario,  and  that  in  the 
summer  and  fall  of  1910  experimental  roads  were  constructed  at 
Woodstock,  Niagara  Falls,  and  Port  Arthur,,  in  the  Province  of 
Ontario,  Canada,  and  at  Coldwater,  near  Rochester,  N.  Y. 

Hay,  the  applicant,  claims  that  the  four  parties  above  named  were 
to  share  in  the  profits  arising  from  the  exploitation  of  this  road- 
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making  solution ;  that  not  until  October,  1910,  was  it  decided  to  call 
the  solution  '^  Rocmac,''  and  that  it  was  agreed  that  he,  being  a  citizen 
of  the  United  States,  was  to  apply  for  the  trade-mark  for  the  benefit 
of  all  the  parties.  It  appears,  however,  that  the  New  York  State 
Department  of  Highways  had  in  May,  1910,  agreed  to  build  an  ex- 
perimental section  of  road  at  Coldwater  under  the  direction  of  Pater- 
son  and  one  Heathcote,  whom  Paterson  had  brought  over  from  Eng- 
land. The  solution  for  this  road  was  made  at  the  plant  of  James 
Hay  and  shipped  to  Coldwater  in  barrels,  the  first  shipment  being 
made  in  June,  1910,  and  the  second  in  July  of  that  year.  No  charge 
was  made  for  the  first  shipment;  but  the  Department  of  Highways 
paid  Paterson  for  the  second  shipment. 

According  to  Paterson's  testimony  the  barrels  at  Coldwater  were 
branded  with  the  word  "  Rocmac."  His  testimony  on  this  point  is 
corroborated  by  that  of  Giles,  who  was  the  timekeeper  at  Coldwater, 
and  Taccone,  who  was  the  foreman  of  the  laborers.  Each  of  these 
witnesses  testifies  that  the  barrels  containing  the  solution  were 
marked  with  the  word  "  Rocmac  "  in  a  manner  similar  to  that  shown 
on  the  barrel-head  introduced  in  evidence  as  "  Paterson's  Exhibit 
No.  10."  James  Hay  testifies  that  the  barrels  were  not  stenciled  with 
the  word  "  Rocmac  "  when  shipped  from  Woodstock,  and  the  testi- 
mony of  Thomas  A.  Hay  is  to  the  same  effect.  Thomas  A.  Hay 
testifies  that  he  examined  the  road  at  Coldwater  during  its  construc- 
tion and  that  the  barrels  which  were  lying  on  the  side  of  the  road 
were  not  branded  with  the  word  "Rocmac.*'  His  testimony  is 
weakened,  however,  by  his  admission  on  cross-examination  that  on 
his  second  visit  to  Coldwater  he  examined  the  barrels  only  in  a 
careless  manner.  Paterson  further  testifies  that  he  is  engaged  in 
the  manufacture  of  the  liquid  solution  at  a  plant  at  Tonawanda, 
N.  Y.,  and  his  testimony  on  this  point  is  corroborated  by  that  of 
Keefer. 

According  to  the  testimony  of  the  applicant  himself  he  made  no 
use  of  the  trade-mark  except  on  certain  samples  thereof,  which  were 
shipped  by  him  to  New  York  in  October,  1910.  These  samples  con- 
sisted of  gallon  cans  of  the  solution,  of  which  about  twenty  were 
shipped.  It  is  obvious  that  a  gallon  of  this  solution  would  be  of 
no  use  in  road-building,  and,  as  pointed  out  by  the  Examiner  of 
Interferences,  the  applicant's  testimony  shows  that  the  shipment  of 
these  samples  was  mainly,  if  not  entirely,  for  the  purpose  of  laying 
a  basis  for  the  filing  of  the  application. 

It  is  to  be  noted  that  while  the  application  alleges  use  not  only 
upon  a  road-making  solution,  but  upon  concrete  road-beds,  pave- 
ments, sidewalks,  and  the  like,  and  states  that  the  trade-mark  is 
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applied  to  the  goods  by  aflSbcing  to  the  container  a  printed  label  upon 
which  the  trade-mark  is  shown  and  by  affixing  to  the  road-beds, 
pavements,  etc.,  plates  bearing  the  trade-mark,  applicant  admits  in 
his  testimony  that  no  road-beds  or  pavements  were  ever  made  and 
that  the  trade-mark  was  never  used  by  him  except,  as  stated  above, 
by  placing  labels  on  the  sample  cans. 

It  is  not  necessary  to  decide  whether  Paterson  has  established  a 
use  of  the  mark  prior  to  the  shipment  of  the  sample  cans  by  the 
applicant.  He  has,  as  held  by  the  Examiner  of  Interferences,  estab- 
lished such  an  interest  in  the  mark  as  would  justify  the  conclusion 
that  he  would  be  damaged  by  its  registration  by  the  applicant.  The 
use  which  the  applicant  is  shown  to  have  made  of  the  mark  is  in  my 
opinion  not  such  that  any  trade-mark  right  can  be  based  thereon. 
The  opposition  was  therefore  properly  sustained. 

The  decision  of  the  Examiner  of  Interferences  is  afflrmed^  and  it 
is  held  that  7' homos  A,  Hay  is  not  entitled  to  the  registration  for 
which  he  has  made  application. 


Ex  PARTE  Paine. 

Decided  July  16,  1912* 

183  O,  a,  1308. 

Application — Prosecution — Entby  of  Amendment  Afteb  Final  Rejection. 

The  rule  provides  that  after  a  final  rejection  new  claims  may  be  consid- 
ered if  tbcy  present  the  rejected  claims  in  better  form  for  appeal  or  upon  a 
verified  showing  of  good  and  sufficient  reasons  why  such  claims  were  not 
earlier  presented;  but  it  is  within  the  discretion  of  the  Examiner  to  enter 
after  final  rejection  an  amendment  containing  claims  which  in  his  opinion 
are  patentable. 

On  Petition, 

BUTTON* 

Mr.  George  C.  Paine  pro  se. 

MooRE,  Co'mmissioner: 

This  is  a  petition  from  the  action  of  the  Primary  Examiner  finally 
rejecting  certain  claims  and  refusing  to  enter  certain  amendments 
thereafter. 

The  petition  in  part  asks  that  the  Examiner  be  instructed  that  cer- 
tain structures  are  not  anticipations  of  the  claims.  This  question  is 
one  which  will  not  be  considered  on  petition,  since  it  relates  to  the 
propriety  of  the  Examiner's  action  in  refusing  the  claims  and  is  a 
matter  which,  under  the  statutes  and  rules  of  practice,  must  be  con- 
sidered by  the  Examiners-in-Chief  in  the  first  instance. 
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The  petition  asks  also  that  the  Examiner  be  instructed  on  certain 
points  of  patent  law  and  that  he  be  instructed  to  consider  certain 
.  decisions  cited.  No  instructions  to  the  Examiner  along  this  line  are 
deemed  necessary,  since  the  Examiner  is  very  well  aware,  as  he  states 
in  his  answer,  of  the  questions  of  law  raised  and  that  he  should  con- 
sider the  decisions  cited.  The  applicability  of  these  decisions  to  the 
present  case  is,  however,  a  matter  of  merits  to  be  considered  by  the 
Examiners-in-Chief  in  connection  with  the  question  of  the  patent- 
ability of  the  claims  should  appeal  be  taken.  The  only  points  raised 
that  can  be  considered  on  this  petition  are  whether  the  final  rejection 
was  premature  and  the  propriety  of  the  action  of  the  Examiner  in 
refusing  to  enter  certain  amendments  filed  thereafter. 

An  examination  of  the  record  shows  that  the  final  rejection  was 
properly  entered  after  the  claims  had  been  presented  a  second  time 
for  consideration.  There  have  been  numerous  actions  in  this  case. 
It  may  be  stated  that  the  fact  that  the  Examiner  did  not  answer  in 
detail  every  argument  presented  by  the  applicant  nor  discuss  every 
decision  cited  by  him  is  no  ground  for  applicant's  concluding  that 
the  Examiner  had  paid  no  attention  to  his  arguments. 

Bule  68  provides  that  after  a  final  rejection  amendments  will  be 
entered  only  for  the  purpose  of  presenting  the  claims  rejected  in  bet- 
ter form  for  appeal,  or,  if  the  amendments  touch  the  merits  of  the 
application,  only  upon  a  verified  showing  df  good  and  sufiicient 
reasons  why  these  claims  were  not  earlier  presented.'  The  reason 
given  by  the  applicant  for  not  earlier  presenting  claim  8  was  clearly 
insufficient,  and  the  Examiner  was  acting  within  the  rule  in  refusing 
to  enter  the  amendment.  It  was  within  the  discretion  of  the  Ex- 
aminer to  enter  an  amendment  containing  a  patentable  claim  even 
after  final  rejection,  which  was  the  action  taken  by  the  Examiner 
with  reference  to  claim  2.  Such  action  was  obviously  to  applicant's 
advantage,  and  he  has  no  ground  to  complain  thereof. 

If  the  claims  which  applicant  has  sought  to  have  entered  after  the 
final  rejection  are,  in  the  opinion  of  the  Examiner,  unpatentable  over 
the  references  cited,  it  would  seem  that  such  claims  might  be  ad- 
mitted for  the  purpose  of  appeal,  if  applicant  so  desires. 

The  petition  is  denied. 


Steinberqer  v.  Hewlbtr 

Decided  Auoust  6,  1912. 

183  O.  G.,  1308. 

iNTEBrEBBNCE— Testimony — ^Pbesumptiow  fbom  FAttURE  to  Call  Witness. 

Where  in  a  case  Involylng  the  question  of  originality  an  inventor  fafls 

to  take  the  stand  who  is  available  as  a  witness  when  the  facts  in  his  favor, 

if  any  there  be,  are  peculiarly  within  his  knowledge,  the  legal  presumption 

follows  that  his  testimony  would  be  unfavorable  to  his  case. 
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2.  Same — Pbioritt. 

Evidence  reviewed  and  Held  in  the  absence  of  any  testimony  on  b^ialf 
of  H.  to  establish  that  he  was  not  an  original  Inventor,  but  derived  his 
knowledge  of  the  invention  in  Issue  from  S.  through  a  third  {>arty  and 
priority  awarded  to  S. 

Appeal  from  Examiners-in-Chief. 

INSULATOB. 

Mr.  Charles  H.  Wilson  for  Steinbergen 
Mr.  Albert  G.  Davis  for  Hewlett. 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  by  Steinberger  from  a  decision  of  the  Examiners- 
in-Chief  affirming  the  decision  of  the  Examiner  of  Interferences 
awarding  priority  of  invention  to  Hewlett  as  to  the  following  issue: 

1.  A  disk  strain  insulator,  comprising  suspension  members,  a  mass  of  in- 
sulating material  partially  enveloping  the  same,  said  mass  being  provided  cen- 
trally with  a  dislc  integral  therewith  and  lying  substantially  In  the  general 
equatorial  plane  of  said  mass,  and  further  provided  with  flanges  extending  in 
opposite  directions  from  said  equatorial  plane. 

2.  A  dislc  strain  insulator,  comprising  suspension  members,  a  mass  of  insulat- 
ing material  partially  enveloping  the  same  and  having  a  disk  portion,  said 
disk  portion  being  provided  with  annular  collars  extending  in  opposite  direc- 
tions and  in  the  general  direction  of  said  suspension  members. 

3.  A  disk  strain  insulator,  comprising  strain  members,  a  body  of  Insulating 
material  partially  enveloping  the  same  and  having  a  comparatively  large  disk, 
said  disk  being  provided  with  collars  integral  therewith  and  extending  in 
opposite  directions. 

The  invention  relates  to  disk  strain-insulators  for  electric  con- 
ductors designed  to  mechanically  secure  and  at  the  same  time  elec- 
trically insulate  two  connecting  parts.  It  was  desired  to  construct 
these  insulators  so  as  to  prevent  creepage  of  current  over  the  surface 
thereof  5  not  only  in  dry  weather,  but  in  wet  weather  as  well,  and  this 
was  accomplished  by  the  construction  claimed. 

In  dry  weather  the  irregularities  in  the  surface  of  the  sides  of  the 
disk  provide  against  surface  leakage  by  making  additional  surface 
without  increasing  the  diameter  of  the  disk,  while  in  rainy  weather 
the  same  irregularities  collect  and  dispose  of  the  water  and  prevent 
the  formation  of  a  film  of  water  on  the  sides  thereof,  which  film  if 
present  would  cause  a  more  or  less  perfect  electrical  connection  be- 
tween the  parts  intended  to  be  insulated  from  each  other. 

The  record  shows  that  Steinberger  filed  his  application,  Serial  No. 
411,812,  on  January  20,  1908,  and  that  this  application  matured  into 
a  patent  on  November  17, 1908,  No.  904,370. 

Hewlett,  the  senior  party,  filed  his  application  April  20,  1907, 
Serial  No.  369,245. 


Digitized  by 


Google 


DECISIONS  OF   THE  COMMISSIONEB  OF  PATENTS.  825 

In  view  of  the  fact  that  the  two  applications  were  pending  con-r 
temporaneously  Steinberger  gains  no  benefit  in  this  proceeding  by 
reason  of  the  fact  that  his  patent  has  been  granted. 

The  junior  party,  Steinberger,  took  testimony  in  support  of  his 
case.  The  senior  party,  Hewlett,  took  no  testimony,  electing  to  rest 
his  case  upon  his  filing  date.  Viewing  the  respective  cases  presented 
merely  as  those  of  two  independent  inventors  each  working  in  igno* 
ranee  of  the  other,  it  is  very  clear  that  Steinberger  would  fail,  for  the 
reason  that,  admitting  an  earlier  conception  to  be  established  by 
him,  he  did  not  actually  reduce  his  invention  to  practice  and  there 
is  nothing  in  his  record  to  show  diligence  on  his  part  from  a  date 
just  prior  to  Hewlett's  filing  date  of  April  20,  1907,  to  January  20, 
1908,  the  date  upon  which  he  (Steinberger)  filed  his  application. 

The  issue  of  originality,  however,  has  been  raised  in  this  case.  It 
is  contended  by  Steinberger  that  he  disclosed  the  invention  to  one 
Buck  by  means  of  a  letter  and  sketch  forwarded  to  Buck  on  or  about 
October  7,  1905,  and  that  the  records  of  this  Office,  which  have  been 
placed  in  evidence,  raise  the  presumption  that  Buck  disclosed  the 
invention  to  Hewlett  and  that  Hewlett,  therefore,  is  not  the  original 
inventor,  and  that  this  presumption  must  control  here  for  the  reason 
that  Hewlett  has  elected  to  present  no  testimony  to  show  facts  to  the 
contrary  in  support  of  his  case. 

The  record  shows  that  a  joint  application  was  filed  disclosing  and 
claiming  the  invention  of  this  issue  on  February  16,  1906,  by  Buck, 
above  referred  to,  and  Hewlett,  the  senior  party  in  this  proceeding, 
which  application  was  assigned  to  the  General  Electric  Company  and 
was  prosecuted  in  its  behalf  until  November  16, 1908,  when  the  Office 
entered  a  rejection  therein.  No  further  prosecution  was  had,  and 
therefore  it  became  abandoned  under  section  4894,  Revised  Statutes, 
on  and  after  November  17,  1909.  Hewlett  also  filed  on  April  20, 
1907,  his  sole  application  involved  in  this  interference,  which  is  also 
assigned  to  the  General  Electric  Company.  Counsel  for  Hewlett 
contend  that  the  only  presumption  arising  out  of  this  condition  is 
that  Hewlett  and  Buck  came  to  the  conclusion,  either  upon  the  advice 
of  counsel  or  otherwise,  that  they  were  not  the  joint  inventors  of  the 
invention  defined  in  the  issue,  but  that  Hewlett  was  the  sole  inventor 
thereof  and  cite  decisions  in  support  of  this  contention. 

If  Buck  and  Hewlett  were  the  only  ones  concerned,  this  contention 
would  have  much  force,  but  when  another  party,  as  Steinberger, 
claims  prior  inventorship  from  a  date  prior  to  any  date  of  which 
Hewlett  can  be  entitled,  and  if  he  is  successful  in  establishing  the 
fact  that  he  disclosed  the  invention  to  Buck,  then  under  the  condi* 
tions  above  enumerated,  in  view  of  the  fact  that  Hewlett  has  not 
seen  fit  to  offer  any  testimony  to  establish  the  fact  that  he  is  the 
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inventor,  there  is  no  other  conclusion  possible  than  that  Hewlett 
derived  the  invention  from  Steinberger  through  Buck. 

It  remains,  therefore,  to  consider  whether  the  disclosure  which  it 
is  admitted  by  Hewlett  was  made  to  Buck  by  Steinberger  on  or  about 
October,  1905,  was  a  disclosure  of  the  invention  of  this  issue. 

It  appears  from  the  record  that  at  that  time  Steinberger  was  presi- 
dent and  general  manager  of  the  Electrose  Manufacturing  Company 
in  Brooklyn,  N.  Y.,  and  that  the  business  of  this  company,  among 
other  things,  was  to  construct  devices  which  are  generally  of  the 
T^lass  to  which  this  invention  belongs,  and  that  for  about  ten  years 
he  has  been  engaged  in  the  manufacture  of  insulators  for  currents  of 
high  tension  made  out  of  special  material  called  "  electrose." 

Buck  is  a  consulting  engineer  and  was  connected  at  that  time  with 
the  Niagara  Falls  Power  Co.  at  Niagara  Falls,  N.  Y. 

On  September  28,  1905,  Buck  wrote  to  Steinberger  asking  him  to 
make  some  disk  insulators  of  ^'electrose''  in  accordance  with  a  sketch 
inclosed  therein.  In  a  letter  of  October  4,  1905,  Buck  stated  that  he 
wished  this  disk  insulator  to  stand  strains  of  at  least  5,000  volts  and 
that  the  diameter  of  the  disk  should  be  fourteen  inches.  On  Octo- 
ber 7,  1905,  Steinberger  wrote  to  Buck  inclosing  some  sketches,  and 
in  this  letter  reference  was  made  to  sketch  No.  2.  With  respect  to 
this  sketch  Steinberger  said : 

On  the  inclosed  sketch  marked  2,  please  note  that  we  have  indicated  the  snr- 
Tace  of  the  disk  as  being  corrugated.  Our  object  for  corrugating  the  planes 
t>f  the  disk  is  to  provide  additional  surface,  without  increasing  the  diameter  of 
the  disk,  thereby  providing  for  surface  leakage,  and  enabling  you  to  impress  a 
greater  voltage  than  you  could  on  a  disk  with  plain  surfaces. 

He  also  stated  that  the  object  of  the  thick  central  portion — 

Is  to  strengthen  the  disk  as  much  as  possible  toward  the  central  portion  where 
the  strain  will  be  heaviest 

In  the  same  letter  Steinberger  said : 

In  sketch  No.  2  we  have  embodied  our  new  suggestions  regarding  the  modi- 
fications of  the  surface  of  the  disk,  the  tapering  form  of  the  disk,  also  a 
modified  form  of  the  hub  portion  of  the  disk. 

Steinberger  then  closes  his  letter  with  assurances  of  his  "  very  best 
endeavors  to  submit  samples  '^  at  the  earliest  possible  time. 

It  is  contended  in  behalf  of  Hewlett  that  this  disclosure  is  not  that 
of  the  issue  of  the  interference,  which  calls  for  a  disk  strain-insulator, 
defined  in  count  1  as — 

provided  with  flanges  extending  in  opposite  directions, 
in  count  2  as — 
provided  with  flanges  extending  in  opposite  directions, 

and  in  count  3  as — 

provided  with  collars  Integral  therewith  and  extending  in  opposite  directions, 
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for  the  reason,  it  is  argued,  that  the  corrugations  disclosed  in  Stein* 
berger's  sketch  No.  2  and  described  in  his  letter  are  not  the  flanges 
of  count  1  nor  the  collars  of  counts  2  and  3,  the  one  (the  corruga- 
tions) not  being  able  to  perform  all  the  functions  and  give  the  re- 
sults in  actual  use  of  the  other,  (the  flanges  or  collars.) 

Hewlett  argues  that  the  invention  of  the  issue  is  primarily  to  guide 
the  rain-water  in  the  spaces  between  the  flanges  or  collars  so  as  not 
to  destroy  or  impair  the  insulating  qualities  of  the  device  and  that 
this  is  the  most  essential  feature  of  the  invention,  and  that  the  idea 
of  providing  annular  corrugations  on  the  plane  of  the  disk,  as  stated 
by  Steinberger  in  his  letter  to  Buck,  to  give — 

additional  surface  without  Increaslug  the  diameter  of  the  disk  thereby  provid- 
ing for  Burface  leakage — 

was  but  secondary  in  the  results  to  be  obtained  from  the  use  of  the 
invention. 

It  is  to  be  noted  that  the  size  of  the  disk  which  Buck  desired 
Steinberger  to  make  for  him  is  specified  as  fourteen  (14)  inches  in 
diameter.  Therefore  it  is  not  a  violent  presumption  that  the  relative 
measurements  of  the  device  shown  in  sketch  No.  2  were  to  be  pro- 
portionately increased. 

While  there  are  no  specific  statements  to  be  found  in  the  letters 
from  Steinberger  to  Buck  which  intimate  that  the  device  shown  in 
sketch  No.  2  was  constructed  to  divert  the  water  during  storms,  so 
as  not  to  impair  the  insulating  qualities  of  the  device,  yet,  if  the  con- 
struction of  the  device  as  disclosed  by  Steinberger  to  Buck  is  capable 
of  performing  this  function,  it  was  not  necessary  under  the  law  for 
Steinberger  to  state  it  in  order  to  be  adjudged  the  inventor  thereof. 

The  Examiners-in-Chief  in  considering  the  question  whether  or  not 
the  "  corrugations  "  as  specified  in  Steinberger's  letter  could  be  prop- 
erly defined  as  "flanges"  or  "collars"  referred  to  Steinberger's 
earlier  patent,  which  has  been  introduced  in  evidence.  No.  913,439, 
granted  February  23,  1909,  on  an  application  filed  November  27, 
1905.  This  filing  date,  it  is  to  be  noted,  is  one  month  and  twenty 
days  after  the  date  of  the  letter  containing  Steinberger's  disclosure 
to  Buck  and  much  earlier  than  any  date  which  can  be  awarded  to 
Hewlett^  This  patent  is  for  a  specific  device  and  discloses  corru- 
gated disks  and  sleeves  for  an  insulator  of  a  specifically  different 
type  from  that  of  the  issue. 

In  the  specification  of  this  patent  Steinberger  states : 

My  invention  relates  to  insulators  and  supports  therefor,  my  more  particular 
object  being  to  produce  a  structure  in  which  I  seek  to  attain  the  following 
advantages^  to  wit: 

(3)  To  provide  the  disks  with  corrugations  of  various  kinds  for  the  purpose 
of  providing  increased  mirface  for  surface  leakage. 
54282'— 13 2i 
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This  is  the  object  stated  in  Steinberger's  letter  of  October  7,  1905, 
to  Buck,  and — 

(4)  To  facilitate  the  draining  of  moisture  in  certain  directions  so  as  to 
render  the  moisture  harmless. 

At  lines  102,  etc.,  in  the  specification — 

By  virtue  of  the  annular  concentric  corrugations  15^  16*,  17^  the  path  of  the 
surface  leakage  is  greatly  lengthened,  and  comparatively  dry  spaces  are  shown 
between  the  outer  edges  of  the  disks  and  the  body  portions  thereof. 

In  this  patent  there  is  believed  to  be  a  clear  disclosure  of  the  idea 
and  means  for  providing  dry  spaces,  so  that  the  insulation  will  not 
be  impaired  or  totally  destroyed,  and  this  disclosure  was  filed  in  the 
Patent  Office  on  November  27,  1905,  several  months  before  any  date 
to  which  Hewlett  could  be  entitled  in  view  of  the  record  presented 
and  less  than  two  months  after  Steinberger's  disclosure  to  Buck.  It 
further  shows  clearly  that  Steinberger  was  aware  at  that  time  of  the 
utility  of  that  idea — namely,  of  collecting  and  diverting  the  rain- 
water, so  as  to  cause  the  disk  insulator  to  be  as  dry  as  possible  at  all 
times. 

In  view  of  the  fact  that  Steinberger  clearly  disclosed  to  Buck  in 
October,  1905,  a  disk  insulator  which  he  described  as  being  corru- 
gated and  which  he  stated  was  capable  of  performing  two  of  the 
results  which  it  was  desired  to  realize  from  the  use  of  the  invention, 
and  that  the  invention  as  disclosed  by  Steinberger  to  Buck  was 
capable  of  accomplishing  the  other  result,  though  not  specified  in  the 
letter,  but  which  the  record  shows  that  Steinberger  stated  but  one 
month  and  three  weeks  afterward  could  be  accomplished  by  the  use  of 
similar  structures,  it  is  held  that  the  invention  of  the  issue  was  dis- 
closed by  Steinberger  to  Buck  in  October,  1905. 

In  view  of  this  disclosure  and  of  the  record  presented — viz.,  the 
filing  of  a  joint  application  by  Buck  and  Hewlett,  followed  by  a  sole 
application  of  Hewlett,  both  disclosing  the  invention  of  the  issue — 
there  is  no  other  conclusion  possible  than  that  Hewlett  derived  this 
invention  from  Steinberger  through  Buck,  and  this  conclusion  is  all 
the  more  justified  by  reason  of  the  fact  that  Hewlett  did  not  testify 
or  present  any  record  in  his  own  behalf  to  establish  that  he  was,  in 
fact,  the  inventor  of  the  issue. 

Where  in  a  case  involving  the  question  of  originality  an  inventor 
fails  to  take  the  stand  who  is  available  as  a  witness  when  the  facts  in 
his  favor,  if  any  there  be.  are  peculiarly  within  his  knowledge,  the 
legal  presumption  follows  that  his  testimony  would  be  unfavorable 
to  his  case. 

The  invention  of  this  issue,  as  in  other  cases,  is  a  thing  and  not 
words,  and  in  the  light  of  the  record  the  refinements  of  language 
8'hould  not  control  and  the  words  "corrugations,"  "flanges,"  and 
"collars  "  as  used  in  this  case  are  held  to  be  synonymous. 
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It  M  held  that  Steinherger  is  the  original  inventor  of  the  issue^  and 
the  decision  of  the  Examiners-in-Chief  is  reversed. 


HoLLEN  V.  Kelly. 

Decided  September  21,  1912. 

183  O.  G.,  1311. 

Interference — Motion  to  Dissolve — ^Transmission. 

A  motion  to  dissolve  alleging  that  the  opposing  party  has  no  right  to 
make  the  claims  Held  properly  refused  transmission  where  it  appears  that 
the  real  point  urged  is  that  the  applicant  has  shifted  from  one  species  of 
Invention  to  another. 

Appeal  on  Motion. 

VALVE. 

Messrs.  Burton  cfe  Burton  for  HoUen. 

Messrs,  Dyrenforth^  Lee^  Chritton  c&  Wiles  for  Kelly, 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  by  HoUen  from  the  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  a  motion  for  dissolution,  based 
upon  the  allegation  that  Kelly  has  no  right  to  make  the  claims. 

As  stated  by  the  Examiner  of  Interferences,  an  examination  of 
the  motion  shows  that  the  real  point  urged  by  Hollen  is  that  Kelly 
has  shifted  from  one  species  of  invention  to  another.  The  Ex- 
aminer of  Interferences  held  this  to  be  an  ex  parte  question  not 
material  to  the  question  of  priority  of  invention  and  refused  to  trans- 
mit the  motion. 

It  is  urged  in  behalf  of  Hollen  that  Kelly's  application  included 
several  species  of  invention,  that  he  had  elected  one  of  these  species 
diflfering  from  that  covered  by  the  issue  of  the  interference,  and 
that  he  could  not  therefore  be  allowed  claims  in  this  application 
covering  the  species  set  forth  in  the  issue  herein. 

This  contention  is  not  well  founded.  Rule  122  provides  for  mo- 
tions to  dissolve  an  interference  when  there  has  been  such  infor- 
mality in  the  declaration  of  an  interference  as  will  preclude  a  proper 
determination  of  the  question  of  priority  and  also  which  deny  the 
right  of  one  of  the  applicants  to  make  a  claim.  The  present  motion, 
while  alleging  that  Kelly  has  no  right  to  make  the  claim  in  this 
particular  application,  does  not  deny  that  the  claim  is  readable  upon 
the  structure  as  shown  in  Kelly's  application  as  originally  filed. 
The  allegation  is,  in  fact,  an  assertion  that  the  declaration  of  the 
interference  was  irregular.    It  is  well  settled  that  the  grounds  urged 
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by  Hollen  for  dissolution  of  this  interference  do  not  constitute  such 
irregularity  as  will  preclude  a  proper  determination  of  priority. 
In  the  case  of  Atherton  and  Happ  v.  Cheney  (C.  D.,  1904,  294; 

111  O.  6.,  1040)  it  was  held  that  the  inclusion  in  the  issue  of  an 
interference  of  claims  covering  two  different  species  of  an  invention 
did  not  constitute  such  irregularity  as  would  preclude  a  proper 
determination  of  priority.  Rulings  of  a  somewhat  similar  char- 
acter were  made  in  the  case  of  Hoefer^  Hoefer^  and  Hoefen  v.  Barnes^ 
<C.  D.,  1904, 19;  108  O.  G.,  560,)  Myers  v.  Brovm,  (C.  D.,  1904,  445; 

112  O.  G.,  2093,)  and  Meden  v.  Curtis,  (C.  D.,  1905,  272;  117  O.  G., 
1795.)  The  reasons  which  are  set  forth  in  these  cases  are  equally 
applicable  to  the  present  case. 

The  decision  of  the  Examiner  of  Interferences  is  accordingly 
afftrmed. 

Jenks  v.  Paoelsen. 

Deci^eA  January  19,  191t. 

184  O.  Q.,  286. 

Intebfebence — Priority — Orioinautt. 

Evidence  reviewed  and  Held  to  establish  that  J.  was  not  an  original 
Invmtor  of  the  invention  in  issue,  bat  that  he  derived  his  knowledge  thereof 
from  P.,  and  priority  Held  properly  awarded  the  latttf. 

Appeal  from  Examiners-in-Chief. 

TENSION  MEMBER  FOB  CONCBETE  CONSTBUCTION. 

Mr.  Charles  M.  Clarke  for  Jenks. 
Mr,  Edward  N.  Pagelsen  pro  se. 

MooRE,  Commissioner: 

This  is  an  appeal  by  Jenks  from  the  decision  of  the  Examiners-in- 
Chief  affirming  the  decision  of  the  Examiner  of  Interferences  award- 
ing priority  to  Pagelsen  on  the  following  issue : 

A  metal  bar  for  reinforcing  concrete  constmction  composed  of  an  integral 
body  portion  having  outwardly  curved  surfaces,  four  or  more  longitudinal  ribs 
co-extensive  with  the  bar  which  divide  the  surface  into  sections  or  faces,  and 
cross  ribs,  each  extending  across  one  face  or  section  and  merging  into  two 
adjacent  longitudinal  ribs,  whereby  each  section  or  face  is  divided  into  a  longi- 
tudinal series  of  cups  or  depressions,  each  having  a  convex  bottom,  the  highest 
iwrtion  of  which  lies  below  a  plane  connecting  the  top  portions  of  adjacent 
longitudinal  ribs,  substantially  as  described. 

The  question  raised  is  one  of  originality  rather  than  priority  of 
invention  in  the  strict  sense. 
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The  circumstances  out  of  which  the  controversy  arose  are  as 
follows: 

Thomas  W.  Jenks,  the  junior  party,  and  his  partner,  I.  W.  Jenks, 
had  a  contract  with  the  Trussed  Concrete  Steel  Company  in  the  early 
part  of  1907  relative  to  the  manufacture  of  reinforcing-bars.  for 
concrete  whereby  bars  substantially  like  that  covered  in  a  patent  to 
Jenks,  No.  989,962,  were  to  be  rolled  for  said  company  at  the  Carnegie 
Steel  Company,  with  which  Jenks  was  associated. 

Kahn  was  the  president  of  the  Trussed  Concrete  Steel  Company. 
In  March,  1907,  he  received  notice  that  the  bars  thus  made  were  an 
infringement  of  a  patent  to  one  Keavis.  Kahn,  Jenks,  and  Pagelsen 
thereupon  met  at  a  hotel  in  Detroit  to  discuss  the  situation.  It  was 
decided  that  Jenks  and  Pagelsen  should  go  to  Pittsburgh  to  consult 
Jenks's  partner,  I.  W.  Jenks,  and  thereafter  they  proceeded  to  Wash- 
ington to  inspect  the  application  file  of  the  Seavis  patent  and  to 
purchase  the  patent,  if  possible.  They  inspected  the  file  and  finding 
that  Reavis  was  in  Philadelphia  took  the  afternoon  train  for  that  city. 
They  came  to  no  conclusion  with  Reavis  as  to  the  purchase  of  his 
patent,  and  Pagelsen  returned  home  to  Detroit  and  reported  results 
to  Kahn. 

In  his  examination  of  the  Reavis  application  file  it  seems  that 
Pagelsen  concluded  that  the  patent  had  been  strictly  limited,  in  view 
of  a  prior  Swiss  patent,  to  a  bar  having  flat  sides,  and  he  claims  that 
it  then  occurred  to  him  that  a  bar  could  be  made  in  the  form  here  in 
issue  and  thereby  avoid  infringement  of  the  Reavis  patent.  He 
testifies  that  he  explained  this  to  Jenks  at  the  time  in  Washington 
and  again  more  fully  in  the  dining-car  en  route  to  Philadelphia  and 
that  on  the  latter  occasion  Jenks  proposed  the  idea  of  rolling  the  bar 
with  concave  surfaces  instead  of  convex,  as  specified  in  the  present 
issue. 

Immediately  after  the  trip  to  Washington,  Pagelsen,  Kahn, 
Thomas  W.  jTenks,  and  I.  W.  Jenks  met  in  Pittsburgh  to  confer  on 
the  matter.  At  that  meeting  Pagelsen  testifies  that  Kahn  and  Jenks 
told  him  to  apply  for  a  patent  in  his  own  name  on  the  "  convex  "  bar 
(here  in  issue)  and  to  prepare  an  application  for  Jenks  on  the  "  con- 
cave "  form.  Kahn,  the  only  other  witness  called  by  Pagelsen,  testi- 
fies as  to  this  occurrence  as  follows : 

To  tbe  best  of  my  recollection  Mr.  Jenks  stated  about  as  follows:  "Mr. 
Pagelsen,  now  you  apply  for  the  convex  cup  bar  in  your  name,  since  you  first 
suggeeted  this  form,  and  apply  for  tbe  concave  cup  bar  in  my  name,  since  I  first 
suggested  that  form." 

It  appears  that  Pagelsen  did  prepare  the  application  for  Jenks  that 
day  on  the  ^^  concave  "  form,  and  the  latter  then  and  there  executed  it. 
Pagelsen  was  paid  for  this  service  by  Jenks  shortly  thereafter. 
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The  two  most  important  points  in  this  story,  as  testified  to  by  Pagel- 
sen  and  Kahn — namely,  the  alleged  disclosure  by  Pagelsen  to  Jenks 
in  Washington  and  on  the  way  to  Philadelphia  and  the  alleged  in- 
structions by  Kahn  and  Jenks  to  Pagelsen  to  apply  for  the  patent  on 
the  invention  here  in  issue  in  his  own  name — were  called  to  the  atten- 
tion of  Jenks  when  he  took  the  stand  in  rebuttal,  and  he  failed  to  deny 
either  of  them.    He  testified  as  follows  in  regard  to  them : 

Q.  4.  Mr.  Pagelsen  has  testified  that  after  examining  this  file  he  found  that 
the  claims  had  been  restricted  to  a  bar  square  in  cross  section  having  longitu- 
dinal ribs  at  its  comers  and  transverse  ribs  extending  between  longitudinal 
ribs;  that  it  occurred  to  him  that  any  deviation  from  the  square  cross  section 
would  probably  avoid  the  patent  and  that  he  explained  to  you  how  the  core  of 
the  bar  could  be  made  round  and  how  the  transverse  ribs  could  extend  across 
between  the  four  longitudinal  ribs,  and  that  you  did  not  seem  to  understand  him 
at  that  time.    What,  if  anything,  do  you  recollect  about  that  occurrence? 

A.  On  the  way  from  Washington  to  Philadelphia  Mr.  Pagelsen  as  my  attorney 
and  myself  discussed  various  forms  of  bars.  The  form  of  bar  for  which  I  ap- 
plied for  a  patent  was  perfectly  familiar  to  me  and  the  deviation  from  a  flat 
side  to  a  curve  in  either  direction  I  was  quite  familiar  with.  The  flat-sided  bar 
was  selected  by  me  because  it  was  a  very  much  easier  section  to  roll  and,  being 
an  entirely  new  type  of  bar  and  the  first  that  was  rolled  with  four  longitudinal 
ribs  on  the  corners  and  intersecting  cross  ribs,  that  bar  was  selected  first.  The 
curved  bar  had  been  made  by  me  in  wooden  models,  had  been  made  by  me  a 
long  time  before  this  date,  of  which  fact  I  have  ample  proof.  Mr.  Pagelsen's 
explanation  was  entirely  unnecessary,  as  I  have  been  accustomed  during  my  life 
in  mills  to  rolling  all  forms  of  bars  that  were  possible  to  be  made. 

Q.  21.  When  Mr.  Kahn  was  asked  whether  Mr.  Pagelsen  or  Mr.  Jenks  during 
the  meeting  at  your  office  in  the  Carnegie  Building  on  April  5th,  1907,  made  any 
positive  statement  as  to  who  invented  the  bar,  Pagelsen's  Exhibit  No.  1,  he 
replied :  **  To  the  best  of  my  recollection,  Mr.  Jenks  stated  about  as  follows : 

"'Mr.  Pagelsen,  now  you  apply  for  the  convex  cup  bar  in  your  name,  since 
you  first  suggested  this  form,  and  apply  for  the  concave  cup  bar  in  my  name, 
since  I  first  suggested  that  form.* " 

What,  if  anything,  do  you  know  about  this  statement  by  Mr.  Kahn? 

A.  That  matter  was  not  under  discussion,  the  instructions  given  to  Mr.  Pagel- 
sen by  Mr.  I.  W.  Jenks  and  myself  were  to  apply  for  patents  for  the  convex  and 
concave  bar.  There  was  some  objection  to  the  concave  bar,  Mr.  Pagelsen  re- 
marked, "  it's  absolutely  a  waste  of  money  to  apply  for  the  concave  bar,**  and 
my  reply  was :  "  While  we  are  applying,  we  will  apply  for  both,"  and  it  was  so 
understood  by  every  person  in  that  room,  that  Mr.  Pagelsen  was  to  act  as  our 
sittomey  to  carry  out  those  instructions.  He  was  not  there  as  our  co-inventor» 
but  as  our  attorney. 

Jenks,  therefore,  practically  admits  the  disclosure  to  him  in  the  din- 
ing-car of  the  Philadelphia  train,  and  he  so  evades  the  issue  in  regard 
to  the  instructions  to  Pagelsen  that  it  raises  a  very  strong  presumption 
that  Pagelsen's  version  of  the  transaction  is  correct. 

Pagelsen  testifies  that  throughout  the  whole  affair  he  was  acting  as 
attorney  for  the  Trussed  Concrete  Steel  Company,  with  the  exception 
of  his  work  in  preparing  for  Jenks  the  single  application  on  the 
^  concave ''  bar,  and  he  states  that  his  expenses  were  paid  throughout 

Digitized  by  VjOOQ IC 


DECISIONS  OP  THE  COMMISSIONER  OF  PATENTS.  .  833 

by  the  Trussed  Concrete  Steel  Company.  Jenks,  on  the  other  hand, 
maintains  that  Pagelsen  was  his  attorney  throughout,  and  it  is  urged 
in  his  behalf  that  the  modification  here  in  issue,  even  if  suggested  by 
Pagelsen,  is  so  slight  and  obvious  a  variation  over  forms  acknowl- 
edged to  belong  to  Jenks  that  the  latter  should  have  the  benefit  of 
such  suggestion.  The  basis  of  this  contention  is  not  wholly  clear ;  but 
it  seems  to  go  rather  to  the  question  of  patentability  than  priority, 
If  the  form  of  bar  here  involved  is  patentably  distinct  from  the  forms 
shown  in  the  Jenks  patent  (and  it  has  been  determined  to  be  so  by  the 
Office  in  declaring  the  interference)  and  if  Pagelsen  was  the  first  to 
suggest  it,  he  only,  and  not  Jenks,  could  lawfully  apply  for  the  patent. 
Neither  can  this  invention  be  looked  upon  in  any  manner  as  ancillary 
or  subsidiary  to  the  "concave"  bar  suggested  by  Jenks,  because  it 
appears  that  Pagelsen's  suggestion  came  first  and  Jenks's  afterward. 

Jenks  called  no  witness  in  his  behalf  other  than  himself,  but  at- 
tempted to  introduce  during  his  testimony  a  certified  copy  of  certain 
parts  of  certain  depositions  taken  in  an  equity  suit  to  recover  royalties 
between  I.  W.  and  J.  W.  Jenks  and  the  Trussed  Concrete  Steel  Com- 
pany. This  was  duly  objected  to,  and  on  a  motion  to  strike  out  it  was 
held  by  the  Examiner  of  Interferences  that  the  exhibit  was  properly 
in  the  case  as  an  exhibit  only  and  had  no  force  as  depositions.  Under 
these  circumstances  the  parts  of  depositions  contained  in  the  exhibit 
cannot  be  considered  as  proof  of  the  matter  therein  testified  to.  The 
parties  in  the  two  cases  are  not  the  same,  the  questions  in  issue  are  not 
the  same,  and  there  was  no  opportunity  for  Pagelsen  to  cross-question 
the  witness  as  to  any  matters  which  might  have  a  bearing  on  this 
controversy. 

Jenks  being  the  junior  party,  the  burden  was  upon  him  of  proving 
his  priority  or  originality  as  against  Pagelsen  by  a  preponderance  of 
the  evidence.  It  is  clear  that  he  has  not  sustained  this  burden.  In 
my  opinion  the  preponderance  of  evidence  presented  is,  in  fact,  to  the 
effect  that  Pagelsen  originated  the  invention  in  issue  and  disclosed  it 
to  Jenks. 

T?ie  decision  of  the  Examiners-in-Chief  awarding  prionty  of  in- 
vention to  Pagelsen  is  right  and  is  affirmed. 


Holt  &  Co.  v.  Kansas  Milling  &  Export  Co. 

Decided  April  2S,  1912. 

184  O.  G..  286. 

1.  Trade-Marks — Similasity->-F£ature8  to  be  Considered. 

In  considering  the  question  of  similarity  of  trade-marks  three  features 
must  be  considered — first,  the  ap];)earance  of  the  words ;  second,  the  sound 
of  the  words  when  spoken,  and,  third,  the  significance  or  meaning  of  those 
words. 
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2«  Same— Anticipation — **  Noblesse  "  and  "  Nobiutt." 

Registration  of  the  word  "Nobility"  as  a  trade-mark  held  properly 
refused  in  view  of  the  prior  use  by  another  of  the  word  "Noblesse"  as 
applied  to  the  same  goods. 

Appeal  from  Examiner  of  Interferences. 


TBADE-MABK  FOB   WHEAT-FLOUB. 

Mt.  Fred  H.  Bowersoch  for  Kansas  Milling  &  Export  Co. 
Messrs.  Steuart  cfe  Steuart  for  Holt  &  Co. 

BiLUNGS,  First  Assistant  Commissioner: 

This  is  an  appeal  by  the  Kansas  Milling  &  Export  Co.  from  a 
decision  of  the  Examiner  of  Interferences  sustaining  the  opposition 
by  Holt  &  Co.  and  adjudging  that  appellant  is  not  entitled  to  register 
the  trade-mark  for  which  it  has  made  application. 

It  appears  from  the  record  that  the  Kansas  Milling  &  Export  Co., 
the  appellant,  filed  an  application  for  the  registration  of  the  word 
"  Nobility  "  as  a  trade-mark  for  wheat-flour. 

An  opposition  to  this  registration  was  filed  by  Holt  &  Co.  on  the 
ground  that  the  registration  of  this  mark  to  the  appellant  would 
injure  them,  inasmuch  as  they  were  the  owners  and  users  of  the  word 
"  Noblesse  "  as  a  trade-mark  for  wheat-flour. 

The  case  is  submitted  upon  a  stipulated  statement  of  facts,  which 
stipulation  is  as  follows: 

That  the  opponent  Holt  &  Company  has  since  the  year  1881  continuously 
used  the  word  "Noblesse"  as  a  trade-mark  for  wheat  flour  and  did  register 
the  said  trade-mark  "  Noblesse "  for  wheat  flour  in  the  United  States  Patent 
Office  under  date  of  October  14,  1884,  Number  11,570,  are  admitted  to  be  true, 
and  shall  be  taken  and  considered  with  the  same  force  and  effect  as  though 
duly  proven  in  this  cause  by  the  testimony  of  compet^it  and  sufficient  wit- 
nesses ;  that  in  like  manner  it  is  admitted  and  with  like  force  and  effect  is  to 
be  taken  and  considered  as  proven  that  the  Kansas  Milling  and  Export  Ck>. 
has  used  the  word  '*  Nobility  "  as  a  trade-mark  for  wheat  flour  since  the  date 
of  use  claimed  in  its  application,  to  wit,  since  the  9th  day  of  December,  1901. 

It  therefore  appears  that  Holt  &  Co.  adopted  and  has  used  con- 
tinuously the  word  "Noblesse"  as  a  trade-mark  for  wheat-flour 
for  a  period  of  twenty  years  prior  to  the  adoption  and  use  by  the 
appellant  of  the  word  "  Nobility  "  as  its  trade-mark  for  wheat-flour. 

Not  only  does  the  French  word  "  Noblesse  "  when  translated  into 
English  mean  "nobility"  or  "nobleness,"  but,  as  appears  from  the 
Century  Dictionary^  the  two  words  belong  to  the  English  language 
and  are  synonymous. 

Two  questions  are  urged  for  consideration  and  decision  in  this 
case — first,  whether  a  party  who  has  adopted  and  used  an  arbitrary 
word  as  a  trade-mark  is  entitled  to  use  the  same  word  when  trans* 
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lated  into  foreign  languages  and,  second,  whether  in  this  particular 
case  the  words  "Noblesse"  and  "Nobility"  when  applied  to  mer- 
chandise of  the  same  descriptive  properties  resemble  each  other  so 
closely  as  to  be — 

likely  to  cause  confusion  or  mistake  in  the  mind  of  the  public,  or  to  deceive 
purchasers.    (Sec.  5,  Trade-Mark  Act) 

Keference  has  been  made  by  the  appellee  to  the  rulings  in  ex  parte 
Grocers  Specialty  Mfg.  Co.  Limited,  (C.  D.,  1903,  10;  102  O.  G., 
465,)  wherein  it  was  held  that  the  words  "  Le  Bon "  were  not 
registrable  as  a  trade-mark,  inasmuch  as  those  words  were  the 
French  translation  of  the  English  word  "good."  It  was  held  that 
a  foreign  word  was  no  less  descriptive  than  the  corresponding  word 
selected  from  the  English  language. 

In  the  case  of  Dadirrian  v.  Yacuhian  (C.  D.,  1896,  713;  75  O.  G., 
1856;  72  Fed.  Rep.,  1010)  the  Circuit  Court  for  the  Northern  Dis- 
trict  of  Illinois  held  that  the  word  "  Matzoon  "  used  as  a  trade-mark 
for  an  article  of  food  made  of  fermented  milk  did  not  constitute  a 
valid  trade-mark,  since  it  was  the  word  applied  to  that  article  of 
food  in  a  foreign  country. 

In  the  case  of  Roncoroni  v.  Gross  (86  N.  T.  Supp.,  1112;  92  App, 
Div.,  22)  it  was  held  that  the  words  "Conserva  Di  Tomate"  were 
not  a  valid  trade-mark  as  applied  to  "preserved  tomato,"  being 
merely  the  Italian  for  "  preserved  tomato." 

In  considering  the  question  of  infringement  of  trade-marks  two 
main  questions  are  presented  for  determination — first,  whether  the 
marks  are  applied  "  to  merchandise  of  the  same  descriptive  proper^ 
ties"  and,  second,  whether  the  respective  words  or  symbols  "so 
nearly  resemble  "  each  other — 

as  to  be  likely  to  cause  confusion  or  mistake  in  the  mind  of  the  public,  or  to 
deceive  purchasers. 

There  is  no  dispute  in  this  case  as  to  the  similarity  of  goods. 
Where  arbitrary  words  are  used  as  the  trade-mark,  three  features 
must  be  considered — first,  the  appearance  of  the  words;  second,  the 
sound  of  the  words  when  spoken,  and,  third,  the  significance  or 
meaning  of  those  words.  It  may  very  well  be  that  an  arbitrary 
word  selected  from  the  English  language  might  when  translated  into 
a  foreign  language  have  as  a  result  of  this  translation  no  similarity 
in  sound  and  no  similarity  in  appearance ;  yet  it  is  evident  that  the 
significance  or  meaning  of  the  words  is  the  same. 

The  courts  have  indicated  that  the  meaning  or  significance  of  the 
words  used  is  a  pertinent  inquiry  in  determining  the  question  of 
infringement.  In  the  case  of  the  National  Biscuit  Co,  v.  Baker  et  ah 
(95  Fed.  Rep.,  135)  Circuit  Judge  Lacombe  held  that  the  word 
"  Iwanta  "  was  an  infringement  of  the  word  "  Uneeda "  when  used 
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as  a  trade-mark  for  biscuits,  and  as  a  reason  for  this  holding  the 
C!ourt  said: 

And  both  express  the  same  idea,  namely  that  the  prospective  purchaser's 
t)ersonal  comfort  would  be  promoted  by  the  acquisition  of  a  biscuit. 

In  the  present  case  the  word  "  Noblesse  "  means  "  nobility."  The 
\vord  "  public  "  in  the  phrase — 

as  to  be  likely  to  cause  confusion  or  mistake  In  the  mind  of  the  public  (Sec.  5, 
^rade-Mark  Act)  — 

should  not  be  construed  to  necessarily  mean  "the  entire  public.'' 
The  proper  construction  to  be  given  this  word  in  the  statute  is  that 
it  includes  only  a  substantial  or  distinct  part  of  the  purchasing  pub- 
lic. Judicial  notice  is  taken  of  the  fact  that  many  citizens  of  the 
United  States  are  conversant  with  the  French  language.  It  is  not 
difficult  to  conclude  therefrom  that  there  are  many  members  of  the 
purchasing  public  who  would  be  deceived  should  the  same  goods  be 
displayed  for  sale  in  packages  which  bore,  respectively,  the  word 
^  Noblesse  "  and  "  Nobility,"  for  the  reason  that  the  two  words  have 
the  same  meaning  or  significance. 

Considering  merely  the  question  of  similarity  of  these  two  words 
to  the  eye  and  the  ear,  irrespective  of  any  meaning  which  they  may 
have,  it  is  clear  also  that  they — 

tM»  nearly  resemble  each  other  as  to  be  likely  to  cause  confusion  in  the  mind  of 
the  public,  or  to  deceive  purchasers. 

It  follows,  therefore,  inasmuch  as  the  word  "Noblesse"  has  been 
Used  continuously  by  Holt  &  Co.  since  the  year  1881  and  the  word 
*'  Nobility "  has  been  used  continuously  by  the  Kansas  Milling.  & 
Export  Co.  only  since  the  year  1901,  which  is  twenty  years  after  the 
date  of  adoption  and  use  by  the  opponent,  and  that  the  two  words 
not  only  sound  alike  but  look  alike  and  have  the  same  meaning,  the 
opposition  of  Holt  &  Co.  is  well  taken  and  it  is  sustained.  It  is  held 
that  the  Kansas  Milling  &  Export  Co.  has  no  right  to  register  the 
mark  for  which  it  made  application  in  view  of  the  opposition  filed 
against  its  application  for  registration. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PARTE  LOHMANK. 

Decided  October  15, 1912. 
184  O.  G.,  287. 

Designs — Dbawiitg— Sectional  View. 

A  sectional  view  Held  permissible  in  a  design  application  where  it  brlnga 
out  features  of  the  design  which  otherwise  might  not  be  clear  and  makes 
no  attempt  to  illustrate  features  of  Internal  constmction. 
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On  Petition. 

TIRB-TBEAO. 

Messrs.  Dodge  <&  Sons  for  the  applicant. 

Tennant,  Assistant  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  objecting  to 
Figure  2  of  the  drawings,  which  is  a  sectional  view  of  the  article. 
The  Examiner's  objection  is  based  on  the  ground  that  such  a  showing 
is  prohibited  by  the  ruling  in  ex  parte  Kohler^  (C.  D.,  1905,  192;  116 
O.  G.,  1185.) 

In  the  earlier  decisions  in  ex  parte  Tucker  (C,  D.,  1901,  140;  97 
O.  a,  187)  and  ex  parte  Golton  (C.  D.,  1903,  156;  104  O.  G.,  1119) 
sectional  views  were  held  objectionable  where  they  illustrated  the  in- 
terior of  the  construction.  The  reason  of  this  objection  is  obvious— 
namely,  that  otherwise  the  design  patent  would  attempt  to  cover 
features  not  disclosed  by  an  inspection  of  the  article  itself.  In  the 
Kohler  case  it  was  stated  that  applicant  attempted  to  differentiate 
from  the  decision  in  ex  parte  Golton  on  the  ground  that  there  was  no 
interior  construction  in  his  device  to  be  shown ;  but  it  was  held  that 
the  sectional  view  was  objectionable,  since»that  figure  has  an  appear- 
ance which  the  article  itself  can  never  have. 

An  inspection  of  the  record  of  the  Kohler  case  shows  that  the  sec- 
tional view  adds  nothing  whatever  to  the  clearness  of  the  illustra- 
tion— that  is  to  say,  it  does  not  bring  out  features  which  otherwise 
might  not  be  clear  from  the  remaining  illustrations.  In  the  present 
case  the  cross-section  unquestionably  shows  that  the  surface  ornamen- 
tation is  in  relief  and  not  intaglio  and  tends  to  more  clearly  bring  out 
the  design. 

It  is  true  that  this  design  could  probably  be  illustrated  in  the  same 
manner  as  in  the  patents  cited  by  the  Examiner  in  his  statement, 
where  several  perspective  views  are  shown.  It  is  believed,  however, 
that  where,  as  in  the  present  case,  the  features  of  the  design  may  be 
clearly  shown  either  by  an  additional  perspective  view  or  by  a  cross- 
sectional  view  and  where  no  attempt  is  made  to  illustrate  features  of 
internal  construction,  such  as  referred  to  in  ex  parte  Tucker  and 
ex  parte  Golton^  the  applicant  should  be  allowed  his  choice  of  the 
manner  of  illustrating  the  design. 

The  petition  is  granted  to  the  extent  indicated^ 
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Ex  PABTB  BUHK. 

Decided  October  18,  1912. 
184  O.  Q.,  288. 

Application — ^Pbosecution — ^Election  of  Species. 

Where  after  a  requirement  for  division,  but  before  such  requirement  had 
been  complied  with,  claims  were  suggested  for  the  purpose  of  interference 
and  such  interference  was  declared  and  decided  adversely  to  the  applicant 
Held  that  the  prosecution  of  this  interference  did  not  constitute  an  Sec- 
tion to  the  species  involved  therein  and  that  applicant  was  entitled  to 
present  in  this  application  claims  to  the  other  species. 

On  Petition. 

HOLLOW   TILB. 

Messrs.  Carr  <&  Carr  for  the  applicantp 

Tennant,  Assistant  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  requiring  can- 
celation of  claims  directed  to  a  species  different  from  that  covered  by 
certain  claims  which  were  involved  in  an  interference  between  this 
applicant  and  one  Julian  St.  John  Nolan,  in  which  the  question  of 
priority  of  invention  was  decided  adversely  to  the  petitioner. 

The  record  shows  that  in  the  first  official  action  the  Examiner  re- 
quired division — 

between  claims  1  to  8.  Inclusive,  15,  16  and  17,  claims  9  and  10,  and  claims  U 
and  12. 

Before  the  applicant  had  responded  to  this  requirement  of  division 
certain  claims  were  suggested  for  the  purpose  of  interference.  These 
claims  were  adopted.  The  Examiner  thereafter  suggested  that  all 
but  two  of  such  suggested  claims  be  transferred  to  a  copending  appli- 
cation. This  was  done.  The  interference  was  thereupon  declared  in 
respect  to  the  two  claims  which  were  retained  in  this  case  and  an  ad- 
verse decision  rendered  against  applicant.  Subsequently  to  the  deci- 
sion in  the  interference  the  Examiner  finally  rejected  the  claims  in- 
volved therein,  stating  that  further  action  on  the  merits  of  the  case 
would  be  had  when  the  requirement  for  division  had  been  complied 
with.  In  response  to  that  action  the  applicant  filed  an  amendment 
directing  the  cancelation  of  Sheet  2  of  the  drawing  and  certain  por- 
tions of  the  description  and  claims  1  to  8,  14  to  17,  19  and  20.  The 
Examiner  thereupon  held  that  the  applicant  had  no  right  to  prose- 
cute the  claims  which  had  been  retained  in  this  application,  stating 
that— 

when  claims  19  and  20  were  made  by  applicant  in  the  amendment  of  Aug.  28, 
1911,  he  made  his  election  of  species.  Such  election  acts  as  an  estoppel  to 
further  prosecute  claims  to  another  entirely  separate  and  distinct  species  as  set 
forth  in  claims  1  to  6  incluslTe,  since  applicant  cannot  shift  ground  from  species 
to  spedes. 
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This  requirement  was  made  final  and  is  the  basis  of  the  present' 
petition. 

The  question  which  the  case  presents  is  whether  the  adoption  of 
suggested  claims  covering  one  of  two  species  embraced  in  the  claims 
on  file  and  the  prosecution  of  an  interference  on  such  claims  con- 
stitutes an  election  of  the  species  of  the  suggested  claims. 

The  applicant's  attempt  expressly  to  elect  the  other  species  after 
the  termination  of  the  interference  cannot,  of  course,  stand  if  he  has, 
as  the  Examiner  holds,  previously  made  an  election  of  the  species  in- 
volved in  the  interference.  If  the  earlier  election  has  been  made,  as 
the  Examiner  holds,  it  was  obviously  by  implication  only,  since  up 
to  the  termination  of  the  interference  the  case  contained  claims  to 
both  species,  and  no  statements  had  ever  been  made  by  the  applicant 
indicating  any  intention  to  adopt  either  species  for  prosecution  in 
this  case  and  relinquish  the  other. 

An  applicant  may  unquestionably  make  an  election  by  implication  ' 
only,  as  where  he  files  a  case  with  claims  to  only  one  species,  or,  with- 
out comment  either  by  the  Office  or  himself,  limits  the  claims  to  one 
species  after  filing.  In  either  of  these  cases  he  would  be  held  to  have 
elected  his  species  and  would  not  be  permitted  thereafter  to  shift  to 
another. 

The  basis  of  requirements  for  division  and  the  holding  of  appli- 
cants to  elected  species  is  that  but  one  invention  can  be  examined  by 
the  Office  and  but  one  patent  issued  for  one  Government  fee.  In 
cases  of  implied  election,  such  as  above  instanced,  the  applicant 
obtains  an  examination  of  the  invention  represented  by  one  species  by 
virtue  of  the  fact  that  it  is  presented  alone,  and  therefore  he  cannot 
be  permitted  to  shift  his  ground  and  secure  an  examination  of  the 
invention  represented  in  another  species. 

In  the  present  case,  however,  I  do  not  find  that  the  reasons  for 
holding  an  implied  election  exists.  It  is  true  that  the  claims  sug- 
gested for  interference  had  been  examined  and  found  patentable; 
but  this  was  done  in  another  party's  application  and  must  have  been 
done  whether  or  not  this  applicant  had  filed  an  application  at  all. 
Furthermore,  the  claims  suggested  were  presumably  not  identical 
with  the  claims  to  the  corresponding  species  already  in  the  case,  and 
the  applicant  could  not  be  expected  to  know  from  the  claims  sug- 
gested whether  the  claims  which  he  had  presented  to  the  same  species 
would  likewise  be  patentable,  and  of  course  no  light  whatever  was 
thrown  upon  the  patentability  of  his  claims  to  the  other  species.  It 
is  well  settled  that  where,  in  requiring  division,  an  Examiner  chooses 
to  give  an  action  on  the  merits  at  the  same  time  the  action  should 
extend  to  all  of  the  claims  in  order  that  the  applicant  may  not  be 
misled  in  selecting  the  species  to  be  retained.  {Ex  parte  Goldman^ 
C.  D.,  1902,  238;  100  O.  G.,  234,  and  ex  parte  Lantzke,  C.  D.,  1910, 
100;  156  O.  G.,  257.) 
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It  is  true  also  that  additional  work  and  expense  on  the  part  of  the 
Office  resulted  from  the  declaration  of  the  interference  on  the  sug- 
gested claisis;  but  it  would  not  be  just  or  feasible  in  all  cases  of  this 
kind  to  compel  an  applicant  having  two  species  claimed  in  his  case 
to  file  a  separate  application  for  the  other  species  after  having  lost 
one  in  an  interference,  simply  to  cover  the  expense  incident  to  the 
interference.  If,  for  instance,  the  claims  had  been  suggested  from 
this  application  to  the  other  interferant  before  any  election  had  been 
made  in  this  case  and  the  interference  thereafter  declared  and  de- 
cided, it  could  hardly  be  held  that  this  applicant  had  thereby  elected 
the  species  in  interference,  although  the  same  reasons  would  apply 
so  far  as  expense  is  concerned.  He  would  under  these  circumstances 
have  been  unwittingly  forced  into  the  interference  and  have  had  to 
defend  it  at  the  risk  of  losing  an  invention  of  which  perhaps  he  was 
the  prior  inventor.  The  party  to  whom  claims  are  suggested  before 
election  has  been  made  is  in  substantially  the  same  position. 

I  am  of  the  opinion,  therefore,  that  the  adoption  of  suggested 
claims  and  the  prosecution  of  an  interference  cannot  be  construed  as 
an  election  of  the  species  involved  in  the  absence  of  other  acts  or 
statements  on  the  part  of  the  applicant  binding  him  to  such  species. 

T?ie  petition  is  granted. 


Ex  PARTE  Nelson, 

Decided  March  15,  1912. 

184  O.  G.,  549. 

Patentability — Val>-e  fob  Internal-CJombustion  Engines. 

Certain  claims  for  a  valve  for  internal-combustion  engines  HcH  patent- 
able in  view  of  the  prior  art,  since  the  difTerences  therefrom  Involve  the 
exercise  of  invention. 

Appeal  from  Examiners-in-Chief. 

valve. 

Messrs.  Whittemore,  Hulhert  ds  Whittemore  for  the  applicant. 

MooRE,  Com??iissio7}er : 

This  is  an  appeal  from  a  decision  of  the  Examiners-in-Chief  affirm- 
ing the  action  of  the  Primary  Examiner  rejecting  claims  1  to  11, 
inclusive,  which  are  sufficiently  illustrated  for  the  purpose  of  this 
decision  by  the  following: 

1.  In  an  explosion  engine,  the  combination  with  a  valve  and  a  valve  seat,  of 
a  channel  extending  transverse  to  the  movement  of  said  valve  on  its  seat,  and 
a  slit  extending  from  said  channel  to  the  contacting  faces  of  said  valve  and 
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seat,  said  slit  being  restricted  in  width  for  the  passage  of  a  liquid  film  there^ 
through. 

3.  In  an  explosion  engine,  the  combination  with  a  valve  and  its  seat,  of  t^ 
groove  or  channel  formed  in  the  one  extending  transverse  to  the  direction  of 
movement  of  said  valve,  and  an  insert  for  filling  the  mouth  of  said  channel  hav« 
ing  a  restricted  clearance  for  the  passage  of  a  liquid  film  therethrough. 

5.  In  an  explosion  engine,  the  combination  with  a  rotary  cylindrical  valve 
and  a  cylindrical  seat  therefor,  of  a  channel  extending  longitudinally  of  one  of 
said  members,  and  a  segmental  insert  in  the  mouth  of  said  channel  having  ^ 
restricted  clearance  for  the  passage  of  a  liquid  film. 

10.  In  an  explosion  engine,  the  combination  with  a  plurality  of  cylinders,  of  a 
cylindrical  valve  case  ported  to  connect  with  the  individual  cylinders,  a  cyliU'r 
drical  valve  engaging  said  seat,  a  channel  extending  longitudinally  of  said  seat, 
an  insert  filling  the  mouth  of  said  channel  having  a  restricted  clearance  for  the 
passage  of  a  liquid  film,  and  packing  rings  for  said  valve  intermediate  the  porta 
of  the  respective  cylinders. 

11.  In  an  explosion  engine,  the  combination  with  a  valve  and  a  valve  seat,  of 
a  channel  extending  parallel  to  the  contacting  faces  of  said  valve  and  seat  and 
a  slit  restricted  in  width  for  the  passage  of  a  liquid  film  connecting  said  channel 
with  the  space  between  the  valve  and  its  seat. 

The  references  cited  are  the  patents  to  Leonard,  217,884,  July  29^ 
1879;  Norling,  762,932,  June  21,  1904;  Cook,  603,260,  May  3,  1898} 
Vanduzen,  265,473,  October  3,  1882. 

The  problem  which  the  present  invention  is  intended  to  solve  is 
the  lubrication  of  a  rotating  valve  for  internal-combustion  enginest 
The  main  difficulty  encountered  is  the  avoidance  of  surplus  oil  be^ 
tween  the  working  surfaces,  which  when  present  accumulates  in  tho 
ports  of  the  valve  and  valve-seat  and  bums  when  the  explosion 
occurs,  resulting  in  the  presence  of  carbon  and  sticking  or  irregular 
working  of  the  valve. 

To  meet  the  requirements  of  such  a  situation,  applicant  provides 
an  oil-duct  extending  parallel  to  the  cylindrical  valve  and  transverse 
to  its  direction  of  rotation  and  a  capillary  passage  or  slit  connecting 
the  duct  with  the  coacting  surfaces  of  the  valve  and  valve-seat.  This 
slit  is,  at  most,  a  few  thousandths  of  an  inch  wide.  The  result  is 
the  feeding  of  a  film  of  oil  to  the  contacting  surfaces,  which  spreads 
evenly  over  them  without  any  surplus,  so  that  there  is  no  deposit  in 
the  ports. 

The  nearest  reference  cited  is  the  patent  to  Leonard,  which  shows 
a  lubricating  device  for  a  shaft-journal  box  consisting  of  a  reservoir 
for  oil  above  the  shaft,  which  is  connected  to  the  contacting  surfaces 
of  the  shaft  and  journal-box  by  an  opening  of  considerable  width 
extending  parallel  to  the  shaft  and  transverse  to  its  direction  of 
rotation  and  in  which  is  laid  a  roller  free  to  turn  under  the  action 
of  the  shaft,  upon  which  it  rests.  The  specification  states  that  th^ 
roller  "  fits  easily  "  in  the  slit  in  which  it  lies  and  that  the  tightness 
of  fit  must  depend  upon  the  nature  of  the  lubricant,  being  snuggep 
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of  Ohio  was  erroneous,  and  that  the  said  company  was  incorporated 
under  the  laws  of  the  State  of  New  Jersey.  A  similar  allegation 
was  made  in  the  affidavit  of  Longenecker,  who  further  stated  that  he 
was  the  notary  public  before  whom  the  declaration  pertaining  to  the 
application  for  registration  was  made  by  the  aforesaid  Phillips. 

The  Examiner  of  Interferences  held  that  the  trade-mark  should  be 
canceled,  and  an  order  was  duly  entered  by  the  Conuinissioner  of 
Patents  on  March  11, 1912,  canceling  the  registration.  The  certificate 
of  registration  which  was  returned  to  the  Patent  Office  was  also 
marked  "  Canceled  "  and  the  seal  broken. 

The  Office  records  show  that  an  application  was  filed  on  March  1, 
1912,  by  "  The  American  Soiling  Mill  Company,  a  corporation  duly 
organized  under  the  laws  of  the  State  of  New  Jersey,  and  located 
and  doing  business  in  Middletown,  Butler  county,  Ohio,"  for  the 
registration  of  the  mark  for  which  registration  certificate  No.  70,565 
was  issued  and  subsequently  canceled,  as  noted  above.  The  appli- 
cation is  pending  before  the  Examiner  of  Trade-Marks.  The  last 
action  thereon  shows  that  registration  has  been  refused  by  the  Ex- 
aminer in  view  of  several  registrations. 

As  stated  above,  petitioner  now  seeks  to  have  the  registration 
No.  70,565  reinstated.  It  is  contended  by  petitioner  that  section  18 
of  the  Trade-Mark  Act  provides — 

that  only  one  who  *'  shall  deem  himself  Injured "  may  maintain  a  cancelation 
proceeding: 

that^ 

applicant  instead  of  being  "  injured  **  by  the  registration  has,  on  the  oontraiy, 

been  benefited, 

and  that— 

the  Ck>mmis8ioner  was,  therefore,  without  authority  to  cancel  the  registration 

and  should  set  aside  said  cancelation. 

It  appears  from  the  statements  made  in  the  application  for  can- 
celation noted  above  that  the  registration  was  granted  to  a  non- 
existing  corporation,  and  this  fact  is  not  denied  in  the  present 
petition. 

It  does  not  appear  that  petitioner  could  obtain  any  legitimate 
benefit  from  such  a  registration,  and  the  facts  certainly  warrant  the 
assumption  that,  on  the  contrary,  it  would  be  injured  thereby.  It  is 
believed  that  the  Commissioner  had  ample  warrant  under  the 
statute  for  canceling  the  registration,  but  that  he  has  no  authority 
to  reinstate  said  registration  to  a  non-existing  corporation. 

Petitioner  has  pursued  the  proper  course  by  -filing  an  application 
for  registration  in  its  correct  name^  and  if  it  deems  itself  entitled 
to  such  registration  its  remedy  is  by  further  prosecuUon  of  said 
applicoHon. 
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Ex  PARTE  Hartford. 

Decided  November  1,  1912. 

184  O.  O.,  551. 

1.  Afpucation — Pbosecution — Final  REJEcnoN. 

Wbere  tlie  Examiner  bad  stated  the  grounds  of  rejection  with  enfficlent 
fQlloesB  and  it  was  apparent  that  applicant  understood  the  refer^ces  and 
their  application  to  the  claims,  the  fact  that  in  the  letter  malting  the 
rejection  final  the  Examiner  also  stated  his  Tiews  fully  as  to  the  non- 
patentability  of  the  claims  did  not  render  the  final  rejection  premature. 

2.  Same — Same — Same— Admission  of  Amendment  Afteb. 

An  amendment  presented  after  final  rejection  Held  properly  refused 
admission  where  the  Examiner  holds  that  the  claims  submitted  differ  in 
scope  from  those  previously  rejected  and  no  error  in  this  holding  is 
pointed  out,  and  the  only  showing  for  failure  to  present  the  claims  earlier 
is  that  the  final  rejection  was  unexpected. 

On  Petition. 

SPBING  BETABDING  DEVICE. 

Mr.  Clifford  E.  Dunn  and  Messrs.  Bacon  <Sk  MUans  for  the  ap- 
plicant 

Moore,  Commissioner: 

This  a  petition  seeking  to  have  an  amendment  entered  and  act«d 
upon  which  was  filed  by  applicant  on  April  20, 1912,  after  the  claims 
had  been  finally  rejected  by  the  Examiner  on  April  27,  1911. 

The  petition  seeks  relief  in  one  of  three  ways — ^namely,  by  a  ruling 
that  the  final  rejection  was  premature  and  that  therefore  the  amend- 
ment should  be  entered  and  acted  upon  by  the  Examiner,  or  that 
the  amendment  merely  presents  the  rejected  claims  in  better  form  for 
appeal  and  should  therefore  have  been  entered  by  the  Examiner 
and  dealt  with,  if  necessary,  in  a  supplemental  statement  to  the 
Examiners-in-Chief ,  or  that  the  amendment,  although  touching  the 
merits  and  filed  after  final  rejection,  should  have  been  admitted  in 
view  of  the  verified  showing  made  by  the  afiidavit  of  Clifford  E. 
Dunn,  attorney  for  the  applicant. 

It  is  urged  that  the  final  rejection  was  premature,  because  the 
Examiner  stated  his  views  very  fully  in  the  letter  in  which  the  final 
rejection  was  given,  indicating,  as  applicant  contends,  that  he  had 
not  before  made  them  clear,  and  also  because  the  Examiner  had,  in 
citing  the  reference,  substituted  a  French  patent  for  an  English 
patent,  showing  the  same  device  in  the  Office  letter  next  preceding  the 
final  rejection. 

It  would  of  course  be  improper  for  the  Examiner  to  state  fully 
for  the  first  time  his  reasons  for  rejecting  the  claims  in  the  letter 
in  which  the  rejection  was  made  final;  but  it  appears  in  this  case  that 
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the  Examiner  had  stated  the  grounds  of  rejection  with  sufScient 
fullness  in  preceding  actions,  and  it  is  not  contended  by  the  appli- 
cant that  he  did  not  understand  the  reference  or  its  application  to 
the  claims. 

The  substitution  of  the  French  patent  for  the  English  patent  did 
not  make  the  final  rejection  premature,  for  the  reason  that  this  was 
done  in  the  letter  preceding  the  final  rejection,  so  that  the  claims 
were  in  fact  rejected  twice  with  the  French  patent  as  a  reference. 
If  the  Examiner  had  made  such  substitution  for  the  first  time  in  the 
final  action,  it  would  have  been  premature,  since  the  English  patent 
was  of  too  late  a  date  and  the  applicant  was  entitled  to  two  rejec- 
tions on  references  which  the  Examiner  considered  sufficient.  It 
cannot  be  held,  therefore,  that  the  final  rejection  was  premature. 

As  to  the  admission  of  the  claims  in  the  amendment  of  April  20, 
1912,  for  the  purpose  of  presenting  the  appealed  claims  in  better 
form,  the  Examiner  has  held  that  the  claims  submitted  diflfer  in  scope 
from  those  in  the  case  and  would  necessitate  a  further  consideration 
of  the  prior  art.  Applicant  has  not  shown  that  the  Examiner  is  in 
error  in  this  holding,  and  the  claims  cannot  therefore  be  admitted 
merely  as  submitting  the  rejected  claims  in  better  form  for  appeal. 

As  to  the  request  that  they  be  admitted  under  the  provisions  of 
Bule  68,  in  view  of  the  affidavit  of  the  attorney,  Dunn,  it  is  sufficient 
to  state  that  that  affidavit  sets  forth  no  reasons  for  not  presenting  the 
claims  earlier.  No  such  showing  as  is  contemplated  by  Rule  68  has 
been  mad«.  It  is  merely  stated  that  the  final  rejection  came  unex- 
pectedly and  as  a  complete  surprise  and  that  the  applicant  firmly 
believed  that  he  was  entitled  to  further  prosecution  of  the  case.  The 
application  ha.s  been  pending  for  several  years,  and  the  device  is  an 
extremely  simple  one.  There  appears  to  be  no  reason  why  the  appli- 
cant should  not  long  ago  have  presented  the  claims  which  he  was 
prepared  to  adhere  to  as  stating  his  invention.  It  must  be  held, 
therefore,  that  the  claims  cannot  be  admitted  under  the  provisions 
of  the  latter  part  of  Rule  68  relating  to  amendments  touching  the 
merits  after  final  rejection. 

The  Examiner  was  right  in  refusing  to  admit  the  proposed  amend- 
ment under  the  circumstances. 

The  petition  is  denied, 

Stdawn  v.  Ontario-Cucamonoa  Fruit  Excuangb, 

Decided  January  6,  191fi. 

184  O.  G.,  551. 

Tradu-Mabks— Application— Mere  Selling  Agent  Mat  Not  RegisTbs. 

A  fniit-exchange  which  Is  the  selling  agent  for  several  associations  of 
fruit-growers  Held  not  entitled  to  regist^  a  mark  used  by  them  all. 

On  Appeal. 
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TBADE-MABK  FOB  0BA2VGES,  ORAPE-FBUIT,  AND  TANGBBINES. 

Mr,  C,  A,  Brandenburg  for  Strawn. 

Messrs,  Steuart  &  Steuart  for  Ontario-Cucamonga  Fruit  Exchange. 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  by  the  Ontario-Cucamonga  Fruit  Exchange  from 
the  decision  of  the  Examiner  of  Interferences  holding  that  it  is  not 
entitled  to  register  the  mark  shown  in  this  application. 

The  interference  as  originally  declared  involved  three  applications 
for  registrations.  The  Examiner  of  Interferences  held  that  none  of 
the  applicants  were  entitled  to  registration,  Rankin  and  Moseley 
because  they  had  taken  no  testimony  and  their  application  was  filed 
subsequently  to  that  of  the  Ontario-Cucamonga  Fruit  Exchange; 
Strawn  because  the  date  of  use  established  by  him  was  subsequent  to 
the  use  by  the  associations  controlled  by  the  Ontario-Cucamonga 
Fruit  Exchange  of  the  mark  shown  in  its  application ;  the  Ontario- 
Cucamonga  Fruit  ^Exchange  because  it  had  had  no  such  ownership  in 
the  trade-mark  in  i?^sue  as  would  entitle  it  to  registration. 

Neither  Strawn  nor  Rankin  and  Moseley  appealed  from  the  deci- 
sion of  the  Examiner  of  Interferences.  A  brief  was  filed  on  behalf 
of  Strawn,  and  his  attorney  appeared  at  the  hearing;  but  not  having 
appealed  he  had  no  further  intei^st  in  the  case  other  than  that  of  any 
member  of  the  general  public,  and  his  brief  cannot  therefore  be  con- 
sidered. The  only  question  before  me  is  whether  the  Ontario-Cuca- 
monga Fruit  Exchange  is  entitled  to  registration. 

It  appears  from  the  testimony  that  the  Ontario-Cucamonga  Fruit 
Exchange  is  a  corporation  organized  under  the  laws  of  California 
and  is  composed  of  nine  associations  of  fruit-growei*s.  It  does  not 
appear  from  the  testimony  that  the  exdiange  ever  owns  the  fruit  sold 
under  the  trade-mark  in  question  or  that  it  sells  it  in  the  sense  in 
which  a  commission  merchant  sells  goods  on  commission,  for  the 
exchange  makes  no  profits  and  turns  over  the  proceeds  of  the  sales  of 
the  goods.to  the  individual  association  by  whom  the  fruit  was  packed. 
The  witnesses  refer  to  this  exchange  as  a  selling  agent,  and  that  seems 
to  be  the  only  function  that  it  has.  It  does  not  appear  from  the  testi- 
mony whether  orders  for  fruit  are  given  directly  to  the  exchange  or 
whether  these  orders  are  sent  to  the  various  associations,  nor  does  it 
appear  that  the  exchange  is  in  any  way  responsible  for  the  character 
of  fruit  put  up  under  the  trade-mark  in  question.  The  witnesses 
testify  that  the  mark  is  used  only  upon  the  best  grade  of  fruit;  but 
it  does  not  appear  that  the  officers  of  the  exchange  see  to  it  that  only 
fruit  of  the  best  grade  is  packed  under  this  mark. 

Section  1  of  the  Trade-Mark  Act  provides  that  the  owner  of  the 
trade-mark  used  in  commerce  with  a  foreign  nation  or  among  the 
several  States  or  with  Indian  tribes  may  obtain  registration  by  corn- 
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plying  with  certain  requirements.  It  is  not  seen,  however,  how  a 
mere  selling  agent  for  several  associations  can  be  considered  as  the 
owner  of  a  trade-mark  placed  upon  the  goods  by  these  associations, 
each  of  whom  has  a  right  to  use  the  mark.  It  is  stated  in  the  brief 
on  this  appeal  that  when  an  association  withdraws  from  the  ex- 
change it  loses  the  right  to  use  this  mark.  While  this  is  probably 
true,  there  is  nothing  in  the  record  about  it 

It  is  significant  that,  as  pointed  out  by  the  Examiner  of  Inter- 
ferences, on  the  labels  for  the  ends  of  the  boxes  the  name  of  the  ex- 
change does  not  appear  in  full,  but  has  been  abbreviated  to  ^O.  K. 
Fruit  Exchange,"  and  this  name  appears  under  the  words  "  Selling 
agents."  The  name  of  the  association  appears  in  full  on  the  label 
under  the  words  "Grown  and  packed  by,"  and  the  labels  all  bear 
some  further  name  as  identifying  the  particular  association  by 
which  the  goods  were  packed.  While,  as  above  stated,  the  labels 
which  are  designed  for  the  ends  of  the  boxes  bear  the  name  "  O.  K. 
Fruit  Exchange,"  which  is  stated  by  one  of  the  witnesses  to  be  an 
abbreviation  for  Ontario-Cucamonga  Fruit  Exchange,  the  wrappers 
which  are  placed  around  the  individual  pieces  of  fruit  do  not  bear 
the  name  of  the  exchange  at  all,  though  they  bear  the  trade-mark 
in  question  and  the  name  of  the  particular  association. 

Each  of  the  associations,  therefore,  having  the  right  to  use  the 
mark  during  its  membership  in  the  exchange  and  the  latter  being 
merely  a  selling  agent  for  these  associations,  it  cannot  be  held  that 
the  latter  has  such  ownership  in  the  mark  as  will  entitle  it  to  regis- 
tration. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed* 


Cross  v,  Rusby. 

Decided  October  21,  1912. 

184  O.  G.,  652. 

Afplioation — Amendment  Filed  During  the  Interference. 

Where  an  amendment  is  filed  to  an  application  in  interference  which 
purports  to  put  this  application  in  condition  for  another  interference,  the 
Primary  Examiner  should  give  the  amendment  consideration  sufficient  to 
determine  whether  such  is  the  case,  and  if  it  is  should  request  jurisdic- 
tion of  the  application  in  order  to  enter  the  proposed  amendment;  other- 
wise the  amendment  should  be  refused  entry  until  the  termination  of  the 
Interference. 

On  Petition. 
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APPABATUS  FOB  USE  IN  THE  MANUTACTUBS  OF  GAS, 

Jdes9r8.  Barthel  cfe  Barthel  for  Cross. 
Mr.  A.  B.  Stougkton  for  Busby. 

Billings,  First  Assistant  Commissioner: 

This  is  a  petition  by  Rusby  that  he  be  permitted  to  file  the  amend* 
ment,  accompanying  his  petition,  consisting  of  two  claims  copied 
from  a  patent  to  Cross  to  his  application  now  involved  in  the  above- 
entitled  interference  and  that  the  claims  of  said  amendment  be 
added  as  issues  to  this  interference,  or  that  a  new  interference  be 
declared  with  said  claims  as  counts  of  the  issue  in  which  the  testi- 
mony taken  in  the  present  interference  may  be  used. 

The  patent  to  Cross,  No.  974,555,  mentioned  above,  issued  Novem- 
ber 1,  1910,  upon  an  application  filed  July  6,  1909,  and  is  not  in- 
volved in  the  present  interference. 

The  applications  involved  in  the  present  interference  are  those  of 
Rusby,  filed  October  12, 1909,  and  of  Cross,  filed  March  12,  1910. 

The  petitioner  contends  that  the  said  patent  to  Cross  should  not 
have  issued  without  an  interference  with  the  Rusby  application  in- 
volved in  the  present  interference ;  also  that  the  claims  of  his  amend- 
ment are  not  patentably  different  from  the  issue  of  this  interference. 

The  present  interference  is  awaiting  decision  upon  the  question 
of  priority  of  invention  on  appeal  from  the  decision  of  the  Ex- 
aminers-in-Chief,  and  the  claims  of  the  amendment  cannot  be  added 
as  counts  thereto.  It  may  be  possible,  however,  that  petitioner  is 
entitled  to  an  interference  with  the  Cross  patent.  This  is  a  matter 
for  consideration  by  the  Primary  Examiner  in  the  first  instance  and 
involves  the  questions  of  whether  petitioner  can  make  the  claims  in 
his  pending  application  and  whether  they  are  patentable  to  him. 

The  amendment  presented  is  remanded  to  the  Primary  Examiner, 
who  is  directed  to  consider  the  same  to  the  extent  of  determining 
whether  petitioner  is  entitled  to  an  interference  with  the  Cross 
patent  Should  he  decide  that  petitioner  is  entitled  to  such  inter- 
ference, he  will  request  jurisdiction  of  the  Rusby  application  for  the 
purpose  of  entering  the  amendment  and  will  declare  the  interference 
without  awaiting  the  determination  of  the  present  interference. 
{Moore  v.  Hexoitt  v.  Potter,  C.  D.,  1905,  89;  115  O.  G.,  509;  ex  parte 
Neidich,  C.  D.,  1911,  198;  172  O.  G.,  551.)  If,  on  the  other  hand, 
he  holds  that  petitioner  is  not  entitled  to  said  interference,  he  will 
so  inform  petitioner,  but  will  not  enter  the  amendment  until  the 
determination  of  the  present  interference.     (Rule  109.) 

Should  such  interference  be  declared,  the  question  of  whether  the 
testimony  taken  in  the  present  interference  may  be  used  therein  is 
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one  for  stipulation  by  the  parties  or  for  decision  on  a  motion  Under 
Kule  157. 

The  petition  is  granted  to  the  extent  indicated. 


Ex  PARTE  Goldsmith  and  Whitino. 

Decided  September  30,  1912. 

184  O.  G.,  553. 

Petition— Amendment  Under  Rule  78. 

Where  an  amendment  is  filed  under  Rule  78  which  the  Examiner  reports 
contains  a  claim  broader  in  scope  than  those  allowed  and  the  entry  of 
which  would  necessitate  a  reopening  of  the  case  for  further  prosecution. 
Held  that  fhe  amendment  will  not  be  admitted. 

On  Petition. 

stbopping-machine. 

Mr.  Edgar  S.  WheeUr  for  the  applicants. 

Tennant,  Assistant  Commissioner: 

This  is  a  petition  for  rehearing  of  applicants'  petition  to  amend 
the  case  by  the  insertion  of  a  claim  under  the  provisions  of  Rule  78. 
The  Examiner  made  an  adverse  recommendation  as  to  the  entry  of 
this  claim,  stating  that — 

the  claim  is  of  broader  scope  than  those  allowed  and  the  admission  thereof 
would  necessitate  a  re^xamiuution;  therefore  the  case  would  have  to  be  with- 
drawn from  issue  and  reopened  for  further  prosecution. 

The  applicants  contend  that  the  only  just  ground  on  which  the 
Examiner  can  refuse  to  enter  the  proposed  amendment  is  that  the 
claim  is  not  patentable.  Reference  is  made  to  the  decision  in  ex 
parte  Fleming,  (C.  D.,  1907,  51;  126  O.  G.,  2590,)  and  the  following 
is  quoted  therefrom  as  supporting  this  contention : 

A  petition  for  the  entry  of  an  amendment  presented  under  Rule  78  after  the 
allowance  of  the  application  will  be  denied  where  the  amendment  includes 
claims  which  the  Examiner  in  his  report  upon  the  petition  states  are  not 
patentable. 

Counsel  for  the  applicants,  however,  failed  to  include  in  his  quo- 
tation the  following  statement  from  the  same  decision : 

Entry  of  claims  under  Rule  78  is  not  a  matter  of  right,  but  a  privilege  ac- 
corded applicants  where  the  claims  are  found  allowable  by  the  Examiner  upon 
such  consideration  of  the  case  as  he  may  deem  proper.  He  should  not  be 
forced  to  consider  the  question  of  patentability  upon  a  petition  of  this  kind. 
The  time  for  amendment  in  this  case  as  a  matter  of  right  has  expired. 
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Rule  68  requires  that  in  amending  an  applicant  must  clearly  point 
out  all  the  patentable  novelty  which  he  thinks  the  case  presents  in 
view  of  the  state  of  the  art  disclosed  by  the  references  cited  or  the 
objections  made,  and  where,  as  in  this  case,  after  amendment  the 
application  is  allowed  by  the  Examiner  the  applicants  have  no  reason 
to  assume  that  they  are  entitled  as  a  matter  of  right  to  an  examina* 
tion  of  the  patentability  of  claims  broader  than  those  to  which  they 
have  previously  limited  their  case. 

In  rnew  of  these  facts  the  petition  must  be  denied. 

In  the  report  of  the  Examiner  upon  this  petition  he  states  that 
the  claim  is  not,  in  his  opinion,  patentable  over  the  references  of  rec^ 
ord.    This  constitutes  an  additional  reason  for  denying  the  petition. 


Webber  t\  Wood. 

Decided  October  11,  1912. 

184  O.  G.,  553. 

IMTERFEBENCE — REOPENING. 

An  interference  wiU  not  be  reopened  for  the  purpose  of  taking  testimony 
on  the  question  of  originality  where  it  appears  that  the  party  whose  testis, 
mony  it  is  desired  to  take  was  available  at  the  time  the  original  testimony 
was  taken  and  his  relation  to  the  parties  to  the  interference  known  to  the 
moving  party. 

On  Motion. 

CABLEWAY. 

Messrs.  Linthicum^  Belt  &  Filler  for  Webber. 
Messrs.  Binney^  Mastick  d*  Ogden  for  Wood. 

Tennant,  Assistant  Commissioner: 

This  is  a  motion  by  Webber  that  the  interference  be  remanded  to 
the  Examiner  of  Interferences  for  the  purpose  of  reopening  the  case 
to  admit  further  testimony. 

It  is  alleged  that  the  testimony  is  newly  discovered  and  would  tend 
to  show  that  the  party  Wood  was  not  the  original  inventor,  but  de- 
rived his.  knowledge  of  the  invention  from  one  MacFarlin,  to  whom 
Webber  had  disclosed  the  invention. 

The  record  in  this  case  shows  that  at  the  time  Webber  took  hia 
testimony  he  knew  of  the  relations  between  MacFarlin  and  Wood^ 
and  he  testified  that  he  disclosed  the  invention  to  MacFarlin.  It 
further  shows  that  the  contention  of  derivation  of  the  invention  by 
Wood  from  Webber  through  MacFarlin  was  made  before  the  Ex«. 
aminer  of  Interferences  and  again  before  the  Examiners-in-Chief. 
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Webber  did  not  call  MacFarlin  as  a  witness,  although  he  was 
available  and  was  not  called  by  Wood,  and  his  desire  to  do  so  at 
this  time  seems  to  arise  from  the  conviction  that  he  is  less  favorable 
to  Wood  and  more  favorable  to  Webber  than  was  supposed  at  the 
time  testimony  was  taken. 

These  circumstances  are  not  such  as  to  justify  a  reopening  of  the 
case  for  further  testimony.  Webber  has  had  his  opportunity  to 
prove  his  case,  and  his  knowledge  of  MacFarlin's  relations  to  himself 
and  Wood  was  sufficient  at  that  time  at  least  to  have  put  him  upon 
inquiry  as  to  the  additional  facts  which  he  contends  he  has  since 
discovered. 

The  motion  is  denied. 


McInTOSH  v.  ElLET. 

Decided  October  24,  1912. 

184  O.  G..  801. 

Xntebference — Motion   fob  Dissolution — ^Difference  of   Meanings   in   thv 
Claims. 

A  motion  to  dissolve  on  the  ground  that  the  claims  have  different  mean- 
ings In  the  application  of  the  respective  parties,  Held  properly  refusRd 
transmisEsion  where  the  only  statement  In  support  of  the  ground  of  this 
motion  is  that  the  counts  will  not  read  upon  the  device  of  the  moving  party. 

Appeal  on  Motion. 

internal-combustion  engine. 

Messrs.  Calver  <&  Calver  for  Mcintosh. 
Messrs.  Baldwin  <&  Wight  for  Riley. 

Moore,  Commissioner: 

This  is  an  appeal  by  Mcintosh  from  the  decision  of  the  Examiner 
of  Interferences  denying  the  transmission  of  his  motion  to  dissolve 
the  interference  as  to  the  third  ground  thereof,  which  alleges  that 
rounts  2  and  4  of  the  issue  have  different  meanings  as  applied  to  the 
applications  of  the  respective  parties. 

Transmission  of  the  motion  as  to  this  ground  was  denied  by  the 
Examiner  of  Interferences  for  the  reason  that  it  is  indefinite  in  not 
pointing  out  wherein  the  alleged  differences  in  meaning  exist. 

An  examination  of  the  motion  paper  shows  that  the  only  state- 
ment in  support  of  this  ground  of  the  motion  is  that  the  counts  will 
not  read  upon  the  device  of  the  moving  party.  It  is  well  settled  that 
to  justify  transmission  of  a  motion  brought  upon  this  ground  facts 
Inust  be  alleged  indicating  something  more  than  a  possible  lack  of 
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right  of  one  of  the  parties  to  make  the  claims.  This  case  is  similar 
to  those  of  Lizotte  v.  Neuherth,  C.  D.,  1906,  370;  124  O.  G.,  1842, 
and  of  Cushman  v.  Edwards j  C.  D.,  1907,  129;  128  O.  G.,  456.  The 
decision  in  the  latter  case  states : 

The  present  motion  was  denied  transmission  on  the  ground  that  it  is  not 
Rccomimnied  by  a  sufficient  statement  of  facts  supporting  the  allegations  of  dif- 
ferences in  the  meanings  of  the  claims  in  the  different  cases.  The  proTision  in 
Rule  122  for  dissolution  upon  the  ground  of  difference  in  the  meaning  of  claims 
was  placed  there  to  cover  a  clean-cut  class  of  cases  which  theoretical  consideni-' 
tions  show  may  arise,  but  which,  in  fact,  are  of  very  rare  occurrence.  To 
justify  transmission  of  a  motion  brought  upon  this  ground,  facts  must  be  alleged 
indicatipg  something  more  than  a  possible  lack  of  right  upon  the  part  of  one 
or  the  other  of  the  parties  to  use  the  language  of  the  claim  in  issue.  The  laclc 
of  right  to  make  claims,  so  far  as  this  question  is  properly  reviewable  on  mo- 
tion, may  be  raised  by  a  motion  entitled  in  appropriate  terms.  To  permit  the 
same  question  to  be  raised  in  a  motion  entitled  as  one  upon  another  ground 
would  result  in  useless  multiplication  of  records  and  in  confusion  of  issues. 

No  error  is  found  in  the  decision  of  the  Examiner  of  Interferences^ 
and  it  is  accordingly  affirmed. 


Ex  PARTE   BeTTENDORF. 

Decided  Octoher  29,  1912. 

184  O.  G.,  801. 

Desio  n  s — ^Application — Prosecution. 

The  rules  relating  to  applications  for  mechanical  patents  apply  to  appU« 
cations  for  patents  for  designs,  and  an  amendment  presented  after  a  proper 
final  rejection  which  did  not  fall  within  the  provisions  of  Hule  68  wan 
properly  refused  admission. 

On  Petition. 

SIDE  FRAME  OF   CAB-TBVCK8. 

Mr.  Frank  D.  Thomason  for  the  applicant. 

MooRE,  Commissioner: 

This  is  a  petition  that  the  Examiner  be  directed  to  enter  an 
amendment. 

In  the  first  Office  action  the  Examiner  held  the  design  to  be  not 
patentable  for  certain  reasons  stated.  After  an  argument  this  action 
was  repeated,  and  after  further  argument  the  application  was  finally 
rejected  on  September  6,  1910.  The  application  at  that  time  con- 
tained the  conventional  claim  "  For  an  ornamental  design,  as  shown.'' 
On  September  5,  1911,  applicant  presented  an  amendment  erasing 
that  claim  and  presenting  a  claim  describing  the  design.    On  Sep- 
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tember  30, 1911,  the  Examiner  refused  to  enter  this  amendment,  since 
the  case  was  under  final  rejection  and  no  good  reason  had  been 
presented  for  reopening  the  same.  The  present  petition  was  filed 
September  28,  1912. 

•  The  final  rejection  was  not  premature,  since  the  Examiner's  posi- 
tion had  been  fully  stated.  The  rules  relating  to  other  applications 
for  patent  apply  to  applications  for  patents  for  designs.  The 
amendment  proposed  does  not  fall  within  the  provisions  of  Eule  68, 
and  no  reason  whatever  is  seen  for  reopening  the  case. 
The  petition  is  denied. 


Ex   PARTE  MyOATT. 

Decided  yovcmher  i,  Id  12. 

184  O.  G.,  801. 

1.  Application — Peosectttion — Holding     of     Abandonment — Heviewable     ok 

Petition. 
Where  the  Examiner  holds  that  an  application  is  abandoned  for  lack 
of  responsive  prosecution.  Held  that  his  action  is  reviewable  on  petition 
to  the  Commissioner  and  not  on  appeal  to  the  Ebcaminers-ln-Chief. 

2.  Same— Same— Pinal  Rejection. 

Where  the  Examiner  rejected  certain  claims  in  view  of  references,  in- 
cluding a  prior  patent  of  the  applicant's,  but  did  not  explain  the  grounds 
of  his  rejection  and  in  response  to  an  amendment  stated  that  the  clnims 
of  the  application  cover  the  same  invention  as  that  covered  by  applicant's 
prior  patent,  and  therefore  the  allowance  of  the  application  would  lead 
to  double  patenting.  Held  that  a  final  rejection  in  this  action  was  pre- 
mature. 

On  Petition.    . 

pbessed-glass  inclobubb. 

Messrs.  BrocJc^  Beeken  and  Smith  for  the  applicant 

Moore,  Comm issioner : 

This  is  a  petition  that  the  Examiner  be  directed  to  answer  an 
appeal  by  applicant  to  the  Examiners-in-Chief,  which  was  filed 
October  1,  1912,  that  the  final  rejection  given  be  held  to  be  an  action 
on  the  merits,  raising  a  new  ground  of  rejection,  and  that  the  case  be 
held  not  abandoned  for  non-responsive  action. 

The  Examiner  finally  rejected  the  claims  on  September  9,  1911. 
On  August  9,  1912,  applicant  filed  an  argument  traversing  the  pro- 
priety of  the  final  rejection  and  attempting  to  point  out  why  the 
claims  were  patentable  over  the  references  cited.  No  other  action 
was  taken  within  the  year,  and  on  September  11, 1912,  the  Examiner 
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held  the  appi|^aittien  abandoned  for  lack  of  proper  i*esponse  to  the 
final  rejection.  The  holding  that  the  application  was  abandoned 
was  repeated  on  September  20,  1912,  and  again  on  September  27^ 
1912,  in  response  to  communications  from  the  applicant  traversing 
the  Examiner^s  action.  An  appeal  to  the  Examiners-in-Chief  from 
the  holding  of  abandonment  was  filed  on  October  2,  1912.  It  is  this 
appeal  which  the  applicant  wants  answered  and  forwarded. 

It  is  pointed  out  that  Rule  133  specifies  "  the  ground  of  abandon- 
ment" as  one  of  the  grounds  of  rejection  from  which  appeal  lies  to 
the  Examiners-in-Chief,  and  it  is  also  argued  that  since  the  decision 
of  the  court  of  appeals  in  the  case  of  in  re  Selden  (C.  D.,  1911,  306; 
164  O.  G.,  741;  36  App.  D.  C,  428)  appeals  from  such  a  holding 
should  go  in  the  first  instance  to  the  Examiners-in-Chief. 

In  the  Selden  case  the  court  did  not  state  that  appeals  fr<Hn  the 
holding  that  the  application  is  abandoned  should  go  to  the 
Examiners-in-Chief,  and  it  has  been  the  uniform  practice  for  the 
Commissioner  to  consider  this  question  in  person.  In  the  absence  of 
a  ruling  by  the  court  that  it  is  erroneous  I  find  no  reason  for  depart- 
ing from  it.  Rule  133  in  mentioning  abandonment  as  a  ground  of 
rejection  has  reference  to  abandonment  of  the  invention,  not  aban- 
donment of  the  application.  The  distinction  is  a  clear  one  and  well 
established.  The  request  that  the  Examiner  be  instructed  to  forward 
the  appeal  on  the  question  of  abandonment  will  therefore  be  denied. 

Applicant  traverses  the  propriety  of  the  final  rejection  on  the 
ground  that  the  letter  in  which  it  was  given  raised  a  new  ground  of 
rejection.  The  first  action  in  the  case  was  a  requirement  for  division. 
The  second  rejected  the  remaining  claims  on  references,  three  being 
cited,  one  of  which  was  applicant's  prior  Patent  No.  939,062.  It  was 
merely  stated  that  ^^  these  references  meet  the  claims  fully  and  com- 
pletely." The  next  rejection  was  the  final  rejection  and  was  based 
upon  two  of  the  three  patents  first  cited,  including  again  applicant's 
prior  Patent  No.  939,062.  The  Examiner  then  stated,  "  applicant's 
remarks  are  not  understood,"  and  proceeded  to  explain  that  the 
ground  of  his  rejection  on  the  Mygatt  patent  was  that  the  claims 
of  the  two  cases  covered  the  same  invention,  that  the  allowance  of 
this  case  would  therefore  lead  to  double  patenting,  and  that  the 
relation  of  the  filing  dates  of  the  two  cases  was  consequently  imma- 
terial. ^^ 

It  is  true,  as  pointed  out  by  the  Examiner,  that  in  entering  a  final 
rejection  there  is  no  impropriety  in  arguing  the  applicability  of  the 
references  of  record  anew,  providing  no  new  grounds  of  rejection 
are  cited.  In  this  instance,  however,  I  am  of  the  opinion  that 'the 
additional  statements  made  by  the  Examiner  in  connection  with  the 
final  rejection  set  forth  for  the  first  time  the  exact  ground  upon 
which  the  claims  were  held  unpatentable.    In  using  an  applicant's 
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prior  patent  as  a  reference  against  him  a  rejecticm  m^gr  or  may  not 
be  based'  upon  the  ground  of  double  patenting.  It  must  be  held^ 
therefore,  that  the  final  rejection  was  premature,  and  this  conclusion 
is  strengthened  by  the  fact  that  the  final  rejection  was  given  on  the 
second  action  on  the  merits  and  then  only  under  the  practice  out- 
lined in  ^aj  'parte  MiUer^  (C.  D.,  1909,  23;  139  O.  G.,  780,)  applicant 
having  in  the  meantime  amended  one  of  the  two  claims  by  inserting 
the  word  "  cylindrical "  to  describe  the  form  of  the  skirt. 

In  view  of  the  finding  that  final  rejection  in  this  case  was  pre- 
mature it  is  unnecessary  to  decide  whether  the  Examiner  was  correct 
in  holding  the  case  abandoned  for  lack  of  proper  response  thereto. 
The  response  made  to  the  final  rejection  was  clearly  a  sufficient 
response  to  a  rejection  upon  new  grounds.  The  Examiner  is  there- 
fore directed  to  consider  the  application  on  its  merits  in  view  of 
the  argument  filed  August  10,  1912. 

The  petition  is  granted  to  the  extent  indicated* 


Ex  FARTB  Myers. 

Decided  October  18, 19i2. 
184  O.  O.,  802. 

1.  Appligation — Pbosbcution— Final  Rejection. 

Where,  after  repeated  consideration  of  tlie  application,  claims  were  pre- 
sented substantially  the  same  as  those  previously  presented,  Held  that  a 
final  rejection  was  not  premature. 

2.  Same — Same — ^Amendment  Containing  New  Matter. 

The  fact  that  an  amendment  contains  new  matter  is  no  ground  for  refus- 
ing to  enter  it.  It  should  be  entered,  a  requirement  made  to  eliminate  the 
new  matter,  and  any  claims  based  thereon  rejected. 

On  Petition, 

FLTING-li  AG  HINB. 

Mr.  George  Francis  Myers  pro  se. 

Billings,  First  Assistant  Commissioner: 

This  is  a  petition  that  the  Examiner  be  directed  to  set  aside  his 
final  rejection  and  enter  and  act  on  the  proposed  amendments  filed 
June  22  and  July  30,  1912. 

On  March  26,  1912,  the  Examiner  made  a  very  full  action  in  the 
case,  to  which  the  proposed  amendment  of  June  22,  1912,  was  the 
reply.  The  Examiner  held  that  this  amendment  so  far  as  the  claims 
mibmitted  were  concerned  did  not  present  new  subject-matter  or 
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require  the  citation  of  any  new  reference.  He  accordingly  refused 
its  admission  and  finally  rejected  the  claims  of  record,  following  the 
practice  set  forth  in  ex  parte  Miller^  (C.  D.,  1909,  23;  139  O.  G.,  730.) 
The  proposed  amendment  of  July  30,  1912,  merely  related  to  minor 
features  of  the  amendment  of  June  22,  1912. 

It  appears  from  the  Examiner's  statement  and  from  statements 
made  by  the  applicant  at  the  hearing  that  the  Examiner's  objection 
to  the  claims  in  the  proposed  amendment  is  that  they  have  no  basis 
in  the  disclosure  of  the  application  as  filed  and  that  this  same  ground 
of  rejection  has  been  urged  against  a  number  of  claims  already  in  the 
case,  and  it  appears,  further,  that  the  substance  of  the  proposed  claims 
is  present  in  certain  of  the  claims  now  on  file  and  under  final  rejec^ 
tion,  of  which  claim  41  may  be  cited  as  an  example.  It  appears, 
therefore,  that  the  Examiner  was  right  in  holding  that  the  proposed 
amendment,  so  far  as  the  claims  are  concerned,  did  not  present  any 
new  subject-matter  and  that  the  final  rejection  was  therefore  properly 
entered.  Applicant's  remedy  is  by  appeal  to  the  Examiners-in-Chief 
on  such  of  the  claims  as  he  is  convinced  are  properly  based  on  the 
structure  which  he  had  disclosed  and  are  patentable  over  the  refer- 
ences cited. 

The  amendment  so  far  as  the  change  in  the  specification  is  con« 
cemed  appears  to  be  unobjectionable,  since  it  is  intended  to  over^. 
come  certain  formal  objections  made  by  the  Examiner.  The  fact 
that  an  amendment  to  the  specification  contains  new  matter  does  not 
justify  the  refusal  to  enter  it.  It  should  be  entered  and  a  require- 
ment made  to  eliminate  the  new  matter  and  a  rejection  entered 
against  any  claims  based  thereon.  If  applicant  will  present  a  sepa-. 
rate  amendment  containing  only  the  proposed  changes  in  the  speci- 
fication intended  to  overcome  the  Examiner's  objections  thereto,  it 
will  be  entered.  Ordinarily  substitute  specifications  should  not  be 
filed  except  when  required  by  the  Office.  The  one  submitted  in  this 
case,  however,  covers  only  about  three  pages  and  cannot  involve  any 
extended  reexamination  to  determine  its  sufficiency. 

The  petition  is  denied. 


Fowler  v.  Uptbgraff, 

Decided  October  29,  191t. 

184  O.  G.,  803. 

Intebfebence — ^MoTioir  to  Dibsolve — Right  to  Mark  the  Claiiis  aitd  DtHteb* 

BNCB  IN  Meanings — Not  Dependent  Upon  Pbiob  Abt. 

The  fact  that  a  motion  to  dissolve  an  interference  on  the  ground  that 

one  of  the  parties  has  no  right  to  make  the  claims  and  that  the  counts  have 

different  meanings  in  the  applications  of  the  respective  parties  has  been 
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transmitted  to  the  Priinnry  Examiner  constitutes  no  reason  for  trans- 
mitting the  motion  on  the  ground  that  the  issue  is  not  patentable,  where 
this  ground  of  the  motion  is  indefinite,  since  the  question  of  the  right  to 
make  the  claims  and  of  difference  of  meanings  of  the  oounts  Is  not 
dependent  upon  the  prior  art. 

Appeal  on  Motion. 

8AFETT-TBEAJ>. 

Mr.  Jonathan  O.  Fowler  pro  se. 

Mr.  George  Cooper  Dean  for  Uptegraff. 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  by  Fowler  from  the  refusal  of  the  Examiner  of 
Interferences  to  transmit  a  motion  to  dissolve  in  so  far  as  it  alleges 
the  non-patentability  of  the  issue  in  view  of  the  prior  art. 

Fowler  moved  to  dissolve  the  interference  on  the  grounds  that 
there  had  been  informality  in  declaring  the  interference,  that  the 
issue  is  not  patentable,  that  Uptegraff  has  no  right  to  make  claims 
corresponding  to  the  counts  of  the  issue,  and  that  the  issue  has  differ- 
ent meanings  when  read  upon  the  applications  of  the  respective 
parties.  The  Examiner  of  Interferences  transmitted  the  motion  as 
to  the  last  two  grounds,  but  denied  transmission  as  to  the  first  twa 
Fowler  thereupon  presented  an  amended  motion  to  dissolve,  which 
Was  refused  transmission,  and  presented  a  second  amended  motion, 
which  the  Examiner  treated  as  a  petition  for  rehearing. 

The  third  motion  is  clearly  entitled  to  no  consideration  otherwise 
than  as  a  motion  for  rehearing.  {Rochstroh  v.  Wamock^  C.  D., 
1908,  10;  132  O.  G.,  234.)  However,  this  motion  is  no  more  definite 
than  the  two  preceding  motions  so  far  as  the  question  of  patentability 
is  concerned.  Upon  examination  of  the  record  I  find  no  error  in  the 
decisions  of  the  Examiner  of  interferences.  The  motion  so  far  as  it 
alleges  non-patentability  of  the  issue  clearly  does  not  comply  with 
the  decisions,  two  of  which  were  cited  in  the  first  decision  of  the 
Examiner  of  Interferences. 

In  Fowler's  brief  filed  on  this  appeal  it  is  jirged  that  the  motion 
should  be  transmitted  as  to  the  ground  of  non-patentability,  since 
the  Primary  Examiner  must  consider  the  prior  art  in  connection  with 
those  grounds  of  the  motion  which  have  been  transmitted.  These 
grounds,  as  above  noted,  relate  to  Uptegraff's  right  to  make  the 
claims  and  the  question  of  difference  of  meaning,  neither  of  which  is 
dependent  upon  the  prior  art  nor  necessitates  any  consideration  of 
the  prior  art  by  the  Primary  Examiner.  Both  of  the  parties  to  this 
interference  are  applicants,  and  consequently  the  prior  art  can  have 
no  bearing  upon  the  question  whether  the  invention  in  issue  is  dis- 
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closed  in  Uptegraff's  application.  The  allegation  that  the  counts 
have  different  meanings  as  read  upon  the  applicatio^fs  of  the  respec- 
tive parties  means  that  these  counts  read  upon  both  applications,  but 
when  so  read  do  not  define  the  same  invention,  and  this  question  is 
obviously  independent  of  the  prior  art. 

The  decisions  of  the  Examiner  of  Interferencea  are  a^jirmed. 


Stollwerck   Brothers,   Inc.,   r.   "  Luckrna  ^   Anglo-Swis8   Milk 
Chocolate  Co.  v.  Hoffman. 

Decided  October  SU  1^2. 

1^  O.  G.,  804. 

Tbade-Marrs — "Sweetened    Chocolate    and    Candy"    and    " Coffee ••—^ot 
Goods  of  the  Same  Descriptive  Properties. 
Sweetened  chocolate  and  candy  Held  not  goods  of  the  same  descriptive 
properties  as  coffee. 

On  Appeal. 

trade-mark  fob  cocoa,  chocolate,  and  caivdt. 

Messrs.  Fraser^  Turk  cfe  Myers  for  Stollwerck  Brothers,  Inc. 
Mr.  Frank  S.  Appleman  for  "  Liicerna  "  Anglo-Swiss  Milk  Choco- 
late Co. 
Messrs.  Goepel  rf?  Goepel  for  Hoffman. 

Billings,  First  Assistant  Conuntssloner: 

This  is  an  appeal  by  Hoffman  from  a  decision  of  the  Examiner 
of  Trade-Marks  dissolving  the  above  interference. 

When  this  interference  was  declared,  the  goods  of  the  respective 
parties  were  set  up  as  follows:  Stollwerck  Brothers,  Inc.,  cocoa, 
chocolate,  and  candy;  "Lucerna"  Anglo-Swiss  Milk  Chocolate  Co., 
cocoa,  and  Hoffman,  coffee.  After  testimony  was  taken  an  amend- 
ment was  filed  by  Stollwerck  Brothers,  Inc.,  restricting  tlieir  goods 
to  chocolate  and  candy.  The  interference  was  thereupon  remanded 
to  the  Examiner  of  Trade-Marks  in  accordance  with  the  practice 
laid  down  in  Columbia  River  Packers  Association  v.  Nave-McCord 
Mercantile  Company,  (C.  D.,  1909,  129:  145  O.  G.,  511.)  The  Ex- 
aminer of  Trade-Marks  declined  to  dissolve  the  interference  on  the 
ground  that  the  Stollw^erck  applications  show  that  it  uses  its  mark 
upon  unsweetened  chocolate,  which  is  commonly  used  as  a  beverage, 
and  that  such  chocolate  is  of  the  same  descriptive  properties  as 
coffee  and  cocoa.  He  suggested,  however,  that  if  Stollwerck  Broth- 
54282"— 13 ^26 
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ers,  Inc.,  should  limit  its  particular  description  of  goods  to  sweet- 
ened chocolate  and  candy  th^  interference  would  be  dissolved.  An 
amendment  to  this  effect  was  filed,  and  the  Examiner  accordingly 
dissolved  the  interference. 

Though  not  so  stated  in  his  decision,  it  is  obvious  that  the  hold- 
ing of  the  Examiner  of  Trade-Marks  was  only  as  to  StoUwerck 
Brothers,  Inc.,  since  under  the  ruling  in  Walter  Baker  cfe  (7o.,  Ltd.^ 
v.  Harrison  (C.  D.,  1909,  284;  138  O.  G.,  770;  32  App.  D.  C,  272) 
cocoa  and  coffee  are  goods  of  the  same  descriptive  properties,  and 
therefore  an  interference  still  exists  between  the  application  of  the 
^^Lucerna^'  Anglo-Swiss  Milk  Chocolate  Co.  and  the  applications 
of  Hoffman.  The  only  qyestion  to  be  considered  in  this  appeal  is 
whether  the  amendments  were  properly  admitted  to  the  StoUwerck 
applications  and  whether,  as  so  amended,  there  is  an  interference 
between  these  applications  and  the  applications  of  Hoffman. 

The  StoUwerck  applications  are  now  limited  to  sweetened  choco- 
late and  candy.  While  sweetened  chocolate  may  be  used  as  a  bev- 
erage, it  is  also  sold  as  a  confection,  and  in  view  of  this  fact  it  is 
believed  that  there  is  no  interference  between  the  StoUwerck  appli- 
cations, which  are  now  restricted  to  sweetened  chocolate  and  candy, 
and  the  applications  of  the  remaining  parties.  Nor  is  any  irregu* 
larity  found  in  admitting  the  amendment  to  the  StoUwerck  appli- 
cations after  the  testimony  was  taken.  If  the  marks  now  sought 
to  be  registered  by  StoUwerck  Brothers,  Inc.,  are  for  goods  of 
different  descriptive  properties  from  those  of  the  remaining  parties, 
no  proper  judgment  of  priority  could  be  rendered  with  respect  to 
its  applications.  As  stated  above,  in  my  opinion  the  goods  of  StoU- 
werck Brothers,  Inc.,  and  those  of  the  other  parties  to  this  inter- 
ference are  of  different  descriptive  properties. 

TJie  decision  of  the  Examiner  of  Trade-Marks  is  affirmed  in  so 
far  as  it  dissolves  the  interference  as  to  the  applications  of  StoU- 
werck Brothers^  Inc. 

Dunn  tu  Douglass, 

Decided  November  1, 19tZ. 

184  O.  G.,  804. 

1,  iHTBaTBBEHCE— Monon  TO  Dissolve— SuppoBTED  in  Pa«t  by  Atfidavits— 

TSANBlflSSION. 

Where  a  motion  to  dissolve  is  filed  which  in  part  is  in  proper  form  and  in 
part  based  npon  or  supported  by  affidavits,  Held  that  it  should  be  refused 
transmission  only  in  so  far  as  it  is  supported  by  the  affidavits. 

2.  Same— Same— Allegation  of  Pitblic  Use— Than smissioh. 

A  motion  to  dissolve  on  the  ground  that  the  invention  in  iflsae  hat  bean 
In  public  use  Held  properly  refused  transmission. 
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8.  Same—Same— Filed  Befobe  Openino  of  the  Pseliminabt  Siatementb. 

A  motion  to  dissolve  If  filed  before  the  opening  of  the  preliminary  state- 
ments should  be  refused  transmission  unless  the  circumstances  are  such 
that  the  parties  would  be  held  bound  by  a  decision  ■  rendered  on  such  a 
motion  and  would  not  be  entitled  after  the  opening  of  such  statement  to  file 
further  motions. 

Appeal  on  Motion. 

emasculatob. 

Mr,  John  G.  Elliott  for  Dunn. 

Messrs.  Rummler  d&  Rummler  for  Douglass. 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  by  Dunn  from  the  decision  of  the  Examiner  of 
Interferences  refusing  to  transmit  a  motion  to  dissolve  the  inter- 
ference. 

Prior  to  the  opening  of  the  preliminary  statements  Dunn  filed  a 
motion  to  dissolve  the  interference,  alleging  that  the  issue  thereof 
was  not  patentable  in  view  of  the  prior  art,  the  application  of  which 
to  the  issue  was  fully  stated.  The  motion  was  also  accompanied  by  an 
affidavit  of  Dunn  which  in  effect  allied  that  the  invention  in  issue 
had  been  in  public  use  more  than  two  years  prior  to  the  filing  of  the 
application  of  either  party  and  stated  why  in  the  opinion  of  affiant 
a  certain  construction  shown  in  one  of  the  British  patents  cited  in 
the  motion  was  the  mechanical  equivalent  of  a  certain  construction 
shown  in  the  Douglass  application.  The  motion  to  dissolve  also 
stated  that  since  it  had  been  brought  before  the  filing  of  the  prelimi- 
nary statement  attention  was  called  to  the  fact  that  counsel  for  the 
respective  parties  had  submitted  to  each  other  the  application  draw- 
ings, the  instruments  from  which  said  drawings  were  made,  and  their 
claims  upon  which  the  issue  was  declared. 

The  Examiner  of  Interferences  refused  to  transmit  the  motion  on 
the  ground  that  it  was  prematurely  filed  and  that  it  was  not  the 
practice  to  transmit  motions  filed  at  such  a  time.  He  also  held  that 
the  motion  could  not  be  transmitted  because  based  upon  an  affidavit, 
citing  Horton  v.  Leonard,  (C.  D.,  1910,  81;  165  O.  G.,  305.)  After 
the  preliminary  statements  were  filed  Dunn  renewed  his  motion,  and 
it  was  refused  transmission  because  based  upon  an  affidavit.  The 
motion  was  again  renewed,  omitting  the  affidavit  and  all  reference 
thereto.  This  last  motion  the  Examiner  held  was,  under  the  decision 
in  Rockstroh  v.  Wamock,  (C.  D.,  1908, 10;  132  O.  G.,  234,)  entitled  to 
no  consideration  except  as  a  petition  for  rehearing,  and  that  as  no 
error  in  the  original  decision  refusing  to  transmit  the  motion  had 
been  pointed  out  the  last  motion  was  dismissed. 

As  stated  above,  the  original  motion  complied  with  the  decisions  in 
point  of  definiteness  so  far  as  the  allegation  of  non-patentability  was 
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concerned.  The  decision  in  Horton  v.  Leonard^  supra^  held  that 
motions  to  dissolve  based  upon  or  supported  by  affidavits  relating  to 
the  question  of  inopei-ativeness  should  not  be  transmitted,  but  this 
decision  did  not  go  so  far  as  to  hold  that  where  a  motion  was  in  part 
regular  and  unsupported  by  affidavits  and  in  part  based  upon  affi- 
davits it  should  be  refused  transmission  as  a  whole.  In  other  words, 
under  this  decision  if  the  motion  was  in  proper  form  and  alleged  non- 
patentability  of  the  issue  and  also  alleged  that  the  opposing  party 
had  no  right  to  make  the  claims  for  reasons  stated  in  supporting 
affidavits  the  motion  should  be  transmitted  as  to  the  first  ground  and 
refused  transmission  as  to  the  second. 

While,  as  stated  by  the  Examiner  of  Interferences,  it  is  not  the 
practice  to  transmit  motions  to  dissolve  filed  before  the  preliminary 
statements  are  opened,  for  the  reasons  fully  pointed  out  in  Whipple 
V.  Sharp  (C.  D.,  1901,  133;  96  O.  G.,  2229)  and  the  decisions  therein 
cited,  an  exception  may  be  made  where  the  circumstances  are  such 
that  the  parties  would  be  held  bound  by  the  decision  rendered  on 
such  a  motion  and  would  not  be  entitled  after  the  opening  of  the 
preliminary  statements  to  file  further  motions.  Tlie  Examiner  ap- 
parently overlooked  the  statement  above  referred  to  that  the  appli- 
cation drawings  and  the  claims  had  been  submitted  to  the  opposing 
parties.  This  statement  in  the  motion  of  Dunn,  which  is  not  denied 
by  the  attorney  for  Douglass,  would  have  constituted  sufficient 
ground  for  transmitting  the  motion  if  otherwise  in  proper  form.  In 
my  opinion  the  motion  should  have  been  transmitted  in  so  far  as  it 
alleged  non-patentability  of  the  issue  and  refused  transmission  so 
far  as  the  affidavit  is  concerned,  since,  as  pointed  out  in  Murphy  v. 
Borland,  (C.  D.,  1908,  1;  132  O.  G.,  281,)  the  question  of  public  use 
cannot  be  considered  on  such  a  motion.  Since  the  motion  filed  Sep- 
tember 26,  1912,  is  but  a  copy  of  the  motion  originally  filed  omitting 
the  affidavit,  that  motion  is  transmitted  to  the  Primary  Examiner. 

The  decimon  of  the  Examiner  of  Interferences  refusing  to  transmit 
the  motion  to  dissolve  in  so  far  as  it  alleges  that  the  isstbe  is  not 
patentable  in  view  of  the  prior  art  is  reversed. 


Ex  PARTE  IlKRTZUER(i   AND  WoiIU 
Decided  Scpiemher  16,  W12. 

l»l  O.  G.,  805. 
Applicatiok— Divisional. 

An  application  filed  by  two  i)artieB  is  not  a  division  of  an  application 
filed  by  these  two  parties  and  another  party,  and  a  statement  to  this  effect 
Held  properly  refused  admission. 

On  Petition. 
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MOVABLE  BALLAST  FOB   SUBMARINE   VESSELS. 

Mr.  Z.  J,  Doolittle  for  the  applicant. 

Tennant,  Assistant  Commissioner: 

This  is  a  petition  that  the  Examiner  be  directed  to  explain  the 
grounds  of  rejection  and  that  he  be  instructed  to  admit  the  state- 
ment that  this  case  is  a  division  of  an  earlier  application  filed  by 
Hertzberg^  Low,  and  Wohl. 

The  structure  disclosed  in  the  drawing  and  specification  of  this 
application  is  exceedingly  simple,  and  the  pertinency  of  the  refer^ 
ences  of  this  case  is  believed  to  be  sufficiently  pointed  out  in  the 
Examiner's  letter. 

The  request  that  the  Examiner  withdraw  his  refusal  to  admit  the 
statement  that  this  case  is  a  division  of  an  earlier  application  filed  by 
the  three  parties,  Hertzberg,  T^w,  and  Wohl,  must  be  refused,  since 
two  joint  applicants  constitute  an  entirely  different  entity  from  a 
sole  applicant,  as  has  been  repeatedly  pointed  out  in  published  deci* 
sions.  (See  Arnold  v.  Vaughen  and  Cabot  v.  Arnold  and  Fisher^ 
C.  D.,  1904,  78;  109  O.  G.,  805,  and  the  decisions  therein  cited.)  For 
the  same  reason  three  joint  applicants  constitute  a  distinct  and  dif- 
ferent entity  from  two  joint  applicants. 

The  petition  is  denied. 

Ex  PARTE  Thompson  and  Ross. 

Decided  September  17,  1912.  ' 

184  O.  G.,  805. 

Application— Pbosecution — Abandon  m  bnt. 

Where  the  Examiner  required  a  correction  In  the  drawing,  certain  formal 
corrections  in  the  specification,  and  stated  that  the  claims  were  allowable, 
BeH  that  the  applicants  were  not  entitled  to  postpone  the  correction  of  the 
drawing  until  the  question  of  the  formal  requirements  had  been  finally 
settled  and  that  an  amendment  filed  at  the  end  of  the  year  correcting  the 
specification,  but  not  correcting  the  drawing,  is  insufficient  to  save  the 
application  from  abandonment. 

On  Petition. 

CHIROPRACTIC  ADJU8TMENT-TABLK. 

Mr.  Ithiel  J,  Cilley  for  the  applicant. 

Tennant,  Assistant  Commissioner: 

This  is  a  petition  that  the  above-entitled  ease  be  held  not  aban- 
doned. 

The  Examiner  in  his  first  action  upon  this  application  of  March 
23,  1911,  called  attention  to  the  chief  draftsman's  criticism  of  the 
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drawing  on  account  of  the  lines  being  pale  and  rough  and  advised  the 
applicants  that  the  drawing  had  been  admitted  for  the  purpose  of 
examination  only.  Action  was  also  given  upon  the  claims.  On 
May  3,  1911,  the  applicants  responded  to  the  action  of  the  Examiner, 
but  failed  to  correct  the  drawing,  and  on  June  20, 1911,  the  objection 
to  the  drawing  was  repeated,  certain  criticisms  were  made  in  respect 
to  clerical  errors  in  the  specification,  and  the  applicants  were  advised 
that  the  case  was  otherwise  considered  to  be  in  condition  for  allow- 
ance. On  June  29,  1911,  the  applicants  filed  an  amendment  correct- 
ing the  errors  in  the  specification  which  had  been  criticised  by  the 
Examiner  and  inquired  the  cost  for  correcting  the  drawing.  They 
were  advised  of  the  amount  required  for  the  correction  of  the  drawing 
on  July  15, 1911,  and  on  August  1, 1911,  the  Examiner  again  repeated 
tl^e  objection  to  the  drawing,  criticised  a  single  word  in  the  specifica- 
tion as  being  inapt,  and  again  stated  that  ^^  the  claims  stand  allowed." 
On  July  11, 1912,  the  applicants  corrected  the  specification,  but  failed 
to  correct  the  drawing,  whereupcm  the  Examiner  held  the  case  to  be 
abandoned. 

It  is  contended  by  the  applicants  that  it  is  their  understanding  that 
the  correction  of  the  drawing  was  not  absolutely  demanded  until  the 
application  was  otherwise  in  condition  for  allowance,  and  it  is  re- 
quested that  the  case  be  held  not  abandoned  until  they  shall  have  had 
an  opportunity  to  send  the  required  fee  for  the  correction  of  the  draw- 
ing. Such  a  contention  has  no  application  to  the  present  case.  While 
it  is  true  that  the  Office  does  not  ordinarily  require  the  correction  of 
drawings  which  are  merely  informal  because  of  rough  lines  until  the 
case  has  been  examined  and  claims  found  to  be  allowable,  no  excuse 
exists  for  the  postponement  of  the  correction  of  a  drawing  imtil  all 
merely  clerical  errors  have  been  corrected.  The  applicants  have  twice 
been  advised  that  the  claims  in  his  case  stand  allowed  and  for  more 
than  a  year  have  been  awar^  of  the  amount  required  fcM^/the  correction 
of  the  drawing.  Under  these  circumstances  Uiere  is  no  excuse  for 
the  delay  in  correcting  the  drawing  in  accordance  with  the  Examiner's 
requirements,  and  his  action  holding  the  case  abandoned  is  clearly 
right. 

The  petition  is  denied. 


Ex  PARTE  HeRSHBERO  &  COMPANT. 

Decided  October  17,  I9tt. 

184  O.  G.,  806. 

Tbade-Mabks — "  Mastbb-Csaft  "  fob  Suits  and  Ovkbcoats — ^Descbiptivk. 

The  word  "Master-Craft"  as  applied  to  suits  and  overcoats  Held  de- 
scriptive of  the  character  or  quality  of  the  goods,  since  it  Indicates  that 
they  are  skilfully  made. 

On  Appeal. 
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TBADE-MABK  FOB  CLEANERS. 

Messrs.  Osgood^  Davis  dk  Darsey  for  the  applicant. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Trade- 
Marks  refusing  registration  of  the  word  "  Master-Craft "  as  a  trade- 
mark for  suits  and  overcoats. 

Registration  is  refused  upon  the  ground  that  the  same  is  descrip- 
tive of  the  character  or  quality  of  the  goods,  indicating  that  the 
clothes  are  skilfully  made,  as  by  a  master. 

In  my  opinion  the  decisicm  of  the  Examiner  of  Trade-Marks  is 
right.    The  word  "  craft,"  as  pointed  out  by  the  Examiner,  is  defined 


art  or  skill ;  dexterity,  as  in  some  manual  employment ;  skillfulness  in  planning 
or  executing ;  hence,  an  occupation  or  employment  requiring  this ;  a  manual  art ; 
a  trade,  business  or  profession. 

The  word  ^^  master  "  serves  to  indicate  the  degree  of  skill  as  that 
of  the  highest  order. 

It. is  urged  that  the  hyphenated  word  ^^ master-craft ''  has  no  es- 
tablished meaning  of  its  own  and  at  best  is  merely  suggestive.  This 
contention  is  not  believed  to  be  well  founded.  The  word  ^^  master  ^ 
is  used  in  connection  with  many  well-known  English  words  in  pre- 
cisely the  sense  in  which  it  is  used  here — as,  for  example,  master  me- 
chanic,  master  builder,  mastership,  master  stroke,  master  touch, 
masterwork,  and  masterpiece.  The  significance,  therefore,  of  the 
trade-mark  sought  to  be  registered  is  not  merely  suggestive,  but  is 
rather  purely  descriptive,  and  falls  within  the  category  of  marks  for 
which  registration  is  prohibited  by  section  5  of  the  Trade-Mark  Act. 

The  decision  of  the  Examiner  of  Trade-Marks  is  affirmed. 


Ex  FARTE  BUSER. 

Decided  June  t6,  1912. 

184  O.  G..  1073. 

Patbwtabiutt— Tuftiho-Machiub. 

Certain  claims  for  a  tufting-machine  Held  patentable  over  the  prior  art, 
since  not  anticipated  by  the  principal  reference  alone  and  since  the  changes 
therefrom  would  not  be  suggested  by  the  prior  art 

Afpsal  from  Examiners-in-Chief . 

TUFTINO-MACHINC 

Mr.  A.  S.  Pattison  for  the  applicant 

MooRE,  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Primary  Examiner  finally  rejecting  claims 
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7  to  11,  inclusive,  of  this  application,  of  which  the  following  set 
forth  the  invention  suflSciently  for  the  purpose  of  this  proceeding: 

7.  In  a  tufting  machine,  the  combination  of  a  mo)d-lM)ard,  a  stationary  com- 
bined button  supi)ortlng,  guiding  and  piercing  rod  adapted  to  pass  through  and 
project  beyond  a  hollow  button,  and  a  vertically  movable  follower-board  carry- 
ing a  clenching  device  having  an  opening  to  receive  said  rod. 

11.  In  a  tufting  machine,  a  firmly  supported  combined  button  and  cloth  sup- 
porting and  piercing  rod  adapted  to  pass  through  a  hollow  button,  and  a  clench- 
ing device  adapted  to  receive  said  rod  and  to  expand  the  end  of  said  hollow 
button. 

The  references  cited  are  as  follows:  Piatt,  August  30,  1892,  No. 
481,587;  White,  March  27,  1900,  No.  646,063;  Freschl,  January  28, 
1902,  No.  691,937;  Stimpson,  August  19,  1902,  No.  707,274;  Whitte- 
more,  June  2, 1903,  No,  729,825 ;  Dickson,  March  23, 1909,  No.  916,120; 
Tauber,  February  6,  1910,  No.  811,883;  Fisher,  March  15,  1910,  No- 
952,189;  Buser,  May  31,  1910,  No.  960,073. 

The  lower  tribunals  held  that  while  applicant's  invention  as  de- 
fined by  the  appealed  claims  differed  in  certain  respects  from  the  dis- 
closure of  the  patent  to  Fisher  these  changes  were  not  such  as  require 
invention  in  view  of  the  prior  art.  The  Examiners-in-Chief  referred, 
however,  only  to  the  patent  to  Stimpson  in  addition  to  that  of  Fisher. 

The  patent  to  Fisher  discloses  an  apparatus  of  the  same  general 
character  as  applicant's.  In  this  patent,  however,  the  button-guiding 
rod  is  neither  a  supporting  nor  a  piercing  rod,  the  prongs  of  the  but- 
ton only  passing  through  the  material.  The  position  of  the  majority 
of  the  Examiners-in-Chief  was  that  the  idea  that  a  piercing-rod  and 
cooperating  perforated  abutment,  such  as  shown  in  the  Stimpson 
patent,  might  be  used  in  a  tuf  ting-machine  was  one  that  would  be  ob- 
vious to  those  skilled  in  the  art  and  that  there  was  nothing  unobvious 
in  the  idea  of  applying  these  features  to  the  Fisher  machine,  so  that 
the  perforation  for  the  button-shank  might  be  made  by  the  button- 
supporting  rod.  They  also  stated  that  no  invention  could  be  predi- 
cated upon  making  the  rod  stationary,  since  if  the  Stimpson  rod  were 
transferred  to  the  tufting  apparatus  of  Fisher  there  would  be  no 
reason  for  making  it  movable,  provided  that  an  opening  was  made 
in  the  anvil  of  the  Fisher  patent,  following  the  idea  of  Stimpson  in 
providing  an  opening  in  the  abutment  23. 

It  is  evident,  as  pointed  out  by  the  Primary  Examiner,  that  the 
Fisher  patent  alone  does  not  constitute  an  anticipation  of  the  ap- 
pealed claims,  nor  is  it  believed  that  it  could  be  held  that  it  would 
not  require  invention  to  modify  the  Fisher  structure  in  the  manner 
called  for  in  these  claims  in  the  absence  of  any  suggestion  from  the 
prior  art.  In  my  opinion  neither  the  Stimpson  patent  nor  any  of  the 
other  patents  cited  suggests  such  a  change  in  the  Fisher  structure. 
In  other  words,  it  is  believed  that  it  would  require  invention  to  mod- 
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ify  the  Fisher  structure  in  the  manner  suggested  by  the  Examiners-* 
in-Chief. 
The  decision  of  the  Examiners-inrChief  is  reversed* 


Gardner  v,  Delson  v.  Sampliner  v.  Meyers. 

Decided  September  9,  1912. 

184  O.  G.,  1073. 

interference — motion  to  dissolve — based  on  public  use — will  not  be 
Transmitted. 
A  motion  to  dissolve  based  on  the  allegation  that  the  invention  in  issue 
is  unpatentable  by  reason  of  a  certain  public  use  Held  properly  refused 
transmission,  since  it  is  well  settled  that  where  an  interference  exists 
betweoi  poiding  applications  the  institution  of  public-use  proceedings  prior 
to  the  detenzflnation  of  priority  will  be  refused. 

Appeal  on  Motion. 

MUFFLER. 

Afr,  J.  Z>.  Caplinger  and  Messrs,  Flanders^  Bottum^  Fawsett  <b 
Bottum  for  Gardner. 
Mr.  Charles  W,  IHUs  for  Delson. 
Mr,  Albert  Lynn  Laurence  for  Sampliner. 
Mr.  Percy  H.  Moore  for  Meyers* 

Tennant,  Acting  Commissioner: 

This  case  is  before  me  upon  petition  by  Gardner  that  the  Examiner 
of  Interferences  be  directed  to  transmit  to  the  Primary  Examiner  a 
motion  for  dissolution  based  upon  the  ground  that  the  issue  is  unpaid 
entable  by  reason  of  certain  public  use.  The  allegation  of  public  use 
is  based  upon  the  assertions  contained  in  the  affidavit  of  Frank  E, 
Dennett,  one  of  the  associates  of  counsel  for  Gardner. 

This  petition  is  in  fact  an  appeal  from  the  decision  of  the  Examiner 
of  Interferences  denying  the  transmission  of  such  motion  and  will  be 
so  treated. 

The  decision  of  the  Examiner  refusing  transmission  of  the  motion 
is  based  upon  the  ground  that  the  motion  raises  a  question  which 
could  not  properly  be  considered  by  the  Primary  Examiner  upon  a 
motion  for  dissolution.  It  is  contended  by  the  appellant  that  the 
question  relates  to  the  patentability  of  the  issue  and  that  it  is  neces^ 
sary  to  determine  that  a  patentable  invention  exists  before  the  inters 
ferants  proceed  and  take  testimony  upon  the  question  of  priority,  and 
that  the  allegation  of  public  use  suggests  a  statutory  bar  which  should 
be  investigated  by  the  Primary  Examiner  who  is  charged  with  thQ 
examination  of  applications  in  respect  to  the  patentability. 
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The  decision  of  the  Examiner  of  Interferences  refusing  to  tratis^ 
mit  the  motion  is  clearly  right.  It  is  well  settled  that  where  an  inter* 
ference  exists  between  pending  applications  the  institution  of  p\jblic- 
tise  proceedings  prior  to  the  determination  of  priority  will  be  refused. 
{Sarfert  v.  Meyer^  C.  D.,  1902,  30;  98  O.  G.,  793;  Perrault  v.  Pi^rce^ 
C  D.,  1904,  73;  108  O.  G.,  2146;  Doble  v.  Henry,  C.  D.,  1905,  429; 
118  O.  G.,  2249;  TyUr  v.  Arnold,  C.  D.,  1898, 172;  84  O.  G.,  1584.) 

It  is  clearly  pointed  out  in  the  above  decisions  that  the  question  of 
priority  of  invention  is  paramount  to  the  question  of  public  use, 
especially  in  cases  where,  as  in  the  present  case,  the  alleged  public 
lise,  if  established,  would  not  constitute  a  bar  to  granting  a  patent 
\o  one  or  more  of  the  parties  involved. 

The  further  reason  for  refusing  to  transmit  the  motion  is  that  the 
«iffidavit  which  is  relied  upon  as  a  prima  facie  showing  of  the  public 
use  of  the  invention  is  held  inadequate  for  such  purpose.  It  com- 
prises merely  assertions  by  counsel  upon  information  and  belief  in 
which  it  is  stated — 

Uiat  be  knew  that  one  John  Howard  Way,  a  dtixen  of  the  United  States  resid- 
ing at  St.  Davids»  in  the  county  of  Delaware  and  State  of  Pennsylvania,  had 
manufactured  and  sold  mufflers  within  the  United  States,  bat  affiant  was  not 
aware  of  the  fact  until  after  the  declaration  of  the  above  entitled  interference 
ond  during  the  pendency  of  the  said  interference,  that  said  V^ay  had  invented 
Within  the  United  States  at  a  date  prior  to  the  alleged  inventions  of  the  parties 
to  the  above  entitled  interference,  mufflers,  which  as  affiant  is  informed  and 
believes,  embody  in  their  constriction  in  all  substantial  particulars,  the  eon- 
Btructions  described  by  the  issues  of  the  above  entitled  interference.    *    «    « 

It  may  be  stated  that  public-use  proceedings  are  entirely  independ- 
ent of  interference  proceedings,  and  the  practice  to  be  pursued  in 
establishing  public  use  of  an  invention  is  clearly  set  forth  in  the 
following  decisions:  Sanford  MiUs  v.  Aveyard,  (C.  D.,  1899, 129;  88 
O.  a,  385;)  ex  parte  Van  Ausdal,  (C.  D.,  1900,  74;  91  O.  G.,  1617.) 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PARTE  Franklin  MaoVeaoh  &  Compakt. 

Bedded  June  tk,  1912. 
185  O.  O..  247. 

hADE-MABKB — ^APPUOATIOIT — DeSCBIPTIOIT      OF      G00I>B~<yANNED      MEATS      AlfD 

Fowls. 
The  term  "  canned  fowls  "  Held  sufficiently  definite  to  designate  certain 
goods  of  applicant,  but  the  term  ''canned  meats"  Beld  not  sufficiently 
definite  and  that  a  more  specific  statement  of  the  goods  was  properly  re- 
quired, (citing  6«  parte  The  Kingan  Packing  Aasociation,  O.  D.,  1906,  58; 
120  O.  G.,  1165.) 

On  Petition. 
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TBADB-IIABK  FOB  CANNED  VEOETABLES,   CANNED  MEATB,  AQ. 

Mr.  Josiah  McRoberts  for  the  applicant 

Moore,  Oommdsisoner: 
This  is  a  petition  that  the  Examiner  be  instructed  that  the — 

term  ''canned  meats  and  fowls"  is  sufficiently  definite  as  a  description  of  ap- 
plicant's said  goods  under  tbe  statute. 

It  appears  that  applicant  seeks  to  register  the  trade-mark  for  va- 
rious goods  and  has  filed  labels  as  showing  the  use  of  the  mark  on 
various  kinds  of  canned  meats  and  fowls.  The  Examiner  objects  to 
the  use  of  the  term  ^^  canned  meats  and  fowls  "  as  indefinite  and  not 
a  sufficient  compliance  with  the  statute  and  on  April  8,  1911,  states 
that  the  applicant  should  set  forth  the  specific  goods  named  in  the 
labels  filed. 

The  objection  to  the  use  of  the  term  "  canned  fowls  "  is  believed  to 
be  not  well  taken.  It  is  thought  that  this  term  is  sufficiently  definite 
to  designate  the  goods  used  by  the  applicant  and  not  to  cover  goods 
of  different  descriptive  properties.  The  term  ^^ canned  meats"  is, 
however,  believed  to  be  too  indefinite,  and  the  Examiner  was  right  in 
requiring  a  more  specific  statement  of  the  goods  upon  which  appli- 
cant uses  his  mark.  In  the  case  of  ex  parte  The  Kingan  Packing  As- 
sociatian  (C.  D.,  1906,  53 ;  120  O.  G.,  1165)  the  action  of  the  Examiner 
in  objecting  to  the  use  of  the  word  "  meats  "  as  the  particular  descrip- 
tion of  the  goods  was  sustained.    In  this  case  the  Commissioner  said : 

The  present  application  is  too  indefinite  to  make  it  possible  to  determine  Just 
what  right  the  appellant  has  acquired  by  actual  use.  As  pointed  out  by  the 
Examiner,  however,  if  he  is  seeking  to  claim  the  right  to  use  the  mark  upon 
any  and  all  articles  coming  within  the  meaning  of  the  broad  term  *'  meats  "  he 
is  seeking  to  secure  by  one  registration  more  than  one  trade-mark  right  This 
is  not  permissible. 

The  appellant  should  specify  the  imrticular  goods  upon  which  the  mark  has 
been  used  and  shotild  limit  the  applieation  to  such  as  are  of  substantially  the 
same  descriptve  properties. 

The  same  reasoning  is  believed  to  apply  to  the  term  '^canned 
meats."  This  term  would  include  not  only  "  cured  meats,"  such  as 
canned  deviled  ham,  but  also  canned  fresh  meats.  While  it  is  true 
that  an  applicant  is  not  required  to  name  every  particular  variety  of 
goods  used  by  him,  but  can  use  a  generic  term  covering  such  goods, 
this  can  be  done  only  where  this  generic  term  is  sufficiently  definite. 
For  example,  in  the  present  case  it  is  obvious  that "  canned  tongue  " 
would  be  a  sufficiently  definite  description  to  cover  the  goods  shown 
by  the  labels,  as  canned  lunch-tongue,  canned  deviled  tongue,  canned 
rolled  ox-tongue,  and  it  would  not  be  necesasry  for  applicant  to 
specify  each  of  these  classes  in  his  particular  description  of  goods. 
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The  term  "canned  meats"  is  not,  however,  suflSciently  definite  to 
comply  with  the  statute. 

The  petition  is  granted  so  far  as  it  relates  to  the  term  '^canned 
fowls  "  a7id  denied  so  far  as  it  relates  to  the  term  "  canned  meatsJ^, 


Gold  v.  Gold  v,  Cosper. 

Decided  September  18,  1912. 

185  O.  G..  247. 

iNTERrERENCE — SUBSTITUTION   OF  APPLICATION. 

A  petition  that  an  earlier  application  of  one  of  the  parties  be  substituted 
for  the  application  upon  which  the  interference  was  declared  refused  where 
it  appears  that  the  times  for  taking  testimony  are  running;  that  one  appli- 
cation is  not  a  division  of  the  other ;  that  the  substitution  would  shift  the 
burden  of  proof  as  to  one  of  the  parties,  and  that  the  application  now  in  the 
interference  would  not  be  placed  by  the  substitution  in  a  position  where  it 
could  be  passed  to  issue,  since  it  would  still  be  involved  in  a  companion 
interference. 

On  Petition. 

STEAM- HEATING  SYSTEM. 

Mesfirs.  Raymond  <t  Bamett^  Messrs.  H.  C,  Evert  (&  Co,^  and  Mr. 
A.  M.  Bunn  for  Egbert  H.  Gold. 

Messrs.  Arthur  C.  Eraser  cfe  Vsina  and  Messrs.  Eraser^  Turk  <& 
Myers  for  Edward  E.  Gold. 

Mr,  E.  M.  Bentley  and  Messrs.  Ilodges  <&  Hodges  for  Cosper, 

Moore,  Commissioner: 
This  petition  by  Egbert  H.  Gold  requests: 

First.  That  said  amendment  of  even  date  herewith  of  said  application  No. 
♦    ♦     ♦    be  incorporated  in  said  application. 

Second.  That  the  accompanying  amendment  of  even  date  herewith  of  said 
application  No.     ♦    ♦    ♦    be  incorporated  in  said  application. 

Third.  That  said  application  No.  ♦  ♦  ♦  be  substituted  in  the  above- 
entitled  interference  for  application  No.    ♦    ♦     ♦    . 

This  interference  was  declared  on  March  10,  1908.  Before  the 
actual  taking  of  testimony  commenced  four  years  were  consumed  in 
contesting  certain  preliminary  matters,  during  which  time  the  case 
was  twice  carried  to  the  Court  of  Appeals  of  the  District  of  Colum- 
bia. One  of  the  above-mentioned  applications  of  petitioner  is  not  a 
division  of  the  other  application,  and  this  is  not  therefore  a  case 
coming  under  the  provisions  of  Rule  106.  Moreover,  the  substitution 
of  the  earlier  application  is  requested  only  as  to  two  of  the  three 
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counts  in  the  companion  interference,  so  that  the  application  at  pres- 
ent involved  in  both  interferences  would  not  be  released  or  placed  in 
a  position  where  it  could  be  passed  to  issue. 

It  further  appears  that  the  substitution  of  petitioner's  earlier  appli- 
cation in  place  of  Xo.  *  *  *  in  this  interference  would  change 
the  burden  of  proof  of  E.  H.  Gold  with  respect  to  E.  E.  Gold, 
although  if  this  is  the  purpose  of  petitioner  his  motion  to  that  effect 
should  have  been  brought  in  the  early  stages  of  the  proceeding. 

The  standing  of  petitioner  as  a  party  to  this  interference  has  been 
based  upon  the  disclosure  in  his  application  No.  *  *  *  ,  in 
which  he  made  the  claims.  The  substitution  requested  would  further 
complicate  and  prolong  the  proceeding.  It  might  result  in  an  attempt 
to  file  anew  motions  under  Rule  122.  Inasmuch  as  Rule  130  specifies 
as  a  condition  precedent  to  a  party's  right  to  urge  at  final  hearing  the 
non-patentability  of  a  claim  to  his  opponent  that  he  must  first  have 
presented  a  motion  under  Rule  122  for  dissolution  upon  this  ground 
or  shown  good  reason  why  such  motion  was  not  presented,  an.  attempt 
to  again  file  motions  under  Rule  122  could  be  made  with  some  force. 

Under  these  circumstances  the  substitution  should  be  permitted 
only  for  very  good  reasons. 

Petitioner  points  out  that  in  his  application  which  he  desires  to 
substitute  in  the  interference  four  claims  have  been  finally  rejected 
on  the  ground  that  they  are  not  patentable  over  the  issue  of  the  com- 
panion interference.  This  affords  no  good  reason  for  disturbing  this 
interference.  The  petitioner  should  seek  his  remedy  in  the  e,v  parte 
application. 

As  a  further  reason  for  the  substitution,  petitioner  states  that  he  is 
convinced  that  the  claims  more  properly  belong  in  the  earlier  applica- 
tion and  that  this  fact  has  just  come  to  his  attention.  This  is  not 
deemed  a  sufficient  ground  for  granting  the  substitution.  Petitioner 
might  have  made  the  claims  originally  in  the  earlier  application,  an^ 
if  he  desired  to  contest  the  interference  on  the  basis  of  the  earlier 
application  he  should  have  taken  steps  to  substitute  it  in  the  interfer- 
ence long  ago.  There  appears  no  good  reason  why  the  interference 
may  not  be  contested  upon  the  applications  now  involved.  If  peti- 
tioner prevails  in  the  interference,  he  may  then  transfer  the  claims  to 
another  pending  application  if  the  Primary  Examiner  decides  he  is 
entitled  to  make  the  claims  therein.  Petitioner  can  obtain  the  benefit 
of  his  earlier  application  by  introducing  it  in  evidence,  and  he  states 
that  he  has  already  so  introduced  it. 

The  reasons  given  by  the  petitioner  are  not  deemed  sufficient  to 
warrant  disturbing  the  interference  at  this  stage  in  the  proceeding. 

The  petition  is  denied. 
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QuENSEL  V.  Knox  v.  'Pbjfs  v.  Murphy. 

Decided  November  IS,  1912. 

185  O.  a.  248. 

1>  INTBRFEBENCE— Motion  to  Di8solvi&— Transmission — Rests  Labgely  Within 
THft  Discretion  of  the  Examiner  of  Interferences. 
The  transmiaBion  of  motions  to  dissolve  rests  largely  within  the  discretion . 
of  the  Examiner  of  Interferences^  and  his  action  transmitting  such  a  motion 
will  be  disturbed  only  where  an  abuse  of  his  discretion  is  shown. 

2.  Same — Same — Same. 

The  fact  that  the  references  cited  on  a  motion  to  dissolve  were  of  re«)rd 
in  the  application  of  the  parties  is  not  in  itself  sufficient  ground  for  ref using^ 
to  transmit  such  a  motion. 

3.  Same — Same— Allegation  of  Inoperativeness  Should  Not  be  Suppobted  by 

Affidavits. 
A  motion  to  dissolve  based  on  the  ground  that  the  device  of  the  opposing 
party  is  inoperative  should  not  be  refused  transmission  because  unaccom- 
panied by  affidavits  in  support  thereof,  since  such  affidavits  could  not  b« 
considered  by  the  Primary  Examiner,^  (citing  Harton  ?•  Leonard,  C  D., 
1910,  81;  165  O.  O.,  805.) 

Appeal  on  Motion. 
On  Petition. 

UNC0X7PLIN0  attachment. 

Messrs,  Dyrenforth^  Lee^  Ckritton  <&  WUes  for  QuenseL 
Mr.  Paid  Synnestvedt  for  Knox. 
Messrs.  GUlson  cfe  Gillsan  for  Pries.    . 
Mr.  Edwin  S.  Clarkson  for  Murphy. 

MooRE,  Con^missioner: 

This  case  comes  before  me  on  an  appeal  by  Murphy  from  a  decision 
of  the  Examiner  of  Interferences  transmitting  a  motion  to  dissolve 
filed  by  Pries  and  on  a  petition  that  the  Commissioner  in  the  exercise 
of  his  supervisory  authority  rule  that  under  certain  conditions 
motions  to  dissolve  should  not  be  transmitted. 

It  appears  that  Pries  filed  a  motion  to  dissolve  the  interference  on 
the  ground  that  the  issue  is  not  patentable;  that  Murphy  has  no  right 
to  make  the  claims,  since  the  device  shown  in  his  application  is 
inoperative,  and  that  there  is  no  interference  in  fact.  The  motion 
was  filed  one  day  late.  The  Examiner  of  Interferences  refused  to 
transmit  the  motion  because  unaccompanied  by  an  excuse  for  the 
delay  and  also  I'ef  used  to  transmit  part  three  of  the  motion,  since  it 
was  not  in  conformity  with  the  rules.  Thereafter  an  amended  motion 
was  filed  which  eliminated  part  three  of  the  prior  motion  and  which 
was  accompanied  by  a  showing  in  excuse  of  the  delay  in  filing  the 
same. 
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It  is  well  settled  that  the  transmission  of  motions  to  dissolve  vestR 
largely  within  the  discretion  of  the  Examiner  of  Interferences  and- 
that  where  he  transmits  such  a  motion  his  action  will  not  be  dis^ 
turbed  unless  it  is  shown  that  he  has  abused  his  discretion.  The  delay 
in  filing  the  original  motion  was  only  one  day,  and  no  abuse  of  dis^ 
cretion  on  the  part  of  the  Examiner  of  Interferences  is  found  in  hold^ 
ing  that  the  showing  made  in  connection  with  the  amended  motion 
was  sufficient  to  justify  the  transmission. 

The  first  ground  of  the  motion  to  dissolve  alleges  that  the  issue  is 
unpatentable  in  view  of  the  prior  art.  It  is  contended  on  behalf  of 
Murphy  that  this  motion  should  not  be  transmitted,  since  the  only 
patents  cited  are  those  which  had  been  cited  in  the  ex  parte  prosecu^ 
tion  of  the  Murphy  and  Pries  applications  and  substantially  the 
question  involved  in  the  motion  had  been  discussed  by  Pries  during 
8uch  prosecution. 

Motions  to  dissolve  an  interference  contemplate  the  reconsideration 
of  the  question  of  the  patentability  of  the  issue  in  the  light  of  an  inter 
partes  argument.  The  record  shows  that  the  claim  constituting  the 
issue  of  the  interference  was  suggested  to  Pries.  Furthermore,  while 
the  references  now  relied  on  are  of  record  in  the  Pries  application 
they  do  not  appear  to  have  been  specifically  discussed  by  either  the 
Examiner  or  the  applicant  Rule  124  provides  that  no  appeal  will 
be  permitted  from  a  decision  affirming  the  patentability  of  a  claim  ;^ 
but  this  refers  to  a  decision  rendered  after  an  inter  partes  hearing. 

It  is  further  contended  on  behalf  of  Murphy  that  the  motion  in  so 
far  as  it  alleged  that  the  device  shown  in  his  application  is  inopera- 
tive should  not  have  been  transmitted  because  in  his  preliminary 
statement  he  had  sworn  that  he  had  completed  a  full-sized  machine 
embodying  his  invention  and  the  said  machine  had  been  successfully 
operated,  and  the  allegation  of  Pries  as  to  the  inoperativeness  of  the 
Murphy  device  is  not  supported  by  an  affidavit. 

Under  the  ruling  in  Horton  v.  Leonard  (C.  D.,  1910,  81;  155  O.  G.,. 
305)  it  would  have  been  improper  for  Pries  to  have  filed  affidavits  on 
this  point,  and,  in  so  far  as  this  ground  of  the  motion  is  concerned^ 
I  he  Examiner  of  Interferences  would  have  had  to  refuse  the  trans^ 
mission  if  it  had  been  so  supported.  In  that  case  in  considering  the 
question  of  allowing  affidavits  to  be  filed  in  support  of  a  motion  to 
dissolve  the  Assistant  Commissioner  said : 

If  the  alleged  inoperative  device  or  disclosure  in  the  npplicntion  for  patent 
upon  such  device  Is  so  obvious  as  to  preclude  the  right  of  the  party  to  make  the 
claim,  there  is  no  need  for  the  presentation  of  affidavits  before  the  Examiner,, 
who  is  skilled  in  that  particular  art.  If,  on  the  other  hand,  it  is  necessary  to 
present  expert  testimony  in  support  of  such  contention,  it  should  obviously  be 
postponed  until  the  final  hearing  of  the  case,  when  the  witness  giving  sud^ 
testimony  may  be  subjected  to  cross-examination. 
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The  question  of  the  inoperativeness  of  the  device  disclosed  in  the 
Murphy  application  is  one  to  be  considered  by  the  Primary  Examiner 
in  view  of  that  disclosure  and  not  in  view  of  affidavits. 

No  abuse  of  discretion  is  found  on  the  part  of  the  Examiner  of 
Interferences  in  transmitting  the  motion,  and  no  reason  is  seen  for 
amending  the  practice  in  the  manner  contended  for  by  Murphy. 

The  appeal  is  dismissed^  and  the  petition  is  denied. 


Weinberg  v,  Boyce  v.  Russell  and  Kusselu 

Decided  October  28.  1912. 

185  O.  G.,  249. 

twTEBFERENCE— Motion  to  Amend — Accompanied  by  Motion  to  Dissolve  as  to 
Same  Claims — Not  Tbansmitted. 
A  motion  to  a  mead  the  Issue  of  an  interference  by  adding  certain  counts^ 
accompanied  by  a  statement  tliat  tbe  moving  party  did  not  regard  these 
claims  as  patentable  over  the  prior  art,  and  therefore  moved  that  the  in- 
terference be  dissolved  with  respect  thereto.  Held  properly  refused  trans- 
hiisslon. 

Appeal  on  Motion. 

signaling  apparatus. 

Mr,  W,  G.  Doolittle  for  Weinberg. 
Messrs.  Bartlett^  Broicnell  cfr  Mitchell  for  Boyce. 
Mr.  F.  W.  Smithy  Jr.^  and  Mr.  George  C.  Dean  for  Eussell  and 
I^ussell. 

Billings,  First  Assistant  Commhsioner: 

This  is  an  appeal  by  Boyce  from  the  decision  of  the  Examiner,  of 
Interferences  refusing  to  transmit  his  motion  to  amend  nnder  the 
provisions  of  Rule  109. 

It  appears  that  the  motion  to  amend  contains  three  new  claims  to 
be  added  to  the  issue,  and  these  claims  are  duly  specified.  When  a 
motion  to  amend  is  made,  the  presumption  arises  that  the  claim  is 
thought  by  the  moving  party  to  be  patentable  and  that  it  can  be  made 
by  "  any  of  the  other  parties  "  to  the  interference. 

Rule  109  provides  in  part  that — 

nn  applicant  involved  in  an  interference  may  ♦  ♦  ♦  on  motion  duly  made 
•  ♦  ♦  file  an  amendment  to  his  application  containing  any  claims  which  In 
his  opinion  should  be  made  the  basis  of  interference  between  himself  and  any 
of  the  other  parties. 

It  is  well  settled  that  no  claim  can  be  made  the  issue  of  an  inter- 
ference between  parties  unless  the  claim  is  patentable  and  can  be 
Itnade  at  least  by  two  of  the  parties  to  an  interference. 
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In  the  motion  to  amend  the  following  paragraph  is  included : 

The  party  Boyce  further  moves  that  the  interference  be  dissolved  as  to  said 
Claims  when  added  as  new  counts  2,  8  and  4  on  the  ground  that  said  claims  are 
not  patentable  as  lacking  Invention  over  the  following  prior  art  patents. 

This  allegation  is  entirely  inconsistent  with  the  motion  to  amend 
the  issue.  It  would  be  useless  to  add  a  count  to  the  issue  and  then 
dissolve  the  issue  as  to  that  count.  It  would  be  better  not  to  add  the 
count. 

The  motion  to  amend  is  not  brought  in  accordance  with  the  pro- 
visions of  Rule  109,  for  the  reason  that  on  the  face  of  the  paper  no 
claim  is  presented  by  the  moving  party  which — 

in  his  opinion  should  be  made  the  basis  of  interference  between  himself  and  any 
of  the  other  parties. 

The  Examiner  of  Interferences  was  right  in  refusing  to  transmit 
the  same. 
The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PASTE  DeMMLBR. 

Decided  November  7.  191Z, 

185  O.  G.,  249. 

Application — ^Pbosbcution — Abandonment. 

A  statement  that  it  was  not  discovered  until  after  the  year  1p  which 
action  should  have  been  taken  had  expired  tiiat  the  date  of  one  of  the 
patents  cited  was  subsequent  to  applicant's  filing  date  Held  insufficient 
to  establish  that  the  delay  in  the  prosecution  of  the  application  was  un- 
avoidable, since  It  did  not  appear  why  no  response  was  made  so  far  as  the 
rejection  based  on  other  patents  was  concerned,  nor  whether  the  question  of 
an  interference  with  the  patent  referred  to  had  been  considered. 

On  PETmoN. 

MOLDING   AFPABATUS   AND    ACTUATING    MECHANISM    THEBErOB. 

Mr.  Charles  M.  Clarke  for  the  applicant 

Billings,  First  Assistant  Commissioner: 

This  is  a  petition  that  the  above-entitled  application  be  held  not 
abandoned. 

The  last  Office  action  in  this  case  is  dated  May  17,  1911.  The 
present  petition  was  filed  July  20,  1912.  Accidentally  this  applica- 
tion was  placed  in  the  Examiner's  files  after  the  Examiner's  state- 
ment in  answer  to  the  petition  was  written,  and  has  only  just  been 
discovered.  In  the  letter  of  May  17,  1911,  certain  daims  were  re- 
54282*— 13 in 
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jected  in  view  of  the  patent  to  Norcross,  No.  954,399,  granted  April 
5,  1910.  Other  claims  were  rejected  in  view  of  the  patent  to  Bole, 
No.  548,246.    Neither  of  these  references  had  been  previously  cited. 

In  the  petition  it  is  stated  that  the  patent  to  Norcross  was  granted 
on  an  application  filed  June  8,  1909,  which  is  subsequent  to  appli- 
cant's filing  date,  August  1,  1907,  and  that  the  date  of  the  Norcross 
patent  was  not  noticed  until  a  few  days  before  July  17,  1912.  It 
is  argued  that  since  that  patent  was  granted  on  an  application  filed 
subsequently  to  the  present  application,  and  therefore  not  a  prior 
anticipation,  the  reference  should  be  withdrawn  and  the  application 
reinstated. 

The  petition  is  not  verified,  as  required  by  the  C!ommissioner's 
decision  in  ex  parte  Raymond^  2nd^  (C.  D.,  1903,  196;  104  O.  G., 
2439.)  Furthermore,  if  the  attorney  assumed  that  this*  was  a  valid 
reference  it  is  not  apparent  why  no  response  was  made  to  the 
rejection  in  so  far  as  the  other  claims  are  concerned,  which  were 
rejected  on  the  patent  to  Bole,  nor  does  it  appear  whether  the  ques- 
tion of  an  interference  with  the  Norcross  patent  was  considered.  It 
cannot  be  held,  therefore,  that  the  delay  in  the  prosecution  of  the 
application  has  been  shown  to  have  been  unavoidable  within  the 
meaning  of  Section  4894  of  the  Revised  Statutes. 

The  petition  is  denied. 


Ex  PARTE  Todd  and  Mate. 

Decided  June  20,  1912. 

185  O.  G.,  250. 

Patentabiutt — ^UsE  OF  Material  in  a  New  Wat. 

The  use  of  an  old  composition  in  a  new  way  does  not  Inyolve  InTentlon 
unless  the  new  use  has  some  new  function  not  obvious  from  the  character 
of  the  material  itself  or  some  particular  utility  In  the  construction  in 
which  it  is  employed. 

Appeal  from  Examiners-in- Chief. 

SMOKE-STACK. 

Mr.  A.  Parker  Smith  and  Messrs.  Foster^  Freeman,  Watson  <6 
Coit  for  the  applicants. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiners-in-Chief 
affirming  the  action  of  the  Examiner  rejecting  claims  1,  2,  3,  4,  9, 
10,  and  11  of  this  application,  which  read  as  follows : 

1.  A  chimney  containing  in  combination  an  exterior  shell  of  metal,  and  an 
Interior  flue  lining  containing  a  large  proportion  of  silicates. 
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2.  The  combination  with  a  metal  smolce  stack  of  a  lining  therefor  comprising 
as  an  element  asbestos  treated  with  a  solution  of  silicates. 

3.  The  combination  with  a  metal  smoke  stack  of  a  lining  therefore  compri»- 
Ing  as  a  constituent  a  material  which  will  be  neutralized  by  sulfurous  acid 
gases. 

4.  The  combination  with  a  metal  smoke  stack  of  a  lining  therefor  comprising 
as  an  element  asbestos  treated  with  a  solution  of  silicates,  said  asbestos  being 
In  blocks  of  cellular  construction. 

9.  The.  combination  in  a  smoke  stack  of  a  metal  outer  shell  and  a  lining 
composed  of  blocks  each  containing  a  multitude  of  closed  air  cells. 

10.  The  combination  in  a  smoke  stack  of  a  metal  outer  shell  and  a  lining 
composed  of  blocks  of  non-heat  conducting  material  arranged  to  form  a  multitude 
of  closed  air  cells  in  each  block. 

11.  The  combination  in  a  smoke  stack  of  a  metal  outer  shell  and  a  lining 
composed  of  blocks  of  acid  and  waterproof  material  arranged  to  form  a  multi- 
tude of  closed  air  cells  in  each  block. 

The  references  cited  are:  Clawson,  September  18,  1883,  No. 
285,112;  Vaughan,  May  4,  1886,  No.  341,362;  Savage,  July  4,  1893, 
No.  500,779;  Jarvis,  January  16,  1894,  No.  513,707;  Cordrey,  May  1, 
1900,  No.  648,726;  Todd  and  Mayr,  August  1, 1905,  No.  796,164. 

The  invention  relates  to  chimneys  having  an  exterior  shell  of 
metal  and  lining  having  certain  stated  properties.  As  specifically 
disclosed  in  this  application,  the  applicants'  alleged  invention  com- 
prises the  use  of  the  fireproof  material  covered  by  their  Patent  No. 
796,164,  granted  August  1,  1905,  for  lining  chimneys  having  a  metal 
shell. 

The  particular  substance  claimed  in  the  patent  of  Todd  and  Mayr, 
No.  796,164,  as  set  forth  in  claim  1  of  that  patent,  is : 

A  composition  consisting  of  asbestos  fibers  and  silico-aluminate  of  soda 
produced  at  a  temperature  of  about  SOC  Fahrenheit  or  less. 

It  is  contended  by  the  applicants  that  the  use  of  this  old  composi- 
tion as  a  lining  for  chimneys  is  not  a  mere  double  use,  that  it  was  not 
obvious  that  the  material  is  adapted  to  this  purpose,  and  that  the 
conception  of  the  use  of  the  same  in  applicants'  cellular  construc- 
tion, as  set  forth  in  certain  of  the  counts,  required  the  exercise  of  the 
inventive  faculties. 

It  may  be  stated  at  the  outset  that  the  appealed  claims  are  broader 
than  the  invention  defined  in  the  applicants'  specification.  Claim  1 
is  broad  enough  to  cover  ordinary  fire-brick,  which  contains  "  a 
large  proportion  of  silicate."  The  second  claim  is  of  sufficient 
breadth  to  cover  a  mere  painting  of  an  asbestos  lining  for  chimneys, 
efther  upon  the  exterior  or  interior,  with  a  solution  of  a  silicate  and 
fairly  met  in  terms  in  the  patent  to  Cordrey,  which  discloses  an 
asbestos  lining  for  a  chimney  which  is  preferably  coated  on  the  out- 
side with  asphaltum  or  other  waterproof  coating.  (Page  1,  lines  63 
to  70.) 
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Claim  3  is  much  broader  than  the  applicants'  invention,  since  it 
would  cover  any  smoke-stack  lining — 

oomprising  as  a  constituent  a  materia]  which  will  be  neutrallased  by  sulfuroiui 
acid  gases. 

Such  an  effect  would  occur  in  any  fireproof  lining  having  a  free 
alkaline  constituent. 

Claim  4  is  indefinite  and  does  not  define  any  particular  solution  or 
class  of  solutions  of  silicates  with  which  the  asbestos  is  plated. 
Claims  9, 10,  and  11  are  of  sufficient  breadth  to  be  met  in  terms  in  an 
ordinary  fire-brick  or  tiling  construction. 

In  respect  to  the  merits  of  applicants'  invention,  irrespective  of  the 
manner  in  which  it  is  claimed,  the  lower  tribunals  have  properly  held 
that  the  patent  to  Cordrey  shows  an  asbestos  lining  for  a  chimney — 
that  applicants  have  merely  substituted  the  particular  lining  disclosed 
in  their  patent  for  the  form  of  asbestos  lining  disclosed  in  Cordrey. 
On  page  2,  lines  46  to  49,  of  the  Todd  and  Mayr  patent  it  is  stated : 

Moreover,  the  product  In  sheet  form  or  in  the  form  of  special  articles  may  be 
molded  or  shaped  originally  either  in  solid  form  or  with  air-spaces  or  of  cellular 
structure,  so  that  the  material  will  be  both  light  and  strong,  while  possessing 
only  sUght  heat-conducting  capacity. 

It  is  also  stated  that  the  product  when  formed  in  sheets  or  other 
articles  is  "  capable  of  resisting  fire  of  about  2000°  Fahrenheit "  and 
is  waterproof.  In  view  of  these  disclosures  it  cannot  be  held  that  the 
selection  of  this  material  for  a  chimney-lining  involved  the  exercise 
of  the  inventive  faculties.  It  clearly  amounted  to  nothing  more  than 
the  substitution  for  the  asbestos  lining  of  Cordrey  of  the  treated 
asbestos  composition  disclosed  in  the  applicants'  prior  patent. 

Pursuant  to  permission  given  at  the  hearing  on  appeal  applicants 
submitted  five  claims  in  lieu  of  claims  1,  2,  9,  10,  and  11.  These 
claims,  in  my  opinion,  are  not  patentable.  Substituted  claims  1  and  2 
are  broader  than  the  applicants'  invention  and  for  the  reasons  above 
stated  do  not  define  patentable  invention,  since  they  merely  call  for 
the  substitution  of  the  composition  disclosed  in  the  applicants'  prior 
patent  for  the  asbestios  lining  of  Cordrey.  Proposed  daim  9  is 
clearly  unpatentable,  since  it  calls  merely  for  the  substitution  in  Cor- 
drey of  the  cellular  asbestos  sheet  such  as  disclosed  in  Iiantzke.  Pro- 
posed claims  10  and  11,  which  state  that  the  total  volume  of  air-cells 
in  each  block  constitute  more  than  fifty  per  cent,  of  the  block  as  a 
whole,  have  no  basis  in  the  specification.  These  claims  are  not,  in  my 
opinion,  patentable  in  view  of  the  patents  to  Cordrey  and  Lantzke, 
since  they  define  nothing  more  than  the  substitution  of  the  cellular 
asbestos  sheets  of  Lantzke  for  the  sheet  of  Cordrey,  it  being  noted 
that  in  Cordrey  the  sheets  are  provided  with  a  waterproof  coating. 
Furthermore,  these  claims  do  not  define  anything  more  than  the  sub- 
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stitution  of  applicants'  patented  composition  for  the  asbestos  lining 
of  Cordrey. 

Applicants  have  in  their  brief  directed  attention  to  the  decisions 
in  the  cases  of  Hogan  v.  WeatTnoreUmd  Specialty  Co.  (167  Fed.  Rep.^ 
327;  163  Fed.  Rep.,  289)  and  Frost  v.  Cohn  (119  Fed.  Rep.,  505)  in 
support  of  the  position  that  the  use  of  an  old  composition  in  a  new 
way  may  involve  invention.  It  is  to  be  observed,  however,  that  in 
each  of  those  cases,  as  in  many  other  cases  to  which  reference  might 
be  made,  such  use  is  held  to  be  patentable  only  because  the  new  use 
had  some  new  function  not  obvious  from  the  character  of  the  material 
itself  or  some  particular  utility  in  the  construction  in  which  the  sub- 
stituted material  was  employed.  This  does  not  obtain  in  the  appli- 
cants' device,  since  all  of  the  qualities  of  the  treated  asbestos  which  are 
utilized  in  the  chimney-lining  are  disclosed  in  the  applicants'  patent, 
and  it  was  already  old  to  make  a  chimney-lining  of  asbestos. 

/  find  no  error  in  the  decision  of  the  Examiners4n-Chief^  and  it  is 
accordingly  affirmed. 

HODGKINSON    V.    ROTTER. 

Decided  September  10,  1912, 

185  O.  Om  251. 

Intebference — Affidavit  Under  Rui.e  75  Insufficient — Pbocedubb. 

Where  an  affidavit  filed  under  the  provisions  of  Rule  75  is  clearly  insnffl- 
cient  to  establish  that  the  applicant  made  the  invention  in  issue  prior  to 
the  date  of  the  reference  cited,  Held  that  the  applicant  should  be  given  o 
certain  time  within  which  to  present  an  affidavit  fully  complying  with  the 
requirements  of  the  rule,  and  if  such  affidavit  Is  not  filed  within  the  time 
set  the  interference  should  be  dissolved. 

Petition  and  Appeal  on  Motion. 

BTEAlf-TnUHNS. 

Mr.  Jonathan  S.  Green  for  Hodgkinson. 

Mr.  O.  F.  De  Wein  and  Messrs.  Robertson  <&  Johnson  for  Rotter. 

Tennant,  Assistant  Commissioner: 

This  case  is  before  me  upon  an  appeal  by  Rotter  from  a  decision 
of  the  Examiner  of  Interferences  refusing  to  transmit  a  motion  to 
dissolve  based  upon  the  ground  that  an  affidavit  filed  by  Hodgkin- 
son to  overcome  a  British  patent  is  insufficient  in  that  the  oath  does 
not  comply  with  Rule  75  in  setting  forth  facts  showing  completion 
of  the  invention  before  the  date  of  the  foreign  patent,  and  also 
npon  petition  that  the  supervisory  authority  of  the  Commissioner 


Digitized  by 


Google 


380  DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS. 

be  exercised  to  prevent  a  continuance  of  this  interference  until  such 
time  as  Hodgkinson  makes  a  showing  such  as  required  by  the  Kules 
of  Practice  of  the  Patent  Office. 

It  is  contended  in  belialf  of  Hodgkinson  that  under  the  practice 
of  the  Office,  as  set  forth  in  the  decision  of  Kinsrruin  v.  Kintner^ 
(C.  D.,  1906,  363;  118  O.  G.,  837,)  affidavits  under  Rule  75  should 
be  sealed  up  from  the  inspection  of  the  adverse  party  to  the  inter- 
ference; that  inasmuch  as  the  Office  has  accepted  the  affidavit  filed 
by  him  to  overcome  the  British  patent  Rotter  should  not  be  per- 
mitted to  question  the  sufficiency  of  that  affidavit.  It  is  further 
urged  that  it  is  immaterial  whether  or  not  the  affidavit  filed  by  him 
is  full  enough  to  satisfy  the  requirements  of  the  Office,  because  the 
facts  stated  in  Hodgkinson's  preliminary  statement,  which  has  been 
approved  by  the  Examiner  of  Interferences,  constitutes  a  sufficient 
prima  fade  case  to  warrant  the  taking  of  testimony  in  the  inter- 
ference. 

While  it  is  true  that  it  has  been  the  practice  of  the  Patent  Office 
to  seal  affidavits,  filed  under  the  provisions  of  Rule  76,  from  the 
inspection  of  the  adverse  party  to  an  interference,  especially  when 
the  request  is  made  by  the  applicant  that  the  affidavits  be  so  sealed, 
the  affidavit  in  the  present  case  remained  open  to  inspection  in 
Hodgkinson's  file.  Inspection  of  that  affidavit  shows  that  it  is  so 
obviously  insufficient  to  comply  with  the  requirements  of  Rule  75 
that  the  patentee.  Rotter,  was  justified  in  requesting  the  dissolution 
of  this  interference  until  the  party  Hodgkinson  had  established  a 
prima  fa/Ae  right  to  a  patent  over  the  British  patent  cited.  In  the 
affidavit  purporting  to  be  filed  under  Rule  75  it  is  merely  asserted 
by  the  inventor  "  that  he  made  the  invention  prior  to  July  27,  1909," 
which  is  the  date  of  the  British  .patent,  and  that  the  invention  de- 
fined in  his  application — 

has  not  been  In  public  use  or  on  sale  with  his  knowledge  and  consent  for  more 
than  two  years  prior  to  the  filing  of  his  application. 

Rule  75  is  as  follows : 

When  an  original  or  reissue  application  is  rejected  on  reference  to  an  expired 
or  unexpired  domestic  patent  which  substantially  shows  or  describes  but  does 
not  claim  the  rejected  invention,  or  on  reference  to  a  foreign  patent  or  to  a 
printed  publication,  and  the  applicant  shall  make  oath  to  facts  showing  a  com- 
pletion of  the  invention  In  this  country  before  the  filing  of  the  application  on 
which  the  domestic  patent  issued,  or  before  the  date  of  the  fbreign  patent,  or 
before  the  date  of  the  printed  publication,  and  shall  also  make  oath  that  he 
does  not  know  and  does  not  believe  that  the  invention  has  been  in  public  use  or 
on  sale  In  this  country,  or  patented  or  described  In  a  printed  publication  In  this 
or  any  foreign  country  for  more  than  two  years  prior  to  his  application,  and 
that  he  has  never  abandoned  the  invention,  then  the  patent  or  publication  cited 
will  not  bar  the  grant  of  a  patent  to  the  applicant,  unless  the  date  of  such 
patent  or  printed  publication  is  more  than  two  years  prior  to  the  date  on  which 
application  was  filed  In  this  country. 
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The  provisions  of  this  rule  clearly  require  that  the  affidavit  shall 
set  forth  facts  from  which  the  Office  can  determine  whether  there 
was  a  completion  of  the  invention  prior  to  the  date  of  the  reference 
sought  to  be  overcome.  The  requirements  of  Rule  75  have  been 
repeatedly  explained  from  time  to  time  in  published  decisions.  In 
ex  parte  Gaaaer  (C.  D.,  1880,  94;  17  O.  G.,  507)  it  was  stated  that^- 

The  applicant,  therefore,  must  state  on  oath  facts  showing  either  that  a  reduc- 
tion to  practice  had  been  made  before  the  filing  of  the  application  on  which  the 
patent  was  granted,  or  that  the  invention  had  been  conceived  before  that  time 
and  by  due  diligence  connected  with  a  subsequent  reduction  to  practice. 

This  decision  was  followed  by  ex  parte  Sanders^  (C.  D.,  1883,  23; 
23  O.  G.,  1224)  Hunter,  (C.  D.,  1889,  218;  49  O.  G.,  733)  ex  parte 
Donovan,  (C.  D.,  1890,  109;  52  O.  G.,  309,)  and  finally  by  the  deci- 
sion in  ex  parte  McElroy,  (C.  D.,  1909,  52;  140  O.  G.,  1207)  in 
which  the  requirements  of  Rule  75  were  exhaustively  discussed. 

In  the  present  case  the  insufficienty  of  the  affidavit  is  emphasized 
by  the  fact  that  Hodgkinson  in  his  preliminary  statement  avers  that 
he  conceived  the  invention  and  disclosed  the  same  to  others  on  or 
about  the  28th  of  April,  1909;  that  no  model  of  the  invention  has 
ever  been  made;  that  the  invention  was  not  reduced  to  practice 
prior  to  the  filing  of  the  application.  In  neither  the  affidavit  nor  the 
preliminary  statement  is  there  any  material  showing  of  diligence 
in  reducing  the  invention  to  practice. 

Hodgkinson  having  fallen  so  far  short  of  establishing  a  prima 
facie  right  to  a  patent  over  the  references  cited,  the  patentee.  Rotter, 
should  not  be  called  upon  to  contest  an  interference  with  him  in 
respect  to  the  question  of  priority  of  invention.  I  would  not  hesi- 
tate to  peremptorily  dissolve  this  interference  in  view  of  the  facts 
stated  were  it  not  possible  that  a  showing  might  eventually  be  intro- 
duced into  the  record  which  would  cause  the  redeclaration  thereof. 

In  order  that  the  controversy  which  has  been  instituted  may  be 
promptly  settled,  the  procedure  adopted  in  the  case  of  Graham  v. 
Langhaar  (C.  D.,  1911,  44;  164  O.  G.,  739)  will  be  followed  in  this 
case.    In  that  case  it  was  stated : 

The  question  involving  alleged  informalities  in  oaths  can  be  determined  ew 
parte  after  the  termination  of  an  interference.  {Roxce  v.  BHnkmann,  C.  D., 
1908,  75;  133  O.  G.,  515.)  Where,  however,  the  moving  party  to  an  inter- 
ference calls  attention  to  an  informality  In  an  oath  and  contends  that  he  should 
not  be  compelled  to  contest  the  intereference  unless  and  until  his  opponent  files 
an  oath  in  compliance  with  the  rules,  it  would  seem  that  an  order  may  properly 
be  issued  calling  upon  the  delinquent  party  to  file  an  oath  in  compliance  with 
Rule  46,  within  a  limited  time  set,  under  penalty  of  dissolution  of  the  inter- 
ference. 

The  Primary  Examiner  will  set  the  motion  as  transmitted,  down  for  hearing 
at  a  day  not  less  than  thirty  days  from  the  date  hereof,  and  Langhaar  is 
required  to  file  such  an  oath  within  that  time.  If  this  oath  is  not  filed,  the 
Interference  will  be  dissolved. 
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In  accordance  with  this  practice  the  Examiner  of  Interferences  is 
directed  to  transmit  the  motion  to  the  Primary  Examiner  who  will 
set  the  motion  thus  transmitted  down  for  hearing  at  a  day  not  less 
than  thirty  nor  more  than  forty  days  from  the  date  hereof.  Unless 
the  party  Hodgkinson  shall  present  an  affidavit  setting  forth  facts 
which  fully  comply  with  the  requirements  of  Rule  75  within  that 
time  the  Examiner  will  peremptorily  dissolve  the  interference. 

The  appeal  from  the  decision  of  the  Examiner  of  Interferences 
%8  dismissed^  and  the  petition  tha^  the  supervisory  authority  of  the 
Com/missioner  he  exercised  to  prevent  the  continuance  of  this  inter'^ 
ference  until  such  time  as  Hodgkinson  makes  a  shotoing  such  as 
required  by  the  rules  and  the  decisions  is  granted. 


BoGEBs  V.  Lang. 

Decided  January  8,  191Z. 

186  O.  G.,  525. 

1.  INTSBFKBBNCE — ^PbIOBITT. 

Testimony  reviewed  and  Held  to  establish  that  B.  was  the  first  to  con- 
ceive the  Invention  in  issue  and  the  first  to  reduce  the  same  to  practice, 
and  priority  Eeld  properly  awarded  him. 

2.  Sams — Saum — ^Delat  in  Reduction  to  Practicb  bt  First  to  Ooncbivb  and 

FiBST  TO  Reduce  to  Pbaoticb  Immatebial. 
As  R.  was  the  first  to  conceive  the  Invention  in  issue  and  reduced  the 
same  to  practice  prior  to  any  reduction  to  practice  of  L.,  Held  that  R.'b 
delay  in  reduction  to  practice  is  ImmateriaL 

Appeal  from  Examiners-in-Chief. 

ktesiqht-plate  fob  twyebs. 

Mr.  Frederick  W.  Winter  for  Rogers. 

Messrs.  H.  0.  Evert  cfe  Co.  for  Liang.  {Mr.  Horace  G.  8eit9  of 
counsel.) 

Moore,  Commissioner: 

This  is  an  appeal  by  Liang  from  a  decision  of  the  Examiners-in- 
Chief  affirming  the  decision  of  the  Examiner  of  Interferences  award- 
ing priority  of  invention  to  Rogers. 

The  issue  of  the  invention  includes  five  counts,  of  which  the  fol- 
lowing set  forth  the  invention  sufficiently  for  the  purpose  of  this 
decision : 

L  The  combination  with  a  blast  furnace  having  a  peep  opening  formed  there- 
in, of  a  structure  secured  to  said  furnace,  a  shutt4r  movably  momited  In  said 


Digitized  by 


Google 


DECISIONS  OF  THE  G0MMI8SI0KEB  OF  PATENTS.  883 

Structure  to  swing  laterally  of  the  furnace  wall  and  having  openings  formed 
therein  arranged  in  the  arc  of  a  circle  and  adapted  to  aline  with  the  opening 
of  said  furnace,  and  means  carried  by  said  structure  for  holding  said  shutter 
in  an  adjusted  position. 

4.  A  peep  sight  for  furnaces  comprising  a  cap  or  furnace  member  provided 
with  an  opening,  and  a  plate  having  a  plurality  of  holes  therethrough  and  each 
provided  with  a  peep  or  sight  glass,  said  plate  being  movably  mounted  on  said 
cap  and  arranged  to  bring  either  of  said  glasses  into  register  with  the  opening 
in  the  cap  or  furnace  member. 

The  interference  as  originally  declared  involved  a  joint  applica- 
tion of  Rogers  and  Meehan;  but  as  no  appeal  was  taken  by  them 
from  the  decision  of  the  Examiner  of  Interferences  awarding  pri- 
ority to  Rogers  they  are  no  longer  parties  thereto. 

The  invention  in  issue  relates  to  peep-sights  for  blast-furnaces  or 
other  furnaces  in  which  a  high  heat  is  maintained.  It  comprises  a 
plate  rotatably  mounted  on  a  central  stud  attached  to  the  twyer-cap. 
This  plate  is  provided  with  a  plurality  of  peep  or  sight  holes  covered 
by  glass  and  with  a  larger  hole  for  the  insertion  of  a  poker  for  the 
purpose  of  cleaning  the  twyer.  The  holes  are  arranged  in  the  arc 
of  a  circle,  so  that  one  or  the  other  can  be  brought  into  alinement 
with  the  single  hole  in  the  twyer-cap.  Means  are  further  provided 
for  holding  the  plate  in  an  adjusted  position  and  for  securing  a  tight 
fit  between  the  plate  and  the  twyer-cap. 

Lang  claims  to  have  conceived  the  invention  in  June  1906.  lie 
filed  his  application  on  August  12, 1909,  and  claims  an  actual  reduc- 
tion to  practice  during  the  next  December.  Both  of  the  lower  tri- 
bunals found  that  Rogers  had  established  an  actual  reduction  to 
practice  of  the  invention  a  few  days  prior  to  the  filing  of  Lang's 
application,  and  this  holding  is  not  seriously  contested  on  behalf  of 
Lang.  In  fact,  in  the  assignments  of  error  no  special  assignment 
is  predicated  as  to  this  holding.  It  is  contended,  however,  that  the 
earliest  date  of  conception  of  the  invention  which  Rogers  has  estab- 
lished is  the  latter  part  of  July,  1909,  when  he  began  to  construct  a 
device  in  accordance  therewith,  and  that  the  lower  tribunals  erred 
in  holding  that  Rogers  had  established  a  conception  of  the  invent  icn 
prior  to  Lang's  conception  thereof. 

Rogers  testifies  positively  that  he  conceived  the  invention  in  11)02 
while  working  for  the  Salem  Iron  Company  at  Leetonia,  Ohio,  which 
company  was  also  referred  to  as  McKeefrey  &  Company.  He  de- 
scribes the  invention  in  detail  and  states  that  he  disclosed  it  to  one 
SproWj  who  was  at  that  time  furnace  foreman  of  the  Salem  Iron 
Company,  and  that  he  later  disclosed  it  to  William  Devlin,  who  was 
the  master  mechanic  of  the  same  company.  He  states  that  he  dis- 
closed it  to  Sprow  by  means  of  sketches  in  a  little  note-book  which  he 
had. 
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Sprow  corroborates  Rogers  as  to  this  disclosure,  states  that  it  was 
in  the  spring  of  1902,  and  identifies  the  book,  which  was  introduced 
in  evidence  as  "Rogers'  Exhibit  Memorandum  Book  of  1902,'  as 
being  the  same  or  one  similar  to  the  book  which  Rogers  showed  him 
and  the  sketclies  therein  as  being  the  same  or  similar  to  those  shown 
him  by  Rogers.  He  describes  the  device  in  detail,  states  that  Rogers 
told  him  there  were  to  be  two  eyesight-holes  and  a  poke-hole  in  the 
plate,  and  that  two  eyesight-plates  were  provided  in  case  the  glass  in 
one  should  be  broken. 

Devlin  testifies  very  clearly  as  to  the  disclosure  to  him,  stating  that 
Rogers  explained  the  use  of  the  device  and  that  the  plate  was  to  be 
held  in  position  by  a  stud-bolt  and  a  spring.  Each  of  the  witnesses 
testifies  he  would  have  been  able  to  construct  a  peep-sight  according 
to  Rogers's  ideas  from  the  explanation  given. 

The  main  attack  on  this  testimony  is  that  it  was  given  some  time 
after  the  alleged  oral  disclosure,  that  each  of  the  witnesses  stiites  on 
cross-examination  that  his  memory  had  been  recently  refreshed  about 
the  matter,  and  that  the  sketch  in  Rogers's  note-book  only  shows  one 
peep-hole. 

The  testimony  of  these  witnesses  is  clear  and  full.  It  does  not  ap- 
pear what  the  alleged  refreshing  of  memory  was,  and  there  is  no 
reason  to  believe  that  the  witnesses  were  testifying  from  what  they 
knew  of  the  device  afterward  rather  than  from  what  was  disclosed 
to  them  at  the  dates  alleged.  As  to  the  sketches  showing  only  one 
peep-hole,  it  is  not  claimed  that  the  sketch  was  anything  more  than  a 
mere  outline  by  which  Rogers  conveyed  his  ideas  to  Sprow,  and  Sprow 
testifies  positively  that  Rogers  told  him  that  there  was  to  be  more 
than  one  peep-hole  in  the  plate.  It  must  be  held  that  this  testimony, 
while  given  some  years  after  the  time  of  the  alleged  disclosure,  is,  in 
view  of  the  simplicity  of  the  device,  amply  sufficient  to  establish  a  dis- 
closure by  Rogers  prior  to  I^ang's  claimed  date  of  conception. 

As  stated  above,  no  serious  cx)ntention  is  made  as  to  the  holding 
that  Rogers  was  the  first  to  reduce  to  practice,  and  an  inspection  of 
the  testimony  shows  that  such  reduction  to  practice  is  established 
thereby.  Much  stress  is  laid  in  the  brief  for  Lang  on  Rogers's  delay 
in  reducing  the  invention  to  practice.  Inasmuch  as  Rogers  was  the 
first  to  conceive  the  invention  and  reduced  it  to  practice  prior  to  any 
reduction  to  practice  by  Lang,  either  actual  or  constructive,  this 
delay  is  immaterial.  It  is  held,  therefore,  that  priority  was  properly 
awarded  to  Rogers. 

The  decision  of  the  Examiners-in-CMef  is  affirmed. 
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Underwood  Typewriter  Company  v.  The  Universal  Stenotypb  Co. 

Decided  November  8,  1912. 

185  O.  G.,  526. 

TBADE-MaBKB— SllflLABITT. 

The  owner  of  a  mark  consisting  of  a  monogram  made  up  of  the  letters 
"  U  "  and  "  T  "  filed  an  opposition  to  the  registration  of  a  mark  consisting 
of  a  monogram  made  op  of  the  letters  "  T,"  "  U,"  and  "  S  "  and  the  ab- 
breviation "  Co.,"  the  configuration  of  the  letters  "  U  "  and  "  T  "  In  the  lat- 
ter mark  closely  resembling  that  of  these  letters  in  the  mark  of  the  opposer. 
Held  that  the  applicant's  mark  is  not  sufi9ciently  different  from  that  of  the 
opposer  to  Justify  sustaining  a  demurrer  to  the  notice  of  opposition  on  the 
ground  of  the  non-similarity  of  the  marks. 

Appeal  from  Examiner  of  Interferences. 

TBADE-MABK   FOB  TYFE-WBITING    MACHINES. 

Messrs.  Briesen  <&  Knauth  for  Underwood  Typewriter  Company. 
Mr.  Henry  A.  Seymour  for  The  Universal  Stenotype  Co. 

Moore,  Commissioner: 

This  is  an  appeal  by  the  Underwood  Typewriter  Company  from 
the  decision  of  the  Examiner  of  Interferences  sustaining  the  de- 
murrer of  The  Universal  Stenotype  Co.  and  dismissing  the  notice 
of  opposition  filed  by  the  Underwood  Typewriter  Company. 

The  Universal  Stenotype  Co.  has  filed  an  application  for  the  reg- 
istration of  a  mark  consisting  of  a  monogram  made  up  of  the  letters 
**T,"  "U,"  "S,"  and  the  abbreviation  "Co."  as  a  trade-mark  for 
type-writing  machines.  It  is  alleged  in  the  notice  of  opposition 
filed  by  the  Underwood  Typewriter  Company  that  applicant's  reg- 
istration and  use  of  its  alleged  mark  would  cause  confusion  in  the 
trade  and  would  lead  the  public  to  believe  the  type-writing  machines 
bearing  said  mark  were  the  output  and  product  of  the  opposer  on 
account  of  the  close  resemblance  of  applicant's  mark  to  opposer's 
registered  marks  Nos.  40,806,  68,292,  and  68,628  for  type-writing 
machines*  and  parts  thereof.  Opposer's  registration  No.  40,806  is  a 
monogram  made  up  of  the  letters  "  U  "  and  "  T."  Its  registration 
No.  68,292  is  also  a  monogram  consisting  of  the  letters  "U"  and 
"T,"  but  differently  shaded  from  the  first-mentioned  mark.  Its 
registration  No.  68,628  is  a  monogram  consisting  of  the  letters  "  U  " 
and  "  T,"  together  with  a  pictorial  representation  of  a  type-writing 
machine. 

The  demurrer  filed  by  The  Universal  Stenotype  Co.  to  the  notice 
of  opposition  alleges  as  the  sole  ground  why  the  opposition  should 
be  dismissed  that — 

the  two  marks  are  so  unlike,  both  as  to  the  letters  used  and  the  maimer  of 
arranging  said  letters,  that  no  confusion  can  arise  by  the  use  by  applicant  of  its 
published  trade  mark,  and  no  damage  or  injury  can  result  to  the  opposer,  by 
such  use  by  the  applicant 
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The  Examiner  of  Interferences  sustained  the  demurrer  and  dis- 
missed the  opposition  upon  the  ground  that  the  addition  of  the  letter 
"S"  and  the  abbreviation  "Co."  to  appellant's  mark  sufficiently 
distinguished  therefrom  to  avoid  confusion. 

In  this  holding  the  Examiner  of  Interferences  is  believed  to  be  in 
error.  The  configuration  of  the  letters  "  U  "  and  "  T  "  in  applicant's 
mark  very  closely  resembles  the  form  of  these  letters  as  used  by 
opposer.  It  is  true  that  applicant  has  added  and  prominently  dis- 
played the  letter  "  S  "  and  less  prominently  the  abbreviation  "  Co." 
It  is  not  thought,  however,  that  this  difference  sufficiently  distin- 
guishes the  marks  under  the  laws  as  interpreted  in  the  following 
decisions : 

In  the  case  of  The  WiUiam  Lea  <6  Sons  Company  v.  H.  C,  Cole 
<&  Company  (C.  D.,  1908, 168;  136  O.  G.,  893)  it  was  held  that  there 
was  not  sufficient  difference  between  the  marks  "F  F  F"  and 
"  F  F  F  G  "  to  avoid  confusion  or  to  render  each  mark  registrable. 

In  the  case  of  Godillot  v.  American  Grocery  Co.  (71  Fed.  Sep., 
873)  a  mark  consisting  of  the  letters  "A  G  "  combined  in  a  mono- 
gram was  infringed  by  a  monogram  composed  of  the  letters  "A" 
and  "G,"  together  with  the  abbreviation  "Co."  In  that  case  the 
Court  said : 

It  may  be,  indeed,  that,  when  the  two  monograms  are  laid  side  by  side  for 
inspection^  they  are  distinguishable  from  each  other.  But,  as  we  have  seen, 
this  is  not  the  true  test  of  infringement. 

In  the  case  of  the  American  Tin  Plate  Co.  v.  Licking  Roller  Mill 
Co.  (158  Fed.  Rep.,  690)  a  mark  consisting  of  the  letters  "M  F" 
in  monogram  and  inclosed  within  a  circle  was  held  infringed  by  a 
mark  consisting  of  the  detached  letters  "  M.  F.  H." 

A  case  very  similar  to  the  present  case  is  that  of  ex  parte  Elliott 
Jewelry  Co.^  (ante^  317;  183  O.  G.,  1035,)  recently  decided  by  the 
Acting  Conmiissioner.  In  that  case  a  mark  consisting  of  the  letters 
''E  Co."  was  held  not  registrable  over  a  mark  composed  of  the 
letters  "E.  J.  Co." 

In  the  case  of  Carmel  Wine  Company  v.  California  Winery  {post^ 
428;  174  O.  G.,  586;  38  App.  D.  C,  1)  when  the  mark  of  one  party 
consisted  of — 

the  representation  of  n  vineyard,  a  herd  of  camels,  and  two  men  bearing  a 
grape— 

and  the  other  mark  consisted  of  the  representation  of  two  men  bear- 
ing a  bunch  of  grapes  in  a  similar  manner  the  Court  said : 

We  think  it  is  apparent,  without  argument,  that  the  two  marks  are  decep- 
tively similar  within  the  meaning  of  the  statute.  It  goes  without  saying  that 
one  has  no  right  to  incorporate  the  mark  of  another  as  an  essential  feature  of 
his  mark.  Such  a  practice  would  lead  to  no  end  of  confusion  and  deprive  the 
owner  of  a  mark  of  the  just  protection  which  the  law  accords  him. 
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In  the  case  of  The  Summit  City  Soap  Works  v.  The  Standard 
Soap  Company  (post,  430;  174  O.  G.,  587;  87  App.  D.  C,  604)  the 
Court  of  Appeals  of  the  District  of  Columbia  stated : 

This  court  has  adopted  a  strict  rale  in  refusing  registration  in  aU  cases 
where  the  apparent  similarity  would  probably  lead  to  confusion  In  trade, 
holding  that  the  field  of  selection  for  marks  is  so  broad  that  no  necessity 
exists  for  the  invasion  of  one  trader  upon  even  the  apparent  rights  of  another, 
and  that  the  broadest  protection  will  be  afforded  the  purchasing,  consuming 
public  by  the  courts. 

The  decision  of  the  Examiner  of  Interferences  is  reversed. 


BiNEHABT  V.  Gibson. 

Decided  March  2,  1919. 
185  O.  G..  527. 

1.  Ihtebfebbncb—Pbiobitt— Reduction  to  Pbaoticb— Sound-Boxcs  vob  Phoro- 

esAPHB — ^Tebt  Necesbabt. 
The  invention  in  issue  Held  not  to  belong  to  that  class  of  simple  devices 
which  need  no  test  and  the  making  of  which  is  sufficient  to  complete  a  re- 
duction to  practice,  since  the  mounting  of  a  diaphragm  of  this  kind  to  suc- 
cessfully reproduce  music  is  an  exceedingly  delicate  operation. 

2.  Same— Sams. 

Evidence  reviewed  and  Held  insufflcioit  to  establish  that  B.,  who  waa  the 
last  to  conceive  the  invention,  reduced  the  same  to  practice  prior  to  O.'s 
filing  date 

Appeal  from  Examiners-in-Chief. 

BOUND-BOZ. 

Mr.  Horace  Pettit  for  Rinehart. 

Mr.  Rudolph  M.  Hunter  and  Mr.  E.  H.  Hunter  for  Gibson. 

BnxiNGS,  First  Assistant  Commiissioner: 

This  is  an  appeal  by  Binehart  from  a  decision  of  the  Examiners- 
in-Chief  affirming  the  decision  of  the  Examiner  of  Interferences 
awarding  priority  to  Gibson  upon  the  following  issue : 

1.  In  a  sound  box,  the  combination  with  a  diaphragm,  of  a  mounting  therefor, 
a  fabric  between  said  mounting  and  said  diaphragm,  and  frictionally  retained  io 
said  mounting  to  hold  said  diaphragm  in  place. 

2.  In  a  sound  box,  the  combination  with  a  diaphragm,  of  a  mounting  therefor 
and  a  strip  of  fabric  between  the  edge  of  said  diaphragm  and  the  surface  of 
said  mounting,  said  strip  being  of  normally  uniform  thickness  and  being  fric- 
tionally retained  by  said  mounting  to  hold  said  diaphragm  in  place. 

Rinehart  in  his  preliminary  statement  alleges  conception,  the 
making  of  drawings,  and  disclosure  in  the  spring  of  1906  and  reduc- 
tion to  practice  in  the  summer  of  1906. 
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Gibson  alleges  conception  in  the  latter  part  of  1901,  drawings  in 
1901  to  1906,  and  disclosure  and  reduction  to  practice  in  the  latter 
part  of  1901. 

The  Rinehart  application  is  assigned  to  the  Victor  Talking  Ma- 
chine Company,  which,  it  appears,  also  controls  any  inventions  in 
sound-boxes  for  phonographs  which  Gibson  may  make  by  virtue  of 
a  contract  in  evidence,  under  which  contract  a  royalty  of  ten  cents 
for  each  box  is  payable  by  that  company  as  long  as  any  of  the  Gibson 
inventions  are  used  in  sound-boxes  made  by  it. 

Rinehart  testified  in  behalf  of  himself  and  his  assignee  in  response 
to  a  subpoena ;  but  he  states  that  he  was  prepared  to  testify  volun- 
tarily if  called  upon  to  do  so,  nor  does  his  testimony  indicate  that  he 
is  hostile  to  his  assignee. 

The  testimony  taken  by  Gibson  shows  that  he  conceived  the  inven- 
tion as  early  as  1901,  that  he  made  sound-boxes  embodying  it  in  the 
years  1901,  1902,  and  1906.  This  has  been  found  by  both  of  the 
tribunals  below  and  is  conceded  by  Rinehart.  It  establishes  a  concep- 
tion for  Gibson  long  prior  to  any  date  of  conception  alleged  by  Rine- 
hart. The  testimony  is  insufficient  to  prove  that  any  one  of  these 
three  boxes  was  tested  successfully. 

Gibson  is  entitled  to  May  7,  1907,  for  constructive  reduction  to 
practice,  this  being  the  date  upon  which  he  filed  an  application  dis- 
closing the  invention  and  of  which  that  herein  involved  is  a  division. 
In  order  to  prevail,  therefore,  Rinehart  must  prove  a  reduction  to 
practice  prior  to  May  7,  1907.  Otherwise  Gibson  will  prevail  as  the 
first  to  conceive  and  the  first  to  reduce  to  practice. 

The  burden  is  upon  Rinehart  to  prove  his  case  by  a  preponderance 
of  evidence.  Furthermore,  the  situation  presents  certain  peculiari- 
ties which  render  it  necessary  to  inspect  the  proofs  of  Rinehart  with 
great  care. 

In  the  first  place,  no  attempt  was  made  by  the  Victor  Talking 
Machine  Company  to  establish  the  dates  alleged  in  Rinehart's  pre- 
liminary statement,  which,  it  appears,  was  made  by  an  official  of  that 
company,  nor  is  this  official  or  any  other  called  to  explain  the  dis- 
crepancy. Again,  it  is  testified  by  Gibson  that  the  sound-boxes  made 
by  him  in  1901  and  1902  were  turned  over  to  the  Victor  Talking 
Machine  Company  through  one  of  their  officials,  either  Mr.  Johnson 
or  Mr.  Douglass.  This  is  equivalent  to  an  allegation  of  disclosure 
by  Gibson  to  that  company,  and  no  witness  was  put  upon  the  stand 
to  deny  the  fact  as  testified  to  by  Gibson.  Furthermore,  a  formal 
request  by  counsel  for  Gibson  that  the  company  produce  the  sound- 
boxes in  question  apparently  received  no  response  whatever.  It  ap- 
pears, further,  that  Rinehart  had  access  to  the  private  laboratory  of 
Gibson  on  and  after  February  13,  1907,  and,  as  will  appear  herein- 
after, it  is  very  doubtful  whether  Rinehart  had  at  that  time  a  con- 
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ception  of  the  invention  in  question.  When  Rinehart  was  asked 
upon  cross-examination  whether  at  the  time  he  was  given  access  to 
the  Gibson  laboratory  he  found  a  sound-box  there  in  use  embodying 
the  construction  specified  in  the  counts  of  this  interference,  he  was 
instructed  by  counsel  not  to  answer  the  question  and  did  not  answer 
it.  It  further  appears  that  the  witness  Coleman,  called  on  behalf  of 
Rinehart,  who  made  the  sound-boxes  upon  which  Rinehart  relies  for 
reduction  to  practice,  had,  prior  to  his  employment  by  Rinehart, 
worked  for  Gibson  in  the  shop  of  W.  W.  Morton  and  had  assisted  in 
constructing  the  boxes  for  Gibson  which  he  had  made  in  1901  and 
1902. 

These  circumstances,  if  in  fact  not  proving  derivation  of  the  in- 
vention by  Rinehart  from  Gibson,  certainly  raise  such  doubt  as  to 
his  originality  in  the  matter  as  justifies  a  close  inspection  of  the  testi- 
mony purporting  to  establish  his  priority^ 

The  only  claim  to  reduction  to  practice  by  Rinehart  prior  to  Gib- 
son's fiOiing  date  is  that  found  in  the  testimony  of  the  witness  Royal, 
called  on  behalf  of  Rinehart,  wherein  it  is  stated  that  shortly  after 
his  (Royal's)  return  from  Europe  on  or  about  the  12th  of  November, 
1906,  he  visited  the  private  room  of  Rinehart  and  was  shown  a  sound- 
box embodying  the  invention.  His  testimony  on  this  point  is  as 
follows: 

I  asked  blm  wbat  he  bad  done  in  the  way  of  improving  the  sound  boxes. 
He  put  one  on  a  machine  which  to  me  appeared  very  good.  I  asl^ed  him  what 
he  had  done  to  improve  it.  He  said  several  things,  one  in  particular  was  the 
way  in  which  he  had  the  diaphragm  mounted.  He  explained  to  me  bow  this 
was  done,  but  I  did  not  clearly  see  how  it  was  possible  to  mount  it  as  he  said, 
and  he  got  bis  man  to  rig  up  a  machine  to  show  me  how  this  diaphragm  was 
mounted  in  a  casing  with  the  fibrous  material  between  the  casing  and  the  edge 
of  the  diaphragm.  I  told  him  I  did  not  think  it  was  possible  to  mount  a  dia- 
phragm in  that  way  without  destroying  the  diaphragm,  but  he  assured  me  that 
this  could  be  done  and  that  he  had  done  a  number  without  ever  destroying  or 
affecting  the  diaphragm  In  the  least.  The  rest  pf  the  conversation  I  don't 
remember  exactly. 

As  pointed  out  by  the  Examiners-in-Chief,  it  will  be  found  upon 
careful  inspection  that  there  is  no  statement  in  this  testimony  that 
the  sound-box  actually  tried  embodied  the  construction  here  in  issue. 
It  would  seem  that  if  it  had  been  the  purpose  of  the  witness  to  avoid 
a  statement  to  this  effect  without  making  the  omission  too  obvious 
he  could  not  have  chosen  better  language.  Counsel  for  Rinehart 
calls  attention  to  answer  8,  in  which  Royal  stated  that  an  exhibit 
shown  to  him  and  which  embodies  the  issue  looked  like  the  one  he 
saw  in  Rinehart's  room  in  November,  1906,  except  as  to  the  color  of 
the  material.  There  is  nothing  in  this  question  or  answer,  however, 
to  indicate  whether  reference  is  made  to  the  construction  of  the  box 
which  was  tested  or  to  the  crude  device  which  it  is  elsewhere  stated 
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Binehart  had  assembled  for  Royal  to  show  him  how  the  diaphragm 
could  be  inserted  without  damage  thereto. 

It  has  been  argued  on  behalf  of  Rinehart  that  the  invention  be- 
longs to  that  class  of  simple  devices  which  need  no  test  and  the  mak- 
ing of  which  alone  is  sufficient  to  complete  a  reduction  to  practice. 
With  this  I  cannot  agree.  The  mounting  of  a  diaphragm  of  this 
kind  to  successfully  reproduce  music  is  an  exceedingly  delicate 
operation,  and  it  is  clear  that  slight  changes  may  produce  marked 
and  unexpected  results.  It  must  be  held,  therefore,  that  proof  of  a 
test  is  necessary  to  establish  reduction  to  practice.  If  it  were  held 
otherwise,  however,  Gibson  would  obviously  prevail  by  virtue  of 
his  1901  and  1902  sound-boxes,  as  to  which  he  was  uncorroborated 
only  in  his  testimony  concerning  the  successful  tests. 

It  is  also  to  be  noted  that  the  only  evidence  as  to  the  success  of  the 
device,  assuming  that  it  was  tested  at  that  time,  is  the  statement  of 
Royal  that  Rinehart  ^  put  one  on  a  machine  which  to  me  appeared 
very  good."  Rinehart  himself  does  not  claim  a  successful  test  in 
November,  1906,  and  his  testimony,  taken  as  a  whole,  indicates  that 
he  believes  no  box  embodying  the  invention  was  made  by  him  as 
early  as  that  The  testimony  is  considered  insufficient  to  establish 
that  the  structure  was  a  success  at  that  time,  even  if  tested. 

Upon  a  consideration  of  all  of  the  evidence  submitted  on  behalf 
of  Rinehart  I  am  convinced  that  it  fails  to  established  that  any  de- 
vice was  made  by  him  which  embodied  the  present  issue  prior  to  the 
filing  date  of  Gibson. 

Rinehart  himself  testifies; 

Q.  14.  state  if  jon  can,  how  many  sonnd  boxes  embodying  the  oonstmctlon 
which  yon  have  above  described  you  had  made  at  the  time  when  yon  showed 
the  said  box  to  Mr.  Royal  and  Mr.  Johnson? 

A.  Six. 

It  appears  practically  certain  from  Rinehart*s  testimony  when 
recalled  that  these  six  boxes  were  made  between  March  13  and 
June  21,  1907,  and  were  not  tested  until  sometime  afterward.  Rine- 
hart states  that  prior  to  the  time  of  working  upon  the  diaphragm 
mounted  in  accordance  with  the  present  invention  he  was  working 
upon  the  mounting  of  diaphragms  within  the  box  by  means  of  a 
lead  gasket.  (Rinehart's  record,  p.  Ill,  XQ.  17.)  It  seems  quite 
probable  that  the  device  tested  before  Royal  on  the  occasion  of  his 
visit  to  Rinehart's  room  in  1906  was  one  of  these  lead-mounted 
diaphragms  or  some  other  construction  not  here  in  issue. 

It  appears  conclusively,  therefore,  that  Rinehart  has  failed  to 
establish  a  reduction  to  practice  prior  to  the  date  upon  which  Gib- 
son's original  application  was  filed,  and  the  latter  must  prevail 
upon  the  question  of  priority  as  being  the  first  to  conceive  and  the 
first  to  reduce  to  practice. 
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I  am  further  strongly  inclined  to  the  opinion  that  the  record  indi- 
cates the  derivation  of  the  invention  by  Rinehart  from  Gibson.    It. 
is  mmecessary,  however,  in  view  of  the  conclusion  above  reached  to 
decide  the  question  raised  by  the  evidence  upon  this  point. 

The  decision  of  the  ExaminerS'tn-Chief  is  aflvrmed. 


The  Voegeli  Brothers  Drug  Company  v.  Knox. 

Decided  January  6,  1912* 
186  O.  G.,  528. 

TitADE-MARKS—IiTTEatrxaiENCS— Testimony. 

Where  the  witnesses  testified  to  facts  concerning  the  adoption  of  a  trade- 
mark which  are  peculiarly  within  their  knowledge  and  such  testimony 
was  not  impeached,  Held  that  it  is  sufficient  to  establish  the  use  of  the 
mark  notwithstanding  that  it  is  not  sui^)orted  by  the  records  of  any  sale 
or  corroborated  by  the  testimony  of  any  customers  to  whom  sales  were- 
made. 

On  Appeal. 

TBADE-MABK  FOR   MEDICINE. 

Mr.  F.  A.  Whitely  for  The  Voegeli  Brothers  Drug  Co. 
Mr.  Langdon  Moore  for  Knox. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  the  decision  of  the  Examiner  of  Interfer- 
ences awarding  priority  of  adoption  and  use  to  The  Voegeli  Brothers 
Drug  Company  and  judging  that  that  corporation  is  entitled  to 
register  the  trade-mark  shown  in  its  application. 

The  trade-mark  of  The  Voegeli  Brothers  Drug  Company  is  the 
word  "  Roxie,"  used  as  a  trade-mark  for  certain  remedies.  The  reg- 
istration of  George  A.  Knox,  No.  38,080,  for  the  word  "  Rox "  was 
effected  April  8,  1902,  and  it  appears  from  the  statement  of  that 
registrant  that  the  mark  has  been  used  in  business  by  him  since 
March  1,  1896.  The  registrant  Knox  has  taken  no  testimony  and  is 
therefore  restricted  to  his  date  of  registration,  April  8,  1902,  as  his 
date  of  adoption  and  use  of  the  mark.  That  the  marks  are  used 
on  goods  of  the  same  descriptive  character  is  not  questioned. 

The  testimony  presented  on  behalf  of  The  Voegeli  Brothers  Drug 
Company  consists  of  the  depositions  of  Thomas  Voegeli,  president 
and  treasurer  of  the  company ;  Rudolph  Heck,  pharmacist  and  direc- 
tor of  the  company;  Henry  Voegeli,  secretary  and  vice-president, 
and  William  Ralke,  bookkeeper  and  buyer  for  said  company. 
Thomas  Voegeli,  Rudolph  Voegeli,  and  Heck  each  testifies  that  the^ 
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trade-mark  was  first  used  in  1892  and  that  it  has  been  continuously 
used  from  that  time  to  the  present  upon  the  merchandise  specified. 
Kalke  testifies  that  he  entered  the  employment  of  the  company  in 
1898  and  that  at  the  time  he  entered  the  employment  of  the  said 
company  the  preparation  "  Roxie  "  was  on  sale  by  said  company  and 
that  it  has  always  been  on  sale  and  that  to  his  knowledge  the  stock 
has  never  been  exhausted. 

It  is  contended  on  behalf  of  Ejiox  that  the  testimony  presented  by 
The  Voegeli  Brothers  Drug  Company  consists  merely  in  the  deposi- 
tions of  interested  witnesses,  which  is  not  supported  by  the  records 
of  any  sale  or  corroborated  by  the  testimony  of  any  customers  to 
whom  sale  was  made.  It  is  also  contended  that  the  testimony  is 
insufficient  to  establish  a  trade-mark  use  of  the  word  "  Roxie." 

As  to  the  first  contention,  the  testimony  of  these  witnesses,  while 
oral,  is  concerning  facts  which  are  peculiarly  within  their  knowledge. 
The  witnesses  were  not  cross-examined.  Their  testimony  is  not  im- 
peached, nor  are  the  statements  of  such  witnesses  of  such  uncertain 
character  as  to  warrant  a  presumption  that  the  facts  stated  by  them 
are  erroneous  or  untrue.  I  find  no  reason  for  ignoring  the  positive 
statements  of  these  witnesses.  The  decisions  which  are  cited  by  coun- 
sel for  Knox  in  support  of  his  contention  that  the  testimony  of  these 
witnesses  is  insufficient  are  in  my  opinion  not  applicable  to  the  case. 
In  these  decisions  oral  testimony  of  the  witnesses  was  either  of  an 
indefinite  character  and  was  not  supported  by  corroborating  testi- 
mony or  circumstances  or  consisted  of  the  testimony  of  witnesses  who 
were  not  in  a  position  to  have  accurate  knowledge  of  the  facts  con- 
cerning which  they  were  testifying. 

The  second  contention  that  the  testimony  is  insufficient  to  show  that 
the  word  "  Roxie  "  was  actually  used  as  a  trade-mark  is,  in  my  opin- 
ion, without  substantial  foundation.  In  the  testimony  of  Rudolph 
Heck,  above  mentioned,  it  is  positively  stated  that  the  preparation  is 
a  red  liquid,  put  up  in  six-ounce  bottles,  and  further,  that  "we 
labeled  it '  Roxie.' "  Again,  in  answer  to  question  6,  he  repeats  the 
fact  that  the  packages  or  bottles  were  labeled  "  Roxie  "  in  large  let- 
ters. Henry  Voegeli  testifies  that  during  the  first  three  months  the 
preparation  was  dispensed  under  a  plain  label  on  which  appeared  the 
directions  for  its  use,  and  he  further  states  that  "then  the  word 
*  Roxie '  was  attached  thereto."  Henry  Voegeli  and  William  Ralke 
also  testify  that  the  merchandise  has  continuously  borne  the  label 
"  Roxie."  The  testimony  of  these  witnesses  clearly  established,  in  my 
opinion,  the  adoption  of  the  mark,  not  only  prior  to  Knox's  date  of 
registration,  but  also  prior  to  the  date  upon  which  it  is  alleged  in  the 
statement  of  that  registration  the  mark  was  first  used.  I  find  no 
error  in  the  decision  of  the  Examiner  of  Interferences  holding  that 
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The  Voegeli  Brothers  Drug  Company  was  the  first  to  adopt  and  use 
its  mark  and  is  therefore  entitled  to  registration. 
The  decision  is  accordingly  affirmed. 


BUBDEN  V,  MaNSON. 

Bedded  November  26,  1912. 

185  O.  O.,  529. 

lNTESFXaiEI7CE — MOTION   TO   DISSOLVE — TRANSMISSION. 

A  motion  to  dissolve  on  the  ground  that  the  issue  is  not  patentable  over 
the  prior  art  Held  properly  refused  transmission  where  a  prior  motion  by 
the  same  party  based  on  the  ground  that  the  opposing  party  bad  no  right 
to  make  the  claims  and  that  the  claims  have  different  meanings  in  the  cases 
of  the  respective  parties  had  been  denied,  it  being  well  settled  that  the 
issue  of  an  interference  will  be  given  the  broadest  interpretation  consistent 
with  the  plain  language  thereof. 

Appeal  on  Motion. 

AtTTOMOBILE  WABNING  DEVICE. 

Mr.  G,  F.  Scull  and  Messrs.  Calver  &  Calver  for  Burden. 
Mr.  F.  O,  Rickey  for  Manson. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  by  Burden  from  the  decision  of  the  Examiner 
of  Interferences  refusing  to  transmit  a  motion  to  dissolve  based 
upon  the  ground  that  the  issue  is  not  patentable  in  view  of  certain 
cited  references. 

The  record  shows  that  a  previous  motion  to  dissolve  was  made  by 
Burden  upon  the  ground  that  Manson  has  no  right  to  make  the 
claims  in  issue  and  that  said  claims  have  different  meanings  as  read 
upon  the  structures  of  the  respective  parties.  Transmission  of  the 
present  motion  is  denied  upon  the  ground  that  no  sufficient  reason 
appeared  why  this  ground  might  not  have  been  urged,  if  at  all,  in  the 
previous  motion  and  that  no  adequate  excuse  was  presented  for  the 
delay  in  filing  the  same. 

It  is  urged  in  behalf  of  the  appellant  that  the  construction  placed 
upon  the  claims  in  issue  by  the  Primary  Examiner  in  his  decision 
upon  the  previous  motion  for  dissolution  involves  a  departure  from 
his  position  in  the  treatment  of  both  the  Manson  and  Burden  appli- 
cations and  that  the  meaning  which  is  now  applied  to  the  claims  in 
that  decision  renders  them  clearly  unpatentable  in  view  of  the 
prior  art. 

In  my  opinion  the  refusal  of  the  Examiner  to  transmit  the  motion 
is  right    Inspection  of  the  motion  shows  that  the  references  relied 
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upon  are  the  same  as  those  cited  by  the  Examiner  in  the  treatment 
of  the  Burden  and  Manson  applications,  and  if  Burden  was  of  the 
opinion  that  ,the  issue  was  impatentable  in  view  of  these  references 
it  was  clearly  incumbent  upon  him  to  include  this  ground  in  the 
original  motion  for  dissolution. 

It  is  well  settled  that  claims  forming  the  issue  of  an  interference 
will  be  given  the  broadest  interpretation  consistent  with  the  plain 
language  of  the  claims,  and  such  was  the  interpretation  given  to  the 
claims  by  the  Examiner.  No  sufficient  excuse  exists,  therefore,  to 
warrant  the  transmission  of  the  present  motion. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex  PABTE  The  Gamewell  Fire- Alarm  Telegraph  Company, 
Decided  December  S,  1912. 

185  O.  G.,  827. 

1.  Tbade-Mabks — ^Rbgistbabilitt. 

The  mere  size  of  a  mark  does  not  make  it  non-registrable.  nor  does  the 
foct  that  it  is  applied  to  the  goods  by  being  made  integral  therewith  in 
the  process  of  manufacture. 

2.  Same — Same — Use. 

It  is  essential  to  registration,  even  under  the  ten-year  clause,  that  the 
mark  shall  have  been  used  as  a  trade-mark. 
^.  Same — Same. 

A  trade-mark  described  as  a  figure  consisting  of  straight  sides  and  curved 
top  and  bottom  formed  of  two  parallel  lines  refused  registration  on  the 
ground  that  this  mark  is  merely  an  ornamental  feature  of  the  door  of  a 
box  for  police-telegraph  apparatus,  and  the  record  does  not  show  that  it 
ever  was  used  as  a  trade-mark  or  was  so  regarded  by  the  officers  of  the 
applicant  company. 

On  Appeal, 

trade-mark  for  apparatus  for  police  SIONAL-TELEGRAPHINa 

Messrs.  Dyer  <&  Dyer  for  the  applicant. 

Moors,  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiner  of  Trade-Marks 
refusing  to  register  a  trade-mark  for  electric  apparatus  for  police- 
^iignaling. 

This  mark  is  shown  in  a  substitute  drawing  filed  June  29,  1910, 
and  in  an  amendment  filed  with  the  brief  on  this  appeal  is  described 
us  follows  : 

The  trade-marlc  is  a  figure  consisting  of  straight  sides,  and  curved  top  and 
bottom,  formed  of  two  parallel  lines. 

The  Examiner  of  Trade-Marks  refused  registration  on  the  ground 
that  the  use  of  the  alleged  mark  as  a  trade-mark  has  not  been  estab- 
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lished,  that  the  specimens  do  not  show  use  of  the  mark  as  a  trade- 
mark, and  that  the  alleged  mark  is  a  mere  fragment  of  a  police 
signal-box  and  not  a  distinctive  mark  of  Origin  or  ownership. 

As  originally  filed  the  drawing  showed  a  police  telegraph-box,  and 
the  description  of  the  mark  given  and  the  manner  of  applying  it 
were  as  follows: 

The  trade-mark  consists  in  making  tbe  box  in  rectangular  shape  with  curved 
corners  and  curved  top  and  bottom.  Close  to  the  edges  is  an  ornamental  border 
of  the  same  configuration  as  the  outside  of  the  box.  Near  the  top  is  the 
representation  of  a  hand  grasping  a  sheaf  of  bolts  of  lightning.  Below  this 
appear  the  words  "  Police  Telegraph  ".  Between  these  two  words  appear  the 
words  "  Citizens'  Key  ".  Under  the  word  "  Telegraph  "  is  a  rectangle  in  which 
is  placed  the  number  of  the  box.  Below  this  appear  the  words  "  The  Gamewell 
Co.,  New  York."    Under  this  is  a  flourish. 

•  ••••«« 

The  trade-mark  is  usually  displayed  by  making  the  call  boxes  of  the  configu- 
ration of  the  mark  and  forming  the  emblems  and  words  in  relief. 

This  mark  was  refused  registration  on  the  ground  that  it  consisted 
merely  in  a  picture  of  the  goods  and,  after  further  prosecution,  on 
the  ground  that  it  was  a  mere  representation  of  the  goods.  Subse- 
quently a  declaration  under  the  ten-year  clause  was  filed;  but  the 
mark  was  still  refused  registration  on  the  ground  that  no  use  of  the 
alleged  mark  as  a  trade-mark  had  been  shown. 

The  statement  that  the  mark  sought  to  be  registered  is  a  repre- 
sentation of  the  goods  is  hardly  correct,  since  what  applicant  origi- 
nally sought  was  to  register  the  box  in  which  the  police  telegraph 
apparatus  was  placed  as  a  trade-mark  for  such  apparatus.  It  is 
believed  to  be  clear  that  this  mark  is  not  registrable  even  under  the 
ten-year  proviso,  since  in  no  sense  can  it  be  held  to  have  been  used 
as  a  trade-mark,  and  applicant  has  acquiesced  in  this  holding  by 
filing  the  substitute  drawing. 

The  contention  now  is  that  the  so-called  "  mark,"  which  in  fact 
is  the  double  line  of  beading  around  the  door  of  the  telegraph-box, 
has  been  used  as  a  trade-mark  and  is  applied  to  the  goods  by  casting 
it  thereon  in  the  manufacture  of  the  door. 

The  mere  size  of  a  mark  does  not  make  it  non -registrable;  nor  does 
the  fact  that  it  is  applied  to  the  goods  by  being  made  integral  there- 
with in  the  process  of  manufacture.  It  is  essential,  however,  to 
registration,  even  under  the  ten-year  clause,  that  the  so-called 
"mark"  shall  have  been  used  as  a  trade-mark.  There  is  nothing 
in  this  record  to  show  that  this  so-called  "  mark  "  was  ever  used  as  a 
trade-mark.  It  is  not  included  in  the  original  description  of  what 
constituted  applicant's  mark ;  nor  has  any  affidavit  been  filed  that  the 
mark  shown  on  the  substitute  drawing  was,  in  fact,  regarded  by  the 
officers  of  the  applicant  company  as  a  trade-mark.  While  in  a  sen^e 
the  mark  shown  in  this  drawing  may  be  said  to  consist  in  a  figure 
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having  straight  sides  and  a  curved  top  and  bottom  formed  of  parallel 
lines,  when  taken  in  connection  with  the  specimens  filed  it  is  evi- 
dent that  this  mark  is  merely  an  ornamental  feature  of  a  door  of  a 
telegraph-box  and  can  have  no  significance  as  identifying  the  goods 
of  this  applicant.  It  is,  as  stated  by  the  Examiner,  a  mere  fragment 
of  a  police  signal-box. 

The  Examiner  was  clearly  right  in  holding  the  mark  not  regis- 
trabhj  and  his  decision  is  affirmed. 


Ex  PARTE  MyGATT. 

Decided  December  6j  1912. 

185  O.  G.,  828. 

Application — Pboseoution — Final  Rejection. 

Where  an  action  rejecting  a  claim  closed  with  the  following  statement, 
"this  rejection  may  be  considered  as  final  for  the  purpose  of  aiv)eal," 
Held  that  this  action  was  not  so  clearly  a  statement  that  the  case  was 
closed  for  prosecution  before  the  Primary  Examiner  as  would  justify  a 
refusal  to  admit  an  amendment  filed  within  one  year  after  such  rejection. 

On  PETiriON. 

PRESSED-GLASS  STRUCTUBE. 

Messrs.  Brock,  Beeken  <6  Smith  for  the  applicant. 

Moore,  Commissioner: 

This  is  a  petition  that  the  Examiner  be  instructed  to  enter  and 
act  upon  the  merits  of  certain  amendments. 

In  the  first  action  in  this  case  division  was  required.  In  the  next 
action  the  claim  was  rejected,  references  being  cited.  In  response 
thereto  applicant  presented  a  new  claim,  which  on  September  28, 
1911,  the  Examiner  rejected  on  the  references  of  record  for  the  rea- 
sons set  forth  in  the  previous  Office  letter.  He  held,  further,  that 
the  claim  was  for  the  same  general  subject-matter  as  the  claim 
formerly  rejected  and  called  for  the  presentation  of  no  new  refer- 
ences.   The  letter  closed  as  follows: 

This  rejection  may  be  considered  as  final  for  the  purpose  of  appeal.' 

In  ex  parte  Kendall  (C.  D.,  1900, 174;  93  O.  G.,  764)  it  was  stated 
that  to  avoid  confusion  and  have  uniformity  in  treatment  the  Ex- 
aminer should  state  in  a  letter  which  was  intended  to  close  the  con- 
sideration of  a  case  before  him  "  that  the  claims  are  finally  rejected." 
The  form  used  by  the  Examiner  in  the  present  case  is  generally 
understood  to  mean  that  if  the  applicant  appeals  the  same  will  be 
forwarded,  but  that  the  case  is  open  for  further  prosecution  before 
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the  Examiner.  It  must  be  held,  therefore,  that  the  Examiner  was  in 
error  in  refusing  to  enter  and  act  upon  the  amendments  presented 
August  10  and  September  18,  1912. 

In  view  of  this  holding  it  is  not  necessary  to  consider  whether  the 
claim  rejected  in  the  Oflice  letter  of  September  28, 1911,  was  the  same 
in  substance  as  that  previously  considered.  As  a  general  rule,  how- 
ever, a  final  rejection,  under  the  authority  of  ex  parte  Miller^  (C.  D., 
1909,  23;  139  O.  G.,  730,)  should  not  be  given  in  the  second  action  on 
the  merits. 

The  petition  is  granted. 


Ex  PARTE  Fred.  C.  Mansfield  Co. 

Decided  November  23,  1912, 

185  O.  G..  828. 

Label — Copyright  Notice. 

The  fact  that  the  notice  of  copyright  on  a  label  does  not  state  the  year 
in  which  the  copyright  was  obtained  Held  not  sufficient  ground  for  refusing 
registration  of  such  label. 

On  Petition. 

LABEL  for  butter-prints. 

Messrs.  Oliphant  cfe  Young  for  the  applicant. 

Billings,  First  Assistant  Commissioner: 

This  is  a  petition  from  the  action  of  the  Examiner  of  Trade-Marks 
in  refusing  to  register  a  label. 

This  refusal  is  based  on  4he  ground  that  the  copyright  notice  on 
the  label  does  not  state  the  year  in  which  the  copyright  was  obtained. 
The  Examiner  holds  that  the  copyright  notice  without  this  date  is 
insufficient  under  section  18  of  the  Copyright  Act  of  1909,  and  certain 
decisions  are  cited  by  him  in  support  of  this  holding. 

After  the  passage  of  the  Copyright  Act  of  1909,  amending  and 
consolidating  the  acts  respecting  copyrights,  and  following  the  deci- 
sion of  the  Attorney  General  of  the  United  States  (28  Op.  Atty. 
Gen.,  116)  holding  that  the  act  of  1874  providing  for  the  registration 
in  the  Patent  Office  of  prints  and  labels  had  not  been  repealed,  notice 
was  given  (151  O.  G.,  743)  that- 
such  registration  will  be  had  in  conformity  with  the  regulations  provided  by 
law  as  to  copyrights  of  prints  in  the  Ck)pyright  Act  approved  March  4,  1909. 

The  copyright  act  prior  to  the  act  of  1909  provided  that  the  notice 
of  copyright  should  contain  the  year  in  which  the  copyright  was 
entered,  (sec.  1.)    The  decision  cited  by  the  Examiner  were  in  cases 
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arising  under  that  law.  Section  18  of  the  present  act,  however, 
provides  that  the  notice  of  copyright — 

shall  consist  either  of  the  word  CJopyright  or  the  abbreviation  Copr.,  accom- 
panied by  the  name  of  the  copyright  proprietor,  and  If  the  worlc  be  a  printed 
literary,  musical,  or  dramatic  work,  that  the  notice  shall  include  also  the  year 
in  which  the  copyright  was  secured  by  application. 

The  label  here  sought  to  be  registered  does  not  fall  within  any  of 
these  designated  classes — that  is,  it  is  neither  a  ^'printed  literary, 
musical,  or  dramatic  work."  As  above  stated,  under  the  order  of 
the  Commissioner  registration  of  labels  will  be  had  in  conformity 
with  the  regulations  as  to  copyrights  of  prints.  The  notice  of  the 
date  of  publication  is  therefore  not  necessary  in  order  to  obtain  the 
registration  of  a  print  or  label. 

The  petition  is  granted. 

Ex  PARTE  La  Jeunesse. 

Decided  December  5,  1912. 
185  O.  G.,  828. 

1.  Applicatiow — ^Abandonment — "  Prosecution." 

The  prosecution  of  an  application  required  by  section  4894,  Revised  Stat- 
utes, includes  all  necessary  actions  on  the  part  of  the  applicant,  not  only 
to  comply  with  the  previous  Office  action,  but  to  bring  the  case  with  a 
proper  showing  before  the  Ck>mmiS8ioner  for  consideration  of  the  question 
of  unavoidable  delay. 

2.  Same— Samk— Same. 

While  the  reasons  for  the  delay  of  more  than  one  year  in  the  filing  of  a 
responsive  amendment  may  be  entirely  satisfactory,  yet  where  an  applicant 
allows  a  long  period  of  time  to  lapse  before  presenting  to  the  Commissioner 
the  showing  required  by  the  statute  and  either  gives  no  reason  at  all  or 
fiiils  to  give  satisfactory  reasons  for  thifl  further  delay  the  conclusion  is 
Justified  that  the  delay  in  the  prosecution  of  the  application  has  not  been 
shown  to  have  been  unavoidable. 
8.  Same — Same. 

Where  after  being  notified  by  the  Office  that  an  amendment  had  been 
filed  outside  the  year  allowed  by  section  4894,  Revised  Statutes,  applicant 
waited  a  year  to  file  a  request  with  the  Examiner  for  a  reconsideration  of 
the  holding  that  the  application  was  abandoned  and  then  after  receipt  of  a 
letter  from  the  Examiner  waited  nearly  a  year  to  present  a  petition  to  the 
Commissioner  and  gave  no  reasons  for  the  delay,  Held  that  the  application 
is  abandoned. 

On  Petttion. 

SYRINGE. 

Mr.  A.  Hubert  8te.  Marie  for  the  applicant. 
Billings,  First  Assistant  Commissioner: 

This  is  a  petition  that  the  above  application  be  held  not  abandoned. 

On  January  6,  1910,  applicant  was  notified  that  the  claims  in  the 
case  appeared  to  be  allowable,  but  that  the  substitute  drawing  filed 
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was  informal  on  account  of  the  lines  being  rough  and  had  been  ad- 
mitted for  examination  only,  but  that  said  drawing  rould  be  cor* 
rected.  On  January  7, 1911,  an  order  was  received  from  the  attorney 
of  record  inclosing  three  dollars  and  requesting  that  the  drawing  be 
relined.  This  work  was  done  by  the  Office,  and  the  applicant  was 
notified  that  the  drawing  had  been  corrected  on  January  17,  1911. 
On  January  19,  1911,  the  Examiner  notified  the  applicant  that  the 
case  was  abandoned,  since  the  request  for  the  correction  of  the  draw- 
ing was  not  received  within  one  year  from  the  date  of  the  previous 
Office  action.  On  January  19,  1912,  applicant  filed  a  request  for 
reconsideration  of  this  holding,  stating  under  oath  that  the  letter  con- 
taining the  request  for  the  examination  of  the  drawings  had  been  sent 
by  registered  mail  from  Jersey  City  on  January  5, 1911,  and  inclosing 
a  copy  of  a  letter  from  the  postmaster  at  Washington  stating  that  this 
registered  letter  was  received  at  9.26  a.  m.  on  January  6,  1911,  but 
was  not  prepared  for  delivery  to  the  Patent  Office  messenger  in  time 
to  be  delivered  on  that  day.  In  response  to  this  request  the  Examiner 
notified  the  applicant  on  January  22,  1912,  that  his  remedy  was  by 
petition  to  the  Commissioner,  as  the  Examiner  had  no  authority  to 
receive  an  amendment  not  filed  within  the  year. 

This  request  for  reconsideration,  while  addressed  to  the  Examiner, 
should  have  been  treated  by  the  latter  as  a  petition  and  called  to  the 
attention  of  the  Commissioner,  for,  as  the  Examiner  himself  noted, 
he  had  no  authority  to  consider  an  amendment  not  filed  within  the 
year.  The  applicant  then  waited  until  November  29, 1912,  to  file  this 
petition,  and  no  showing  has  been  filed  in  excuse  of  the  delay  in 
the  prosecution  of  this  application  following  January  7, 1911. 

The  relief  sought  by  this  petition  can  only  be  had  under  the  provi- 
sions of  section  4894  of  the  Bevised  Statutes,  which  provides  in  part 
that— 

*  *  *  upon  failure  of  the  applicant  to  prosecute  the  same  (application) 
within  one  year  after  any  action  therein  of  which  notice  shall  have  been  given 
to  the  applicant,  they  (it)  shall  be  regarded  as  abandoned  by  the  parties 
thereto,  unless  it  be  shown  to  the  satisfaction  of  the  Commissioner  of  Patents 
that  such  delay  was  unavoidable. 

It  is  therefore  necessary  to  determine  what  is  meant  in  the  statute 
by  the  word  "prosecute''  as  used  therein.  If  it  be  held  that  the 
first  action  by  the  applicant,  taken  more  than  one  year  after  the 
previous  Office  action,  is  the  prosecution  of  the  application,  then  it 
would  appear  that  the  applicant  could  choose  his  own  time  to  file 
his  showing  before  the  Commissioner  of  Patents  in  excuse  of  the 
delay  in  filing  his  reply  in  response  to  the  previous  Office  action. 
Such  ruling  would  result  in  great  abuses  and  would  clearly  not  be 
in  accordance  with  the  spirit  of  the  statute.  It  is  very  clear  that  the 
prosecution  of  the  case  required  by  the  statute  must  include  all  neces"*. 
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sary  actions  on  the  part  of  the  applicant,  not  only  to  comply  with 
the  previous  Oi&ce  action,  but  to  bring  the  case  with  a  proper  show- 
ing before  the  Commissioner  for  consideration  of  the  question  of 
unavoidable  delay. 

In  this  case  the  Office  action  was  mailed  June  6,  1910,  and  the 
applicant  took  one  year  and  one  day  to  file  iiis  response  thereto.  If 
a  request  had  been  promptly  filed  setting  forth  reasons  for  the  delay 
in  the  prosecution  of  the  case,  one  state  of  facts  only  need  be  consid- 
ered; but  where,  as  in  this  case,  an  applicant  waits  an  entire  year, 
after  being  notified  by  the  Examiner  that  the  application  is  aban- 
doned, to  file  his  showing  of  delay  and  then  after  the  receipt  of  the 
Office  action  upon  this  showing  the  applicant  delays  another  ten 
months  before  bringing  a  petition  to  the  Commissioner  and  no  excuse 
whatever  is  given  for  thus  delaying  the  final  adjudication  of  this 
application  for  a  period  of  nearly  two  years  another  state  of  facts 
presents  itself  upon  which  decision  must  be  made.  The  reasons  for 
the  delay  of  more  than  one  year  in  the  filing  of  a  responsive  amend- 
ment may  be  entirely  satisfactory,  yet  when  an  applicant  allows  a 
long  period  of  time  to  elapse  before  continuing  and  completing  the 
prosecution  of  the  application  before  the  Commissioner  by  present- 
ing for  his  consideration  the  showing  required  by  the  statute  and 
either  gives  no  reasons  at  all  for  the  further  delay,  as  in 'this  case, 
or  fails  to  give  satisfactory  reasons  therefor  then  the  conclusion  is 
justified  that  the  delay  in  the  prosecution  of  the  application  has  not 
been  shown  to  have  been  unavoidable  within  the  meaning  of  the 
statute.    It  is  so  held  in  this  case. 

As  the  applicant  was  not  notified  upon  the  receipt  of  his  fee  for 
correcting  the  drawing  that  it  had  not  been  received  within  the  year, 
but  the  fee  was  applied  to  the  correction  of  the  drawing,  and  since, 
as  pointed  out  above,  this  fee  was  accepted  by  the  Office  for  work 
done  upon  an  abandoned  application,  and  consequently  for  a  vain 
purpose,  the  fee  thus  accepted  will  be  returned  to  the  party  remitting 
the  same. 

The  petition  is  denied. 


Weis  v.  Mack. 
Decided  December  5,  191%, 

185  O.  G.,  830. 
1.  Interference — Rule  130. 

Neither  an  allegation  by  a  party  to  an  interference  that  he  himself  has 
no  right  to  make  the  claims  nor  an  allegation  that  the  claims  have  dif- 
ferent meanings  in  the  cases  of  the  respective  parties  form  any  basis  for 
a  decision  on  priority,  and  these  questions  cannot  be  raised  at  final  hearing 
under  the  provisions  of  Rule  190. 
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2.  Samk— Sams. 

A  party  is  not  entitled  nnder  the  proyistons  of  Rnle  190  to  nrge  at  final 
hearing  that  his  opponent  has  no  right  to  make  the  claims  corresponding 
to  the  issue  of  the  interference  unless  he  has  brought  a  motion  to  dissolve 
the  interference  on  this  ground  or  shown  sufficient  cause  for  his  failure 
to  do  so. 

Appeal  ok  Motion. 

sewing-machine. 

Mr.  CharleB  McG.  Chapman  for  Weis. 
Mr.  Charles  F.  Dane  for  Mack. 

Billings,  First  Assistant  Commissioner: 

This  is  an  appeal  by  Weis  from  the  decision  of  the  Examiner  of 
Interferences  denying  his  motion  to  vacate  a  judgment  of  priority 
and  set  the  case  down  for  hearing  under  Eule  130. 

The  Examiner  of  Interferences  denied  the  motion  on  the  ground 
that  Weis  had  not  in  a  motion  to  dissolve  attacked  the  right  of  Mack 
to  make  the  claims  and  had  failed  to  show  why  he  did  not  present 
such  a  motion. 

Rule  122  provides  that  a  motion  to  dissolve  may  be  brought  on 
four  grounds:  (1)  that  there  has  been  such  informality  in  declaring 
the  interference  as  will  preclude  a  proper  determination  of  the  ques- 
tion of  priority;  (2)  that  the  claims  in  issue  are  not  patentable; 
(3)  that  one  of  the  parties  has  no  right  to  make  one  of  the  claims, 
and  (4)  that  the  counts  of  the  issue  have  different  meanings  in  the 
cases  of  the  different  parties. 

Eule  130  provides  that  at  final  hearing  a  party  may  urge  the  non- 
patentability  of  the  claims  in  issue  to  his  opponent  as  a  basis  for  the 
decision  upon  priority  if  the  patentability  of  such  claims  is  material 
to  the  moving  party's  right  to  a  patent.  It  further  provides  that 
such  party  shall  not  be  entitled  to  urge  this  ground  unless  he  has 
duly  presented  and  prosecuted  a  motion  imder  Eule  122  for  dissolu- 
tion upon  that  ground  or  has  shown  good  reason  for  his  failure  to 
do  so. 

The  first  ground  mentioned  in  Eule  122,  while  in  a  sense  broad,  13 
exclusive  of  the  other  three  grounds — that  is  to  say,  whatever  may 
constitute  such  an  informality  in  the  declaration  of  the  interference 
as  will  preclude  a  proper  determination  of  the  question  of  priority 
it  is  neither  that  the  issue  is  not  patentable  nor  that  one  of  the  parties 
has  no  right  to  make  the  claims  in  issue  nor  that  these  claims  have 
different  meanings  in  the  cases  of  the  respective  parties.  If  any 
other  construction  were  to  be  given  to  the  first  ground  mentioned  in 
the  rule,  there  would  have  been  no  need  of  specifically  mentioning 
the  other  three  grounds. 
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In  the  present  case  Weis  moved  to  dissolve  the  interference  on 
three  grounds:  first,  informality  in  the  declaration;  second,  that  he 
himself  had  no  right  to  make  the  claims,  and,  third,  that  the  issue 
has  different  meanings  in  the  cases  of  the  respective  parties.  The 
Examiner  of  Interferences  refused  to  transmit  the  motion  as  to  the 
first  ground  for  the  reason  that  the  matter  urged  in  support  thereof 
related  to  the  question  of  the  right  to  make  the  claims.  An  inspec- 
tion of  the  motion  shows  that  in  support  of  this  ground  thereof  it  is 
alleged  that  the  counts  include  elements  not  found  in  the  Weis  struc- 
ture. No  appeal  was  taken  from  this  decision.  The  motion  was 
transmitted  and  the  Primary  Examiner  denied  the  same  as  to  both 
of  the  other  two  grounds  thereof. 

As  pointed  out  above,  Rule  130  provides  as  a  prerequisite  to  urging 
the  lack  of  the  patentability  of  a  claim  to  an  opponent  that  the  mov- 
ing party  shall  have  presented  a  motion  to  dissolve  based  on  that 
ground  or  shall  have  shown  good  reasons  for  his  failure  to  do  so. 
An  allegation  that  the  issue  has  different  meanings  in  the  cases  of  the 
respective  parties  is  no  basis  for  a  decision  on  priority,  (Hopkins  v. 
Cleal,  ante^  213;  180  O.  G.,  1393,)  since  this  is  an  allegation  that 
the  claims  are  readable  on  the  applications  of  both  parties,  but  when 
so  read  do  not  define  the  same  invention.  An  allegation  that  the 
moving  party  has  no  right  to  make  the  claims  is  clearly  not  an  attack 
on  the  patentability  of  the  claims  to  his  opponent.  As  pointed  out 
above,  the  allegation  of  informality  is  not  broad  enough  to  include 
any  of  the  other  three  grounds.  Weis  has  therefore  presented  no 
motion  to  dissolve  which  would  constitute  a  basis  for  an  argument 
under  the  provisions  of  Rule  130;  nor  has  he  presented  any  excuse 
for  his  failure  to  bring  such  a  motion. 

No  error,  therefore,  is  found  in  the  decision  of  the  Examiner  of 
Interferences  refusing  to  vacate  the  judgment  of  priority. 

The  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Sovereign  and  Lenders  t;.  LiUiiB* 

Decided  October  18,  1912. 

185  O.  a.  830. 

Intebfebence — ^Dissolution — Claim  Not  Patentable  to  One  Pabty — Such 
Pabty  Cannot  Question  Patentability  or  Claims  to  Opponent. 
Where  an  Interference  was  dissolred  on  the  ground  that  the  claim  can- 
not be  allowed  in  the  reissue  application  of  one  of  the  parties.  Held  that 
thereafter  such  party  is  no  more  entitled  than  any  other  member  of  the 
general  public  to  be  heard  upon  the  question  whether  his  opponent  is  the 
inventor  of  the  subject-matter  of  suid  count  and  entitled  to  a  pateut  con- 
taining  a  claim  corresponding  thereto. 
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2.  Reissue — Same  Invention. 

It  is  well  settled  tliat  a  reissue  can  be  lawfully  granted  only  for  an 
Invention  which  it  appears  from  the  original  patent  was  Intended  or  sought 
to  be  covered  or  secured  by  such  original  patent. 

On  Petition. 

PROCESS  OF  converting  STARCH  TO  OLUCOSB.  » 

Mr.  Otto  R.  Bamett  for  Sovereign  and  Lenders. 
Mr.  Rudolph  M.  Hunter  for  Lillie. 

Tennant,  Assistant  Commissioner: 
This  is  a  petition  by  Lillie  that  (1) — 

means  be  takoi  by  the  Office  to  surely  prevent  the  issuing  in  any  patent  to 
Sovereign  and  Lenders  of  count  3  which  was  released  from  this  interference 
by  a  recent  decision  of  the  Ck>mmissioner  of  Patents; 

or  (2)  if  it  is — 

possible  for  this  count  3  released  from  interference  No.  *  *  *  to  be  issued 
to  Sovereign  and  Lenders  in  a  patent,  thai  a  rehearing  of  the  Commissioner's 
decision  is  requested  with  view  to  reinstating  the  count  3  in  the  interference 
No.    •    ♦    ♦. 

Concerning  the  first  part  of  the  petition,  it  may  be  stated  that 
inasmuch  as  the  interference  is  dissolved  as  to  count  3  upon  the 
ground  that  petitioner  is  not  entitled  to  make  a  claim  corresponding 
to  said  count  in  his  reissue  application  involved  in  the  interference 
the  petitioner  is  no  more  entitled  than  any  other  member  of  the  gen- 
eral public  to  be  heard  upon  the  ((uestion  of  whether  his  opponent  is 
the  inventor  of  the  subject-matter  of  said  count  and  entitled  to  a 
patent  containing  a  claim  corresponding  thereto.  Whether  the  record 
in  interference  No,  *  *  ♦  or  any  other  matter  constitutes  a  bar 
to  a  grant  of  a  patent  to  Sovereign  and  Lenders  containing  a  claim 
corresponding  to  count  3  is  a  matter  for  ex  parte  consideration  after 
the  termination  of  this  interference. 

The  reasons  set  forth  by  petitioner  in  support  of  the  second  ground 
of  the  petition  are  not  deemed  to  be  of  such  a  nature  as  to  warrant 
granting  the  rehearing  asked  for. 

Petitioner  appears  to  have  misconstrued  the  ground  upon  which 
count  3  was  differentiated  in  my  decision  from  the  other  seven  counts 
of  the  issue.  All  of  the  counts  of  the  issue,  excepting  count  3,  were 
found  by  the  lower  tribunals  to  be  for  the  same  invention  as  that 
covered  by  petitioner's  patent,  which  he  seeks  to  reissue,  and  the  only 
question  involved  in  the  appeal  as  to  said  seven  counts  was  whether 
petitioner's  failure  to  present  claims  of  the  scope  of  the  counts  of  the 
issue  in  the  application  upon  which  his  patent  issued  was  due  to 
inadvertence,  accident,  or  mistake. 
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Count  3,  however,  was  found  to  be  for  an  invention  which,  while 
disclosed  in  the  specification  of  the  patent,  was  not  claimed  therein 
or  included  in  the  statement  of  invention.  In  other  words,  there  was 
nothing  indicating  that  the  subject-matter  of  this  count  was  an  in- 
vention which  petitioner  sought  or  intended  to  cover  by  his  patent. 

It  is  well  settled  that  a  reissue  can  be  lawfully  granted  only  for  an 
invention  which  it  appears  from  the  original  patent  was  intended  or 
sought  to  be  covered  or  secured  by  such  original  patent. 

The  circumstances  in  this  case  appear  to  closely  parallel  those  in 
Freeman  v.  Aamus,  (C.  D.,  1892, 415 ;  59  O.  G.,  1432;  145  U.  S.,  226.) 
In  that  case  the  Supreme  Court  held  invalid  claim  1,  which  was  for 
an  invention  disclosed  but  not  claimed  in  the  original  patent.  In 
that  case  the  Court  said : 

There  is  nothing  in  the  original  specification  which  indicates  that  Bcaj  such 
claim  was  intended  to  be  made  in  the  original  patent.  On  the  contrary,  the 
whole  purport  of  that  ppecification  shows  that  it  was  intended  to  claim  only 
a  slag-discharge  piece  or  cinder  block  constructed  and  attached  in  a  specific 
manner,  as  Is  set  forth  in  the  statement  of  the  attorneys  of  Asmus,  accom- 
panying his  application  for  the  reissue. 

In  the  case  of  Corhin  Cabinet  Lock  Company  v.  Eagle  Lock  Com- 
pany (C.  D.,  1893,  612;  65  O.  G.,  1066;  150  U.  S.,  38)  the  Supreme 
Court  said : 

It  is  settled  by  the  authorities  that  to  warrant  new  and  broader  claims  in  a 
reissue,  such  claims  must  not  be  merely  suggested  or  indicated  in  the  original 
specification,  drawings,  or  models,  but  it  must  further  appear  from  the  original 
patent  that  they  constitute  parts  or  ix)rtions  of  the  invention  which  were 
intended  or  sought  to  be  covered  or  secured  by  such  original  patent. 

To  the  same  effect  is  the  decision  of  the  Supreme  Court  in  Swain 
V.  Ladd  (102  U.  S.,  408)  and  of  other  courts  in  Ide  et  al  v.  TrorlicKt^ 
Dxmcher  <£•  Renard  Carpet  Co.  et  al.^  (115  Fed.  Rep.,  137;)  United 
States  Whip  Co.  v.  Bossier^  (134  Fed.  Rep.,  398;)  in  re  Briede^ 
(C.  D.,  1906,  677;  123  O.  G.,  322;  27  App.  D.  C,  298;)  NeUon  v. 
Felsing  and  FeMng  v.  Nelson  (C.  D.,  1909,  358;  142  O.  G.,  289; 
32  App.  D.  C,  420;)  Chicago  Ry,  Equipment  Co,  et  al.  v.  Perry  Side 
Bearing  Co.  et  al.^  (170  Fed.  Rep.,  968,)  and  Marvel  Buckle  Co.  et 
al.  V.  Alm<i  Mfg.  Co.  et  al,  (180  Fed.  Rep.,  1002.) 

In  the  present  case  count  3  is  identical  in  wording  with  count  1, 
except  that  it  omits  the  immaterial  limitation  "as  new  starch  is  in- 
troduced into  said  containing  means  "  and  adds  the  concluding  step 
or  process  for  reusing  the  separated  steam  for  initially  heating  the 
starch  liquid,  embodied  in  the  statement — 

separating  the  steam  from  the  discharged  product  and  bringing  the  same  into 
contact  with  the  starch  liquid  so  as  to  give  the  same  an  initial  heating  before 
it  is  introduced  into  said  containing  means. 

Petitioner  has  been  held  to  be  entitled  to  a  claim  corresponding  to 
count  1,  and  if  he  is  entitled  also  to  count  3  it  must  be  by  reason  of 
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what  is  contained  in  the  concluding  portion  of  the  claim  cited  above. 
This  step  or  process  is  not  found  in  the  claims  or  statement  of  inven- 
tion of  the  patent.  The  patent  has  been  searched  in  vain  for  any- 
thing which  would  indicate  that  petitioner  attempted  or  intended  to 
cover  this  step  or  process  in  his  patent. 

In  my  decision  reference  was  made  to  petitioner's  original  appli- 
cation No.  *  *  *  as  indicating  that  it  was  petitioner's  inten- 
tion to  cover  in  that  application  a  process  of  utilizing  the  separated 
steam  for  initially  heating  the  starch  liquid.  Attention  was  called 
to  the  fact  that  original  claim  4,  renumbered  claim  3,  of  said  origi- 
nal application  covered  this  feature,  but  that  this  claim  was  not 
transferred  to  the  alleged  divisional  application  upon  which  the 
patent  issued.  This  fact,  together  with  the  fact  that  claims  1  and  2, 
which  relate  to  the  invention  of  the  other  counts,  were  bodily  trans- 
ferred to  the  alleged  divisional  application,  appears  to  clearly  indi- 
cate that  this  was  the  line  upoft  which  petitioner  made  his  division. 
Furthermore,  the  statement  was  retained  in  the  specification  of  the 
original  application  that  one  purpose  of  the  invention  was  the  proc- 
ess of  reusing  the  separated  steam,  while  no  such  statement  was 
included  in  the  statement  of  invention  of  the  divisional  application 
which  resulted  in  a  patent.  The  fact  that  count  3,  as  worded,  could 
not  have  been  made  in  the  original  application,  as  pointed  out  by 
petitioner,  is  immaterial;  but  it  is  significant  that  claim  3  of  the 
original  application,  which  could  have  been  made  in  the  divisional 
application,  was  not  transferred  thereto.  This  constitutes  evidence 
tending  to  show  that  petitioner's  failure  to  claim  this  step  or  process 
in  his  patent  was  not  due  to  inadvertence,  accident,  or  mistake,  but 
was  intentional.  Irrespective  of  said  prior  application,  however, 
the  patent,  as  pointed  out  above,  does  not  disclose  any  such  attempt 
to  secure  this  invention  therein  as  will  entitle  petitioner,  under  the 
statute,  to  a  reissue  containing  it. 

No  error  is  apparent  in  my  decision,  and  nothing  has  been  pre- 
sented by  petitioner  which  would  warrant  a  rehearing. 

The  petition  is  denied. 


The  Keystone  Paint  &  Filler  Co.  v.  National  Lead  &  Oil  Co.  or 
Pa.  v.  Keystone  Varnish  Co.  v.  Pupat  v.  Lines. 

Decided  November  SO,  1912. 

185  O.  G.,  832. 

Tbade-Makks — Goods  of  the  Same  Descriptive  Pbopebties — "Black  Filler" 
AND  "  White  Lead  and  Oxids  of  Lead." 
"Black  filler,"  which  is  used  largely  in  the  painting  of  carriages  and 
automobiles  for  giving  a  smooth  surface  to  the  wood  upon  which  the  finish- 
ing coats  are  placed  and  as  an  ingredient  for  certiiin  liinds  of  paint,  Held 
of  the  same  descriptive  properties  as  "  white  lead  and  oxids  of  lead.*' 
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On  Appeal. 

tfiade-mark  for  paints  and  painters'  materials.  ' 

Mr.  Frederick  W.  Barker  and  Mr.  Percy  H.  Moore  for  The  Key- 
stone  Paint  &  Filler  Co. 

Messrs  Christy  <&  Christy  for  National  Lead  &  Oil  Co. 

Mr.  J.  Nota  McGiU  for  Keystone  Varnish  Co. 

Mr.  Leon  Pupat  pro  se. 

Mr.  J.  Nota  McGiU  for  Lines. 

Tennant,  AssistarU  CoTwrnissioner: 

This  is  an  appeal  by  The  Keystone  Paint  &  Filler  Co.  from  a 
decision  of  the  Examiner  of  Interferences  holding  that  it  is  not  enti- 
tled to  register  the  mai^  for  which  it  has  made  application. 

All  the  parties  to  this  interference  except  The  Keystone  Paint  ft 
Filler  Co.  are  registrants.  Testimony  was  taken  only  by  The  Key- 
stone Paint  &  Filler  Co.  and  the  National  Lead  &  Oil  Co.  The 
Examiner  of  Interferences  held  that  the  latter  had  established  a 
date  of  use  of  the  mark  in  issue  on  white  lead  and  oxids  of  lead  prior 
to  the  date  of  use  established  by  The  Keystone  Paint  &  Filler  Co. 
At  the  time  the  interference  was  declared  The  Keystone  Paint  & 
Filler  Co.  sought  registration  of  the  mark  as  applied  to — 

black  filler,  a  ground  material  in  dry  form;  black  lead,  a  pigment  in  paste 
form ;  and  Japan  paste,  a  pigment  in  paste  form. 

After  the  interference  was  declared  The  Keystone  Paint  &  Filler 
Co.  moved  to  dissolve  the  same  and  proposed  to  limit  its  application 
to  "  black  filler  "  alone.  The  Examiner  of  Trade-Marks  refused  to 
dissolve  the  interference,  holding  that  if  the  amendment  were 
entered  the  goods  would  still  be  of  the  same  character  as  those  cov- 
ered by  the  registrations  of  the  other  parties. 

On  this  appeal  it  is  not  contended  on  behalf  of  The  Keystone 
Paint  &  Filler  Co.  that  the  Examiner  of  Interferences  was  in  error 
as  to  the  relative  dates  of  use  established^  but  it  is  contended  that 
notwithstanding  that  The  Keystone  Paint  &  Filler  Co.  did  not  prove 
adoption  and  priority  of  use  it  is  still  entitled  to  register  on  the 
ground  that  the  merchandise  to  which  its  application  is  now  limited — 
namely,  "  black  filler  " — is  not  of  the  same  descriptive  properties  as 
the  goods  of  the  National  Lead  &  Oil  Co. 

In  deciding  the  motion  to  dissolve  the  Examiner  of  Interferences 
quoted  from  The  Chemistry  and  Technology  of  Mixed  Paints^  by 
Toch,  as  showing  that  a  filler  is  a  common  and  usual  ingredient  of 
paints  and  that  therefore  under  the  authority  of  the  Phoenix  Paint 
cfe  Varnish  Co.  v.  John  T,  Lewis  dk  Bros.  (C.  D.,  1909,  303;  180  O.  G., 
990;  32  App.  D.  C,  285)  the  goods  of  The  Keystone  Paint  &  Filler 
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Co.  were  of  the  same  descriptive  properties  as  those  of  the  other 
parties  to  the  interference. 

It  appears  from  the  testimony  taken  on  behalf  of  The  Keystone 
Paint  &  Filler  Co.  that  "  black  filler  "  is  used  largely  in  the  painting 
of  carriages  and  automobiles  for  giving  a  smooth  surface  to  the  wood 
upon  which  the  finishing  coats  are  placed.  It  also  appears  that  this 
black  filler  is  sometimes  used  as  a  roof  paint  and  that  lead  paints  are 
also  used  in  carriage-painting  in  the  same  manner  as  ^'  black  filler  "  is 
used.  In  one  of  the  circulars  filed  in  the  application  of  The  Key- 
stone Paint  &  Filler  Co.  the  following  appears : 

KET8T0NC  BLACK  FHXEB  NO.   1. 

This  exceedingly  fine  grade  of  flUer  is  admirably  adapted  to  tinting  colors 
for  house  and  fresco  painting.  Many  beautiful  tints  can  be  produced  from  its 
use,  all  of  which  are  clear  toned  and  will  not  fade. 

This  statement  shows  clearly  that  the  black  filler  is  designed  to  be 
used  as  an  ingredient  of  certain  kinds  of  paints. 

In  view  of  the  testimony  above  referred  to  and  the  statement  on 
the  circular  above  quoted  it  is  held  that  "  black  filler  "  constitutes 
goods  of  the  same  descriptive  properties  as  the  goods  of  the  National 
Lead  &  Oil  Co.  and  that  as  the  latter  was  the  first  to  adopt  and  use 
the  mark  in  issue  registration  was  properly  refused  to  The  Key- 
stone Paint  &  Filler  Co. 

T?ie  decision  of  the  Examiner  of  Interferences  is  affirmed. 


Ex   PARTE   MOBLEY,   Jr. 

Decided  December  12, 191B. 
185  O.  G.,  1379. 

AjPFLiCATioir — Pbosecution — Final  Rejection. 

It  is  well  settled  that  where  the  grounds  of  rejection  have  been  stated 
with  sufficient  fullness  the  fact  that  in  the  letter  making  the  rejection  final 
these  grounds  are  more  explicitly  stated  does  not  render  that  final  rejection 
premature. 

Same — Same — Same. 

Where  an  application  was  withdrawn  from  issue  for  the  purpose  of  citing 
a  new  reference,  and  the  claim  was  rejected  on  this  reference  in  view  of 
another  patent  already  of  record,  and  the  Examiner  pointed  out  that  the 
differences  in  applicant's  structure  over  the  references  did  not  amount  to 
invention,  and  in  response  thereto  an  argument  was  filed  in  which  the 
Examiner  was  requested  to  point  out  wherein  the  patents  cited  disclosed 
what  applicant  claimed.  Held  that  the  action  of  the  Examiner  in  finally 
rejecting  the  claims  was  not  premature,  notwithstanding  that  he  stated  in 
that  action  somewhat  more  fully  than  his  previous  letter  bis  views  with 
respect  to  the  references. 
54282*— 13 29 
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On  Petition, 

hoo-trouoh. 

Messrs.  Chandlee  (6  Ohandlee  for  the  applicant 

Moore,  Commissioner: 

This  is  a  petition  that  the  Examiner  be  directed  to  withdraw  the 
final  rejection  entered  in  this  application. 

This  application  was  withdrawn  from  issue  at  the  request  of  the 
Examiner  for  the  purpose  of  citing  a  newly-discovered  reference. 
The  claim  was  then  rejected  on  this  reference  in  view  of  another 
reference  of  record,  the  Examiner  stating  why  he  regarded  the 
claim  as  unpatentable,  pointing  out  that  in  his  opinion  the  differ- 
ences from  the  references  related  only  to  matters  within  the  skill 
of  any  mechanic.  In  response  to  this  action  an  argument  was 
filed  in  which  differences  were  pointed  out  between  the  references 
and  applicant's  structure,  and  the  Examiner  was  requested  if  he 
were  still  of  the  opinion  that  the  claim  was  anticipated,  to  point 
out  wirh  particularity  wherein  the  patents  cited  disclosed  what  the 
applicant  had  set  forth.  The  Examiner  thereupon  made  his  rejection 
final,  stating  somewhat  more  fully  than,  in  his  previous  letter  his 
views  with  respect  to  the  references.  Applicant  thereupon  requested 
that  the  final  rejection  be  withdrawn;  but  he  did  not  point  out 
wherein  he  regarded  the  claim  as  patentable  over  the  references  nor 
present  any  new  claim  in  lieu  thereof. 

It  is  noted  that  the  Examiner  did  not  state  that  the  structure  which 
applicant  was  claiming  was  shown  in  the  references  of  record;  but 
his  ground  of  rejection  was  that  the  differences  therefrom  did  not 
amount  to  invention.  In  a  response  thereto  applicant  simply  pointed 
out  certain  differences  and  argued  that  applicant's  structure  must  be 
different  from  the  references  in  a  patentable  sense.  Neither  in  the 
subsequent  action  nor  in  this  petition  has  applicant  attempted  to 
show  any  other  reason  for  regarding  the  claim  as  patentable ;  nor  has 
he  presented  any  claim  in  lieu  of  the  one  finally  rejected. 

It  is  well  settled  that  where  the  grounds  of  rejection  have  been 
stated  with  sufficient  fullness  the  fact  that  in  the  letter  making  the 
rejection  final  these  grounds  are  more  explicitly  stated  does  not 
render  that  final  rejection  premature.  {Ew  parte  Wagner^  C.  D., 
1905,406;  118  O.  G.,  1684.) 

T?ie  petition  is  denied. 

Ex  PARTE  StICKNEY. 
Decided  December  IJ^,  1912. 
185  O.  G..  1379. 
1*  Application — Prosecution — Final  Rejection. 

Where,  after  a  final  rejection,  the  applicant  cancels  the  finally-rejected 
claims,  Held  that  he  cannot  thereafter  be  heard  to  question  the  propriety 
of  the  final  rejection. 
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2.  Same — Same — Same — Pbesentation  or  Claims  Thereafter. 

Where,  after  a  final  rejection,  an  applicant  presents  claims  copied  from  a 
patent,  with  a  request  for  interference,  accompanied  by  a  verified  showing 
why  these  claims  were  not  earlier  presented,  and  also  presents  other  claims, 
Held  that  the  Examiner  properly  considered  the  claims  copied  from  the 
patent  and  properly  required  the  cancelation  of  the  other  claims. 

8  Same— Same — Same — Same— Appeal. 

Where,  after  a  final  rejection,  the  Examiner,  upon  a  proper  showing,  ad- 
mitted and  considered  claims  copied  from  a  patent  for  the  purpose  of  inter- 
ference and  required  the  cancelation  of  other  claims  presented  at  the  same 
time.  Held  that  applicant  is  entitled  to  appeal  from  the  Examiner's  hold- 
ing that  Le  cannot  make  the  claims  copied  from  the  patent ;  but  he  is  not 
entitled  to  have  the  other  newly-presented  claims  carried  up  on  this  appeal. 

On  Petition. 

'  TYPE-WBITlNa  MACHINE, 

Mr.  B.  0.  Stickney  pro  se. 

Moore,  Commissioner: 

This  is  a  petition  that  the  Examiner  be  instructed  to  forward  to 
the  Examiners-in-Chief  an  appeal  filed  October  5,  1912,  and  to  in- 
clude therein  claims  78  to  110,  which  were  formerly  divided  out  and 
re-presented  with  the  petition,  and  as  further  or  alternative  relief 
that  the  Examiner  be  instructed  that  the  final  rejection  of  October 
6,  1911,  was  premature  and.  irregular  and  that  his  requirement  for 
division  as  to  certain  claims  on  September  11,  1912,  reopened  the 
case  for  the  further  prosecution  of  any  claims  which  applicant  might 
wish  to  submit. 

The  record  shows  that  on  October  6,  1911,  the  Examiner  finally 
rejected  certain  of  the  claims  then  in  the  case.  He  also  at  the  same 
time  required  division  as  to  claims  21  and  22,  on  the  ground  that 
they  covered  "  ribbon  mechanism  "  and  belong  properly  in  another 
of  applicant's  cases. 

On  April  23,  June  29,  and  July  25,  1912,  applicant  presented 
amendments  containing  a  large  number  of  claims,  copied,  for  the 
most  part,  from  patents  with  which  he  requested  interference.  These 
claims  were  at  first  refused  admission,  because  the  case  was  under 
final  rejection;  but  upon  a  duly  verified  showing  made  by  affidavit 
on  July  29,  1912,  the  claims  were  admitted  for  the  purpose  of  con- 
sidering the  necessity  of  an  interference  between  this  application 
and  the  patents  referred  to. 

On  September  11,  1912,  the  Examiner  acted  upon  these  added 
claims,  pointing  out  why  none  of  them  were  readable  upon  appli- 
cant's structure  and  calling  attention  to  the  fact  that  the  case  was 
still  under  the  final  rejection  given  October  6,  1911.  It  was  also 
pointed  out  that  most  of  the  added  claims  covered  inventions  other 
than  that  to  which  this  case  had  been  limited 
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On  September  24,  1912,  the  applicant  canceled  certain  allowed 
claims  which  he  wished  to  transfer  to  other  of  his  cases,  complied 
with  the  requirement  for  division,  and  canceled  all  of  the  claims 
finally  rejected  in  the  Office  action  of  October  6,  1911,  and  also  most 
of  the  claims  subsequently  added  for  the  purpose  of  interference. 
This  amendment  also  included  a  number  of  new  claims  for  con- 
sideration. 

On  October  3,  1912,  the  Examiner  repeated  the  holding  that  the 
claims  copied  from  the  patents  and  still  in  the  case  were  not  read- 
able upon  applicant's  structure,  and  a'lso  required  cancelation  of  the 
new  claims  added  by  the  preceding  amendment  of  September  25, 
1912.  On  October  5,  1912,  in  response  to  this  action  of  the  Office, 
applicant  filed  an  appeal  to  the  Examiners-in-Chief.  It  is  this. ap- 
peal which  petitioner  seeks  to  have  forwarded. 

I  do  not  find  that  the  final  rejection  given  by  the  Examiner  on 
October  6,  1911,  was  premature  or  irregular.  It  included  certain 
claims  which  had  not  been  previously  rejected,  but  was  based  upon 
the  practice  outlined  in  ex  parte  Miller,  (C.  D.,  1909,  23;  139  O.  G., 
730,)  and  the  letter  of  rejection  so  stated.  The  fact  that  division 
was  required  as  to  claims  21  and  22  did  not  make  the  action  irregular, 
because  these  claims  cover  subject-matter  already  divided  out  of  the 
case  by  applicant  in  response  to  the  first  Office  letter,  which  re- 
quired division  along  several  lines.  In  other  words,  it  was  not 
strictly  a  requirement  for  division,  but  a  requirement  that  certain 
claims  be  canceled  which  covered  subject-matter  already  admitted 
by  applicant  to  cover  a  separate  invention.  Furthermore,  applicant 
did  not  question  the  propriety  of  the  final  rejection  of  October  6, 
1911,  within  the  year  following  that  date.  The  only  proper  response 
to  a  final  rejection  is  either  a  cancelation  of  the  claims  rejected,  an 
appeal  to  the  Examiners-in-Chief,  or  some  action  to  have  the  final 
rejection  set  aside.  Any  one  of  these  actions  must  be  taken,  if  at  all, 
within  the  year  following  the  rejection.  In  this  case  the  applicant 
responded  within  the  year  by  canceling  the  rejected  claims,  and  he 
will  not  be  heard  at  this  time  to  question  the  propriety  of  the  final 
rejection. 

The  contention  that  the  Office  action  of  September  11, 1912.  requir- 
ing division  as  to  certain  claims,  including  19,  reopened  the  case  for 
further  prosecution  cannot  be  sustained.  This  requirement  arose 
from  the  further  consideration  due  to  claims  submitted  for  the  pur- 
pose of  interference  after  the  final  rejection  and  was  made  prior  to 
the  applicant's  action  of  September  24,  1912,  when  he  responded  to 
the  final  rejection  and  also  to  the  requirement  for  the  division  by 
complying  therewith.  In  any  event  I  see  no  reason  for  holding, 
under  the  circumstances  of  this  case,  that  the  requirement  for  division 
as  to  claim  19  reopened  the  case  for  the  further  prosecution  of  the 
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finally-rejected  claims  and  all  others  which  the  applicant  might 
choose  to  present. 

The  only  remaining  question  is  as  to  the  forwarding  of  the  appeal 
filed  October  5, 1912.  After  the  final  rejection  of  October  6, 1911,  the 
case  was  closed  so  far  as  the  consideration  of  any  further  claims  on  the 
merits  was  concerned.  The  Examiner  was  right  in  admitting  certain 
amendments,  upon  a  proper  showing,  for  the  purpose  of  determining 
the  necessity  of  an  interference  with  the  patents  from  which  the 
claims  were  copied.  These  claims  had  already  been  found  allowable 
before  the  issuance  of  the  patents  from  which  they  were  copied,  and 
the  only  question  for  consideration  in  this  case  ordinarily  would  be 
whether  they  could  properly  be  based  upon  applicant's  disclosure. 
The  holding  of  the  Examiner  that  they  could  not  is  a  matter  appeal- 
able to  the  Examiners-in-Chief ;  but  this  does  not  entitle  the  appli- 
cant to  carry  up  on  such  an  appeal  any  claims  other  than  those  copied 
from  the  patents  for  the  purpose  of  interference.  The  other  claims 
presented  have  no  standing  in  the  case  in  view  of  the  final  rejection 
then  of  record,  and  the  Examiner  properly  required  that  they  be  can- 
celed. This  requirement  is  reviewable  upon  petition  to  the  Commis- 
sioner and  not  on  appeal,  because  it  requires  no  consideration  of  the 
subject-matter  of  such  claims. 

So  far  as  the  appeal  relates  to  the  claims  which  the  Examiner  has 
held  are  not  readable  upon  applicant's  case  and  cannot,  therefore,  be 
put  into  interference  it  appears  from  the  Examiner's  statement  that 
he  has  twice  acted  upon  these  claims  and  refused  to  declare  the  inter- 
ference for  the  same  reasons,  and  it  is  believed  that  the  circumstances 
justify  the  Examiner  in  forwarding  the  appeal  so  far  as  it  relates  to 
claims  copied  from  patents  for  the  purpose  of  obtaining  the  interfer- 
ence. The  prayer  that  other  claims  presented  be  included  in  the 
appeal  must  be  denied  for  reasons  above  noted.  The  prosecution  of 
this  case  before  the  Primary  Examiner  is  closed,  except  for  determin- 
ing the  question  whether  an  interference  is  necessary  and  for  the 
prosecution  of  such  interference,  if  declared. 

The  petition  is  granted  to  the  extent  indicated. 


Dixon  v.  Bliss. 

Decided  December  10,  191B. 

185  O.  G.,  1381. 

Ihtbbfebence— Reopening. 

Where  after  decision  on  a  motion  to  amend  and  on  a  motion  to  dissolve 
on  tbe  ground  that  B.  cannot  make  certain  claims  the  interference  was 
set  down  for  final  hearing  and  the  Examiner  of  Interferences  held  that 
certain  of  the  claims  in  issue  are  not  readable  upon  B.'s  disclosure,  Held 
that  the  interference  will  not  be  reopened  for  the  purpose  of  allowing  R 
to  introduce  therein  another  application. 
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Appeal  on  Motion. 
On  Petition. 

generator  suspension. 

Messrs.  Duell^  Warfield  <&  Duell  for  Dixon. 
Mr.  E.  B.  H.  Tower,  Jr.,  i<x  Bliss. 

Tennant,  Assistant  Commissioner. 

This  case  is  before  me  on  appeal  by  Bliss  from  the  decision  of  the 
Examiner  of  Interferences  denying  his  motion  to  vacate  a  decision 
of  priority  rendered  on  October  12,  1912,  and  to  add  to  the  inter- 
ference an  application  of  said  Bliss,  No.  *  *  *^  which  is  alleged 
to  disclose  the  subject-matter  of  the  counts  of  the  interference  as  con- 
strued by  the  Examiner  of  Interferences  and  was  filed  prior  to  the 
dates  alleged  in  Dixon's  preliminary  statement.  There  is  also  filed 
a  petition  that  the  supervisory  authority  of  the  Commissioner  be 
exercised  to  give  said  Bliss  the  benefit  of  his  application  No. 
*     *    *    in  this  interference. 

In  support  of  this  motion  it  is  alleged  that  the  Examiner  of  Inter- 
ferences has  placed  a  different  interpretation  upon  the  issue  from 
that  placed  upon  the  same  by  tJie  Primary  Examiner  in  declaring  the 
interference  and  that  the  issue,  given  the  construction  which  has 
been  placed  thereupon  by  the  Examiner  of  Interferences,  is  readable 
upon  Bliss's  application  No.  ♦  ♦  ♦^  which  is  a  later  application 
than  that  included  in  this  interference. 

The  record  of  this  interference  shows  that  after  the  approval  of 
the  preliminary  statements  the  party  Dixon  filed  a  motion  to  dissolve 
the  interference,  based  in  part  upon  the  ground  that  Bliss  had  no 
right  to  make  the  claims  in  issue,  which  motion  was  duly  transmitted 
to  the  Primary  Examiner  and  denied  by  him.  Voluminous  pro- 
ceedings have  been  had  in  the  interference,  which  included  a  motion 
on  the  part  of  Bliss,  under  Rule  109,  to  add  new  counts  to  the  issue. 
Abundant  opportunity  was  afforded  by  the  rules  to  permit  the  inclu- 
sion of  the  application,  which  is  now  sought  to  be  introduced,  in  the 
preliminary  stages  of  this  interference,  if  such  action  were  proper. 
Furthermore,  Bliss  was  well  advised  of  his  opponent's  attack  upon 
his  right  to  make  the  claims  in  his  application  in  the  interference, 
and  it  was  therefore  incumbent  upon  bim  to  introduce  such  applica- 
tions as  in  his  opinion  would  clearly  support  the  counts  of  the  issue 
in  the  preliminary  stages  of  the  interference.  Bliss  did  not  adopt 
such  a  course,  but  permitted  the  case  to  go  to  final  hearing  under 
Rule  130,  on  Dixon's  motion,  at  which  time  the  question  of  Bliss's 
right  to  make  the  claims  was  duly  considered. 

Appeals  from  the  decision  of  the  Examiner  of  Interferences  upon 
the  question  of  priority  have  been  filed  by  both  parties. 
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It  is  noted  that  the  decision  of  the  Primary  Examiner  upon  the 
motion  to  dissolve,  holding  that  Bliss  can  make  the  claims  in  inter- 
ference, and  the  decision  of  the  Examiner  of  Interferences  at  the 
final  hearing  that  Bliss  cannot  make  such  claims  were  rendered  by 
coordinate  tribunals.  This  question  will  be  properly  reviewed  by 
the  Examiners-in-Chief  when  the  case  comes  before  them  on  appeal, 

I  find,  therefore,  no  reason  which  would  justify  reversal  of  the 
decision  of  the  Examiner  of  Interferences  refusing  to  reopen  the 
interference  for  the  purpose  of  including  application  No.  ♦  *  *  ; 
nor  do  I  find  any  such  circumstances  as  would  justify  the  exercise 
of  the  supervisory  authority  of  the  Commissioner  in  the  manner 
sought  by  Bliss. 

The  decision  of  the  Examiner  of  Interferences  refusing  to  reopen 
the  case  is  affirmed. 

The  petition  for  the  exercise  of  the  supervisory  authority  of  the 
Commissioner  is  denied. 


Ex  PARTE  Lake  Region  Packing  Association. 

Decided  December  19,  1912. 

185  O.  G...  1381. 

Tbade-Mabks — Anticipation — Disclaimed  Features  of  Pbiob  Reqistbations  do 
Not  Constitute. 
"  I  am  therefore  of  the  opinion  that  the  features  of  Illustration  found 
in  the  registration  of  a  trade-mark  which  are  stated  to  be  non-essential 
features  and  the  right  to  the  exclusive  use  of  which  is  disclaimed  may  not 
be  considered  as  constituting  a  '  registered  or  known  trade-mark '  which 
would  bar  the  registration  of  similar  arbitrary  features  by  one  who  has 
adopted  and  used  the  latter  in  a  true  trade-mark  sense/' 

On  Appeal, 
trade-mark   for  oranges,  lemons,   grape-fruit,  tangerines,  and 

LIMES. 

Mr.  H.  C.  Underwood  for  the  applicant. 

Tennant,  Assistant  Commissioner: 

This  is  an  appeal  from  a  decision  of  the  Examiner  of  Trade-Marks 
refusing  to  register  as  a  trade-mark  for  oranges,  lemons,  grape-fruit, 
tangerines,  and  limes  the  representation  of  a  stag  leaping  over  a 
barrier.  This  refusal  was  based  on  the  registered  trade-mark  of 
Du  Vivier  and  Co.,  No.  9,181,  March  7,  1882,  for  "  vegetables  and 
fruits,  either  raw,  pickled,  or  otherwise  preserved." 

The  registered  trade-mark  is  described  as  follows : 

Our  trade-mark  consists  of  the  arbltrarUy-selected  words  "  Windsor  Manor.** 
These  have  generally  been  arranged  as  shown  In  the  accompanying  facsimile — 
that  is,  above  the  head  and  neclc  or  body  of  a  stag  or  deer,  which  latter  in  the 
present  example  Is  shaded  by  a  darlc  background,  and  above  such  figure  is  the 
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representation  of  a  crown.  Upon  the  sides  of  the  stag  or  deer  are  arranged 
branches  of  oaks  and  acorns ;  but  the  figure  of  the  stag  or  deer,  the  dark  back- 
ground, the  crown,  and  the  oaks  and  acorns  may  be  omitted  or  modified  or 
changed  at  pleasure  without  materially  altering  the  character  of  our  trade- 
mark, the  essential  features  of  which  are  the  words  '*  Windsor  Manor." 

It  is  contended  by  applicant,  first,  that  the  marks  are  dissimilar, 
and,  second,  that  the  Examiner  erred  in  holding  that  the  part  of  the 
registered  mark  which  is  disclaimed  and  which  the  registrant  says 
may  be  omitted,  modified,  or  changed  at  pleasure  without  materially 
changing  the  trade-mark  is  nevertheless  a  part  of  the  trade-mark  and 
authorizes  the  rejection  of  another  application  which  embodies  the 
features  so  disclaimed. 

The  Examiner  in  his  answer  to  this  petition  has  carefully  and  ex- 
haustively discussed  the  reasons  for  refusing  registration  in  view  of 
the  features  which  are  stated  in  the  prior  registration  to  be  non- 
essential and  refers  to  the  decision  in  ex  parte  Diamond  Ink  Co. 
(C.  D.,  1902,  45;  98  O.  G.,  1483)  as  a  precedent  for  considering  the 
features  disclosed  in  connection  with  the  representation  of  the  trade- 
mark as  sufficient  to  warrant  rejection. 

In  that  case  application  was  made  for  the  registration  of  the  repre- 
sentation of  a  diamond  or  lozenge  shaped  figure.  Registration  was 
refused  in  view  of  a  prior  registration  consisting  of  a  diamond- 
shaped  figure  and  the  words  ^^  Black  Diamond,"  the  registrant  stat- 
ing that  the  diamond-shaped  figure  might  be  omitted  and  that  the 
essential  features  of  the  mark  consisted  of  the  words  ^'  Black  Dia- 
mond." It  was  pointed  out  by  the  Commissioner  that  the  trade-mark 
sought  to  be  registered  so  nearly  resembled  the  facsimiles  of  the 
registered  mark  that  they  would  be  likely  to  cause  confusion  in  trade 
by  the  concurrent  use  of  these  devices,  it  being  stated  that — 

Two  marks  the  facsinUles  of  which  are  so  familiar  as  to  cause  confusion  should 
not  be  registered.  If  a  party's  registration  is  intended  to  be  limited  to  certain 
features  which  have  been  separately  used  as  a  trade-mark,  he  should  show  only 
those  features.  The  showing  of  other  features  either  gives  him  protection  upon 
them  or  leads  to  confusion. 

It  is  further  stated  in  that  decision : 

A  statement  of  the  essential  features  merely  calls  attention  to  those  pre- 
dominant and  controlling  features  and  cannot  in  any  case  have  the  effect  of 
changing  that  which  in  fact  constitutes  the  mark.  The  question  whether  a 
feature  is  essential  is  one  of  fact,  as  is  also  the  question  whether  it  is  the  only 
arbitrary  and  distinctive  feature  of  the  mark  which  would  be  impressed  upon 
the  mind  of  the  purchasing  public. 

It  was  held  that  since  the  facsimiles  were  so  similar  as  to  be  likely 
to  cause  confusion  registration  of  the  applicant's  mark  should  be 
refused. 

At  the  time  that  decision  was  rendered  it  was  the  practice  of  the 
Office  to  determine  of  what  the  essential  features  of  an  applicant's 
mark  consisted.    This  practice  was,  however,  overruled  in  the  deci- 
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sion  of  the  Court  of  Appeals  in  re  Standard  Underground  Cable  Com- 
pany, (C.  D.,  1906,  687;  123  O.  G.,  656;  27  App.  D.  C,  320,)  in  which 
it  was  held  that  the  Commissioner  of  Patents  is  not  vested  with 
power  to  decide  for  the  applicant  the  scope  of  his  claimed  trade-mark. 
In  that  case  the  Court  said : 

We  repeat  that  we  do  not  think  that  Ck)ngre8s  intended  to  confer  upon  the 
Commisaioner  of  Patents  authority  to  say  to  an  applicant  how  much  or  how 
little  of  the  embellishments  appearing,  in  connection  with  what  may  be  caUed 
the  essential  features  of  a  trade-mark,  form  an  actual  part  of  the  trade-mark. 
Rather  do  we  think  that  this  right  of  selection  and  designation  rests  with  the 
appUcant.  No  general  rule  can  possibly  be  applied,  and  where  this  is  the  case 
it  is  unwise  to  attempt  to  exercise  a  power  not  expressly  vested  in  an  executive 
officer. 

The  Examiner  of  Trade-Marks,  however,  expresses  the  opinion 
thatr- 

as  understood,  this  decision  has  not  vested  in  an  applicant  the  right  to  elect 
what  features  do  or  do  not  constitute  the  mark  where  it  appears  that  such 
election  would  prejudicially  affect  a  third  party.  {John  Rutgert  Planten  v. 
Canton  Pharmacy  Co.,  O.  D.,  1909,  408;  143  O.  G.,  1113;  33  App.  D.  C,  268; 
Johnson  v.  Brandau,  C.  D.,  1909,  298;  139  O.  G.,  732;  32  App.  D.  C,  348;  €x  parte 
Newman,  C.  D..  1910,  194;  159  O.  G.,  993.) 

In  the  first  of  the  decisions  cited  by  the  Examiner  the  court  re- 
ferred to  the  Standard  Underground  Cable  Company  case  as  follows : 

In  the  Cable  Oo.  case  it  was  merely  held  that  for  the  purpose  of  registration 
the  applicant  may  determine  of  what  his  mark  consists;  but,  having  described 
and  shown  one  thing,  he  cannot,  when  the  exigencies  of  the  situation  demand, 
limit  his  claim  to  a  particular  feature  of  the  original  mark.  (Johnson  v. 
Brandau,  C.  D.,  1909,  298;  139  O.  G..  732;  32  App.  D.  C,  348.) 

By  the  passage  of  the  Trade-Mark  Act  Congress  did  not  intend  to  confer  upon 
any  dealer  the  right  to  register  fictitious  marks  for  the  purpose  of  limiting 
and  restricting  the  field  of  registration  of  others.  When,  therefore,  the  Com- 
missioner is  satisfied  that  the  applicant  is  attempting  to  register  a  particular 
feature  of  a  registered  mark,  he  should  require  evidence  that  the  mark  of 
the  application  has  actually  been  used  as  a  trade-mark.  Not  having  limited 
his  claims  in  his  original  application,  the  applicant  cannot  prove  statutory  use 
of  the  mark  of  the  second  application  by  showing  such  use  of  the  registered 
mark.  In  other  words,  proof  of  the  use  of  the  words  "Planten's  C  &  C  or 
Black  Capsules,"  in  a  case  where  those  words  have  been  registered  as  a  trade- 
mark, does  not  establish  the  use  of  the  words  "Black  Capsules"  as  a  trade- 
mark, for  the  words  eliminated  from  the  registered  mark,  are,  under  the  prior 
application,  an  essential  part  of  that  mark. 

In  the  case  of  Johnson  v.  Brandau  it  is  pointed  out  that  applicant 
did  not  limit  his  claim  to  any  particular  feature  of  the  drawing  or 
claim  any  particular  feature  as  the  essential  feature  of  his  trade- 
mark, as  he  might  have  done,  and  the  court  held  that  the  inclusion 
within  the  registration  of  the  word  "Asbestos"  thereby  made  the 
same  an  essential  feature  of  his  mark,  stating: 

When  an  applicant  describes  and  iUustrates  his  trade-mark  and  applies  for 
its  registration  as  so  described,  the  CommiSBioner  must  likewise  consider  it  in 
Its  entirety. 
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I  do  not  find  in  the  holding  of  the  court  in  these  cases  axiy  suffi- 
cient basis  for  assuming  that  a  portion  of  an  illustration  of  a  regis- 
tered trade-mark  which  is  disclaimed  as  non-essential  to  the  mark 
will  defeat  the  right  of  another  to  register  one  or  more  features 
shown  in  the  disclaimed  matter,  especially  where,  as  in  the  present 
case,  it  is  stated  in  the  description  of  the  illustration  that  the  non- 
essential portions  may  be  omitted  or  modified  at  pleasure  without 
changing  the  character  of  the  mark.  It  is  possible  that  an  exception 
might  exist  if  the  feature  stated  to  be  non-essential  is  an  alternative 
of  the  portion  designated  as  the  essential  feature ;  but  this  condition 
does  not  exist  in  the  present  case. 

It  is  obvious  that  the  value  of  a  trade-mark  is  dependent  upon  the 
continuous  use  of  the  feature  which  the  owner  of  the  trade-mark 
believes  designates  the  origin  of  the  merchandise  to  which  the  mark 
is  applied.  In  the  Standard  Underground  Cable  Company  case, 
above  quoted,  it  was  pointed  out  that  trade-marks  as  ordinarily 
used  upon  labels  are  accompanied  by  embellishments,  ornamenta- 
tions, and  other  matter,  which,  standing  by  themselves,  may  be 
proper  trade-marks,  but  that — 

such  matter  is  no  essential  part  of  the  trade-mark  claimed  and  by  which  the 
brand,  in  connection  with  which  they  are  used,  becomes  Icnown. 

Furthermore,  these  features  being  subject  to  modification  or  omis- 
sion do  not  perform  the  true  function  of  a  trade-mark.  It  has 
always  been  the  right  of  an  applicant  for  registration  to  include  all 
arbitrary  features  found  upon  his  label  as  a  trade-mark,  if  he  so 
desires,  and  his  failure  to  include  any  arbitrary  feature  in  his  regis- 
tered mark  may  properly  be  considered  a  disclaimer  thereof  in  so 
far  as  that  particular  registration  is  concerned.  I  am  therefore  of 
the  opinion  that  the  features  of  illustration  found  in  the  registra- 
tion of  a  trade-mark  which  are  stated  to  be  non-essential  features  and 
the  right  to  the  exclusive  use  of  which  is  disclaimed  may  not  be  con- 
sidered as  constituting  a  "  registered  or  known  trade-mark  "  which 
would  bar  the  registration  of  similar  arbitrary  features  by  one  who 
has  adopted  and  used  the  latter  in  a  true  trade-mark  sense. 

The  decision  of  the  Examiner  of  Trade-Marks  is  reversed. 
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[Supreme  Coart  of  tbe  District  of  Columbia.] 
TWITCHEIX  V.  EUDOLPH  &  WeST  CoMFANT. 
Bedded  October  26, 1911. 
177  O.  G.,  527. 

PaTBNTABILITT — INTBXNGEMENT. 

The  patent  to  Twitchell,  No.  927,298»  Held  valid  and  Infringed 

Suit  in  Equity  by  Charles  R.  Twitchell  against  Rudolph  &  West 
Company  for  infringement  of  Patent  No.  927,298,  dated  July  6, 1909, 
pressure-gage  for  pneumatic  tires.  On  pnod  hearing.  Decree  far 
plaintiff. 

Mr.  J.  Nota  McGill  for  the  plaintiff. 

Mr.  0.  D.  Davis  for  the  defendant. 

CiiABAUGH,  C.  e/.,  (orally:) 

I  do  not  believe  that  by  taking  this  matter  under  consideration  I 
can  get  any  better  understanding  of  the  situation  than  I  now  have. 
It  does  seem  to  me  that  where  a  presumption  of  validity  arises  from 
the  issuance  of  the  patent,  it  requires  a  strong  case  to  overcome  that 
presumption;  and  the  burden  is  the  same  in  patent  cases  as  well  as 
in  other  cases.  I  was  much  impressed  by  the  language  of  the 
Supreme  Court  in  the  recent  case  of  DioTnond  Rubber  Co.  v.  Consoli' 
dated  Rubber  Tire  Co.,  (C.  D.,  1911,  538;  166  O.  G.,  251;  220  U.  S., 
428.)  In  this  case  it  seems  to  me  there  is  more  than  a  mere  aggre< 
gation  of  parts  that  have  been  in  use  and  are  common  to  the  public 
Now  that  the  plaintiff  has  produced  the  invention  shown  by  the 
article  in  evidence,  by  putting  together  a  lot  of  things  that  are  some- 
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what  similar,  to  say  it  is  merely  a  mechanical  aggregation  is  to  my 
mind  extraordinary.  When  a  patentee  has  produced  an  arrangement 
which  fulfills  a  long-desired  want,  namely,  to  ascertain  the  pressure 
in  a  tire — not  as  the  air  is  being  supplied,  as  in  defendant's,  but  one 
which  gives  you  the  pressure  after  it  is  supplied — and  in  such  a  small 
compass  and  in  such  an  absolutely  novel  manner,  there  must  be  more 
than  a  mere  aggregation  of  parts.  It  is  not  only  the  work  of  the 
mechanic,  but  in  this  case  it  seems  to  me  to  be  the  novel  combination 
which  goes  beyond  mere  mechanical  putting  together. 

If  there  were  any  doubt  about  that,  the  very  fact  of  the  enormous 
sale — ^which  is  nothing  by  itself,  as  there  might  be  a  patent  which 
was  itself  no  good  while  the  sale  of  the  article  might  be  very  exten- 
sive, and  yet  this  would  be  without  weight — ^but  when  you  find  a 
new  combination  of  parts,  for  which  a  patent  has  issued,  and  con- 
sider the  importance  of  being  able  to  readily,  easily,  and  accurately 
determine  the  pressure  in  a  tire,  and  the  introduction  of  the  device 
is  followed  by  such  enormous  sales,  and  the  cost  at  such  variance  with 
any  other  article  of  this  character,  it  seems  to  me  that  the  evidence  is 
overwhelming,  and  that  the  court  is  justified  under  these  circum- 
stances in  upholding  the  patent.  As  far  as  I  can  see  the  whole 
matter  is,  in  the  main,  similar  to  what  is  covered  by  the  California 
decree.  The  case  there  seems  to  have  been  passed  upon  by  Judge 
Wellborn  after  consideration  of  almost  everything  here  present. 

The  device  of  the  French  patent  is,  as  I  understand  it,  out  of  the 
case.  The  only  important  part  was  in  respect  to  the  slip-joint  shown 
in  Figure  3.  As  I  understand  the  law,  where  an  invention  has  been 
conceived  and  used  in  this  country  this  fact  may  be  shown  as  a  bar 
as  against  the  effect  of  a  foreign  patent  of  a  later  date.  If  that  ,is 
the  point  in  issue,  the  mere  fact  that  the  slip- joint  was  joined  with  a 
well-known  gage  does  not  carry  force.  It  seems  that  plaintiff  has 
done  all  that  is  required  under  the  law.  It  is  the  combination  that 
gives  patentability  to  the  device,  and  as  that  is  true,  then  there  would 
be  noting  to  be  urged  against  it  in  respect  to  this  French  patent. 


[U.  B.  Dlstxlct  Court — District  of  Oregon.] 

United  States  of  America  v.  Patterson. 

Decided  May  11, 1911, 

174  O.  G..  287. 

Pebjtjbt— AFTiDAvrr  to  Support  Applicatiow  fob  Lettbbs  Paticnts. 

An  oath,  declaration,  or  affidavit  subsK^ribed  by  an  applicant  for  patent 
In  support  of  bis  application  is  one  touching  a  matter  material  to  an  inquiry 
before  the  Commissioner  of  Patents  and  Is  such  a  one  upon  which  perjury 
may  be  predicated  under  section  5302,  Bevised  Statutes  of  the  United 
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States,  if  the  party  making  the  oath  or  making  the  declaration  or  affidavit 
swore  falsely  in  relation  thereto  or  if  at  the  time  of  making  such  oath  he 
did  not  believe  the  matter  set  forth  therein  to  be  true. 

Mr,  'Walter  H.  Evans,  Assistant  United  States  Attorney. 
Mr.  H.  H.  Riddell  and  Mr.  L.  H.  Mahone  for  the  defendant. 

Bean,  Die.  /.,  (charging  jury:) 

Now,  gentlemen,  you  have  heard  the  testimony  and  the  argument 
of  counsel  in  this  case  and  it  only  remains  for  the  court  to  define  the 
law  by  which  you  are  to  be  governed  in  arriving  at  your  verdict.  The 
defendant  is  accused  by  the  indictment  returned  against  him,  with  a 
violation  of  section  5392  of  the  Revised  Statutes,  which  provides  that 
every  person  who  having  taken  an  oath  before  a  competent  tribunal, 
officer,  or  person  in  any  case  in  which  the  law  of  the  United  States 
authorizes  an  oath  to  be  administered,  that  he  will  testify,  declare, 
depose,  or  certify  truly  or  that  any  written  testimony,  declaration, 
deposition,  or  certificate  by  him  subscribed  is  true,  wilfully  and  con- 
trary to  such  oath  states  or  subscribes  any  material  matter  which  he 
does  not  believe  to  be  true,  is  guilty  of  perjury. 

The  indictment  charges  that  on  the  14th  day  of  March,  1907,  the 
defendant  in  this  case  swore  falsely,  under  an  oath  administered  to 
him  by  C.  W.  Hodson,  a  notary  public  for  this  State,  in  a  material 
matter  on  an  inquiry  then  pending  before  the  Commissioner  of  Pat- 
ents of  the  United  States.  A  copy  of  the  oath  is  set  out  in  the  indict- 
ment, and  it  is  charged  that  Patterson  on  the  day  mentioned,  swore 
in  this  affidavit  that  he  verily  believes  himself  to  be  the  original,  first, 
and  sole  inventor  of  the  improvement  in  buckles  described  and 
claimed  in  the  annexed  specification ;  that  he  does  not  know  and  does 
not  believe  that  the  same  was  ever  known  or  used  before  his  inven- 
tion or  discovery  thereof,  whereas,  in  truth  and  in  fact,  he  well  knew 
that  he  was  not  the  original  and  first  inventor  of  the  improvement, 
and  that  one  A.  E.  Van  Emon  was  such  original  and  first  inventor 
and  discoverer  of  this  improvement  in  buckles,  and  that  he,  the  said 
Patterson  well  knew  and  believed  that  the  same  had  been  known  and 
used  before  his  alleged  invention  arid  discovery  thereof. 

Now,  under  the  laws  of  Congress  relating  to  patents,  it  is  requisite 
for  one  desiring  to  obtain  a  patent  upon  a  new  invention  or  a  novel 
improvement  upon  an  old  invention,  to  make  an  application  therefor 
in  writing  to  the  Commissioner  of  Patents  and  file  the  same  in  the 
Patent  Office,  specifying  in  a  certain  manner  the  invention  he  wishes 
to  have  patented.  The  law  further  requires  that  the  petitioner  or 
applicant  for  the  patent  shall  make  an  oath  that  he  does  verily  be- 
lieve himself  to  be  the  original  and  first  inventor  or  discoverer  of  the 
art,  machine,  or  improvement  for  which  he  solicits  patent,  and  that 
he  does  not  know  and  does  not  believe  that  the  same  was  ever  before 
known  or  used. 
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Such  an  oath,  affidavit,  or  declaration  constitutes  in  part  the  proof 
upon  which  the  Commissioner  of  Patents  acts  in  determining  whether 
or  not  the  invention  claimed  is  new  or  useful  and  is  such  a  one  as  to 
entitle  the  applicant  to  a  patent.  Thus  it  is  that  the  claim  for  the 
patent  forms  the  basis  upon  which  the  inquiry  proceeds,  and  the  oath, 
declaration^  or  affidavit  subscribed  by  the  applicant  in  support  of  his 
application  is,  therefore,  touching  a  matter  material  to  an  inquiry 
before  the  Commissioner  of  Patents,  and  is  such  a  one  upon  which 
perjury  may  be  predicated  under  the  section  to  which  I  have  alluded, 
if  the  party  making  the  oath  or  making  the  declaration  or  affidavit 
swore  falsely  in  relation  thereto,  or  if,  at  the  time  of  taking  such  oath 
he  did  not  believe  the  matter  set  forth  therein  to  be  true. 

The  defendant  has  entered  a  plea  of  not  guilty.  This  plea  chal- 
lenges— controverts  and  challenges  every  material  allegation  of  the 
indictment  and  casts  upon  the  Government  the  burden  of  substan- 
tiating or  proving  all  material  allegations  to  your  satisfaction  beyond 
a  reasonable  doubt  before  you  would  be  justified  in  finding  the  de- 
fendant guilty.  He  comes  before  you  clothed  with  the  presumption 
of  innocence  and  this  presumption  continues  until  it  is  overcome  by 
the  proof. 

The  oath  or  declaration  alleged  to  have  been  subscribed  or  verified 
by  the  defendant,  and  which  the  evidence  in  this  case  shows  he  did 
subscribe  and  verify  to,  was  touching  a  matter  material  to  an  inquiry 
before  the  Commissioner  of  Patents,  and  this  disposes  of  that  element 
in  the  case.  Furthermore,  the  proof  touching  the  defendant's  sub- 
scription and  verification  of  the  oath  or  affidavit  before  Mr.  Hodson, 
a  notary  public,  is  very  persuasive,  so  that  there  can  scarcely  be  any 
question  about  that.  Indeed,  neither  did  the  defendant  make  any 
substantial  question  upon  that  subject.  However,  I  will  leave  it  for 
you  to  determine  whether  or  not  the  defendant  so  subscribed  and 
verified  such  declaration,  and  I  instruct  you,  as  a  material  fact,  that 
Hodson,  if  he  was  a  notary  public  at  the  time,  was  an  officer  before 
whom  an  oath  of  this  kind  could  be — ^by  whom  an  oath  of  this  kind 
could  be  administered,  and  a  false  statement  made  in  an  oath  before 
Hodson  would  be  perjury  within  the  meaning  of  the  Federal  statute. 

Now,  the  invention  in  controversy  in  this  case,  and  about  which 
this  case  hinges,  is  an  alleged  improvement  upon  a  buckle — a  harness- 
buckle — which  has  been  exhibited  and  explained  to  yon.  You  will 
remember  that  sometime  about  the  1st  of  January,  1905, — ^and  there 
is  some  controversy  about  the  date — but  about  that  time  Mr.  Larson 
prepared  or  manufactured  a  one-piece  buckle — harness-buckle — and 
that  he  subsequently  applied  for  a  patent  upon  his  alleged  invention. 
Before  the  patent — ^before  his  application  was  disposed  of  by  the 
Patent  Office  at  Washington,  he  transferred  his  interest  in  the  buckle 
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to  the  defendant,  Mr.  Van  Emon  and  Mrs.  Parrish,  and  the  subse- 
quent patent  that  was  issued  to  Mr.  Patterson,  the  defendant,  and  in 
the  proceedings  in  which  it  is  alleged  he  made  the  false  affidavit, 
was  an  improvement  upon  the  Larson  buckle.  The  improvement 
consists  of  a  binding-plate — ^is  alleged  to  consist  of  a  binding-plate 
across  the  front  of  the  buckle  and  a  projection  or  lip  on  the  connect- 
ing bar  at  the  rear.  The  binding-plate  which  is  the  front  part  of 
the  buckle,  is  one  element  of  the  invention  and  the  lip  or  extension 
on  the  after  bar  is  another  part  or  element  of  the  invention,  and 
these  are  the  only  two  changes  that  were  made,  or  alleged  to  have 
been  made,  in  the  Larson  buckle,  tliat  are  of  any  practical  conse- 
quence on  this  trial. 

Now,  it  is  important  that  you  should  bear  in  mind  that  this  is  not 
a  controversy — this  case  is  not  a  controversy  between  this  defendant 
and  Mr.  Van  Emon  as  to  the  ownership  or  the  right  to  patent  upon 
this  alleged  invention.  That  question  is  not  in  this  case,  because 
the  charge  here  is  simply  one  of  perjury.  Nor  is  there  any  question 
in  tliis  case  as  to  whether  Van  Emon  lost  his  right  by  abandonment. 
If  he  was  the  original  inventor  or  discoverer  of  this  article  which 
was  subsequently  patented  to  Mr.  Patterson,  and  abandoned  his  rights 
or  failed  to  prosecute  his  application  in  the  department,  that,  of 
course,  would  not  have  justified  Patterson  in  making  the  affidavit 
that  he,  himself,  was  the  first  and  original  inventor,  so  the  question 
here  is  for  you  to  determine  whether  the  statements  in  the  affidavit 
filed  by  Patterson  in  March,  1907,  when  he  applied  for  a  patent  upon 
this  one-piece  buckle,  was  true  or  false,  and  that  is  the  real  question 
in  this  case:  whether  he  knew  it  to  be  so. 

You  will  notice  that  the  indictment  charges  that  the  oath  mentioned 
contained  statements  alleged  to  be  false  in  two  particulars :  first,  that 
the  defendant  well  knew  that  he  was  not  the  original  and  first  in- 
ventor of  this  improvement  and  that  he  well  knew  that  Van  Emon 
was  such  inventor.  Second,  that  he  well  knew  and  believed  that 
the  said  invention  had  been  known  and  used  before  his  said  inven- 
tion and  discovery  thereof.  If  you  are  satisfied  from  the  evidence 
beyond  a  reasonable  doubt  of  the  proof  of  either  of  these  charges, 
in  the  light  of  the  instructions  given  you  by  the*  court,  you  should 
find  the  defendant  guilty. 

If  you  are  satisfied  from  the  evidence  beyond  a  reasonable  doubt 
that  Van  Emon  was  the  original,  first,  and  sole  inventor  of  said  im- 
provement and  that  defendant  knew  the  same  at  the  time  he  took 
and  subscribed  the  oath — if  you  find  that  he  did  take  and  subscribe 
it  as  alleged  in  the  indictment — it  will  be  your  duty  to  find  the  de- 
fendant guilty ;  but  if  you  find  from  the  evidence  that  the  defendant 
was  the  first  and  original  inventor  of  this  improvement,  or  that  he 
was  the  original  and  first  inventor  jointly  with  Van  Emon  or  some 
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one  else,  you  cannot  find  the  defendant  guilty.  And  if  you  are  not 
satisfied  beyond  a  reasonable  doubt  that  the  defendant  was  not  the 
original  and  first  inventor,  either  jointly  or  solely  it  will  be  your 
duty  to  acquit  him  unless  you  further  find  to  your  satisfaction  be- 
yond a  reasonable  doubt  that  he  knew  and  believed  said  improve- 
ment to  have  been  known  or  used  before  his  alleged  invention  or  dis- 
covery thereof. 

Now,  the  first  inventor  is  the  one  who  first  reduces  the  idea  to 
some  practical  or  useful  form.  It  does  not  exist  in  the  mere  in- 
ventor's theories  or  ideas  until  they  are  reduced  to  some  practical 
form.  An  invention  cannot  be  predicated  upon  a  mere  conjecture 
or  mere  speculation  or  conjecture,  so  that  the  mere  idea  of  itself 
would  not  of  itself  constitute  an  invention  until  it  was  reduced  to 
some  practical  form — ^put  into  some  practical  mechanical  form. 

It  is  alleged  in  the  indictment  that  the  defendant  well  knew  and 
believed  that  the  invention  had  been  known  and  used  before  his 
alleged  invention  and  discovery  thereof,  and  that  defendant  wilfully 
made  a  false  statement  in  said  oath  in  this  regard,  therefore  if  you 
find  that  the  defendant  knew  he  was  not  the  first  and  original  in- 
ventor, either  joint  or  sole,  of  said  invention,  and  knew  Van  Emon 
or  some  one  else  was  such  inventor,  and  wilfully  made  the  oath, 
then  he  would  be  guilty  as  charged. 

The  oath  set  forth  in  the  indictment,  and  which  it  is  alleged  de- 
fendant wilfully  took  and  subscribed,  is  one  required  by  law.  In 
the  oath  set  forth  it  is  stated  that  the  applicant,  or  defendant,  does 
verily  believe  himself  to  be  the  original,  first,  and  sole  inventor  of 
the  improvement  mentioned.  You  will  note  that  the  word  "sole" 
is  added  to  this  affidavit.  The  statute,  however,  does  not  require 
an  applicant  for  a  patent  to  state  whether  he  is  the  sole  or  joint 
inventor  of  the  art  or  machine  or  improvement  for  which  he  solicits 
a  patent,  but  only  requires  the  applicant  to  state  that  he  verily 
believes  himself  to  be  the  first  and  original  inventor. 

I  instruct  you  that,  inasmuch  as  the  statute  does  not  require  the 
applicant  to  state  whether  he  is  the  sole  inventor,  perjury  cannot  be 
predicated  upon  any  statement  that  he  is  the  sole  inventor,  and  it 
is  immaterial  whether  the  defendant  invented  the  patent  solely  by 
his  own  effort  or  jointly  with  another;  that  is,  if  defendant  was 
either  a  joint  or  the  sole*  inventor  of  the  improvement,  the  oath 
would  not  be  false  in  a  material  matter  as  to  the  part  thereof  relating 
to  that  question,  but  if  he  was  neither  a  joint  nor  a  sole  inventor, 
the  oath  would  in  that  respect  be  false  in  a  material  matter. 

If  Van  Emon  was  the  first,  original,  and  sole  inventor  of  the  im- 
provement and  the  defendant  had  no  part  in  originating  the  same,  he, 
the  defendant,  could  not  be  either  the  sole  or  joint  inventor  thereof, 
and  if  he  knew  this  at  the  time  he  took  and  subscribed  the  oath 
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set  forth  in  the  indictmoat,  the  oath  would  be  false  in  two  material 
particulars,  first,  wherein  it  is  stated  that  the  defendant  is  the 
original  and  first  inventor  of  the  improvement;  and,  second,  wherein 
it  is  stated  that  he  does  not  know  and  does  not  believe  that  the  same 
was  ever  known  before.  And  if  you  are  satisfied  beyond  a  reason- 
able doubt  that  the  defendant  wilfully  took  and  subscribed  the  same, 
knowing  it  to  be  false  in  either  particular  as  stated,  he  will  be  guilty 
us  charged  in  this  indictment. 

The  statements,  however,  in  the  affidavit  made  by  the  defendant, 
are  presumed  to  be  true  because  they  were  made  under  oath.  And 
such  an  oath  is  of  equivalent  value  to  the  testimony  of  a  credible 
witness.  In  order,  therefore,  to  convict  one  who  subscribed  such 
an  affidavit  of  perjury,  the  Government  must  satisfy  you  beyond  a 
reasonable  doubt  of  the  falsity  of  the  oath,  by  the  testimony  of  more 
than  one  credible  witness,  or  the  testimony  of  one  witness  and  other 
corroborating  proof  sufficient  to  satisfy  you  that  the  statements  were 
not  true,  or  that  the  defendant  did  not  honestly  and  in  good  faith 
believe  that  he  was  the  first  and  original  inventor  at  the  time  he 
made  the  affidavit 

The  rule  is  based — ^this  doctrine  is1[>ased  upon  the  presumption 
that  when  one  takes  an  oath  or  swears  to  a  statement,  that  he  tells 
the  truth,  and  therefore  if  the  same  is  contradicted  by  another  single 
witness,  and  there  are  no  corroborating  witnesses,  it  is  simply  the 
testimony  of  two  witnesses,  one  against  the  other,  both  under  oath, 
and  it  would  not  be  sufficient  to  convict;  but  there  must  either  be 
the  testimony  of  two  witnesses  or  one  witness  and  corroborating 
circumstances.  It  is  not  necessary  there  should  be  the  testimony 
of  witnesses  directly  to  the  matter  in  controversy;  one  witness  is 
sufficient  if  there  are  corroborating  circumstances  of  sufficient  impor- 
tance and  weight  to  justify  you  in  concluding  that  the  affidavit  is 
false. 

Again,  the  false  oath  must  have  been  taken  wilfully  and  corruptly; 
that  is  to  say,  it  must  have  been  taken  with  some  degree  of  delil)era- 
tion  and  with  an  intent  to  testify  falsely,  and  the  accused  must  not 
at  the  time  have  believed  the  facts  so  verified  and  swoni  to  to  be 
true.  The  intent  or  motive  being  a  condition  of  the  mind,  you  must 
determine  that  as  to  the  acts  and  demeanor  of  the  accused  and  by 
all  the  attendant  facts  and  circumstances.  Men  do  not  usually  act 
without  some  impelling  influence,  some  purpose  in  view,  and  for  the 
ascertainment  of  that  purpose,  or  the  intent  or  motive  behind  it, 
where  there  is  no  express  declaration  by  the  accused,  resort  must  be 
had  to  his  acts  and  demeanor,  his  relationship  with  the  principal 
and  controlling  facts  in  the  case,  and  all  the  attendant  circumstances 
tiiat  might  throw  light  on  the  subject. 

54282'— 18 80 
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False  swearing  in  an  honest  belief  that  the  statements  verified  are 
true,  would  not  constitute  perjury,  and  if  the  defendant  when  he 
made  oath  or  declaration  in  question  truly  believed  that  he  was 
the  original,  first,  and  sole  inventor  of  the  specific  improvement,  and 
honestly  and  in  good  faith  believed  such  statements  to  be  true,  he 
could  not  be  guilty  as  charged. 

The  law  also  presumes  that  the  person  to  whom  a  patent  has  been 
issued  is  the  original  and  first  inventor  of  the  device  or  thing  pat- 
ented; that  is  to  say,  the  production  of  the  patent  makes  a  prima 
facie  case  in  his  favor.  But  this  presumption  may  be  overcome  by 
proof  to  the  contrary,  and  has  been  overcome  in  the  courts,  because 
patents  have  been  set  aside  and  canceled  on  subsequent  ascertainment 
and  proof  that  the  claimant  was  not  in  fact  such  original  and  first 
inventor. 

It  is  further  essential  to  this  case,  before  a  conviction  can  be  had 
upon  the  charge  in  the  indictment,  that  the  defendant  well  knew  he 
was  not  the  original  and  first  inventor  of  said  improvement,  but 
well  knew  that  Van  Emon  was  such  inventor;  that  Van  Emon  must 
have  been  the  original,  first,  and  sole  inventor  of  the  improvement  on 
a  one-piece  buckle  containing  the  elements  that  defendant  has  ob- 
tained a  patent  to,  which  principal  and  essential  elements  I  have 
explained  to  you  heretofore.  For  the  ascertainment  therefore  of 
whether  Van  Emcm  was  the  original,  first,  and  sole  inventor  of  this 
improvement  in  question,  or  whether  defendant  was  the  original  and 
first  inventor,  joint  or  sole,  thereof,  you  are  to  take  into  considera- 
tion the  relationship  of  the  parties,  the  purchase  of  Lars<m's  claim 
or  application  for  patent  jointly  by  Van  Emon,  the  defendant  and 
Mrs.  Parrish,  the  opportunity  afforded  the  parties,  namely,  the  de- 
fendant and  Van  Emon,  for  ascertaining  the  elements  of  such  claim, 
the  suggestions  and  discussions  between  them  and  others  as  to  its 
utility,  and  touching  any  improvement  and  especially  the  improve- 
ment in  question;  the  further  joint  application  for  patent  upon  a 
buckle  by  Van  Emon,  the  defendant,  and  Mrs.  Parrish,  the  purpose 
they  had  in  view  in  making  such  application,  and  the  final  with- 
drawal of  such  claim,  and  how  and  why  it  was  done  and  the  subse- 
quent application  by  the  defendant  alone  for  the  patent  to  the  im- 
provement in  question,  and  how  and  why  he  so  made  the  application 
alone  and  without  joining  with  the  other  parties  in  the  previous 
claims  for  a  patent  particularized  by  the  last  application  for  a  one- 
piece  buckle. 

You  will  further  take  into  consideration  the  models  that  have 
been  produced  by  Van  Emon  and  the  defendant,  and  determine  if 
you  can,  who  originated  or  produced  the  first  or  primary  idea  of 
the  improvement  which  is  shown  forth  by  the  one-pieoe-buckle^ 
patent — whether,  considering  all  these  things,  together  with  other 
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testimony  in  the  case,  bearing  upon  the  subject,  bearing  in  mind  at 
the  same  time  the  credibility  of  the  witnesses  and  the  weight  to  be 
given  such  testimony,  Van  Emon  produced  the  first,  original,  dis- 
tinct, and  definite  idea  of  the  improvement,  not  vague  and  fanciful 
but  well  defined,  exact  and  susceptible  of  demonstration,  or  whether 
the  defendant  was  the  original  and  first  inventor  as  he  declared 
under  oath  he  was. 

If  he  was  not  such  first  and  original  inventor  thereof,  as  I  have 
said  before  and  was  conscious  that  Van  Emon  was  the  original,  first, 
and  sole  inventor — ^if  you  so  find  that  he  was — or  was  conscious  that 
he  was  not  the  original  and  first  inventor  thereof,  and  deliberately, 
wilfully,  intentionally,  and  with  culpable  and  corrupt  intent  swore  to 
a  declaration  that  he  believed  he  was  the  original  and  first  inventor 
of  such  improvement  and  did  not  at  the  time  believe  the  declaration 
to  be  true,  he  would  be  guilly  under  the  charge;  otherwise  he  should 
be  acquitted. 

Now,  I  have  stated  to  you  that  before  you  can  find  the  defendant 
guilty  you  must  be  satisfied  of  his  guilt  beyond  a  reasonable  doubt. 
I  do  not  mean  by  that  word  a  mere  "possible  doubt.  Nor  do  I  mean 
a  mere  captious  doubt.  But  it  is  a  real  substantial  doubt,  such  a  one 
as  would  cause  an  honest  man  to  hesitate  in  his  own  most  grave  and 
important  affairs.  It  is  not  a  doubt  conjured  up  by  the  ingenuity 
of  counsel,  nor  one  that  you  may  conjure  up  in  your  own  mind,  but 
it  must  be  based  either  upon  the  testimony  in  the  case  or  the  want  of 
testimony.  And  if  you  entertain  such  a  doubt  and  are  unable  to 
say,  after  you  have  considered  all  the  testimony  that  you  have  a 
deep  and  abiding  conviction  to  a  moral  certainty  as  to  the  truth  of 
the  charge,  then  the  defendant  is  entitled  to  the  benefit  of  that  doubt 
by  an  acquittal.  If,  on  the  other  hand  you  are  satisfied  and  can 
unhesitatingly  say  that  you  believe  the  defendant  guilty,  then  you 
should  so  declare  by  your  verdict. 

It  is  the  province  of  the  court  to  instruct  you  touciiing  the  law 
governing  the  cause  at  issue,  and  you  will  take  and  accept  the  law 
given  to  be  the  law  as  your  guide ;  but  it  is  your  sole  province  under 
the  direction  of  the  court,  to  find  the  facts  from  the  testimony 
adduced;  that  is,  you  must  judge  of  the  effect  of  the  evidence  and 
return  your  verdict  accordingly. 

Your  power  and  authority  of  judging  the  effect  of  the  evidence 
however,  is  not  arbitrary,  but  your  function  in  that  regard  should 
be  exercised  with  legal  discretion  and  in  subordination  to  the  rules 
of  evidence.  For  instance,  you  are  not  bound  to  find  in  conformity 
with  the  declarations  of  any  number  of  witnesses  which  do  not  pro- 
duce conviction  in  your  minds,  against  a  less  number  or  against  a 
presumption  or  other  evidence  satisfying  your  minds.    To  justify 
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conviction  upon  a  charge  of  perjury  as  I  have  said  to  you — ^to  jus- 
tify conviction  it  must  be  supported  by  the  testimony  of  two  credible 
witnesses,  or  by  one  witness  worthy  of  credit  and  other  corroborating 
proof  of  circumstances. 

A  witness  is  presumed  to  speak  the  truth.  The  law  presumes  that 
whenever  a  party  comes  into  court  and  takes  an  oath  to  tell  the 
truth,  the  whole  truth,  and  nothing  but  the  truth,  that  he  or  she  does 
so.  But  this  presumption  is  not  at  all  conclusive.  It  may  be  over- 
come by  the  manner  in  which  he  testifies;  by  his  character,  or  by 
evidence  affecting  his  character  or  oath  or  by  contradictory  evidence, 
and  it  is  for  you  and  you  alone  to  determine  what  weight  is  to  be 
given  the  testimony  of  each  and  every  witness  who  has  testified  here. 
You  have  observed  them,  noticed  their  appearance  on  the  stand, 
their  manner  of  testifying  and  their  general  demeanor,  and  it  is  for 
you  and  you  alone  to  determine  whether  they  were  stating  Ihe  truth 
or  not 

The  evidence  in  many  respects  has  been  conflicting;  indeed,  in  some 
material  respects,  diametrically  opposed.  The  witnesses  for  the 
Government  and  the  witnesses  for  the  defense  are  diametrically 
opposed  to  one  another  and  it  will  be  for  you  to  arrive  at  a  verdict 
to  consider  the  manner  in  which  these  witnesses  have  testified,  the 
probable  truth  of  their  statements  and  determine  on  which  side  truth 
lies. 

Being  the  judges  of  the  effect  and  value  of  the  evidence,  you  are 
necessarily  the  judges  also,  as  I  have  said,  of  the  credibility  of  the 
witness,  and  this  you  must  determine  by  the  manner  in  which  the 
witness  testifies;  whether  he  appears  to  be  candid  and  free,  or 
whether  he  is  evasive  or  is  wavering,  or  is  reserving  part  of  the 
truth,  not  detailing  the  whole  truth,  and  also  any  testimony  serving 
to  contradict  or  corroborate  him,  or  by  any  facts  and  circumstances 
appearing  in  the  case  tending  to  his  credit  or  discredit,  and  to  con- 
sider at  the  same  time  any  bias  or  interest  the  witness  may  have  in 
the  case.  Where  a  witness  has  a  direct  personal  interest  in  the  result 
of  the  suit,  the  temptation  is  strong  to  color^  pervert,  or  withhold  the 
facta  And  in  this  connection  I  call  your  attention  to  the  fact  that 
the  defendant  has  taken  the  witness  stand  in  his  own  behalf,  which 
he  had  a  right  to  do,  if  he  chose.  Having  gone  upon  the  stand  and 
testified,  it  is  competent  for  the  Government  to  discredit  his  testi- 
mony as  that  of  any  other  witness,  and  by  the  same  means.  The 
deep  personal  interest  which  he  had  in  the  result  of  the  action  should 
be  considered  by  you  in  weighing  his  evidence  and  in  determining 
how  far  or  to  what  extent  it  is  worthy  of  credit.  The  fact  that  he 
is  a  defendant  does  not  condemn  him  as  unworthy  of  belief,  but  at 
the  same  time  it  justifies  the  jury  in  viewing  his  testimony  with  care 
and  caution. 
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Now,  gentlemen,  I  have  stated  to  you  the  rules  of  law  by  which 
you  are  to  be  governed  in  arriving  at  your  verdict  in  this  case.  I  do 
not  care  to  allude  to  the  testimony  further  than  to  call  your  attention 
to  some  of  the  dates,  in  order  that  you  may  have  them  fresh  in  your 
mind.  As  I  stated  to  you  before,  the  Larsen  buckle,  which  is  the 
foundation  of  the  subsequent  patented  article  to  the  defendant,  was 
manufactured  or  devised  by  Mr.  Larsen  sometime  in  the  latter  part 
of  December,  1904,  or  the  first  part  of  1905.  You  will  remember 
the  testimony  upon  that  subject.  Mr.  Larsen  says  he  discovered  or 
invented  this  on  the  night  of  the  1st  of  January,  1905. 

There  is  some  testimony  given  by  the  defendant  which  it  is  claimed 
tends  to  show  that  he  was  mistaken  about  the  date  and  that  the 
buckle  was,  in  fact,  in  existence  in  the  latter  part  of  December,  1904, 
so  that  the  date,  of  course,  is  not  material  at  all,  unless  it  may  affect 
the  credibility  of  Mr.  Larsen,  and  in  judging  that  question  you  will 
not  overlook  the  fact  that  it  is  admitted  here  that  Larsen  did  have 
a  different  buckle  which  he  was  exploiting  and  trying  to  dispose  of — 
or  an  interest  in  it — during  the  latter. part  of  1904  and  before  he 
claims  to  have  invented  the  particular  buckle  in  controversy. 

In  January,  1905,  on  the  13th  of  January,  Larsen  made  an  appli- 
cation for  a  patent  upon  his  one-piece  buckle  and  the  model  has  been 
introduced  in  evidence  and  you  will  have  it  in  the  jury-room,  and  I 
have  no  doubt  you  will  remember  the  buckle  in  question.  He  subse- 
quently, along  in  April,  I  think,  of  1906,  sold  or  transferred  or 
assigned  his  interest  in  this  patent  application  to  Van  Emon,  the 
defendant  Patterson,  and  Mrs.  Parrish,  and  on  the  21st  day  of  July, 
1905,  they  made  a  joint  application  for  a  patent  on  an  improvement 
on  the  Larsen  buckle.  This  improvement  consisted,  as  I  now  recall 
the  testimony, — and  if  I  am  mistaken  about  it  you  will  depend  on 
your  own  judgment  and  not  mine — ^but  this  improvement  that  was 
described  in  the  joint  application  made  by  the  parties  on  the  21st 
day  of  July,  1905,  consisted  principally,  if  not  exclusively,  in  the  lip 
that  was  added  to  the  hame-bar  of  the  Larsen  buckle. 

This  joint  application  was  pending  in  the  Patent  Office  until  the 
3d  of  March,  1906,  when  it  was  either  considered  abandoned  by  the 
department,  or  was  rejected,  but  it  is  immaterial  which.  Nothing 
further  was  done  in  reference  to  the  matter  until  about  a  year  later, 
the  20th  of  March,  1907,  when  the  defendant  Patterson  made  his 
application  for  a  patent  for  it,  and  in  support  of  that  application 
made  the  affidavit  in  which  it  is  charged  in  this  case  he  committed 
the  crime  of  perjury. 

That  is  all  I  care  to  say  to  you  about  the  dates,  so  that  you  may 
get  the  dates  and  their  relation,  one  to  the  other. 

Note. — The  defendant  was  found  guilty  as  indicted^  and  sentenced 
to  serve  two  years  in  tfie  penitentiary. 
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[Coart  of  Appeals  of  the  District  of  Colambla.] 

Cabmel  Wine  Company  v.  California  Winery. 

Decided  December  4,  1911. 

174  O.  G..  586 ;  38  App.  D.  a,  1. 

1.  Tbade-Marks — Similarity. 

A  mark  consisting  of  a  label  containing  certain  pictorial  representations 
the  essential  feature  of  which  is  stated  to  be  "  the  representation  of  a  vine- 
yard, a  herd  of  camels,  and  two  men  bearing  a  grape"  Held  dec^tively 
similar  to  a  mark  consisting  of  the  representation  of  two  moi  bearing  a 
bunch  of  grapes  in  the  same  manner  as  in  the  other  mark. 

2.  Same — Same — One  Mask  Including  Essential  Featube  of  Another. 

''  It  goes  without  saying  that  one  has  no  right  to  incorporate  the  mark  of 
another  as  an  essential  feature  of  his  mark.  Such  a  practice  would  lead 
to  no  end  of  confusion  and  deprive  the  owner  of  a  mark  of  the  just  protec- 
tion which  the  law  accords  him." 

3.  Same — Priority. 

Evidence  considered  and  Held  to  establish  that  appellee  adopted  and  used 
its  mark  prior  to  the  earliest  date  of  adoption  by  appellant  and  that  as  the 
marks  are  deceptively  similar  a  petition  for  the  cancelation  of  the  registra- 
tion of  appellant's  mark  was  properly  sustained. 

Mr.  Wcdtei'  F.  Rogers  for  the  appellant. 

Mr.  A.  E.  ^Ydll<lce  for  the  appellee. 
RoBB,  J.: 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
sustaining  the  petition  of  the  California  Winery,  appellee  here,  for 
the  cancelation  of  appellant's  trade-mark  registration. 

Two  questions  are  presented  in  this  appeal,  whether  the  marks  are 
so  similar — 

as  to  be  likely  to  cause  confusion  or  mistake  in  the  mind  of  the  public  or  to 
deceive  purchasers,  (38  Stat,  724,) 

and,  if  so,  whether  appellee  is  entitled  to  priority  of  adoption  and  use. 
Appellant's  mark  is  a  label  containing  certain  pictorial  representa- 
tion's— 

the  essential  feature  of  which — 

as  stated  in  its  application, 

is  the  representation  of  a  vineyard,  a  herd  of  camels,  and  two  men  bearing  a 
grape. 

These  men  are  apparently  garbed  in  the  costume  of  Bible  times, 
and  this  particular  feature  of  the  mark  was  undoubtedly  inspired  by 
the  allusion  in  Numbers  xiii,  23,  to  the  cutting  of  a  cluster  of  grapes 
and  the  bearing  of  it  "  between  two  upon  a  staff.'' 

An  examination  of  appellant's  mark  shows  that  the  "  two  men 
bearing  a  grape  "  is  its  most  striking  feature.    The  figures  of  the  men 
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are  coosiderably  larger  than  the  figures  of  the  camels,  and  even  the 
bunch  of  grapes  carried  by  the  men  looks  larger  than  any  of  the 
camels. 

The  mark  claimed  by  appellee  is  a  label  containing  a  pictorial  rep- 
resentation of  two  men  with  dress  similar  to  that  in  appellant^s  mark, 
these  men  bearing  a  bunch  of  grapes  between  them  as  in  appellant's 
mark. 

We  think  it  is  apparent,  without  argument,  that  the  two  marks  aro 
deceptively  similar  within  the  meaning  of  the  statute.  It  goes  with- 
out saying  that  one  has  no  right  to  incorporate  the  mark  of  another  as 
an  essential  feature  of  his  mark.  Such  a  practice  would  lead  to  no 
end  of  confusicm  and  deprive  the  owner  of  a  mark  of  the  just  protec- 
tion which  the  law  accords  him. 

Appellant's  mark  was  first  used  in  this  country  in  about  1898.  We 
will  here  briefly  review  the  evidence  introduced  by  the  appellee  as  to 
when  it  first  adopted  and  used  its  mark.  Fred  J.  Keisel,  a  man 
sixty-seven  years  of  age,  the  organizer  of  the  California  Winery  Com- 
pany in  the  summer  of  1895  and  familiar  with  its  affairs  since  that 
date,  testified  that  upon  the  organization  of  the  company  he  visited 
an  engraver  in  Sacramento,  Cal.,  and  there  selected  from  among  the 
designs  shown  him — 

the  picture,  or  design,  of  Josbua  and  Caleb  carrying  between  them,  suspended 
on  a  pole,  a  large  bunch  of  grapes; 

that  this  design  was  immediately  used  as  the  company's  trade-mark 
and  soon  thereafter,  at  the  suggestion  of  the  witness,  it  was  registered 
in  Mida's  Criterion,  a  liquor-trade-mark  registry  bureau.  A  certifi- 
cate of  this  registration  was  issued  by  this  bureau  under  date  of 
September  16,  1895.  The  witness  further  testified  that  he  had  per- 
sonal knowledge  that  this  ^^  Joshua  and  Caleb"  mark  had  been  in 
continuous  use  by  appellee  since  its  adoption. 

Fred  W.  Keisel,  a  son  of  the  previous  witness  and  a  banker  by 
occupation,  testified  that  he  was  the  president  of  the  appellee  com- 
pany; that  he  was  first  connected  with  the  company  in  1894,  as 
manager;  that  he  was  sent  there  by  his  father,  who  then  had  an 
option  to  purchase  the  winery,  which  option  was  taken  up  early  in 
July  of  1895 ;  that  this  ^^  Joshua  and  Caleb  "  mark  was  immediately 
thereafter  adopted,  and  has  ever  since  constituted  the  company's 
mark.  The  witness  gave  the  names  and  addresses  of  individuals 
and  firms  to  whom  his  company  had  shipped  goods  under  this  mark 
from  1895  to  the  present  time.  He  identified  a  circular  bearing  this 
mark  and  containing  in  writing  "  July  10th,  1895."  This  notation, 
he  testified,  was  in  his  own  handwriting  and  presumably  made  on  the 
date  it  appears  to  have  been  made.  The  witness  further  testified  that 
when  the  cement  sidewalk  in  front  of  the  premises  occupied  by  the 
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Winery  Company  was  constructed  in  December,  1895,  he  procured 
a  wood  cut  of  his  trade-mark  about  twelve  inches  squure  and  im- 
pressed the  mark  in  the  sidewalk  in  two  or  three  places,  and  that 
the  impression  has  been  there  ever  since.  This  last  testimony  was 
directly  corroborated  by  the  older  Keisel  and  also  by  a  Mr.  Sheehan, 
who  testified  that  at  the  time  the  impression  was  made  in  the  side- 
walk he  lived  within  two  or  three  blocks  of  the  winery,  frequently 
passed  the  premises,  and  observed  this  "  Joshua  and  Caleb  "  mark, 
with  the  date  1895,  stamped  in  the  walk.  There  is  considerable  other 
testimony  tending  to  show  prior  adoption  and  use  of  this  trade-mark 
by  appellee,  but  we  do  not  deem  it  necessary  to  review  it  further. 

Notwithstanding  the  above  briefly-outlined  evidence  in  favor  of 
appellee,  in  contradiction  of  which  no  testimony  has  been  intro- 
duced, appellant  contends  that  the  mark  first  adopted  and  used  by 
appellee  was  not  the  mark  of  the  issue  but  a  mark  containing  a  pic- 
torial representation  of  two  men  dressed  as  hunters  and  bearing  a 
large  bunch  of  grapes  between  them.  This  contention  grows  out  of 
an  exhibit  introduced  by  appellee.  This  exhibit  is  a  photograph 
which  purports  to  have  been  taken  in  November  of  1895  and  shows 
employees  of  appellee  seated  upon  and  about  several  barrels  of  ap- 
pellee's goods,  upon  the  ends  of  which  was  stenciled  a  mark  of  two 
hunters  bearing  a  large  bunch  of  grapes  between  them.  The  evidence 
above  outlined  is  of  too  convincing  a  character  to  be  overcome  by  this 
photograph.  It  may  well  be  that  the  stenciling  of  these  barrels  was 
an  experimental  variation  of  the  "  Joshua  and  Caleb  "  mark. 

We  conclude^  therefore^  thai  the  decision  of  the  ComrMSsioner  was 
right  and  must  be  affirmed.  The  clerk  will  certify  this  opinion 
according  to  law. 

Affirmed* 


[Court  of  Appeals  of  the  District  of  ColumbUi.] 

The  Summit  Citt  Soap  Works  v.  The  Standard  Soap  Company. 

Decided  December  4,  1911. 

174  O.  a,  587;  87  App.  D.  C,  604. 

1.  Trabb-Mabks-^Similaxitt. 

A  mark  consisting  of  the  representation  of  the  head  of  a  mammoth  and 
the  word  "  Mammoth  "  Held  not  deceptively  similar  to  a  mark  conslBting  of 
the  representation  of  two  elephants  In  the  attitude  of  a  mother  washing 
her  child  used  In  connection  with  the  words  "  Rub-No-More-Soap.** 

2.  Sams— Same. 

**  This  court  has  adopted  a  strict  rule  In  refusing  registration  in  all  cases 
where  the  apparent  similarity  would  probably  lead  to  confusion  in  trade, 
holding  that  the  field  of  selection  for  marks  is  so  broad  that  no  necessity 
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exists  for  the  Inyasion  of  one  trader  upon  even  the  apparent  rights  of 
another,  and  that  the  broadest  protection  will  be  afforded  the  purchasing, 
consuming  public  by  the  conrta" 

Mr.  Arthur  Steuart  and  Mr,  J.  E.  Cross  for  the  appellant. 
Mr  W.  G.  Henderson  for  the  appellee. 

Van  Orsdel,  /.; 

This  is  a  trade-mark  opposition.  Appellee  company  sought  to 
register  a  trade-mark  to  be  used  on  toilet  soap  consisting  of  the  word 
"  Mammoth,"  associated  with  a  picture  of  the  head  and  shoulders  of 
the  prehistoric  animal,  the  mammoth.  Appellant  company,  in  its 
notice  of  opposition,  describes  its  mark  as — 

the  picture  of  two  elephants  In  the  attitude  of  a  mother  washing  her  child. 
This  was  commonly  used  in  connection  with  the  inscription,  "Rub-No-More- 
Soap." 

The  material  allegations  as  to  the  identity  of  the  marks  are  stated 
in  the  notice  of  opposition  as  follows: 

7.  That  the  alleged  trade-mark  to  which  the  above-mentioned  application 
relates  has  such  a  near  resemblance  to  the  opponent's  trade-mark,  as  to  be  certain 
to  be  mistaken  therefor  by  the  public  and  cause  the  applicant's  goods  to  be 
substituted  as  and  for  the  opponent's  goods  to  the  damage  of  the  opponent  and 
the  deception  of  the  public. 

8.  That  the  picture  is  the  most  prominent  feature  of  both  marks  and,  in 
general  appearance,  the  animals  Illustrated  in  the  two  pictures  are  substan- 
tiaUy  Identical  and  both  marks  are  appropriated  to  goods  of  the  same  descrip- 
tive properties.  If  the  applicant  is  allowed  to  register  or  use  the  said  alleged 
trade-mark  the  trade  and  the  public  will  be  deceived  and  the  opponent  injured. 

Appellee,  the  applicant,  contends  that  its  mark  is  not  so  similar  to 
appellant's  mark,  though  concededly  used  upon  the  same  class  of 
merchandise,  as  to  be  likely  to  create  confusion  in  trade.  Appellant's 
mark  was  registered  February  6,  1900.  The  appellee  took  no  testi- 
mony and  established  no  date  of  adoption  and  use.  The  whole  case 
turns,  therefore,  upon  the  similarity  of  the  marks  and  the  probability 
of  their  concurrent  use  creating  confusion  in  trade. 

The  Examiner  of  Interferences  sustained  the  opposition,  and 
refused  the  registration  of  appellee's  mark.  This  ruling  was  reversed 
by  the  Commissioner  of  Patents,  from  whose  decision  this  appeal  was 
taken. 

The  Commissioner  turned  the  case  upon  the  recent  decision  of  this 
court  in  Nestle  and  Anglo-Swiss  Condensed  Milk  Co.  v.  Walter  Baker 
<&  Co.,  Ltd.,  (C.  D.,  1911,  369;  167  O.  G.,  765;  37  App.  D.  C,  148.) 
In  that  case  the  marks  were  used  on  cocoa,  chocolate,  broma,  and  cocoa 
preparations.  The  mark  of  the  appellant  consisted  of  the  picture 
of  a  milkmaid  in  Swiss  costume  carrying  a  milk-pail  in  her  right 
hand  and  another  on  her  head,  with  the  words  "  Milkmaid  Brand ;  " 
while  the  mark  of  appellee  consisted  of  the  picture  of  a  waitress  in 
Puritan  or  Quaker  costume  carrying  a  tray  supporting  cups. 
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It  was  there  held  that  the  words  '^Milkmaid  Brand/^  used  in  con- 
nection with  the  picture,  was  a  distinguishing  feature  of  the  mark. 
Here  the  word  ^^  Mammoth  "  and  the  words  '*'  Rub- No-More-Soap," 
appearing  as  parts  of  the  respective  marks,  may  be  held  to  be  distin- 
guishing features.  Their  tendency,  we  think,  is  not  to  attach  to  the 
products  bearing  these  marks  the  trade-name,  ^^  Elephant  Brand." 
The  word  ''  Mammoth  "  instantly  attracts  attention  to  the  distinction 
plainly  apparent  between  the  pictures,  which  are  the  dominating 
features  of  the  marks.  The  slight  tendency  there  would  be  to  con- 
fusion from  the  similarity  of  the  pictures  is  removed  by  the  sugges- 
tion on  the  label  itself  of  the  distinction  which,  in  fact,  plainly  exists. 
The  inclusion  of  the  name  of  the  animal  illustrated  on  appellee's 
mark  so  distinguishes  it  from  appellant's  mark  as  to  remove  the 
probability  of  confusion. 

This  court  has  adopted  u  strict  rule  in  refusing  registration  in  all 
cases  where  the  apparent  similarity  would  probably  lead  to  confusion 
in  trade,  holding  that  the  field  of  selection  for  marks  is  so  broad  that 
no  necessity  exists  for  the  invasion  of  one  trader  upon  even  the 
apparent  rights  of  another,  and  that  the  broadest  protection  will  be 
afforded  the  purchasing,  consuming  public  by  the  courts.  In  this 
case,  however,  there  is  no  such  similarity  as  would  impel  us  to  hold 
that  the  mark  sought  to  be  registered  by  appellee,  invades  the  right  of 
appellant.,  or  tends  to  create  confusion  in  trade. 

Tfie  decision  of  the  Commissioner  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 


(Conrt  of  Appeals  of  the  District  of  Columbia.] 

In  BE  John  Braadland,  Lihiteik 

Decided  December  4,  1911, 

174  O.  G.,  1029;  87  App.  D.  C.  602. 

TEADB-MaRKS — SiMILABITT. 

A  mark  coDSisting  of  the  picture  of  a  bear  standing  upright,  holding  a 
gun,  and  the  words  "Teddy  Bear  Brand,"  Held  deceptively  similar  to  a 
mark  consisting  of  the  picture  of  a  bear  having  one  foot  resting  on  a 
fish,  and  the  words  "  Pioneer  Fishery." 

Mr.  A,  E.  Dmoell  for  the  appellant 

Mr.  R.  F.  Whitehead  for  the  Commissioner  of  Patent& 

Van  Obbdel,  J.: 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
refusing  registration  of  a  trade-mark  to  be  used  on  canned  sardines. 
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The  mark  consists  of  the  picture  of  a  bear  standing  upright  holding 
a  gun,  with  a  scroll  above  in  which  appear  the  words  ^^  Teddy  Bear 
Brand."    The  whole  design  is  surrounded  by  an  ornamental  panel. 

Eegistration  was  refused  in  view  of  certain  existing  registered 
marks,  the  most  prominent  one,  which  will  be  sufficient  for  this  case, 
being  that  of  the  Northwestern  Fisheries  Company.  Its  mark  con- 
sists of  the  picture  of  a  bear  having  one  foot  resting  upon  a  fish, 
the  same  being  surrounded  by  ornamental  scrolls  and  surmounted 
by  the  words  "  Pioneer  Fishery."  It  appears  that  the  latter  mark 
has  only  been  used  on  canned  salmon,  but  the  registration  includes 
all  kinds  of  canned  fish.  The  mark  could  therefore  at  any  time  in 
the  future  be  used  upon  canned  sardines.  The  fact  that  the  mark 
has  not  been  used  on  sardines  will  not  prohibit  the  owner  from 
so  using  it  at  any  time.  Non-user  will  not  deprive  the  owner  of  the 
protection  of  the  courts. 

We  agree  with  the  Commissioner  that  the  most  striking  feature  of 
these  marks  is  the  representation  of  a  bear.  The  superscription 
^^  Teddy  Bear  Brand,"  instead  of  constituting  a  distinguishing  char- 
acteristic of  the  mark,  emphasizes  the  picture,  which  is  the  pre- 
dominating feature  of  both  marks.  While  there  is  no  evidence  of 
confusion,  we  think  the  similarity  is  so  great  as  to  cause  confusion 
in  the  mind  of  the  purchasing  public  As  was  said  in  McLean  v. 
Fleming  (C.  D.,  1878,  262;  18  O.  G.,  913;  96  U.  S.,  245:) 

What  degree  of  resemblance  is  neceBsary  to  constitute  an  Infringement  Is 
incapable  of  exact  definition,  as  applicable  to  all  cases.  All  that  courts  of 
justice  can  do,  in  that  regard,  is  to  say  that  no  trader  can  adopt  a  trade-mark, 
so  resembling  that  of  another  trader,  as  that  ordinary  purchasers,  buying  with 
ordinary  caution,  are  likely  to  be  misled. 

We  think  the  likelihood  of  goods  bearing  either  of  these  mai^s 
becoming  known  to  the  purchasing  public  as  goods  of  the  Bear 
Brand  is  apparent,  especially  when  the  words  used  on  appellant's 
mark  would  tend  to  educate  the  public  in  that  direction.  We  must, 
as  best  we  can,  foresee  the  impression  that  the  purchasing  public 
would  get  from  using  goods  bearing  these  marks  side  by  side  on  the 
shelves  of  the  trader.  As  was  said  in  Wayne  County  Preserving  Co. 
V.  Burt  Olney  Canning  Co.^  (C.  D.,  1909,  318;  140  O.  G.,  1003;  32 
App.  D.  C,  279:) 

These  marks,  when  appearing  on  the  canned  goods  of  the  respective  parties, 
exposed  to  the  public  on  the  shelves  of  the  retailer  are  so  similar  as  to  be 
likely  to  cause  confusion;  and  where,  as  in  this  case,  there  is  no  evidence  on 
that  subject  except  the  marks  themselves,  it  is  the  duty  of  the  court  to  protect 
the  prior  registrant  and  user  from  the  probability  of  any  such  occurrence. 

The  decision  of  the  Com/nUmoner  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 
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[Court  of  Appeals  of  the  Dletrlct  of  ColombUu] 

In  re  Tallmadge. 

Decided  December  4^  1911, 

174  O.  G^  1219;  37  App.  D.  C,  590. 

1.  Patentabilitt — Function  or  ▲  Machine  Not  an  Intention. 

"  The  patent  law  authorises  the  Issuance  of  a  patent  to  any  person  who 
has  Invented  or  discovered  any  new  and  useful  art,  and  a  process  may 
constitute  such  an  art.  To  constitute  such  an  art,  however,  It  must  be 
capable  of  producing  a  beneficial  result  without  the  aid  of  any  particular 
mechanism,  for  where  the  process  Is  simply  the  function  or  operative  effect 
of  a  machine  It  Is  not  an  invention,  but  at  most  the  result  of  one.  {Comitig 
T.  Burden^  15  How.,  252;  WesHnghouse  v.  Boyden,  C.  D.,  1898,  443;  83 
O.  a,  10e7;  170  U.  S..  537;  in  re  White,  O.  D.,  1908,  628;  136  O.  G.,  1771; 
31  App.  D.  C,  007.)" 

2.  Same — Method  of  Accounting. 

Claims  for  a  "  method  of  accounting  "  Held  unpatentable. 

Mr.  Eugene  C.  Brown^  Mr.  Chas.  A.  Brovm^  and  Mr.  L.  A.  WU- 
Hams  for  the  appellant. 

Mr.  R.  F.  Whitehead  for  the  Commissioner  of  Patents. 
RoBB,  /.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
refusing  the  appellant  a  patent  on  his  alleged  invention  relating,  as 
he  says  in  his  application,  to  ^^  automatic  accounting  systems." 

The  purpose  of  the  applicant, 
says  the  Commissioner, 

Is  to  avoid  the  possibility  of  errors  in  the  keeping  of  double-entry  accounta 
He  points  out  that  In  transferring  entries  from  the  journal  to  the  ledger  in 
which  such  accounts  are  commonly  kept,  It  frequently  happens  that  the  debit 
entry  under  one  account  will  not  be  duplicated  In  the  credit  entry  under  the  cor- 
responding account,  or  that  one  of  the  double  entries  will,  through  inadvertence, 
be  entirely  omitted.  To  overcome  this  difllculty,  he  has  devised  a  machine  to 
mechanically  register  the  entries,  so  constructed  that  a  credit  In  one  account 
necessarily  results  in  a  debit  entry  of  the  same  amount  in  some  other  account. 
Thus  the  only  volitional  acts  required  of  the  operator  are  the  indication  of  the 
proper  accounts  for  such  entries  and  the  fixing  of  the  amount,  on  the  keyt)oard 
of  the  machine. 

The  issue  is  stated  in  twenty-two  claims,  of  which  the  following 
are  representative: 

1.  The  method  of  accounting  which  consists  in  freely  selecting  any  two  out 
of  three  or  more  entry-receiving  devices  establishing  reversed  relations  between 
a  common  actuating  means  and  the  respective  entry-receiving  devices  of  the 
selected  pair,  adjusting  the  actuating  means  to  determine  the  magnitude  of  its 
actuation,  and  actuating  the  entry-receiving  devices  while  automaticaily  main- 
taining said  adjustment  and  said  reversed  relations. 

10.  The  method  of  transmitting  entries  telegraphically  as  herein  described, 
by  causing  actuation  of  distant  entry-receiving  mechanisms  corresponding  to 
manual  set-ups  on  a  set  of  operating-keyboards,  substantially  as  set  forth. 
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18.  The  method  of  accounting  which  consists  in  effecting  automatically 
counterbalanced  entries  in  any  two  out  of  three  or  more  entry-receiving  devices 

19.  The  method  which  consists  in  automatically  maintaining  a  condition  of 
equilibrium  in  three  or  more  entry-receiving  devices,  while  indefinitely  repeating 
the  following  series  of  operations;  freely  selecting  any  two  of  the  entry- 
receiving  devices,  establishing  operative  relations  with  respect  to  the  selected 
entry-receiving  devices,  operating  the  selected  entry-receiving  devices  from  a 
common  volitionally-controlled  source  and  simultaneously  controlling  the  opera- 
tion of  automatic  mechanism  for  making  a  record  of  the  operations  of  the  three 
or  more  entry-receiving  devices. 

The  Primary  Examiner  rejected  all  the  claims  upon  the  ground 
that  they  involved  "  nothing  more  than  the  function  of  the  machine," 
claims  for  which  were  then  pending.  Thereupon  reconsideration  of 
the  decision  was  sought  and  obtained,  appellant  filing  a  compre- 
hensive brief  in  support  of  his  contentions.  Upon  reconsideration  the 
Examiner  adhered  to  his  prior  decision.  The  Examiners-in-Chief, 
who  then  passed  upon  the  case,  after  full  consideration  sustained 
the  Examiner,  closing  their  opinion  as  follows : 

The  Examiner  has  rejected  the  claims  as  covering  nothing  more  than  the 
functions  of  a  machine.  It  may  be  that  in  form  they  do  not  cover  precisely 
the  function  of  the  machine  but  they  seem  to  cover  any  and  all  ways  of  pro- 
ducing the  result  at  which  applicant  aims  and  his  method  is  nothing  more  than 
selecting  and  operating  the  proper  parts  of  a  machine  to  carry  out  the  functions 
for  which  the  machine  is  designed.  The  Examiner  states  that  there  seems  to 
be  no  patentable  method  set  forth  in  claim  1,  which  is  the  claim  specifically 
discussed  by  him,  and,  more  specifically,  no  method  that  can  be  separated  from 
the  particular  machine  or,  of  course  broadly  speaking,  its  equivalent,  and  the 
ground  of  rejection  seems  to  correspond  closely  with  the  facts.  As  this  ground 
of  rejection  seems  to  apply  equaUy  well  to  all  of  the  claims,  the  action  of  the 
IPyflmfnftr  is  afllnued. 

The  case  then  received  further  consideration  by  the  Commissioner, 
who  reached  the  same  conclusion,  saying: 

I  am  of  the  opinion  that  the  claims  were  properly  rejected,  since  they  dis- 
tinguish from  what  is  old  only  in  setting  forth  the  function  or  operation  of  the 
applicant's  machine. 

We  have  given  this  case  very  careful  consideration  but  we  are 
nevertheless  constrained  to  sustain  the  views  of  the  Patent  Office 
tribunals.  Before  proceeding  to  a  very  brief  recital  of  our  reasons 
we  deem  it  necessary  to  direct  attention  to  the  unwarranted  criticism 
of  the  Patent  Office  found  in  appellant's  supplemental  brief.  Appel- 
lant sought  and  obtained  permission  to  file  this  brief  for  the  declared 
purpose  of  further  elucidating  the  one  question  involved  in  the  ap- 
peal. Instead  of  adhering  to  that  purpose  he  has  devoted  a  con- 
siderable portion  of  the  thirty-one  pages  of  his  supplemental  brief 
to  criticism  of  the  Patent  Office  tribunals.  It  is  needless  to  say  that 
we  regard  such  criticism  as  an  abuse  of  the  privilege  accorded  and 
utterly  without  bearing  upon  the  question  before  us. 
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The  patent  law  authorizes  the  issuance  of  a  patent  to  any  person 
who  has  invented  or  discovered  any  new  and  useful  art,  and  a  process 
may  constitute  such  an  art  To  constitute  such  an  art,  however,  it 
must  be  capable  of  producing  a  beneficial  result  without  the  aid  of 
any  particular  mechanism,  for  where  the  process  is  simply  the 
function  or  operative  effect  of  a  machine  it  is  not  an  invention,  but 
at  most  the  result  of  one.  ( Coming  v.  Burden,  15  How.,  252 ;  Westing- 
house  V.  Boyden,  C.  D.,  1898,  443;  83  O.  G.,  1067;  170  U.  S.,  537; 
in  re  White,  C.  D.,  1908,  528;  136  O.  G.,  1771;  31  App.  D.  C,  607.) 

In  his  application  appellant  states: 

The  inTention  here  presented  suhstitntes  the  antomatic  for  the  human  ele- 
ment in  all  operations  subsequent  to  the  initial  act  of  entry,  and  to  that  extent 
diminates  the  liability  to  error,  the  labor,  and  the  delay  inherent  In  the  methods 
now  practiced. 

The  only  element  of  novelty  which  appellant  is  able  to  point  oat 
in  these  claims  is  that  of — 

establishing  reversed  relations  between  a  common  actuating  means  and  the 
respective  entry-receiving  devices  of  the  selected  pair. 

A  debit  and  credit  sheet  having  been  selected  it  is  contended  that 
the  placing  of  them  in  such  a  position  that  a  debit  and  credit  entry 
may  be  made  at  the  same  time  by  a  single  operating  device  consti- 
tutes an  inventive  idea.  Debit  and  credit  pages  were  of  course  old, 
and  many  forms  of  duplicating  devices  were  known.  Surely  the 
idea  of  placing  a  piece  of  carbon-paper  between  debit  and  credit  pages 
so  that  a  rubber  stamp  would  make  an  impression  upcm  each  at  the 
same  time  constitutes  no  invention;  and  yet  this  is  the  only  novel 
feature  of  appellant's  claims.  As  is  well  said  by  the  Examiners-in- 
Chief- 
it  will  thus  be  seen  that  unless  the  claim  be  construed  to  cover  some  more 
definite  form  of  oitry-receivlng  device  and  a  common  actuating  means,  such 
for  instance  as  two  mechanical  registers  operated  by  a  common  operating-bar, 
the  claim  would  have  nothing  patentable  in  it,  and  if  so  construed  the  claim 
would  not  cover  a  proper  method  as  it  would  clearly  be  limited  to  a  specific 
mechanical  device  such  as  would  be  found  in  applicant's  other  machine  applica- 
tion, where  it  can  be  properly  claimed. 

What  is  the  result  achieved  by  appellant's  alleged  process?  It  is 
nothing  more  than  the  making  of  a  simultaneous  debit  and  credit 
entry.  This  result,  as  we  have  seen,  is  not  patentable.  It  may  well 
be  that  the  manner  in  which  appellant  achieves  this  result  through 
the  operation  of  his  machine  is  new ;  in  other  words,  his  machine  may 
be  patentable  but  his  present  claims  are  not.  His  machine  patent 
would  not,  of  course,  prevent  others  from  reaching  the  same  result 
in  an  entirely  different  way,  but  the  granting  of  his  present  applica- 
tion would.  Had  he  really  invented  a  method  of  simultaneous  double- 
entry  bookkeeping  he  would  be  entitled  to  the  protection  of  that  in- 
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vention,  but  having  merely  invented  a  machine  by  which  such  a  result 
is  attained  he  is  not  entitled  to  a  monopoly  of  more  than  the  machine. 
A  method  patent  was  sustained  for  a  process  of  making  paper  bags 
but,  as  pointed  out  by  Mr.  Justice  Brown  in  the  Westinghouse  Caae^ 
(C.  D.,  1898,  443;  83  O.  G.,  1067;  170  U.  S.,  537,)  the  process  might 
be  performed  manually  by  ^^  the  folding  of  paper  in  a  peculiar  way ;  " 
in  other  words,  the  discovery  of  a  peculiar,  novel,  and  useful  way  of 
folding  constituted  the  invention. 

Witfiout  further  elaboration  we  sustain  the  decision  of  the  Com- 
missioner. 


[Coort  of  Appeals  of  the  District  of  Colambia.] 

Sanders  v.  Emerson. 

Decided  December  i,  1911, 

174  O.  O.,  1220;  37  App.  D.  O.,  68S. 

1.  INTEBFEBBNCE — TESTIMONY — OBJECTION  TO  F6B1C  OF  QUlSmONB — DUBEOABDED 

Whebb  Pbiobitt  is  Satisfactobilt  Established. 
Where  S.  objected  to  certain  questions  on  the  ground  that  they  were 
leading  and  to  the  instructions  to  other  witnesses  by  counsel  for  E.  not  to 
answer  certain  questions  aslced  on  cross-examination,  but  these  objections 
were  not  urged  before  the  Examiner  of  Interferences  or  the  Bxaminers-ln- 
Chlef,  Held  that  as  E.  had  satisfactorily  established  priority  of  Invention 
by  a  preponderance  of  evidence  these  objections  would  not  be  considered, 
and,  further,  that  a  failure  to  insist  upon  these  objections  before  the  lower 
tribunals  might  well  be  considered  a  waiver  thereof. 

2.  Same — PBioBrrr — Reduction  to  Pbacticb. 

Where  the  claims  call  for  a  sound-record  having  a  record-surface  coating 
of  shellac-like  record  material  and  the  evidence  showed  that  E.  made  a 
sound-record  having  a  record-surface  of  celluloid.  Held  that  this  was  an 
embodlmait  of  the  issue,  since  in  view  of  the  disclosures  of  both  parties 
the  celluloid  surface  was  a  "  coating  '*  of  ''  shellac-Uke  '*  material. 
8.  Same — Same — Same. 

Where  E.  built  a  sound-record  having  the  characteristics  specified  In  tlie 
issue,  which,  while  it  was  not  a  finished  commercial  article,  demonstrated 
the  success  of  the  Invention,  as  it  accurately  reproduced  sound  and  pos- 
sessed good  wearing  qualities.  Held  that  this  constitutes  a  reduction  to 
practice  of  the  invention. 

{Fcr  Commissioner's  decision  see  ante,  H;  17 4  O.  O.,  8S1.) 

Mr.  D.  P.  Wolhaupter  and  Mr.  MelviUe  Church  for  the  appellant. 
Mr.  8.  T.  Cameron^  Mr.  C.  A.  L.  Massie,  Mr.  Reeve  Lewie^  and  Mr. 
W.  B.  Kerkam  for  the  appellee. 

RoBB,  /.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding  in  which  priority  of  invention  was 
awarded  Emerson,  the  senior  party. 
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The  invention  is  narrow  in  scope  and  involves  an  alleged  improve- 
ment in  a  sound*record  for  talking-machines.  The  issue  is  expressed 
in  the  following  counts: 

1.  A  sound-record  composed  of  a  body  portion  containing  inferior  plastic  mate- 
rial unsuited  for  a  smooth  record-surface,  a  record-Burface  coating  of  superior 
shellac-like  record  material,  and  a  separating-aheet  between  said  body  portion 
and  said  coating  to  which  sheet  said  k)ody  portion  and  coating  adhere 

2.  A  sound-record  composed  of  a  body  portion  containing  Inferior  plastic  ma- 
terial rendered  plastic  by  heat  and  unsuited  for  a  smooth  record-surface,  a 
record-surface  coating  of  superior  shellac-like  record  material  and  a  separating- 
sheet  between  said  body  portion  and  said  coating  to  which  sheet  said  body 
portion  and  coating  adhere. 

3.  A  sound-record  composed  of  a  body  portion  containing  inferior  plastic  mate- 
rial unsuited  for  a  smooth  record-surface,  a  record-surface  coating  of  superior 
shellac-like  record  material,  and  a  separating-sheet  between  said  body  portion 
and  said  coating  to  which  sheet  said  body  portion  and  coating  adhere  under  heat 
and  pressure. 

The  idea  of  constructing  the  body  or  base  of  such  a  record  of  a 
coarse  material  and  the  surface  of  a  finer  material  was  not  new. 
(See  patent  to  Eambert,  No.  644,223.)  The  idea  of  interposing  a 
"  separating-sheet  between  said  body  portion  and  said  coating "  was 
new,  and  constitutes  the  gist  of  the  invention. 

The  Examiner  of  Interferences  in  his  opinion  reviewed  the  evi- 
dence with  care,  discussed  at  length  the  contentions  of  the  parties, 
and  awarded  priority  of  invention  to  Emerson.  Upon  appeal  to  the 
Examiners-in-Chief,  two  members  sitting,  one  member  of  the  Board 
was  of  the  opinion  that  the  decision  of  the  Examiner  should  be  sus- 
tained, while  the  other  member  entertained  a  contrary  view.  An 
appeal  was  then  taken  to  the  Commissioner  whose  decision  was,  as 
we  have  stated,  in  favor  of  Emerson. 

Upon  the  taking  of  Emerson's  proof  certain  objections  were  noted 
by  Sanders  because,  as  Sanders  conceived,  some  of  the  questions  were 
leading  and  because  counsel  for  Emerson  instructed  witnesses  to  de- 
cline to  answer  certain  questions  propounded  during  cross-examina- 
tion. These  objections,  however,  so  far  as  the  record  discloses,  were 
not  brought  to  the  attention  of  either  the  Examiner  of  Interferences 
or  the  Examiners-in-Chief.  Evidently,  in  the  presentation  of  his 
case  before  the  Commissioner,  Sanders  adverted  to  them,  for  in  clos- 
ing his  opinion  the  Commissioner  says: 

Sanders  has  criticized  the  forms  of  questions  and  the  position  tak^i  by 
counsel  for  Emerson  in  advising  his  client  that  certain  questions  need  not  be 
answered. 

Finding  that  Emerson  had — 

satisfactorily  established  his  claim  of  prior  inventorship  of  the  invoitlon  in 
issue  by  a  preponderance  of  competent  eridence, 
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the  Commissioner  did  not  stop  to  consider  these  objections.  For  the 
same  reason,  we  do  not  deem  it  necessary  to  do  so  here.  Moreover, 
it  well  might  be  held  that  failure  on  the  part  of  Sanders  to  insist  upon 
the  objections  in  the  hearings  before  the  two  lower  tribunals  con- 
stituted a  waiver  thereof. 

A  review  of  Emerson's  evidence  leaves  no  room  for  doubt  that  in 
December,  1903,  many  months  prior  to  the  entry  of  Sanders  into  the 
field,  Emerson  made  a  sound-record  embodying  this  invention.  We 
shall  not  review  that  evidence  since  it  has  been  carefully  reviewed  by 
the  Patent  Office.  In  making  this  sound-record  Emerson  used  a  base 
or  body  of  inferior  material.  This  idea,  as  previously  suggested, 
was  old.  He  then  cut  two  sheets  of  celluloid  and  two  sheets  of  paper 
to  fit  his  dies  and  then  covered  one  side  of  each  sheet  of  paper  with 
shellac.  He  then  placed  in  the  bottom  of  the  hot  die  a  piece  of  cellu- 
loid, over  this  a  sheet  of  paper  with  a  shellac  surface  against  the 
celluloid,  then  the  inferior  material  of  asphaltum  and  resin,  then  a 
sheet  of  paper  with  the  shellac  side  up,  then  the  other  sheet  of  cellu- 
loid. Over  this  came  the  top  of  the  die.  Pressure  was  then  applied 
to  the  mass  and  a  sound-record  produced.  While  this  sound-record 
was  not  a  finished  commerial  product,  it  nevertheless  fully  demon- 
strated the  success  of  tl^  invention;  in  other  words,  it  reproduced 
sound  accurately  and  possessed  good  wearing  qualities.  What  re- 
mained to  be  done  required  no  further  invention.  It  was  merely  a 
question  of  mechanical  development. 

Sanders  insists  that  the  above  sound-record  first  constructed  by 
Emerson  did  not  embody  the  issue.  He  says  that  the  celluloid  sur- 
face is  not  a  "  coating,"  does  not  adhere  to  the  separating-sheet,  and 
that  this  surface  is  not  "  superior  shellac-like."  These  contentions 
are  clearly  based  upon  a  misconception  of  the  issue.  There  is  no 
limitation  in  the  claims  as  to  the  manner  in  which  the  separating- 
sheet  is  to  be  made  to  adhere  to  the  material  above  and  below  it. 
The  sheet  is  merely  to  be  between  the  body  portion  and  the  coating 
and  when  the  record  is  complete  the  three  must  be  one.  In  fact,  from 
an  inspection  of  Sanders's  application  it  appears  that  he  did  not 
contemplate  a  direct  adherence  for  he  speaks  of  the  use  of  shellac 
between  the  two  surfaces  as  a  cementing  material.  His  present  con- 
tention is  an  afterthought  and  finds  no  support  either  in  the  applica- 
tions or  in  the  claims.  His  second  contention  has  no  greater  merit. 
In  interpreting  these  claims  we  must  give  them  as  broad  a  meaning 
as  their  terminology  will  reasonably  permit.  (Miel  v.  Toung^  C.  D., 
1907,  561;  128  O.  G.,  2532;  29  App.  D.  C,  481;  Lindmark  v.  Hodg- 
kinson,  C.  D.,  1908,  540 ;  137  O.  G.,  228 ;  31  App.  D.  C,  612.)  Giving 
the  claims  such  an  interpretation  we  agree  with  the  Patent  Office  that 
'^  coating "  as  therein  used  simply  means  an  outer  layer  or  covering 
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and  that  any  surface  material  which  is  "  shellac-like  ^'  responds  to 
the  issue.    In  his  application  Emerson  refers  to  shellac  but  says — 

it  is  obvious  that  other  gums,  celluloid,  or  like  material,  may  be  employed  in 
the  same  way. 

Sanders  in  his  application  refers  to  shellac  as  the  best  substance 
for  a  binder  but  he  is  careful  not  to  limit  himself  to  that  substance, 
as  later  on  he  refers  to  this  material  as  "gramophone-record  ma- 
terial." The  Patent  OflSce  has  found  that  celluloid  is  a  shellac-like 
substance  within  the  meaning  of  these  claims  and  we  are  quite  con- 
tent with  that  finding. 

The  decision  of  the  Gommdssioner  will  therefore  he  affirmed. 

Affirm>ed» 


[Court  of  Appeals  of  the  District  of  Colombia.] 

Johnson  Edugatob  Food  Company  v.  Sylvanus  Smtth  &  Co.,  iNa 

Decided  April  S,  1911. 
176  O.  G.,  268;  87  App.  D.  C.  107. 

1.  Trasb-Mabkb — Goods  of  the  Same  Descbiptivi^Pboperties. 

"  We  think  two  trade-marks  may  be  said  to  be  appropriated  to  mer- 
chandise of  the  same  descriptive  properties  in  the  sense  meant  by  the 
statute  when  the  general  and  essential  characteristics  of  the  goods  are 
the  same.  *  *  *  The  test  is  whether  there  is  such  a  sameness  in  the 
distinguishing  characteristics  of  the  goods  as  to  be  likely  to  mislead  the 
general  public.*' 

2.  Same — Same — Salted,  Smokfd,  Packed,  and  Canned  Fish  Not  of  Same 

Descbiftiye  Pbopebties  as  Cbackebs,  Biscuits,  and  Breakfast  Cereals. 

An  opposition  by  the  owner  of  a  mark  applied  to  crackers,  biscuits, 
bread,  and  breakfast  cereals  to  the  registration  by  another  of  the  same 
mark  as  applied  to  salted,  smoked,  pickeled,  and  canned  fish  Held  properly 
dismissed,  since  *'  it  requires  altogether  too  great  a  stretch  of  the  imagina- 
tion to  conclude  that  any  one  calling  for  breakfast  food  would  accept  salted 
codfish  without  knowing  the  difference." 

{For  Commissioner's  decision  see  ante,  ^;  174  O,  G,,  1027.) 

Mr.  George  P.  Dike  for  the  appellant. 

Mr.  G.  A.  Barnard  for  the  appellee. 
EoBB,  e/.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
dismissing  the  opposition  of  appellant  to  the  registration  of  the  word 
"  Educator  "  as  a  trade-mark  for  salted,  smoked,  pickled,  and  canned 
fish.  Appellant  had  previously  registered  the  same  word  as  a  trade- 
mark for  crackers,  biscuits,  bread,  and  breakfast  cereals,  and  had  built 
up  an  extensive  trade  in  those  products.  The  opposition  is  based 
upon  the  contention  that  the  preparations  of  appellant  are  ''  of  the 
same  descriptive  properties  "  as  the  fish  products  of  appellee. 
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This  is  a  statutory  proceeding  and  we  must,  of  course,  be  governed 
by  the  provisions  of  the  statute  relating  thereto.  Section  4  (b)  of 
the  Trade-Mark  Act  of  February  20,  1905,  (33  Stat.,  724,)  prohibits 
the  registration  of  two  marks  ''  appropriated  to  merchandise  of  the 
same  descriptive  properties,"  and  section  7  of  the  same  act  permits  a 
prior  registrant  or  applicant  to  oppose  the  registration  of  a  mark 
"  appropriated  to  goods  of  the  same  descriptive  properties  "  as  his 
own. 

We  think  two  trade-marks  may  be  said  to  be  appropriated  to  merchandise  of 
the  same  descriptive  properties  in  the  sense  meant  by  the  statute  when  the 
general  and  essential  characteristics  of  the  goods  are  the  same.  *  *  *  The 
test  is  whether  there  is  such  a  sameness  in  the  distinguishing  characteristics  of 
the  goods  as  to  be  likely  to  mislead  the  general  public.  (Phoeniw  Paint  d 
Varnish  Co,  v.  John  T,  Lewis  d  Bros.  Co.,  C.  D.,  1909,  303;  139  O.  G..  990;  82 
App.  D.  C,  285 ;  Walter  Baker  d  Co.,  LinUteS,  v.  Harrison,  C.  D.,  1909,  284 ;  138 
O.  G.,  770;  32  App.  D.  C.  272.) 

Unless,  therefore,  there  are  no  distinguishing  characteristics  be- 
tween the  goods  of  the  respective  parties,  we  have  no  authority  to 
interfere  with  the  award  of  registration  to  appellee.  We  think  the 
case  ruled  by  our  decision  in  the  Muralo  Co.  v.  National  Lead  Go.^ 
present  term,  (C.  D.,  1911,  324;  165  O.  G.,  475;  36  App.  D.  C,  541.) 
In  that  case  the  Muralo  Company  sought  registration  of  a  mark  for 
calcimine.  The  opposition  was  upon  the  ground  that  calcimine  was  of 
the  same  descriptive  properties  as  white  lead, -to  which  the  opposer's 
mark  applied.  The  Court,  speaking  through  Mr.  Chief  Justice 
Shepard,  said : 

The  real  question  is  whether  the  use  of  the  figure  of  a  Dutch  boy  on  one 
package  and  that  of  a  Dutchman  on  the  other  is  calculated  to  mislead  an  ordi- 
nary  person  seeking  to  buy  white  lead,  into  buying  a  package  of  calcimine. 
Bearing  In  mind  the  essential  differences  between  the  two  articles,  we  think  it 
lmiK)88ib1e  that  such  should  be  the  case.  The  purchaser  has  some  definite  use 
in  view  and  must  know  whether  he  wants  white  lead  to  compound  into  paint, 
or  for  other  purposes,  or  whether  he  wants  calcimine.    •    ♦    • 

The  fact  that  one  intending  to  use  oil-paint  for  interior  walls  calls  for  white 
lead,  but  may  be  Induced  to  use  calcimine  instead  upon  the  representation  that 
it  is  cheaper  and  when  put  on  the  wall  cannot  be  distinguished  from  oil-paint 
by  any  one  but  an  expert,  does  not  make  a  case  of  confusion  in  trade. 

In  the  present  case  it  requires  altogether  too  great  a  stretch  of  the 
imagination  to  conclude  that  any  one  calling  for  breakfast  food  would 
accept  salted  codfish  without  knowing  the  difference.  The  general 
and  essential  characteristics  of  the  two  products  are  dissimilar,  and 
while  each  is  prepared  for  human  consumption  no  confusion  such  as 
the  statute  contemplates  can  possibly  arise  in  the  mind  of  the  public 
if  the  two  products  are  sold  under  the  same  mark. 

7'ke  decmon  of  the  Commissioner  is  therefore  affirmed^  and  the 
clerk  will  certify  this  opinion  as  by  law  required. 
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C  Court  of  Appeals  of  the  Dtotrtct  of  Columliia.] 

MiDGLEY  V.  Ward. 

Decided  December  4, 1911. 

176  O.  G.,  269;  37  App.  D.  O.,  595. 

L  Interference — ^Priority. 

Evidence  reviewed  and  Held  to  establish  that  W.  was  the  first  to  concelTe 
the  invention  and  was  diligent  at  and  after  the  time  M.  entered  the  field 
and  that  priority  was  properly  awarded  him. 
2.  Same — ^Testimony — Leading  Question. 

Certain  qnestions  considered  and  Held  not  leading. 

(For  ComnUssiofier's  decision  see  C,  D.,  1911,  229;  17S  O.  G.,  SS4.) 

Mr.  W.  B,  Corwin  and  Mr,  Edward  W,  VaiU  for  the  appellant 

Mr.  John  H.  Roney  for  the  appellee. 
RoBB,  /.; 

This  is  an  interference  proceeding  in  which  priority  of  invention 
was  awarded  Ward. 

The  invention  relates  to  a  so-called  antiskidding  device  for  auto- 
mobile-tires and  is  expressed  in  ten  counts,  of  which  the  following  are 
representative: 

1.  A  tire  of  resilient  material  having  embedded  in  the  tread  portion  thereof  a 
plurality  of  helices  so  disposed  that  portions  thereof  are  flush  with  the  road- 
engaging  surface  of  the  tire. 

4.  A  tire  of  resilient  material  having  embedded  in  the  resilient  material 
thereof  a  structure  comprising  a  plurality  of  layers  of  metallic  coils,  portions 
of  the  bent  rods  or  wires  of  the  outer  layer  being  flush  with  the  road-engaging 
surface  of  the  tire. 

10.  A  tire-tread,  a  substantially  continuous  elastic  member  embedded  therein 
and  coiled  in  the  direction  of  the  circumference,  and  having  portions  of  its  coil 
exposed  upon  the  tread. 

Each  of  the  three  tribunals  of  the  Patent  Office  found  that  Midgley 
is  entitled  to  no  date  of  conception  or  disclosure  of  the  issue  prior  to 
May,  1906.  We  concur  in  that  finding.  Midgley  filed  his  applica- 
tion September  11, 1906,  while  that  of  Ward  was  not  filed  until  April 
19, 1907. 

The  Examiner  of  Interferences,  after  a  careful  review  of  the  evi- 
dence in  behalf  of  Ward,  ruled  that  it  established  conception  of  the 
invention  by  Ward  in  July  or  August  of  1905,  and  that  inasmuch  as 
Ward  was  exercising  diligence  at  and  after  the  time  Midgley  entered 
the  field  in  May,  1906,  he  was  entitled  to  the  award  of  priority.  The 
Examiners-in-Chief  reversed  this  ruling  largely  upon  the  ground 
that  the  answers  of  Ward's  principal  witness,  a  Mr.  Atterholt,  were 
inspired  by  leading  questions  and  hence  that  such  answers  were  not 
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entitled  to  consideration.  The  First  Assistant  Commissioner,  who 
then  heard  the  case  on  appeal,  in  a  well-considered  opinion,  (C.  D., 
1911,  229;  173  O.  G.,  584,)  pointed  out  the  untenableness  of  the 
Board's  position  and  sustained  the  Examiner  of  Interferences. 

The  decision  of  the  Assistant  Commissioner  was  clearly  right.  We 
entertain  no  doubt  that  Ward  conceived  and  disclosed  the  invention 
long  prior  to  the  time  Midgley  entered  the  field.  As  that  evidence 
has  been  reviewed  by  the  Examiner  of  Interferences,  we  content  our- 
selves with  a  mere  statement  of  our  conclusion. 

While  we  do  not  wish  to  detract  from  the  force  of  our  observations 
in  American  Stove  Co.  v.  Detroit  Stove  Wm^ks^  (C.  D.,  1908,  407; 
134  O.  G.,  2246;  31  App.  D.  C,  304,)  concerning  the  practice  of  ask- 
ing leading  questions,  we  agree  with  the  Assistant  Commissioner  that 
the  questions  here  involved  are  not  of  that  character.  To  illustrate : 
Mr.  Atterholt  was  asked  whether  Ward  had  explained — 

how  he  Intended  to  utilize  this  (the  exhibit)  in  connection  with  an  automo- 
bile-tire. 

The  answer  of  the  witness  clearly  showed  that  he  did  not  fully 
understand  the  question.  Counsel,  apparently  appreciating  this,  then 
asked  the  following  question : 

Possibly  you  misunderstood  my  question.  Did  Mr.  Ward,  at  the  time  he 
showed  this  sample,  explain  to  you  how  it  was  to  be  applied  to  a  tire?  If  so, 
give,  as  near  as  you  can  recall,  Mr.  Ward's  statement  in  this  respect 

The  witness  had  already  testified  that  the  sample  referred  to  had 
been  shown  him  by  Mr.  Ward  and  had  already  stated  in  response  to 
an  entirely  proper  question  his  independent  recollection  of  the  nature 
of  the  invention  and  that  it  was  to  be  applied  to  tires.  It  is  at  onoe 
apparent  that  this  question  was  in  no  way  leading  but  merely  cal- 
culated to  direct  the  attention  of  the  witness  to  the  particular  matter 
under  investigation.  It  was  not  strange  that  the  witness  should  have 
been  somewhat  misled  when  he  was  asked  whether  Ward  had  ex- 
plained to  him  how  he  intended  to  utilize  an  exhibit  consisting  of 
a  short  piece  of  rubber  with  wire  coils  embedded  therein  "  in  connec- 
tion with  an  automobile-tire."  The  object  of  the  challenged  question 
was  clearly  to  elicit  from  the  witness  any  information  that  had  been 
imparted  to  him  by  Ward  concerning  the  manner  in  which  the  inven- 
tion was  to  be  applied  to  a  tire.  The  question  does  not  contain  a 
suggestion  of  the  expected  answer.    This  is  the  test. 

For  the  reasons  given  by  the  Assistant  Commissioner^  we  affirm 
his  decision. 

A-ffmned. 
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In  re  Madden. 

Decided  January  2,  1912. 

175  O.  O.,  109e;  88  App.  D.  a,  04. 

PAIBNTABILITr— DBSIOir. 

A  design  for  a  water-closet  Held  onpataitable  in  view  of  prior  art 
(For  CommisHoner*8  decision  see  ante,  20;  174  O.  G.,  SSS.) 

Mr.  L.  M.  Hopkins  for  the  appellant 

Mr.  W.  S.  Ruchman  for  the  Commissioner  of  Patents. 
Shepabd,  C.  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of 
Patents  rejecting  an  application  of  Patrick  J.  Madden  for  a  patent 
for  a  new  and  ornamental  design  for  the  bowl  of  a  water-closet. 
Upon  reference  to  several  existing  patents  in  the  same  field,  it  was 
held  that  there  was  no  invention  involved  in  the  described  design. 

It  is  unnecessary  to  review  the  several  references.  In  view  of 
these,  and  another  patent  issued  to  the  applicant,  we  fully  concur  in 
the  decision  of  the  Commissioner  that  there  is  no  novelty  disclosed. 

The  decision  is  affirmed. 


ECoart  of  Appeftla  of  the  District  of  ColvniMa.] 

O'Connor  v.  Bettendobf. 

Decided  January  2,  1912, 

176  O.  a.  1099;  S8  App.  D.  C.  105. 

iNTKiumtircB— Pbiobitt. 

Held  that  the  record  established  that  B.  was  the  prior  inventor. 
{For  Commissioner's  decision  see  ante,  41;  175  O.  G.»  266.) 

Mr.  H.  N.  Low  for  the  appellant. 
Mr.  F.  D.  Thomason  for  the  appellee. 

BoBB,  /.; 

This  is  an  appeal  by  O'Connor  from  a  decision  of  the  Commis- 
sioner of  Patents  in  which  priority  of  invention  was  awarded  Bet- 
tendorf. 

The  invention  has  to  do  with  draft-rigging  for  railroad-cars  and 
the  issue  is  expressed  in  the  following  counts : 

1.  A  draft  and  buffing  gear  comprising  a  single  draft-beam,  cheek-plates 
secured  to  opi)oaite  sides  of  the  beam,  a  draw-bar,  followers,  a  cushioning 
device  In  connection  with  the  followers,  and  means  connecting  the  draw-bar 
with  the  rear  foUower. 

2.  A  draft  and  bufBng  gear  comprising  a  single  flanged  metallic  beam,  cheek- 
plates  secured  to  opposite  sides  of  the  beam,  a  draw-bar,  followers,  a  cushioning 
device  in  connection  with  the  followers,  and  means  connecting  the  draw-bar 
with  tbe  rear  follower. 
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8.  A  draft  and  buffing  gear  comprising  an  I-beam  with  part  of  its  web  re- 
moved, cheek-plates  secured  to  opposite  sides  of  the  beam,  a  draw-bar,  follow- 
ers, a  cushioning  device  in  connection  with  the  followers,  and  means  connecting 
the  draw-bar  with  the  rear  follower. 

O'Connor  is  the  senior  party,  having  filed  his  application  May  16, 
1908,  nine  or  ten  days  after  conceiving  the  invention,  while  Betten- 
dorf  did  not  file  until  May  23,  1908.  Each  of  the  tribunals  of  the 
Patent  Office  has  reviewed  the  evidence  in  detail  and  each  has  reached 
the  conclusion  that  Bettendorf  was  the  prior  inventor.  The  earliest 
date  of  conception  awarded  O'Connor  was  March  7,  1908.  He  relies 
upon  the  filing  of  his  application  to  establish  reduction  to  practice. 
Each  of  the  Patent  Office  tribunals  found  a  conception  of  the  inven- 
tion by  Bettendorf  in  1906,  when  a  sample-car  known  as  the  "  Wa- 
bash "  car  and,  according  to  those  tribunals,  embodying  every  ele- 
ment of  the  invention  was  made  at  the  factory  of  the  Bettendorf 
Axle  Company.  Each  of  those  tribunals  has  further  found  that  in 
January,  1908,  a  date  prior  to  the  entry  of  O'Connor  into  the  field, 
negotiations  were  under  way  with  the  Chicago,  Milwaukee  &  St. 
Paul  Railway  looking  to  the  manufacture  for  that  company,  by  the 
Bettendorf  Company,  of  cars  embodying  the  invention  in  issue,  and 
that  another  sample-car  known  as  the  "  Milwaukee  "  car  and  em- 
bodying the  invention  was  thereupon  constructed  and,  on  March  6, 
1908,  inspected  by  certain  named  officials  of  said  railway  company. 
At  this  inspection  two  officials  of  the  Chicago,  Burlington  &  Quincy 
Railway  were  present.  We  shall  not  consume  time  with  a  useless 
review  of  the  evidence  which  we  think  not  only  warranted  but  com- 
pelled the  conclusions  reached  by  the  Patent  Office. 

O'Connor  insists,  however,  that  even  assuming  the  correctness  of  the 
decision  of  the  Patent  Office  on  the  question  of  priority,  the  patent 
should  nevertheless  be  issued  to  him.  This  contention  grows  out  of 
an  incident  which  occurred  just  prior  to  O'Connor's  conception  of 
the  invention.  At  that  time  O'Connor  was  employed  by  the  W.  H. 
Miner  Company  of  Chicago,  to  whom  he  assigned  his  invention. 
That  company  was  engaged  in  the  manufacture  of  draft-rigging  of 
various  kinds  and  had  done  some  business  with  the  Bettendorf  Com- 
pany. Understanding  that  the  Miner  friction  draft-gear  was  to  be 
used  by  the  Bettendorf  Company  in  carrying  out  its  contract  with 
the  Chicago,  Milwaukee  &  St.  Paul  Railway  Company  the  Miner 
Company  sought  from  the  Bettendorf  Company  drawings  of  the  car- 
underframe.  Of  course  the  Miner  friction  draft-gear  did  not  contain 
the  invention  in  issue.  On  March  7,  1908,  the  following  communi- 
cation was  sent  the  Miner  Company  by  the  Bettendorf  people : 

Confirming  our  phone  conversation  of  this  afternoon,  we  are  sorry  t)  advise 
you  that  our  design  of  the  draft-gear  end  of  the  center  sill  on  the  Milwaukee 
Btock-ear  underframe  is  in  such  a  stage  that  we  cannot  send  you  a  sketch  or 
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print  of  the  same;    The  fact  is  that  as  yet,  no  complete  drawings  hav^  been 
made. 

O'Connor  contends  that  the  sending  of  this  communication^  under 
the  circumstances  disclosed,  estopped  Bettendorf  from  making  claim 
to  the  invention.  This  communication,  he  contends,  led  him  to  be- 
lieve that  the  field  was  open  and  he  thereupon,  in  good  faith,  pro- 
ceeded to  devise  an  under  frame  embodying  the  invention.  Assum- 
ing that  the  relations  of  the  parties  were  such  as  to  pennit  O'Connor 
to  take  advantage  of  any  lack  of  good  faith  on  the  part  of  Betten- 
dorf, we  agree  with  the  Patent  Office  that  the  above  communication  is 
not  reasonably  susceptible  of  the  construction  placed  upon  it  by 
O'Connor.  It  was  perfectly  well  known  by  the  Miner  Company 
that  this  "  Milwaukee "  sample-car  was  being  very  hastily  con- 
structed and  that  under  the  custom  obtaining  among  manufacturers 
complete  or  final  drawings  were  not  made  until  after  tentative  draw- 
ings had  been  submitted  to  the  railway  company  for  approval.  Upon 
the  completion  of  this  sample-car  slight  modifications  or  changes 
might  have  been  required  by  the  railway  company.  These  facts  must 
be  kept  in  mind  while  reading  the  letter  under  consideration.  In 
that  letter  the  Miner  Company  were  simply  told  that  a  sketch  or 
print  of  the  sample-car  underframe  could  not  then  be  sent;  that  no 
complete  drawings  had  then  been  made.  It  was  an  entirely  un- 
warranted inference  on  the  part  of  the  Miner  Company  that  this 
sample-car  underframe  did  not  contain  novel  and  patentable  features, 
or  that  Bettendorf  was  not  then  engaged  in  devising  such  features. 
Certain  it  is  that  this  letter  cannot  be  construed  as  a  disclaimer  of 
the  invention. 

The  decision  of  the  Comisdoner  is  afftrToed. 

Affirmed. 


[Coart  of  Appeals  of  the  District  of  Columbia.] 

O'CONNER  V.  BETrEinX)RF, 

Decided  January  2,  1912. 

176  O.  G.,  1100;  38  App.  D.  C,  109. 

lRTEKFE3tENCB — PBIOBnT. 

Priority  Held  properly  awarded  to  B. 

(For  CommisHoner'a  decision  see  ante^  il;  176  O.  G.,  2$6.) 

Mr.  H.  N.  Low  for  the  appellant 
Mr,  F.  D,  Thomason  for  the  appellee. 

RoBB,  J.: 

This  case  involves  the  same  parties  and  applications  as  were  in- 
volved in  the  preceding  case.  The  record  presented  by  each  party 
is  also  the  same  as  in  that  case. 
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The  counts  in  this  case  are  nine  in  number,  of  which  the  following 
are  representative: 

1.  The  combination  with  a  draft-rigging,  of  suitable  end  sills  and  a  single 
I-beam  center  sill  the  ends  of  which  are  bifurcated  and  secured  to  said  end 
sills,  and  which  is  provided  with  a  longitudinally-elongated  opening  in  aline- 
ment  with  the  space  between  said  bifurcations  from  which  it  is  separated  by  a 
portion  of  the  web. 

8.  In  a  car  the  combination  with  end  sills,  and  a  single  rolled  metul  beam 
center  sill  the  ends  of  which  are  connected  to  said  end  sills  and  bifurcated 
longitudinally,  and  provided  with  a  longitudinal  opening  alining  with  and 
separated  from  said  bifurcations  by  a  vertically-disposed  integral  part  of  the 
web  of  said  center  sill,  longitudinally-disposed  springs  and  reciprocal  means 
for  retaining  the  same,  of  a  draw-bar  movable  in  the  space  between  said 
bifurcations,  and  a  buffer-block  interposed  between  said  springs  and  draw-bar 
and  divided  longitudinally  for  a  portion  of  Its  length  so  as  to  pass  on  either 
side  of  the  vertically-disposed  web  portion,  and  having  longitudinally-disposed 
forward  extensions  projecting  from  its  forward  end  and  passing  forward  on 
each  side  of  said  draw-bar,  and  links  connecting  the  spring-retaining  means 
and  said  draw-bar. 

9.  The  combination  with  a  draft-rigging,  of  an  end  sill,  a  frame  secured 
to  the  outer  side  thereof  and  surrounding  nn  opening  through  which  tho  draw- 
bar extends,  and  a  single  I-beam  center  sill  the  end  of  which  is  bifurcated  to 
receive  said  draw-bar  and  the  lower  bifurcation  of  which  is  secured  to  said 
frame  below  said  draw-bar. 

For  the  reasons  assigned  in  the  preceding  case  the  decision  of  the 
Commissioner  is  affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Nash  v.  Bettbndort, 

Bedded  January  2, 191t. 

175  O.  G.,  1100;  38  App.  D.  C,  Ua 

iNTEBnERENCB — ^PUOBITY. 

Priority  Held  properly  awarded  to  B, 

{For  Commissioner' 8  decision  see  note  ante,  -}!;  175  O.  Q„  266.) 

Mr.  H.  N.  Low  for  the  appellant. 
Mr.  F.  D.  Thomason  for  the  appellee. 

BoBB,  /.; 

This  case  involves  the  same  application  of  Bettendorf  that  we 
have  considered  in  the  two  preceding  cases.  Nash,  the  other  party  to 
the  interference  and  the  appellant  here,  was  connected  with  the 
W.  H.  Miner  Company  and  assigned  his  application  to  that  com- 
pany.   As  the  date  of  conception  claimed  by  Nash  is  March  7,  1908, 
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we  must,  for  the  reasons  assigned  in  appeal  No.  735,  a;ffLrm  the  deci- 
sion of  the  Comrndsaioner  awarding  priority  of  in/ventian  to  Bettenr 
dorf. 


tCoort  of  Appeals  of  the  District  of  ColumbU.] 

Healey  V.  Tnwood  and  Lavenbebo. 
Decided  January  2, 1912. 

176  O.  G.,  2T5 ;  38  App.  D.  C,  78. 

L   INTERFEBENCE — CONCUBBENT     DECISIONS     OF     PATENT     OFFICE — BNTITLID     TO 

Gbeat  Weight. 

"The  concurrent  decisions  of  the  Office  tribunals  on  questions  of  fact 
arising  In  interference  cases  are  entitled  to  very  great  weight,  and  will  not 
be  disturbed  except  for  manifest  error,  and,  as  was  said  in  Lindmark  v. 
Hodgkinson,  (0.  D.,  1908.  540;  137  O.  G.,  228;  31  App.  D.  C,  612,)  'Espe- 
cially is  this  true  in  a  case  like  the  present  which  Involyes  complicated 
construction  about  which  the  experts  of  the  Patent  Office  are  less  liable 
to  err  than  ourselves.' " 
2.  Same — Pbiobity. 

The  decision  of  the  Commissioner  of  Patents  holding  that  the  device  of 
I.  and  L.  was  not  inoperative  and  awarding  priority  to  them  affirmed.. 

Mr.  C.  D.  Davis  and  Mr.  Ira  L.  Fish  for  the  appellant. 
Mr.  F.  M.  Phelps  for  the  appellee^ 

Shepard,  C.  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  case. 

The  interference  was  declared  between  two  applications  of  Inwood 
and  Lavenberg,  and  one  of  Norman  E.  Brown  for  a  patent  for  a 
machine  for  making  wire-bound  box-blanks.  The  wooden  box-blanks 
are  reinforced  by  parallel  strands  of  wire  which  are  stapled  thereto. 
The  machines  of  the  respective  parties  are  substantially  the  same  save 
in  this  respect :  Brown's  machine  has  guides  for  supporting  and  hold- 
ing the  work-holder  in  position  for  movement  in  a  straight  line  with  a 
pair  of  toothed  feeding- wheels  engaging  racks  on  the  under  side  of 
the  work-holder,  while  the  machine  of  Inwood  and  Lavenberg  has 
no  guides,  but  the  work-holder  is  advanced  by  a  long  grooved  roller 
engaging  racks  on  the  under  side  of  the  same.  The  issue  consists  of 
twenty-two  counts.  During  the  progress  of  the  case,  Inwood  and 
Lavenberg  sought  to  amend  by  adding  to  their  claims  certain  claims 
in  Brown's  application  which  include  as  an  element  the  guideways 
for  supporting  the  work-holder  in  position  for  movement  in  a 
straight  line.    The  leave  to  amend  was  denied  by  the  several  tribu- 
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nals  of  the  Offioe.  In  deciding  that  application,  the  Examiners-in- 
Chief  used  this  language,  which  is  now  relied  on  by  the  appellant  in 
the  argument  of  the  question  involved  in  this  appeal : 

It  is  urged  fhat  this  language  [means  for  holding  said  members  to  straight 
lines  of  travel,  as  used  in  certain  of  the  proposed  amended  claims]  is  broad 
enough  to  read  upon  the  grooved  feed-roUer  for  feeding  the  work-support 
There  are  several  reasons  why  this  is  an  impossible  construction  of  the  lan- 
guage of  the  claims  in  question.  In  the  first  place,  clearly  the  grooved  feed- 
roller  permits  lateral  motion  of  the  work-supports  so  that  they  might  so  far 
as  this  roller  is  concerned  travel  forward  in  a  curved  or  zigzag  imth.  But 
were  this  objection  not  present  the  claims  in  question  clearly  call  for  additional 
guiding  elements,  and  such  are  shown  in  the  Brown  application  from  which 
the  claims  are  taken.  It  would  obviously  be  improper  to  give  the  claims  an 
interpretation  in  which  they  would  not  be  predicable  upon  the  structure  dis- 
closed in  the  application  from  which  they  were  taken. 

These  additional  claims  being  excluded,  the  case  proceeded  upon 
the  issue  containing  counts  not  including  these  guides  of  Brown.  It 
is  unnecessary  to  set  out  the  entire  issue.  The  last  two  counts  em- 
braced in  the  motion  to  dissolve  read  as  follows : 

21.  A  portable  carriage,  forming  an  adjunct  applicable  to  a  blank-stitching 
machine,  and  comprising  in  combination  cleat-supporting  members  and  spacers 
operating  to  space  the  cleats  endwise  from  each  other. 

22.  A  portable  carriage,  forming  an  adjunct  applicable  to  a  blank-stitching 
machine,  and  conq;>rising  in  combination  cleat-supporting  bars  and  spacing- 
blocks  for  the  cleats  on  the  said  bara 

Inwood  and  Lavenberg  were  the  senior  parties,  and  the  burden  of 
proving  priority  was  upon  Brown.  He  took  no  testimony,  and  upon 
the  record  Inwood  and  Lavenberg  were  entitled  to  the  award  of 
priority  that  was  made  to  them,  provided  they  were  entitled  to  make 
the  claims  at  all. 

Brown  moved  to  dissolve,  claiming  that  Inwood  and  Lavenberg 
had  no  right  to  make  the  claims  first,  because  counts  21  and  22  were 
not  patentable,  and — 

second,  that  the  machine  shown  and  described  in  the  said  Inwood  and  Laven- 
berg application  is  not  operative;  that  this  machine  will  not  properly  carry 
the  blank  material  through  the  machine,  and  is  incapable  of  making  wire- 
bound  box-blanks  in  the  manner  described  in  said  application;  that  the  com- 
bination former  and  box-blank  machine  disclosed  in  this  Inwood  and  Lavenberg 
application  will  not  properly  insert  the  staples  in  the  box-blank  and  will  not 
properly  apply  the  binding-wires  to  said  blank;  and  that  the  said  machine  is 
absolutely  inoperative  for  any  purpose  whatever. 

It  is  this  second  ground  that  is  involved  in  the  appeal. 

The  Primary  Examiner,  to  whom  the  question  was  referred  in  the 

first  instance,  held  that  the  machine  was  operative.     In  his  decision, 

he  refers  to  and  discusses  certain  affidavits  presented  by  the  assignee 

of  Brown  on  the  question  of  operativeness.    The  Examiner  of  Inter- 
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ferences  adopted  this  decision  and  awarded  priority  to  Inwood  and 
Lavenberg. 

The  Examiners-in-Chief  in  affirming  this  decision  held  that  it  was 
apparent  that  the  blank-carrying  carriage  would  be  operative  without 
the  guides  which  Brown  declared  essential.  On  appeal  to  the  Com- 
missioner this  decision  was  affirmed. 

The  appellant  took  no  evidence  in  support  of  his  motion  on  the 
question  of  operativeness,  as  suggested  to  him  in  the  decision  of  the 
Primary  Examiner,  and  we  do  not  find  in  the  record  the  ex  parte 
affidavits  referred  to  by  him.  The  operativeness  of  the  machine  was 
first  decided  by  the  expert  Primary  Examiner  when  the  application 
was  allowed.  Since  then,  upon  the  motion  presenting  the  direct 
question,  he  has  come  to  the  same  conclusion;  and  this  conclusion 
has  been  affirmed  in  turn  by  the  three  tribunals  of  the  Office  acting 
judicially. 

The  concurrent  decisions  of  the  Office  tribunals  on  questions  of 
fact  arising  in  interference  cases  are  entitled  to  very  great  weight, 
and  will  not  be  disturbed  except  for  manifest  error,  and,  as  was 
said  in  Lindmark  v.  Hodgkimon^  (C.  D.,  1908,  540;  137  O.  Q.,  228; 
81  App.  D.  C,  612,)— 

Bspecially  is  tbis  true  in  a  case  like  tiie  present  whicli  InvolveB  complicated 
construction  about  which  the  experts  of  the  Patent  Office  are  less  liable  to 
err  than  ourselves. 

The  weight  of  these  concurring  decisions  is  not  impaired  by  the 
language  used  by  the  Examiners-in-Chief  in  passing  upon  Inwood 
and  Lavenberg's  motion  to  amend,  which  is  quoted  above.  The 
question  of  operativeness  was  not  then  before  them. 

We  cannot  say,  from  an  inspection  of  the  drawings  and  specifica- 
tions of  the  Inwood  and  Lavenberg  application,  which  is  all  that  is 
before  us,  that  there  was  manifest  error  in  holding  that  their  ma- 
chine was  operative  without  guiding  devices  similar  to  Brown's. 

It  foUowa  that  the  decision  must  he  affirmed.  It  is  so  ordered  and 
that  this  decision  be  certified  to  the  Commissioner  of  Patents. 

Affirmsdm 


[Coart  of  Appeals  of  the  Difltrlct  of  Colombia.] 

PoPB  V,  McKenzie. 

Decided  January  2,  1912, 

176  O.  G.,  1072;  38  App.  D.  C,  111. 

1.  IHTEBFEKBNOE— PBioRmr— When  Senior  Party  is  Put  to  Proof. 

The  party  to  an  interference  wlio  first  flies  an  allowable  application  is 
not  put  upon  his  proof  until  his  adversary  shall  have  introduced  evidence 
showing  his  own  independeiit  conception  of  the  invention  prior  to  that  date. 
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I 
2^  Samb — Sams — ^Evidbnoe  as  to  thb  Third  Party's  Inventorship  Immaterial. 
TUe  Junior  party  to  an  interference  cannot  defeat  the  senior  party's  right 
by  showing  that  a  third  person  not  a  party  to  the  proceedings  was  the  real 
inventor,   (citing  Foster  v.  AntUdel,  a  D.,  1890,  413;  88  O.  G.,  1527;  14 
App.  D.  a,  552.) 
3.  Same — Same. 

Evid^ice  reviewed  and  Held  InsofBcient  to  show  that  P.  conceived  the 
invention  prior  to  McK.'s  filing  date  and  that  priority  was  therefore  prop- 
^  erly  awarded  the  latter. 

{For  CommUsUmer^s  decision  see  ante,  S:  174  0.  G.,  68S.) 

Mr.  F.  W.  Winter  for  the  appelant 

Mr.  A.  P.  Greeley  and  Mr.  A.  M.  Austin  for  the  appellee. 

Shepard,  G.  J.: 

Frederick  Pope  appeals  from  a  decision  of  the  Commissioner  of 
Patents  awarding  priority  to  McKenzie  in  an  interference  proceeding 
between  them  as  applicants  for  a  patent  for  an  apparatus  for  distill- 
ing wood.    The  issue  is  in  three  counts  as  follows : 

1.  An  apparatus  for  the  extraction  of  turpentine,  etc.,  from  wood,  comprising 
a  closed  vessel  for  the  reception  of  wood  to  be  treated  provided  with  inlet 
and  outlet  for  the  bath  and  combined  products  respectively,  a  vessel  for  the 
reception  of  the  bath  and  combined  products,  means  for  circulating  the  bath 
between  the  two  vessels,  means  for  introducing  steam  into  the  bath  in  the 
second-named  vessel,  means  for  condensing  the  vapors  from  the  second-named 
vessel,  and  means  for  reheating  the  bath  on  its  return  from  the  second-named 
vessel  to  the  first-named  vessel. 

2.  An  apparatus  for  the  extraction  of  turpentine,  ete.,  from  wood,  comprising 
a  vessel  for  the  reception  of  the  wood  to  be  treated  provided  with  inlet  and 
outlet  for  the  bath  and  combined  products  respectively,  a  vessel  for  the  recep- 
tion of  a  portion  of  the  bath  with  which  the  wood  has  been  treated,  means  for 
circulating  a  portion  of  the  bath  between  the  two  vessels,  means  for  introducing 
steam  into  the  portion  of  the  bath  In  the  second-named  vessel  to  remove  the 
extracted  products,  and  means  for  condensing  all  the  vapors  from  the  second- 
named  vessel. 

3.  An  apparatus  for  extracting  products  from  wood,  a  retort  in  which  the 
wood  is  to  be  treated  with  a  bath,  a  vapori zing-chamber  connected  to  the  retort, 
means  for  maintaining  {Hressure  In  said  retort,  means  for  circulating  the  bath 
from  the  retort  to  the  vaporizing- chamber  and  return,  and  means  for  heating 
the  bath  on  its  way  back  to  the  retort. 

McKenzie's  application  filed  June  20,  1908,  is  for  the  reissue  of  a. 
patent  granted  to  him  April  30,  1907,  upon  application  filed  Decem- 
ber 30,  1905.    Pope's  application  was  filed  December  13,  1906. 

McKenzie  is  entitled  to  the  date  of  his  original  application.  Pope 
is,  therefore,  the  junior  party  and  charged  with  the  burden  of  over- 
coming his  adversary's  prima  facie  case.  E.  B.  Weed  was  the  fore- 
runner of  the  parties  in  this  particular  art.  He  had  organized  a  cor- 
poration in  New  York  for  the  purpose  of  distilling  turpentine  in 
North  Carolina.  Early  in  the  year  1903,  Malcolm  McKenzie,  his 
brother  Angus,  and  some  associates  of  theirs  had  purchased  stock  in 
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the  corporation.  The  McKenzies  were  made  members  of  the  board  of 
directors;  Angus  becoming  president  and  Malcolm  general  manager. 
Pope  was  employed  by  the  corporation  in  June,  1904,  became  super- 
intendent, and  resigned  or  was  discharged  in  May,  1905. 

In  our  view  of  the  point  upon  which  the  case  turns,  it  is  unneces- 
sary to  enter  into  a  discussion  of  the  particular  meaning  of  the  issue 
or  the  sources  of  the  several  counts  thereof,  or  of  the  dates  of  con- 
ception, disclosure,  reduction,  etc.,  alleged  in  the  preliminary  state- 
ments. The  Examiner  of  Interferences  decided  in  favor  of  Pope. 
He  first  revfewed  the  evidence  on  behalf  of  McKenzie  and  held  it 
insufficient  to  show  that  he  had  made  the  invention  prior  to  his  filing 
date.  While  not  expressly  so  holding,  the  inference  is  strong  that  he 
regarded  McKenzie  as  deriving  his  knowledge  of  the  invention  from 
Weed,  who  died  before  this  controversy  arose.  Reviewing  the  evi- 
dcnce  on  behalf  of  Pope  he  found  it  sufficient  to  show  that  he  had 
knowledge  of  the  invention  before  McKenzie,  and  had  therefore  dis- 
charged the  burden  of  proof.  He  evidently  thought  that  Pope  de- 
rived the  idea  of  the  invention  from  Weed,  though  he  may  have 
improved  thereon.  He  refers  to  the  claim  of  McKenzie  that  Pope 
derived  his  information  from  Weed ;  but  holding  that  McKenzie  had 
failed  to  show  that  he  had  given  the  original  idea  to  Weed  to  work 
out,  he  held  that  this  was  inadmissible,  under  the  rule  declared  in 
Foster  v.  Antisdel,  (C.  D.,  1899,  413;  88  O.  G.,  1527;  14  App.  D.  C, 
552.)  The  Examiners-in-Chief,  (two  members  sitting,)  reversed 
this  decision.  They  regarded  the  proofs  of  each  party  as  unsatisfac- 
tory in  respect  of  the  matter  of  conception  and  reduction  to  practice, 
and  gave  to  each  the  benefit  of  his  filing  date  only.  Their  decision 
was,  therefore,  that  Pope  had  not  sustained  the  burden  of  proof. 
They  also  held  that  both  McKenzie  and  Pope  had  derived  all  of  their 
information  as  to  count  3  from  Weed  and  called  the  attention  of  the 
Commissioner  to  the  fact  that,  for  that  reason,  count  3  was  not  pat- 
entable to  either  party. 

The  Commissioner,  passing  the  recommendation  as  to  count  8, 
affirmed  the  decision  in  favor  of  McKenzie.  He  found  that  Pope  had 
not  established  a  conception  of  any  one  of  the  counts  prior  to  McKen- 
zie's  filing  date,  and  also  if  given  the  date  alleged  in  his  statement, 
he  could  not  recover  because  of  laches.  He  concluded  the  discussion 
as  follows: 

The  evidence  in  this  case  Is  such  that  the  parties  must,  in  effect,  stand  upon 
their  respective  filing  dates,  and  on  those  McKenzie  must  prevail. 

The  conditions  of  this  case  are  quite  similar  to  those  in  the  case  of 
Mills  and  Conn  v.  Darlington  (post^  460;  178  O.  G.,  321;  38  App. 
D.  C,  95).  As  indicated  in  that  case,  the  one  first  to  file  an  allow- 
able application  is  not  put  upon  his  proof  until  his  adversary  shall 
have  introduced  evidence  showing  his  own  independent  conception  of 
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the  invention  prior  to  that  date.  For  the  satisfactory  reasons  given 
in  the  opinion  of  Foster  v.  Antisdel  (C.  D.,  1899,  413;  88  O.  G.,  1527; 
14  App.  D.  C,  662)  he  cannot  defeat  the  senior  party's  right  by  show- 
ing that  a  third  person,  not  a  party  to  the  proceeding,  was  the  real 
inventor.  We  agree  with  the  Commissioner  that  Pope's  evidence  is 
not  sufficient  to  show  that  he  conceived  the  invention  prior  to  the 
filing  of  McKenzie's  invention.  This  being  the  case  it  is  unnecessary 
to  review  the  evidence  introducedby  McKenzie  to  show  that  he  con- 
ceived and  reduced  to  practice  the  invention  prior  to  filing  his 
application. 

Far  the  reasons  given^  the  decision  must  be  affirmed.  It  is  so 
ordered,  and  that  this  decision  be  certified  to  the  Commissioner  of 
Patents. 


(Court  of  Appeals  of  the  District  of  OolnmblA.] 

Hawkins  v.  Ward. 

Decided  January  B,  1912. 

177  O.  G.,  242;  38  App.  D.  O..  90. 

INTERFEBENGE — PbIORITY — REDUCTION  TO  PBA.CTICE — DILIGENCE. 

Where  H.,  who  was  the  first  to  conceive  the  inTentlon  in  issue,  delayed 
the  reduction  to  practice  thereof  until  it  could  be  determined  whether  his 
invention  would  be  an  infringement  of  any  prior  existing  patent  and 
whether  it  would  be  necessary  to  modify  the  device,  so  as  to  avoid  such 
prior  patent,  and  in  the  meantime  W.  conceived  the  invention  and  reduced 
the  same  to  practice,  Held  that  H.  was  lacking  in  diligence,  and  priority 
was  properly  awarded  to  W. 

{Far  Commissioner's  decision  see  ante,  bO;  175  0.  O.,  845.) 

Mr.  A,  G.  Davis,  Mr.  A.  A.  Buck,  and  Mr.  G.  E,  Cruse  for  the  ap- 
pellant. 
Mr.  Samuel  M.  Ward,  Jr.,  pro  se. 

Van  Orsdel,  /.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding.  The  issue  of  the  interference  is  as 
follows : 

1.  In  a  block-signaling  system,  the  combination  of  a  step-by-step  controller 
at  each  end  of  the  block,  one  of  which  is  operated  a  step  forward  and  back- 
ward respectively  in  response  to  each  car  entering  and  leaving  the  block  in  a 
givoi  direction,  a  danger-signal  set  in  response  to  the  first  forward  movement 
of  said  controller  and  cleared  by  its  last  retuni  movement  a  signal  set  at  the 
entering  end  of  the  block  in  reisponse  to  the  setting  of  said  danger-signal, 
danger  and  caution  signals  similarly  arranged  with  respect  to  the  olJier  con- 
troller and  governed  thereby  in  response  to  cars  entering  and  leading  the  block 
Jn  the  opposite  direction,  two  line-wires  only  extending  along  the  block  for 
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controlling  and  operating  said  signals,  and  means  indading  a  switch  for 
causing  an  indication  of  the  movement  of  the  operating-controller  to  be  giv^i 
each  following  car  entering  the  block  after  the  signals  are  set. 

2.  In  a  signaling  system,  the  combination  of  step-by-step  controllers,  one  at 
each  end  of  the  block,  one  of  said  controllers  operated  a  step  forward  and  back> 
ward  respectively  in  response  to  cars  entering  and  leavhig  the  block  in  one 
direction,  a  danger-signal  set  when  said  controller  assumes  its  first  forward 
movement  and  cleared  when  the  controller  is  restored,  the  other  step-by-step 
controller  similarly  operated  in  resix)n8e  to  cars  entering  and  leaving  the  block 
in  the  other  direction,  a  danger-signal  similarly  set  by  said  controller,  a  single 
line-wire  for  controlling  the  setting  of  either  of  said  signals,  and  a  signal  set 
in  response  to  the  setting  of  one  of  said  danger-signals  for  indicating  to  tbe 
first  car  of  a  series  the  setting  of  said  danger-signal. 

3.  In  a  block-signaling  system,  the  combination  of  a  step-by-step  controller  at 
each  end  of  the  block  one  of  which  is  operated  a  step  forward  and  backward 
respectively  in  response  to  each  car  entering  and  leaving  the  block  in  a  given 
direction,  a  danger-signal  at  one  end  of  the  block  set  in  response  to  the  first 
forward  movement  of  said  controller  and  cleared  in  response  to  its  last  backward 
movement,  a  signal  at  the  entering  end  set  in  response  to  the  setting  of  the 
danger-signal,  means  for  causing  an  indication  to  be  given  each  subsequent  car 
to  show  the  forward  movement  of  its  signal-controller,  signals  and  circuits 
similarly  arranged  and  controlled  by  the  other  step-by-step  controller  in  response 
to  cars  entering  and  leaving  the  block  in  the  opposite  direction,  and  a  common 
line-circuit  for  controlling  the  setting  of  the  danger-signals. 

4.  In  a  block-signaling  i^stem.  a  signal-circuit  extending  along  the  block, 
signal-setting  means  at  one  end  controlled  through  said  circuit  by  the  first 
car  of  a  possible  series  entering  the  block  for  setting  a  signal  at  that  end,  a 
signal  at  the  other  end  controlled  through  said  circuit  by  the  setting  of  the 
first  signal,  and  a  switch  operated  in  advancing  the  controller  and  controlled 
by  the  entry  of  each  succeeding  car  of  the  series  for  causing  an  indication  of 
the  controller  movemoit  to  be  given  each  of  said  cars  without  affecting  said 
first  signal. 

It  appears  from  the  record  that  appellant  disclosed  the  invention 
about  May  25,  1907,  and  filed  his  application  on  November  29,  1907. 
Appellee  disclosed  it  about  June  15,  and  filed  his  application  on  July 
22, 1907.  Neither  party  reduced  the  invention  to  practice.  It  is  con- 
ceded that  appellant  was  the  first  to  conceive  and  disclose  the  in- 
vention. 

The  sole  question,  therefore,  is  whether  appellant  exercised  due  dili- 
gence toward  reducing  the  invention  to  practice.  It  appears  from  the 
record  that  appellant  is  an  engineer  and  patent  attorney  in  the  employ 
of  the  General  Electric  Company,  the  assignee  of  his  application.  It 
may,  therefore,  be  presumed  that  he  is  skilled  in  the  art  to  which  this 
invention  belongs,  as  well  as  the  practice  in  procuring  patents.  It 
appears  that  a  large  part  of  the  time  between  the  date  of  disclosure 
and  the  date  of  filing  his  application  in  the  Patent  Office  was  con- 
sumed in  making  an  investigation  to  determine  whether  or  not  this 
invention  would  be  an  infringement  upon  any  prior  existing  patent. 
It  is  contended  that  such  investigation  constitutes  a  proper  excuse  for 
delay.    With  this  contention  we  cannot  agree.    We  see  no  distinction 
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between  delay  for  the  purpose  of  ascertaining  whether  or  not  there 
is  infringement,  and  delay  for  the  mere  business  purpose  of  exploiting 
an  invention  before  making  application  for  patent.  In  neither  case 
does  this  furnish  a  valid  excuse. 

It  does  not  affect  the  patentability  of  a  novel  device  that  it  may, 
perchance,  have  to  pay  tribute  to  some  dominating  patent.  This  is 
merely  a  question  between  the  pioneer  inventor  and  the  one  who 
conceives  the  improvement.  The  latter  is  not  entitled  to' withhold 
his  improvement  from  the  public  until  he  may  manufacture  free 
from  the  claims  of  earlier  inventors,  and  then  secure  a  monopoly 
for  the  full  period  allowed  by  the  patent  laws.  Neither  is  he  entitled 
to  delay  the  completion  of  his  invention  pending  an  examination 
into  the  prior  art  for  the  purpose  of  discovering  dominating  patents, 
in  order  to  determine  whether  it  should  seem  advisable  to  him  to 
modify  his  invention  so  as  not  to  come  within  the  scope  of  such 
earlier  patents.  This  is  what  appellant  did  here,  for  in  his  testimony 
he  says: 

I  felt  reasonably  sure  that  Mr.  Fairfax  was  not  going  to  find  any  patents 
which  would  force  us  seriously  to  modify  the  system. 

It  can  hardly  be  contended  that  actions  which  might  result  in  the 
modification  of  the  invention  in  issue  constitute  diligence  in  reduc- 
ing this  system  to  practice. 

The  decision  of  the  Com/mdssioner  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Affl/rmed, 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Schwbinfurter  Pracisions-Kugel<-Lager-Werke  Fichtel  & 

Sachs. 

Decided  Fel^ruary  5,  191ft. 

1T7  O.  G.,  243;  38  App.  D.  C,  279. 

1.  Tsade-Mabks — Representation  of  Ball-Beabino  and  Lfttebs  "  F    AS** 

FOB  BalztBeabing — Descbiptive. 
a  mark  consisting  of  the  representation  of  a  ball-bearing  intertwined 
with  the  letters  "FAS  ''Held  descriptive  as  applied  to  ball-bearings,  since 
its  most  prominent  feature  is  the  figure  representing  a  ball-bearing  and  as 
accurately  describes  the  articles  to  which  it  is  applied  as  would  the  printed 
words  **  Ball-Bearing.** 

2.  Same— Reoistbability. 

In  considering  whether  a  trade-mark  is  registrable  the  mark  must  be 
considered  in  its  entirety.  {Johnnon  v.  Branda^,  O.  D.,  1909,  298 ;  189  O.  G^ 
782;  82  App.  D.  O.,  848.) 

Mr.  J.  C.  Dowell  for  the  appellant. 

Mr.  W.  S.  Ruckman  for  the  Commissioner  of  Patents. 

542S2°— 13 32 
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Shepard,  G,  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
denying  registration  of  a  trade-mark.  The  mark  consists  of  a  figure 
representing  an  annular  "ball-bearing"  intertwined  in  which  are 
the  letters  F  &  S  in  large  ornamental  type.  It  is  applied  to  a  class 
of  goods  particularly  described  as — 

ban  bearings,  race  rings  for  ball  bearings,  ball  retainers,  ball  spacers  and 
separators,  appliances  for  fixing  baH-bearings  upon  shafts  or  journals,  roller 
bearings,  balls  and  roUers  for  bearings,  cup-and-cone  bearings.  Journal  bearings 
tbrast  bearings.  Journal  bearings,  bearing  casings,  axles,  hub  boxes  and  casings^ 
inner  boxes  and  casings  for  shaft  bearings,  lubricators*  shaftings,  couplings, 
pillow  blocks,  bearing  brackets,  shaft  hangers  and  frames,  toothed  wheels, 
sprocket-wheels  and  sprocket-chains,  power  transmitting  and  transforming  gears, 
multiple  speed  gears,  change  gears,  differential  gears,  pulleys,  pulley-blocks, 
cranes,  windlasses,  steam  and  gas  engines  and  motors,  hydraulic  motors,  tur- 
bines, pumps,  blowers,  grinding  machines,  drilling  machines,  planers  and  lathes, 
and  repair  parts  of  the  foregoing. 

Registration  was  refused,  first,  because  the  representation  of  the 
"ball  bearing"  is  descriptive;  and,  second,  because  it  so  nearly  re- 
sembles a  representation  of  a  "  ball  bearing  "  previously  registered 
by  one  Kempster,  as  to  be  likely  to  produce  confusion  in  trade. 

The  trade-mark  must  be  considered  in  its  entirety  as  applied  for. 
{Johnson  V.  Brandau,  C.  D.,  1909,  298;  139  O.  G.,  732;  32  App.  D.  C, 
348.)  Hence  we  need  not  follow  the  argument  that  the  F  &  S  is  a 
valid  technical  trade-mark  of  itself. 

We  agree  with  the  Commissioner  that  the  mark  applied  for  is  de- 
scriptive within  the  meaning  of  the  Trade-Mark  Act.  Its  most 
prominent  feature  is  the  figure  representing  a  ball-bearing  and  as 
accurately  describes  the  articles  to  which  it  is  applied  as  would  the 
printed  words — Ball  Bearing. 

It  is  not  necessary  to  consider  the  second  ground  of  rejection. 

The  decision  will  he  aifirmed.  It  is  so  ordered,  and  that  this  de- 
cision be  certified  to  the  Commissioner  of  Patenta 

Affl/rmed* 


(Court  of  Appeals  of  the  DiBtrlct  of  Colnmbta.] 

Thomas  v.  Weintraub. 

Decided  February  5,  191i, 

177  O.  G.,  772;  38  App.  D.  C.  281. 

1.  Interference — Prelimiitart  Statements — ^Amendment. 

The  rule  requiring  preliminary  statements  is  a  salutary  one,  its  obTlouB 
object  being  to  elicit  from  each  of  the  parties  certain  vital  information 
before  any  party  is  informed  as  to  the  statements  of  any  other.  Owing 
to  the  purpose  of  the  rule,  the  exercise  of  the  Commissioner's  discretion 
In  passing  upon  motions  to  amend  such  statements  will  not  be  disturbed 
unless  it  is  plain  that  there  has  been  an  abuse  of  that  discretion. 
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2.  Same— Pbiobitt. 

Priority  Held  properly  awarded  to  W.,  since  the  earlier  applicationa 
relied  upon  by  T.  did  not  disclose  the  invention  in  issue. 
{For  Commissioner* 9  decision  see  anie^  55;  it 5  O,  G.,  1097 ») 

Mr.  C.  A.  Terry  for  the  appellant. 

Mr.  A.  G.  Davis  J  Mr.  A.  D.  Luntj  and  Mr.  Charles  McClair  for 
the  appellee. 

RoBB,  J. : 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding  in  which  priority  of  invention  was 
awarded  Weintraub,  the  senior  party.  The  decision  was  an  affirm- 
ance of  that  of  the  Examiners-in-Chief,  whose  decision  in  turn 
affirmed  that  of  the  Examiner  of  Interferences. 

The  issue  is  expressed  in  four  counts,  of  which  the  following  are 
sufficiently  representative  for  the  purposes  of  this  opinion : 

1.  The  combination  of  a  source  of  single-phase  alternating  current,  an 
exhausted  receptacle,  electrodes  therefor  one  at  least  of  which  is  of  vaporizable 
material,  connections  between  some  of  said  electrodes  and  the  terminals  of 
said  source  a  connection  between  another  of  said  electrodes  and  a  point  of 
intermediate  potential  on  said  source,  and  means  inde])endent  of  said  source 
for  generating  ionized  vapor  from  the  substance  of  the  last-mentioned  elec- 
trode. 

4.  The  combination  of  an  exhausted  envelop  provided  with  electrodes,  a 
source  of  single-phase  alternating  curr^it,  means  Independent  of  said  source 
for  rendering  the  interior  of  said  envelop  conducting  for  currents  of  a  given 
direction  and  means  for  causing  energy  derived  from  both  polarity -waves  of 
the  alternating  current  to  flow  through  said  envelop. 

A  preliminary  question  must  first  be  considered:  February  14th 
and  February  26th,  1903,  were  respectively  alleged  by  Thomas  in 
his  preliminary  statement  as  his  dates  of  conception  and  reduction 
to  practice.  These  dates  were  found  to  be  later  than  those  alleged 
by  Weintraub.  Thereupon  Thomas,  before  the  taking  of  any  testi- 
mony by  Weintraub,  moved  for  leave  to  amend  his  preliminary 
statement  and  substitute  January  21st,  1903,  as  his  da|^  of  conception 
and  reduction  to  practice.  Thomas  contended  that  certain  other 
applications  filed  by  him  on  the  new  date  given  disclosed  the  inven- 
tion, and  hence  that  he  should  be  permitted  to  amend.  The  Exam- 
iner of  Interferences  denied  his  motion  but  proceeded  to  examine  the 
prior  applications  which  inspired  it,  reaching  the  conclusion  that 
they  did  not  disclose  the  issue.  The  Examiners-in-Chief  agreed  with 
the  Examiner  of  Interferences  that  the  earlier  applications  did  not 
disclose  the  issue.  The  Commissioner,  after  an  examination  of  these 
earlier  applications,  ruled  that  inasmuch  as  they  did  not  disclose  the 
invention,  it  was  unnecessary  to  consider  whether  the  motion  to 
amend  should  have  been  granted  by  the  Examiner  of  Interferences. 

The  rule  requiring  preliminary  statements  is  a  salutary  one,  its 
obvious  object  being  to  elicit  from  each  of  the  parties  certain  vital 
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information  before  any  party  is  informed  as  to  the  statements  of 
any  other.  Owing  to  the  purpose  of  the  rule,  the  exercise  of  the 
Conmiissioner's  discretion  in  passing  upon  motions  to  amend  such 
statements  will  not  be  disturbed  unless  it  is  plain  that  there  has 
been  an  abuse  of  that  discretion.  In  the  present  case,  had  the  Com- 
missioner been  convinced  that  the  earlier  applications  of  Thomas 
really  disclosed  the  invention,  there  was  no  apparent  reason  why  the 
motion  should  not  have  been  allowed.  The  Commissioner,  however, 
proceeded  to  examine  the  earlier  applications  and  reached  the  con- 
clusion that  they  did  not  disclose  the  invention.  We  think,  therefore, 
that  this  action  of  the  Commissioner  must  be  taken  to  mean  that 
his  reason  for  not  allowing  the  amendment  was  because  of  his  con- 
clusion as  to  the  scope  of  the  disclosure  in  the  prior  applications. 
The  Examiner  of  Interferences  thus  describes  the  invention : 
In  apparatus  of  this  character  it  is  well  understood  that  the  inldal  resistance 
is  high,  while  the  running  resistance  is  low ;  but  if  current,  when  once  started, 
ceases  to  flow  for  any  period,  however  short,  the  initial  high  resistance  of  the 
apparatus  is  restored.  So  long  as  current  flows  from  any  source,  there  is  no 
high  initial  resistance,  but  only  the  low  running  resistance,  to  the  passage  of 
current  from  every  other  source  that  makes  the  cathode  of  the  existing  current 
a  cathode  for  current  from  such  other  source.  Therefore,  continuity  of  excita- 
tion of  the  cathode  is  essential.  With  polyphase  currents  the  several  Impulsea 
are  so  disposed  relatively  to  each  other,  that,  when  once  started,  continuity  of 
oiieration  is  maintained  by  the  overlapped  impulses  themselvca  But  with 
single-phase  currents  some  supplementary  means  for  maintaining  excitation 
must  be  provided;  for,  otherwise,  the  initial  high  resistance  of  the  apparatus 
would  be  restored  with  each  fall  to  eero  of  the  current  waves. 

Two  practical  means  for  maintaining  excitation  for  single-phase  rectifiers 
have  been  produced ;  in  one,  current  from  an  independent  source  is  used ;  in  the 
other,  an  inductance  is  Inserted  in  the  circuit  of  the  current  which  passes 
through  the  rectifier,  which  serves  to  delay  the  current  impulses  and  so  cause 
them  to  overlap.  ♦  ♦  ♦  In  the  present  case  both  waves  ans  rectified,  and 
the  exciting  means  derives  its  energy  from  a  source  entirely  independent  of  the 
source  of  current  to  be  rectified.  This  source  is  not  the  same  in  both  cases. 
Weintraub  uses  a  direct  current-supply,  while  Thomas  shows  an  independent 
transformer. 

Unless  the  invention  is  found  in  the  earlier  applications  relied 
upon  by  Thomas  in  his  motion  to  amend  his  preliminary  statement, 
he  cannot  prevail.  The  application  principally  relied  upon  was 
filed  January  21,  1903,  and  was  patented  October  13,  J  908,  Patent 
No.  901,306.  Counsel  for  Thomas  in  his  brief  admits  that  the  issue 
in  this  interference  calls  for — 

means  independent  of  the  main  source  for  exciting  the  cathode. 

He  admits  that — 

this  battery  is  not  actually  shown  In  connection  with  the  mercury  vapor  device 
14,  (in  Fig.  1  of  the  patent,)  but  may  be  relied  upon  since  the  specification  says : 
"The  vapor  device  14  may  be  similarly  provided  with  means  for  keeping  the 
device  alive,  that  is  to  say,  maintaining  a  continuous  fiow  of  curr^it  in  any 
direction  therethrough." 


Digitized  by 


Google 


DECISIONS  OF  UNITED  STATES  COUBTS  IN   PATENT  OASES.      469 

The  specification,  however,  as  originally  filed,  did  not  contain  this 
quotation,  which  was  not  inserted  until  February  10,  190i.  This  we 
regard  as  material  in  view  of  the  admission  that  the  drawings  did 
not,  of  themselves,  disclose  the  present  invention.  The  device  to 
which  Thomas  alluded  in  his  amendment  being  a  three-phase  tube 
was  self-sustaining,  without  the  use  of  any  side  branch,  and  it  is 
argued  by  Weintraub  that  it  was  for  this  reason  that  no  side  branch 
was  shown.  It  must  also  be  remembered  that  at  the  time  this  amend- 
ment was  inserted  Weintraub's  application  had  been  on  file  for  nearly 
a  year.  The  Examiner  of  Interferences,  whose  opinion  on  this  point 
was  adopted  by  the  Commissioner,  closed  his  discusion  of  the  ques- 
tion as  follows: 

As  heretofore  stated,  each  and  all  of  the  counts  specify  as  an  element,  means 
independent  of  the  main  source  for  maintaining  activity  of  the  rectifier,  and 
each  also  calls  for  an  envelop  or  receptacle  within  which  the  electrodes  are 
placed.  Ck>unts  1  and  3  in  addition  specify  that  one  of  the  electrodes  is  con- 
nected to  the  source  at  a  point  where  its  potential  is  intermediate  the  extremes, 
^hile  Thomas  in  the  applications  referred  to  does  disclose  current  from  an  in- 
dependent source  for  maintaining  the  rectifiers  active,  and  in  Fig.  4  of  his  appli- 
cation, original  No.  139,967,  shows  an  envelop  within  which  are  arranged  a 
plurality  of  anodes,  and  also  shows  in  Fig.  1  of  his  application  No.  139,957, 
an  arrangem«it  which  provides  the  connection  to  a  point  of  intermediate 
potential,  in  none  of  the  figures  of  either  of  the  two  applications  does  he 
disclose  an  arrangement  upon  which  the  issue  reads.  This  is  admitted  hy 
Thomas,  but  he  contends  that  there  would  be  no  invention  in  bringing  the 
several  parts  together  so  that  the  issue  would  read  thereon.  However,  it 
must  be  held  that  while  he  does  disclose  means  for  utilizing  both  waves 
from  a  single-phase  source,  and  while  certain  of  the  systems  which  he  discloses 
may  be  capable  of  performing  the  functions  of  the  rectifiers  found  in  the  appli- 
cations involved  herein,  still,  in  every  instance  a  plurality  of  envelops  or 
receptacles  are  provided  for  the  various  electrodes;  therefore  none  of  the 
counts  read  thereon.  While  in  Fig.  4  of  his  application,  original  No.  139,875, 
he  does  show  a  rectifier  having  a  plurality  of  anodes,  this  is  not  shown  alone  in 
an  operative  system,  but  is  combined  with  other  rectifiers  which  coact  therewith 
to  carry  out  the  design  of  the  inventor. 

It  is  not  seen  that  the  disclosures  of  Thomas  in  the  applications  referred  to, 
either  separately  or  together,  present  the  invention  here  in  issue.  Not  only  is 
the  invention  itself  not  disclosed,  but  it  is  not  believed  that  the  equivalent  is 
found  therein,  for  it  is  not  apparent  that  Thomas,  at  the  time  he  executed  these 
applications,  appreciated  the  possibility  of  constructing  therefrom  the  subject- 
matter  in  issue. 

This  question  involves  complicated  electrical  devices  an<l  the  expert 
tribunals  of  the  Patent  Office  have  been  unanimous  in  their  rulings. 
Under  the  rule  uniformly  adhered  to  in  this  court,  their  decision  will 
not  be  disturbed  unless  for  obvious  error.  (Lindmark  v.  Hodg kin- 
son,  C.  D.,  1908,  640;  137  O.  G.,  228;  31  App.  D.  C,  612;  Weintraub 
v.  Hetvitt  and  Rogers,  post  466;  178  O.  G.,  889;  38  App.  D.  C,  82.) 
While  our  minds  are  not  entirely  free  irom  doubt,  we  are  not  con- 
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vinced  that  Thomas,  prior  to  the  filing  of  Weintraub's  application, 
had  a  conception  of  this  invention. 

We  therefore  afflrm  the  decision  of  the  Commdssioner. 

Affirmed, 

(Coait  of  Appeals  of  tbe  District  of  Colambia.] 

Mnxs  AND  CoKN  V.  Darlington,  (No.  7S1.)     Mills  and  C!onn  v. 
Elliott  and  Darungton,  (No.  730.) 

Decided  January  2,  19J2. 
178  O.  G.,  321;  38  App.  D.  C,  95. 

1.  INTERFEBENCE — BURDEN   OF   PROOF. 

The  burden  of  proof  is  upon  the  Junior  party  to  an  interference,  and  where 
such  Junior  party  consists  of  Joint  applicants  the  burdeu  is  upon  them  to 
establish  that  they  Jointly  conceived  the  invention  at  or  about  the  time 
alleged  in  their  preliminary  statement. 

2.  Same — Priority. 

Evidence  considered  and  priority  Held  properly  awarded  to  D.,  the  senior 
party. 

Mr.  G.  H,  Parmelee  for  the  appellants. 
Mr.  F.  W.  Winter  for  the  appellees. 

Shepard,  C.  J.: 

These  are  appeals  in  two  separate  interference  proceedings.  But 
while  separately  declared  they  relate  substantially  to  the  same  inven- 
tion and  involve  the  same  controlling  issue.  The  testimony  was  taken 
to  be  used  in  both.  Separate  decisions  were  rendered  in  the  Patent 
Office,  after  consolidation,  and  they  have  been  heard  together  in  this 
court. 

The  subject-matter  of  the  invention  is  an  improved  rotary  motor, 
operated  by  means  of  compressed  air,  and  devised  for  use  in  removing 
the  scale  from  boiler-tubes,  though  it  may  be  put  to  some  other  uses. 

The  first  application  making  claims  to  any  part  of  the  invention 
was  a  joint  one  filed  by  Mills  and  Conn  and  Herman  Van  Ormer  on 
December  8,  1906.  Darlington  filed  one  application  February  15, 
1907,  and  another  June  17,  1907.  Mills  and  Conn  filed  two  separate 
applications  September  24, 1907.  William  S.  Elliott  filed  an  applica- 
tion January  20,  1908.  Van  Ormer  filed  a  separate  application  No- 
vember 12,  1907,  which  resulted  in  a  patent  August  30,  1910. 

Four  interferences  in  all  were  declared,  involving  some  of  the  claims 
in  the  various  applications.  Two  having  been  disposed  of  in  the 
Office  finally,  the  litigation  proceeded  in  the  last  two.  Interference 
No.  28,678  to  which  Elliott  was  a  party  also,  was  declared  with  an 
issue  of  six  counts  as  follows : 

1.  In  a  rotary  motor,  a  piston  shaft  a  rear  bearing  for  said  shaft,  an  air 
space  adjacent  to  said  bearing,  and  means  for  venting  said  space. 
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2.  A  rotary  motor  having  an  air  ^mce  at  tbe  rear  end  of  the  piston  shaft,  and 
means  for  venting  said  ^Mice. 

3.  In  a  motor,  a  cylinder  having  a  longitudinally  extending  admission  port, 
ported  heads  fitted  to  the  ends  of  the  cylinder  and  detachably  secured  thereto, 
snid  heads  having  bearings  for  the  motor  shaft,  and  the  rear  bead  having  an 
admission  chamber  therein,  the  rear  head  having  a  vent  opening  therein  com- 
municating with  the  rear  shaft  bearing. 

4.  A  rotary  motor  having  front  and  rear  heads,  a  cylinder  secured  between 
the  heads,  a  piston  shaft  Journaled  in  the  heads,  a  collar  on  the  rear  end  of  said 
shaft  behind  its  bearing,  an  air  chamber  surrounding  said  collar,  and  means  for 
venting  the  air  chamber. 

6.  In  a  rotary  motor,  a  piston  shaft,  a  rear  bearing  for  said  shaft,  and  an  air 
space  adjacent  to  said  bearing,  said  shaft  having  a  shoulder  forming  a  thrust 
bearing  against  the  front  wail  of  said  air  space. 

6.  In  a  rotary  motor,  a  piston  shaft,  a  rear  bearing  for  said  shaft,  an  air 
space  adjacent  to  said  bearing,  said  shaft  having  a  shoulder  forming  a  thrust 
bearing  against  the  front  wall  of  said  air  space  and  means  for  venting  said 
space. 

Appeal  No.  730  embodies  this  controversy.  Interference  No.  28,679 
(appeal  No.  731)  was  declared  with  an  issue  of  eleven  counts  as 
follows : 

1.  In  a  motor,  a  cylinder  having  longitudinally  extending  admission  and  ex- 
haust i>orts,  ported  heads  fitted  to  the  ends  of  the  cylinder,  and  tension  rods 
connecting  the  heads,  said  heads  and  cylinder  having  seats  for  said  rods. 

2.  In  a  motor,  a  cylinder  having  a  longitudinally  extending  admission  port, 
a  head  at  one  end  of  the  cylinder  having  an  admission  chamber  therein,  and  a 
plug  seated  within  the  admission  chamber  and  having  a  port  tlierethrough 
which  connects  the  chamber  with  the  admission  port  of  the  cylinder. 

3.  In  a  rotary  machine,  a  cylinder  having  a  longitudinal  piston  chamber 
located  eccentrically  therein  and  having  in  its  ends  circulnr  counterbores,  heads, 
seated  in  counterbores,  and  tension  rods  connecting  said  heads. 

4.  In  a  rotary  machine,  a  cylinder  having  a  longitudinal  piston  chamber  therein, 
heads  closing  the  ends  of  said  cylinder,  and  a  piston  shaft  Jourualed  In  said 
heads,  the  rear  end  of  said  shaft  being  reduced  and  seated  in  the  rear  head  and 
the  front  end  of  said  shaft  being  of  full  diameter  and  projecting  through  the 
front  head  and  being  provided  with  means  for  the  attachment  of  a  tool. 

5.  In  a  motor,  a  cylinder  having  a  longitudinally  extending  admission  port, 
a  head  at  one  end  of  the  cylinder  having  an  admission  chamber  therein,  and  a 
bushing  member  seated  within  the  admission  chamber  and  having  a  bearing 
for  the  motor  shaft,  and  also  having  a  port  therethrough  which  connects  the 
chamber  with  the  admission  port  of  the  cylinder. 

6.  In  a  motor,  a  cylinder  having  a  longitudinally  extending  ndmlsision  port, 
a  head  at  one  end  of  the  cylinder  having  an  admission  chamber  therein,  a 
bushing  seated  within  the  admission  chamber  and  having  a  port  therethrough 
which  connects  the  chamber  with  the  admission  port  of  the  cylinder,  and  a 
piston  shaft  Journaled  at  one  end  in  said  bushing  and  having  a  thrust  collar  at 
its  rear  end  engaging  said  bushing. 

7.  In  a  motor,  a  cylinder  having  longitudinally  extending  admission  and  ex- 
haust ports,  ported  heads  fitted  in  the  ends  of  said  cylinder,  a  bushing  member 
seated  in  one  of  said  heads,  and  tension  rods  connecting  the  said  heads  and 
engaging  the  bushing  member. 

8.  In  a  motor,  a  cylinder  having  a  longitudinally  extending  admission  port, 
a  head  at  one  end  of  the  cylinder  having  an  admission  port  therein,  a  supply 
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pipe  extending  into  said  admieeion  chamber,  and  means  for  filtering  the  air 
entering  said  chamber  from  said  pipe. 

9.  A  rotary  motor  having  a  rear  head  provided  with  a  shaft  bearing,  a  front 
head  also  having  a  shaft  bearing,  and  lubricant  passages  in  the  front  head,  said 
passages  communicating  with  the  front  shaft  bearing,  nnd  one  of  them  extend- 
ing through  the  motor  cylinder  and  Into  the  retir  bead  to  the  rear  shaft  bearing. 

10.  A  rotary  motor  having  front  and  rear  heads,  and  a  cylinder  secured  be- 
tween said  heads,  the  rear  head  having  a  chamber  communicating  with  the  air 
supply  for  the  motor  and  also  with  the  interior  of  the  cylinder,  and  the  front 
head  having  a  lubricant  passage  extending  th««through  and  through  the 
cylinder  wall  and  rear  head  to  the  said  chamber. 

11.  A  rotary  motor  having  a  rear  head,  a  bushing  screwed  in  said  head,  and 
a  hose  shank  extoiding  through  the  said  bushing  and  having  a  flange  at  its 
inner  end,  said  bushing  having  a  bore  which  Is  larger  than  the  body  of  the 
shank,  but  which  is  of  smaller  diameter  than  the  flange  thereof. 

By  the  decision  of  the  Examiner  of  Interferences  in  No.  28,678, 
rendered  March  16, 1910,  priority  was  awarded  to  Elliott  as  to  counts 
1  and  2  and  to  Darlington  as  to  counts  3, 4,  5,  and  6.  Darlington  took 
no  appeal.  On  appeals  prosecuted  by  Elliott,  and  Mills  and  Conn, 
the  Examiners-in-Chief  reversed  the  decision  appealed  from,  award- 
ing priority  to  Elliott  as  to  count  3  and  to  Mills  and  Conn  as  to 
counts  4,  6  and  6.  Darlington  appealed  to  the  Commissioner,  who 
affirmed  the  award  as  to  count  3,  but  reversed  it  as  to  counts  4,  5  and 
6,  awarding  priority  to  Darlington.  From  this  decision  Mills  and 
Conn  have  appealed  from  so  much  thereof  as  awarded  priority  to 
Darlington.  Darlington  took  no  appeal.  In  No.  28,679  (appeal 
No.  731)  the  Examiner  of  Interferences  held  that  count  11  was  not 
patentable  to  either  claimant;  as  to  the  remaining  ten  counts  he 
awarded  priority  to  Darlington-  On  appeal  this  latter  part  of  the 
decision  was  reversed  and  priority  awarded  to  Mills  and  Conn  as  to 
the  ten  counts  remaining.  On  appeal  to  the  Commissioner  by  Dar- 
lington, the  interference  was  dissolved  as  to  count  11,  the  decision 
appealed  from  was  reversed  and  priority  was  awarded  to  Darlington 
as  to  ten  counts.  The  Examiner  of  Interferences  and  the  Commis- 
sioner criticized  the  evidence  of  both  parties  declaring  it  unsatis- 
factory, and  concluded  that  Mills  and  Conn  had  not  overcome  the 
burden  of  proof  imposed  upon  them  as  the  junior  parties.  In  reach- 
ing this  conclusion,  the  Commissioner  said  he  had  not  found  it 
necessary  to  consider  Darlington's  own  testimony. 

The  Examiners-in-Chief  (two  members  only,  sitting)  held  that 
Darlington  was  wholly  discredited,  and  that  the  evidence  on  behalf 
of  Mills  and  Conn,  while  unsatisfactory,  was  sufficient  to  sustain  the 
burden  of  proof.  This  appears  in  the  following  extract  from  their 
opinion  in  No.  28,679,  (appeal  731:) 

The  Examiner  of  Interferences  considered  that  the  testimony  introduced  on 
behalf  of  Mills  and  Conn  is  insutflctent  to  meet  the  demands  of  the  bnrtlen  of 
proof  resting  upon  them  by  virtue  of  the  fact  that  their  applications  were  filed 
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later  than  tbe  appllcntioiiB  of  Darlington.  The  unsatisfactory  character  of  the 
testimony  Introduced  ou  behalf  of  Mills  and  Conn  must  be  admitted,  but  la  view 
of  the  fact  that  Darlington  is  discredited,  we  do  not  attach  the  same  signiflcauce 
to  the  question  of  the  burden  of  proof  that  we  otherwise  would.  And,  more- 
over, as  the  question  to  be  decided  is  one  of  originality,  and  as  the  testimony 
shows  that  the  Liberty  Manufacturing  Company  was  in  possession  of  a  motor 
or  motors  embodying  the  subject-matter  of  all  of  the  counts  in  issue  prior  to 
the  filing  dates  of  either  of  the  parties,  the  order  of  their  tiling  dates  loses  its 
usual  significance.  The  question  to  be  determined  is  merely  who  was  the 
originator  of  the  motor  or  motors  so  proven  to  have  been  made. 

The  OiRce  tribunals  have  discussed  the  several  groups  of  counts  re- 
lating to  different  features  of  the  invention  in  a  clear  and  satisfactory 
manner,  and  it  is  necessary,  only,  to  consider  the  one  question  upon 
which  the  entire  controversy  rests.  This  is  not  one  of  priority  of 
conception  of  the  invention,  but  rather  of  originality;  the  parties 
are  not  independent  inventors.  Darlington  by  virtue  of  his  prior 
application  is  the  senior  party,  and  Mills  and  Conn  have  the  burden 
of  overcoming  his  prima  facie  case.  They  must  show  by  credible  evi- 
dence that  they  jointly  conceived  the  invention  on  or  about  the  date 
alleged  in  their  preliminary  statement  The  depositions  of  the  chief 
witnesses  are  lengthy,  and  references  are  made  to  some  documentary 
evidence  filed  as  exhibits.  These  have  not  been  incorporated  in  the 
printed  record,  but  their  substance  and  effect  have  been  stated  in  the 
decisions  below,  as  well  as  in  the  briefs  of  counsel,  with  substantial 
agreement.  It  is  not  necessary  to  consume  space  with  a  discussion 
of  this  evidence  in  detail,  and  we  shall  content  ourselves  with  a  state- 
ment of  the  conclusions  therefrom  on  which  our  judgment  is  founded. 

In  the  first  place  there  are  some  undisputed  facts  and  circumstances 
which  may  be  recited.  W.  S.  Elliott,  the  principal  witness  for  the 
appellants,  is  the  president  of  the  Liberty  Manufacturing  Company, 
a  Pennsylvania  corporation,  whose  office  and  factory  are  in  the  city 
of  Pittsburgh.  That  corporation  is  the  assignee  of  Mills  and  Conn, 
and  of  Van  Ormer,  and  their  applications,  including  the  joint 
application  of  the  three,  of  Decejnber  8,  1906,  were  filed  by  Elliott's 
direction,  and  through  the  company's  retained  counsel.  Darlington 
became  vice-president  and  general  manager  of  the  company  on  No- 
vember 6,  1905,  under  a  contract,  terminable  or  renewable  at  the 
end  of  six  months.  He  was  paid  a  salary  and  a  certain  percentage 
of  net  profits.  He  was  in  special  charge  of  the  manufacturing  de- 
partment, under  the  dii-ection  of  the  president,  Elliott.  Conn  was 
a  traveling  salesman  of  the  company.  Mills  was  superintendent  and 
foreman  of  the  manufacturing  department,  under  Darlington,  and 
was  employed  in  May,  1906,  upon  his  recommendation.  Van  Ormer 
was  a  machinist  in  the  employ  of  the  Hartford  Street  Railway  Co. 
and  had  constructed  a  machine  for  removing  boiler-tube  scale.  It 
was  a  compressed-air  motor.    Prior  to  this  the  Liberty  Company  had 
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been  manufacturing  and  selling  a  water-driven  motor.  An  agent  of 
the  company  having  seen  Van  Ormer's  motor  in  a  New  York  boiler- 
house,  negotiations  were  entered  into  with  Van  Ormer,  which  resulted 
in  the  construction  and  delivery  by  him  of  a  sample  motor,  and  the 
transfer  of  the  same  and  all  his  rights  to  the  Liberty  Company. 
Van  Ormer  had  not  applied  for  a  patent,  and,  it  seems,  did  not  deem 
his  construction  patentable.  It  is  in  improvements  upon  this  motor 
that  the  inventions  in  issue  consist.  These  attempted  improvements 
ran  through  the  year  1906.  Darlington  is  admitted  to  have  devised 
a  cun-ed  form  of  cylinder,  called  the  ''  rotocentric  curve,"  which  it 
is  claimed  enable  the  larger  motor  of  Van  Ormer  to  be  made  of 
smaller  size  for  use  in  small  boiler-tubes.  In  January,  1907,  Darling- 
ton went  to  the  solicitors  of  the  Liberty  Company  with  a  letter  of 
introduction  from  Elliott,  and. retained  them  to  file  the  application 
of  February  17,  1907.  The  fees  were  paid  by  him  personally,  and 
the  application  was  in  his  name  and  for  his  benefit.  The  applica- 
tion of  June  17,  1907,  was  filed  in  the  same  way,  but  no  letter  of 
introduction  from  Elliott  was  then  necessary.  The  first  application 
embraced  the  "rotocentric  curve"  feature  also.  When  the  contro- 
versy arose,  the  solicitors  informed  Darlington  that  they  had  been 
under  the  impression  when  they  accepted  his  retainer  that  there  was 
no  conflict  with  the  interest  of  the  company,  and  returned  the  fee 
paid  to  them.  There  was  no  objection  to  this,  and  Darlington  re- 
tained another  solicitor  to  represent  him  in  the  Patent  Office.  Dar- 
lington was  discharged  by  the  company  and  severed  his  connection 
therewith  on  August  31,  1907.  Elliott,  the  chief  witness  for  Mills 
and  Conn,  admits  that  he  knew  that  Darlington  intended  to  patent 
his  "  rotocentric  curve,"  and  gave  him  the  letter  to  his  solicitors 
with  that  expectation;  but  denies  that  he  had  knowledge  of  his  pur- 
pose to  claim  any  other  improvements  in  the  motor.  His  first  step, 
upon  discovery,  and  after  disagreement  with  Darlington,  was  the  in- 
stitution of  a  suit  in  equity  against  him,  in  the  name  of  the  company, 
alleging  a  verbal  agreement  upon  his  employment,  to  assign  all  in- 
ventions made  by  him  during  the  same  to  the  company.  A  specific 
performance  of  his  agreement  was  prayed,  and  a  temporary  injunc- 
tion was  obtained  restraining  Darlington  from  assigning  the  inven- 
tions to  others  pending  the  suit.  Testimony  appears  to  have  been 
taken — ^but  it  is  not  set  out  in  the  record.  The  injunction  was,  how- 
ever, dissolved,  and  the  bill  dismissed.  Thereafter  the  rival  appli- 
cations were  filed  by  Elliott's  direction.  Mills  was  not  called  as  a 
witness  though  it  seems  his  attendance  might  have  been  procured. 
No  original  sketches  have  been  produced  by  any  of  the  parties,  and 
the  blue-prints  produced  from  the  files  of  the  company  nearly  all 
bear  the  signature  of  Darlington.  These  indorsements  are  attempted 
to  be  explained  by  Elliott,  as  indicating  not  that  they  were  made 
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from  Darlington's  sketches,  but  by  reason  of  his  duty  as  manager  of 
the  mechanical  department  to  formally  approve  all  working  draw- 
ings and  plans  to  be  used  in  manufacture. 

Interferences  reasonably  deducible  from  some  of  the  foregoing  cir- 
cumstances have  more  or  less  bearing  upon  the  weight  of  the  evidence. 
The  only  tribunal  of  the  Office  which  found  the  evidence  on  behalf  of 
the  appellants  to  be  sufficient  to  overcome  the  prima  facie  case  of  the 
appellee,  admitted  that  it  was  of  an  unsatisfactory  nature.  In  this 
we  fully  concur,  and  we  further  concur  with  the  other  tribunals  that 
it  is  not  of  sufficient  weight  to  sustain  the  burden  of  proof. 

It  was  necessary  to  show  that  Mills  and  Conn  jointly  invented. 
The  former,  an  experienced  machinist,  did  not  testify,  and  Conn,  who 
was  a  traveling  salesman  of  the  company,  did  not  testify  with  any 
certainty  to  joint  invention.  The  burden  of  his  testimony  was  a 
denial  of  invention  by  Darlington  and  an  attack  upon  his  credibility. 
Elliott  was  the  chief  witness  relied  on  to  support  the  claims  of  Mills 
and  Conn,  who  had  assigned  their  interest. to  the  company  of  which 
he  was  president  and  majority  stock-holder.  His  testimony  tends  to 
show  that  Conn  and  himself  were  the  inspirers  of  nearly  all  of  the 
improvements,  and  lacks  certainty  as  regards  the  participation  of 
Mills.  It  must  be  remembered  that  these  efforts  to  improve  the  Van 
Ormer  motor  began  in  February,  1900,  and  that  Mills  did  not  come  to 
the  company's  shops  until  May  of  that  year.  In  this  connection, 
also,  it  is  to  be  borne  in  mind  that  Elliott  inspired  the  joint  applica- 
tion of  Conn,  Mills,  and  Van  Ormer.  This  application  made  after 
the  alleged  "  tie-rod  "  improvement,  a  feature  of  the  issue,  did  not 
include  that  construction.  This  joint  application,  it  is  now  admitted, 
should  have  been  in  the  name  of  Van  Ormer  alone.  The  explanation 
attempted  to  be  made  of  this  blunder,  based  on  ignorance  of  law  and 
facts,  at  the  time,  is  a  lame  one.  It  is  difficult  to  believe  that  the 
nece&sity  of  filing  an  application  in  the  name  of  the  real  inventor 
alone  is  not  well  known  to  the  manufacturers  of  machinery  and 
mechanical  devices  in  this  country  and  that  the  facts  relating  thereto 
are  not  thoroughly  investigated  before  making  the  application. 
Elliott  claims  that  Darlington  was  deficient  in  practical  knowledge 
and  was  discharged  for  that  reason,  yet  he  had  been  retained  for 
more  than  a  year  after  the  end  of  the  six-months  period,  and  per- 
mitted to  receive  a  considerable  sum  of  the  net  profits.  This  dissatis- 
faction with  Darlington  seems  rather  to  have  followed  upon  the 
beginning  of  this  controversy,  because  Elliott,  in  January  in  1907, 
gave  him  the  introduction  to  the  company's  patent  solicitors  know- 
ing that  he  intended  applying  for  a  patent  for  one  improvement,  at 
least  He  denies,  however,  that  he  had  any  further  knowledge,  while 
Darlington,  on  the  other  hand,  testifies  that  he  knew  all.  Elliott's 
assertion  that  he  did  not  know  of  the  applications,  and  that  he  knew 
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positively  that  Darlingtim  was  not  the  true  inventor,  is  inconsistent 
with  his  action  in  filing  the  bill  to  compel  Darlington  to  assign  his 
claims  to  the  company.  If  he  knew  the  claims  to  be  baseless,  why 
seek  to  compel  their  assignment?  If  convinced  at  that  time,  as  he 
now  says  he  was,  that  Darlington's  claim  was  false  and  fraudulent, 
his  proper  course  was  to  do  as  he  did  after  the  adverse  decision  in  that 
case,  namely,  file  the  rival  applications  and  contest  the  right  in  the 
Patent  OfSce.  Similar  conduct  was  said  in  a  recent  case  to  be 
strongly  persuasive  that  the  claimant  was  then  considered  the  in- 
ventor.  (Ladoif  v.  Dempster^  C.  D.,  1911,  333;  166  O.  G.,  611;  36 
App.  D.  C.,  620.)  Nor  is  Elliott's  testimony  to  Darlington's  in- 
competency as  the  manager  of  the  mechanical  department  of  his  busi- 
ness reconcilable  with  the  continuation  of  his  contract  of  employment 
until  the  conflict  occurred  concerning  these  inventions. 

Darlington's  own  testimony  has  been  justly  criticized  by  the  Exam- 
iner of  Interferences  and  the  Commissioner  who,  nevertheless, 
awarded  him  priority.  Elliott's  testimony  is,  to  say  the  least,  sub- 
ject to  similar  animadversion.  But  Darlington's  case,  as  held  by  the 
Commissioner,  does  not  necessarily  depend  upon  the  credibility  and 
weight  of  his  own  testimony.  By  virtue  of  his  seniority  he  is  en-, 
titled  to  the  award  unless  his  opponents  have  been  able  to  overcome 
his  prima  facie  case.  This,  we  agree  with  the  Commissioner,  they 
have  not  succeeded  in  doing. 

We  are  constrained^  therefore^  to  affirm,  the  decisions.  It  is  so  or- 
dered, and  that  this  decision  be  certified  to  the  Commissioner  of 
Patents. 


[Court  of  Appeals  of  Uie  District  of  Colambtau] 

Weintbaub  v.  Hewitt  and  Rooebs. 

Decided  January  2  1912, 

178  O.  G..  889;  88  App.  D.  C,  82. 

1,   INTESFESENCE — ^PWOBITT — CJONCUBRENT    DECISIONS    OF    THE    PaTKWT    OFPICB — 

Entitled  to  Great  Weight. 

*'  Wbere  the  three  tribunals  of  the  Office  have  concurred  In  their  decision 
of  a  question  of  this  kind,  It  Is  the  settled  rule  of  this  court  not  to  disturb 
their  conclusion  unless  manifest  error  can  be  found  therein.  (Podlesak  v. 
Molnnemey,  C.  D.,  1906,  558;  120  O.  G.,  2127;  26  App.  D.  C,  399;  tfewcomh 
Motor  Co.  V.  Moore,  C.  D.,  1908,  332;  133  O.  G.,  1680;  30  App.  D.  C,  464.) 
And  especially  is  this  the  case  where  the  question  is  one  relating  to  the 
operation  of  complicated  apparatus,  involving  the  application  of  scioitlflc 
principles  about  which  learned  and  highly-skilled  electricians  differ." 
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2.  Same— Same — Testimony — Joint  Inventorship. 

Where  W.,  who  was  under  order  to  show  cause  why  judgment  should 
not  be  rendered  against  him  on  the  record,  obtained  permission  to  talse 
testimony  to  show  that  the  senior  parties  could  not  make  the  claims  and 
In  addition  to  this  testiPxiony  Introduced  testimony  for  the  purpose  of 
showing  that  the  senior  parties  were  not  joint  inventors,  Held  that  the 
latter  testimony  was  properly  excluded.  "  The  additional  evidence  sought 
to  be  introduced  was  not  pertinent  to  this  the  sole  issue  in  the  case.  The 
case  of  Lemp  v.  Randall,  (C.  D.,  1909,  455;  146  O.  G.,  255;  33  App.  D.  C, 
430,)  relied  on  by  the  appellant,  is  not  in  point  All  that  was  decided  in 
that  case,  was  that  on  an  issue  requiring  proof  of  conception  of  the  inven- 
.  tion,  evidence  was  admissible  to  show  that  one  only  of  the  Joint  applicants 
was  the  actual  inventor." 
3.  Same — Same. 

Record  and  evidence  considered  and  Held  that  the  application  of  H.  and 
R.,  the  senior  parties,  discloses  the  invention  in  issue,  and  priority  was 
therefore  properly  awarded  to  them. 

Mr.  W.  K.  Richardson^  Mr.  A.  D.  Lunt^  Mr.  A.  G.  Davis^  and  Mr. 
Chas.  McClair  for  the  appellant. 
Mr.  C.  A.  Terry  for  the  appellees. 

Shepard,  C.  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  case  involving  priority  in  the  matter  of  the  inven- 
tion of  an  improvement  in  gas  or  vapor  electric-lighting  apparatus. 

Hewitt  and  Rogers  filed  their  joint  application  March  23,  1901. 
Weintraub's  application  was  filed  February  26,  1902. 

The  issue  contains  twenty-five  counts  of  whidi  it  is  sufficient  to  set 
out  numbers  1,  23  and  24,  as  follows: 

1.  In  a  gas  or  vapor  apparatus,  the  combination  of  two  working  electrodes, 
a  starting  electrode,  and  means  for  connecting  the  starting  electrode  with  and 
disconnecting  it  from,  one  only  of  the  working  electrodes. 

23.  The  combination  of  an  exhausted  envelop,  electrodes  therefor,  one  at 
least  of  which  is  of  vaporizable  material,  a  source  of  current  connected  to 
Faid  electrodes,  and  means  for  starting  a  flow  of  current  from  said  source  be- 
tween said  electrodes  by  first  causing  an  indei3endently  existing  arc  to  spring 
from  said  vaporizable  electrode. 

24.  The  combination  of  an  exhausted  envelop,  electrodes  therefor,  one  at 
least  of  which  is  adapted  to  emit  vapor,  means  for  impressing  electro-motive 
forces  on  said  electrodes,  and  means  for  starting  an  arc  between  one  pair  of 
said  electrodes  Including  said  vapor-emitting  electrode,  thereby  starting  an 
nrc  between  said  vapor-emitting  electrode  and  another  of  said  electrodes. 

Some  of  the  twenty-five  counts  were  taken  from  the  claims  in  the 
Hewitt  and  Rogers  application;  others  from  the  claims  of  Wein- 
traub's application. 

The  preliminary  statement  of  Weintraub  failing  to  overcome  the 
filing  date  of  his  opponents,  an  order  was  made  to  him  to  show  cause 
why  decision  of  priority  should  not  be  entered  against  him.  We 
do  not  find  in  the  record  the  response  of  Weintraub  to  this  order,  or 
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his  motions  to  dissolve  and  to  take  testimony,  but  find  their  substance 
recited  in  the  several  decisions  thereon.  It  appears  therefrom  that 
he  moved  to  dissolve  on  the  grounds  of  no  interference  in  fact,-  and 
for  non-patentability  of  certain  of  the  counts.  The  Primary  Ex- 
aminer denied  the  motion  to  dissolve,  but  held  certain  counts  to  be 
unpatentable.  On  appeal  to  the  Commissioner  the  decision  that 
there  was  an  interference  in  fact  was  affirmed.  Weintraub  then 
sought  to  take  testimony  to  show  that  the  construction  and  operation 
of  the  two  devices  were  not  the  same.  This  was  denied  on  the 
ground  that  it  could  be  used  only  as  a  basis  for  dissolving  the  inter- 
ference, (which  had  been  denied,)  and  not  on  the  question  of  pri- 
ority. He  then  moved  for  leave  to  take  testimony  to  show  that 
Hewitt  and  Rogers  have  no  right  to  make  claims  corresponding  to 
counts  23  and  24  of  the  issue.  This  was  granted.  The  decisions  of  the 
Examiner  of  Interferences  on  these  motions  were  affirmed  by  the 
Commissioner  on  January  11,  1907.  Under  this  leave  Weintraub 
took  the  deposition  of  one  witnef«,  Professor  Steinmetz,  who  is  em- 
ployed by  the  General  Electric  Company,  the  assignee  of  Weintraub. 
His  opponents  took  the  deposition  of  Percy  H.  Thomas,  an  expert 
in  the  employ  of  their  assignee,  The  Cooper  ITewitt  Electric  Co. 

Hewitt  was  an  earlier  inventor  of  lamps  of  this  general  character, 
as  shown  by  patents  issued  to  him.  In  such  apparatus  there  is  a 
high  initial  resistance,  which,  once  overcome,  the  flow  of  current 
can  be  maintained  by  the  ordinary  commercial  potentials.  These 
earlier  lamps  were  first  started  by  means  of  a  high-potential  discharge 
ordinarily  obtained  from  a  static  machine.  Later,  Hewitt  employed 
a  self-induction  coil  to  produce  the  necessary  high  potential  for 
starting  the  lamp.  One  of  his  patents  shows  a  system  in  w^hich  an 
induction-coil  is  connected  in  shunt  to  the  lamp,  there  being  a  switch 
in  circuit  with  the  inductance.  Before  starting  the  lamp,  the  switch 
is  closed  and  current  flows  through  the  inductance.  The  sudden  open- 
ing of  the  circuit  through  the  inductance  generates  an  impulse  of 
high  electromotive  force  which  breaks  down  the  resistance  and  initi- 
ates the  flow  of  the  current  of  ordinary  working  voltage.  Both 
parties  agree  that  there  is  a  difficulty  in  overcoming  the  initial  resist- 
ance of  the  cathode,  after  which  the  ordinary  working  current  is 
sufficient.  Hewitt  and  Rogers  refer  to  this  difficulty  as  negative- 
electrode  reluctance,  and  their  theory  is  that  the  surface  of  the  mer- 
cury presents  a  barrier  which  must  be  pierced  or  overcome  before  the 
flow  of  current  can  be  established.  Weintraub's  theory  is  that  there 
must  be  ionized  mercury-vapor,  furnished  by  the  negative  electrode 
under  excitement,  which  creates  the  vehicle  for  the  transfer  of  the 
current.  Wliichever  theory  be  the  correct  one,  it  is  substantially 
agi'eed  that  when  there  is  a  current  passing  l)etween  the  negative 
electrode  and  an  anode,  a  current  may  be  secured  between  it  and 
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another  anode  at  ordinary  working  voltage  without  having  recourse 
to  the  extra-high  voltage  heretofore  employed  for  starting.  The  oper- 
ation of  the  invention  of  the  issue  consists  in  starting  the  arc  between 
the  negative  electrode  or  cathode  and  the  working  anode.  There  is  no 
question  but  that  Weintraub  has  the  right  to  make  the  claims  of  the 
issue.  In  his  lamp  the  supplementary  anode  is  of  mercury  like  the 
cathode.  By  mechanical  means,  or  by  tilting  the  lamp  the  pools 
of  mercury  constituting  the  cathode  and  supplementary  anode  are 
temporarily  joined,  and  as  they  recede  from  each  other  the  arc  is 
created.  The  ordinary  working  current  then  creates  and  maintains 
the  arc  between  the  working,  or  main  anode  and  cathode.  Weintraub 
does  not  deny  the  operativeness  of  the  Hewitt  and  Rogers  apparatus, 
but  contends  that  it  will  not  operate  as  required  by  the  terms  of  the 
issue,  which  operation  is  starting  the  arc  between  the  supplemental 
anode  and  the  cathode  as  a  preliminary  to  starting  the  arc  between 
the  working  or  main  anode  and  the  cathode.  His  contention  is  that 
the  apparatus  of  Hewitt  and  Rogers,  as  described  in  their  application, 
is  but  a  modification  of  the  apparatus  of  Hewitt's  former  patent,  and 
that  it  operates  in  the  same  way,  namely,  by  means  of  a  high-potential 
discharge  produced  by  an  inductance  in  the  positive  lead  upon  break- 
ing, or  opening  the  switch  in  the  shunt-circuit.  The  lamp  shown 
in  Figure  1  of  Hewitt  and  Rogers's  application  consists  of  a  U-shaped 
glass  tube  having  at  the  end  of  one  of  its  branches  a  pocket  containing 
mercury.  The  working  anode  is  at  the  other  end  of  the  tube.  Within 
the  end  of  the  tube  containing  the  mercury-pool  is  pivoted  a  metallic 
conductor  capable  of  dropping  into  the  pool  of  mercury  thereby 
forming  the  connection  with  the  cathode.  The  working  anode  is  con- 
nected through  an  inductance  with  one  of  the  conductors  supplying 
current  and  the  cathode  is  connected  directly  with  the  other  supply- 
conductor.  The  usual  switch  is  in  the  conductors.  Hewitt  and 
Rogers  say  that  when  the  switch  is  closed  in  the  current-leads,  the 
voltage  is  not  sufficient  to  overcome  the  resistance  of  the  path  between 
the  working  anode  and  the  cathode,  but  they  contend  that  the  shunt 
forms  a  path  for  the  current  which  flows  through  the  coil  of  the 
solenoid  shown  in  the  drawing,  and  that  this  attracts  the  swinging 
electrode,  or  supplementary  anode  causing  it  to  recede  slowly  from 
the  cathode,  thereby  establishing  an  arc  between  the  two  and  reducing 
the  resistance  in  the  path  between  the  working  anode  and  the  cathode 
to  such  an  extent  that  the  voltage  of  the  circuit  is  sufficient  to  establish 
the  flow  of  current  between  the  two.  They  do  not  deny  that  their 
description  contemplates  an  impulse  due  to  increased  voltage,  but 
they  contend  that  this  is  obtained  not  by  breaking  the  current  flowing 
between  the  supplementary  anode  and  the  cathode  and  destroying 
the  arc,  but  to  the  generation  of  an  impulse  in  the  induction-coil 
when  the  flow  of  current  is  suddenly  reduced  by  the  drawing  of  the 
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arc  between  the  supplemental  anode  and  the  cathode.  They  contend 
that  the  current  still  flows  maintaining  the  arc  between  the  supple- 
mentary anode  and  the  cathode  and  overcoming  a  portion  of  the 
reluctance  of  the  latter,  and  that  then  the  impulse  due  to  the  induc- 
tion-coil assists  in  establishing  the  desired  arc  between  the  main  anode 
and  the  cathode.  In  their  application  they  say  that  this  reactive 
device  may  be  made  small  or  even  dispensed  witii  in  some  instances. 

As  stated  by  the  appellant  the  single  question  presented,  is  whether 
this  operation  of  the  appellee's  apparatus,  which  is  the  invention  of 
the  issue,  is  disclosed  in  their  application.  His  proposition  is  that  a 
fair  reading  of  that  application,  (especially  as  it  would  appear  to 
any  one  who  had  no  knowledge  of  the  Weintraub  invention)  does 
not  afford  a  clear  disclosure,  or  any  disclosure  at  all,  of  the  mode 
of  the  operation  in  controversy.  The  Primary  Examiner  held  that 
it  does,  and  his  view  was  affirmed  in  succession  by  each  of  the  tri- 
bunals of  the  Office  before  whom  it  came  in  due  course  of  procedure. 
The  question  was  ably  argued  before  them  on  behalf  of  the  appel- 
lant, as  it  has  been  on  this  appeal.  Each  tribunal  delivered  an 
elaborate  opinion,  in  which  the  description  of  the  application  is 
analyzed,  and  the  evidence  of  the  experts  reviewed. 

Where  the  three  tribunals  of  the  Office  have  concurred  in  their 
decision  of  a  question  of  this  kind,  it  is  the  settled  rule  of  this  court 
not  to  disturb  their  conclusion  unless  manifest  error  can  be  foimd 
therein.  {Podlesak  v.  Mclnnemey^  C.  D.,  1906,  668 ;  120  O.  G.,  2127 ; 
26  App.  D.  C,  399;  Newcomb  Motor  Co.  v.  Moore^  C.  D.,  1908,  382; 
133  O.  G.,  1680 ;  30  App.  D.  C,  464.)  And  especially  is  this  the  case 
where  the  question  is  one  relating  to  the  operation  of  complicated  ap- 
paratus, involving  the  application  of  scientific  principles  about  which 
learned  and  highly-skilled  electricians  differ.  It  is  true  that  the  lan- 
guage of  the  Hewitt  and  Rogers  application  is  vague  and  in  some 
respects  conflicting  in  respect  of  a  matter  that  might  have  been  clearly 
shown.  Notwithstanding  this  prejudical  circumstance,  we  have  not 
been  convinced  that  the  Patent  Office  tribunals  committed  error  in 
holding  that  Hewitt  and  Sogers  were  entitled  to  make  the  contro- 
verted claims.  Appellant,  who  had  the  burden  of  supporting  his  con- 
tention, contented  himself  with  the  introduction  of  one  witness,  an 
expert  in  the  office  of  his  assignee.  While  we  are  not  to  be  under- 
stood as  reflecting  in  the  slightest  degree  upon  this  eminent  expert, 
we  cannot  overlook  the  fact  that  his  experiments  were  naturally 
directed  mainly  to  an  effort  to  demonstrate  the  inoperativeness  of 
the  apparatus  in  the  way  necessary  to  bring  it  within  the  issue. 
There  seems  to  be  no  doubt  that  the  temporary  high  potential,  nec- 
essary to  start  the  arc  between  the  working  anode  and  the  cathode, 
could  be  obtained  by  means  of  the  inductance-coil  through  the  in- 
creased resistance  caused  by  withdrawing  the  supplemental  anode 
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from  contact  with  the  cathode,  but  still  maintaining  the  arc.  If 
this  starting-arc  was  not  intended  to  be  maintained  for  the  purpose 
of  aiding  in  overcoming  the  resistance  or  reluctance  of  the  cathode 
so  as  to  permit  the  flow  of  current  between  it  and  the  working  anode, 
it  is  difficult  to  perceive  for  what  practical  purpose  the  supple- 
mental anode  was  introduced.  If,  as  contended  by  the  appellant, 
the  circuit  was  broken  between  the  supplemental  anode  and  the 
cathode  before  the  arc  could  be  started  between  the  latter  and  the 
main  anode,  the  supplemental  anode  instead  of  becoming  an  aux- 
iliary would  be  practically  useless.  The  high  potential  then  neces- 
sary to  starting  the  arc  between  the  main  or  working  anode  and 
the  cathode  would  apparently  have  to  be  obtained  by  the  old 
method;  and  the  new  lamp  would  be  no  substantial  improvement 
upon  the  old  one. 

The  application  of  the  appellees  has  been  so  fully  and  carefully 
examined  in  the  decisions  of  the  several  tribunals,  set  out  in  the 
record,  that  it  would  serve  no  useful  purpose  to  consume  time  with 
an  additional  review. 

One  other  question  remains  to  be  considered.  Weintraub  filed  in 
evidence  a  deposition  of  one  Lunt  and  copies  of  depositions  of  Hewitt 
and  Rogers  taken  in  another  interference.  The  avowed  purpose  of 
this  evidence  was  to  show  that  Hewitt  and  Rogers  were  not  joint 
inventors.  On  motion  of  appellees,  the  evidence  was  stricken  out. 
A  motion  to  set  this  order  aside  was  subsequently  made  and  over- 
ruled. On  the  final  hearing  the  testimony  was  again  offered  and 
excluded,  on  the  ground  that  the  evidence  in  the  case  was  limited  by 
the  motion  of  Weintraub  to  take  evidence  on  the  single  question  of 
the  right  of  the  appellees  to  make  the  claims  in  question  under  the 
disclosures  of  their  application. 

There  was  no  error,  we  think,  in  the  exclusion  of  the  evidence.  A 
prima  farie  case  of  joint  invention  was  made  by  the  allowed  appli- 
cation. Weintraub's  statement  of  his  conception  of  the  invention 
giving  a  date  later  than  the  filing  date  of  his  opponents,  they  were 
not  required  to  take  any  testimony  in  support  of  their  claim,  but  were 
entitled  to  a  judgment  on  the  record,  unless  it  could  be  shown,  as 
contended  by  Weintraub,  that  they  were  not  entitled  to  make  the 
claims,  because  there  was  nothing  in  their  application  furnishing  a 
basis  therefor.  This  being  the  sole  issue  presented,  Weintraub  ap- 
plied for  and  obtained  leave  to  take  evidence  thereon.  The  additional 
evidence  sought  to  be  introduced  was  not  pertinent  to  this  the  sole 
issue  in  the  case.  The  case  of  Lemp  v.  RandaU^  (C.  D.,  1909,  455; 
146  O.  G.,  255;  83  App.  D.  C,  430,)  relied  on  by  the  appellant, 
is  not  in  point.  All  that  was  decided  in  that  case,  was  that  on  an 
issue  requiring  proof  of  conception  of  the  invention,  evidence  was 
admissible  to  show  that  one  only  of  the  joint  applicants  was  the  actual 
54282'— 13 38 
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inventor.  Having  made  an  application  alleging  that  they  were  joint 
inventors,  they  tendered  that  as  one  of  the  issues  of  the  case.  The 
case  was  distinguished  from  those  where  it  had  been  held  that  evi- 
dence could  not  be  offered  to  show  that  a  third  person,  not  a  party  to 
the  proceeding,  was  the  first  to  invent.    The  Court  said  : 

Appellant  did  not  seek  to  show  that  the  right  to  the  award  of  priority  was  in 
a  third  party,  an  alien  to  the  proceeding,  but  that  the  senior  parties  to  the 
proceeding  were  without  standing,  because  it  appeared  that  they  were  not  joint 
inventors,  and  hence  not  entitled  to  make  the  application  in  interference. 

We  find^  no  error  in  the  decision  appealed  from^  and  it  is  afjimved^ 
with  direction  to  certify  this  decision  to  the  Commissioner  of  Patents. 
Affirmed. 

[Coart  of  Appeals  of  the  District  of  Columbia.] 
*    In  RE  MoORE. 
Decided  February  5,  1912. 

178  O.  G.,  891 ;  38  App.  D.  C,  276. 
Patewtabilitt — Pad  fob  Artificial  Teeth. 

Claims  for  a  pad  of  particular  form  to  be  worn  between  the  gums  and  a 
plate  for  artificial  teeth  Heli  patentable  over  the  prior  art  in  view  of 
affidavits  of  dentists  of  skill  and  long  experience  that  this  pad  provides 
an  effective  remedy  for  the  trouble  arising  from  false  teeth  and  tender  gums 
and  that  they  had  constantly  exercised  their  ingenuity  and  skill  to  find  a 
remedy  therefor,  but  without  success. 

{For  Commissioner's  decision  see  ante,  112;  177  0,  G.,  772,) 

Mr.  E.  W.  Bradford  for  the  appellant. 

Mr.  W.  S.  Ritckman  for  the  Commissioner  of  Patents. 
Shepard,  C.  J.: 

This  is  an  appeal  from  a  decision  rejecting  an  application  for  a 
patent  having  five  claims,  as  follows: 

1.  A  soft  elastic  pad  or  cushion  of  cotton  to  be  worn  between  the  gums  and 
plates  of  artificial  teeth. 

2.  The  combination  with  a  plate  for  artificial  teeth  of  a  pad  or  cushion  of 
cotton  interposed  between  said  plate  and  gums. 

3.  A  pad  or  cushion  to  be  worn  between  the  gums  and  lower  plate  of  artificial 
teeth  comprising  a  roll  of  cotton  reduced  in  thickness  at  its  middle  portion  to 
facilitate  the  bending  of  the  roll  into  U -shape  to  fit  the  contour  of  the  plate. 

4.  As  a  pad  or  cushion  to  be  worn  between  the  gums  and  the  lower  plate  of 
artificial  teeth,  a  roll  of  cotton  reduced  in  thickness  at  its  middle  portion  to 
facilitate  the  bending  of  the  roll  into  a  U-shape  to  fit  the  plate,  the  ends  of  said 
roll  being  also  reduced  in  thickness. 

6.  A  pad  or  cushion  for  artificial  teeth  comprisinR  cotton  formed  into  a  roll 
and  bent  into  a  U-shape  to  fit  the  plate  for  the  teeth,  the  ends  of  said  roll 
being  reduced  in  diameter. 

Clain.s  1  and  2  were  rejected  specifirially  on  reference  to  a  prior 
patent  to  Stapleton;  the  others  general!}'  as  failing  to  show  invention. 

Appellant,  admitting  doubt  as  regards  claims  1-2  and  5,  has  aban- 
doned them.    He,  of  course,  does  not  deny  that  cotton  rolls  and  pads 
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have  been  used  in  dentistry  as  well  as  in  other  arts,  but  contends  that 
there  is  utility  in  his  method  of  preparing  the  roll  and  its  use,  and 
that  its  discovery  is  an  exercise  of  the  inventive  faculty,  and,  there- 
fore, patentable.  During  the  proceedings  in  the  OflBce  applicant 
filed  numerous  affidavits  in  support  of  his  claim  of  patentable 
novelty.  Many  of  these  were  by  dentists  of  skill  and  long  experience. 
These  were  in  substance,  that  their  attention  had  been  repeatedly 
called  to  the  troubles  with  false  teeth  and  tender  gums  for  which 
applicant  has  provided  an  effective  remedy;  that  they  had  constantly 
exercised  their  ingenuity  and  skill  to  find  a  remedy  but  without  suc- 
cess; that  the  manner  in  which  applicant's  roll  is  prepared  for  use 
affords  an  effective  remedy  that  has  gone  into  wide  use;  that  they 
regard  it,  by  reason  of  the  facts  stated,  as  more  than  an  exercise  of 
mechanical  skill.  Some  other  affidavits  by  persons  using  the  article 
attest  the  long  search  for  relief  without  success,  and  the  effectiveness 
of  the  applicant's  prepared  roll. 

The  difficulty  is  the  constant  one  involved  in  the  ascertainment  of 
that  elusive  boundary  between  invention  and  mechanical  skill.  The 
"  impalpable  something  "  that  distinguishes  one  from  the  other  is  not 
determinable  by  the  simplicity  of  the  alleged  invention  alone.  It 
often  occurs  that  when  one  has  succeeded  in  devising  a  means  to  ac- 
complish a  long  desired  end,  it  may  seem  plain  to  any  one  that  he 
could  have  done  it  as  easily  and  as  well  had  his  attention  been  called 
to  it.  This  has  been  the  case  with  some  inventions  of  great  merit. 
In  this  instance  the  attention  of  men  skilled  in  the  art  had  long  been 
called  and  directed  to  the  end  accomplished  by  the  applicant,  and 
their  mechanical  skill  had  been  exerted  in  vain.  The  article  devised 
by  him  has  gone  into  use  on  its  merits  and  proved  its  utility.  Con- 
fessing some  doubt,  we  have  come  to  the  conclusion  that  the  patent 
ought  to  be  granted.  As  said  in  the  case  of  in  re  Thomson^  (C.  D., 
1906,  566;  120  O.  G.,  2756;  26  App.  D.  C,  419:) 

In  case  of  ordinary  doubt  the  policy  of  the  patent  system,  as  customarily 
mnintained  in  the  Patent  Office,  has  been  to  give  the  applicant  the  benefit 
thereof,  because  no  absolute  right  of  property  is  conferred  by  the  grant  of  a 
imtent. 

This  doubt  was  resolved  in  favor  of  Stapleton  whose  patent  has 
been  cited  as  a  reference  in  this  case.  His  device,  of  a  different  kind 
intended  to  relieve  the  pressure  of  the  upper  plate,  shows  no  greater 
evidence  of  invention  than  does  the  applicant's.  The  case  is  quite 
different  from  that  of  in  re  Faber^  (C.  D..  1908,  481;  136  O.  G.,  229; 
31  App.  D.  C,  531.) 

The  decision  rejecting  claims  i,  ^,  and  6  will  he  afjirmed^  but  as  to 
claims  3  and  ^  will  he  reversed.  It  is  so  ordered.  The  clerk  will 
certify  this  decision  to  the  Commissioner  of  Patents. 

Affirmed  in  part.    Reversed  in  part. 


Digitized  by 


Google 


474      DECISIONS   OF   UNITED   STATES   COURTS  IN   PATENT   CASES. 
[Coart  of  Appeals  of  the  District  of  ColumbUu] 

Bbewes  V.  Whitney. 

Decided  February  5,  1912. 
178  O.  G..  1154 ;  38  App.  D.  C,  1273. 

INTEBFEBEIVCE — PBIQRITT. 

Priority  Held  properly  awarded  to  W.,  the  senior  party. 
{For  Commissianer's  decision  see  ante,  127;  177  O.  G.,  1296,) 

Mr.  Wallace  Greene  for  the  appellant. 

Mr,  G.  C.  GUI  and  Mr.  W.  G.  Henderson  for  the  appellee. 

Van  Orsdel,  /. ; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding.  The  invention  in  issue  relates  to  a 
manifold  sales-book  designed  especially  for  use  in  restaurants  and 
hotels. 

Appellant  is  here  with  forty-two  assignments  of  error,  all  relating 
to  questions  of  fact  pertinent  to  this  case.  To  discuss  these  assign- 
ments in  detail  would  involve  great  labor,  with  no  precedent  of  value 
to  the  profession  established. 

We  have  carefully  reviewed  the  evidence^  and  have  arrived  at  the 
conclusion  that  the  Comissioner  is  right  and  should  be  affirmed^  which 
is  accordingly  ordered.  The  clerk  is  directed  to  certify  these  proceed- 
ings as  by  law  required. 

Affirmed. 


(Court  of  Appeals  of  the  District  of  ColambUu] 

McM ANUS  V.  Hammer. 

Decided  Feltruary  5,  1912. 
179  O.  G.,  288;  38  App.  D.  C,  294. 

IlTTEBFERENCE — ^PRIORITY. 

Evidence  reveiwed  and  McM.  Held  to  be  the  "  real  inyentor/'  and  there- 
fore entitled  to  the  award  of  priority. 

Mr.  W.  R.  Spooner  for  the  appellant. 
Mr.  H.  M.  Sterling  for  the  appellee. 

RoBB,  /. ; 

This  is  an  appeal  from  a  decision  of  an  Assistant  Commissioner  of 
Patents  in  an  interference  proceeding  awarding  priority  of  invention 
to  Hammer,  the  senior  party  and  patentee.  The  patent  to  Hammer 
was  inadvertently  issued  as  the  McManus  application  was  on  file  at 
the  time. 

The  invention  is  a  comparatively  simple  one,  easily  understood, 
and  relates  to  an  improved  bottle  and  jar  closing  device.    Part  of 
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the  claims  cover  a  dished  disk  which  is  nothing  more  than  a  piece  of 
paper  or  cardboard  cut  round  to  fit  snugly  into  the  top  of  the  bottle- 
neck, and  a  so-called  rabbeted  portion  of  the  bottle,  which  expres- 
sion, reduced  to  common  phrase,  means  that  the  inside  top  portion 
of  the  neck  is  cut  out  sufficiently  to  admit  the  disk,  so  that  when  the 
bottle-cap  is  screwed  down  the  disk  will  be  about  even  with  the  top 
of  the  bottle;  in  other  words,  a  little  shoulder  is  made  in  the  inside 
of  the  neck,  upon  which  this  disk  rests.  Another  feature  of  some  of 
these  counts  relates  to  the  form  of  the  top  of  the  bottle-cap  which 
is  required  to  be  depressed  so  that  when  the  cap  is  screwed  down 
the  depression  will  come  in  contact  with  the  dished  disk  and,  of 
course,  force  it  tightly  into  place.  The  other  set  of  counts  relate 
particularly  to  the  cap  and  the  manner  of  applying  it  to  the  bottle. 
Under  these  counts  the  cap  is  required  to  have  a  plurality  of  inclined 
notches  at  its  lower  edge,  which  in  practice  simply  means  that  the 
lower  edge  of  the  cap  is  bent  inward  in  a  plurality  of  places  so  that 
the  projection  thereby  produced  will  engage  the  separat;?d  threads 
which  these  counts  require  to  be  formed  on  the  exterior  of  the  bottle 
and  whch  threads  run  slantingly  downward  to  a  shoulder.  The 
counts  of  the  issue  are  six  in  number  but  counts  1,  2,  and  4  fully 
illustrate  the  different  features  of  the  invention  and  are  here 
reproduced : 

1.  A  bottle  or  jar  having  a  rabbeted  portion,  a  dished  disk  adapted  to  fit  said 
rabbeted  portion,  and  a  cap  adapted  to  flatten  said  dished  disk  to  increase  its 
diameter. 

2.  A  bottle  or  jar  having  a  rabbeted  portion,  a  dished  disk  adapted  to  fie 
into  said  rabbeted  portion,  and  a  cap  having  a  depression  in  its  end  adapted  to 
flatten  the  dished  disk  to  increase  its  diameter. 

4.  A  bottle  or  jar  provided  with  an  annular  shoulder  and  a  plurality  of  super- 
posed separated  threads  connecting  at  their  lower  ends  with  said  shoulder,  in 
combination  with  a  cap  having  one  or  more  impunched  projections  at  its  lower 
edge  to  engage  said  threads,  said  projections  being  provided  with  Inclined 
upper  walls  having  an  angular  arrangement  with  relation  to  the  lower  edge 
of  the  cap  conforming  to  the  angular  arrangement  of  the  threads  with  re- 
lation to  the  shoulder,  whereby  stops  are  provided  at  the  junction  of  the 
threads  with  the  shoulder  to  limit  the  turning  movement  of  the  cap,  the  relative 
angular  arrangement  of  the  parts  being  such  as  to  adapt  the  cap  to  be  screwed 
down  into  close  contact  with  the  shoulder  so  that  the  Inclined  upper  walls  of 
the  projections  and  basal  edges  of  the  inner  walls  thereof  will  respectively  bear 
against  the  threads  and  shoulder  and  exert  resisting  pressures  to  prevent  Injury 
to  the  projections  when  the  cap  is  screwed  on. 

The  real  question  involved  is  that  of  originality.  Although  we 
have  carefully  examined  the  entire  record,  which  is  needlessly  long 
and  involved,  we  will  content  ourselves  with  a  statement  of  what  we 
conceive  to  be  the  material  facts.  McManus,  prior  to  the  events  cul- 
minating in  this  controversy,  had  for  sometime  interested  himself  in 
bottle-closing  devices.    On  January  27, 1904,  he  applied  for  a  patent 
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on  a  rim  with  angular  grooves  and  a  cap  to  fit  the  grooves.    This 
application  was  allowed  June  14,  1004,  as  Patent  No.  762,745.     His 
next  application  was  filed  May  24,  1904,  and  was  granted  as  Patent 
No.  772,250,  on  October  11th  following.    On  June  3, 1905,  he  filed  an 
application  on  a  device  similar  to  the  one  in  issue,  the  essential  dif- 
ferences being  that  the  separated  threads  ended  in  a  horizontal  groove, 
instead  of  a  shoulder,  and  the  inside  of  the  neck  was  not  rabbeted. 
The  notches  in  the  lower  part  of  the  cap  in  the  earlier  device  were 
straight  instead  of  inclined — a  mechanical  detail.    While  Hammer 
applied  for  a  patent  other  than  the  one  in  issue  on  May  22,  1905 — 
which,  so  far  as  the  record  discloses,  was  never  granted — it  is  clearly 
apparent  that  McManus  possessed  far  greater  knowledge  of  the  art 
than  he.     They  were  both  young  men  and  had  been  acquainted  in 
Baltimore,  Md.,  for  some  time. 

At  the  end  of  May,  1904,  McManus,  who  had  been  working  in 
Philadelphia,  went  to  New  York  and  engaged  board  and  room  with 
a  Mr.  and  Mrs.  Furness.  The  evidence  is  clear  and  convincing  that 
he  was  then  busily  engaged  in  developing  his  ideas  relative  to  bottle- 
closing  devices.  McManus  testifies  that  after  he  had  applied  for  his 
second  patent  he  conceived  the  invention  in  issue,  and  that  in  June  of 
1904  he  made  a  drawing  or  sketch  of  his  invention ;  that  he  took  this 
drawing  to  the  Demuth  Glass  Factory  in  Brooklyn  and  exhibited  it 
to  the  foreman,  a  Mr.  Dries,  who  referred  witness  to  a  Mr.  Shields, 
since  deceased,  the  mold-maker  of  the  factory  and  to  whom  McManus 
showed  his  drawing.  McManus  also  left  with  Mr.  Shields  a  model 
which  he  had  filed  out  of  a  bottle-neck  or  piece  of  wood.  Mr.  Shields 
was  unable  to  make  a  bottle  embodying  the  invention.  This  drawing 
and  model  were  not  preserved  by  the  factory  so  that  McManus  was 
unable  to  produce  them  in  evidence.  While  Mr.  Furness  subse- 
quently became  financially  interested  in  stock  companies  which  Mc- 
Manus organized  to  exploit  his  inventions,  his  testimony  and  that  of 
his  wife  being  consistent  and  evidently  given  in  perfect  good  faith 
is  entitled  to  consideration.  Soon  after  McManus  had  taken  a  room 
there,  at  the  end  of  May,  1904,  Mr.  Furness  interviewed  him  for  the 
purpose  of  ascertaining  his  busine&s.  McManus,  according  to  the 
witness,  informed  him  that  he  was  an  inventor  of  bottle-caps  and 
thereupon  submitted  "  various  samples  of  caps  in  brass  and  tin." 
Witness  becoming  interested,  McManus  exhibited  to  him  a  crude 
drawing  of  an  invention  which  he  said  he  had  just  made.  McManus 
explained  this  invention.    The  witness  states — 

that  the  groove  or  ribs  on  the  outside  of  the  top  of  the  bottle  was  run  down  to 
the  shoulder  and  the  notch  in  the  cap  was  beveled  slightly  so  that  he  (Mc- 
Manus) stated  that  the  bevel  in  the  notch  would  fit  the  groove  on  the  outside  of 
the  bottle.  And  at  the  top  of  the  bottle  he  was  to  have  a  little  groove  and  was 
to  have  a  piece  of  paper  or  cardboard  cut  full  so  that  it  would  belly  up  so  that 
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wben  the  cap  was  put  on  it  would  force  the  paper  tlgbt  against  the  sides  of  the 
bottle  and  malce  a  complete  seal  as  he  termed  it,  and  the  cap  was  dented  so  that 
it  would  catch  this  washer  in  this  ridge  at  the  top  of  the  neck  of  the  bottle. 

This  description,  it  will  be  noted,  fairly  describes  the  invention. 
It  is  suggested  by  one  of  the  tribunals  of  the  Patent  Office  that  this 
witness  failed  to  locate  the  projections  at  the  lower  edge  of  the  bottle- 
cap.  It  would  be  too  great  a  reflection  upon  the  intelligence  of 
McManus  to  assume  that  he  would  have  placed  them  anywhere  else. 
The  failure  of  this  witness  to  couch  his  description  in  technical  terms 
adds  to  rather  than  detracts  from  the  weight  of  his  testimony.  It  is 
apparent  that  he  fully  understood  the  result  sought  to  be  accom- 
plished and  the  manner  ifi  which  it  was  to  be  attained.  Mrs.  Fur- 
ness  also  testified  to  having  seen  the  drawing  referred  to  by  her 
husband  and  as  to  her  recollection  of  the  description  which  McManus 
gave  her  of  the  features  of  his  invention.  The  testimony  of  these 
witnesses  is  important  as  Hammer  admitted  in  his  cross-examination, 
(XQs.  1371  to  1380,)  that  he  had  no  conception  of  any  feature  of  the 
invention  until  sometime  in  September,  1904,  which  was  after  he 
had  gone  to  New  York  and  had  commenced  to  room  with  McManus. 

McManus  had  a  wooden  model  made  (McManus  Exhibit  No.  4),  in 
the  early  spring  of  190.5  by  Edward  Collins,  a  pattern  and  model 
maker  of  Brooklyn.  This  model  shows  the  separated  threads  and 
is  rabbeted  on  the  inside  of  the  neck.  Hammer  testified  that  this 
model — 

showed  an  annular  rib  or  shoulder  with  threads  going  into  the  shoulder  on  an 
Incline ;  it  was  also  provided  with  a  rabbeted  portion  in  its  top. 

The  drawings,  Hanmier  further  testified,  showed — 

a  cap  having  a  depression  in  its  top  with  inclined  notches  at  its  basal  edge,  also 
a  dished  disk  to  fit  into  the  rabbeted  portion. 

Hammer  testifies  positively  that  it  was  he  who  had  this  model 
made.  Unfortunately  for  Mr.  Hammer,  however,  Mr.  Collins — an 
entirely  disinterested  witness — disclaims  ever  having  seen  him,  and 
is  positive  that  the  model  was  made  for  McManus  from  a  sketch 
furnished  by  him ;  that  the  witness  knew  no  one  else  in  the  transac- 
tion. Further  corroboration  is  found  in  the  receipted  bill  which 
McManus  produced  and  which  was  identified  by  Mr.  Collins.  Mr. 
Collins,  under  cross-examination,  was  asked  how  he  was  able  to 
remember  this  particular  model,  and  replied : 

He  (McManus)  had  some  patent  wafer  that  he  put  on  top,  that  is  why  it 
impresses  itself  on  my  memory. 

He  was  further  asked,  under  cross-examination,  whether  at  the 
time  this  model  was  made  he  came  in  contact  with  Mr.  Hammer,  who 
was  thereupon  pointed  out  to  him.    The  witness  did  not  remember 
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ever  having  seen  Hammer.    The  Collins  model  was  also  exhibited  to 
Mr.  Shields,  who,  however,  was  unable  to  make  a  bottle  like  it. 

Some  time  in  June  of  1905  McManus  and  Hanuner  vf&re  in  Balti- 
more and,  at  the  latter's  suggestion,  interviewed  a  Mr.  Donahue,  a 
manufacturer  of  models  for  glass.  Donahue  testifies  that  they  ap- 
peared as  representatives  of  the  McManus  Manufacturing  Company. 
A  tool  was  procured  of  Mr.  Donahue  which  McManus  took  to  the 
Nivision  Glass  Factory  in  Baltimore,  where  an  imperfect  bottle  was 
produced.  This  tool  McManus  says  he  changed,  or  caused  to  be 
changed,  so  that  a  perfect  bottle  embodying  the  invention  was  pro- 
duced. Hammer,  according  to  the  testimony  of  McManus,  had  then 
returned  to  New  York.  The  Patent  Office  was  not  satisfied  that  a 
perfect  bottle  was  produced  at  this  time  for  the  reason  that  Donahue, 
testifying  concerning  the  tool  which  had  been  in  Hammer's  posses- 
sion, said  it  would  not  produce  such  a  bottle.  But  the  man  who 
produced  the  bottle  and  who  is  a  disinterested  witness,  testified  posi- 
tively concerning  it,  and  his  testimony  fully  corroborated  McManus. 
Mr.  Jackson,  secretary  and  one  of  the  directors  of  the  Nivision  Com- 
pany, testified  to  the  making  of  the  first  bottle,  which  is  an  exhibit 
in  the  case ;  that  the  bulge  in  the  tool  was  changed  so  as  to  '^  put  a 
small  edge  in  the  inside  of  the  rim  of  the  bottle  neck ;  "  that  the  bottle 
then  produced  was  perfect,  having  outside  threads  that  ran  down  to 
a  shoulder;  that  the  mold  from  which  this  bottle  was  made  caused 

J.  McManus's  name  to  be  impressed  upon  the  bottle.  The  witness 
further  stated  that  his  work  was  all  done  at  the  direction  of  McManus 
and  that  he  had  never  seen  Hammer  until  the  morning  of  the  day  he 
testified.  Mrs.  Furness,  in  her  testimony,  given  before  this  witness 
was  called,  mentioned  seeing  a  bottle  not  long  after  McManus  re- 
turned from  Baltimore  with  McManus's  name  on  it;  that  this  feature 
particularly  attracted  her  attention.  Mr.  Donahue,  called  by  Ham- 
mer remembers  that  he  made  such  a  name-plate  for  the  mold  in  ques- 
tion. Mrs.  Furness  testified  that  this  bottle  finally  disappeared,  and 
it  is  the  contention  of  McManus  that  Hammer  was  responsible  for 
its  disappearance.  The  description  which  Mrs.  Furness  gives  of  this 
bottle  tends  to  corroborate  the  testimony  of  Mr.  Jackson  and  of 
McManus  relating  thereto. 

McManus  further  testifies  that  it  was  finally  determined  to  form 
a  company,  composed  of  McManus,  Hammer,  Furness,  and  a  Mr. 
Specht,  to  exploit  this  particular  invention ;  that  it  was  agreed  that 
McManus  should  apply  for  a  patent  and  assign  his  invention  to 
Hammer  in  trust  for  the  interested  parties;  that  in  accordance  with 

'  this  understanding  and  agreement  McManus,  accompanied  by  Ham- 
mer, on  or  about  July  7, 1905,  went  to  the  New  York  office  of  Evans, 
Wilkins  &  Co.,  a  corporation  organized  under  the  laws  of  Virginia 
and  having  its  principal  place  of  business  in  Washington,  D,  C; 
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that  under  McManus's  direction,  Hammer  having  left  the  office,  the 
application  and  drawings  were  prepared,  and  that  McManus  then 
executed  the  application.  That  such  an  agreement  was  entered  into 
and  that  what  was  done  by  McManus  upon  this  occasion  looking 
to  the  filing  of  the  application  was  in  pursuance  of  that  agreement, 
is  testified  to  by  Mr.  Fumess  and  by  Mr.  Spooner,  an  attorney  who 
was  consulted  and  who  represents  McManus  in  this  proceeding. 
Without  reviewing  the  testimony  of  either  Mr.  Fumess  or  Mr. 
Spooner  in  reference  to  this  feature  of  the  case,we  deem  it  sufficient 
to  state  that  we  find  the  fact  to  be  that  such  an  arrangement  was 
entered  into  as  testified  to  by  them. 

Evans,  Wilkins  &  Co.  had  previously  represented  McManus  in 
patent  matters.  The  application  which  McManus  says  he  executed 
in  their  New  York  office  on  the  date  mentioned  was  not  filed.  Sub- 
sequently, on  July  28,  1905,  the  same  application  was  executed  by 
Hammer  in  the  Washington  office  of  the  Evans  Company  and  filed 
m  the  Patent  Office.  McManus  contends  he  knew  nothing  of  this. 
We  will  advert  to  this  question  later.  It  appears  that  some  time 
in  February,  1906,  Mr.  Spooner  came  to  Washington  for  the  purpose 
of  investigating  the  McManus  applications  and  learned  for  the  first 
time  of  the  Hammer  application.  He  testifies  that  he  discussed  the 
matter  with  Mr.  Evans  of  the  Evans  Company,  giving  Mr.  Evans 
the  complete  history  of  the  case;  that  upon  his  return  to  New  York 
Hammer  declined  to  recede  from  the  position  he  had  taken,  saying 
that  he  had  fixed  the  matter  up  with  Mr.  Clark,  who  was  then  in 
charge  of  the  Evans  Company's  New  York  office,  so  that  the  appli- 
cation could  be  made  in  his  (Hammer's)  name  instead  of  in  that 
of  McManus.  Mr.  Spooner,  accompanied  by  McManus,  again  came 
to  Washington  early  in  May  and  interviewed  Mr.  Evans.  The 
history  of  the  case  was  again  gone  over  and  Mr.  Evans  suggested 
that  it  would  be  necessary  for  McManus  to  make  an  application, 
which  would  be  placed  in  interference  with  the  application  filed  by 
Hammer.  Mr.  Evans  admits  that  he  agreed  to  take  charge  of  Mc- 
Manus's  case  and  act  for  him.  Accordingly,  McManus's  applica- 
tion was  prepared  in  the  Evans  Company's  office,  being  a  duplicate 
of  the  application  filed  by  Hammer.  This  application  was  prepared 
under  the  direction  of  and  witnessed  by  Mr.  Sterling,  counsel  for 
Hammer  in  this  proceeding;  and  right  here  it  may  be  stated  that  Mr. 
Sterling  was  a  stockholder  and  one  of  the  five  directors  of  the  Evans 
Company  and  closely  connected  with  that  company,  representing  it 
in  interference  and  infringement  cases. 

Upon  the  filing  of  the  McManus  application  McManus  and  Mr. 
Spooner  again  came  to  Washington  and  again  interviewed  Mr. 
Evans.  The  case  was  again  carefully  discussed  and  all  the  informa- 
tion in  the  possession  of  McManus  or  Mr.  Spooner  was  freely  given 
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to  Mr.  Evans.  Upon  being  informed  as  to  the  fees  that  would  be 
charged  by  the  Evans  Company  in  taking  the  testimony  in  the 
interference  proceeding,  Mr.  Spooner  represented  to  Mr.  Evans  that 
McManus  would  be  unable  to  meet  such  an  expense;  that  it  would 
be  necessary  for  him  (Spooner),  although  not  familiar  with  patent 
cases,  to  attend  to  the  taking  of  the  testimony,  but  that  the  Evans 
Company  should  continue  as  counsel  in  all  matters  outside  of  that. 
This  arrangement  was  assented  to  by  the  Evans  Company,  as  Mr. 
Evans  admitted  in  his  testimony.  Without  going  into  further  de- 
tails, it  is  sufficient  to  say  that  after  th«  preliminary  statements  had 
been  filed  the  Evans  Company  withdrew  as  counsel  for  McManus, 
but  Mr.  Sterling  appeared  as  counsel  for  Hammer. 

We  will  here  give  a  brief  summary  of  Hammer's  case:  We  fully 
agree  with  the  Patent  Office  that  Hammer  has  shown  no  conception 
of  any  of  the  counts  of  the  issue  prior  to  the  alleged  execution  by 
McManus  of  the  application  of  July  7,  1905.  His  case  depends 
almost  entirely  upon  the  testimony  of  members  and  employees  of  the 
Evans  Company.  Mr.  Clark,  who  was  then  in  charge  of  the  New 
York  office  of  the  company,  says  he  "  was  given  to  understand  "  that 
Hammer  was  the  inventor.  He  fails,  however,  satisfactorily  to 
explain  how  it  happened  that  McManus's  name  was  placed  at  the 
top  of  the  specifications  by  the  stenographer  to  whom  he  dictated 
them,  in  accordance  with  the  custom  of  putting  the  name  of  the 
inventor  in  that  place.  This  name  was  subsequently  erased  and 
Hammer's  inserted.  It  is  also  strange  that  McManus  should  have 
been  the  one  to  explain  the  invention  to  the  draftsman.  To  be  sure, 
the  draftsman  testifies  that  Hammer  subsequently  criticised  the 
drawing  and  required  some  changes  in  it.  We  do  not  attribute  much 
importance  to  this  testimony,  however. 

Coming  now  to  the  testimony  of  Mr.  Evans  and  Mr.  Sterling, 
they  both  state  that  McManus  was  present  when  Hammer  executed 
his  (Hammer's)  application  and  understood  that  it  was  for  the 
invention  in  issue.  They  both  testified  positively  (Sterling  with 
great  detail)  that  Hammer  then  paid  the  fee  of  thirty  dollars  for 
that  and  another  application  executed  by  McManus  and  covering  a 
notching  device.  As  to  the  latter  statement,  McManus  produced  a 
receipt  in  his  name  for  the  money  which  he  said  he  paid  for  hi;? 
application  and  a  balance  due  on  a  prior  one;  as  to  the  former  state- 
ment, it  is  very  significant  that  although  Mr.  Sterling  had  testified 
that  Mr.  Spooner,  at  one  of  the  interviews  leading  up  to  the  pre- 
paration and  filing  of  the  present  application,  was  informed  that 
McManus  was  present  when  the  Hammer  application  was  executed. 
Mr.  Evans,  when  asked  the  direct  question  by  Hammer's  counsel — 
Mr.  Sterling — ^whether  he  had  so  informed  Mr.  Spooner  answered 
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equivocally  and  stated  that  he  had  said  to  Mr.  Spooner  that 
McManus — 

should  have  asserted  bis  claims  at  the  time  the  application  of  Mr.  Hammer 
was  filed. 

It  is  equally  significant  that  Mr.  Evans  testified  that  in  one  of 
those  interviews  McManus  exhibited  to  him  the  McManus  copy  of 
the  original  specifications  and  then — 

stated  that  a  mistake  bad  been  made  in  the  filing  of  the  application,  that  It 
should  have  been  filed  in  bis  (McManus's)  name  instead  of  Mr.  Hammer's. 

Mr.  Spooner  in  his  testimony  categorically  denied  that  Mr.  Evans 
even  made  the  remark  that  McManus  should  have  asserted  his  claims 
at  the  time  the  Hammer  application  was  filed.  He  was  equally  posi- 
tive that  no  suggestion  was  made  by  Mr.  Evans — 

or  any  one  else  in  any  of  the  interviews  there,  that  Mr.  Hammer's  applica- 
tion was  made  in  Mr.  McManus's  presence,  or  that  Mr.  McManus  had  knowl- 
edge of  it  at  the  time. 

On  the  contrary,  that  McManus  had  stated  to  Evans  that  he, 
McManus,  knew  nothing  of  the  execution  of  that  application  and 
that  Evans  had  confirmed  the  statement.  The  failure  of  Evans  to 
speak  when  reason  and  duty  required  him  to  speak  tends  strongly 
to  show  that  his  subsequent  recollection  while  testifying  for  Ham- 
mer was  at  fault.  The  testimony  of  Mr.  Sterling,  w^hen  considered 
in  the  light  of  the  surrounding  circumstances  as  disclosed  by  this 
record,  loses  much  of  its  probative  force. 

We  think  Mr.  Evans  and  Mr.  Sterling  have  confused  this  Ham- 
mer application  with  some  other;  but,  even  assuming  that  their 
recollection  is  correct,  the  record  leaves  no  room  for  doubt  in  our 
minds  that  McManus  is  the  real  inventor  of  these  claims  and  each 
of  them,  and  that  the  award  should  have  been  in  his  favor.  He  well 
may  have  thought  that  the  trust  arrangement  with  Hammer  fully 
protected  his  interests. 

The  decision  is  reversed  and  priority  awarded  McManus. 

Reversed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Morgan. 

Decided  February  5,  1912. 

179  O.  a,  292;  38  App.  D.  C.  274. 

1.  Patentability — Incandescent-Lamp-Secubing  Means. 

Claims  for  a  device  for  fastening  an  incandescent  lamp  in  its  socket  Held 
unpatentable  in  view  of  the  prior  art. 
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2.  Same — Double  Use. 

Where  tlie  locking  devices  employed  by  the  applicant  had  been  used  for 
the  same  purpose  in  nut-locks,  Held  that  applicant  had  made  merely  a 
double  use  of  this  old  instrumentality  when  he  employed  it  as  a  means  for 
fastening  an  incandescent  lamp  In  its  socket. 

{For  CamnUasioner^a  deciHon  see  ante,  65;  176  O.  (?.,  275.) 

Mr.  A.  V.  Cushman  for  the  appellant. 

Mr.  R.  F.  Whitehead  for  the  Commissioner  of  Patents. 
BoBB,  J.: 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
rejecting  appellant's  application  for  a  patent  on  a  spiral-spring  lock- 
ing device  for  an  electrical  incandescent  lamp.  The  first  and  fourth 
of  the  ten  counts  are  here  reproduced : 

1.  The  herein  described  means  for  fastening  against  removal  an  incandescait 
lamp  in  its  stocket,  comprising  the  lamp  socket,  a  protective  shell  therefor,  the 
lamp  and  its  base,  a  helical  spring  having  one  end  free,  and  covered  by  the 
protective  shell  when  the  lamp  is  in  position. 

4.  In  combination  with  a  lamp  socket  and  its  protective  covering  shell,  a  lamp 
adapted  to  be  inserted  therein  by  a  threading  motion,  said  lamp  having  a  base, 
a  helical  spring  secured  at  one  end  to  the  base,  but  free  at  the  other  end,  said 
spring  when  the  lamp  is  in  place,  being  covered  by  said  protective  covering  shell. 

As  pointed  out  by  the  Patent  Office  tribunals,  it  was  old  to  provide 
an  electric  lamp  with  a  coiled  spring.  The  patents  to  Kurz  et  dl.. 
Knowles,  and  Arnold,  show  such  springs  on  the  outside  of  the  socket, 
while  in  the  pateirts  to  Kussell  the  spring-wire  is  on  the  inside  of  the 
socket.  In  the  Kussell  patents,  however,  the  wire  is  fastened  at  both 
ends  and  does  not  act  as  a  locking  device.  The  patents  to  Mitsch, 
Donally,  and  Libby,  disclose  lock-nuts  in  which  accidental  displace- 
ment of  the  nut  is  prevented  by  a  spiral  spring.  Mitsch,  in  his 
specification,  says  his  invention — 

relates  to  locks  for  screw-threads  which  will  allow  without  hindrance  the  screw- 
ing of  two  devices  upon  each  other  in  one  direction,  but  which  when  so  attached 
in  any  position  relatively  to  each  other  will  secure  said  devices  from  being 
turned  in  the  reverse  direction. 

Donally,  whose  construction  most  nearly  resembles  appellant's,  de- 
scribes his  invention  as  relating  particularly  to  locking-nuts.  We 
agree  with  the  Patent  Office  that  it  involved  no  invention  to  free  one 
end  of  Russell's  spring  and  make  use  of  a  well-known  form  of  lock- 
nut.  Appellant  insists  that  this  is  not  a  case  of  mere  double  use  as 
defined  in  Potts  v.  Creager,  (C.  D.,  1896, 143 ;  70  O.  G.,  494;  155  U.  S., 
597.)  He  insists  that  the  lock-nut  references  ought  not  to  be  consid- 
ered because,  as  he  contends,  they  are  from  a  non-cognate  art.  We 
cannot  agree  with  him.  He  found  his  spring  in  the  incandescent -lamp 
art.  He  desired  to  provide  that  spring  with  a  locking  feature  and  did 
provide  it  with  a  well-known  form  of  lock-nut.    It  is  difficult  to  con- 
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ceive  where  he  would  have  looked  to  find  this  lock-nut  if  not  in  the 
art  to  which  it  related;  in  other  words,  the  lock-nut  which  he  used 
was  not  designed  for  use  in  any  particular  device  but  for  use  gen- 
erally in  any  device  where  such  a  feature  might  be  desired.  As  the 
Examiners-in-Chief  well  said  : 

Certain  devicee  are  conamon  to  the  arts  as  a  whole  because  they  are  adapted 
for  use  in  many  situations. 

The  limitation  in  claim  10  that  a  key  must  be  used  is  of  no  impor- 
tance, as  such  a  feature  is  shown  in  the  Libby  patent 
The  decision  of  the  Commissioner  is  affirmed. 
Affirmed* 


(Court  of  Appeals  of  the  District  of  Columbia.] 

In  RE  Marconi. 

Decided  February  5,  1912. 

179  O.  a.  577;  38  App.  D.  C,  28a 

1.  Intebferencb— Final  Dccisioif  on  Psiobitt — Claims  Thebeafteb  Presented 

BY  Losing  Pabty  Necessabily  Included  in  Scope  of  Decision — Duty 

of  Com  mission eb  to  Reject. 
Where  after  the  termination  of  an  Interference  the  losing  party  pre- 
sented claims  which  were  necessarily  included  in  the  scope  of  the  decision 
In  the  Interference  and  concluded  thereby,  it  was  the  duty  of  the  Commis- 
sioner to  reject  such  claims. 

2.  Same — Same — Same — Claims  in  Application   Not  Intolted  in   Intebfeb- 

ENCE — Res  Adjudicata. 
M.  filed  two  applications  disclosing  different  species  of  the  same  in- 
vention :  but  in  neither  of  them  was  the  invention  claimed  broadly.  After 
the  declaration  of  an  interference  between  the  later  application  and  an 
application  of  B.  a  patent  was  granted  on  the  earlier  application.  The 
Interference  was  decided  in  favor  of  B.,  and  thereafter  M.  sought  to  re- 
issue the  patent  with  claims  broad  enough  to  cover  the  devices  disclosed 
in  both  of  his  applications.  Held  that  these  claims  were  properly  refused 
on  the  ground  that  B.'s  right  thereto  was  concluded  by  the  decision  in 
the  Interference. 

Mr.  L.  F.  H.  Betts  and  Mr.  Thomas  E.  Robertson  for  the  appellant. 
Mr.  R.  F.  Whitehead  for  the  Commissioner  of  Patents. 

Shepard,  G.  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Pat- 
ents rejecting  the  following  claims  of  an  application  for  the  reissue 
of  a  patent : 

17.  In  a  wireless  telegraph  transmitter,  the  combination  of  two  rotatable 
members,  teeth  on  the  adjacent  portions  thereof,  an  oscillation  circuit  con- 
nected to  said  rotatable  members,  and  means  for  rapidly  rotating  said  mem- 
bers so  that  the  teeth  shall  be  caused  to  pass  one  another  In  opposite  directions. 
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18.  A  spark-gap  device  couiprisliig  movable  terminals  and  means  for  simul- 
taneously rotating  said  terminals  toward  and  away  from  each  other  for  the 
purpose  of  making  and  breaking  a  spark,  substantially  as  described. 

19.  In  a  wireless  telegraph  transmitter,  the  combination  of  two  rota  table 
disks  adapted  to  rotate  in  the  same  direction,  teeth  on  the  adjacent  peripheries 
thereof,  an  oscillation  circuit  connected  to  said  disks,  and  means  for  rapidly 
rotating  said  disks  so  that  the  teeth  may  be  caused  to  pass  one  another  in 
opposite  directions,  substantially  as  described. 

The  Patent  No.  935,381,  for  which  the  reissue  is  applied,  was 
granted  September  28,  1909,  on  an  application  filed  Oct.  1,  1907.  A 
British  application  for  the  same  patent  was  applied  for  February  25, 
1907.  It  relates  to  transmitting  apparatus  for  wireless  telegraphy 
and  specially  to  means  for  creating  high-frequency  alternating  cur- 
rents. While  it  discloses  a  sufficient  foundation  for  the  broad  claims 
now  under  consideration,  the  claims  cover  the  specific  form  of  the 
invention. 

The  revolving  wheel  as  shown  is  formed  of  two  metal  disks,  with 
equally-spaced  teeth  projecting  radially  outward  from  the  periph- 
eries. These  are  fixed  side  by  side,  but  insulated  from  each  other, 
the  teeth  of  one  disk  being  spaced  midway  between  the  teeth  of  the 
other,  and  the  bodies  of  the  disks  are  respectively  connected  to  the 
two  poles  of  the  current-generator.  Revolving  in  the  same  plane 
and  in  the  same  direction  as  the  generator- wheel  and  in  close  prox- 
imity to  it,  but  not  in  contact  with  it,  is  a  toothed  collector  consist- 
ing of  a  plain  metal  disk,  the  outer  rim  of  which  is  broad  enough 
to  carry  teeth  which  will  project  over  the  teeth  of  both  disks  of  the 
generator-wheel,  the  distance  between  the  teeth  on  this  collector- 
wheel  being  the  same  as  that  between  the  teeth  of  either  of  the  two 
disks  of  the  genera  tor- wheel.  The  electromotive  force  of  the  source 
of  electricity  employed  should  be  sufficient  to  cause  the  current  to 
jump  the  small  air-space  betwen  the  teeth  of  the  generator-wheel 
and  the  teeth  of  the  collector-wheel  as  these  pass  each  other  when 
revolving  close  together;  the  wheels  turning  in  the  same  direction. 

Marconi  also  filed  another  application  on  March  31,  1909,  relating 
to  transmitting  apparatus  for  wireless  telegraphy  in  which  the  dis- 
charge takes  place  across  a  small  gap  between  discontinuous  metal 
surfaces  in  relative  motion  at  a  very  high  speed. 

In  the  specific  form  described  and  shown  the  moving  surfaces  con- 
sist of  pegs  or  studs  on  the  adjacent  faces  of  two  parallel  disks  fixed 
to  two  shafts  in  a  line  with  each  other  and  revolved  in  opposite  direc- 
tions, the  shafts  being  mounted  in  insulated  bearings. 

Clifford  D.  Babcock  filed  an  application  July  17,  1907,  describing 
an  apparatus  for  a  transmitter  for  wireless  telegraphy  in  which  the 
disks  provided  with  studs  on  their  adjacent  faces  rotate  in  opposite 
directions.  On  July  12,  1909,  while  both  of  Mnrconi's  applications 
were  depending,  an  interference  was  declared  between  his  later,  or 


Digitized  by 


Google 


DECISIONS  OF   UNITED  STATES   COURTS  IN   PATENT   OASES.      485 

second  application  and  Babcock's.  The  issue  was  declared  in  the 
following  counts : 

1.  In  a  wireless  telegraph  transmitter  the  combination  of  two  disks,  means 
for  rapidly  rotating  the  disks  in  opposite  directions,  studs  on  the  adjacent  faces 
of  the  disks,  and  an  oscillation  circuit  connected  to  the  disks. 

2.  In  a  wireless  telegraph  trananitter  the  combination  of  two  parallel  disks, 
means  for  rapidly  rotating  the  disks  in  opposite  directions,  studs  On  the  adja- 
cent faces  of  the  disks,  and  an  oscillation  circuit  connected  to  the  disks. 

When  the  preliminary  statements  were  opened  it  appeared  that 
Marconi  had  alleged  a  date  of  invention  later  than  Babcock's  filing 
date.  Notice  was  given  Marconi  to  show  cause  why  a  decision  of 
priority  should  not  be  made  in  favor  of  Babcock  on  the  record ;  and 
this  time  was  on  request  therefor  extended.^  No  cause  having  been 
shown  by  the  extended  date,  priority  was  awarded  to  Babcock,  and 
there  was  no  appeal  therefrom.  Patent  issued  to  Babcock  in  execu- 
tion of  the  decision  on  July  19,  1910. 

The  chief  contention  in  the  case  is  over  claims  17  and  18,  which  it 
is  conceded  by  appellant  are  broader  than  those  contained  in  the  issue 
of  interference;  but  the  latter  he  contends — 

are  limited  to,  and  cover  nothing  more  than  specific  and  detail  improvements 
common  to  both  the  Marconi  and  Babcock  apparatus  described  in  their  respec- 
tive later  applications. 

No  question  was  made  in  the  Patent  Office  that  the  reissue  applica- 
tion had  sufficient  foundation  in  the  description  of  Patent  No.  935,381, 
or  that  it  was  in  full  compliance  with  the  rules  governing  reissue. 

The  ground  of  rejection  was  that  Marconi  was  estopped  to  make 
the  broad  claims  of  the  application  by  reason  of  the  former  decision 
in  the  interference. 

The  reason  given  is  that  while  the  claims  directly  involved  therein 
were  narrower  than  those  of  the  present  application,  these  broader 
claims  could  readily  have  been  made  on  the  one  involved,  and  priority 
determined  therein,  wherefore  the  right  to  them  is  concluded  by  that 
adjudication.  In  support  of  that  view,  Blackford  v.  Wilder  (C.  D., 
1907,  491;  127  O.  G.,  1265;  28  App.  D.  C,  535)  and  other  cases  are 
cited. 

The  question  is  whether  the  principle  of  res  adjvdicata  has  been 
correctly  applied  in  refusing  the  reissue  application. 

The  first  contention  of  the  appellant  is  that  the  parties  to  the  pro- 
ceedings are  not  the  same,  because  the  parties  to  the  interference  were 
Marconi  and  Babcock,  while  the  present  controversy  is  between  Mar- 
coni and  the  Patent  Office.  The  distinction  is  one  of  form,  and  not  of 
substance.  The  proceeding  is  ex  parte.  The  Patent  Office — the  Com- 
missioner of  Patents — is  not  a  party  to  the  proceeding  in  the  ordinary 
sense.  He  is  the  head  of  the  Office  in  which  all  applications  for 
patents  are  filed.    When  filed  in  proper  form,  and  fees  paid,  it  is  his 
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duty  to  cause  examinations  to  be  made,  and  to  issue  the  patent  if  ^  it 
shall  appear  that  the  claimant  is  justly  entitled  thereto."  (R.  S.,  sec 
4893.) 

It  Is  the  duty  of  the  Commissioner  of  Patents,  representing  the  public,  and 
also  the  private  rights  of  the  inventor  involved  In  the  pending  application,  as 
well  as  all  other  inventors  having  the  sanction  of  the  Patent  OflSce,  to  see  that 
entire  Justice  be  done  to  all  concerned.  (In  re  DrawMugh,  0.  D.,  1896,  627; 
77  O.  G.,  313;  0  App.  D.  C,  219.) 

If  in  the  performance  of  his  duty,  the  examination  discloses  a 
former  patent  anticipating,  or  covering  the  invention  applied  for, 
the  applicant  is  not  justly  entitled  to  a  patent,  and  it  is  his  duty  to  so 
decide.  If  the  right  of  the  applicant  to  the  invention  has  been  adjudi- 
cated against  him  in  a  former  proceeding  either  in  the  courts  or  the 
Patent  Office,  he  may  likewise  reject  the  application;  and  he  may 
without  formal  proof  of  the  record  of  proceedings  in  the  Supreme 
Court  of  the  United  States,  take  notice  of  the  facts  adjudicated 
therein.  {In  re  Drawbmghj  C.  D.,  1896,  527;  77  O.  G.,  313;  9  App. 
D.  C,  219.) 

For  a  stronger  reason  he  may  act  upon  knowledge  derived  from 
a  search  of  the  records  of  litigation  and  decision  made  in  his  own 
department.  Unquestionably,  a  patent  issued  on  this  application 
would  dominate  the  subject-matter  of  Babcock's  patent  that  was  in- 
volved in  the  interference  proceeding  and  decision.  If  the  broader 
claims  now  applied  for  were  necessarily  included  in  the  scope  of  that 
decision,  and  concluded  thereby,  it  was  the  duty  of  the  Commissioner 
to  reject  them,  for  the  patent  could  not  justly  be  issued.  It  is  true 
that  the  Commissioner  might,  in  the  exercise  of  his  discretion,  and 
especially  if  in  doubt,  have  declared  another  interference  with  .Bab- 
cock  and  devolved  upon  him  the  burden  of  maintaining  the  con- 
clusiveness of  the  former  adjudication.  But  he  was  under  no  obliga- 
tion to  pursue  that  course  in  what  he  regarded  as  a  plain  case,  and 
the  effect  of  his  representation  of  Babcock's  interest  for  the  purpose 
of  urging  the  former  adjudication  is,  for  all  the  purposes  of  the 
present  proceeding,  the  same  as  if  Babcock  were  a  formal  party. 

The  second  contention  is  that  the  broad  claims  were  not,  and  could 
not  be  involved  in  the  interference,  because  Patent  935,381  had  issued 
before  Babcock^s  application  had  been  disclosed  to  Marconi  in  the 
interference  case,  and  therefore  Marconi  could  not  make  the  broad 
claims  in  bis  later  application  for  the  reason  that  they  would  be  in- 
validated if  granted,  because  they  could  have  been  made  in  the  first 
application  for  which  patent  had  issued. 

Assuming  this  would  be  the  result,  he  might,  nevertheless,  have 
made  the  claims  in  the  depending  application  and  obtained  an  adjudi- 
cation of  priority  as  to  them,  if  entitled  thereto,  in  the  interference 
proceeding.  Having  obtained  such  an  adjudication,  he  might  prob- 
ably have  avoided  the  result  apprehended  by  striking  them  out  by 
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amendment,  and  then  presenting  them  in  the  application  for  reissue 
of  his  older  patent.  Be  that  as  it  may,  however,  this  situation  was 
presented  to  him:  He  could  not  overcome  the  date  of  Babcock's 
application  in  respect  of  the  specific  invention  of  the  issue;  and  he 
feared  to  present  the  broader  claims  because  if  awarded  to  him  they 
might  be  invalidated  by  the  former  patent  in  which  they  might  have 
been  included  by  amendment  before  issue,  or  by  reissue  afterward. 
An  extension  of  time  was  given  him  in  which  he  might  consider  the 
proper  action  to  take  under  the  circumstances  presented.  At  any 
rate,  as  said  by  the  Commissioner — 

but  for  the  fact  that  Marconi  had  been  granted  an  earlier  patent,  these  claims 
could  undoubtedly  have  been  put  in  the  later  application,  and  included  in  the 
interference.  If  they  could  not  have  been  put  therein,  then  it  was  clearly  in- 
cumbent upon  Marconi  if  he  would  contest  these  claims,  to  have  promptly 
filed  his  application  for  reissue  so  that  it  could  have  been  included  In  the  inter- 
ference, or  if  it  was  not  possible  to  have  filed  the  reissne  within  time  for 
filing  preliminary  statements,  or  that  fixed  by  the  order  to  show  cause,  to 
have  asked  for  an  extension  until  such  reissue  could  be  filed.  To  grant  these 
claims  to  Marconi  would,  as  pointed  out  by  the  Examiners-in-Ghief,  give  him 
claims  dominating  Babcock  upon  the  very  subject-matter  upon  which  he  pre- 
vailed in  the  interference.    ♦    ♦    ♦ 

Had  Marconi  desired  to  pursue  the  course  suggested,  there  could 
be  no  doubt  that  he  would  have  been  given  plenty  of  time  and  that 
his  reissue  application,  applied  for  promptly,  could  and  would  have 
been  brought  into  the  interference.  Instead,  he  elected  to  abide  the 
judgment  in  the  depending  cause,  and  suffer  Babcock's  patent  to 
issue  in  pursuance  thereof. 

Having  done  so,  he  seeks  now  to  dominate  those  claims  by  the 
broader  ones  which  might,  and  ough^  if  intended  ever  to  be  claimed, 
to  have  been  expressly  embraced  in  that  litigation.  We  think  that 
the  Commissioner  was  right  in  deciding  that  he  was  concluded  by 
the  former  decision.  There  should  be  an  end  of  litigation  in  the 
Patent  Office  as  elsewhere,  and  the  principle  of  res  judicata  is  ap- 
plied therein  to  its  full  extent  {Blackford  v.  Wilder ^  C.  D.,  1907, 
491;  127  O.  G.,  1256;  28  App.  D.  C,  535;  Horine  v.  Wende,  C.  D., 

1907,  615;  129  O.  G.,  2858;  29  App.  D.  C,  415;  in  re  Edison,  C.  D., 

1908,  327 ;  133  O.  G.,  1190;  30  App.  D.  C,  321 ;  U.  S.,  ex  rel.  Newcomb 
Motor  Co.  V.  Moore,  C.  D.,  1908,  332;  133  O.  G.,  1680;  30  App.  D.  C, 
464;  Carroll  v.  EaUwood,  C.  D.,  1908,  444;  136  O.  G.,  896;  31  App. 
D.  C.,  165.)  The  appellant  is  in  error  in  the  contention  that  Black- 
ford V.  Wilder,  supra^  is. distinguishable,  and  inapplicable  to  the  con- 
ditions of  this  case,  because  the  broader  claims  therein  involved  had 
been  presented  in  the  same  application,  after  the  adverse  decision  on 
the  narrower  claims,  and  were,  moreover,  founded  on  the  same  con- 
struction' shown  in  an  exhibit  that  had  been  relied  upon  in  the  cause. 
The  particular  facts  in  that  case  furnished  plainer  grounds,  perhaps, 
for  the  application  of  the  principle,  but  not  essentially  different 
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ones.  These  daims  were  within  the  disclosure  of  the  second  applica- 
tion in  specification  and  drawing,  and  might  have,  as  we  have  seen, 
been  made  and  brought  into  that  interference,  and  expressly  and 
directly  embraced  in  the  decision  therein.  To  allow  them  in  this 
subsequent  proceeding  would  result  in  a  patent  dominating  the  nar- 
rower claims  then  directly  determined,  and  impair  the  operation 
and  effect  of  that  decision.  The  conditions  bring  the  case  within  the 
doctrine  thus  stated  in  Blackford  v.  Wilder^  supra: 

Appljrlng  the  well-settled  principle  of  estoppel  by  Judgment,  before  stated.  It 
follows  Inevitably  that  the  final  decision  in  the  first  interference  is  conclusive, 
unless  it  can  be  made  to  appear  that  the  question  upon  which  the  determination 
of  the  second  case  rests  is  one  that  neither  was,  nor  could  have  be^i  presented 
and  determined  in  the  first  case. 

The  other  cases  are  in  accord.  The  decision  was  right  and  wiU  he 
afprmed.  This  decision  will  be  certified  to  the  Commissioner  of 
Patents. 

Affirmed. 


[Court  of  Appeals  of  the  District  of  Colambla.] 

Huff  v,  Gulick. 

Bedded  March  4,  1912, 

179  O.  G.,  579;  38  App.  D.  C,  834. 

Intebfbbencr — ^Pbioritt. 

Evidence  reviewed  and  Held  insufllcient  to  establish  beyond  a  reasonable 
doubt  that  H.,  who  was  the  last  to  conceive  the  invention  in  issue,  reduced 
the  same  to  practice  before  G.  filed  his  application,  and  priority  Held 
properly  awarded  to  G. 

{For  Commissioner's  decision  see  ante^  102;  177  O.  O,,  525.) 

Mr.  J.  A.  Watson  for  the  appellant. 

Mr.  A.  H,  Graves  for  the  appellee. 
Van  Orsdel,  J.: 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding. 

The  applications  in  issue  relate  to  improvements  in  motor-vehicles, 
and  are  explained  by  the  Examiner  of  Interferences  as  follows : 

The  invention  in  Issue  is  concerned  more  particularly  with  the  construction 
of  the  back  axle  and  embodies,  in  connection  with  other  elements,  a  casing  of 
peculiar  intumed  constmction  surrounding  the  difTerential  and  ends  of  the  axle 
section.  The  purpose  of  the  organization  appears  to  be  the  retention  of  the 
lubricant  in  the  casing,  upon  tilting  of  the  axle,  and  to  prevent  consequent  im- 
pairment of  the  functions  of  the  adjacent  band  brake. 

The  invention  is  set  forth  in  a  single  count,  which  reads  as  follows : 
In  a  motor  vehicle,  the  combination  of  axle-sections,  differential  gearing,  a 
main  casing  about  said  gearing  having  lnwardl.v-extt»nded  sleeves  at  its  opposite 
cuds  surrounding  said  axle-sections,  and  end  casings  detachably  fastened  to  the 
exterior  of  said  main  casing  and  having  tubes  or  sleeves  receiving  said  axle- 
sections  and  fitted  in  said  main  casing  sleeves. 
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It  appears  that  appellee  conceived  the  invention  at  least  as  early  as 
February,  1906,  while  appellant  failed  to  produce  evidence  of  con- 
ception prior  to  November,  1906.  Appellee  made  no  reduction  to 
practice  before  August  9,  1907,  the  date  of  the  filing  of  his  applica- 
tion, upon  which  a  patent  was  issued  November  24, 1908.  Appellant 
did  not  file  his  application  until  April  28,  1909,  a  date  subsequent  to 
the  issuance  of  appellee's  patent.  Hence  the  burden  is  upon  appel- 
lant to  prove  his  case  beyond  a  reasonable  doubt. 

Appellant  relies  for  reduction  to  practice  upon  a  test  run  made  in 
March,  1907,  with  an  automobile  containing  the  invention  in  issue. 
The  testimony,  however,  fails  to  show  definitely  the  successful  opera- 
tion of  the  device.  The  run  was  planned  from  Detroit  to  Buffalo, 
but  was  abandoned  at  Toledo,  owing  to  the  breaking  of  the  bridge 
after  a  run  of  about  eighty  miles.  The  evidence  shows  that  the  injury 
was  not  occasioned  through  any  defect  in  the  novel  parts  of  the 
bridge,  and  that  the  car  ran  well  until  the  accident.  The  testimony, 
however,  goes  no  further.  It  fails  to  show  that  the  device  fulfilled  its 
purpose.  It  is  apparent  that  the  machine  might  have  run  well  for 
eighty  miles,  and  yet  the  experimental  bridge  may  have  retained  the 
oil  no  better,  or  possessed  no  greater  strength,  than  the  known  devices. 
We  agree  with  the  tribunals  of  the  Patent  Office  in  holding  that  this 
test  was  insufficient,  and  also  that  the  invention  is  sufficiently  complex 
to  require  a  test  in  order  to  demonstrate  its  practicability. 

Appellant  also  testified  as  to  other  experimental  runs,  but  his  testi- 
mony is  uncorroborated,  and,  therefore,  insufficient.  The  same  ob- 
jection applies  to  his  testimony  that  severalof  the  1908  cars,  which 
are  shown  by  an  instruction-book  offered  in  evidence  to  contain  the 
subject-matter  of  the  issue,  were  sold  between  July  30,  1907,  and 
August  9th.  It  is  true  he  testifies  after  reference  to  the  books  of  the 
company,  but  these  books  were  not  placed  in  evidence,  and  hence  are 
not  corroborative.    Neither  is  the  date  of  the  instruction-book  proved. 

We  are  of  opinion,  therefore,  that  appellant  has  failed  to  overcome 
the  heavy  burden  resting  upon  him,  especially  in  view  of  the  fact  that 
he  was  in  a  position  to  prove  beyond  question  the  facts  upon  which 
he  seeks  to  establish  his  right  to  a  patent.  Even  if  the  operation  of 
ihe  experimental  bridge  on  the  Toledo  run  was  not  susceptible  of  more 
definite  proof,  other  tests  were  made  about  which  evidence  could  have 
been  adduced.  It  was  also  within  his  power  to  prove  conclusively 
that  the  1908  cars  were  put  into  operation  prior  to  appellee's  filing 
date,  if  such  was  the  fact.  Having  this  evidence  within  his  control, 
and  not  producing  it,  it  must  be  presumed  that  it  was  unfavorable  to 
his  case. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 
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[Court  of  Appeals  of  the  District  of  Columbia.] 

In  be  Meyer  Bros.  Coffee  and  Spice  CJompant, 

Decided  April  i,  1912. 

179  O.  G.,  579 ;  38  App.  D.  C,  520. 

Tbaob-Mabks — '*  Trophy  " — Debcriptivs. 

The  word  "Trophy"  Held  properly  refused  registration  on  tlie  gronnd 
that  it  is  descriptive,  in  that  it  indicates  that  the  goods  to  which  it  is 
applied  had  been  recognized  as  of  superior  quality. 

{For  Commissioner' 8  decision  see  0,  D.,  1911, 109;  170  O.  G..  705.) 

Mr.  J.  A.  Carr  for  the  appellant. 

Mr.  W.  S.  Ruchman  for  the  Commisioner  of  Patents. 
Shepard,  C.  J.: 

Applicant  appeals  from  a  decision  of  the  Commissioner  of  Patents 
denying  registration  of  a  trade-mark  for  coffee,  which  consists  of  the 
representation  of  a  loving-cup  in  connection  with  the  word  "  Trophy." 

The  Commissioner  held  that  the  mark  is  descriptive,  in  that  it  indi- 
cates that  the  applicant's  goods  have  been  recognized  as  of  a  superior 
quality  by  the  representation  of  a  prize  or  trophy. 

The  decision  is  within  the  principle  governing  former  decisions 
of  this  court,  and  others.  (See  in  re  National  Phonograph  Co.,,  C.  D., 
1907,  650;  128  O.  G.,  1295;  29  App.  D.  C,  142;  Worcester  Brewing 
Corporation  v.  Renter  <b  Co.,  C.  D.,  1908,  329;  133  O.  G.,  1190;  30 
App.  D.  C,  428 ;  in  re  Meyer  Bros.  Coffee  and  Spice  Co.,  C.  D.,  1909, 
312;  140  O.  G.,  756;  32  App.  D.  C.,  277;  in  re  New  South  Brewery 
Co.,  C.  D.,  1909,  364;  142  O.  G.,  291;  32  App.  D.  C,  591;  Titylor  v. 
GUlies,  59  N.  Y.,  331 ;  Standard  Paint  Co.  v.  Trinidad  Asphalt  Co.^ 
C.  D.,  1911,  530;  165  O.  G.,  971 ;  220  U.  S.,  446.) 

The  decision  will  be  affi/rmed  and  this  decision  certified  to  the  Com- 
missioner of  Patents. 

Affirmed, 


[Court  of  Appeals  of  the  District  of  Columbia.] 

In  re  Meta  Matfullath,  Administratrix  of  Hugo  MAxruiJiATH. 

Decided  AprU  1,  1912. 
179  O.  a,  853;  38  App.  D.  C,  497. 


Abandonment  of  Application — Appeal  tbom  Decision  of  Gommibsione 
Jurisdiction  of  Coubt  of  Appeals  of  the  Distbiot  of  Ck>LrMBiA. 

Where  the  Ck)mini88ioner  decides  that  the  showing  made  Is  not  soffleient 
to  establish  that  the  delay  in  the  prosecntion  of  an  application  was  un- 
avoidable within  the  meaning  of  section  4894,  Revised  Statutes,  Held  that 
his  action  is  subject  to  review  on  direct  appeal  to  the  Court  of  Appeals  of 
the  District  of  Columbia. 
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2.  Sami>— Delay  Unavoidablb. 

Record  reviewed  and  delay  in  the  prosecution  of  the  application  Held 
"unavoidable'*  within  the  meaning  of  that  term  as  used  in  section  4894, 
Revised  Statutes.  (Ruling  in  ex  parte  Pratt,  C.  D.,  1887,  31;  39  O.  Q., 
1549,  approved.) 

Mr.  W.  H,  Swenarton  for  the  appellant 
Mr.  W.  S.  Ruchman  for  the  Commissioner  of  Patents. 
Shepard,  C.  J.: 

On  January  8,  1900,  Hugo  MattuUath  filed  an  application  for  a 
patent  for  a  flying-machine.  His  home  was  then  in  the  city  of  New 
York,  where  his  family  then,  and  has  since  resided.  At  the  time  of 
filing  the  application  he  was  in  the  city  of  Detroit,  Mich.,  and  gave 
a  power  of  attorney  to  Barthel  &  Barthel,  patent  solicitors,  having  an 
office  in  that  city,  to  represent  him.  The  power  of  attorney  was 
filed  with  the  application  and  the  same  was  prosecuted  by  the  solici- 
tors in  connection  with  their  associate  in  the  city  of  Washington. 
On  March  10, 1900,  objections  were  made  by  the  Examiner,  in  which 
he  pointed  out  many  formal  defects,  suggesting  changes,  amendments, 
etc.    In  the  body  of  this  communication  he  said : 

The  construction  is  regarded  as  inoperative  for  the  purpose  intended  and 
therefore  not  useful  within  the  meaning  of  the  patent  law.  No  successful 
attempt  has  yet  been  made  to  rise  from  the  earth's  surface  by  means  of  an 
aerial  vessel  unprovided  with  a  balloon.  The  results  of  previous  experimenta- 
tion indicate  that  even  if  the  rising  could  be  successfully  accomplished,  the 
vessel  would  be  uncontrollable  through  inability  to  maintain  its  normal 
position  or  balance.  Minor  difficulties  lie  In  the  apparent  inadequacy  of  the 
propelling  means  acting  against  the  air,  to  insure  such  speed  either  in  the  air 
or  in  water  as  is  needed  to  give  the  aeroplanes  sufficient  lifting  power.  Ap- 
plicant has  disclosed  no  new  principle  or  construction  which  would  on  its  face 
exempt  his  device  from  the  difficulties  by  his  predecessors  in  this  line.  How- 
ever plausible  applicant's  theory  may  be,  in  view  of  the  present  state  of  the 
mechanic  arts  and  the  results  of  previous  experimentation  the  step  Is  so  long 
from  the  theory  to  actual  use,  and  the  practicability  of  his  apparatus  is  so 
problematical  that  actual  demonstration  of  operativeness  will  be  required  be- 
fore the  grant  of  a  patent 

The  communication  was  responded  to  April  9,  1900,  by  the  Wash- 
ington solicitor  in  a  communication  proposing  amendments,  and  ar- 
guing in  favor  of  general  patentability.  A  communication  from  the 
Examiner,  dated  May  16,  1900,  objected  to  certain  claims,  allowing 
one,  and  suggesting  amendments  to  others.    In  conclusion  he  added : 

The  former  criticisms  as  to  the  showing,  etc.,  are  repeated. 

Other  amendments  were  oflFered  during  1901  and  1902,  and  the 
Examiner,  on  October  1,  1902,  sent  a  communication,  rejecting 
claims  1  and  2  on  references,  suggesting  amendments  to  claims  15 
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and  16,  and  that  claims  21,  22,  and  23  appear  to  be  allowable.    In 
conclusion  he  said : 

The  r^ection  on  the  ground  of  inoperativeness  and  consequ^at  laclL  of  util- 
ity is  adhered  to. 

The  correspondence  took  place  between  the  Washington  solicitor 
and  the  Examiner.  September  18,  1903,  the  solicitor  filed  formal 
amendments  in  an  attempt  to  comply  with  the  last  notice  of  objec- 
tions. September  29,  1903,  the  Examiner  made  the  following  in- 
dorsement on  the  application  for  amendment,  signing  his  name 
thereto  officially : 

This  application  as  amended  September  18,  1903,  has  been  considered.  An 
amendment  has  been  received  in  this  case,  but  no  action  can  be  taken  upon  the 
merits  thereof  for  the  reason  that  the  applicant's  death  operates  as  revocation 
of  the  power  of  attorney  to  Barthel  &  Barthel  and  there  is  no  one  of  record 
authorized  to  prosecute  the  case. 

There  is  no  suggestion  of  the  death  of  the  applicant  in  the  record, 
and  how  knowledge  thereof  came  to  the  Examiner  is  not  shown. 
The  transcript  of  the  proceedings  in  the  Office  does  not  show  the 
fact,  but  it  appears  from  the  affidavits  filed  in  the  prosecution  re- 
newal that  a  letter  was  addressed  to  Barthel  &  Barthel  notifying 
them  of  the  revocation  of  their  power  of  attorney  by  the  death  of  the 
applicant.  It  appears  in  the  same  way  that  Hugo  MattuUath  died 
in  Washington  December  30,  1902.  It  appears  from  the  Office  tran- 
script that  a  letter  was  filed  August  14,  1909,  from  the  Washington 
solicitor  giving  permission  to  Professor  Zahm  to  inspect  the  applica- 
tion and  drawings  on  file. 

October  19,  1909,  Meta  MattuUath  who  had  received  letters  of 
administration  upon  the  estate  of  her  deceased  husband,  Hugo  Mat- 
tuUath, executed  a  power  of  attorney  to  one  K.  H.  E.  Starr  of  New 
York,  authorizing  him  to  represent  her  in  the  Patent  Office,  which 
was  filed  and  accepted  November  5,  1909,  and  Starr  was  so  notified 
November  6.  September  16,  1910,  she  executed  another  power  of 
attorney  to  Joseph  T.  O'Brien,  which  was  filed  in  the  Office.  On 
November  22,  1910,  O'Brien  filed  a  short  amendment  of  the  original 
application  canceling  claims  1  and  2  and  formally  amending  claims 
15  and  16  by  inserting  the  "  of  "  as  suggested  in  the  before-mentioned 
communication  of  the  Examiner  dated  October  1,  1902.  The  appli- 
cation was  entered  on  the  Office  records  as  abandoned  October  3, 
1903.  On  November  23,  1910,  Meta  MattuUath  filed  a  petition  to 
revive.  In  this  she  alleged  that  her  husband  lived  in  New  York  and 
died  in  Washington  December  30,  1902,  leaving  petitioner,  his 
widow,  and  three  daughters.  That  she  had  been  duly  appointed 
administratrix  of  his  estate.  That  while  she  and  other  members  of 
his  family  knew  that  intestate  had  worked  on  an  invention  of  flying- 
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machines,  none  of  them  had  knowledge  of  the  existence  of  the  said 
application  until  about  October  13, 1909,  when  informed  by  an  attor- 
ney in  New  York,  who  called  to  request  her  to  sign  an  instrument 
authorizing  him  to  have  access  to  said  file.  Said  authority  was  given 
to  Mr.  Newell,  but  subsequently  she  executed  a  power  of  attorney 
to  R.  H.  E.  Starr,  revoking  the  former  one.  That  intestate  left  no 
estate  whatever,  and  petitioner  was  destitute,  and  being  supported 
by  her  children.  Mr.  Starr  consented  to  act  for  her  without  fee,  if 
she  could  advance  money  for  necessary  disbursements.  That  she 
managed  to  pay  him  forty-cme  dollars  for  the  purpose,  and  he  agreed 
to  make  application  to  revive  the  application  for  patent.  That  peti- 
tioner believed  that  application  had  been  made.  She  has  since 
learned  that  no  application  was  made  by  Mr.  Starr  on  account  of 
severe  illness,  which  finally  resulted  in  his  death.  Shortly  before  his 
death  she  wrote  to  him  to  return  her  papers  in  case  his  illness  was 
so  serious  that  he  could  not  prosecute  the  business  promptly.  Receiv- 
ing word  that  he  was  unable  to  proceed,  petitioner  undertook  to 
recover  her  papers,  among  them  copies  of  Patent  Office  proceedings 
which  Starr  had  obtained  with  the  money  advanced  by  her.  That 
these  papers  were  scattered  and  could  not  be  obtained.  Petitioner 
then  undertook  to  procure  the  services  of  others  and  among  them 
considered  Barthel  &  Barthel,  but  learning  that  they  had  written  to 
Mr.  Starr  wanting  $100  per  day,  she  did  not  communicate  with  them. 
After  some  delay  she  succeeded  in  securing  the  services  of  Mr. 
O'Brien,  who  agreed  to  represent  her  without  compensation.  That 
she  is  informed  that  an  amendment  to  the  application  was  prepared 
by  Barthel  &  Barthel,  or  their  Washington  associate,  after  the  death 
of  her  husband  and  that  the  same"  was  refused  on  the  ground  that 
his  death  had  revoked  their  authority.  That  she  was  never  notified 
by  said  attorneys  of  said  action ;  and  had  she  been  would  certainly 
have  ratified  the  act  of  said  attorneys  in  filing  the  amendment  and 
have  endeavored  to  prosecute  the  application.  That  neither  she  nor 
her  children  knew  that  her  husband  had  an  application  pending,  and 
in  fact  did  not  know  that  there  was  a  diflFerence  between  an  applica- 
<'ion  for  a  patent,  and  a  patent.  That  they  thought,  from  his  efforts 
in  the  matter  of  airships  that  her  husband  had  some  kind  of  a  patent, 
but  upon  investigation  found  that  such  patients  as  he  had  had  been 
assigned  to  other  parties.  This  petition  to  revive  the  application  was 
sworn  to  by  the  petitioner  and  supported  by  affidavits  of  each  of  the 
children  of  intestate,  and  a  son-in-law.  An  affidavit  by  the  confi- 
dential clerk  of  Mr.  Starr,  Rose  V.  Finn,  corroborated  petitioner  as 
regards  the  employment  of  Mr.  Starr,  and  gave  the  details  of  his 
sickness,  of  his  attempt  to  attend  to  the  revival  of  the  application,  of 
his  being  compelled  to  leave  his  office,  and  removal  of  some  of  his 
papers  to  his  father's  home;  of  the  communications  from  petitioner 
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regarding  the  business,  and  Mr.  Starr's  expression  of  the  belief  that 
be  would  soon  be  strong  enough  to  prosecute  the  business.  She  also 
stated  that  when  a  suggestion  was  made  to  him  to  give  the  business 
up,  his  reply  was  that  petitioner  had  no  money  to  employ  another 
attorney,  and  that  he  would  soon  be  able  to  attend  to  it.  A  few  days 
before  his  death,  he  realized  his  condition,  and  then  notified  petitioner 
and  instructed  that  her  papers  be  surrendered.  Affiant  searched  for 
copy  of  the  application  and  file- wrapper,  but  was  unable  to  find  them. 
Mr.  Starr  died  of  tuberculosis  and  neuritis  on  September  8,  1910. 
The  affidavit  of  Joseph  F.  O'Brien,  the  succeeding  attorney,  was  to  the 
effect  that  as  soon  as  employed  he  began  the  search  for  papers  sup> 
posed  to  have  been  in  Starr's  possession,  and  succeeded  in  obtaining 
a  letter  of  Wilbur  F.  Wright  from  Mr.  Starr's  father.  The  certified 
copy  of  the  application  and  file-wrapper  could  not  be  found  and  he 
was  compelled  to  obtain  the  same  from  the  Patent  Office,  which  he 
received  about  ten  days  or  two  weeks  before  filing  the  petition  to 
revive.  To  this  affidavit  is  attached  the  following  letter  from 
Wilbur  F.  Wright: 

OOLLEGE  PaBK,  MaBYLAND, 

U  October,  1909, 
Miss  Alice  Mattullath,  New  York. 

Deab  Madam  : — I  thank  you  for  your  very  kind  letter  of  29th  Sept.,  which  I 
have  found  it  impossible  to  answer  hitherto.  I  had  already  arranged  a  canoe 
to  float  the  machine  in  case  of  coming  down,  bo  could  not  try  the  raft  you  were 
80  kind  as  to  suggest  and  ofTer,  but  I  very  much  appreciate  the  friendly  spirit 
which  prompted  you. 

I  knew  a  little  of  your  father's  work  through  conversation  with  Professor 
Zahm  and  others,  but  he  had  died  before  my  brother  and  I  had  really  b^un  our 
work. 

With  many  thanks  and  best  respects* 

Yours  truly,  Wilbub  Wbight. 

The  following  letter  from  Barthel  &  Barthel,  to  Mr.  Starr,  was  also 

attached : 

Hetboit,  Mich.,  Nov,  tO,  1909, 
Mr.  R.  —  Stabb,  280  Broadway,  New  York,  N,  Y. 

Dbab  Sib  : — In  reply  to  your  favor  of  November  13,  re  Mattullath,  would  say 
that  we  believe  the  same  discloses  at  least  some  of  the  fundamental  principles 
of  the  aeroplane. 

In  reference  to  the  various  points  covered  in  your  letter  would  say,  flrst, 
when  we  received  the  Patent  Office  letter  notifj^Ing  us  that  the  death  of  the 
applicant  had  operated  ^as  a  revocation  of  our  power,  we  believed  that  we 
notified  no  one,  as  we  did  not  know  the  address  or  ^hereabouts  of  the  widow. 
Second,  as  far  as  we  know  there  was  no  agreement  in  existence  between  the 
applicant  and  other  parties  unless  it  might  possibly  have  been  parties  in  Pitts- 
burgh or  Prof.  Langley  or  Zahm  with  whom  we  had  consulted  considerably 
while  in  Washington.  Third,  we  have  no  copy  of  any  agreement  or  other  docu- 
ment which  could  show  any  interest  in  any  outside  party. 

We  could  verify  the  above  points  fully  upon  making  a  proper  search  through 
our  office  records. 
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It  id  our  recollection  that  at  the  time  of  Mr.  Mattullath's  death  he  was  in  or 
near  Washington  and  we  had  given  him  the  address  of  our  Wastiington  asso- 
ciate, and  that  at  the  time  of  his  leaving  here  he  gave  us  no  address  where  we 
could  reach  him. 

We  received  a  notice  from  the  Patent  Office  revoking  our  power  of  attorney 
and  do  not  believe  that  the  family  knew  anything  of  the  existence  of  this  appli- 
cation as  Mr.  Mattullnth  was  very  secretive  in  connection  with  work  on  this 
Invention.  Our  charge  as  attorneys  would  be  $100.00  per  day  and  expenses. 
*  *  *  Mr.  Mattullath  was  a  frequent  caller  upon  us  during  the  preparation 
of  this  application  and  might  state  that  he  spent  weeks  at  a  time  in  and  about 
our  office  in  connection  with  this  matter. 

(Signed)  Babthel  &  Babthel. 

The  petition  came  before  Assistant  Commissioner  Tennant,  who 
denied  it  in  a  decision  entered  March  25,  1911.  The  grounds  of  his 
decision  are  fairly  represented  in  the  following  extract  from  his 
opinion: 

It  is  urged  in  support  of  the  petition  that  the  delay  in  amending  this  applica- 
tion within  the  period  allowed  by  law  was  unavoidable,  for  the  reason  that  the 
administratrix  was  wholly  unaware  of  the  pendency  of  the  application  until 
October  13,  1900,  and  that  thereafter  she  did  all  within  her  power  and  financial 
means  to  obtain  the  revival  of  this  application  and  resumption  of  its  prosecu- 
tion. It  is  urged  that  the  ground  of  inoperativeness  or  lack  of  utility  which  was 
the  basis  of  the  objection  was  removed  at  the  time  it  was  first  demonstrated 
that  aeroplanes  could  be  successfully  flown  and  managed  in  flight,  and  it  is 
Insisted  that  the  Mattullath  machine  embodies  the  same  principles  as  those 
machines  which  are  in  successful  flight  at  the  present  time. 

Although  the  path  of  the  administratrix  of  the  estate  of  Hugo  Mattullath, 
as  appears  from  the  affidavits,  has  since  October,  1909,  been  strewn  with  ob- 
stacles, I  am  clearly  of  the  opinion  that  the  showing  is  insufficient  to  establish 
unavoidable  delay  for  the  entire  period  since  October,  1903,  in  the  circumstances 
attending  this  case.  The  application  was  filed  in  the  early  part  of  1900,  and  a 
patent  was  refused  upon  the  ground  that  no  heavier  than  air  machines  of  this 
character  had  ever  been  successfully  flown  and  that  therefore  the  invention 
lacked  utility.  There  is  no  showing  in  the  record  that  any  attempt  was  ever 
made  by  this  applicant  to  overcome  this  ground  of  rejection,  although  the  case 
was  pending  over  two  years  before  the  death  of  the  applicant.  It  appears 
from  the  affidavit  of  the  administratrix,  Mra  Mattullath,  that  as  early  a  date 
as  her  marriage  with  Hugo  Mattullath,  which  occurred  in  the  year  1868,  she  was 
aware  that  her  husband  was  studying  aeronautics  and  intended  to  build  a  flying 
machine. 

(It  is  to  be  observed  that  while  this  required  demonstration  of 
openativeness  was  insisted  upon,  the  Office  had  been  commendably 
permitting  and  aiding  in  the  formal  perfection  of  the  claims,  pre- 
liminary to  the  final  demonstration  of  utility,  which  formal  perfec- 
tion had  not  been  completed  and  was  attempted  in  the  last  amendment 
filed  September  18,  1903.) 

Petitioner  renewed  her  petition  for  hearing  before  the  Commis- 
sioner. It  is  in  the  nature  of  an  application  for  a  rehearing.  In 
support  of  this  petition  she  filed  an  elaborate  affidavit  stating  particu- 
larly, her  efforts  to  obtain  information.    She  said  that  her  husband 
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left  Detroit  on  May  10,  1900,  for  Washington  and  only  occasionally 
visited  New  York  city.  Unable  to  leam  anything  about  his  interests, 
she  consulted  Kaufman  Simon,  an  attorney  and  friend,  who  advised 
her  to  communicate  with  all  parties  known  to  have  been  closely  as- 
sociated with  her  husband,  who  might  know  anything  of  his  affairs. 
Accordingly  in  January,  1903,  she  wrote  to  Charles  H.  McKee  and 
Frank  Moore  of  Pittsburgh,  and  Professor  Zahm  and  Mr.  Brown  of 
Washington,  who  were  believed  to  know  something  of  her  husband's 
work,  inquiring  if  he  had  left  any  patents  or  anything  in  any  shape 
or  form  of  value.  No  reply  was  received  from  McKee  or  Moore; 
the  letter  to  Brown  was  returned  from  the  Washington  post-office. 
Professor  Zahm  replied  that  he  did  not  know  of  MattuUath's  having 
any  patent  on  flying-machines,  and  so  far  as  he  knew  there  was  noth- 
ing of  value  left  by  him.  Affiant  did  not  know  of  the  Detroit  at- 
torneys, had  never  heard  of  or  from  them,  and  hence  could  not  apply 
to  them.  She  further  said  that  she  knew  nothing  of  patent  proced- 
ure, and  supposed  that  matters  in  the  Office  were  inviolably  secret; 
and  did  not  know  that  she  could  have  access  to  the  records.  Nor  did 
she  have  any  information  that  suggested  any  inquiry,  or  any  means 
to  employ  any  one  to  make  inquiries ;  and  that  she  had  no  idea  that 
a  patent  application  was  pending.  A  supporting  affidavit  by  peti- 
tioner's son-in-law  corroborated  her  affidavit  respecting  the  letters, 
and  the  want  of  knowledge,  etc 

An  affidavit  by  Kaufman  Simon  supported  petitioner's  statement 
as  regards  his  advice  and  the  letters  that  were  written.  The  Commis- 
sioner denied  the  petition  July  13,  1911.  After  reciting  the  pro- 
ceedings in  the  Office  preceding  the  entry  of  abandonment,  the 
Commissioner  said: 

No  other  action  was  taken  by  or  on  behalf  of  the  ai^licant  until  November, 
1910,  over  seven  years  after  the  period  allowed  by  law  for  such  action  had 
expired,  when  the  original  petition  to  revive  was  filed.  In  the  meantime 
dynamic  flight,  the  age  long  dream  of  man,  had  become  an  accomplished  fiict 
Others  had  succeeded  in  actually  flying  In  heavier-than-alr  machines,  had 
obtained  patents  on  their  inventions,  and  were  reaping  the  just  rewards  of 
their  efforts.  But  for  this  fact  the  present  application  would  doubtless  have 
lemained  neglected  for  all  time,  since  it  appears  that  the  present  petitioner, 
Meta  MattuUath,  the  administratrix  of  the  applicant,  learned  of  it  only 
through  parties  who  sought  to  use  it  in  connection  with  the  defense  of  a  suit 
brought  by  Wilbur  and  Orville  Wright  on  their  Patent  No.  821,3aa 

Under  these  circumstances,  it  might  well  be  held  that  the  presumption  Is 
conclusive  against  the  existence  of  acceptable  excuse  for  such  delay  as  oc- 
curred In  this  instance;  certain  it  is  that  an  application  so  long  dead  can  be 
revived,  if  at  all,  under  the  provisions  of  section  4894  of  the  Revised  Statutes 
only  upon  a  showing  of  most  unusual  and  compelling  circumstances,  rendering 
it  impossible  to  have  earlier  prosecuted  the  case.  To  hold  otherwise,  would 
be  to  encourage  those  who  had  slept  upon  their  rights  while  others  struggled 
on  to  success  to  now  enter  the  field  and  wrest  from  them  the  fruits  of  tlieir 
labor. 
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In  this  statement  he  treats  the  last  action  in  the  Office  as  having 
been  taken  October  2,  1902,  instead  of  October  1,  1903,  which  made 
the  delay  seven  years  instead  of  six. 

From  this  decision  the  appeal  has  been  prosecuted. 

1.  The  right  to  appeal  from  a  final  decision  of  the  Commissioner 
of  Patents  is  determinable  by  its  substance  and  effect,  rather  than 
its  form.  {Moore  v.  Heany,  C.  D.,  1909,  488;  149  O.  G.,  831;  34 
App.  D.  C,  31;  in  re  Selden,  C.  D.,  1911,  306;  164  O.  G.,  741;  86 
App.  D.  C,  428.)  The  appeal  in  SeldeifCs  case  was  from  a  decision 
holding  that  the  application  had  been  abandoned  for  lack  of  prose- 
cution within  two  years.  The  right  to  appeal  was  maintained.  Dis- 
cussing the  point,  Mr.  Justice  Robb,  delivering  the  opinion  of  the 
court,  said: 

The  question,  then,  is  whether  the  striking  down  of  an  application  on  the 
^ound  of  abandonment  amounts  to  a  rejection  of  the  claims  thereof  within 
the  meaning  of  the  statute.  Of  course,  if  such  action  on  the  part  of  the  Com- 
missioner is  in  effect  a  rejection  of  the  claims  of  the  application,  the  court 
will  look  to  such  result  rather  than  to  the  manner  in  which  it  is  reached. 
Substance  should  never  be  sacrificed  to  form. 

In  that  case,  as  in  this,  the  lapse  of  time  rendered  the  order  tanta- 
mount to  a  complete  rejection  of  the  claims,  as  a  new,  original 
jipplication  would  be  practically  unavailing. 

2.  Section  4894,  Revised  Statutes,  governs  the  abandonment  and 
renewal  of  applications  for  patents.  It  requires  that  all  applica- 
tions for  patents  shall  be  completed  and  prepared  for  examination 
within  one  year  after  filing,  and  in  default  thereof,  or  upon  failure 
to  prosecute  the  same  within  one  year  after  any  action  therein,  of 
which  notice  shall  have  been  given  to  the  applicant,  they  shaU  be 
regarded  as  abandoned  by  the  parties  thereto,  unless  it  be  shown  to 
the  satisfaction  of  the  Commissioner  of  Patents  that  such  delay 
was  unavoidable. 

It  is  contended  on  behalf  of  the  Commissioner  that  the  question 
of  unavoidable  delay  is  one  for  the  exclusive  determination  of  the 
Commissioner  and  his  decision  is  conclusive.  The  decisions  relied 
on  were  made  in  infringement  suits  where  the  Commissioner's  de- 
cision that  delay  was  unavoidable  was  the  subject  of  collateral  at- 
tack. On  direct  appeal  from  his  decision  denying  renewal,  and 
therefore,  substantially  rejecting  the  application,  the  situation  is 
very  different.  While,  ordinarily,  the  exercise  of  discretion  in 
matters  arising  in  the  course  of  the  litigation  will  not  be  disturbed 
unless  it  has  been  abused,  nevertheless  it  is  subject  to  review  along 
with  other  rulings  affecting  the  rights  of  the  parties  and  will  be 
disturbed  where  the  error  in  its  exercise  is  plainly  shown,  and 
works  material  hardship  and  injustice.     {Kinsman  v.  Strohm^  C.  D., 
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1908,  625;  136  O.  G.,  1769;  81  App.  D.  C,  581.)  In  that  case,  it 
is  true,  the  exercise  of  discretion  in  reviewing  an  application  was 
not  disturbed,  for  the  reasons  given,  but  the  opinion  recognizes 
the  power  to  do  so  upon  sufficient  grounds.  Section  4894,  Revised 
Statutes,  does  not,  in  terms,  limit  that  power  of  review  as  was  the 
case  in  some  decisions  cited.  But  it  is  not  necessary  to  discuss  this 
particular  question  further.  In  view  of  the  opinion  expressed  in 
SeUen's  case,  (C.  D.,  1911,  306;  164  O.  G.,  741;  36  App.  D.  C, 
428)  it  is  admitted  by  counsel  for  the  Commissioner,  that  where 
the  question  of  abandonment  is  one  of  law  and  not  of  fact,  the  ac- 
tion of  the  Commissioner  is  not  conclusive.  In  this  case  the  facts 
are  specifically  presented  in  the  supporting  affidavits.  They  are 
clear  in  their  application  to  every  point,  and  have  not  been  denied. 
They  are,  in  fact,  substantially  admitted  to  be  true  in  both  of  the 
decisions  heretofore  quoted.  It  appears  from  the  record  of  pro- 
ceedings in  the  Office  that  the  objections  to  the  claims  of  the  appli- 
cation were  formal  and  might,  it  is  reasonable  to  believe,  have  been 
met  by  amendment.  The  substantial  ground  of  rejection  was  in- 
operativeness, because  it  was  then  seriously  doubted,  if  not  gener- 
ally denied,  that  aerial  flight  could  be  accomplished  in  heavier-than- 
air  machines.  During  the  time  that  has  elapsed  since  that  objec- 
tion was  made  the  doubt  has  been  removed.  As  said  by  the  Com- 
missioner : 

In  the  meantime  dynamic  flight,  the  age  long  dream  of  man,  bad  become  an 
accomplished  fact.  Others  had  succeeded  in  actually  flying  in  heavier  than 
air  machines,  had  obtained  patents  on  their  inventions  and  were  reaping  the 
just  rewards  of  their  efforts. 

In  view  of  this  statement  it  is  not  probable  that  the  objection  to 
operativeness,  on  the  ground  urged,  would  now  be  permitted  to 
stand.  The  date  of  the  application,  and  the  description  therein  dem- 
onstrate that  the  deceased  Mattulath  was,  if  not  the  first,  one  of 
the  very  first  to  devise  means  to  accomplish  the  realization  of  this 
"  age  long  dream."  That  others  have,  in  the  meantime,  entered  the 
field,  obtained  patents,  and  are  reaping  the  rewards  of  their  efforts, 
is  no  bar  to  this  earlier  application,  unless  the  delay  in  reviewing 
the  application  was  avoidable.  The  Commissioner  was  in  error, 
we  think,  in  saying  that  the  presumption  is  conclusive  against  the 
existence  of  acceptable  excuse  for  delay,  under  the  circumstances, 
on  the  ground  that — 

10  hold  otherwise  would  be  to  encourage  those  who  had  slept  upon  their 
rights  while  others  struggled  on  to  success,  to  now  enter  the  fleld  and  wrest 
from  them  the  fruits  of  their  labors. 

The  purpose  and  policy  of  the  patent  law  are  to  give  the  patent  to 
the  first  inventor  unless  he  has,  by  his  own  fault  subordinated  his 
right  to  a  more  diligent  inventor.     The  question  upon  which  the 
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right  of  renewal  depended  was  whether  the  representatives  of  Mat- 
tullath  had  "  slept  upon  their  rights."  The  delay  in  reviewing  the 
application  would,  in  reasonable  probability,  not  have  occurred  but 
for  the  strange  action  of  the  Office  in  acting  upon  some  unexplained 
source  of  knowledge  of  the  death  of  the  applicant,  and  holding 
that  the  death  absolutely  and  at  once  revoked  the  power  of  attorney 
of  his  solicitors.  The  amendments  proposed  by  them,  presumably 
without  knowledge  of  their  client's  death,  were  formal;  they  con- 
tained no  amplification  of  the  original  application  and  required  no 
additional  oath.  That  the  power  to  make  such  an  amendment  had 
not  been  revoked  by  death,  and  that  action  could  have  been  taken 
upon  it  lawfully,  had  been  declared  by  the  Supreme  Court  in  a 
decision  rendered  in  January,  1893.  (De  La  Vergne  Machine  Co. 
V.  Featherstcyne,  C.  D.,  1893,  181 ;  62  O.  G.,  741 ;  147  U.  S,,  209.) 
This  decision  ought  to  have  been  well  known  in  the  Office.  Strange 
to  say,  that  notwithstanding  this  determination  of  the  revocation 
of  the  authority  of  the  solicitors  duly  entered  of  record,  the  order 
of  the  former  Washington  representative  of  the  original  solicitors, 
dated  August  14,  1909,  to  permit  a  person,  having  no  relation  to  the 
interested  parties,  to  inspect  the  application  and  drawings,  was 
accepted,  filed  and,  presumably  acted  upon. 

Why  the  solicitor  should  have  undertaken  to  exercise  an  authority 
which  he  knew  had  been  declared  revoked,  or  why,  in  view  of  the 
former  order  of  revocation,  he  should  have  been  permitted  to  exercise 
it  are  facts  that  are  unexplained,  and  seem  inexplicable  on  any 
reasonable  ground.  Instead  of  declaring  the  authority  of  the  solicit- 
ors revoked  and  refusing  to  recognize  them  for  any  purpose,  it 
would  have  been  eminently  proper  to  notify  them  of  the  death  of 
their  client  and  suggest  the  propriety  of  obtaining  a  renewal  from 
his  legal  representatives,  meanwhile  suspending  action  for  a  reason- 
able time  for  the  purpose.  Had  this  been  done,  the  solicitors  would 
have  been  under  obligation  to  inquire  for,  and  notify  the  intestate's 
representatives  of  the  situation.  They  have  attempted  in  the  letter 
of  November  20,  1909,  to  relieve  themselves  of  the  moral  obligation 
to  give  notice  by  saying  that  they  did  not  know  the  address  of  their 
client's  family.  It  is  contended  that  notice  to  the  solicitors  was  the 
equivalent  of  notice  to  the  representatives;  and  that  their  negligence 
is  to  be  imputed  to  petitioner.  We  do  not  agree  with  this.  Their 
negligence  in  conducting  the  proceedings,  while  the  relation  of  client 
and  attorney  continued  to  be  recognized  in  the  Office,  could  be 
imputed  to  the  applicant.  But  it  is  unreasonable  to  argue  that 
their  neglect  was  the  neglect  of  the  petitioner,  when  the  Office  had 
declared  their  authority  ended.  Moreover,  they  were  never  the  at- 
torneys of  the  deceased  applicant's  representatives.  Notwithstanding 
this  express  revocation,  no  attempt  was  made  by  the  Office  to  notify 
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the  widow,  which  it  is  said  by  the  Commissioner  it  was  under  no 
obligation  to  do  even  if  aware  of  her  name  and  address.  Rule  20 
is  the  only  Office  rule  regarding  notice  in  case  of  the  revocation  of 
a  power  of  attorney,  and  this  the  Commissioner  held  did  not  require 
notice  to  the  applicant.  The  rule,  construed  literally,  does  not  seem 
to  require  notice  to  the  applicant's  representatives,  but  such  con- 
struction is  within  its  spirit.  At  any  rate,  the  widow  and  children 
of  the  deceased  applicant  had  no  notice,  and  it  clearly  appears  that 
they  had  no  knowledge  of  the  pending  application,  and  were  in 
possession  of  no  facts  or  circumstances  sufficient  to  put  them  upon 
inquiry. 

MattuUath  left  no  property  whatsoe>'«r,  and  his  widow,  a  woman 
of  sixty-two  years  of  age,  was  dependent  upon  one  of  her  children. 
The  family  was  without  means.  Seeking  the  advice  of  a  friendly 
attorney — not  a  patent  solicitor — the  widow  was  advised  to  write  to 
such  persons  as  might  be  aware  of  her  husband's  interests.  This 
was  promptly  done.  The  only  reply  received  was  from  Washington, 
and  gave  no  information;  nor  did  the  writer  suggest  inquiry  at  the 
Patent  Office.  That  he  was  interested  in  the  subject-matter,  and 
doubtless  knew  that  inquiry  at  the  Office  might  obtain  certain  knowl- 
edge, appears  from  the  fact  that  he  is  the  same  person,  who  in  1909 
obtained  the  permit  to  examine  the  Office  files  in  this  case.  The 
attorney,  upon  whose  advice  the  letter  of  inquiry  had  been  addressed, 
evidently  did  not  know  that  information  might  be  had  at  the  Patent 
Office.  That  she  was  then  acting  with  diligence  and  in  good  faith 
cannot  be  denied.  All  sources  of  information  seeming  fully  ex- 
hausted she  remained  quiet  until  stirred  into  renewed  activity  by  the 
information  of  the  representative  of  some  other  patentee  of  a  flying- 
machine  who  was  engaged  in  an  infringement  suit.  Probably  his 
information  had  been  obtained  through  access  obtained  to  the  appli- 
cation-file; for  it  was  that  person  who  informed  the  party  of  the 
fact.  However,  that  may  be,  she  began  in  good  faith  to  ascertain 
her  rights.  Unable  to  pay  attorney's  fees,  she  procured  the  services 
of  a  charitable  attorney  who  exacted  no  charge;  and  managed  to 
raise  the  sum  of  forty-one  dollars  to  pay  the  actual  cost  of  corre- 
spondence, copies,  etc.  The  lingering  illness  of  this  charitable  at- 
torney prevented  his  filing  the  petition  for  renewal.  With  reason- 
able diligence  she  procured  the  services  of  another  attorney  who  pro- 
ceeded with  diligence  to  file  the  petition  and  prosecute  the  same.  It 
is  argued  that  there  was  utter  failure  in  the  exercise  of  diligence 
in  that  petitioner  failed  to  make  inquiry  at  the  Patent  Office,  because 
it  is  a  matter  of  law  with  knowledge  of  which  she  must  be  charged. 
It  is  said  in  the  printed  argument:  "  It  is  academic  that  ignorance  of 
the  law  excuses  no  one."  Without  pausing  to  consider  the  many 
exceptions  to  the  rule  that  ignorance  or  mistake  of  law  excuses  no 
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one,  it  is  sufficient  to  say  that  there  is  no  just  foundation  for  the 
application  of  the  general  rule  in  this  case.  There  is  no  statutory,  or 
other  rule  of  law  requiring  parties  to  apply  for  information  at  the 
Office.  It  is  a  fact  that  information  concerning  applications  for 
patents  will  be  furnished  to  the  applicant  or  his  legal  representa- 
tives or  assigns.  It  is  not  at  all  wonderful  that  a  woman  like  the 
petitioner  should  have  been  ignorant  of  this  fact,  especially  as  it 
seems  not  to  have  been  known  to  the  lawyer  who  advised  her  where 
to  seek  information.  Nor  is  it  at  all  remarkable  that  she  should  not 
have  known,  in  making  her  inquiries,  that  there  was  an  essential 
difference  between  an  application  and  a  patent.  It  plainly  appears 
from  her  sworn  statements  that  she  did  not  know  this  difference,  or 
that  she  could  obtain  information  of  the  application  by  applying  to 
the  Office.    It  was  ignorance  of  a  fact,  not  of  law. 

3.  The  next  question  is  upon  the  intention  of  Congress  in  enacting 
section  4894,  and  the  meaning  to  be  given  to  the  word  "  unavoid- 
able "  therein. 

In  the  argument  on  behalf  of  the  Commissioner  it  is  said : 

The  decisions  of  the  various  Commissioners  of  Patents  upoii  the  meaning  to 
be  attached  to  the  words  "unavoidable  delay*'  in  the  statute  have  not  been 
always  uniform  or  altogether  consistent. 

As  an  instance  of  the  extreme  view  of  strict  construction  he  cites 
the  decision  of  Commissioner  Butterworth  in  ex  parte  Klenha^  (C.  D., 
1884,  39;  28  O.  G.,  1272.)  He  declares  it  a  statute  of  limitation 
to  be  enforced  with  all  the  rigidity  of  the  old  statute  of  limitations 
at  common  law.  This  construction  would  render  it  practically  im- 
possible to  show  any  delay  that  would  be  unavoidable.  On  the 
other  hand  Commissioner  Hall  has  given  the  statute  a  liberal  con- 
struction. We  quote  from  his  opinion  in  ex  parte  Pratt ^  (C.  D., 
1887,  31;  39  0.  G.,  1549:) 

The  word  "  unavoidable  "  as  used  in  section  4894,  Revised  Statutes,  is  of  very 
broad  significance.  In  its  application  to  many  relations  it  would  exclude 
everything  but  the  ''King's  enemies"  or  an  act  of  God.  I  do  not  believe 
such  a  construction  would  be  a  fair  interpretation  of  the  statute.  The  statute 
is  one  regulating  a  mere  practice  in  the  Office,  and  is  not  Intended  to  affect 
substantial  rights  as  between  different  persons  or  between  persons  and  the 
Government.  It  is  rather  a  provision  by  which  a  statutory  limitation  may  be 
removed.  Its  purpose  is  to  encourage  diligence  in  proceedings  before  the 
Office.  If  the  broad  and  unlimited  meaning  of  the  word  nnavaidahle  were  to 
prevail,  it  is  difficult  to  conceive  when  an  abandoned  case  could  be  reinstated 
under  this  section.  In  my  opinion,  the  word  is  used  in  a  more  limited  sense. 
It  is  applicable  to  ordinary  human  affairs,  and  requires  no  more  or  greater 
care  or  diligence  than  is  generally  used  and  observed  by  prudent  and  careful 
men  in  relation  to  their  most  hnportant  business.  It  permits  them  in  the 
exercise  of  this  care  to  rely  upon  the  ordinary  and  trustworthy  agencies  of 
mall  and  telegraph,  worthy  and  reliable  employees,  and  such  other  means  and 
instrumenUlities  as  are  usually  employed  in  such  important  business.    If 
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imexi>ected]y,  or  through  the  unforeseen  fault  or  imperfection  of  these  agencies 
and  instrumentalities,  there  occurs  a  failure,  it  may  properly  be  said  to  be 
unavoidable,  all  the  other  conditions  of  good  faith  and  promptness  in  Its 
ratification  being  present. 

The  Commissioner  seems  to  have  leaned  toward  the  strictness  of 
the  construction  first  mentioned.  We  approve,  in  general,  the  doc- 
trine expressed  by  Commissioner  Hall.  The  first  construction  is 
technical,  hard,  and  narrow.  The  second  is  broad  and  liberal,  breath- 
ing the  spirit  of  equity,  and  more  in  accord  with  the  general  policy 
of  our  patent  laws.  (See  Smith  v.  Goodyear  Dental  Co.^  C.  D.,  1877, 
171;  11  O.  G.,  246;  93  U.  S.,  486.)  Tested  by  the  standard  of 
diligence  above  declared,  we  are  of  the  opinion  that  the  delay  in  this 
case  has  been  shown  to  be  unavoidable  in  the  proper  sense  of  the 
statute.  The  petitioner  has  not  "  slept  upon  her  rights,"  and  is 
entitled  to  the  relief  which  she  seeks.  Its  denial  would  work  a 
great  hardship,  unjustified  by  her  conduct,  upon  the  penniless  widow 
of  a  deceased  inventor  of  merit  who  died  almost  at  the  point  of  suc- 
cess, leaving  the  invention  as  his  only  property. 

The  decision  will  he  reversed.  As  heretofore  suggested  it  is  im- 
probable that  the  objection  to  operaHveness  will  now  be  insisted 
upon;  bxit  there  may  be  particvXars  in  which  the  interests  of  both 
public  and  the  inventor -may  be  conserved  by  reasonable  amendfrient. 
As  in  the  case  of  Selden^  supra^  the  reversal  wUl  be  with  direction  to 
set  aside  the  order  of  abandonment  and  reinstate  the  application. 
It  is  so  ordered  and  the  clerk  will  certify  this  decision  to  the  Com- 
missioner of  Patents. 

Reversed. 


[Court  of  Appeals  of  the  District  of  Colambia.] 

COLLIS   V.   QXTESZER. 

Decided  AprU  1,  1912. 

179  O.  G.,  1110;  38  App.  D.  C,  481- 

INTEBFEBENCE — PwOBrTY. 

Evidence  reviewed  and  priority  Held  properly  awarded  to  Q. 
(For  Commissioner's  decisioit  see  a/n4e,  172;  179  0.  G.,  575.) 

Mr.  J.  C.  Dowell  and  Mr.  J.  R.  Little  for  the  appeUant 
Mr.  E.  C.  Brown  for  the  appellee. 

Shepard,  C.  J.: 

This  is  an  interference  case  involving  priority  of  invention  of  an 
improved  ankle-supporter. 

The  several  tribunals  of  the  Patent  Office  concurred  in  the  award, 
of  priority  to  Quenzer. 
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Collis  was  the  first  to  conceive  the  inrention.  He  claimed  to 
have  reduced  it  to  practice  in  December,  1906,  immediately  after 
conception.  The  original  patterns  and  the  sample  were  locked  up 
in  a  drawer  of  a  private  desk  and  the  manufacture  and  sale  was  not 
begun  until  February,  1909.  Quenzer  conceived  the  invention  in 
October,  1907,  and  commenced  manufacture  and  sale  to  the  trade 
in  November,  1907. 

The  Commissioner  held  that  the  proof  of  Collis  did  not  show 
reduction  to  practice  as  alleged;  that  his  secretion  of  the  invention, 
and  the  patenting  and  manufacture  of  another  kind  of  supporter 
indicated  that  the  making  and  test  of  the  supporter  of  the  issue 
amounted  to  nothing  more  than  an  abandoned  experiment.  He  fur- 
ther held  that  even  if  reduced  to  practice,  Collis  had  lost  his  right 
to  the  invention  by  his  concealment  of  the  same.  An  examination 
of  the  evidence  fails  to  convince  us  that  there  was  error  in  the  con- 
clusion on  the  first  point.  It  is,  therefore,  unnecessary  to  consider 
the  second  one. 

The  decision  will  he  affirmed.  It  is  so  ordered  and  that  this  de- 
cision be  certified  to  the  Commissioner  of  Patents. 

Affimyed. 


(Court  of  Appeals  of  the  District  of  Colnmbit*] 

H,  Beckeb  a  Company  v.  C.  A.  Gambrill  Manufacturing  Company, 

Decided  April  U  1912. 
179  O.  O.,  nil;  88  App.  D.  G.,  586. 

1.  Tbade-Mabks — ^^Obange  Gbovb** — Geographical. 

The  words  "  Orange  Grove  "  Held  geographical,  and  therefore  not  regis- 
trable as  a  technical  trade-mark. 

2.  Same — Same— Same— Use  Not  Exclusive. 

Use  by  the  appellee  of  the  mark  ''Orange  Orove*'  Held  not  excluslTe 
during  the  ten  years  next  preceding  the  passage  of  the  Trade-Mark  Act 
and  that  therefore  as  the  mark  is  geographical  it  Is  not  entitled  to  register 
the  same. 

{For  0ofnmi89ioner*8  decision  see  C.  D,,  1911,  236;  179  O.  G.,  BBS.) 

Mr.  Arthur  v.  Briesen  for  the  appellant. 

Mr.  Arthur  Steuart  and  Mr.  /.  E.  Cross  for  the  appellee. 

Van  Orsdel, /.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
granting  appellee  company  priority  of  use  and  registration  of  a 
trade-mark  for  flour,  consisting  of  the  words  "  Orange  Grove,"  to- 
gether with  a  pictorial  representation  of  a  twig  bearing  two  oranges. 
64282"— 13 85 
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Appellee  made  application  for  the  registration  of  its  mark  under 
the  ten-year  clause  (sec,  5)  of  the  Trade-Mark  Act  of  February  20, 
1905.  It  was  thrown  into  interference  with  appellant's  mark  ^^  Orange 
Mills,"  registered  in  1881.  On  hearing,  appellant  directed  its  testi- 
mony to  combating  the  right  of  appellee  to  register  its  mark,  on  the 
ground  that  it  had  not  enjoyed  exclusive  use  for  the  ten-year  period. 
The  Commissioner  of  Patents,  however,  held  appellee's  mark  to  be 
a  technical  trade-mark,  and  that  its  use  antedated  appellant's  use 
of  its  mark,  and  awarded  priority  and  registration  to  appellee. 

Counsel  for  appellant  strenuously  urges  that  inasmuch  as  appellant 
was  cited  into  the  Patent  Office  to  combat  appellee's  right  to  registra- 
tion under  the  ten-year  provision,  and  as  that  was  the  issue  to  which 
its  testimony  was  directed,  the  finding  is  at  variance  with  the  plead- 
ings and  the .  evidence,  and  cannot,  therefore,  be  sustained.  We 
think,  however,  that  the  case  can  be  disposed  of  without  reference  to 
this  feature  of  the  controversy. 

An  interference  was  declared  under  section  7  of  the  trade-mark 
law,  which  provides  that — 

whenever  application  Is  made  for  the  registration  of  a  trade-mark  which  Is  sub- 
stantially identical  with  a  trade-mark  appropriated  to  goods  of  the  same  de- 
scriptive properties,  for  which  a  certificate  of  registration  has  be^i  previously 
issued  to  another,  *  *  *,  he  (the  Commissioner)  may  declare  that  an 
interference  exista 

In  granting  the  interference  the  Commissioner  recognized  that  the 
marks  were  "  substantially  identical." 

The  dominating  feature  of  both  marks  is  the  word  "  Orange.^ 
The  pictorial  representation  of  the  twig  and  the  two  oranges  tends  to 
emphasize  the  word  "  Orange  "  as  the  striking  feature  of  appellee^s 
mark.  Flour  bearing  either  of  the  marks  would  soon  become  known 
to  the  trade  as  the  "Orange  Brand."  Stencils  used  by  appellee  in 
marking  barrels  were  exhibited,  which  omitted  the  twig  and  oranges, 
indicating  that  these  were  not  regarded  by  it  as  essential  features 
of  its  mark. 

The  word  "  Orange  "  and  the  words  "  Orange  Grove  "  are  geo- 
graphical, and  not  subject  to  registration  as  technical  trade-marks. 
In  fact,  appellee's  mill  is  located  at  Orange  Grove,  Md.  This  nar- 
rows appellee's  right  to  registration  to  the  ten-year  clause  of  the 
Trade-Mark  Act.  It  failed  to  establish  exclusive  use  as  against 
appellant,  for  the  ten-year  period  prior  to  the  enactment  of  the 
present  law,  and  is^  therefore,  barred  from  registration. 

This  sufficiently  disposes  of  the  appeal.  The  derisio-n  of  the  Com-' 
missioner  of  Patents  is  reversed,  and  the  clerk  is  directed  to  certify 
these  proceedings  as  by  law  required. 

Reversed. 
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( Court  of  AppeftUi  of  the  District  of  Columbia,] 

In  re  Von  Welsbach. 

Decided  AprU  1, 19J2. 

179  O.  G.,  lUl;  38  App.  D.  C,  5ia 

Patentabilitt — Incandescent   Filament, 

Claims  for  an  incandescent  filament  Held  unpatentable  in  view  of  the 
prior  art. 

{For  Commissioner's  decision  see  ante,  154;  ^78  O.  O.,  1152.) 

Mr.  J.  C.  Pennie  and  Mr.  C.  J.  O^Neill  for  the  appellant. 
Mr.  W.  S.  Ruckman  for  the  Commissioner  of  Patents. 

Van  Orsdel,  J.: 

Appellant  appeals  from  the  decision  of  the  Commissioner  of  Patents 
rejecting  the  following  claims : 

1.  An  incandescent  filament  for  electric  lamps,  comprising  a  stable  electrically 
conducting  mixture  of  osmium  and  one  of  the  described  oxlds. 

2.  An  incandescent  filament  for  electric  lamps,  comprising  a  stable  electrically 
conducting  mixture  of  osmium  and  a  rare  earth. 

3.  An  incandescent  fllnnieut  for  electric  lamps,  comprising  a  stable  electrically 
conducting  mixture  of  osmium  and  thoroxid. 

4.  An  incandescent  filament  for  electric  lamps,  comprising  an  electrically 
conducting  mixture  of  a  metal  which  is  stable  at  a  temperature  above  the 
incandescing  temperature  of  the  filament,  and  rare  earth. 

5.  An  incandescent  filament  for  electric  lamps  comprising  an  electrically 
conducting  mixture  of  a  metal  which  is  stable  at  a  temperature  above  the  in- 
candescing temperature  of  the  filnment  and  a  plurality  of  the  oxlds  described. 

6.  An  Incandescent  filament  for  electric  lamps,  comprising  u  stable  electri- 
cally conducting  mixture  of  a  metai  of  the  platinum  group  and  thoroxid. 

It  was  held  by  the  Commissioner  that  these  claims  are  anticipated 
by  a  patent  issued  to  Thomas  A.  Edison  September  16,  1879.  Edison 
in  his  specification  states : 

The  object  of  this  invention  is  to  produce  a  candle  or  light-giving  body  by  the 
Incandescence  of  a  conductor  of  electricity  in  the  form  of  a  cylinder,  prism,  or 
other  mass  of  a  size  adapted  to  yield  the  requii-ed  volume  of  light. 

The  Invention  consists  in  an  electric-light-glviug  body  formed  of  a  conductor, 
such  as  finely-divided  platinum,  iridium,  ruthenium,  or  other  metal  difficult  of 
fusion,  incoriwrated  with  non-conducting  material. 

Edison  describes  the  non-conducting  material  in  his  specification  as 
follows : 

I  mix  with  such  finely-divided  conductors  infusible  materials — such  as  oxld 
of  magnesium  or  zirconium — ^in  different  proportions,  so  as  to  obtain  any  degree 
of  conductively  required. 

In  other  words,  he  describes  his  conductor  as  consisting  of  ruthen- 
ium incorporated  with  oxid  of  zirconium. 

Appellant  concedes  in  his  specification  that  ruthenium  and  the  oxid 
of  zirconium  are  the  equivalents  of  osmium  and  the  oxid  of  thorium. 
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and  one  may  be  used  in  place  of  the  other.  In  appellant's  device,  as 
in  Edison's,  an  incandescent  conductor  for  an  electric  lamp  or  candle 
is  disclosed  composed  of  infusible  metallic  ingredients  combined  with 
an  oxid. 

Other  references  to  prior  patents  are  given,  but  we  think  that  the 
Edison  patent  furnishes  a  complete  anticipation  of  the  claims  here 
involved. 

The  decision  of  the  CommissioneJ  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Aflirmed. 


[Court  of  Appeals  of  the  District  of  CoiumblA.] 

Rice  v.  Schuttb. 

Decided  February  5,  19J2, 

180  O.  G..  604;  88  App.  D.  C,  175. 

Intebfebence — Priority — Right  to  Make  the  Claims. 

Priority  awarded  to  R.  on  the  ground  that  the  claim  in  Israe  where 
properly  construed  Is  not  readable  upon  the  disclosare  of  S. 

Mr.  R.  N.  Dyer^  Mr.  L.  S.  Bacon^  and  Mr.  J.  H.  MOans  for  the 
appellant. 
Mr.  F.  T.  Chambers  and  Mr.  J.  E.  HubbeU  for  the  appellee. 

Van  Orsdel,  /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding.  Appellant,  Rice,  filed  his  application 
in  the  Patent  Office  March  31,  19Q4,  which  eventuated  into  a  patent 
December  11,  1906.  Appellee,  Schutte,  filed  his  application  July  7. 
1904.    The  single  issue  involved  is  stated  as  follows: 

In  a  valve  of  the  character  described,  the  combination  of  a  valve,  a  casing 
therefor,  an  emergency  device  for  operating  the  valve  which  Includes  a  break- 
down connection,  and  a  wheel  for  opening  and  closing  the  valve  mider  normal 
conditions  and  for  resetting  the  breakdown  ccmnection  after  the  onergency 
device  operates. 

The  invention  is  described  in  the  opinion  of  the  Examiner  of  Inter- 
ferences as  follows: 

The  invention  in  issue  relates  to  a  valve.  Those  disclosed  in  the  application 
of  Schutte  and  the  patent  to  Rice  involved  herein  are  structurally  specifically 
different,  but  both  are  intended  for  use  in  a  main  pipe  which  supplies  steam  to 
an  engine.  These  valves  may  be  opened  and  closed  solely  by  a  hand  wheel  in 
the  usual  way  and  may  also  be  closed  quickly  and  automatically  by  mechanism 
Independently  of  the  hand  wheel.  This  mechanism  is  operated  by  the  engine 
when  the  latter  exceeds  a  certain  speed,  thereby  tripping  the  valve  and  allowing 
it  tjo  close  or  shut  off  the  supply  of  steam  to  the  engine. 
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It  is  contended  by  counsel  for  appellant  that  the  interference  arose 
from  the  broadening  of  appellee's  original  case  under  disclosures 
made  by  the  issuance  of  appellant's  patent.  The  issue  before  us  cor- 
responds to  claim  25  of  appellant's  patent.  More  than  two  years 
after  filing  his  application,  and  after  appellant's  patent  had  issued, 
appellee  amended  his  application  by  embracing  appellant's  original 
claim  25  as  claim  13  of  his  amended  application.  On  this  he  re- 
quested an  intereference. 

Appellant  has  submitted  no  testimony  in  support  of  an  earlier  date 
for  conception  and  reduction  to  practice  than  his  date  of  filing. 
Hence  he  must  stand  or  fall  upon  that  date.  Appellee  offered  proof 
of  the  reduction  to  practice  of  the  invention  disclosed  by  his  applica- 
tion at  an  earlier  date  than  that  accorded  appellant.  It  must  con- 
sequently follow  that  if  both  devices  are  embraced  within  the  terms 
of  the  issue  appellee  must  prevail. 

Therefore,  the  important  question  presented  by  this  appeal  is 
whether  the  claim  in  issue  can  be  read  on  to  the  appellee's  invention. 
In  other  words,  is  the  "  breakdown  connection  "  called  for  by  the 
issue  present  in  the  device  of  appellee?  For  convenience,  we  have 
inserted  diagrams  showing  the  portions  of  the  inventions  in  issue 
which  are  material  to  this  inquiry. 


It  will  be  observed  that  appellant's  device  has  a  hand-wheel  c, 
which  turns  upon  a  stationary  screw-threaded  hub  6,  which  is  mount- 
ed upon  the  valve-casing  and  valve-stem  a,  which  operates  through 
the  hub  freely  and  independently,  and  is  not  screw-threaded.  The 
hand- wheel  is  connected  by  toggle-links  /  and  g  with  a  yoke  A,  which 
is  fixedly  mounted  upon  the  valve-stem,  and  held  against  longitudi- 
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nal  movement  thereon.  The  upper  links  of  the  toggle  have  inwardly- 
turned  ends  /'  and  g'  projecting  above  the  yoke  tu  Suspended  above 
the  yoke  is  a  weight  i,  which,  for  convenience,  surrounds  the  valve- 
stem,  but  has  no  connection  therewith.  This  weight  is  operated  by  a 
latch  k^  which  is  connected  by  a  rod  m  with  a  device,  which,  when 
the  engine  becomes  overcharged  with  steam,  sets  in  operation  the 
trip-latch  k^  disengaging  the  weight  i,  which  slides  loosely  down  the 
valve-stem  a,  striking  the  ends  of  the  toggles  /'  and  ^',  throwing  the 
toggle-links  /  and  g  downward,  thereby  operating  the  breakdown 
connection  in  such  manner  as  to  carry  the  yoke  h  with  the  valve-stem 
suddenly  downward,  thereby  closing  the  valve. 


^-3^€^^./:SaA.tcttGj 


Appellee's  device  consists  of  a  threaded  valve-stem  (l,  which  screws 
into  a  hub  6,  the  hub  h  operating  perpendicularly  through  the  valve- 
casing.  The  valve-stem  is  operated  by  a  hand-wheel  <?,  thus  enabling 
the  operator  to  raise  and  lower  the  valve.  To  the  hub  h  is  attached  a 
hand-bar  /,  which  is  engaged  by  a  trip-latch  g^  to  which  is  connexited 
the  rod  h.  This  rod  is  connected  with  the  engine  in  such  manner  that 
when  the  engine  becomes  overcharged  with  steam,  it  sets  in  operation 
the  trip-latch  ^,  which  disengages  the  hand-bar  /,  allowing  the  hub  6 
to  suddenly  descend  through  the  valve-frame,  carrying  with  it  the 
valve-stem,  the  hand-bar  /,  and  the  hand-wheel  c,  and  thus  suddenly 
closing  the  valve  d. 

It  will  be  observed  that  in  appellant's  device  the  breakdown  con- 
nection consists  solely  in  the  operation  of  the  toggles  /  and  g^  caused 
by  the  sudden  dropping  of  the  weight  i,  forcing  the  valve-stem  to 
descend,  but  leaving  the  hand-wheel  in  stationary  position ;  while  in 
the  device  of  appellee,  when  set  in  operation  by  the  emergency  device, 
the  stem  a,  hub  J,  hand-bar  /,  and  hand-wheel  c  simultaneously  de- 
scend, closing  the  valve. 
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It  is  contended  by  appellant  that  the  issue,  when  construed  in  the 
light  of  the  prior  art  and  his  specifications  and  drawings,  cannot 
be  read  upon  appellee's  device.  The  invention  is  defined  broadly 
by  the  issue.  Courts  will  narrow  the  construction  of  a  claim  where 
it  is  necessary  to  preserve  its  validity — and  in  this  proceeding  we 
must  assume  that  the  issue  is  patentable — ^but  limitations  not  called 
for  cannot  be  read  into  a  claim  to  save  it  from  destruction.  Although 
the  devices  of  the  respective  parties  are  specifically  different,  they 
are  generically  the  same.  The  language  of  the  issue,  while  broad,  we 
think  can  be  applied  specifically.  The  only  question  in  the  case  is 
whether  the  means  for  causing  the  dropping  of  appellee's  device 
can  be  termed  a  ^'  breakdown  connection." 

The  issue  relates  primarily  to  the  breakdown  connection  and  the 
means  for  resetting  it.  Appellant  is  the  first  inventor  in  the  art  to 
use  the  term  "breakdown  connection."  While  not  controlling,  it 
is  significant.  The  issue  can,  with  the  utmost  clearness,  be  read  on 
to  appellant's  invention.  The  breakdown  connection  consists  simply 
of  the  yoke,  links,  and  valve-stem,  and,  when  the  weight,  which  is 
part  of  the  means  for  operating  the  breakdown  connection,  has  been 
readjusted  into  position,  the  resetting  of  the  links  by  means  of  the 
hand-wheel  is  simple.  But  to  read  the  issue  on  to  appellee's  invention 
is  more  difficult,  and,  in  fact,  improper  in  the  light  of  the  prior  art 
and  appellee's  earlier  claims.  He  seeks  to  treat  his  hub,  valve-stem, 
handle-bar,  hand-wheel,  and  trip-latch  as  constituting  his  breakdown 
connection.  In  his  original  specification  he  did  not  include  the  trip- 
latch  as  part  of  what  he  there  described,  not  as  a  breakdown  con- 
nection, but  as  a  device  for  suddenly  closing  the  valve.  He  described 
it  as  follows: 

Means  for  latching  the  removable  part  in  retracted  position,  means  for 
releasing  said  latch  and  constantly  acting  means  tending  to  close  the  pilot  and 
main  valyes,  and  through  them  to  draw  down  the  movable  part  aforesaid  when 
unlatched. 

It  will  be  observed  that  he  treats  the  trip-latch  as  part  of  the 
emergency  means  for  setting  the  closing  device  in  operation,  just  as 
appellant  treats  the  trip-latch  and  weight  as  means,  when  operated 
upon  by  the  emergency  device,  to  set  in  operation  the  breakdown 
connection.  We  think  this  is  the  proper  function  of  the  trip-latch. 
It  should  be  regarded  as  part  of  the  means  to  set  the  breakdown  con- 
nection in  operation,  rather  than  as  part  of  the  breakdown  connection 
itself. 

Thus  confining  appellee  to  his  original  conception  of  his  invention, 
and  to  what  can,  with  propriety,  be  read  on  to  his  device,  his  reset- 
ting operation  is  not  materially  different  from  that  found  in  the 
prior  art  in  the  inventions  of  Sampson,  Barker,  and  Fagan.  They 
all  reset  by  the  use  of  the  hand-wheel,  the  only  difference  being  that 
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the  trip-latch  in  appellee^s  invention  is  self-adjusting,  while  in  the 
others  it  has  to  be  adjusted  by  hand.  To  read  the  issue,  therefore, 
on  to  appellee's  device,  where  the  question  of  patentability  is  exceed- 
ingly close,  would  be  to  give  him  something  strongly  anticipated  by 
the  prior  art ;  while,  ccmfining  it  to  appellant's  invention,  we  have  an 
easy  application  of  the  issue  to  a  device  distinctly  novel,  where  the 
resetting  operation  is  clearly  confined  to  the  breakdown  connection. 

The  decision  of  the  Commissioner  of  Patents  is  reversed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required, 

Reversed. 


CCoart  of  Appeal!  of  tb%  District  of  Colombia.] 

Bradley  v.  Miggett. 

Decided  April  1,  1912. 

180  O.  Q.,  606;  88  App.  D.  C,  Sie. 

IifTEBnaiBNOB— PBioarrr. 

Priority  Held  properly  awarded  to  M. 

(For  Oomim4asioner*8  deoUion  see  ante,  18S;  119  O.  0.,  llOS.'i 

Mr.  F,  C.  Somes  for  the  appellant. 

Mr.  L.  8.  Bacon  for  the  appellee. 
RoBB,  J.: 

This  is  an  appeal  from  concurrent  decisions  of  the  Patent  Office 
awarding  priority  of  invention  to  Miggett,  the  senior  party.  The 
issue  involves  a  rotary  blower  designed  to  be  installed  in  the  wall  of 
a  steam-boiler  setting,  opposite  the  flue-openings,  and  to  be  used  for 
the  purpose  of  cleaning  the  flues.  The  particular  feature  of  the  in- 
vention consists  in  the  ability  of  the  operator  to  localize  the  blast  of 
steam  upon  any  given  portion  of  the  flue-surface.  Count  3  of  the 
three  counts  sufficiently  illustrates  the  idea: 

8.  The  combination  of  a  steam  boiler  having  horisontal  tabes,  a  waU  op- 
posite the  ends  of  the  boiler-tnbes  haying  an  opening  extending  lengthwise  of 
the  tubes,  a  body  or  carrier  rotatably  arranged  in  said  opening,  means  for 
(supplying  steam  to  said  body,  a  steam  delivery  nozzle  mounted  on  said  body 
and  capable  of  being  moved  into  differ^it  angular  positions  relatively  to  the 
axis  of  the  body,  means  exterior  to  said  waU  for  rotating  said  body,  an  adjust- 
ing shaft  for  said  nozzle  extending  lengthwise  of  said  body  and  provided 
exterior  to  said  wall  with  an  operating  device  independent  of  said  body  rotat- 
ing means,  and  means  for  operatively  connecting  the  nozzle  with  said  shaft 

Miggett,  the  senior  party,  filed  December  16,  1907.  It  is  practi- 
cally conceded  that  he  conceived  the  invention  as  early  as  April  26, 
1906.  That  he  reduced  his  invention  to  practice  as  early  as  August, 
following,  is  clearly  established  by  the  record. 

Bradley  filed  March  28,  1908.  In  his  preliminary  statement  he 
alleged  conception  as  of  October  15,  1905,  disclosure  and  drawings 
April  16, 1906,  and  reduction  to  practice  as  of  October,  1907.    After 
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the  openmg  of  the  preliminary  statemeats  he  sought  leave  to  amend 
his  statement  by  the  substitution  of  an  earlier  date  for  his  reduction 
to  practice.  The  amendment  was  not  allowed.  The  Examiner  of 
Interferences  carefully  reviewed  the  testimony  introduced  by  Brad- 
ley relative  to  his  date  of  conception  and  reached  the  conclusion  that 
he  had  failed  to  establish  conception  of  the  issue  prior  to  the  date 
proven  by  Miggett.  In  this  conclusion  the  Commissioner  concurred. 
We  have  reviewed  this  testimony  with  care  and  are  convinced  of  the 
correctness  of  the  conclusion  reached  by  the  Commissioner  and  the 
Examiner.  While  Bradley,  under  the  pleadings,  was  restricted  to 
November  as  his  date  of  reduction  to  practice,  we  are  satisfied  from 
the  evidence  that  had  his  amendment  been  allowed  it  would  have 
availed  him  nothing,  in  other  words,  we  think  his  testimony  falls 
short  of  proving  a  reduction  to  practice  earlier  than  the  date  alleged. 

Each  of  the  three  tribunals  of  the  Patent  Office,  the  Examiners-in- 
Chief  basing  their  opinion  upon  the  point,  ruled  that  Bradley  was 
lacking  in  diligence.  Having  in  mind  the  comparatively  simple 
nature  of  the  invention,  the  facilities  of  Bradley  for  perfecting  it, 
and  the  reasons  assigned  for  his  failure  to  act  with  greater  diligence, 
we  are  convinced  of  the  correctness  of  the  ruling  upon  this  point. 
As  no  useful  purpose  would  be  subserved  by  a  further  discussion  of 
the  testimony  which,  as  we  have  seen,  has  been  reviewed  by  the 
Patent  Office^  we  shall  refrain  from  so  doing. 

The  decision  is  therefore  afflrmed. 

Affirmed. 


ICourt  of  Appeals  of  tli«  Dtotrict  of  Golnnbla.] 

In  re  Gold. 

Decided  AprU  i,  191t. 

180  O.  G.,  e06;  38  App.  D.  O.,  644. 

Patentabiutt — Method  of  Steam-Hkatino. 

Claims  for  a  method  of  steam-heating  Held  unpatentable  In  view  of  the 
prior  art. 

(Far  Cammisaioner's  decisiona  see  ante,  162;  179  0.  O.,  286.) 

Mr.  O,  R,  Bamett  for  the  appellant. 

Mr.  R.  F.  Whitehead  for  the  Commissioner  of  Patents. 

RoBB,  J.: 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
involving  a  method  of  steam-heating.  Claims  1  and  13,  which  are 
here  reproduced,  sufficiently  illustrate  the  alleged  invention : 

1.  The  Improvement  In  the  art  of  heating  by  steam  which  consists  in  pro- 
viding a  supply  of  steam  at  high  pressure,  providing  In  the  apartment  to  be 
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heated  an  inclosed  body  of  steam  in  free  communication  with  a  asone  of  low 
pressure,  which  body  receives  steam  from  said  supply,  ntilizing  the  thermostatic 
properties  of  said  body  of  steam  to  control  the  inflow  thereto  from  said  supply, 
producing  at  will  a  higher  temperature  in  said  body,  by  neutralizing  said 
thermostatic  control  of  the  inflow  and  closing  said  free  communication  with  a 
zone  of  low  pressure. 

13.  The  art  of  maintaining  in  a  radiating  system  communicating  with  the 
atmosphere  a  l>ody  of  steam  at  any  desired  temperature  between  that  of  steam 
at  supply  pipe  pressure  and  the  temperature  of  steam  at  atmospheric  pressure 
which  comprises  providing  a  supply  of  high  pressure  steam  communicating  with 
the  radiating  system,  utilizing  the  temperature  of  the  stream  in  some  part  of  the 
radiating  system  for  controlling  the  inflow  from  the  supply  to  said  system, 
and  at  will,  causing  said  control  of  the  Inflow  to  be  neutralized  up  to  any 
desired  pressure  in  the  radiating  system  and  at  the  same  time  causing  com- 
munication between  the  system  and  the  atmosphere  to  be  closed  sufficiently  to 
substantially  maintain  such  desired  pressure  in  said  system. 

It  has  been  held  by  different  tribunals  of  the  Patent  OflSce  that  the 
question  of  the  patentability  of  these  claims  is  res  adjudicata  by  rea- 
son of  the  decision  against  appellant  in  Gold  v.  Gold^  (C.  D.,  1910, 
269;  150  O.  G.,  570;  34  App.  D.  C,  229,)  which  involved  apparatus 
claims;  that  the  claims  of  this  issue  are  merely  functional;  and  that 
they  are  anticipated  by  the  prior  art  We  shall  consider  these 
grounds  in  inverse  order,  for  if  the  claims  disclose  nothing  new  the 
other  questions  become  immaterial. 

After  a  decision  of  the  Examiners-in-Chief,  sustaining  the  action 
of  the  Examiner — 

in  rejecting  all  of  the  claims  as  defining  merely  the  functions  of  the  apparatus 
disclosed,  and  as  being  anticipated  by  the  prior  act, 

was  rendered,  the  application  was  remanded  to  the  Primary  Exam- 
iner by  the  Commissioner  for  further  consideration  in  connection 
with  the  patent  to  Weber,  No.  408,162,  in  view  of  a  demonstration 
witnessed  by  the  Examiner  of  an  apparatus  constructed  in  accord- 
ance with  the  disclosures  in  the  Weber  patent.  The  presence  of  the 
Examiner  at  this  demonstration  was  by  direction  of  the  Commis- 
sioner. The  Examiner  executed  an  affidavit  setting  forth  in  detail 
the  results  of  the  demonstration,  which  demonstration  the  Examiner 
found  clearly  sustained  the  prior  view  and — 

proved  beyond  any  reasonable  doubt  that  an  apparatus  built  in  accordance  with 
tlie  disclosures  in  the  Weber  patent  is  oi)erable  at  atmospheric  pressure  or  at 
practically  steam-admission  pipe  pressure,  at  will;  and  that  such  capability  of 
action  is  an  inherent  characteristic  of  the  said  Weber  patent 

This  affidavit  and  the  decision  of  the  Examiner  based  thereon  were 
forwarded  to  the  appellant  and  he  thereupon  again  appealed  to  the 
Examiners-in-Chief  without,  however,  making  any  attempt  by  coun- 
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ter  affidavit  to  meet  the  case  made  by  the  Examiner.    The  Examiners- 
in-Chief  again  considered  the  claims  and  in  their  opinion  said : 

We  agree  with  the  Examiner,  that  the  facts  of  the  test  witnessed  by  him 
were  such  as  to  show  that  Weber's  S5'stem  may  be  converted  from  a  high  to  a 
low  pressure  system,  or  be  made  to  operate  at  any  desired  intermediate  pressura 

With  this  conchision  the  Commissioner  agreed.  While  it  has  been 
ably  contended  by  counsel  for  appellant  that  an  apparatus  con- 
structed in  accordance  with  the  Weber  patent  will  not  operate 
convertibly  in  the  sense  required  by  appellant's  claims,  we  are  con- 
strained nevertheless  to  accept  the  view  of  the  Patent  Office.  The 
affidavit  to  which  reference  has  been  made  stands  uncontradicted. 
As  pointed  out  by  the  Commissioner,  had  appellant  so  desired  he 
could  have  filed  rebutting  affidavits  under  Rule  76  of  the  Patent 
Office  and  the  court  would  then  have  had  the  benefit  of  those  affidavits 
and  the  comments  thereon  by  the  Patent  Office  tribunals.  While,  of 
course,  the  failure  of  appellant  to  file  counter  affidavits  does  not 
preclude  us  from  considering  the  merits  of  his  appeal,  it  does  impose 
upon  him  the  burden  of  very  clearly  establishing  error. 

That  bu7*den  lias  not  been  sustained  and  we  therefore  afjirm  the 
decision^  without  repeating  th^  reasoning  of  the  Patent  Office 
tribunals. 

Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

The  United  States,  ex  rel.  Scott  and  Scott,  Executors,  v.  Moore, 
Commissioner  op  Patents. 

Decided  May  13,  1912. 

180  O.  a.  007;  39  App.  D.  C,  39. 

Mandaitits — Review  of  Decision  of  CoiiMissioNEs  of  Patents. 

Mandamus  cannot  be  made  to  operate  as  an  appeal  or  writ  of  error. 

Mr.  A.  V.  Beeken  and  Mr.  John  M.  Goit  for  the  appellant. 
Mr.  Wm.  R.  Ballard  for  the  appellee. 

Shepard,  C.  J. : 

This  is  an  appeal  from  a  judgment  dismissing  a  petition  for  writ  of 
mandamus.  The  petitioners  moved  for  judgment  notwithstanding 
the  return  made  to  the  alternative  writ,  which  was  denied,  and  hav- 
ing declined  to  amend  or  to  traverse  the  return  their  petition  was 
dismissed. 

It  appears  that  Walter  Scott  filed  an  application,  December  15, 
1904,  for  a  patent  for  an  improvement  in  printing-machines.  Appli- 
cant died  testate  and  petitioners  qualified  as  executors  of  his  will. 
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On  May  24, 1909,  they  filed  an  applicaticm  as  a  division  of  the  earlier 
application  of  their  testator.  In  this  application  they  copied  certain 
claims  of  a  patent  to  Bechman,  issued  March  6,  1906.  March  22, 
1910,  an  interference  was  declared  with  Bechman  with  an  issue  em- 
bodying  these  claims.  Bechman  moved  to  dissolve  the  interference  on 
the  ground  that  petitioners  had  no  right  to  make  the  claims.  A 
stipulation  in  the  record  recites  that  the  right  to  make  the  claims 
depends  on  the  disclosure  of  the  earlier  application,  and  that  the 
same  is  indirectly  involved  in  the  interference.  Petitioners  thereby 
became  the  senior  parties.  The  motion  was  sustained  by  the  several 
tribunals  of  the  Office  in  succession.  The  decision  of  the  Conmiis- 
sioner  dissolving  the  interference  was  rendered  July  13, 1911. 

After  this  decision  the  petitioners  moved  the  Examiner  of  Inter- 
ferences to  set  the  case  down  for  hearing  and  to  take  testimony  for 
use  at  such  hearing.  This  was  denied,  and  on  regular  appeal  to  the 
Commissioner  he  affirmed  the  action  of  the  tribunals  below  on  the 
ground  that  the  interference  had  been  dissolved  without  an  award  of 
priority.  Claiming  that  it  was  the  plain,  imperative  duty  of  the 
Commissioner  to  cause  the  interference  to  be  set  down  for  hearing 
before  the  Examiner  of  Interferences,  and  that  they  have  no  other 
remedy,  petitioners  pray  a  writ  of  mandamus  to  compel  the  per- 
formance of  that  duty. 

The  effect  of  the  Commissioner's  decision  sustaining  the  motion  to 
dissolve  the  interference  put  an  end  to  it.  There  was  no  longer  an 
issue  between  the  parties  upon  which  testimony  could  be  taken. 

Grant  that  petitioners  had  no  appeal  to  this  court  from  the  order 
as  entered,  because  there  was  no  award  of  priority  {Coaper  v.  Gold^ 
C.  D.,  1910,  282,  286;  161  O.  G.,  194,  195;  U  App.  D.  C,  194,  198;) 
yet,  as  stated  in  the  Commissioner's  decision  on  September  26,  1911, 
had  the  petitioners  requested  that  the  former  decision  be  extended 
to  a  formal  award  of  priority,  that  order  would  have  been  entered 
as  had  been  done  in  Gosper  v.  Oold^  miprcL,  after  the  dismissal  of  the 
appeal  from  the  former  decision  holding  that  the  appellant  Cosper 
had  no  right  to  make  the  claims  of  the  interference.  Had  the  peti- 
tioners pursued  that  course  an  appeal  could  have  been  taken  from  the 
final  award  of  priority  bringing  up  for  review  all  the  grounds  upon 
which  the  award  was  founded.  {Cosper  v.  Gold^  C.  D.,  1911,  887; 
168  O.  G.,  787;  36  App.  D.  C,  302.) 

Having  failed  to  take  this  action  and  obtain  a  review  of  the  exer- 
cise of  the  Commissioner's  judicial  discretion  in  the  manner  provided 
therefor  by  law,  the  petitioners  now  seek  a  review  of  his  decision  by 
means  of  mandamus.  Mandamus  cannot  be  made  to  operate  as  an 
appeal  or  writ  of  error. 

The  pidgment  was  right,  and  wiU  he  affirmed  with  costs. 

Affirmed. 
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[Court  of  AppeaJs  of  the  District  of  Columbia.] 

BaETZ  V,   KUKKUCK, 

Decided  AprU  1,  1912. 

180  O.  a,  881;  38  App.  D.  C.  480. 

I NTEBFEBENOE — ^PkIOBITT. 

Priority  Held  properly  awarded  to  K.,  the  senior  party. 
(For  OomnUsaioner's  deciHon  se^  ante,  IkS;  178  O.  Cr.,  867.) 
Mr.  Vernon  M,  Dorsey  for  the  appellant. 
Mr.  C  H.  Howson  for  the  appellee. 
Shepard,  C,  J.: 

This  is  an  interference  proceeding  involving  an  invention  of  a  feed 
mechanism  for  drying  apparatus. 

The  issue  of  the  interference  is  in  ten  counts,  of  which  the  first, 
fourth  and  tenth  suflBciently  indicate  the  structure  involved : 

1.  A  feed  mechanism  comprising  a  pair  of  Juxtaposed  conveyers,  and  having 
transverse  rib  formations  between  whicb  the  articles  may  be  confined,  and 
means  disposed  along  the  length  of  the  conveyers  for  keeping  the  adjacent  laps 
of  said  conveyers  spaced  permanently  apart,  substantially  as  set  forth. 

4.  A  feed  mechanism  comprising  a  pair  of  Juxtaposed  conveyers  having  trans- 
verse ribs  or  bars  spaced  suitable  distances  apart,  the  material  treated  being 
inserted  between  the  adjacent  laps  of  the  conveyers  and  confined  between  the 
aforesaid  transverse  formations,  and  means  at  opposite  ends  of  the  transverse 
formations  for  permanently  keeping  the  adjacent  laps  of  said  conveyers  spaced 
u  suitable  distance  apart,  substantially  as  set  forth. 

10.  A  feed  mechanism  comprising  a  pair  of  transversely  slatted  sections 
traveling  conjointly  and  in  Juxtaposition  and  closed  on  the  sides,  the  transverse 
formations  of  the  respective  sections  being  permanently  spaced  apart,  sub- 
stantially as  set  forth. 

The  application  of  Kukkuck  was  filed  September  13, 1906,  and  that 
of  Baetz  November  22d,  1907. 

The  structures  of  the  parties  on  which  the  counts  read  are  designed 
for  drying  thin  sheets  of  wood  known  as  veneer,  which  cut  from 
moist  wood,  are  carried  through  heated  air  until  sufficiently  dried 
for  use.  The  sheets  of  wood  vary  in  thickness  and  moisture.  When 
thin  and  the  moisture  considerable  the  manner  of  distributing  the 
heated  air,  and  the  manner  in  which  the  sheets  are  held  or  confined 
on  the  feed  mechanism  is  of  material  importance.  As  aptly  stated  in 
the  decisions  of  the  Patent  Office  tribunals,  all  of  which  concurred 
in  awarding  priority  to  Kukkuck  : 

The  gist  of  the  invention  in  issue  consists  in  providing  means  for  confining 
the  material  between  conveyers  having  transverse  rib  formations  In  such  a  way 
that  the  material  is  permitted  to  shrink  freely  to  prevent  checking  or  cracking 
and  yet  be  restrained  sufllciently  to  preclude  warping. 

Baetz  has  a  patent  for  a  structure  used  in  drying  veneer,  issued 
November  13,  1906!  The  Philadelphia  Textile  Machinery  Company, 
assignee  of  Kukkuck,  has  been  engaged  in  the  manufacture  and  sale 
of  drying  mechanisms  under  older  patents.  In  January,  1907,  Baetz 
filed  a  bill  against  Kukkuck  in  the  Circuit  Court  of  the  United  States 
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for  the  Eastern  District  of  Missouri,  alleging  infringement  of  his 
older  patent  aforesaid.  By  stipulation,  the  testimony  taken  in  that 
case,  which  has  not  been  heard,  was  filed  as  the  testimony  of  the 
parties  in  this  proceeding.  A  great  deal  of  this  testimony  has  no 
important  bearing  on  the  questions  involved  herein. 

During  the  taking  of  that  testimony  Baetz  obtained  knowledge  of 
the  device  of  Kukkuck,  and  immediately  filed  the  application  of  this 
interference. 

The  point  made  in  the  first  reason  of  the  appeal,  that  the  invention 
disclosed  in  Kukkuck's  application  is  different  from  that  of  the  issue 
and  from  his  amendment  thereto,  made  July  15,  1908,  is  completely 
answered  by  the  decisions  of  the  Office,  and  requires  no  further 
discussion. 

While  there  was  evidence  tending  to  show  that  Kukkuck  conceived 
the  invention  and  reduced  it  to  practice  considerably  before  the  filing 
of  his  application  for  patent,  the  Office  tribunals  found  it  unneces- 
sary, in  their  view  of  the  testimony,  to  determine  that  date  and 
awarded  him  the  date  of  filing,  September  13,  1906,  as  establishing 
his  constructive  reduction  to  practice.  They  found  that  Baetz  was 
the  first  to  conceive  the  invention.  The  case  was  made  to  turn  upon 
the  question  whether  Baetz  reduced  the  invention  to  practice  by 
means  of  two  devices.  One  of  these  is  called  the  "  gate  conveyer," 
the  other,  the  "  finger  conveyer."  Baetz  undertook  to  prove  that  the 
"  gate  conveyer  "  was  successfully  tested  in  the  spring  of  1904,  and 
the  "  finger  conveyer  "  in  May,  1905.  His  contention  rests  chiefly  on 
the  evidence  relating  to  the  "  finger  conveyer." 

The  tribunals  of  the  Office  concurred  in  holding  that  the  evidence 
was  not  sufficient  to  show  that  these  experimental  tests  were  satis- 
factory, and  that  Baetz's  subsequent  action  showed  that  they  were 
not  considered  satisfactory  by  him.  In  other  words,  after  these 
experiments  he  abandoned  this  feature  of  the  device.  This  conclu- 
sion is  thus  stated  in  the  Commissioner's  decision : 

It  is  believed  that  the  testimony  offered  is  wholly  insufficient  to  show  that 
either  of  these  devices  was  a  reduction  to  practice  of  the  invention.  If  there 
were  any  doubt  on  the  matter,  however,  it  would  have  to  be  resoJved  ad- 
versely to  Baetz  in  view  of  his  subsequent  conduct  The  "gate  conveyer** 
was  immediately  dismantled  after  the  test  and  was  never  again  used  or  re- 
produced. The  "  finger  conveyer  "  was  also  dismantled  and  while  Baetz  claims 
that  it  was  on  the  strength  of  the  results  of  this  machine  that  he  obtained 
an  order  from  the  St.  I^uis  Basket  and  Box  Company  for  a  similar  drier  it  is 
significant  that  the  drier  which  he  thereafter  produced  for  them,  the  so-called 
"  Basket  and  Box  Company  drier/'  did  not  contain  the  invention  in  issue.  It 
lacked  the  spacing  devices.  The  same  is  true  of  tlie  next  drier  built  by  Baetz, 
known  as  the  "  3905  drier,"  which  was  completed  about  February,  1008.  In 
July,  1906,  Baetz  filed  an  application  for  patent  on  a  similar  drier  which  also 
failed  wholly  to  mention  the  si^acing  devices.  This  application  matured  into 
Patent  No.  885.S43.  The  Basket  and  Box  Company  drier  attempted  to  attain 
the  results  flowing  from  the  use  of  the  spacing  devices  by  stretching  the  lower 
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run  of  the  upper  conyeyer  to  such  a  degree  as  to  relleye  the  pressure  on  the 
veneer.  Baetz  testified  that  this  resulted  in  frequent  breaking  of  thp  chains 
which  held  the  slats.  Notwithstanding  his  claim  that  the  test  of  the  spacing 
devices  In  the  earlier  machines  proved  their  value  to  perform  this  function,  he 
attempted  to  overcome  the  difiiculty  caused  by  the  breaking  of  the  chains  in 
the  ''Basket  and  Box  Company  drier"  by  reducing  the  length  of  the  con- 
veyers from  100  to  28  feet,  thereby  sacrificing  nearly  three-quarters  of  the 
capacity  of  the  machine.  This  was  the  construction  of  the  **  1905  drier  "  and 
the  one  which  he  thereafter  attempted  to  put  upon  the  market.  He  seems  to 
have  entirely  forgotten  the  use  of  the  spacing  devices  until  his  attention  was 
called  thereto  by  the  emphasis  laid  on  this  feature  in  the  testimony  taken 
by  Knkkuck  in  an  Infringement  suit  pending  in  the  Federal  court  at  Sc.  Louis. 
This  occurred  in  the  fall  of  1007,  and  very  shortly  thereafter  Baetz's  applica- 
tion for  this  invention  was  filed  in  the  Oflice. 

After  an  examination  of  the  evidence  in  the  light  of  the  printed 
argument  on  which  the  case  was  submitted  by  counsel  for  Baetz, 
we  have  found  no  error  in  the  conclusion  of  the  Commissioner  on  this 
point.  The  decisions  of  the  Commissioner  and  of  the  other  tribunals 
review  the  questions  involved  so  fully,  that  there  is  no  occasion  to 
add  anything  thereto. 

The  decision  will  he  aiffirmed;  and  this  decision  certified  to  the  Com- 
missioner of  Patents. 

Aifirmed.  ^ 

[Court  of  Appeals  of  the  District  of  Columbia.] 

Sears  &  Nichols  Company  c.  Brakelet. 

Decided  April  i.  1912. 

180  O.  a,  882;  38  Aw).  D.  C,  530. 

1.  TKADK-MaRKS — "  EVEBOBEEN  "      FOR      CANNED      FbUIT     AND      VEGETABLES — ^DB- 

BCBIPnVE. 

The  word  "  Evergreen  "  ab  applied  to  canned  fruits  and  vegetables  Held 
descriptive,  and  therefore  not  registrable  as  a  technical  trade-mark. 

2.  Same — Opposition — Contempobaneous  Use  During  Ten-Year  Period. 

The  registration  of  the  word  "Evergreen"  as  applied  to  canned  fruits 
and  vegetables  Held  properly  refused  registration,  since  this  mark  is  de- 
scriptive of  the  goods,  and  the  record  shows  that  the  opposer  had  also  used 
this  mark  on  the  same  goods  during  the  ten-year  period. 

{For  Commissioner's  decision  see  ante,  L)^;  178  O.  G.,  885.) 

Mr.  H.  G,  Underwood  for  the  appellant. 
Mr.  C.  H.  Howson  for  the  appellee. 

Shepabd,  C.  J.: 

The  Sears  &  Nichols  Co.  applied  for  the  registration  of  a  trade- 
mark for  canned  fruits  and  vegetables,  consisting  of  the  word 
"  Evergreen."  The  sample  label  filed  shows  the  word  "  Evergreen  " 
over  a  representation  of  green  string-beans  and  accompanied  by  an- 
other representation  of  a  field  of  green  growing  vegetables. 

Opposition  was  filed  by  Asher  Brakeley  representing  that  he  was 
engaged  in  packing  and  selling  canned  vegetables,  grown  by  himself, 
and  that  in  July,  1897,  he  used  the  word  "  Evergreen  "  affixed  as  a 
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mark  to  cans  and  packages  of  green  peas.  That  the  same  mark  has 
been  continuously  used  since,  and  it  is  not  true  that  applicant  has 
had  exclusive  use  of  said  mark  upon  canned  vegetables.  That  as  he 
has  established  a  valuable  good-will  in  the  business  of  packing  and 
selling  peas  under  said  mark  and  brand,  he  will  be  seriously  damaged 
by  the  registration  of  said  trade-mark  by  the  applicant. 

The  testimony  shows  that  Brakeley  had  commenced  the  packing 
and  sale  of  canned  peas,  with  said  brand  affixed,  in  July,  1897;  that 
he  had  sold  his  goods  with  that  brand  in  New  Jersey  and  Pennsyl- 
vania ;  and  that  he  had  continued  to  use  the  same  mark.  Applicant's 
testimony  showed  that  it,  and  its  predecessor  from  whom  the  mark 
had  been  acquired,  had  used  the  word  on  its  canned  goods  since 
sometime  prior  to  the  year  1888. 

Registration  was  rightly  denied  as  a  technical  trade-mark,  be- 
cause the  word  "  Evergreen,**  as  used,  is  clearly  descriptive.  (See 
in  re  Meyer  Bros,  Co  fee  and  Spice  Go.^  post^  4§0;  179  O.  G.,  679; 
38  App.  D.  C,  520,  and  the  cases  therein  cited.) 

Nor  is  the  mark  entitled  to  registration  under  section  5  of  the 
Trade-Mark  Act  by  virtue  of  actual  and  exclusive  use  of  the  mark 
for  two  years  prior  to  the  adoption  of  the  act,  for  the  testimony  shows 
that  such  use  was  not  exclusive.  {Worcester  Brewing  Corporation  v. 
Renter  rfe  Co.,  C.  D.,  1908,  829:  133  O.  G.,  1190;  30  App.  D.  C,  428.) 

The  decision  is  right,  and  wiU  be  affirmed.  The  clerk  will  certify 
this  decision  to  the  Commissioner  of  Patents. 

Affirmed. 

(Court  of  Appeals  of  the  District  of  Columbta.] 

Hewitt  v.  Weintraub. 

Decided  ApHl  22,  1912. 

180  O.  Gm  882;  38  App.  D.  C.  548. 

1.  Intebference — Con  CURRENT  Decisions  or  the  Patent  Offick 

Where  the  decisions  of  all  the  tribunals  of  the  Patent  OfQce  are  in  favor 
of  one  of  the  parties  to  an  interference,  "  we  are  loath  to  disturb  such  find- 
ings, especially  where  the  invention  is  of  a  highly  technical  nature,  such  as 
this,  unless  it  is  clearly  apparent  that  error  has  been  committed." 

2.  Same— Pbiority. 

Priority  Held  properly  awarded  to  W.  on  the  ground  that  the  invention 
in  issue  is  not  disclosed  in  certain  earlier  applications  relied  upon  by  H. 

Mr.  C.  A.  Terry  for  the  appellant. 

Mr.  A.  G.  Davis,  Mr.  A.  D.  Lurvt,  and  Mr.  Chas.  McGlair  for  the 
appellee. 
Van  OnsDEL,  /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding,  awarding  priority  of  invention  to 
appellee.    The  issue  was  sustained  in  the  following  counts : 

1.  The  combination  of  a  plurality  of  electrodes  one  at  least  of  which  is  adapted 
to  emit  vapor,  while  at  least  two  others  are  formed  of  non-vaporizable  material, 
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an  electrical  connection  between  said  two  electrodes,  and  a  resistance  included 
in  said  connection. 

2.  In  a  vapor  electric  lamp  or  the  like,  a  main  electrode,  an  auxiliary  electrode 
connected  through  an  external  resistance  to  said  main  electrode  and  located  in 
proximity  to  said  main  electrode,  and  a  filament  extending  from  said  auxiliary 
electrode. 

3.  In  a  vapor  electric  apparatus,  the  combination  of  main  electrodes  one  at 
least  of  which  is  adapted  to  emit  vapor,  a  starting  electrode  located  in  proximity 
to  one  of  the  main  electrodes  and  electrically  connected  therewith  through  a 
resistance,  and  a  filamentary  conductor  extending  from  said  starting  electrode. 

4.  In  a  lamp  of  the  class  described,  the  combination  of  a  container,  a  nega- 
tive electrode,  a  positive  electrode,  and  a  filamentary  electrode  electrically 
disconnected  from  the  positive  electrode  within  the  cliamber. 

5.  In  an  apparatus  of  the  class  described,  the  combination  of  a  container, 
a  negative  electrode,  a  positive  electrode,  a  filamentary  electrode  extending 
from  the  vicinity  of  the  positive  electrode  to  the  vicinity  of  the  negative  elec- 
trode, connections  for  the  several  electrodes,  and  a  resistance  in  the  lead  of 
the  filamentary  ^ectrode. 

6.  In  a  vapor  electric  device,  the  combination  of  an  inclosing  envelop  or 
container,  a  negative  electrode,  a  positive  electrode,  and  a  filament  electrically 
disconnected  in  the  envelop,  from  the  positive  electrode,  but  connected  externally. 

7.  In  a  vapor  electric  apparatus,  the  combination  of  an  envelop  or  container, 
a  negative  electrode,  a  positive  electrode,  a  filament  extending  from  the  vicinity 
of  the  positive  electrode  to  the  vicinity  of  the  negative  electrode,  connections  for 
the  filament  and  the  electrode,  and  a  resistance  in  the  lead  of  the  filament 

8.  The  combination  of  an  inclosing  chamber,  main  positive  and  negative 
working  electrodes,  a  supplemental  starting  positive  electrode,  connections 
therefrom  to  the  main  positive  electrode,  an  intermediate  positive  electrode, 
and  automatic  means  for  shifting  the  current  flow  from  the  starting  electrode 
to  the  intermediate  ^ectrode,  and  thence  to  the  working  positive  electrode. 

The  invention  relates  to  mercury- vapor  lamps,  which  may  be  illus- 
trated by  the  following  figure : 


In  starting  the  lamp,  current  is  first  switched  to  the  mains  17  and 
18,  causing  it  to  pass  through  the  solenoid  8.  This  causes  the  tube 
7,  which  is  provided  with  an  iron  core,  to  rise,  thus  lowering  the 
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level  of  the  mercury  in  the  electrodes,  and  causing  an  arc  to  start 
as  the  mercury  separates  across  the  bridge  4.  Owing  to  the  resistance 
20,  the  current  then  strikes  an  arc  between  the  main  electrode  5  and 
the  upper  electrode  10,  being  assisted  by  the  filament  16.  The  pres- 
ence of  the  resistance  21  soon  causes  the  arc  to  desert  the  electrode 
10  and  flow  to  the  electrode  11,  without  the  aid  of  the  filament  16, 
from  which  it  is  electrically  disconnected. 

Appellant,  the  junior  party,  has  introduced  in  evidence  certain 
earlier  applications  filed  by  him,  which  he  claims  disclose  the  subject- 
matter  of  the  issue.  The  one  chiefly  relied  upon  is  illustrated  by  the 
following  figure,  taken  from  the  application : 


5 


6^ 


-s^ 


In  the  operation  of  this  device,  the  current  will  pass  through  the 
two  rings  2»  and  2^,  which  normally  lie  against  the  rod  5*,  as  shown 
by  the  dotted  lines,  and  the  intermediate  portion  of  the  rod.  The 
current  flowing  through  the  magnetizing-coils  16  will  lift  the  rings 
2*  and  2^,  thus  cutting  the  rod  5°  out  of  circuit  The  current  will  then 
traverse  the  gas-path  between  the  two  electrodes,  either  of  the  rings 
acting  as  positive  and  the  electrode  5*  or  5^  acting  as  the  correspond- 
ing negative  electrode,  depending  upon  which  way  the  current  is 
flowing  through  the  lamp. 

While  the  reasons  given  in  support  of  the  opinions  of  the  Exami- 
ner of  Interferences  and  the  Board  of  Eximiners-in-Chief  differ, 
they  both  arrived  at  the  conclusion  that  appellant's  prior  device  did 
not  disclose  the  subject-matter  of  the  issue,  which  conclusion  was 
afcmed  by  the  Commissioner.  Hence  the  appellant  is  here  with  the 
concurrent  decisions  of  the  tribunals  of  the  Patent  OflSce  against  him ; 
and,  where  this  appears,  as  we  have  frequently  said,  we  are  loath  to 
disturb  such  findings,  especially  where  the  inventibn  is  of  a  highly 
technical  nature,  such  as  this,  unless  it  is  clearly  apparent  that  error 
has  been  committed. 

Claims  1,  2,  3,  5  and  7  call  for  a  resistance  in  the  connection  be- 
tween two  electrodes.  The  Board  of  Examiners  held  that  appellant's 
earlier  application  fails  to  disclose  this  feature.  We  see  no  error  in 
their  finding  upon  this  point. 

Count  8  calls  for  four  electrodes.  All  of  the  tribunals  below  held 
that  appellant's  earlier  application  did  not  show  a  device  of  this 
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character,  which  was  practically  admitted  at  bar,  hence  no  further 
discussion  of  this  question  is  necessary. 

Counts  4  and  6  present  a  more  diflScult  problem.  Referring  to 
them  the  Board  of  Examiners  held  that  in  the  construction  shown  in 
appellant's  prior  application — 

a  positive  electrode  and  a  filamentary  electrode  are  found,  but  they  are  In  con- 
nection at  all  times  when  the  lamp  is  not  in  operation  and  it  is  essential  that 
they  should  be  in  connection  when  the  lamp  is  started.  As  we  read  the  ex- 
pression "  electrically  disconnected "  In  count  4,  we  think  that  the'  fair  mean- 
ing of  that  count  is  that  the  positive  and  filamentary  electrodes  called  for  are 
constructed  to  be  electrically  disconnected  at  all  times. 

Appellant  contends  that  as  the  rings  in  his  earlier  device  are  elec- 
trically disconnected  from  the  positive  electrode  while  the  device  is 
in  operation,  it  fully  answers  the  requirements  of  the  issue.  In  the 
invention  in  controversy  the  filamentary  electrode  is  disconnected 
from  the  positive  electrode  at  all  times.  In  appellant's  earlier  device 
it  is  necessary  that  they  be  in  contact  at  the  time  of  starting.  There 
is,  therefore,  a  manifest  difference  in  the  method  of  operation,  and  we 
agree  with  the  tribunals  below  that  a  fair  interpretation  of  the  issue 
limits  it  to  the  construction  shown  by  the  applications  in  interference. 
At  least,  there  is  not  such  a  showing  of  error  as  would  warrant  us  in 
overruling  their  decisions. 

TJie  decision  of  the  Commissiover  of  Patents  is  affirmed^  and  the 
derk  is  directed  to  certify  these  proceedings  as  by  law  required. 


[Coort  of  Appeals  of  the  District  of  Colnmbla.] 

Lb  Brou  V.  Nix. 
Decided  AprU  1,  1912. 

180  O.  G.,  1139;  38  App.  D.  C,  494. 

1.  Afplicatiow — Renbwal— ArroBNBT  OF  Rboobd  Has  Authoritt  to  Pub. 

Where  an  application  was  aUowed  and  became  forfeited,  Held  that  the 
attorney  of  record  has  authority  to  sign  and  file  a  petition  for  the  renewal 
of  the  same. 

2.  INTERFEBEKCE— PBIOBITT. 

Priority  Held  properly  awarded  to  N..  the  senior  party. 
(For  Commissioner's  decision  see  ante,  110;  177  O.  G.,  771.) 

Mr.  Allen  Webster  for  the  appellant 
Mr.  J.  L.  Hopkins  for  the  appellee. 

ROBB, /./ 

This  is  an  interference  proceeding  in  which  priority  of  invention, 
by  successive  decisions  of  the  Patent  Office  tribunals,  has  been 
awarded  Nix,  the  senior  party. 
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The  patent  involves  a  method  of  incubation.  The  original  appli- 
cation of  Nix  was  filed  December  30,  1907,  and  was  allowed  May  8, 

1908.  On  November  8, 1908,  the  application  became  forfeited  because 
of  failure  to  pay  the  final  fee.  On  June  21,  1909,  the  attorneys  of 
record  of  Nix  filed  a  petition  iti  his  name,  signed  by  them  as  such 
attorneys,  making  a  renewed  application  for  Letters  Patent  and  pray- 
ing "  that  the  original  specification,  oath,  and  drawing,"  be  made  a 
part  of  the  petition.  This  petition  was  accepted  and  acted  upon  by 
the  Patent  Office.    Le  Brou's  application  was  not  filed  until  June  28, 

1909,  which  was  subsequent  to  the  renewal  application  of  Nix.  The 
date  of  conception  alleged  in  Le  Brou's  preliminary  statement  was 
subsequent  to  the  filing  date  of  Nix.  Notwithstanding  that  fact  Le 
Brou  contended,  and  still  contends,  that  he  is  entitled  to  priority 
because  of  alleged  irregularities  in  the  Nix  renewal  petition. 

Under  section  4897,  Revised  Statutes,  any  person  who  has  an  inter- 
est in  an  invention,  whether  as  inventor  or  as  assignee,  who  has  failed 
to  obtain  an  allowed  patent  by  reason  of  non-payment,  within  a  given 
time  after  notice,  of  the  final  fee,  is  declared  to — 

bave  a  right  to  make  an  application  for  a  patent  for  such  invention  or  dis- 
covery the  same  as  in  the  case  of  an  original  application. 

This  second  application  must  be  made  within  two  years,  and  no 
person  may  be  held  responsible  in  damages  for  the  manufacture  or 
use  of  the  invented  article  prior  to  the  actual  issuance  of  the  patent. 
Abandonment,  under  this  statute,  must  be  considered  as  a  question  of 
fact.  Rule  176  of  the  Patent  Office  allows  the  oath,  petition,  specifi- 
cation, drawings,  and  model  of  the  original  application  to  be  used 
for  the  second  application,  but  requires  a  new  fee. 

It  is  insisted  by  counsel  for  Le  Brou  that  Rule  176  is  inconsistent 
with  said  section  4897,  and  hence  void.  They  contend  for  a  literal 
reading  of  section  4897.  It  is  at  once  apparent  that  this  contention 
leaves  entirely  out  of  view  the  remedial  nature  of  the  section.  To 
construe  it  according  to  appellant's  contention  would  be  to  require 
the  same  formalities  in  the  renewal  application  as  in  the  original. 
If  such  is  the  meaning  of  the  section,  it  conferred  no  new  right  upon 
the  inventor,  since  he  already  possessed  the  right  to  file  a  second 
application  after  having  permitted  the  first  to  become  forfeited. 
This  is  too  narrow  a  view  of  the  statute.  We  think  Congress  thereby 
intended  to  permit  a  practical  reinstatement  of  an  allowed  applica- 
tion unless  an  intent  to  abandon  should  be  found.  {CtUler  v. 
Leonard,  C.  D.,  1908,  483;  136  O.  G.,  438;  31  App.  D.  C,  297.  See 
also  Baglin  v.  Cusemer  Co,,  C.  D.,  1911,  552;  169  O.  G.,  449;  221 
I  J.  S.,  580.)  Having  already  filed  an  application  upon  which  the 
Patent  Office  was  content  to  allow  a  patent,  it  is  difficult  to  perceive 
why  the  inventor  should  be  required  to  do  more  than  petition  the  Com- 
missioner to  renew  that  application.    An  acceptance  of  appellant's 
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contentions  would  increase  the  burdens  of  the  Patent  Office  without 
in  any  way,  so  far  as  we  can  see^  subserving  any  useful  purpose.  The 
words  "  the  same  as  in  the  case  of  an  original  application  "  have  refer- 
ence, we  think,  to  the  status  of  the  application  after  renewal.  It  may 
then  be  examined  upon  its  merits  and  the  patent  granted  or  withheld 
^'  as  in  the  case  of  an  original  application.'' 

Nor  do  we  perceive  any  reason  why  the  attorney  of  record  may  not 
file,  in  behalf  of  his  client,  a  petition  for- renewal.  In  de  La  Vergne 
Machine  Co.  v.  Featkerstone  (C.  D.,  1893,  181;  62  O.  G.,  741;  147 
U.  S.,  209)  it  was  contended  that  section  4896,  Revised  Statutes,  re- 
quired the  executor  or  administrator  of  an  inventor  who  died  before 
the  grant  of  a  patent  to  him  to  file  a  new  petition.  The  Court  did 
not  accept  this  contention  and  ruled  that — 

where  the  application  has  been  made  in  the  lifetime  of  the  inventor,  and  remains 
in  effect  unchanged*  there  is  no  necessity  for  a  new  application  or  onth,  except, 
of  course,  in  the  case  of  a  reissue. 

The  Court  further  ruled  that  where  an  inventor  makes  oath  to  an 
application  for  a  patent,  filed  in  his  lifetime,  an  amendment  within 
the  original  oath  of  the  inventor,  described  in  the  original  specifica- 
tion, made  after  the  death  of  the  inventor,  without  filing  a  new  oath 
or  a  new  power  of  attorney^  is  valid.  By  analogy,  we  think  that  case 
determinative  of  the  question  now  under  examination.  Here  the 
power  of  attorney  filed  with  the  original  application  conferred  full 
power  of  substitution  and  revocation,  to  prosecute  the  application,  to 
make  alterations  and  amendments  therein,  to  receive  the  patent,  and 
to  transact  all  business  in  the  Patent  Office  connected  therewith.  The 
application  filed  by  these  attorneys  in  behalf  of  Nix  was  in  accord- 
ance with  the  requirements  of  the  rules  of  the  Patent  Office.  More- 
over, their  acts  in  the  premises  were  ratified  and  adopted  by  Nix 
almost  immediately  thereafter,  as  the  record  discloses. 

The  decision  is  affirmed. 

Affirmed. 


(Court  of  Appeals  of  tbe  District  of  Columbia.] 

Summers  v.  Clark. 

Bedded  April  i,  1912, 

180  O.  G.,  1140;  38  App.  D-  C,  537. 

Tntkhferenoe — ^Pmobity — Originality. 

Evidence  reviewed  and  Held  to  establish  that  O.  was  not  an  original  In- 
ventor of  the  invention  in  issue,  but  derived  his  knowledge  thereof  from  S. 

Mr.  F.  W.  Winter  for  the  appellant. 
Mr,  J.  M.  Neshit  for  the  appellee. 
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Shepabd,  C.  J.: 

This  is  an  interference  proceeding  involving  priority  in  the  matter 
of  an  invention  consisting  of  an  improvement  in  a  door  arrangement 
for  dump-cars.  The  doors  are  at  the  bottom  of  the  car  and  devised 
to  roll  open  laterally  of  the  car  to  discharge  the  load. 

The  issue  of  the  interference  is  in  seven  counts,  as  follows : 

1.  a  pair  of  doors  for  dump  cars  movable  bodily  and  incllDed  and  closing 
together  at  their  lower  edges,  oppositely  inclined  supporting  means  positioned 
beneath  the  c^iter  of  the  car  for  the  inner  portions  of  the  doors,  opposit^y 
inclined  supports  at  opposite  sides  of  the  car  for  the  outer  portions  of  the  doors, 
and  door  actuating  means. 

2.  An  inclined  rolling  door  for  dump  cars  mounted  to  roll  toward  open  position 
without  raising  its  center  of  gravity,  and  mechanism  for  rolling  the  door. 

3.  An  inclined  bodily  movable  door  for  dump  cars  mounted  to  vary  its  inclina- 
tion while  moving  without  raising  its  center  of  gravity,  and  door  moving 
mechanism. 

4.  An  inclined  bodily  movable  door,  and  means  for  increasing  the  inclination 
of  the  door  while  opening  without  elevating  any  part  thereof  while  in  contact 
with  the  material  being  dumped. 

5.  An  inclined  bodily  movable  door  for  a  dump  car  mounted  to  lower  its  center 
of  gravity  whUe  opening,  and  door  moving  mechanism. 

6.  An  inclined  rolling  door  for  dump  cars  mounted  to  lower  its  colter  of 
gravity  while  opening,  and  mechanism  for  rolling  the  door. 

7.  In  a  bottom  for  car  hoppers,  a  bodily  movable  door  inclined  when  dosed, 
supports  over  which  the  higher  and  lower  portions  of  the  door  move  and 
arranged  to  Increase  the  inclination  of  the  door  while  opening,  and  actuating 
means  connected  to  the  door  above  its  lowermost  portion. 

Two  applications  of  Clark  are  involved.  The  first  was  filed  July 
15, 1908,  and  the  second  November  4, 1909.  The  second  is  a  division 
of  an  application  filed  October  5,  1908.  Summers  filed  October  8, 
1908. 

Summers  alleged  conception  and  disclosure  April  1, 1903 ;  drawings 
April  20,  1903 ;  but  no  actual  reduction  to  practice. 

Clark  alleged  conception  of  the  several  counts  at  different  dates  as 
follows,  count  1,  July,  1908;  count  2,  summer  1905;  counts  3  to  7, 
inclusive^  April,  1907.  Date  of  reduction  to  practice  of  all  is  alleged 
as  October  1,  1908.  The  Examiner  of  Interferences,  and  the  Exam- 
iners-in-Chief  concurred  in  awarding  priority  to  Smnmers.  The 
Commissioner  reversed  the  decisions,  and  awarded  priority  to  Clark. 
The  decisions  all  show  careful  consideration.  We  extract  from  the 
decision  of  the  Examiner  of  Interferences  the  following  statement  of 
facts  that  are  undisputed : 

The  record  shows  that  from  1905,  or  earlier,  through  the  period  involved  in 
this  controversy,  Summers  conducted  a  small  office  In  Pittsburgh,  Pennsylvania, 
in  which  was  carried  on  engineering  work  of  a  particular  character.  This  office 
was  conducted  by  Summers  on  his  own  behalf,  and  that  of  his  copartners, 
Selby,  McDonald,  and  H.  H.  Summers.    The  work  in  which  Summers  was 
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engaged  was  the  development,  manufacture,  and  sale  of  improved  railway  cam 
and  other  things  connected  with  them  and  their  manufacture.  Summers  usually 
employed  a  single  draftsman  in  his  office,  although  at  times  more  than  one  were 
engaged  with  him.  From  April  5th,  1907,  until  March  20, 1908,  Clark  the  senior 
party  to  this  proceeding,  was  employed  by  Summers  and  worked  in  his  office 
as  a  draftsman,  or  designing  engineer  at  a  salary  of  $250  per  month.  The  office 
was  a  small  one^  of  one  or  two  rooms,  and  the  working  force  never  included  a 
stenographer  or  bookkeeper.  Summers  and  one  or  two  draftsmen  always  com- 
prising the  total  force.  All  of  the  drawings,  the  prints,  and  tracings,  excepting 
those  on  which  work  was  being  done,  were  stored  in  a  single  cabinet  or  filing 
case.  This  case  contained  several  drawers  among  which  the  various  drawings 
and  tracings  were  distributed.  It  appears  that  current  work  and  drawings  to 
which  constant  reference  was  necessary  were  stored  in  one  drawer  and  finished 
work  to  which  reference  was  had  only  infrequently  were  kept  in  another.  It  is 
agreed  that  Clark  and  the  other  draftsmen  who  worked  for  Summers  had  free 
access  to  all  drawings  kept  in  the  case.  The  case  was  not  provided  with  a  lock 
and  no  attempt  was  made  by  Summers  to  prevent  any  of  his  drawings  being 
freely  Inspected  by  those  under  him. 

The  Commissioner  concurred  with  the  other  tribunals  in  finding 
that  Summers  was  the  first  to  conceive  the  invention.  This  is  shown 
in  four  drawings  made  in  1905  which  illustrate  all  the  features  of 
the  issue. 

The  evidence  shows  that  these  drawings  were  preserved  among 
others  in  the  cabinet  or  case  above  mentioned  as  used  in  Summers's 
office,  to  which  Clark  had  free  access. 

The  chief  purpose  in  the  employment  of  Clark  by  Summers  was 
as  an  engineer  to  draw  designs  for  a  plant  for  the  construction  of 
cars  which  Summers  had  in  contemplation.  He  was  also  to  perform 
the  duties  of  a  draftsman  when  necessary,  and  in  Summers's  absence 
had  charge  of  the  office.  The  designing  of  the  plant  necessitated, 
to  some  extent,  the  examinations  of  the  details  of  freight-car  con- 
struction. Clark  admits  that  he  discussed  with  Summers  certain 
patents  of  the  latter  for  punching-machines  used  in  car  construc- 
tion, and  that  one  improvement  was  jointly  patented  by  them.  He 
also  said  that  he  carried  on  the  prosecution  of  certain  applications 
for  patents  of  his  own  with  Summers's  knowledge  and  approval, 
but  had  nothing  to  do  with  car-work  in  the  office  other  than  to  pre- 
pare a  slight  alteration  of  Summers's  gravity  dump-car.  He  then 
adds: 

For  a  week  or  so  I  did  a  little  work  on  a  center  dump  car,  which  was  never 
completed.  The  bulk  of  my  work  had  to  do  with  the  car  plant,  for  which  I 
made  a  general  layout,  consulted  with  various  machinery  and  material  men 
and  concerns,  and  prepared  several  estimates  for  different  sized  plants.  In 
this  connection  I  analyzed  the  gravity  dump  car,  Summers'  gondola  car,  and 
the  Summers',  ore  car,  as  it  then  appeared  from  tracings  which  were  in  the 
tracing  file  in  their  proper  numerical  order,  as  shown  by  the  file  index.  I  did 
not  remove  these  tracings  from  the  drawer  the  first  time  they  were  taken 
out,  but  Mr.  Summers  got  them  for  me. 
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He  poeitively  denied  that  he  had  ever  gone  into  the  drawer  con- 
taining the  iintraced  paper  drawings,  or  that  he  had  ever  seen  them 
or  heard  of  them  during  the  time  of  his  employment.  Clark  knew 
that  Summers  was  the  patentee  of  certain  dump-cars,  and  that  his 
business  was  that  of  contracting  with  railway  companies  to  furnish 
those  and  other  cars.  When  orders  were  obtained  he  had  the  cars 
manufactured  by  others.  It  was  to  carry  on  this  manufacture  on 
his  own  account  that  he  contemplated  the  erection  of  the  manufac- 
turing plant,  which  Clark  had  been  engaged  to  design.  Clark  also 
testified  that  he  had  an  agreement  with  Summers  that  all  inventions 
made  by  him  should  be  his  own,  and  that  he  was  to  receive  an  inter- 
est in  the  Manufacturing  Co.  to  be  organized  by  Summers,  in  pro- 
portion to  the  value  of  such  inventions  as  he  might  make.  These 
inventions  he  expected  to  turn  over  to  the  corporation. 

Summers  testified  that  he  showed  the  drawings  of  this  invention 
to  Clark  in  discussing  dump-car  construction;  and  that  Clark  had 
seen  a  photograph  of  a  tracing  that  embodied  certain  features  of 
the  issue.  That  the  book  containing  this  photograph  and  others 
was  in  the  office  and  accessible  to  Clark  is  undoubted.  He  admits 
having  seen  one  or  more  photographs  in  this  book,  but  not  the  one 
mentioned.  Clark's  preliminary  statement  alleges  conception  of 
counts  3  to  7  in  April,  1907,  and  count  1  in  July,  1908.  His  entry 
into  Summers's  office  was  April  6,  1907,  and  he  remained  there  until 
March  20,  1908.  The  evidence  referred  to  and  some  other  circum- 
stances not  necessary  to  relate,  made  it  important  for  Clark  to  show 
that  he  had  the  conception  of  count  2  of  the  issue  prior  to  his  connec- 
tion with  Summers,  as  alleged.  In  1905  Clark  was  chief  engineer 
of  the  Tennessee  Coal  &  Iron  Co.,  at  Ensley,  Ala.,  where  he  claims 
to  have  made  a  sketch  showing  the  features  called  for  in  coimt  2. 
To  corroborate  this  statement  he  called  as  a  witness  one  Eugene  S. 
Miller,  who  was  then  chief  clerk  in  the  construction  department  of 
the  Coal  &  Iron  Co.,  which  had  been  using  dump-cars  of  Summers'«^ 
construction.  He  says  that  certain  proposed  changes  in  the  plant 
for  delivering  coal  to  certain  gas  manufacturers,  necessitated  a  new 
style  of  dump-car,  and  that  he  and  C^ark  discussed  the  features  of 
such  a  car.  That  Clark  made  sketches  of  his  plan  which  lay  about 
the  office  for  several  weeks,  and  shortly  afterward  disappeared  or 
were  thrown  away.  In  the  course  of  his  examination  he  made  two 
sketches,  which  he  said  were  reproductions  of  those  shown  him  by 
Clark.  Clark  testified  that  these  sketches  are  correct  reproductions 
of  the  sketches  of  the  car  designed  by  him.  The  car  was  not 
adopted  by  the  company ;  nor  was  any  other  witness  called  from  that 
office  to  corroborate  the  statement  and  the  existence  of  the  Clark 
sketch.  In  view  of  the  limitation  of  the  reproduced  sketches  it  is 
unnecessary  to  comment  upon  the  ability  of  a  witness,  neither  an 
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engineer  nor  a  mechanic,  and  having  no  direct  concern  in  the  pro- 
posed car,  to  remember  distinctly,  and  reproduce  with  accuracy, 
sketches  made  five  years  before.  The  Examiner  of  Interferences 
said: 

The  Miller  sketches  do  not  show  aU  of  the  construction  set  forth  in  count  2 
of  the  issue.  No  mechanism  for  rolling  the  doors  is  shown,  nor  is  such  a 
mechanism  referred  to  by  the  witnesses  as  having  been  considered  In  1905. 

The  Examiners-in-Chief  concurred  in  this,  and  the  Commissioner 
who  reversed  them  upon  other  grounds  said : 

While  these  sicetches  are  not  sufficiently  complete  to  prove  fully  conception  of 
the  invention  stated  In  any  of  the  counts,  still  they  do  come  very  close  to  that 
covered  in  count  2. 

Clark  introduced  two  other  witnesses  to  prove  disclosure  by  him 
about  the  time,  or  possibly  a  day  or  two  before,  he  entered  Summers's 
office  to  assume  the  duties  referred  to.  The  Examiner  of  Interfer- 
ences and  the  Examiners-in-Chief  both  held  that  this  eivdence  fell 
far  short  of  showing  a  disclosure  of  the  invention.    The  latter  say : 

The  details  of  these  improvements  are  not  delineated  by  any  of  the  witnesses 
mentioned,  and,  in  fact,  do  not  appear  to  have  been  disclosed  either.  There  is 
nothing  in  their  testimony  to  identify  the  subject  matter  of  this  controversy 
with  that  which  was  mentioned  to  them  by  Clark. 

In  this  we  concur.  The  Commissioner  also  says  of  these  communi- 
cations that  they  told  of  designs  for  dumping-car  construction,  "  but 
without  describing  the  details  of  such  designs." 

There  is,  therefore,  no  proof  that  Clark,  though  he  may  have  long 
had  in  mind  the  improvement  of  the  dump-cars  in  former  use,  had  a 
conception  of  the  invention  of  the  issue  prior  to  his  connection  with. 
Summers.  Knowing  that  Summers  had  been  furnishing  dump-cars 
and  others,  built  for  him  by  outside  manufacturers,  and  contemplated 
the  construction  of  a  manufacturing  plant ;  and  having  testified  that 
he  was  to  have  his  own  inventions  and  to  be  compensated  for  them 
in  the  stock  of  the  proposed  manufacturing  company,  it  seems  strange 
that  he  failed  to  disclose  his  invention  to  Summers.  The  reasons 
given  by  him  for  not  doing  so  are  far  from  being  well  founded  and 
satisfactory.  The  Commissioner,  who  found  that  Clark  was  an  inde- 
pendent, original  inventor,  seems  to  have  bejen  greatly  influenced  by 
the  fact  that  while  the  two  sets  of  drawings  equally  sustain  the  claims 
in  issue,  there  are  considerable  differences  in  details  relating  to  the 
means  for  operating  the  doors,  the  form  of  the  tracks,  the  structural 
details  of  the  doors,  and  the  manner  of  suspending  them.  As  these 
differences  in  details  do  not  relate  to  any  material  feature  of  the  issue, 
it  is  unnecessary  to  consume  time  in  pointing  them  out,  or  referring 
to  the  different  application  drawings  and  comparing  them  with  each 
other,  or  the  original  paper  drawings  of  Summers.     It  is  not  un- 
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reasonable  to  suppose  that  one  who  has  derived  an  invention  from 
another  would,  while  preserving  the  essential  features,  make  as  great 
a  variation  as  possible  in  unessential  details.  Moreover,  it  is  easily 
conceivable  that  an  expert  could  discover  some  improvements  in  the 
details  of  the  original  drawings  of  any  newly-invented  structure. 

We  are  constrained  to  believe  with  the  Examiner  of  Interferences 
and  the  Examiners-in-Chief ,  that  Clark  is  not  an  independent,  origi- 
nal inventor  of  the  invention  of  the  issue. 

So  believing^  the  decision  appealed  from  wUl  he  reversed.  It  is  so 
ordered,  and  the  derk  will  certify  this  decision  to  the  Commissicmer 
of  Patents. 

Reversed. 


[Court  of  Appeals  of  the  District  of  Colombia.] 

Ejixjh  v.  Thomas. 

Decided  March  4»  1912. 

180  O.  a,  1396;  38  App.  D.  0.,  83T. 

1.  INTEBFEBENCE — PWOBITY. 

A  Claim  specifying  ''  a  'plurality  of  positive  electrodes  and  an  Indnctance 
introduced  into  each  of  the  leads  of  the  positive  electrodes"  Held  not  to 
read  on  the  device  shown  in  T.'s  earlier  application,  in  which  there  are 
shown  two  primary  and  two  secondary  positive  electrodes  with  inductances 
In  only  the  secondary  leads. 

2.  Same — Same. 

Held  that  priority  should  have  been  awarded  to  K.  as  to  count  1  and 
that  priority  was  properly  awarded  to  T.  as  to  the  remaining  counts. 

Mr.  A.  G.  Davis^  Mr.  A.  D.  Lunt,  and  Mr,  Chas.  McClair  for  the 
appellant. 
Mr.  C.  A.  Terry  and  Mr.  George  C.  Dean  for  the  appellee. 

Van  Orsdel,  /.; 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding. 

The  invention  in  issue,  in  the  words  of  the  Primary  Examiner — 
belongs  to  that  class  of  mercury  rectifiers  which  utilize  an  inductance  to  main- 
tain continuity  of  flow  over  the  zero  point  of  the  supply  in  order  to  prevent  ex- 
dnguishment  of  the  apparatus    According  to  this  invention  the  inductance  is 
placed  in  the  leads  to  the  positive  electrodes. 

In  each  of  the  applications  the  device  is  shown  to  contain  two  posi- 
tive electrodes,  or  anodes,  in  the  leads  of  each  of  which  are  placed 
the  inductances,  and  one  negative  electrode,  or  cathode,  although  in 
appellant's  device  there  is  also  added  a  starting  positive  electrode,  in 
the  lead  to  which  there  is  no  inductance. 
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The  issue  is  embraced  in  five  counts,  which  are  as  follows: 

1.  In  a  Eastern  of  electrical  distribution,  a  source  of  single-phase  alternating 
current,  a  direct  current  work  circuit  supplied  therefrom,  an  interposed  vapor 
converter  having  suitable  negative  electrode  and  a  plurality  of  positive  elec- 
trodes, and  an  inductance  introduced  Into  each  of  the  leads  of  the  positive 
electrodes  to  maintain  the  converter  In  operative  conditiour 

2.  In  a  system  of  electrical  distribution  wherein  a  vapor  converter  is  em- 
ployed in  connection  with  a  source  of  single-phase  alternating  current  and  a 
direct  current  work  circuit  is  supplied  through  the  vapor  converter,  a  negative 
electrode  in  the  converter  and  a  plurality  of  positive  electrode,  and  energy  stor- 
ing devices  in  the  leads  to  the  positive  electrodes  whereby  the  converter  is 
maintained  in  operative  condition. 

3.  The  combination  with  a  source  of  single-phase  current  and  a  work  circuit 
supplied  thereby,  of  a  vapor  converter  unable  of  Itself  to  maintain  operation 
over  the  zero  point  of  the  supply  unless  means  are  provided  for  carrying  It 
over  the  natural  asero  point,  a  plurality  of  positive  electrodes  and  a  negative 
electrode  in  the  said  converter  and  energy  storing  devices  In  the  leads  to  the 
l)ositive  electrodes  for  preventing  the  extinguishment  of  the  converter  at  the 
zero  point 

4.  In  a  system  of  electrical  distribution,  a  source  of  alternating  current,  a 
direct  current  work  circuit  supplied  therefrom,  an  interposed  vapor  converter 
having  a  suitable  negative  ^ectrode  and  a  plurality  of  positive  electrodes,  and 
an  inductance  introduced  Into  each  of  the  leads  to  a  plurality  of  the  positive 
electrodes  for  the  purpose  of  maintaining  the  converter  in  operative  condition. 

5.  In  a  system  of  electrical  distribution,  a  source  of  alternating  current,  a 
direct  current  work  circuit  supplied  therefrom,  an  interposed  vapor  converter 
and  a  positive  electrode  therefor,  and  an  energy  storing  device  in  the  lead 
thereto  for  the  purpose  of  maintaining  the  converter  in  operative  condition. 

Appellant^s  application  was  filed  February  20,  1904,  and  appellee's 
July  6,  1904.  Both  parties  rely  for  evidence  of  conception  and  dis- 
closure and  for  a  constructiye  reduction  to  practice  upon  prior  appli- 
cations filed  by  them  respectively.  That  depended  upon  by  appellant, 
filed  December  12,  1903,  shows  in  Figure  5  a  device  consisting  of  two 
primary  and  two  secondary  positive  electrodes.  The  two  primary 
electrodes  derive  their  current  direct  from  the  source  of  current-sup- 
ply. No  inductances  are  placed  in  their  leads.  The  apparatus  is 
kept  alive  by  means  of  the  secondary  electrodes,  which  are  supplied 
with  a  part  of  the  current  which  has  passed  from  the  primary  posi- 
tive electrodes  through  the  apparatus  and  the  negative  electrode  to 
the  negative  lead.  In  this  lead  is  placed  an  inductance.  Speaking 
of  the  operation  of  this  device,  appellant,  in  his  application,  says : 

I  have  found,  however,  that  one  of  the  anodes,  and  that  one  which  carries 
the  small  current  for  the  purpose  of  maintaining  the  other  or  main  anode  in 
operation,  may  be  supplied  with  current  derived  'Solely  by  an  Inductive  dis- 
charge from  the  energy-storing  device  traversed  by  current  passing  through 
the  main  anode. 

Whether  or  not  the  flow  of  current  to  a  positive  electrode  through 
an  inductance  placed  in  the  negative  lead  causes  a  different  operation 
64282**— 18 S4 
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and  result  from  that  obtained  througfa  an  inductance  placed  in  the 
positive  lead  alone,  we  regard  as  an  exceedingly  close  question.  The 
tribunals  below  were  unanimous  in  holding  that  appellant's  earlier 
application  failed  to  disclose  the  inventicm  here  in  issue.  It  is  true 
that  they  seem  to  base  their  opinion  upon  Figs.  1  and  2 ;  but  we  must 
assume,  however,  that,  having  the  whole  application  before  them, 
Fig.  5  was  also  given  due  consideration,  if  that  figure  was  brought 
to  their  attention.  In  a  case  like  the  present,  involving  an  invention 
so  highly  technical,  where  we  are  unable  to  have  the  benefit  of  the 
testimony  of  witnesses  skilled  in  the  art,  we  are  unwilling  to  over- 
turn the  unanimous  decisions  of  the  experts  of  the  Patent  OflSce,  who 
are  more  competent  to  pass  upon  questions  of  this  nature,  unless  it 
is  clearly  apparent  that  error  has  been  committed. 

We  come  now  to  the  consideration  of  appellee's  earlier  applica- 
tion, filed  December  24,  1903.  AH  of  the  tribunals  below  united  in 
holding  that  this  application  disclosed  the  subject-matter  of  counts 
2  to  5,  inclusive.  There  seems  to  be  no  doubt  of  the  correctness  of 
this  conclusion.  Appellee  there  shows  a  device  containing  two  pri- 
mary and  two  secondary  electrodes,  the  inductances,  however,  being 
in  only  the  secondary  leads.  The  issue  merely  calls  for  a  "  plurality 
of  positive  electrodes,"  and  is  not  limited  to  the  number  shown  in 
the  applications  involved  in  this  interference.  Neither  do  counts  2 
to  5,  inclusive,  call  for  a  separate  inductance  for  each  positive  lead, 
but  merely  for  an — 

inductance  introduced  into  each  of  tbe  leads  to  a  plurality  of  the  positive 
electrodes. 

This,  appellee  undoubtedly  discloses  in  his  1903  application. 

Whether  the  elements  of  count  1  can  also  be  read  on  to  this  appli- 
cation presents  a  question  of  greater  difiiculty.  The  Primary  Exam- 
iner and  the  Board  of  Examiners-in-Chief  decided  this  question  in 
favor  of  appellant,  but  this  decision  was  reversed  on  appeal  to  the 
Commissioner.    Count  1  calls  for — 

an  inductance  introduced  into  each  of  the  leads  of  the  positive  electrodes. 

As  we  have  seen,  appellee  only  placed  inductances  in  the  leads  to 
the  secondary,  and  not  to  the  primary,  positive  electrodes.  We  must 
agree  with  the  Primary  Examiner  and  the  Board  of  Examiners-in- 
Chief  that  count  1  is  specific,  and  that  a  fair  construction  requires 
hat  there  shall  be  an  inductance  in  each  of  the  positive  leads,  a 
mere  plurality  of  inductances  not  being  sufficient.  Appellee,  how- 
ever, contends  that  appellant,  in  his  application  here  in  interference, 
shows  one  positive  electrode  containing  no  inductance  in  its  lead,  and 
that  if  this  count  is  so  construed  as  to  read  upon  that  device,  as  it 
must  be,  then  it  can  be  read  equally  well  upon  the  disclosure  in  his 
1903  application.    This  electrode,  however,  is  not  used  for  the  pur- 
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pose  of  operating  the  apparatus,  but  is  merely  for  the  purpose  of 
starting  it,  being  switched  off  when  the  other  positive  electrodes 
become  active. 

The  two  lower  tribunals  of  the  Patent  Office  also  held  that  al- 
though appellee  produced  evidence  of  conception  of  the  subject- 
matter  of  count  1  prior  to  appellant,  yet  being  the  last  to  reduce  to 
practice,  and  lacking  in  diligence,  he  was  not  entitled  to  priority. 
With  this  conclusion  also,  we  must  agree. 

The  decision  of  the  Com/misaioner  of  Patents  is  a^ffvrmed  as  to 
counts )?,  5,  -^  and  5,  and  reversed  as  to  co^int  1.  The  clerk  is  directed 
to  certify  these  proceedings  as  required  by  law. 

A-ffprmed  in  part  and  reversed  in  part. 


[Court  of  Appeals  of  the  District  of  Colambim.] 

Deitsch  Brothers  v.  Loonen. 

Decided  May  SO,  1912. 
180  O.  G.,  1397;  39  App.  D.  C,  114. 

1.  Tbadk-Marks — Cancellation. 

AppMcation  of  Deitsch  Brotbers  for  cancelation  of  the  registration  of 
•Loonen  Held  properly  dismissed  upon  the  ground  of  prior  use  of  the  trade- 
mark by  Loonen. 

2.  Samb — Same — Fbaudulent  ob  Impropeb  use  of  the  Tbaj>e-Mabk. 

Where  the  applicants  for  cancelation  charged  fraudulent  or  Improper 
use  of  the  trade-mark  by  the  registrant,  Held  that  "  it  hardly  lies  in  the 
mouth  of  the  applicants  to  urge  as  fraudulent  and  improper  the  same  trade- 
mark use  on  which  they  found  their  claim  to  cancelation." 

3.  Samx — Same — Use  of  Red-Oboss  Symbol  as  a  Trade-Mabk. 

Where  the  applicants  for  cancelation  charged  that  the  trade-mark  use 
of  the  red-cross  symbol  was  against  public  policy  prior  to  the  year  1905, 
Held  "this  needs  no  answer  after  the  acts  of  1005  and  1910.  Whatever 
may  have  been  the  policy  before.  Congress  has  now  definitely  declared  in 
the  proviso  of  the  latter  act  that  it  would  permit  such  marks  if  they 
antedated  1905." 

4.  Same — Same — Tbade-Mabk  Act  of  1905  Constbtjed. 

Where  it  was  contended  that  the  registrant,  who  is  a  citizen  of  France, 
is  not  entitled  to  the  benefit  of  the  registration  of  October,  1905,  because 
his  application  was  not  filed  in  this  country  within  four  months  after  his 
French  registration,  Held  that  "  the  act  does  not  make  it  compulsory  for 
a  foreign  applicant  to  file  his  application  in  this  country  within  four 
months  after  the  application  in  the  country  In  which  he  Is  located,  but 
merely  states  that  unless  so  filed  it  will  not  be  entitled  to  the  benefit  of  the 
date  of  the  foreign  application." 

Mr,  J.  L.  Levy  for  the  appellants. 
Mr.  C.  P.  Goepel  for  the  appellee. 
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Shepard,  C.  J.: 

.Deitsch  Brothers  appeal  from  a  decision  of  the  Commissioner  of 
Patents  denying  an  application  for  the  cancelation  of  the  registra- 
tion of  a  trade-mark. 

On  March  20,  1906,  Charles  Loonen,  a  citizen  of  France,  obtained 
registration  of  a  trade-mark  for  tooth-brushes,  consisting  of  the 
words  "Red  Cross"  and  the  representation  of  a  red  Greek  cross. 
Deitsch  Brothers  first  filed  application  to  cancel  this  registration 
May  7,  1906.  This  was  dismissed  on  appeal  to  the  Commissioner 
October  10,  1908,  affirming  a  decision  to  that  effect  by  the  Examiner 
of  Interferences.  The  ground  of  the  decision  was  that  for  the  want 
of  a  sufficient  allegation  of  probable  injury,  the  Commissioner,  had 
no  jurisdiction  to  entertain  the  application.  December  10,  1908, 
Deitsch  Brothers  filed  a  new  application  alleging  facts  which  were 
held  sufficient  to  show  injury.  They  alleged  the  adoption  and  use 
of  the  red-cross  symbol  in  the  year  1902  and  its  continuous  use  as  a 
trade-mark.  Loonen  pleaded  the  decision  of  the  former  application 
in  bar,  and,  by  way  of  answer,  alleged  the  adoption  and  use  of  the 
trade-mark  in  1899  and  continuously  since.  There  was  also  a  suit 
for  infringement  by  Loonen  against  Deitsch  Brothers  involving  the 
same  mark,  in  the  Circuit  Court  of  the  United  States  for  the  South - 
em  District  of  New  York,  the  pendency  of  which  was  also  pleaded. 
The  proceedings  in  that  case  are  not  in  the  record. 

The  Examiner  of  Interferences  and  the  Commissioner,  successively, 
overruled  the  said  pleas,  but  finding  that  Loonen  had  used  the  trade- 
mark since  the  year  1899,  that  his  use  was  lawful,  and  his  registra- 
tion regular,  decided  in  his  favor  and  dismissed  the  application  for 
cancelation. 

The  testimony  is  ample  to  show  that  I^oonen  used  the  red-cross 
symbol  upon  his  tooth-brushes  first  in  the  year  1899.  It  was  con- 
spicuously branded  thereon.  Quantities  of  those  brushes  were  ship- 
ped to  his  selling  agent  in  the  city  of  New  York,  and  by  said  agent 
and  his  salesmen  sold  to  the  trade  in  several  States  of  the  Union. 
That  Loonen  was  the  manufacturer  and  that  this  was  his  trade-mark 
was  well  known  to  the  trade.  As  Deitsch  Brothers  did  not  allege 
use  of  the  mark  until  1902,  Loonen  has  clearly  established  his  prior 
right.  Upon  evidence  submitted  by  the  same  parties  in  the  infringe- 
ment suit  heretofore  referred  to  as  pending,  and  which  has  since  been 
decided,  the  leanicd  district  judge  came  to  the  same  conclusion. 
{Loonen  v.  Deitsch  Brothers^  189  Fed.  Rep.,  487.) 

This  conclusion  renders  it  unnecessary  to  consider  the  effect  of  the 
former  decision  as  a  bar  to  the  second  application.  In  passing  it  by, 
we  are  not  to  be  understood  as  intimating  any  opinion  upon  the  ques- 
tion involved.    As  the  evidence  undoubtedly  shows  the  prior  use  of 
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the  trade-mark  by  Loonen,  we  prefer  to  rest  our  decision  upon  that 
conclusion. 

The  question  of  the  fraudulent  or  improper  use  of  the  trade-mark 
is  satisfactorily  discussed  and  settled  in  the  opinion  of  Judge  Hand, 
in  the  case  before  referred  to,  and  we  see  no  occasion  to  add  anything 
thereto.  It  hardly  lies  in  the  mouth  of  the  applicants  to  urge  as 
fraudulent  and  improper  the  same  trade-mark  use  on  which  they 
found  their  claim  to  cancelation.  As  to  the  charge  that  the  trade- 
mark use  of  the  red-cross  symbol  was  against  public  policy,  prior  to 
the  year  1905,  we  entirely  concur  with  Judge  Hand,  who  in  the  opin- 
ion before  referred  to  (189  Fed.  Rep.,  492)  says: 

The  fifth  defense  is  that  It  is  against  public  policy  to  allow  the  red  cross  to 
become  a  trade-mark.  This  needs  no  answer  after  the  acts  of  1905  and  1910. 
Whatever  may  hate  been  the  policy  before,  Congress  has  now  definitely  de- 
clared in  the  proviso  of  the  latter  act  that  it  would  permit  such  marks  If  they 
antedated  1905.  Congress  had  power  so  to  legalize  the  use  of  it;  the  question 
of  public  policy  was  for  it  alone,  and  it  is  now  finally  closed. 

See  also  ex  parte  BatchelUr,  (C.  D.,  1898,  656;  85  O.  G.,  1583.) 
The  next  contention  of  the  appellants  is  that  as  Loonen  registered 
his  trade-mark  in  France  in  1899  and  did  not  apply  for  registration 
in  the  United  States  within  four  months  thereafter,  he  is  not  entitled 
to  the  benefit  of  the  Registration  Act  of  1905.  The  registration  was 
had  under  section  2  of  that  act  which  permits  registration  of  a  trade- 
mark by  one  who  resides  in  a  foreign  country  if  he  makes  a  statement 
that  he  has  registered  his  mark  in  the  foreign  country,  or  applied  for 
registration  therein.  There  is  no  limitation  as  to  the  time  of  this 
prior  registration  or  application.  Section  4  is  an  independent  pro- 
vision relating  to  the  effect  of  applications  in  foreign  countries  which 
extend  the  same  effect  to  applications  and  registrations  by  our  citi- 
zens. If  such  privilege  be  extended  by  them  to  citizens  of  the  United 
States,  such  an  application  shall  be  accorded  the  same  force  and  effect 
as  would  be  accorded  to  the  same  application  if  filed  in  this  country 
on  the  date  on  which  it  was  first  filed  in  such  foreign  country ;  pro- 
vided that  such  application  is  filed  in  this  country  within  four  months 
from  the  date  on  which  the  application  was  first  filed  in  such  foreign 
country;  and  provided  also  that  the  certificate  of  registration  shall 
not  be  issued  until  registration  has  been  made  in  the  country  in 
which  the  applicant  is  located. 
We  agree  with  the  Commissioner  that — 

the  act  does  not  make  it  compnlsory  for  a  foreign  applicant  to  file  his  applica- 
tion in  this  conntry  within  fonr  months  after  the  application  in  the  country  in 
which  he  is  located,  but  merely  states  that  unless  so  filed  it  will  not  be  entitled 
to  the  benefit  of  the  date  of  the  foreign  application. 

The  decision  is  right  and  will  be  affirmed.    It  is  so  ordered,  and 
the  clerk  will  certify  this  decision  to  the  Commissioner  of  Patents. 
Affirmed, 
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[Coart  of  Appeals  of  the  Dlitrlct  of  Colmnbla.] 

Jackson  Corset  Company  v.  Cohen, 

Decided  Aprtt  i,  1912. 

181  O.  G..  268;  38  App.  D.  C.  482. 

1.  Tbade-Mabks — Mat  Not  be  Absionbo  in  Gbobs. 

'*  It  is  elementary  that  as  the  primary  object  of  a  trade-mark  is  to  indi- 
cate the  origrin  of  the  article  to  which  it  is  afOxed,  there  is  no  distinct 
property  right  in  the  mark  separate  from  the  article  with  which  it  has  been 
associated ;  in  other  words,  the  trade-mark  may  not  be  assigned  in  gross. 

2.  Same — Tbansfeb  of  a  Business — Cabbies  Tbade-Mabk  Used  Thebein. 

Where  a  party  adopted  a  trade-mark,  gradnally  extended  the  business  In 
which  It  was  used,  formed  a  company,  of  which  he  became  president,  and 
transferred  thereto  his  factory,  stores,  goods,  and  business.  Held  that  this 
transfer  by  operation  of  law  carried  with  It  the  right  to  the  trade-mark 
upon  which  the  business  was  founded. 

Mr.  Arthur  Steuart  and  Mr.  J.  E.  Cross  for  the  appellant. 

Mr.  E.  T.  Brandenburg^  Mr.  J.  F.  Brandenburg^  and  3Ir.  H.  E. 

Stonehraker  for  the  appellee. 

KoBB,  J. : 

This  is  a  trade-mark  interference  proceeding  involving  the  letters 
"J.  C."  or  "J.  C.  C."  as  a  trade-mark  for  corsets. 

The  evidence  of  the  appellee  tended  to  show  that  he  adopted  this 
mark  in  1891  and  gradually  extended  his  business  until,  in  the  sum- 
mer of  1909,  he  formed  the  Jaysee  Corset  Co.,  a  corporation,  of  which 
he  became  president  and  to  which  he  transferred  his  factory,  stores, 
goods,  and  business.  That  corporation  thereupon  proceeded  to  manu- 
facture the  "J.  C."  corset,  which  theretofore  had  been  manufactured 
by  the  appellee  individually.  No  formal  transfer  of  the  trade  mark, 
however,  was  ever  made  to  it.  The  corporation  finally  became  bank- 
rupt and  appellee  now  claims  that  it  was  a  mere  licensee  of  the 
"  J.  C."  trade-mark.    It  is  unnecessary  to  notice  other  questions. 

It  is  elementary  that  as  the  primary  object  of  a  trade-mark. is  to 
indicate  the  origin  of  the  article  to  which  it  is  affixed,  there  is  no 
distinct  property  right  in  the  mark  separate  from  the  article  with 
which  it  has  been  associated ;  in  other  words,  the  trade-mark  may  not 
be  assigned  in  gross.  While,  under  certain  conditions,  a  limited 
interest  by  way  of  license  may  be  created  in  a  trade-mark,  {Nelson  v. 
Winchell^  203  Mass.,  75,)  the  transfer  of  a  plant,  business,  and  good- 
will, under  such  conditions  as  surround  the  transfer  in  the  present 
case,  necessarily  by  operation  of  law  carries  with  it  the  right  to  the 
trade-mark  upon  which  the  business  is  founded.  {Allegretti  v. 
Chocolate  Cream  Co.^  177  111.,  129;  Seabrook  v.  Grimes^  107  Md., 
410;  Tomah  Bank  v.  Warren^  94  Wis.,  151;  Merry  v.  Hoops^  111 
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N.  Y.,  415.)  Such  was  very  evidently  the  understanding  at  the  time 
the  corporation  was  formed.  The  busiuess  and  good-will  purchased 
amounted  to  little  without  the  symbol  of  identification,  that  is,  the 
trade-mark. 

As  the  evidence  of  the  appellant  establishes  a  use  of  this  mark 
prior  to  the  bankruptcy  of  the  Jaysee  Company,  it  follows  that,  as 
between  the  parties  to  this  record,  priority  should  have  been  awarded 
appellant. 

The  decision  of  the  ComnUssioner  will  therefore  be  reversed. 

Reversed. 


[Court  of  Appeals  of  the  Dtetiict  of  Colombia.] 

In  be  Wekzelmann  and  Ovebholt. 

Decided  AprU  1,  1912. 

181  O.  O.,  268;  88  App.  D.  C,  52& 

INTKBTERENOB — ^FlNAL    DECISION — RE8    ADJUDIOATA — ^NOT    AFFEOTED    BT    SUBSS- 

QX7SNT  Public-Use  Pboceedings. 

Where  after  a  final  decision  on  priority  a  proceeding  was  instituted  to 
determine  whether  the  invention  had  been  in  public  use  more  than  two 
years  prior  to  the  filing  of  the  application  of  the  successful  party,  Held  the 
Judgment  in  the  interference  is  res  adjudicata  and  that  the  testimony  taken 
in  this  proceeding  cannot  affect  this  Judgment 

(For  CamnUssUmer's  decision  see  anie,  218;  180  O.  O.,  1S94.) 

Mr.  0.  L.  Parker  for  the  appellants. 

Mr.  W,  B.  Ballard  for  the  Commissioner  of  Patents. 

Van  Obsdel,  /.; 

This  is  an  appeal  from  a  decisicm  of  the  Commissioner  of  Patents 
rejecting  certain  claims  of  appellants  for  a  patent  for  wagon-dump- 
ing apparatus. 

.  The  material  claims  were  involved  in  an  interference  proceeding 
between  appellants  and  one  Oilman,  wherein  a  final  judgment  was 
entered  awarding  priority  of  invention  to  Gilman.  After  the  termi- 
nation of  the  interference,  a  proceeding  was  instituted  in  which  it 
appeared  that  the  invention  involved  in  the  interference  had  been 
in  public  use  for  more  than  two  years  prior  to  the  filing  date  of 
Gilman.  Gilman  was,  therefore,  refused  claims  corresponding  to 
the  issue. 

It  is  contended  by  appellants  in  this  proceeding  that,  inasmuch  as 
the  evidence  in  the  public-use  proceeding  established  that  the  judg- 
ment in  the  interference  was  erroneous,  they  are,  therefore,  the  prior 
inventors  of  the  invention  covered  by  the  claims  before  us.  It  was 
properly  held  by  the  tribunals  of  the  Patent  Office  that  the  result 
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of  the  proceedings  touching  public  use  cannot  affect  the  judgment 
of  priority  in  the  interference  proceeding.  That  judgment  is  res 
adjudicaia  against  appellants,  and  to  sustain  their  present  conten- 
tion would  be  equivalent  to  a  retrial  of  the  question  of  priority  or  a 
second  interference,  when  they  have  been  foreclosed  by  a  final  judg- 
ment in  the  first. 

Tfie  decision  is  a^rmed^  and  the  clerk  is  directed  to  certify  these 
proceedings  as  by  law  required. 

Aerified, 

[Coart  of  Appeals  of  the  District  of  Colambia.] 

In  RE  Maas. 

Decided  May  SO,  J912. 

181  O.  G.,  289 ;  39  App.  D.  C,  142. 

Patentability — Mechanical  Skill. 

Where  the  basal  flange  in  applicant's  structure  is  flat  and  straight,  while 
in  the  Haarmann  reference  It  Is  slightly  curved,  Held  that  "given  the 
Haarmann  structure,  any  skilled  mechanic,  if  informed  that  there  was  not 
sufficient  bearing-surface  upon  the  flanges  to  prevent  the  rocking  or  move- 
ment of  the  tie,  would  have  had  no  difllculty  In  doing  precisely  what 
appellant  has  done." 

(For  Commissioner's  decision  see  ante,  212;  180  O.  G.,  11S8,) 

Mr.  0.  J.  O^Neill  for  the  appellant. 

Mr.  W.  8.  Ruckman  for  the  Commissioner. 

KoBB,  J.: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
rejecting  the  following  claim  relating  to  a  metal  cross-tie  for  rail- 
ways: 

The  herein  described  metal  cross  tie  for  railways  adapted  to  support  both 
rails  of  a  track,  having  its  sides  terminating  in  broad  flat  straight  basal 
flanges  flaring  outward  and  which  are  not  entirely  horizontnl  but  are  inclined 
upwardly  slightly  from  tlieir  free  edges,  for  the  purpose  described. 

The  art  to  which  this  alleged  invention  relates  was  well  developed 
when  appellant  entered  the  field.  The  Haarmann  patent  of  January 
2,  1900,  is  alone  sufiicient,  in  our  view,  to  constitute  anticipation. 
Every  detail  of  this  claim  save  one  is  found  in  the  Haarmann  struc- 
ture. In  the  Haarmann  structure  the  basal  flange  is  slightly  curved, 
while  in  this  it  is  flat  and  straight.  While  other  patents  were  cited 
by  the  Patent  Office  for  the  purpose  of  showing  that  there  was  noth- 
ing new  in  this  detail,  we  think  that  regardless  of  those  patents  it 
did  not  amount  to  invention  to  make  this  slight  change  in  the  basal 
flange.    Given  the  Haarmann  structure,  any  skilled  mechanic,  if 
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informed  that  there  was  not  sufficient  bearing-surface  upon  the 
flanges  to  prevent  the  rocking  or  movement  of  the  tie,  would  have 
had  no  diflSculty  in  doing  precisely  what  appellant  has  done. 

The  decision  of  the  Commissioner  is  therefore  afp/rmed. 

Affirm>ed» 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Putnam  v.  Wetmorb  and  Niemann. 

Decided  May  SO,  1912. 

181  O.  G.,  2e0;  39  App.  D.  C,  138. 

1.  INTBEFESENCE — PWORITY— APPEAL— QUESTION  OF  PATENTABILITY  WiLL  NOT  U 

Ck>NSIDEBED. 

The  question  of  the  patentability  of  the  issue  of  an  interference  will  not 
be  considered  by  the  court  of  appeals.  "  In  interference  cases  we  do  not 
determine  whether  either  party  shaU  receive  a  patent.  The  question  pre- 
sented to  us  is.  conceding  there  is  a  imtentable  inyention,  wliich  party  was 
the  first  to  invent  or  discover  the  same." 

2.  Same — Same — Reduction  to  Practice. 

Evidence  that  W.  and  N.  built  a  full-sized  machine  embodying  all  the 
features  of  the  invention  by  hand  and  tliat  subsequently  other  machines 
were  built  which  were  exact  copies  of  the  hand-made  machines  and  put  in 
commercial  use  Held  sufficient  to  establish  a  reduction  to  practice,  notwith- 
standing that  the  testimony  does  not  show  in  detail  the  several  acts  or  tests 
which  demonstrated  the  success  and  that  no  samples  of  work  done  on  the 
machine  were  preserved. 

(For  Commissioner's  decision  see  ante,  190;  180  O.  G.,  S21.) 

Mr.  Frank  Parker  Davis  for  the  appellant. 
3(r.  Henry  Love  Clarke  for  the  appellee. 

Shepard,  C.  J.: 

This  is  an  interference  proceeding  involving  the  invention  of  an 
improvement  in  adding-machines.  The  character  of  the  invention 
is  thus  stated  by  the  Examiner  of  Interferences : 

The  object  which  it  is  sought  to  attain  by  the  invention  is  the  provision  of  a 
machine  which  may  be  "  split "  at  any  desired  point  by  the  person  operating 
the  same.  In  adding  machines  as  they  are  ordinarily  constructed  there  are 
keys  corresponding  only  to  the  digits  of  the  numbers  to  be  recorded.  If  there 
is  no  digit  in  a  particular  place  in  a  number  to  be  entered,  no  key  is  struck 
but  the  machine  automatically  prints  a  cipher  in  the  place  which  would  other- 
wise be  vacant  It  seems  therefore  that  if  only  the  first  figure  in  a  number 
Is  a  digit  the  machine  must  automatically  print  ciphers  in  the  other  places  to 
the  right.  This  is  accomplished  ordinarily  by  a  chain  of  cooperating  elements 
each  of  which  actuates  its  successor. 

If  it  is  desired  to  have  the  machine  print  two  parallel  columns  of  figures  the 
chain  of  elements  must  deariy  be  broken  at  some  specified  point    This  is 
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termed  "  splitting  '*  the  machine  and  heretofore  it  has  been  possible  to  do  this 
only  at  one  point  previously  determined  by  the  maker.  The  present  Invention 
seeks  to  provide  a  machine  which  may  be  selectively  split  by  the  operator  from 
the  keyboard  at  any  desired  point 

The  issue  of  the  interference  is  contained  in  three  counts  as  follows : 

1.  In  a  machine  of  the  character  described,  the  combination  of  a  series  of 
impression  means  cooperatively  related  for  the  printing  of  ciphers  to  right  of 
numerals  in  decimal  places  where  the  amount  to  be  recorded  has  no  units, 
with  provisions  for  discontinuing  the  cooperative  relationship  between  adja- 
cent members  of  the  series  of  Impression  means  and  manipulative  means  cou- 
trolling  said  cooperative  relationship  and  adjustable  to  effect  discontinuance 
thereof  between  one  or  another  pair  of  adjacent  members  of  the  series  of  im- 
pression means. 

2.  In  a  machine  of  the  character  described,  the  combination  of  a  series  of 
separately  acting  impression  devices;  movable  couplers  between  the  members 
of  said  series  for  securing  cooperative  action  between  the  same  in  the  printing 
of  ciphers ;  and  means  for  selectively  displacing  said  couplers. 

3.  In  a  multiple-order  adding  machine,  in  combination,  adding  and  printing 
mechanisms,  automatic  cipher  printing  mechanism,  and  optionally  operable 
means  whereby  the  automatic  cipher- transfer  to  the  right  of  either  of  a  plu- 
rality of  orders  may  be  prevented. 

Putnam  filed  his  application  December  14,  1906,  and  alleges  con- 
ception in  December,  1905,  disclosure  to  others  about  December  16, 
•  1905,  and  a  reduction  to  practice  February  6,  1906. 

Wetmore  and  Niemann  filed  their  joint  application  April  24,  1907, 
and  allege  conception  and  disclosure  In  April,  1905,  and  reduction 
to  practice  in  July,  1905.  As  junior  parties  the  burden  of  proof  was 
cast  upon  them. 

Putnam  moved  to  dissolve  the  interference  on  the  ground  that  the 
issue  was  not  patentable  because  of  the  state  of  the  prior  art  as  shown 
by  the  application  of  one  Peters  with  whom  Putnam  had  previously 
been  in  interference.  The  motion  was  denied  by  the  Primary  Ex- 
aminer, and  the  C!ommissioner  refused  a  rehearing  thereof. 

Upon  the  testimony  taken,  the  Examiner  of  Interferences  decided 
priority  in  favor  of  Wetmore  and  Niemann.  On  appeal  to  the 
Examiners-in-Chief  they  were  requested  by  Putnam  to  recommend 
to  the  Commissioner  that  the  issue  was  not  patentable.  This  they 
refused  to  do,  and  affirmed  the  decision  of  the  Examiner  of  Inter- 
ferences. Putnam  on  appeal  therefrom  raised  the  question  of  pat- 
entability before  the  Commissioner,  who  declined  to  hold  that  it 
was  not  patentable,  and  affirmed  the  award  of  priority  to  Wetmore 
and  Niemann.     From  this  final  decision  Putnam  has  appealed. 

The  appellant  again  presents  the  question  of  the  patentability  of 
the  issue.  We  must  decline  to  consider  this  question  in  an  interfer- 
ence case.    It  is  well  settled  that — 

In  interference  cases  we  do  not  determine  whether  either  party  shall  receive 
a  patent.    The  question  presented  to  us  is,  conceding  there  is  a  patentable  In- 
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vention,  which  party  was  the  first  to  inyent  or  discover  the  same.  (Bohey  ▼. 
Holsclaw,  O.  D.,  1907,  466 ;  126  O.  G.,  3041 ;  28  App.  D.  0.,  65-82 ;  Hiaey  v.  Peters, 

C.  D.,  1895,  349;  71  O.  G..  892;  6  App.  D.  O.,  68-71;  Johnson  v.  Mueser,  0.  D.. 
1909,  437 ;  145  O.  G.,  764 ;  29  App.  D.  C,  61-64,  and  cases  there  cited.  See  also 
Oliver  v.  Felheh  C.  D.,  1902,  565 ;  100  O.  G.,  2384 ;  20  App.  D.  C,  255,  258.) 

The  tribunals  of  the  Patent  OflBoe  successively  decided  that  Wet- 
more  and  Niemann  conceived  the  invention  in  the  summer  of  1905, 
several  months  before  the  earliest  date  claimed  by  Putnam;  and 
there  can  be  no  doubt  that  the  evidence  fully  sustains  the  conclusion. 
Nor  does  the  appellant  now  controvert  the  fact.  They  also  concurred 
in  holding  that  Wetmore  and  Niemann  reduced  the  invention  to  prac- 
tice early  in  December,  1905.  The  appellant  contends  that  the  evi- 
dence is  insufficient  to  establish  this  fact.  Aside  from  the  weight 
to  be  accorded  the  concurring  decisions  of  the  Patent  Office  tribunals, 
we  are  satisfied  from  an  examination  of  the  evidence  that  they  were 
right. 

The  well  corroborated  testimony  of  the  inventors,  who  were  em- 
ployees of  the  Comptograph  Company,  shows  that  immediately  upon 
the  conception  of  the  invention,  in  July,  1905,  a  machine  embodying 
all  the  features  of  the  invention  was  made  by  hand,  tested  and  found 
to  work  satisfactorily.  This  was  a  full-sized  machine.  It  is  called 
a  model  in  the  testimony,  not  because  it  was  in  fact  a  model  such  as 
is  frequent  in  illustrating  an  invention,  but  because  it  was  intended 
to  be  followed  in  the  construction  of  tool-made  machines  for  sale 
to  the  trade.  It  was  complete  in  itself  and  required  no  alteration 
or  improvement.  Having  been  adopted  for  manufacture,  many 
screws,  taps,  etc.,  to  be  used  in  manufacture  were  ordered  and  received 
from  others  engaged  in  such  manufacture.  C!omplete  sets  of  tools 
were  made,  and  other  necessary  parts  manufactured  in  the  Compto- 
graph shops.  The  first  tool-made  machine,  a  copy  of  the  hand-made 
model,  was  tested  in  all  of  its  parts.  It  was  also  taken  ar'ound  to 
different  customers,  and  used,  temporarily  by  them.  The  Comto- 
graph  Company  proceeded  to  manufacture  others  and  has  con- 
tinued to  make  them  and  sell  them  to  the  trade.  The  objection  to 
the  testimony  is  that  it  does  not  show  in  detail  the  several  acts  of 
test  which  demonstrated  success;  and  no  samples  of  the  work  done 
on  it  were  preserved.  It  is  true  that  the  evidence  might  have  been 
more  specific.  In  some  cases  it  has  been  held  essential.  (Robinson 
V.  Thresher,  C.  D.,  1906,  743;  123  O.  G.,  2976;  28  App.  D.  C,  22; 
Daggett  v.  Kaufmami,  C.  D.,  1909,  444;  145  O.  G.,  1024;  38  App. 

D.  C.,  450,  and  others  cited  by  the  appellant.)  But  there  were 
special  conditions  and  circumstances  in  those  cases  that  called  foi 
the  specific  facts  and  made  them  necessary. 

None  of  those  are  found  in  this  case.  The  hand-made  model  was 
preserved  and  was  produced  in  taking  the  testimony.    The  first  tool- 
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made  machine  for  commercial  use  was  procured  and  likewise  pro- 
duced. They  were  in  the  same  condition  as  when  originally  com- 
pleted. Both  were  operated  in  the  presence  of  the  counsel  for 
Putnam  and  others  while  the  witne,sses  were  being  examined,  and 
found  to  act  with  perfect  satisfaction.  The  Comptograph  Com- 
pany had,  in  the  meantime,  been  manufacturing  the  same  machines 
and  selling  them  to  the  trade.  We  agree  with  the  Commissioner 
that  the  evidence  of  reduction  to  practice  in  December,  1905,  was 
amply  suflScient  to  sustain  the  burden  of  proof.  As  Wetmore  and 
Niemann  were  the  first  to  conceive  the  invention,  and  with  due 
diligence  reduced  it  to  practice,  they  were  entitled  to  the  award  of 
priority. 

The  decision  will  he  affirmed,  and  this  decision  is  ordered  to  be 
certified  to  the  Commissioner  of  Patents. 

Affirmed, 


(Court  of  Appeals  of  the  DlRtrlct  of  Colambla.] 

CouKSON  V.  O'Connor. 

Decided  April  i,  1912. 

181  O.  G.,  544;  38  App.  D.  C,  484. 

IITTBBFBBENOE-^PbIOBITT — DiLIOKNCB. 

O'C.  conceived  the  invention  in  November,  1908,  and  immedintely  set 
about  reducing  it  to  practice,  and  filed  bis  application  on  February  4,  1909. 
C,  who  had  conceived  the  invention  in  1898,  made  devices  and  tested  them ; 
but  such  tests  were  Insufllclent  to  establish  a  reduction  to  practice.  The 
last  of  these  tests  was  just  prior  to  O'O.'s  conception.  C.  did  nothing  far- 
ther with  the  invention  till  his  application  was  signed  on  January  19,  1908, 
which  application  was  not  filed  till  February  8,  1909.  Held  that  as  C.  had 
every  facility  at  hand  to  enable  him  to  speedily  reduce  his  invention  to 
practice  or  file  his  application  at  a  much  earlier  date  he  was  lacking  in 
diligence  and  that  priority  was  properly  awarded  to  O'C. 

Mr,  C.  M.  Clarke  and  Mr,   W.  B.  Corwin  for  the  appellant. 
Mr.  H.  N.  Low  for  the  appellee. 

Van  Obsdel,  J: 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding  awarding  priority  of  invention  to  ap- 
pellee. The  issue  is  set  forth  in  seven  counts,  of  which  the  following 
are  sufficient  for  the  purposes  of  this  appeal : 

1.  In  a  friction  draft  gear,  the  combination  with  the  casing  and  the  relative 
movable  draw  bar,  of  friction  blocks  engaging  the  casing,  n  buffing  block  en- 
gaging the  draw  bar,  and  differential  angle  wedge  blocks  interposed  between  the 
friction  blocks  and  the  buffing  block,  substantially  as  set  forth. 
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S.  In  a  friction  draft  sear,  the  oombinatioa  with  the  casing,  of  friction  blocks, 
a  buflOng  block,  and  interposed  wedge  blocks  having  outer  &ces  engaging  the 
inner  fiices  of  the  fHction  blocks  and  inner  fiices  of  steeper  inclination  engaging 
the  outer  faces  of  the  buffing  block,  substantially  as  set  forth. 

5.  In  a  friction  draft  rigging,  the  combination  with  the  draw-bar,  spring  and 
coacting  friction  members,  of  a  compound  wedge  having  a  blunt  wedge  member 
and  a  collapsible  acute  wedge  m«nber,  the  latter  acting  against  the  friction 
members  to  produce  high  cushioning  capacity,  and  the  former  against  the  draw- 
bar to  insure  a  perfect,  certain  and  r^iable  release  action,  substantially  as 
specified. 

7.  In  a  friction  draft  rigging,  the  combination  with  a  draw-bar,  spring  and 
followers^  of  a  longitudinally  movable  friction  shell,  a  plurality  of  segmental 
friction  shoes  within  said  shell,  said  siting  reacting  at  one  end  against  the  shoes 
and  at  the  other  end  against  the  shell  to  separate  them,  said  friction  shoes  hav- 
ing acute  wedge  faces,  a  blunt  wedge  member  and  a  plurality  of  acute  wedge 
members  engaging  said  friction  shoes  and  having  blunt  wedge  faces  engaging 
the  wedge  ftices  of  said  blunt  wedge,  substantially  as  specified. 

The  invention  is  described  in  tijie  opinion  of  the  Examiners-in-Chief 
as  follows: 

The  subject  matter  of  the  above  entitled  interference  is  a  friction  draft  gear 
for  railway  cara  The  object  of  devices  of  this  character  is  to  supplement  the 
resistive  action  of  the  spring  or  springs  ordinarily  employed  in  draft  gears  to 
resist  buffing  and  pulling  strains.  This  object  is  effected  by  developing  friction 
in  proportion  to  the  strains  to  which  the  device  is  subjected.  In  accordance 
with  the  construction  of  the  parties  involved  in  this  proceeding,  such  friction  Is 
developed  through  the  instrumentality  of  a  cylindrical  casing  against  the  inner 
walls  of  which  shoes  are  forced  into  and  out  of  frictional  contact  by  means  of 
a  plurality  of  wedges.  Of  these  wedges  the  first  or  primary  wedge  has  a  plu- 
rality of  blunt  faces  which  cooperate  with  corresponding  faces  on  as  many  sepa- 
rate or  secondary  wedges  each  of  which  latter  has  an  additional  face  or  wedge 
surface  of  relatively  lesser  inclination  to  the  longitudinal  axis  of  the  gear. 
These  lesser  inclined  wedge  surfaces  of  the  secondary  wedges  engage  with  cor- 
responding surfaces  or  faces  on  the  shoes,  which  latter  engage  the  inner  surface 
of  the  cylinder.  With  the  parts  constructed  as  above  set  forth,  when  placed 
under  strain,  a  relative  movement  occurs  along  the  line  of  contact  between  the 
secondary  wedges  and  their  shoes  because  of  the  lesser  inclination  of  the  engag- 
ing surfaces  at  this  point,  than  obtains  along  the  lines  of  contact  between  the 
blunt  faces  of  the  secondary  wedge  and  the  primary  wedge.  Because  of  the 
fact  that  there  is  no  relative  movement  along  the  lines  of  the  engaging  sur- 
faces between  the  primary  wedge  and  the  secondary  wedges  when  these  elements 
are  brought  into  contact  under  the  buffing  or  pulling  actions  to  which  the  device 
is  subjected,  it  follows  that  when  such  actions  or  strains  are  withdrawn  the 
primary  and  secondary  wedges  at  once  separate  without  binding  and  in  conse- 
quence, under  the  action  of  the  spring  In  returning  the  parts  to  normal  position, 
the  secondary  wedges  are  left  free  to  follow  the  primary  wedge  and  readily  re- 
lease the  friction  shoes  from  the  abnormal  pressures  under  which  they  have  been 
forced  Into  contact  with  the  surrounding  cylinder  walls. 

Appellee  O'Connor  filed  his  application  on  February  4, 1909.  Ap- 
pellant Courson  filed  his  first  application,  upon  which  all  of  the 
counts  of  the  interference  can  be  read,  on  February  8,  1909.  The 
tribunals  of  the  Patent  Office  fix  the  earliest  date  of  conception  by 
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O'Connor  as  November,  1908 ;  while  Courson,  it  is  agreed,  establidied 
a  date  of  conception  as  early  as  December  24,  1898.  O'Connor  can 
claim  no  date  for  reduction  to  practice  prior  to  the  filing  of  his  ap- 
plication. Courson,  therefore,  being  the  first  to  conceive,  can  prevail 
on  either  of  two  grounds,  that  he  reduced  to  practice  prior  to  O'Con- 
nor's date  of  reduction,  or  that  he  was  diligent  from  the  time  O'Con- 
nor entered  the  field  down  to  the  date  of  filing  his  application. 

It  appears  that  Courson  constructed  and  tested  a  number  of  devices 
embodying  the  counts  of  the  issue  during  the  ten  years  between  the 
date  of  conception  awarded  him  and  his  filing  date.  In  his  testimony 
he  refers  to  eight  different  tests  of  devices  made  involving  the  issues 
of  this  interference.  We  are  confronted  by  unanimous  decisions  to 
the  effect  that  none  of  these  tests  was  sufficient  to  constitute  a  reduc- 
tion to  practice.  On  this  point  we  have  examined  the  evidence  and 
the  exhaustive  review  thereof  in  the  opinions  of  the  various  tribunals 
of  the  Patent  Office,  and  we  are  agreed  that  the  tests  made  are  insuffi- 
cient to  establish  reduction  to  practice. 

A  more  difficult  proposition  is  presented  on  the  subject  of  diligence. 
Courson,  being  the  junior  party,  and  having  to  rely  upon  his  filing: 
date  for  a  constructive  reduction  to  practice,  though  the  first  to  con- 
ceive, must  discharge  the  burden  of  establishing  that  he  was  exercis- 
ing diligence  at  and  subsequent  to  the  time  O'Connor  conceived  the 
invention. 

It  appears  that  the  last  test  made  by  Courson  was  on  October  17, 
1908,  which  it  may  be  conceded  shows  diligence  on  his  part  just  prior 
to  the  entry  of  O'Connor  into  the  field,  but  his  activity  seems  to  have 
ceased  at  that  point.  Nothing  further  was  done  until  the  19th  of 
January  following,  when  the  oath  to  his  application  was  made. 
Almost  a  month  then  dapsed  before  the  application  was  filed  in  the 
Patent  Office.  In  the  meantime  O'Connor  had  conceived  the  inven 
tion  in  November,  and  immediately  set  about  reducing  it  to  prac- 
tice, and  with  exceeding  promptness  filed  his  application  on  February 
4th  following.  In  holding  Courson  guilty  of  lack  of  diligence,  we 
must  take  into  consideration  his  action  between  the  date  of  concep- 
tion and  constructive  reduction  to  practice  by  the  filing  of  his  appli- 
cation. He  had  spent  over  ten  years  in  accomplishing  what  O'Con- 
nor did  in  less  than  three  months.  The  same  indifference  is  dis- 
played in  delaying  the  filing  of  his  application  for  almost  one  month 
after  it  was  prepared. 

Courson  had  every  facility  at  hand  to  enable  him  to  speedily  re- 
duce his  invention  to  practice,  or  to  file  his  application  at  a  much 
earlier  date.  He  was  general  foreman  of  the  Pennsylvania  Railroad 
shops  at  Pitcaim,  Pa.  His  invention,  as  shown  in  his  application, 
was  a  complete  conception  in  his  mind  in  1898.  He  had  full  authority 
to  construct  and  test  gears,  and  on  several  occasions  made  devices 
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embodying  the  invention.  These  were  tested  and  then  discarded  and 
scrapped.  During  this  period  he  took  out  a  number  of  patents  on 
draft-gears,  which  implies  that  he  attached  little  importance  to  the 
one  in  issue. 

While  the  period  during  which  Courson  is  chargeable  with  negli- 
gence is  short,  his  conduct  during  that  time  must  be  considered  in 
connection  with  all  of  the  other  circumstances  in  the  case.  As  was 
said  by  Mr.  Justice  Robb  in  Woods  v.  Poor^  (C.  D.,  1907,  661;  130 
O.  a,  1313;  29  App.  D.  C,  897:) 

There  is  no  arbitrary  rule  or  standard  by  which  dUigence  may  be  measured. 
The  sole  object  of  the  law  being  to  mete  out  the  fuUest  measure  of  justice,  each 
case  must  be  considered  and  decided  in  the  light  of  the  circumstances  of  that 
case.  The  nature  of  the  Invention,  the  situation  of  the  inventor,  the  length  of 
time  intervening  between  conception  and  reduction  to  practice,  the  character 
and  reasonableness  of  the  inventor's  testimony  and  that  of  his  witnesses,  are 
all  important  factors  in  determining  the  question  of  diligence. 

We  find  no  reversible  error.  The  decision  of  the  Corwmissioner  of 
Patents  is  affirmed^  and  the  clerk  is  directed  to  certify  these  proceed- 
ings as  by  law  required. 

Afirmed. 


[Court  of  Appeals  of  the  District  of  Colambla.] 

C.   A,  Gambrill  Manufacturing   Company  v.  Wagoonbr-Qatbs 

MUiLING  C!oMPANY. 

Decided  April  1,  191ft, 

181  O.  G.,  821 ;  88  App.  D.  0.,  632. 

Tbade-Mabks — Opposition — "Teh-Ykab"  Clause — Use  Not  Exolusivx. 

The  evidence  Introduced  in  an  opposition  to  the  registration  under  the 
ten-year  clause  of  the  Trade-Mark  Act  of  the  word  "  Howard  "  as  a  trade- 
mark for  flour  Held  sufficient  to  establish  that  the  applicant  had  not  had 
exclusive  use  of  such  mark  during  the  ten-year  period. 

Mr.  Arthur  Steuart  and  Mr.  J.  E.  Cross  for  the  appellant. 
Mr.  J.  S.  Lermnon  and  Mr.  G.  B.  GloPvoorthy  for  the  appellee. 
(Mr.  J.  W.  Bryan  of  counsel) 

Robb,  /.; 

By  this  appeal  the  C.  A.  Gambrill  Manufacturing  Company  seeks 
a  reversal  of  the  decision  of  the  Commissioner  of  Patents  dismissing 
its  opposition  to  the  registration,  under  the  ten-year  clause  of  the 
act  of  February  20,  1905,  of  the  word  "  Howard  **  as  a  trade-mark 
for  flour. 

Three  witnesses  were  called  by  the  opposer,  appellant  here.  The 
first  witness,  a  Mr.  Hayward,  secretary  and  treasurer  of  the  opposing 
company,  had  been  connected  with  that  company  since  1881.    He  was 
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a3ked  whether  it  had  used  the  word  ^  Howard  '^  as  a  trade-mark  for 
flour  and  replied  that  it  had,  to  his  knowledge,  since  1881.  He  was 
then  asked  how  he  obtained  this  knowledge,  and  replied: 

By  general  knowledge  of  the  conduct  of  the  business  based  on  observation  of 
dally  sales ;  also  personal  observation  of  the  said  "  Howard  "  brand  as  applied 
to  packages  of  flour  such  as  barrels,  ninety-eight,  forty-nine,  twenty-four  and 
twelve  pound  sacks.  In  the  case  of  the  barrels,  the  brand  is  applied  by  brand- 
ing with  a  stencil  on  the  head  of  the  barrel.  In  the  case  of  sacks,  the  brand  is 
applied  by  the  bag-makers  whose  custom  it  is  to  print  brands  on  sacks  as 
ordered. 

Witness  further  testifies  that  flour  bearing  this  brand  has  been  sold 
in  Maryland,  Virginia,  North  Carolina,  South  Carolina,  Porto  Rico, 
and  the  West  India  Islands.  He  identified  stencils  by  which  the 
brand  was  applied  and  which  were  introduced  in  evidence.  One  of 
these  stencils  had  been  used,  he  said,  since  prior  to  1881,  as  the  name 
had  been  changed  from  C.  A.  Gambrill  &  Co.,  the  old  partnership, 
to  the  name  of  the  new  corporation,  which  was  organized  in  1881. 

A  Mr,  Lucy,  a  man  sixty-eight  years  of  age,  testified  that  he  was 
first  employed  by  the  old  firm  in  1866,  and  had  since  been  continu- 
ously in  the  employ  of  that  firm  and  its  successor,  the  opposer.  For 
many  years  he  had  been  a  salesman,  looking  after  city  trade  and  some 
out-of-town  trade  through  Virginia  and  Maryland.  This  witness 
also  testified  to  the  continuous  use  of  the  word  "  Howard  "  as  a  trade- 
mark during  his  entire  term  of  service.  He  identified  stencils  and 
said  he  had  frequently  seen  the  mark  upon  flour,  both  before  it  had 
been  shipped  and  subsequently  in  the  stores  of  customers.  He  was 
finally  asked  what  use  had  been  made  by  the  original  company  and 
its  successor,  the  opposer,  of  the  "  Howard  "  brand  and  replied : 

The  "Howard"  brand  has  been  used  continuously  by  C.  A.  Gambrill  &  Co. 
and  C.  A.  Gambrill  Mfg.  Co.  from  year  to  year  upon  flour  of  its  manufacture 
since  1866,  when  I  first  went  into  the  employ  of  that  company,  and  to  the  best 
of  my  knowledge  and  belief,  it  was  used  prior  to  the  time  of  my  entering  the 
employ  of  the  firm  since  1857. 

A  Mr.  Edwards,  sixty -one  years  of  age  and  who  had  been  employed 
by  the  original  partnership  firm  and  its  successor  since  1867,  testified 
that^ 

the  "Howard"  brand  was  in  use  when  I  became  connected  with  the  concern 
and  has  been  in  use  ever  since.  The  said  brand  is  put  on  flour  as  sales  for 
**  Howard  "  may  occur.  This  brand  has  been  used  continuously  by  C.  A.  Gam- 
brUl  &  Co.  and  C.  A.  Gambrill  Mfg.  Co.  every  year  since  1867  to  a  substantial 
extent  upon  flour  manufactured  by  the  firm  and  the  corporation.  The  brand 
was  applied  on  the  head  of  barrels  and  half  barrels  by  stencil ;  on  sacks  it  was 
printed. 

The  applicant  was  not  represented  at  the  taking  of  this  testimony, 
consequently  no  objections  were  interposed  to  the  form  of  the  ques- 
tions asked.  There  has  been  no  attempt  made  to  meet  this  testimony 
and,  therefore,  it  stands  uncontradicted. 
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To  prevail,  the  applicant  must  show  exclusive  use  during  the  ten- 
year  period.  {Worcester  Brewing  Corporation  v.  Renter  <&  Co.^ 
C.  D..  1908,  329;  133  O.  G.,  1190;  30  App.  D.  C,  428;  Mcllhenny's 
Son  V.  New  Iberia  Extract  of  Tabasco  Pepper  Co.^  C.  D.,  1910,  343; 
153  O.  G.,  547;  34  App.  D.  C,  430;  Duluth-Sujyerior  MiUinq  Co.  v. 
Koper,  C.  D.,  1911,  354;  167  O.  G.,  245;  37  App.  D.  C,  115.)  The 
applicant  here  contends,  and  the  Patent  Office  tribunals  have  sustained 
the  contention,  that  the  above  evidence  is  too  indefinite  to  sustain  a 
finding  of  use  of  the  trade-mark  by  the  opposer  during  the  ten-year 
period.  This  contention  we  are  unable  to  accept.  The  witnesses 
whose  testimony  we  have  reviewed  were  men  of  intelligence  and  pre- 
sumably of  character.  They  were  testifying  concerning  a  matter  of 
which  they  must  have  had  knowledge,  and  we  are  not  at  liberty  to  dis- 
regard their  testimony.  By  that  testimony  a  prima  facie  showing  of 
user  during  the  ten-year  period  was  made  for  the  opposer.  As  this 
was  not  overcome  by  the  applicant  the  opposition  should  have  been 
sustained. 

The  decision  wiU  therefore  be  reversed. 

Reversed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 

Hopkins  v.  Cmsal.    Cleal  v,  Hopkins. 

Bedded  May  30, 1912, 

181  O.  G..  821 ;  39  App.  D.  C,  144. 

1.  INTERFEBENCE — PBIOBITY — ^APPEAL — PATENTABILITY   OF   ISSUE  NOT    CONSIDEBED 

BY  CJouBT  OF  Appeals. 

On  an  appeal  from  a  decision  of  the  Examiner  awarding  priority  the 
question  of  the  patentability  of  the  issue  will  not  be  considered. 

2.  Same— Same. 

Priority  on  the  face  of  the  record  Held  properly  awarded  to  C.  as  to 
counts  1  and  3  of  the  issue  and  to  H.  as  to  count  2. 

{For  Cotnmi8Honer*8  decision  see  ante,  2 IS;  180  O.  G.,  1S9S.) 

Mr.  F.  R.  Cornwall^  Mr.  L.  S.  Bacon,  and  Mr.  J.  H.  Milans  for 
Hopkins. 
Mr.  A.  V.  Cushman  and  Mr.  Roy  C.  Glass  for  Cleal. 

Van  Orsdel,  J. : 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding,  in  which  priority  was  awarded  to  Cleal, 
on  the  face  of  the  record,  on  counts  1  and  3  of  the  issue,  and  to 
Hopkins  on  count  2. 

The  following  counts  are  in  issue: 

1.  In  a  registering  mechanism,  the  combination  with  a  plurality  of  totalizers, 
each  comprising  a  series  of  denominational  elements,  nil  mounted  in  lateral 
alinement.  of  differentially  movable  totalizer  operating  elements  also  mounted 
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in  lateral  alinement,  connections  permitting  sliding  collective  relative  lat- 
eral movement  between  said  totalizers  and  their  operating  elements,  to  pro- 
vide an  operative  alinement  of  any.  one  of  said  totalizers  with  their  said 
operating  elements,  keys  for  determining  the  extent  of  differential  movement 
of  said  operating  elements,  and  type-carrying  devices  opera  tively  connected  to 
said  operating  elements. 

2.  In  a  registering  machine,  the  combination  with  a  plurality  of  totalizers 
each  comprising  a  series  of  denominational  elements,  and  a  rod  on  which  said 
elements  are  all  mounted  side  by  side  in  lateral  alinement,  of  a  plurality  of 
totalizer  operating  racks  also  mounted  side  by  side  in  lateral  alinement  and 
equaling  in  number  the  denominntiorial  elements  of  any  one  of  the  totalizers,  con- 
nections permitting  collective  relative  movement  parallel  to  said  rod  between  said 
totalizers  and  their  said  operating  racks,  whereby  all  the  denominational  ele- 
ments of  any  desired  totalizer  may  confront  the  operating  racks  simultaneously, 
means  for  producing  engagement  and  disengagement  of  said  racks  and  said 
totalizers  whereby  to  drive  the  selected  totalizer  by  the  racks,  means  for  giving 
said  operating  racks  differential  extents  of  movements,  devices  carrying  type 
and  movable  in  both  directions  by  said  operating  material. 

3.  In  a  registering  mechanism,  the  combination  with  a  plurality  of  totalizers, 
each  comprising  a  series  of  denominational  elements,  and  a  laterally  extending 
rod  on  which  all  said  elements  are  mounted  in  alinement,  of  a  plurality  of  dif- 
ferentially movable  totalizers  operating  racks  also  mounted  in  lateral  alinement, 
connections  permitting  collective  i*elatlve  lateral  movement  between  said  total- 
izers and  their  said  operating  racks,  means  for  causing  to  and  fro  relative  move- 
ment between  said  totalizers  and  their  operating  racks,  thereby  producing  ea- 
gagement  of  said  totalizers  and  said  racks  for  movement  thereof  together, 
keys  for  determining  the  extent  of  differential  movement  of  said  operating  raoks, 
devices  carrying  printing  type  and  movable  in  both  directions  with  said  operat- 
ing racks,  and  connections  for  forcing  said  type  against  a  record  material. 

The  interference  was  originally  declared  on  count  1  of  the  present 
issue.  When  it  was  found  that  Hopkins's  earliest  date  did  not  over- 
come CleaPs  filing  date,  Hopkins  was  ordered  to  show  cause  why 
judgment  should  not  be  rendered  against  him  on  the  face  of  the 
record.  Hopkins  thereupon  filed  a  motion  to  dissolve  the  interfer- 
ence, on  the  ground  that  the  issue  had  different  meanings  when 
applied  to  the  devices  of  the  respective  parties,  and  also  on  the  ground 
of  unpatentability  in  view  of  the  prior  art.  deal  then  made  a 
motion  to  amend  by  adding  certain  counts.  The  Primary  Examiner 
denied  Hopkins's  motion,  but  allowed  Cleal  to  amend  by  adding 
counts  2  and  3  of  the  present  issue. 

The  invention  relates  to  a  registering  device  for  adding  and  list- 
ing numbers.  While  the  device  of  Hopkins  is  a  most  complicated, 
ingenious  and  useful  invention,'  the  issue  here  involved  relates  only 
to  what  is  known  as  the  totalizer.  Hopkins  shows  a  number  of 
operating  racks  or  actuators  equal  to  the  number  of  totalizing  wheels 
or  elements,  as  they  are  called,  in  each  group  of  totalizers.  For  ex- 
ample, he  shows  nine  of  each  actuators  in  alinement  with  each  other, 
while  Cleal  shows  nine  elements  in  each  group  of  the  totalizers,  and 
only  four  actuators.     The  sole  question  before  us  is  whether  the 
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counts  in  issue  each  call  for  a  number  of  actuators  equal  to  the  ele- 
ments of  each  group  of  totalizers.  The  Commissioner  of  Patents 
found  that  the  second  count  did  call  for  an  equal  number,  and 
awarded  it  to  Hopkins,  and  that  counts  1  and  3  did  not  call  for  an 
equal  number,  and  accordingly  awarded  them  to  Cleal.  Hopkins 
appealed  from  the  award  to  Cleal,  and  Cleal  took  a  cross-appeal  from 
the  award  to  Hopkins. 

The  issue  of  priority  was  properly  disposed  of  below.  The  ques- 
tion of  patentability  was  for  the  Patent  Office,  and  will  not  be  re- 
viewed here,  and  the  award  as  to  the  counts  in  issue  is  correct. 
Counts  1  and  8  do  not,  upon  any  reasonable  construction,  call  for 
an  equal  number  of  actuators  with  the  number  of  elements  in  each 
group  of  totalizers.  All  that  is  embraced  in  these  counts  as  bearing 
upon  the  issue  is  described  as — 

a  plurality  of  totalizers,  each  comprising  a  series  of  denominational  elements 
and  a  lateraUy  extending  rod  on  which  all  said  elements  are  mounted  in  aUne- 
ment,  of  a  plurality  of  differentially  movable  totalizers  operating  racks  also 
mounted  in  lateral  alinement. 

This  will  admit  of  any  number  of  actuators  and  totalizing  elements 
which  Cleal  might  choose  to  accept,  except  that  he  would  be  barred 
by  Hopkins's  earlier  claim  from  so  amending  as  to  call  for  an  equal 
I'umber.    Count  2  expressly  calls  for — 

a  pluraUty  of  totalizers  each  comprising  a  series  of  denominational  elements, 
and  a  rod  on  which  said  elements  are  mounted  side  by  side  in  lateral  aline- 
ment, of  a  plurality  of  totalizer  operating  raclcs  also  mounted  side  by  side  in 
lateral  alinement  and  equaling  in  number  the  derwminaiional  elemenii  of  any 
one  of  the  totalizers. 

Confimng  ourselves  to  the  only  question  before  us — the  award  of 
the  counts  in  issue — the  decision  of  the  Commissioner  of  Patents  is 
affirmed^  and  the  clerk  is  directed  to  certify  these  proceedings  as  by 
law  required. 

Affi/mied^ 

(Court  of  Appeals  of  the  District  of  Columbia.] 

Lbvering  Coffee  Company  v.  Merchants  Coffee  Compant, 

Decided  May  SO,  1912. 

181  O.  G.,  1075;  39  App.  D.  C,  151. 

1.  Tbade-Mabks — ^Abandonment. 

The  right  in  a  trade-mark  is  a  property  right,  and  Intent  to  abandon 
must  clearly  appear  from  the  facts  surrounding  non-user;  but  Intent  may 
be  inferred  when  the  facts  are  shown  adequate  to  support  such  a  finding. 
Acts  which  unexplained  would  warrant  an  inference  of  abandonment  may 
be  met  by  a  showing  of  lack  of  abandonment 
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2.  Same — Same — "HreEiA**  roB  Corns. 

Where  a  firm  wbich  put  out  several  brands  of  coffee,  including  **  Hygeia/' 
gradually  stopped  using  the  latter  and  adopted  soon  after  a  similar  mark, 
"Hioja,"  and  the  factory-books  showed  not  only  no  sales  of  "IXygela," 
but  that  the  columns  headed  "  Hygeia "  were  devoted  to  other  brands. 
Held  that  in  the  absence  of  any  testimony  by  tbe  members  of  the  firm 
who  were  familiar  with  the  busineBS  an  intent  to  abandon  the  mark  was 
established. 
8.  Same — Samk— IirrEBTEBCNCE— Pbiomtt. 

Evidence  Held  to  show  that  the  mark  in  issue  was  abandoned  by  the 
predecessor  in  business  of  the  L.  Go.  and  priority  awarded  to  the  M.  Go., 
which  began  the  use  of  the  mark  subsequent  to  this  abandonment,  but 
prior  to  the  use  of  the  L.  Go. 

{For  0i>mmi§8ioner*$  deoUUm  see  ante,  167;  179  0.  G.,  1109.) 

Mr.  J.  E.  Gross  and  Mr.  J.  L.  Steuart  for  the  appellant. 

Mr.  Robert  Watson  and  Mr.  John  Watson^  Jr.y  for  the  appellee. 

EoBB,  J. : 

This  appeal  is  from  a  decision  of  the  Commisrioner  of  Patents  ia 
an  interference  proceeding  refusing  registration  to  the  appellant  of 
the  word  "  Hygeia  "  as  a  trade-mark  for  coffee,  (registration  already 
having  been  granted  to  appellee,)  the  ground  of  the  decision  being 
abandonment  of  the  mark  hy  the  appellant  prior  to  its  adoption  by 
the  appellee. 

The  record  contains  much  irrelevant  matter,  as  the  issue  is  simple 
and  sharply  drawn.  The  appellee,  Merchants  Coffee  Company,  of 
Baltimore,  Md.,  first  adopted  the  word  "Hygeia"  as  a  trade-mark 
for  coffee  in  about  1898  and  soon  built  up  a  prosperous  business 
under  that  mark.  In  1881  the  Levering  Coffee  Co.,  a  copartnership, 
also  of  Baltimore,  Md.,  was  the  user  of  several  marks.  It  shipped 
to  Sealers  coffee  containing  the  brand  "  Hygeia."  The  name  of  the 
concern,  however,  was  purposely  omitted  from  the  packages  that 
were  to  be  sold  to  the  retail  trade,  but  it  did  appear  upon  the  boxes 
in  which  these  packages  were  packed.  The  reason  for  thus  suppress- 
ing the  name  of  the  firm  was  that  the  firm  did  not  wish  the  retail 
trade  to  know  the  real  origin  of  this  brand  of  coffee.  The  firm  pi^t 
out  a  standard  brand,  "  E.  L.  C.,"  in  connection  with  which  its  name 
did  appear.  The  sale  of  the  "  Hygeia  "  brand,  under  the  conditions 
mentioned,  was  continued  until  1897.  For  two  or  three  years  prior 
to  that  time,  however,  the  books  of  the  company  show  that  the  sales 
of  this  brand  were  infrequent  and  inconsequential.  From  1897  until 
1902,  a  period  of  five  years,  no  sales  of  the  "Hygeia"  brand  were 
made;  in  other  words,  during  that  period  there  was  a  complete  non- 
user  of  the  mark.  In  the  factory-books  of  the  company  covering 
that  period  the  columns  headed  "  Hygeia  "  were  devoted  to  the  sale 
of  other  brands.  Beginning  in  1898  a  new  brand,  "Hioja,"  was  put 
out  and  the  use  of  this  brand  thereafter  continued.    On  November 
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80,  1900,  Eugene  Levering,  Jr.,  succeeded  to  the  coffee-roasting  busi- 
ness of  the  old  firm  and  subsequently  Mr.  William  J.  Ewing  was 
taken  in  as  a  partner,  the  business  being  conducted  under  the  firm- 
name  of  the  Levering  Coffee  Co.  Mr.  Levering,  in  his  testimony, 
was  indefinite  as  to  when  he  became  a  member  of  the  old  firm,  stat- 
ing that  it  was  between  1895  and  1897.  Before  the  books  of  the 
old  firm  were  produced  he  testified  to  a  continuous  use  by  that  firm 
of  the  mark  "  Hygeia  "  down  to  the  time  when  he  succeeded  to  the 
business,  and  further  testified  that  there  was  never  any  intent,  so 
far  as  he  was  concerned,  to  abandon  the  mark.  The  books  of  the 
old  firm  disproved  his  testimony.  Had  he  desired  his  testimony  in 
reference  to  the  question  of  abandonment  to  be  given  any  weight, 
he  should  have  shown  definitely  whether  he  was  a  member  of  the 
firm  prior  to  the  time  when  it  discontinued  the  use  of  the  mark. 
This  he  has  not  done.  The  members  of  the  old  firm  were  relatives 
of  his,  several  of  them  were  alive  and,  for  aught  that  appears,  sub- 
ject to  be  called  as  witnesses  by  his  firm,  the  appellant.  They  were 
not  called.  One  member  of  that  firm  was  called  by  the  appellee  to 
testify  concerning  the  character  of  the  use  of  the  mark  down  to  the 
time  when  it  was  discontinued,  but  he  did  not  testify  concerning 
the  question  of  abandonment.  Mr.  Ewing  was  recalled  by  the  appel- 
Ipnt  after  his  main  testimony  and  undertook  to  explain  the  failure 
of  the  old  company  to  continue  the  use  of  the  mark  on  the  theory 
that  a  coffee  war  was  then  under  way.  We  agree  with  the  Commis- 
sioner that  his  testimony  was  an  afterthought,  improbable,  and 
entitled  to  no  weight.  It  is  strange,  indeed,  that  the  alleged  war 
shoidd  have  affected  this  brand  of  coffee  alone,  and  it  is  still  more 
strange  that  the  men  who  would  have  known  all  about  it,  the  mem- 
bers of  the  old  firm,  were  not  called  by  the  appellant 

It  is  true  that  the  right  in  a  trade-mark  is  a  property  right  and  that 
intent  to  abandon  must  clearly  appear  from  the  facts  and  circum- 
stances surrounding  non-user.  "As  in  other  cases,  intent  may  be 
inferred  when  the  facts  are  shown,  yet  the  facts  must  be  adequate  to 
support  the  finding."  {Baglin  v.  Cusenier  Co,^  C.  D.,  1911,  552;  169 
O.  G.,  449;  221  U.  S.,  580.)  And  acts  which,  unexplained,  would 
warrant  the  inference  of  abandonment,  may  be  met  by  a  showing  of 
a  lack  of  intention  to  abandon.  {Sdxlehner  v.  Eisner  <&  Mendelson 
Co,,  C.  D.,  1900,  362;  93  O.  G.,  940;  179  U.  S.,  19.  See  also  Mathy  v. 
Republic  Metalware  Co.,  C.  D.,  1910,  387;  154  O.  G.,  1109;  35  App. 
D.  C,  151.) 

Having  in  mind  the  character  of  the  use  of  the  mark  by  the  appel- 
lant's predecessors  which,  for  the  purposes  of  this  opinion,  may  be 
conceded  to  have  been  a  trade-mark  use,  the  gradual  falling  off  of 
sales  under  that  brand,  the  final  complete  cessation  of  those  sales 
under  the  circumstances  mentioned,  the  adoption  soon  after  of  the 
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similar  mark  ^  Hioja,"  the  period  of  time  which  elapsed  before  the 
old  mark  was  again  used,  the  fact  that  the  new  use  was  not  b^gun 
until  several  years  after  a  rival  concern,  in  the  same  city,  had  estab- 
lished a  good  business  under  that  mark,  the  failure  to  call  available 
members  of  the  old  firm  to  explain  away  the  inference  naturally 
resulting  from,  the  acts  and  circumstances  detailed,  all  lead  to  the 
conclusion  that  when,  in  1897,  appellant's  predecessors  discontinued 
the  use  of  this  mark  they  did  so  with  the  intent  to  abandon  it  While 
there  is  no  testimony  showing  knowledge  on  the  part  of  the  appellant 
of  the  early  use  by  appellee  of  this  mark  it  is  inconceivable  that  two 
rival  concerns,  located  in  the  same  city  and  engaged  in  the  same  line 
of  business,  should  remain  ignorant  concerning  a  matter  vital  to  both. 
It  is  not  unlikely,  in  our  view,  that  the  revival  of  the  use  of  this  mark 
by  appellant  was  the  result  of  its  successful  use  by  appellee,  rather 
than  the  result  of  the  intent  of  the  predecessors  of  appellant  not  to 
abandon  it. 
The  decision  of  the  Commissioner  is  affirmed. 


[Court  of  Appeals  of  the  District  of  Coltunbia.] 

WiLUAMS  V,  Barnes  and  THORSCHMnyCi 
Decided  May  SO,  1912. 
181  O.  a,  1076;  39  App.  D.  0.,  120. 
Intebfcbxngb — Pbiobitt. 

Eyidence  reyiewed  and  Held  Insufficient  to  establish  that  W.  was  the 
first  to  conceive  the  invention  in  issue,  and  priority  Held  properly  awarded 
B.  and  T. 

(For  Coinm488i(mer*8  decision  see  ante,  108;  179  O.  0 ,  57S,) 

Mr.  W.  G.  Henderson  and  il/r.  C.  A.  Dietrich  for  the  appellant 

Mr.  G.  L.  Sturtevanty  Mr.  E.  G.  Mason^  Mr.  Harold  SerreU^  and 
Mr.  A.  H.  Serrell  for  the  appellees. 
BoBB,  J. : 

This  is  an  appeal  from  concurrent  decisions  of  the  three  tribunals 
of  the  Patent  OflSce  in  an  interference  proceeding  in  which  priority 
of  invention  was  awarded  Barnes  and  Thorschmidt,  senior  applicants. 

The  eight  counts  of  the  issue  are  sufficiently  illustrated  by  the  last 
one,  wluch  we  here  reproduce: 

8.  In  a  machine  of  the  character  described,  the  combination  with  a  support 
for  the  material  to  be  Joined,  of  a  transverse  support  arranged  above  said  sup- 
port having  arranged  thereon  a  feeding  device  adapted  to  advance  a  metal 
strip,  means  for  adjusting  said  feeding  device  to  vary  the  extent  of  the  feed, 
a  chuck  arranged  adjacent  to  said  feeding  device  adapted  to  receive  one  end 
of  said  strip,  a  cutting  device  adapted  to  sever  the  end  of  the  strip  within  said 
chuck,  means  for  holding  the  severed  end  of  said  strip  longitudinally  in  a  hori- 
sontal  position  within  said  chuck  and  means  for  forcing  said  severed  end 
edgewise  from  said  chuck,  and  into  the  material  to  be  Joined. 
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As  will  be  observed  from  an  examination  of  the  above  count,  the 
invention  relates  to  a  machine  for  driving  corrugated-sheet-metal 
fasteners,  which  fasteners  are  used  in  preparing  the  parts  of  wooden 
boxes.  The  counts  call,  for  means  for  feeding  a  strip  of  material 
from  which  the  fasteners  are  made,  means  for  cutting  off  the  fas- 
teners, means  for  varying  at  will  the  length  of  the  fasteners  to  be  cut 
off,  and  means  for  then  driving  them. 

Each  of  the  Patent  Office  tribunals  has  found  that  the  first  machine 
of  the  appellees  was  constructed  in  August  or  September  of  1905,  and 
the  evidence  of  those  parties  fully  sustains  that  finding.  The  same 
tribunals  have  found  that  the  first  machine  of  Williams  was  not  con- 
structed until  early  in  November  of  the  same  year  and  have  restricted 
him  to  that  date  as  his  date  of  conception.  The  correctness  of  the- 
finding  as  to  the  date  when  the  first  Williams  machine  was  completed 
is  not  challenged,  but  appellant  does  insist  that  the  Office  should 
have  awarded  him  an  earlier  date  of  conception.  His  appeal  is  di- 
rected to  this  feature  of  the  Office  ruling.  We  have  examined  with 
care  all  the  evidence  introduced  by  him  and,  while  we  are  impressed 
with  the  character  and  apparent  fairness  of  his  witnesses  and  the 
truthfulness  of  his  own  testimony,  his  evidence,  taken  as  a  whole, 
has  failed  to  convince  us  that  prior  to  the  construction  of  the  first 
Barnes  and  Thorschmidt  machine  he  had  a  complete  conception  of 
the  invention.  Each  of  the  Patent  Office  tribunals  has  carefully  re- 
viewed the  testimony  and  it  would  serve  no  useful  purpose  for  us 
to  cover  the  same  ground. 

We  therefore  cuffirm  the  decision  of  the  CorwnUssioner. 


(Coart  of  Appeals  of  tbe  District  of  Columbia.] 

Slick  v.  Hansen. 

Decided  May  SO,  191$. 

181  O.  G.,  1076;  38  App.  D.  O.,  181. 

INTEBFEBENCE — PbIOBITY. 

H.,  who  was  the  first  to  conceive  the  invention,  Held  lacking  in  diligence 
in  reducing  the  same  to  practice  and  priority  awarded  to  S. 

Mr.  C.  C.  Linthieum  and  Mr.  W.  0.  Belt  for  the  appellant 
Mr.  J.  /.  Kay  and  Mr.  R.  D.  Totten  for  the  appellee. 
Van  Orsdbl,  «/.; 

This  is  an  appeal  from  the  decision  of  the  CcMOMnissioner  of  Patents 
in  an  interference  proceeding.  The  invention  relates  to  the  reforg- 
ing  of  worn  steel  car- wheels.  It  is  unnecessary  to  discuss  the  issue 
of  the  mterference,  since  but  the  single  question  of  the  diligence  of 
the  appellee  is  presented  upon  a  conceded  state  of  facts, 
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Appellee  conoeived  the  inventiim  August  11,  1906,  and  ccmstnic- 
tivelj  reduced  it  to  practice  by  filing  his  applicatioOL  tor  a  patent 
June  13, 1908.  Appellant  conceived  the  invention  in  Novembw,  1906, 
and  constructively  reduced  it  to  practice  by  filing  his  application 
December  12,  1907.  Priority  was  awarded  appellee  by  the  concur- 
rent decisions  of  the  tribunals  of  the  Patent  Office. 

It  appears  that  both  the  parties  are  men  skilled  in  the  art  of 
manufacturing  car-wheels.  Appellee  is  president  of  the  Forged 
Steel  Wheel  Company,  the  Standard  Steel  Car  Company,  and  the 
Standard  Truck  Company.  His  experience  with  dies  for  working 
metal  prior  to  the  time  he  took  up  the  manufacture  of  forged  wheels 
extended  over  a  period  of  twelve  years-  During  that  time  he  was 
•connected  with  the  Schoen  Manufacturing  Company,  the  Schoen 
Pressed  Steel  Company,  the  Pressed  Steel  Car  Company,  and  the 
Standard  Steel  Car  C(Hnpany. 

Prior  to  August,  1906,  appellee  had  organized  the  Forged  Steel 
Wheel  Company,  capitalized  it,  and  was  engaged  in  the  c(»istruction 
of  a  plant  at  a  cost  of  $1,000,000,  for  the  manufacture  of  forged 
steel  car-wheels.  He  had  acquired  patents,  and  had  a  number  of 
other  applications  pending  for  patents,  on  car- wheels,  for  the  manu- 
facture of  which  the  plant  was  being  constructed.  Appellee  att^npts 
to  account  for  his  delay  of  almost  two  years  in  reducing  to  practice 
on  the  ground  that  the  completion  of  the  plant  was  essential  to  test 
out  the  utility  of  the  invention.  We  are  familiar  with  the  rule  that 
where  an  invention  on  its  face  is  of  doubtful  utility,  and  requires 
special  and  novel  machinery  to  produce  it,  reasonable  delay  for  the 
purpose  of  making  the  necessary  device  for  producing  it  and  enabling 
the  inventor  to  reduce  it  to  practice  will  be  tolerated.  We  are  also 
familiar  with  the  cases  in  which  an  inventor  ha^  been  indulged  in 
delaying  reduction  to  practice  where  the  invention  forms  only  an 
element  in  a  complex  structure,  and  its  utility  cannot  be  tested  until 
the  whole  device,  of  which  it  is  a  part,  can  be  constructed.  But  the 
invention  here  is  a  complete  entity.  It  is  not  a  part  of  a  mechanism 
or  system  upon  the  successful  operation  of  which  the  whole  depends. 
Car-wheels  of  the  proposed  design  had  long  been  in  use.  All  that 
it  was  proposed  to  do  was  to  take  an  ordinary  worn  steel  wheel  and 
reforge  it  into  the  proportions  of  a  new  wheel.  Neither  is  the  in- 
vention of  that  unknown  and  novel  character  which  justifies  delay 
for  the  purpose  of  manufacturing  a  new  and  special  device  with 
which  to  produce  it,  and  where  the  production  of  the  completed 
article  of  invention  is  necessary  to  establish  the  probability  of  its 
utility,  to  an  extent  that  would  justify  the  inventor  in  applying  for 
a  patent. 

It  is  conceded  that  the  necessary  dies  for  the  reforging  process 
could  have  been  made  in  a  few  days;  that  appellee  had  all  tiie  fiacili- 
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ties  at  hand  for  their  speedy  construction.  It  is  in  evidence  that 
steel  car-wheels  were  manufactured  by  the  Schoen  Steel  Wheel 
Company,  the  Midvale  Steel  Company,  and  the  Standard  Steel 
Works,  and  that  the  Standard  Steel  Company,  the  Schoen  Steel 
Wheel  Company,  the  Midvale  Steel  Company,  the  Bethlehem  Steel 
Company,  the  Standard  Steel  Works,  and  the  American  Car  & 
Foundry  Company  all  had  hydraulic  presses,  some  of  which,  at  least, 
had  sufScient  capacity  to  have  enabled  appellee  to  have  tested  out  his 
invention.  Especially  does  it  appear  that  such  presses  were  present 
in  the  wocks  of  the  Bethlehem  Steel  Company,  where  the  large  cast- 
ings were  being  made  to  be  used  in  appellee's  new  plant.  With  these 
facilities  at  hand,  we  think  appellee  was  not  justified  in  delaying 
his  application  for  a  period  of  almost  two  years,  during  which  time 
appellant  not  only  conceived  the  invention,  but  reduced  it  to  practice 
by  filing  his  application  in  the  Patent  Office.  We  think  it  clearly 
appears  from  the  evidence  that  the  $1,000,000  plant  was  not  being 
constructed  primarily  for  the  purpose  of  testing  out  this  invention. 
Neither  did  the  wheel  in  issue  ccMistitute  an  essential  element  in  the 
system  or  plan  which  necessitated  the  erection  of  the  plant  The 
company  was  formed  and  the  construction  work  begun  before  the 
date  which  appellee  fixes  as  his  date  of  conception  of  this  invoation. 
While  he  may  have  intended  ultimately  to  reduce  the  invention  to 
practice  upon  the  completion  of  the  plant,  it  is  clearly  apparent 
from  the  other  plants  to  which  he  had  access,  or  could  have  had  ac- 
cess, capable  of  enabling  him  to  reduce  it  to  practice,  that  he  was  not 
justified  in  his  delay.  The  excuse  that  he  was  waiting  for  the  com- 
pletion of  his  plant  to  test  out  the  invention  is  not  substantiated 
by  his  actions,  since  he  finally  filed  his  application  in  the  Patent 
Office  before  he  made  a  successful  test. 

The  decision  of  the  Oormnissioner  of  Piitents  is  reversed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Reversed. 

[Court  of  Appeals  of  the  District  of  Columbia.] 

POFFENBABGER  V.  OlSON. 

Bedded  ApHI  1,  X912, 

182  O.  G.,  249;  38  App.  D.  C,  528. 

INTEBFESENGE — PBIOBITT. 

Evidence  reviewed  and  Held  that  O.  had  not  sustained  the  burden  of 
proof  on  him  as  junior  party  and  that  he  derived  his  knowledge  of  the 
Invention  from  P.,  to  whom  priority  should  be  awarded. 

Mr,  J,  L.  Hopkins  for  the  appellant. 
Mr.  William  Small  for  the  appellee. 
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This  is  an  interference  proceeding  in  which  the  Examiner  of 
Interferences  awarded  priority  of  invention  as  to  two  of  the  three 
counts  to  Olson,  and  as  to  the  third  count  to  PoflFenbarger.  The 
Examiners-in-Chief  awarded  priority  as  to  all  three  coonts  to  Poffen- 
barger,  while  the  Commissioner  reversed  that  decision  as  to  the  first 
and  second  counts  and  awarded  priority  as  to  those  counts  to  Olson. 

The  invention  relates  to  a  paper  bottle  or  liquid-container  and 
differs  from  the  prior  art  in  that  the  walls  of  the  receptacle  are 
secured  by  stitching  prior  to  the  application  of  paraffin,  and  in  tlie 
further  detail  that  the  top  is  folded  upon  itself  to  form  a  closure. 

Count  3  differs  from  the  other  counts  in  that  it  calls  for  two  or 
more  parallel  and  vertical  lines  of  stitching  at  the  meeting  edges  of 
the  body-sheet  of  the  paper,  while  the  other  counts  are  silent  as  to 
the  number  of  rows  of  stitching.  Count  3  also  calls  for  a  sealing 
means  extended  through  the  folded  closure.  It  is  difficult  to  per- 
ceive wherein  there  is  any  patentable  distinction  between  this  count 
and  the  other  two.    We  here  reproduce  counts  1  and  3: 

1.  As  a  new  article  of  manufacture,  a  paper  bottle  whose  side  walls  are 
formed  of  a  single  blank  cnt  to  form  a  tmncated  cone,  the  meeting  edges  of 
said  blank  being  overlapped  and  stitched  together,  said  bottle  having  a  circular 
bottom  member  fitted  in  the  larger  end  of  the  bottle  and  provided  with  a 
downtomed  annular  marginal  flange  which  is  secured  to  said  side  walls  by 
stitching,  the  bottles  so  constructed  being  treated  to  make  the  paper  impervious 
to  moisture  and  the  seams  water-tight 

8.  In  a  paper  container,  the  combination  of  a  conoidal  body  formed  from  a 
single  sheet  of  paper  whose  meeting  edges  are  secured  by  two  or  more  parallel 
and  vertical  lines  of  stitching;  a  bottom  member  secured  in  place  at  the  lower 
end  of  the  body  member  by  means  of  one  or  more  lines  of  stitching ;  the  mouth 
of  the  body  member  being  folded  over  upon  itself  to  form  a  flat  closure  and 
sealing  devices  extending  through  said  closure,  substantially  as  described. 

Poffenbarger  is  the  senior  party,  having  filed  his  application  on 
October  5,  1908.  He  alleged  reduction  to  practice  about  January 
of  the  same  year.  The  Olson  application  was  filed  April  12,  1909. 
In  his  preliminary  statement  he  alleged  conception  and  disclosure 
January  7,  1908,  drawings  January  20th,  and  reduction  to  practice 
March  l7th  of  the  same  year. 

At  the  time  the  invention  was  made  Poffenbarger  was  president  of 
the  Sanitary  Paper  Milk  Bottle  Company,  located  at  St  Louis,  Mo., 
the  stock  of  which  Olson  was  then  endeavoring  to  sell.  Prior  to 
Poffenbarger's  connection  with  the  company  he  had  been  connected 
with  a  wood-finishing  company  and  also  with  a  varnish  company, 
and  had  become  interested  in  various  types  of  liquid-containers.  He 
testifies  that  some  time  in  November  or  December  of  1907  he  con- 
ceived the  invention,  and  that  on  the  29th  of  December  of  that  year 
he  made  a  model,  which  he  has  introduced  as  his  Exhibit  No.  L 
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This  exhibit  is  hand-sewed  and  responds  to  the  issue  except  that  it 
has  not  been  paraffined  and  contains  but  one  row  of  stitches.  As  it 
was  then  well  understood  that  such  paper  receptacles  must  be  paraf- 
fined to  render  them  impervious  to  liquid,  the  model  discloses  all  that 
was  new.  We  attach  no  importance  to  the  lack  of  more  than  one 
vertical  row  of  stitching.  Given  the  idea  of  stitching,  the  double 
row  became  a  mere  mechanical  development.  This  model  Poffen- 
barger  says  he  exhibited  to  his  wife  and  stepson,  Charles  C.  Aldrich, 
both  of  whom  testify  that  they  saw  it.  He  also  says  that  on  New 
Year's  Eve  of  1907  he  took  the  model  to  the  Jai  Alai  Skating  Rink 
for  the  purpose  of  showing  it  to  a  Mr.  Dingelstedt,  who  was  president 
of  the  corporation  operating  the  rink  and  who  subsequently  became 
interested  in  the  Pyraform  Bottle  Mfg.  Co.  of  St.  Louis,  organized 
to  exploit  the  invention.  It  was  for  the  purpose  of  interesting  him 
in  the  invention  that  Poffenbarger  interviewed  him.  Mr.  Dingel- 
stedt is  enabled  to  fix  the  date  when  this  model  was  shown  him  by 
reason  of  the  fact  that  he- was  in  a  hurry  to  leave  the  rink  to  go  down 
town  to  see  the  old  year  out  and  the  new  year  in.  He  fixes  the  time 
of  the  interview  as  some  time  between  8.30  and  11  o'clock  in  the 
evening.  He  positively  identifies  the  model  as  the  one  shown  him  at 
the  time.  His  testimony  is  reasonable  and  not  easily  explained 
away.  Some  attempt  has  been  made  by  Olson  to  show  that  Poffen- 
barger reached  the  home  of  a  Mrs.  Marsh  in  St.  Louis  about  8.80 
of  the  same  evening  and  hence,  it  is  argued,  he  could  not  have  been 
at  the  rink  at  the  precise  time  indicated  in  Dingelstedt's  testimony. 
Poffenbarger,  in  his  cross-examination,  Dingelstedt  already  having 
testified,  was  asked  whether  the  interview  occurred  between  8.30  and 
11  o'clock,  and  replied:  "  Yes,  sir;  in  the  early  part  of  the  evening.^ 
Olson's  rebuttal  testimony  falls  short  of  establishing  with  any  degree 
of  definiteness  just  when  the  Poffenbargers  did  reach  Mrs.  MarshV 
home  and,  in  our  view,  the  testimony  concerning  the  interview  at  the 
rink  is  not  at  all  discredited.  The  party  which  Mrs.  Marsh  was 
giving  was  a  "  watch  party,"  the  refreshments  not  being  served  until 
twelve  o'clock.  There  was  no  especial  reason,  therefore,  why  the 
guests  should  arrive  at  an  early  hour,  and  no  reason  whatever  for 
remembering — two  years  after  Uie  event — just  when  they  did  arrive. 
Poffenbarger  further  testifies  that  on  the  first  Sunday  in  January, 
1908,  he  showed  this  same  model.  Exhibit  No.  1,  to  his  attorney,  Mr. 
Hopkins,  and  that  it  was  to  this  invention  that  Mr.  Hopkins  referred 
in  a  letter  written  from  Washington  February  14th,  which  letter  is 
in  evidence.  This  particular  testimony  is  attacked  on  the  ground 
that  Mr.  Hopkins  should  have  testified,  the  contention  being  that  his 
failure  in  this  regard  indicates  that  his  testimony  would  have  been 
unfavorable  had  he  been  called  as  a  witness.  The  testimony  of 
Dingelstedt  stood  uncontradicted,  and  hence  the  testimony  of  Mr. 
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Hopkins  would  have  been  cumulative.  While  this  reason  alone 
would  not  have  been  sufficient  to  excuse  the  failure  to  call  him  as  a 
witness,  the  additional  fact  that  he  was  representing  Poffenbarger 
in  the  taking  of  testimony  does.  It  may  be  suggested  that  counsel 
who  would  knowingly  elicit  false  testimony  would  not  be  likely  to 
hesitate  to  add  his  own  testimony  to  that  of  his  witness.  Poffen- 
barger having  introduced  evidence  tending  to  show  priority  of  con- 
ception^  it  was  open  to  counsel  for  Olson  to  call  Mr.  Hopkins  in 
contradiction  of  Poffenbarger,  if  they  so  desired. 

Poffenbarger  also  insists  that  early  in  January  of  1908  he  showed 
his  model  bottle  to  Olson.  Without  further  reviewing  Poffenbarger's 
evidence,  we  will  now  turn  briefly  to  that  of  Olson.  In  reviewing 
that  evidence  it  must  be  remembered  that  Olson  is  the  junior  party. 
The  opinion  of  the  Commissioner  fails  to  give  due  weight  to  this  fact. 
Olson  states  that  he  first  thought  of  the  invention  about  January  7, 
1908 ;  that  he  mentioned  his  idea  to  a  I^r.  Murphy,  an  oiBcial  of  the 
Sanitary  Company,  who,  according  to  Olson,  expressed  the  opinion 
that  he  was  crazy.  Evidently  not  desiring  this  opinion  to  become 
general  Olson,  as  he  says,  decided  to  keep  quiet  and  work  out  the 
idea  by  himself.  Later  on  he  changed  his  mind,  however,  and  dis- 
closed the  idea  to  a  Mr.  Fizzell,  who  made  a  sketch  which  is  in  evi- 
dence. Some  time  in  1909  Fizzell  dated  the  sketch  as  of  "Jan., 
'08."  Mr.  Fizzell  in  his  testimony,  which  was  entirely  from  mem- 
ory, fixed  the  date  of  this  drawing  as  some  time  in  January.  Olson 
further  testifies  that  about  the  23rd  or  the  24th  of  February  he  met  a 
Mr.  McKee  of  the  Singer  Sewing  Machine  Co.  who  asked  the  witness 
how  they,  the  Sanitary  Company,  were  doing;  that  witness  informed 
him  that  Mr.  Murphy  was  in  Abington,  111.,  trying  to  make  a  machine 
that  would  glue  the  paper  cones  for  a  style  of  bottle  then  being  ex- 
ploited. Witness  further  says  that  McKee  then  asked  "why  we 
did  not  not  sew  the  bottle,"  and  that  witness  told  him  he  had  thought 
of  that  sometime  ago  and  had  told  Mr.  Murphy  about  it,  but  did  not 
have  the  proper  machinery  to  do  it  with.  Whereupon  Mr.  McKee 
suggested  that  if  he,  the  witness,  would  get  the  paper  he,  Mr.  McKee, 
would  sew  a  bottle  so  that  it  could  be  tested ;  that  as  the  result  of  this 
talk  Mr.  McKee  did  sew  a  bottle  which,  after  being  paraffined,  was 
found  to  be  impervious  to  liquid;  that  as  a  result  Poffenbarger  tele- 
phoned Murphy  to  return  and  informed  Murphy,  in  effect,  that  Olson 
had  devised  a  sewed  bottle  which  was  a  great  success.  Murphy,  who 
when  he  testified  had  become  very  hostile  to  Poffenbarger  and  whose 
testimony  is  so  evidently  biased  as  to  render  it  of  little  value,  corrob- 
orates Olson.  A  Mr.  Emig,  whose  interests  are  antagonistic  to  Pof- 
fenbarger but  who  is  evidently  fair  in  his  testimony,  remembers  over- 
hearing a  telephonic  conversation  between  Poffenbarger  and  Mur- 
phy in  which  Murphy  was  informed  that  "  Mr.  Olson  has  found  a 
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way  to  sew  the  bottle  with  a  sewing -mnohine.^^  That  is  probably  what 
Poffenbarger  did  say  over  the  telq>hone,  and  is  not  inconsistent  with 
his  claim  to  being  the  originator  of  the  idea  of  sewing  the  bottle. 
While  he  evidently  did  not  know  that  already  there  were  sewing- 
machines  which  could  do  such  stitching,  he  probably  did  know  that 
the  invention  amounted  to  nothing  unless.it  could  be  practiced  by  the 
use  of  a  machine. 

The  testimony  of  Mr.  McKee,  although  he  was  called  by  Olson,  is 
in  many  material  respects  contradictory  of  and  inconsistent  with  the 
statements  of  Olson.  It  will  be  remembered  that  Olson  testified  that 
about  March  17th  he  saw  Mr.  McKee  and,  in  the  course  of  the  conver- 
sation that  ensued,  informed  him  that  he,  Olson,  had  previously 
thought  of  stitching  the  bottles.  Mr.  McKee  testified  that  Olson 
showed  him  one  of  the  glued  bottles  about  February,  1908,  and  that 
the  first  conversation  he  had  with  Olson  concerning  the  stitching  proc- 
ess was  about  April  1st.  The  witness  further  testified  that  he  th^i 
su^ested  to  Olson  "  that  it  would  be  a  good  idea  to  sew  the  bottle  on 
a  sewing-machine ;  *'  that  this  suggestion  did  not  make  a  very  favorable 
impression  upon  Olson ;  that  previous  to  this  occasion  no  reference  had 
been  made  to  sewing  bottles.  The  witness  further  testified  that  upon 
his  suggestion  Olson  brought  him  some  paper  suitable  for  making 
a  bottle  and  he,  McKee,  found  a  sewing-machine  that  would  make  the 
two  rows  of  stitching,  one  at  a  time.  A  two-needle  machine  of  the 
cylinder  type  was  subsequently  obtained  from  the  factory  by  Mr. 
McKee  for  the  work.    Witness  continued : 

After  the  bottle  was  flnisbed,  It  was  taken  down  to  tbe  office  of  the  Sanitary  - 
Bottle  Mtg.  Co.  by  myBelf  and  giyoi  to  Mr.  Poffenbarger,  whom  I  had  previ- 
ouBly  met,  understanding  that  he  was  the  prime  mover  in  the  business. 

Mr.  McKee  further  testified  that  subsequently  two  machines  for 
experimental  purposes  were  installed  for  the  Sanitary  Company,  and 
that  this  was  done  as  the  result  of  an  interview  with  Poffenbarger 
and  Olson.  Olson  had  testified  that  the  machines  were  set  up  for 
him  personally.  It  is  in  evidence  that  Poffenbarger  subsequently 
suggested  to  Mr.  McKee  that  he  apply  for  the  patent.  This  sugges- 
tion, however,  may  have  been  the  result  of  a  conception  on  the  part 
of  Poffenbarger  that  the  real  novelty  of  the  discovery  resided  in  the 
utilization  of  machinery. 

We  are  far  from  convinced  that  Olson  has  sustained  the  burden  of 
proof  in  this  case.  The  testimony  in  behalf  of  Poffenbarger,  while 
not  as  clear  and  convincing  as  it  might  have  been,  leaves  little  room 
for  doubt  that  whatever  knowledge  Olson  had  of  the  invention  prior 
to  McKee's  suggestion  as  to  the  use  of  sewing-machines  in  practising 
it  he  gained  from  Poffenbarger. 

The  decision  must  he  reversed. 

Reversed. 
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CGoort  of  Appeals  of  tlio  Dlatxlct  of  Golomlila*] 

Ik  SB  HODKINOOK. 

Bedded  May  SO,  191». 

182  O.  O.,  251;  89  App.  D.  O.,  15S. 

L  PATERTABILITr— AjmOLE — SUPERIOBITT  OF  PlIOCBSS   IMMATEBIAI.. 

In  confildering  the  question  of  the  patentability  of  an  article  ^  made  by 
whatever  process  one  may  choose  to  employ  "  the  superiority  of  the  process 
by  which  it  is  actually  made  is  immaterial. 

2.    Same — Conduit  fob  Electric  Wibes. 

Claims  for  an  iron  or  steel  conduit-pipe  having  an  outer  coating  composed 
of  an  inner  layer  of  copper  applied  directly  to  the  surface  of  the  i^pe  and 
an  outer  layer  of  zinc  Held  unpatoitable  in  view  of  the  prior  art 
(For  OommUHoner^s  deoUion  see  ante,  201;  180  O.  Gf.,  60S.) 

Mr.  O.  P.  Byrnes  for  the  appellant. 

Mr.  R.  F.  Whitehead  for  the  C(mimissioner  of  Patents. 

Van  Qrsdel,  /.; 

This  is  an  appeal  from  the  decision  of  the  Commissione^of  Patents 
rejecting  certain  claims  of  appellant's  application  for  an  improvement 
in  conduits  for  electric  wires.    The  rejected  claims  are  as  follows: 

1.  An  iron  or  steel  conduit  pipe,  capable  of  being  bent  or  flexed  and  having 
on  one  surface  a  coating  composed  of  two  diflTerent  metals,  the  inner  coating 
being  of  a  metal  which  will  adhere  closely  to  the  iron  or  steel  of  the  pipe,  and 
wliich  has  a  greater  afOnity  for  the  outer  coating  than  the  iron  or  steel  of  the 
pipe  ha& 

2.  An  iron  or  steel  conduit  pipe,  capable  of  being  flexed  or  bent,  and  having 
an  outer  coating  composed  of  copi)er  and  sine,  the  copper  being  applied  directly 
to  the  iron  or  steel  surface,  and  the  zinc  being  over  the  copper. 

8.  An  iron  or  steel  conduit  pipe,  capable  of  being  flexed  or  bent,  and  having 
an  outer  coating  composed  of  copper  and  sine,  the  copper  being  applied  directly 
to  the  iron  or  steel  surface,  the  zinc  being  over  the  copper,  and  the  inner  surface 
of  the  pipe  having  a  flexible  enamel  coating. 

4.  As  a  new  article  of  manufacture,  an  iron  or  steel  conduit  pipe  having  an 
outer  coating  composed  of  an  inner  layer  of  copper  applied  directly  to  the  sur- 
face of  the  pipe,  and  an  outer  layer  of  zinc  which  is  of  substantially  uniform 
density  and  thickness,  the  compound  coating  being  capable  of  being  flexed  or 
bent  with  the  pipe. 

5.  As  a  new  article  of  manufacture,  an  iron  or  steel  conduit  pipe  having  an 
outer  coating  composed  of  an  inner  layer  of  copper  applied  directly  to  the  sur- 
face of  the  pipe,  and  an  outer  layer  of  zinc  which  is  of  substantially  uniform 
density,  purity  and  thickness,  the  compound  coating  being  capable  of  being 
flexed  or  bent  with  the  pipe. 

The  object  of  the  invention  sought  to  be  covered  by  a  patent  is  to 
provide  an  article  of  manufacture  consisting  of  a  conduit  for  electric 
wires  with  a  protective  coating  which  will  not  crack  or  flake  off  when 
the  pipe  is  bent.  It  is  composed  of  an  iron  or  steel  conduit-pipe,  on 
the  exterior  surface  of  which  is  an  inner  coating  of  copp^  and  an 
outer  coating  of  zinc. 
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These  daims  were  rejected  by  the  Primary  Examiner  as  defining 
nothing  new  over  certain  patents  in  the  prior  art.  Patent  to  one 
Murphy  discloses  the  application  of  an  internal  enamel  coating  di- 
rectly to  the  pipe.  Patent  to  one  Wahl  shows  the  exterior  coating 
formed  of  an  inner  layer  of  copper  and  an  outer  layer  of  zinc. 

Appellant  seeks  to  differentiate  his  improvement  by  pointing  out 
that  in  the  Wahl  patent  the  zinc  coating  is  applied  by  means  of  the 
^'  hot  galvanizing  "  method,  whereas  he  uses  what  is  known  as  '^  elec* 
trodeposition."  By  the  use  of  this  latter  process  he  claims  that  a 
much  superior  article  is  produced.  It  must  be  remembered  that  this 
is  not  an  application  for  a  patent  for  an  improved  process,  but  for 
an  article  of  manufacture,  made  by  whatever  process  one  may  choose 
to  employ.  Hence,  if  the  claims  fail  to  define  an  article  of  manufac- 
ture patentable  over  the  prior  art,  the  superiority  of  the  process  by 
which  it  is  produced  avails  appellant  nothing. 

Claims  1  and  2  call  for  nothing  more  than  a  pipe  with  an  outer 
coating  composed  of  an  inner  layer  of  copper  and  an  outer  layer  of 
zinc,  which  is  fully  disclosed  in  the  Wahl  patent.  Claim  3  adds  to 
this  the  flexible  coating  of  enamel  applied  to  the  inner  surface  of  the 
pipe,  as  shown  in  the  Murphy  patent.  These  claims  are,  therefore, 
clearly  anticipated. 

Great  stress  is  laid  by  counsel  for  appellant  upon  the  limitations 
in  claims  4  and  5  that  the  outer  layer  of  zinc  is  of  substantially  uni- 
form density,  purity,  and  thickness,  and  that  the  compound  coating 
of  copper  and  zinc  is  capable  of  being  flexed  and  bent.  The  same  ad- 
vantages are  described  as  being  present  in  the  conduit  of  the  Wahl 
patent.  As  the  two  articles  differ,  if  at  all,  but  in  a  matter  of  degree, 
apparently  slight,  we  do  not  feel  justified  in  overturning  the  rulings 
of  the  experts  of  the  Patent  Office  upon  this  technical  question.  It 
may  be  that  appellant  has  a  novel  process  for  which  he  is  entitled  to 
a  patent,  but  upon  this  point  we  express  no  opinion. 

The  decision  of  the  OoTnmdssioner  of  Patents  is  affirmed^  and  the 
derk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Affirmed. 


[Court  of  Appeals  of  the  DlBtrict  of  Columbia.] 

In  be  Independent  Breweries  Company, 

Decided  May  SO,  191%. 

182  O.  a,  261;  89  App.  D.  0..  118. 

1.  Trade-Mabkb — Goods  of  Same  Descriptive  Fropertibs — "Beer**  and 
"  Brewed  Beverage,  Containing  Less  Than  One-Half  op  One  Pkr  Cent,  or 
Alcohol." 

A  beverage  composed  of  malt  and  containing  less  than  one-half  of  one  per 
cent,  of  alcohol  HeM  to  constitute  goods  of  the  same  descriptive  properties 
as  beer. 
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2.  Sauk—Similabitt — "Ambeb  Bbad"  and  "Aubsb." 

The  mark  "Amber  Bead  "  Held  properly  refused  registration  in  view  of 
the  prior  registration  of  "Amber  '*  as  a  trade- mark  for  goods  of  the  same 
desciptlve  properties. 

(For  Commi88ioner*8  decision  see  O.  D.,  1911,  t06;  172  O,  O.,  8SS.) 

Mr.  J,  A.  Carr  and  Mr,  A,  M.  Holcombe  for  the  appellant. 
Mr.  W.  S,  Ruckman  for  the  Commissioner  of  Patents. 

RoBB,  /.; 

By  this  appeal  the  Independent  Breweries  Company  seeks  a  re- 
versal of  the  decision  of  the  Commissioner  of  Patents  refusing  regis- 
tration of  the  words  "Amber  Bead  "  as  a  trade-mark  for — 

a  beverage  composed  in  part  from  malt  and  containing  less  than  one-half  of  one 
per  cent,  alcohol. 

The  groimd  of  the  Commissioner's  action  was  the  prior  registration, 
by  the  George  Weidmann  Brewing  Company,  of  the  word  "Amber  " 
as  a  trade-mark  for  beer.  That  the  two  marks  are  deceptively  similar 
is  plain.  {In  re  Herbst  Importing  Co.,  C.  D.,  1908,  383:  134  O.  G., 
1565;  30  App.  D.  C.,  297;  Schoenhofen  Breiiring  Co.  v.  Maltine  Co.^ 
C.  D.,  1908,  38G;  134  O.  G.,  1804;  30  App.  D.  C,  346.) 

But,  it  is  insisted,  the  marks  are  not  applied  to  goods  of  the  same 
descriptive  properties.  This  contention  must  fail.  The  general  and 
essential  characteristics  of  tibe  goods  to  which  the  two  marks  are 
applied  are  the  same,  and  this  is  suflScient.  (Walter  Baker  <&  Co.  v. 
Harrison,  C.  D.,  1909,  284;  138  O.  G.,  770;  32  App.  D.  C,  272;  Phoe- 
nix Paint  <&  Varnish  Co.  v.  Leiois,  C.  D.,  1909,  303;  139  O.  Q.,  990; 
82  App.  D.  C,  285.)  In  the  first  of  those  cases  it  was  ruled  that  coffee 
and  cocoa  are  goods  of  the  same  descriptive  properties  within  the 
meaning  of  the  trade-mark  statute,  and  in  the  second  that  paste  paints 
and  ready-mixed  paints  are  of  the  same  descriptive  properties.  In 
the  present  case  the  only  real  difference  between  the  goods  of  the  two 
parties  is  that  there  is  less  alcohol  in  one  than  in  the  other 

For  the  reasons  set  forth  in  the  two  cases  to  which  we  fuive  referred^ 
the  decision  of  the  Commissioner  is  affirmed. 

Affirmed. 


[Court  of  Appeals  of  the  District  of  Colambia.] 

Ledkber  v.  Walker. 

Decided  May  SO,  1912. 

182  O.  G.,  511 ;  39  App.  D.  C,  122. 

1.   INTEBFERENCE— PbIOBITY — REDUCTION  TX)  PRACTICE— OONCEALMEWT. 

"The  principle  governing  Mason  v.  Hepburn,  and  cases  following  It 
applies  where  the  facts  and  circumstances  of  Inaction  show  an  intentlozi 
to  abandon,  suppress,  or  conceal  the  knowledge  of  the  inveution,  until 
notice  of  the  entry  of  a  subsequent  inventor  on  the  unoccupied  field  induces 


Digitized  by 


Google 


DECISIONS  OF  UHITBD  STATB8  G0UEI6  IN  PATENT  CASSS.      561 

activity ;  and  that  mere  delay,  not  induced  by  such  facts  and  circumstancea, 
may  be  explained  and  accounted  for  in  accordance  with  the  general  prin- 
ciples governing  the  equitable  doctrine  of  laches." 
2.  Same — Same — Same — Same. 

"As  Walker's  application  was  not  stimulatCKi  by  knowledge  of  Lederer's 
subsequent  invention,  we  are  of  the  opinion  that  his  delay  in  making  the 
same,  under  all  the  facts  and  circumstances  stated,  was  not  so  inexcusable 
as  to  estop  him  flrom  claiming  the  reward  of  his  earlier  invention  " 
(For  ComnUaHimer's  decision  see  ante,  iTt;  179  O.  G.,  851.) 
Mr.  E.  A.  Byrnes  J  Mr,  J.  H.  Brickensteiriy  and  Mr.  DelpJUn  M. 
Delmas  for  the  appellant. 
Mr,  Guy  Cunnmgharn  and  Mr,  F.  P.  Fish  for  the  appellee. 

Shepard,  C,  J,: 

This  is  an  appeal  from  a  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding  awarding  priority  to  the  claim  of 
William  H.  Walker  to  the  invention  embraced  in  the  following  issue: 

1.  The  process  for  the  manufacture  of  solutions  suitable  as  lacquers  or  var- 
nishes nnd  for  other  industrial  purposes,  which  consists  in  dissolving  a  suitable 
organic  compound  in  acetylene  tetra-chlorid,  substantially  as  described. 

2.  The  process  for  the  manufacture  of  solutions  suitable  as  lacquers  or  var- 
nishes and  for  other  industrial  purposes,  which  consists  in  dissolving  suitable 
organic  comiM)unds  in  acetylene  tetra-chlorid  and  another  solvent  of  the  said 
compound  substantially  as  described. 

3.  The  process  for  the  manufacture  of  solutions  suitable  as  lacquers  or  var- 
nishes and  for  other  industrial  purposes,  which  consists  in  dissolving  an  acidi- 
lized  cellulose  in  acetylene  tetra-chlorid,  substautlally  as  described. 

4.  The  process  for  the  manufacture  of  solutions  suitable  as  lacquers  or  var- 
nishes nnd  for  other  industrial  purposes,  which  consists  in  dissolving  acetyl 
cellulose  in  acetylene  tetra-chlorid,  substantially  as  described. 

6.  A  composition  of  matter  consisting  of  a  solution  of  acidilized  cellulose  in 
acetylene  tetra-chlorid,  substantially  as  described. 

6.  A  composition  of  matter  consisting  of  a  solution  of  acidilized  cellulose  in 
acetylene  tetra-chlorid  and  another  solvent,  substantially  as  described. 

7.  A  composition  of  matter  consisting  of  a  solution  of  acetyl  cellulose  In 
acetylene  tetra-chlorid,  substantially  as  described 

8.  A  composition  of  matter  consisting  of  a  solution  of  acetyl  cellulose  in 
acetylene  tetra-chlorid  and  another  bolvent,  substantially  as  described. 

As  stated  by  the  appellant,  the  first  five  counts  of  the  foregoing 
issue  embody  the  idea  of  the  solution  of  cellulose  acetate  in  acetylene 
tetrachlorid ;  the  last  three  counts,  the  idea  of  the  solution  of  cellu- 
lose acetate  in  acetylene  tetrachlorid  and  another  solvent. 

It  is  conceded,  as  found  by  the  tribunals  of  the  Office,  all  of  which 
concurred  in  awarding  priority  to  Walker,  that  he  discovered  the 
invention  of  the  issue  in  October,  1901;  and  that  he  reduced  the 
same  to  practice  between  October,  1901,  and  May,  1902.  Lederer, 
a  resident  of  Germany,  filed  his  application  April  10,  1905.  Walker 
filed  October  23,  1905.  A  patent  issued  to  Lederer  November  21, 
1905;  but  as  Walker's  application  was  then  pending  no  advantage 
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accrues  to  Lederer  thereby,  so  far  as  the  burden  of  proof  is  concerned. 
Lederer  was  the  last  to  conceive  and  reduce  to  practice,  but  the  first 
to  enter  the  Patent  Office.  The  reduction  to  practice  by  Walker  con- 
sisted in  trying  the  solvents  and  testing  their  efficiency.  No  commer- 
cial use  was  made.  It  will  be  perceived  that  about  four  years  elapsed 
between  this  test  and  the  filing  of  his  application.  The  appellant 
has  conceded  the  facts  and  bases  his  contention  of  error  on  Walker's 
delay.    He  relies  on  the  following  assignment  of  error: 

The  Ck)mmi68ioner  erred  In  not  holding  that  Walker  was  barred  by  his  own 
laches  from  applying  for  a  patent  as  against  Lederer,  a  subsequent  independent 
inventor,  who  had  made  his  invention  in  good  faith,  without  Isnowledge  or 
netice  of  Walker's  prior  invention  or  claim. 

His  contention  is  thus  stated: 

We  contend  that  the  claim  of  a  first  inventor  for  a  patent  is  lost  by  his 
unreasonable  neglect  after  he  haB  reduced  his  invention  to  practice  to  apply 
for  a  patent. 

Our  contention — 

he  further  says — 

is  that  neither  an  actual  Intention  to  abandon,  nor  other  stattitory  bar  Is  an 
essential  or  Indispensable  element  to  the  postponement  of  the  first  inventor's 
claim  of  priority,  and  that  such  postponemeit  may  be  based  upon  the  sole 
ground  of  negligence  in  applying  for  a  patent.  The  doctrine  upon  which  we 
rely  is  based  neither  upon  the  idea  of  abandonment,  nor  upon  that  of  immoral 
intent.    Laches  constitutes  its  sole  foundation. 

This  clear  and  candid  statement  of  their  position  by  counsel  for 
the  appellant,  which  has  been  maintained  before  every  tribunal  of 
the  Patent  Office,  eliminates  any  question  of  actual  abandonment  of 
the  invention  by  the  appellee,  or  of  an  intent  to  conceal  or  suppress 
knowledge  of  it. 

Counsel  cite  many  decisions  in  support  of  their  contention.  Some 
of  these  relating  to  laches  in  making  actual  or  constructive  reduction 
to  practice  after  the  complete  conception  of  an  invention  have  no 
bearing  on  this  controversy,  because  reduction  had  been  made  before 
the  independent,  rival  inventor  entered  the  field.  Many  of  the  other 
cases  cited  are  reviewed  in  Mason  v.  Eephum^  (C.  D.,  1898,  510; 
84  O.  G.,  147;  13  App.  D.  C,  86,)  on  which  reliance  is  had.  Mason  v. 
Hephum  was  a  case  of  deliberate  secretion  of  an  invention  after  its 
reduction  to  practice,  for  about  seven  years,  during  which  interval 
another,  without  knowledge  of  the  work  of  the  first  inventor,  con- 
ceived the  same  invention,  and  procured  a  patent  for  it.  The  first 
inventor  was  stirred  to  activity  by  the  knowledge  of  the  latter's 
patent.  It  was  held  that  the  first  inventor  had  lost  his  right.  In  an 
opinion  reviewing  the  previous  decisions  bearing  on  the  principle 
involved,  it  was  said, 

Considering,  then,  this  paramount  interest  of  the  public  in  its  bearing  upon 
the  question  as  presented  here,  we  think  it  imperatively  demands  that  a  subae- 
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quent  Inyentor  of  a  new  and  useful  manufacture  or  Improvement  who  has  dili- 
gently pursued  bis  labors  to  tbe  procurement  of  a  patent  in  good  faitb  and 
witbout  any  knowledge  of  tbe  preceding  discoveries  of  anotber  sball,  as  against 
tbat  otber,  who  bas  deliberately  concealed  tbe  knowledge  of  bis  Invention  from 
the  public,  be  regarded  as  tbe  real  invoitor  and  as  such  ^titled  to  his  reward. 

This  has  become  the  settled  doctrine  of  this  court.    (In  re  Mower^ 

C.  D.,  1899,  395;  88  O.  Q.,  191;  15  App.  D.  C,  144;  Thomson  v. 
Weston,  C.  D.,  1902,  521;  99  O.  G.,  864;  19  App.  D.  C,  373; 
Matthes  V.  BuH,  C.  D.,  1905,  674;  114  O.  G.,  764;  24  App.  D.  C, 
265;  Dieckmann  v.  Brune,  C.  D.,  1911,  436;  171  O.  G.,  1258;  37 
App.  D.  C,  399.  See  also  Curtain  Supply  Co.  v.  National  Lock 
Washer  Co.j  174  Fed.,  45-47.)  In  each  of  those  cases  there  was  a 
deliberate  suppression  of  the  invention  for  different  periods,  during 
which  another  independent  inventor  entered  the  field  and  reducing 
the  invention  diligently  to  practice,  introduced  it  to  the  trade.  The 
first  inventor  was  in  each  instance  stirred  to  activity  by  the  knowl- 
edge of  his  rival's  successful  exploitation  of  the  invention.  In  other 
cases  the  doctrine  is  approved,  though  not  essential  to  the  particular 
decision.    ( Warner  v.  Smithy  C.  D.,  1898,  517 ;  84  O.  G.,  311 ;  13  App. 

D.  C,  111;  Howard  v.  Bowes,  C.  D.,  1908,  547;  137  O.  G.,  733;  31 
App.  D.  C,  619.) 

None  of  the  cases  cited  support  the  doctrine  that  mere  delay  in 
applying  for  a  patent,  after  actual  reduction  to  practice,  will  neces- 
sarily subordinate  the  first  inventor^s  right  to  one  who  in  the  mean- 
time has  applied  for  a  patent  for  the  same  invention;  though  it  may 
be  a  potent  circumstance  in  determining  whether  the  alleged  reduc- 
tion to  practice  had,  in  fact,  been  made.  The  right  of  the  first 
inventor  who  has  actually  reduced  to  practice  has  always  been 
respected  where  there  is  no  doubt  of  actual  reduction  to  practice,  and 
consideration  has  always  been  given  to  the  circumstances  excusing 
the  delay.  (Esty  v.  Newton,  C.  D.,  1899,  284;  86  O.  G.,  799;  14 
App.  D.  C,  50.)  In  that  case  it  was  held  that  the  circumstances  of 
the  delay  did  not  bring  it  within  the  operation  of  the  principle  gov- 
erning Mason  v.  Hepburn,  supra.    It  was  said, 

By  actual  reduction  to  practice  tbe  right  to  the  invention  becomes  perfect* 
and  can  only  become  subordinate  to  tbe  claim  of  a  subsequent  hona  fide  inventor 
by  some  such  course  of  conduct  as  that  shown  in  Mason  v.  Hepburn,  supra, 
and  cases  therein  cited.  The  importance  of  mere  delay  whUe  the  inventor  is 
engaged  in  the  prosecution  of  other  improvements  in  the  same  art  is  in  its 
weight,  more  or  less  great,  according  to  tbe  explanatory  circumstances,  in 
determining  whether  tbe  attempted  reduction  to  practice  of  the  device  amounted 
to  an  actual  demonstration  of  its  practical  efficacy  and  utility  or  fell  short 
thereof  and  rendered  it  nothing  more  than  an  abandoned  experiment. 

Later,  apprehending  that  there  was  a  disposition  to  give  the  doc- 
trine of  Mason  v.  Hepburn  a  wider  scope  than  was  justified,  the  court 
took  occasion  to  say  that  the  rule  of  that  case  ^'  will  not  be  extended 
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to  any  case  not  coming  clearly  within  it."  {McBerty  v.  Cook^  C.  D., 
1900,  248;  90  O.  G.,  2295;  16  App.  D.  C,  133.  See  also  Oliver  v. 
FeJbel,  C.  D.,  1902,  565;  100  A.  G.,  2384;  20  App.  D.  C,  255.)  In 
Oliver  v.  Felbel^  Mr.  Justice  Morris  further  explained  the  limitation 
of  the  doctrine  as  follows: 

The  diligence  required  of  an  Inventor  is  diligence  rather  in  the  reduction  of 
bis  invention  to  practice  than  in  application  to  the  Patent  Office  or  in  manu- 
facturing his  device  for  public  use.  It  Is  very  true,  as  we  held  in  Mason  v. 
JJepftttrn,  Warner  v.  Smith,  and  other  cases  that  delay  long  and  unexplained, 
and  yielding  to  activity  only  where  the  knowledge  comes  of  the  entrance  of  a 
rival  on  the  field,  is  always  presumptive  evidence  that  what  is  claimed  to  have 
been  reduction  to  practice  was  no  more  in  fact  than  an  unsatisfactory  or  aban- 
doned experiment.  But  when  reduction  to  practice  has  been  satisfactorily 
shown,  and  there  is  no  unreasonable,  or  unexplained  delay,  there  Is  no  law 
that  would  bar  the  first  or  original  inventor  of  his  right.  In  order  to  give  to 
delay  the  effect  of  destroying  such  a  right,  there  must  be  some  circumstance  of 
concealment,  suppression,  or  abandonment  of  the  invention. 

To  the  same  effect  see  Rolfe  v.  Hoffman,  (C.  D.,  1906,  588;  121 
O.  G.,  1350;  26  App.  D.  C,  336;)  B^trson  v.  Vogel,  (C.  D.,  1907,  669; 
131  O.  G.,  942;  29  App.  D.  C,  388;)  Rolfe  v.  Kaisling  v.  Leeper, 
(C.  D.,  1909,  393;  143  O.  G.,  562;  32  App.  D.  C.,  582.)  In  the 
last  named  case,  Leeper,  to  whom  priority  was  awarded,  conceived 
the  invention  and  undoubtedly  reduced  it  to  practice;  but  he  waited 
four  years  before  applying  for  a  patent.  Under  the  explanatory 
circumstances  the  delay  was  held  no  bar.  Having  found  the  facts 
concerning  the  earlier  conception  of  Leeper  and  his  reduction  to 
practice,  Mr.  Justice  Robb,  who  delivered  the  opinion  of  the  court, 
said: 

There  is  no  controversy  regarding  the  date  to  which  Leeper  is  entitled, 
which  is  earlier  than  the  earliest  date  even  claimed  by  Rolfe.  It  is,  however, 
contended  that  I^eeper  by  his  long  delay  In  filing  his  application  Is  estopped  to 
Bet  up  his  rights  against  those  of  Rolfe,  who  was  diligent  both  in  respect  to 
reduction  to  practice  and  in  applying  for  a  patent.  It  is  true  that  Leeper's 
application  was  not  filed  until  May  28,  1904.  It  is  also  true  that  he  did  not 
conceal  or  abandon  his  invention.  The  evidence  shows  quite  the  contrary.  He 
appears  to  have  realised  its  value,  to  have  discussed  it  freely  with  others, 
and  to  have  endeavored  to  interest  men  of  means  to  exploit  it.  We  do  not 
thinlc  the  evidence  brings  the  case  within  the  doctrine  enunciated  in  Mason  v. 
Hepburn,  (C.  D.,  1898,  510;  84  O.  G.,  147;  18  App.  D.  C,  88;)  and  Warner  v. 
Bmith,  (C.  D.,  1898,  617;  84  O.  G.,  311;  13  App.  D.  C,  111,)  but  rather  under 
the  rule  announced  in  Rolfe  v.  HoffiMn,  (C.  D.,  1906,  588;  121  O.  G.,  1350; 
26  App.  D.  C,  886.) 

The  foregoing  review  shows  that  the  principle  governing  Mason 
V.  Hepburn,  and  cases  following  it,  applies  where  the  facts  and 
circumstances  of  inaction  show  bji  intention  to  abandon,  suppress,  or 
conceal  the  knowledge  of  the  invention,  until  notice  of  the  entry  of  a 
subsequent  inventor  on  the  unoccupied  field  induces  activity;  and 
that  mere  delay,  not  induced  by  such  facts  and  circumstances,  may 
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be  explained  and  accounted  for  in  accordance  with  the  general 
principles  governing  the  equitable  doctrine  of  laches.  It  remains 
to  consider  the  evidence  of  Walker  explanatory  of  his  delay  and 
apply  thereto  the  principles  of  law  that  have  been  declared. 

As  we  have  seen,  it  is  admitted  that  there  was  no  intention  on  the 
part  of  Walker  either  to  abandon  his  invention  after  testing  Its 
efficacy,  or  to  conceal  it  from  the  knowledge  of  the  public.  The 
charge  against  him  is  that  he  .slept  upon  his  rights,  for  about  four 
years,  and  thus  by  his  failure  to  apply  for  a  patent  during  that  time 
he  has  forfeited  his  right  to  the  later  inventor. 

The  later  inventor,  who  in  his  laboratory  in  Grermany  had  made 
the  same  discovery  and  tested  it  as  Walker  had  done,  had  not  made 
commercial  use  of  the  invention;  nor  had  he  obtained  a  patent  for 
it  prior  to  the  filing  of  Walker's  application.  Walker  had  no 
knowledge  of  Lederer's  discovery  and  was  not  roused  to  action 
thereby.  Lederer's  application  for  the  patent  was  not  known  to 
him  because  of  the  rule  of  secrecy  that  governs  Patent  Office  pro- 
cedure in  such  matters. 

Coming  now  to  the  facts  relating  to  Walker's  discovery  of  the 
solvent,  his  test  of  the  same,  and  the  excuses  for  his  delay  in  apply- 
ing for  a  patent,  it  appears  that  he  was  a  learned  and  skilful  chemist. 
He  had  been  an  instructor  in  chemistry  in  a  Pennsylvania  college, 
and  in  the  Boston  Institute  of  Technology;  later  was  professor  of 
industrial  chemistry  in  the  latter  institution.  In  1901,  he  entered 
into  partnership  with  Arthur  D.  Little,  who  was  also  a  skilled 
chemist  with  reputation  for  his  work  in  cellulose  and  its  derivations, 
to  engage  in  analytical,  consulting,  and  research  work  in  chemistry. 
Cellulose  nitrate  had  long  been  in  use  with  well>known  solvents, 
but  there  was  a  lack  of  practical  solvents  for  cellulose  acetate. 
Chloroform  and  phenol  had  been  used  as  solvents,  but  their  use  com- 
mercially was  attended  with  serious  practical  disadvantages.  Being 
interested  in  the  development  of  the  uses  of  cellulose  acetate.  Walker 
was  energetic  in  his  efforts  to  discover  an  additional  solvent  that 
could  be  utilized.  In  the  course  of  those  efforts  he  conceived  the 
idea  that  acetylene  tetrachlorid  would  accomplish  the  purpose.  This 
compound  was  little  known.  It  had  never  been  produced  in  the 
United  States,  and  in  Europe  only  as  a  laboratory  experiment  It 
could  not  be  obtained  in  the  market  at  the  time  of  his  c(Miception  of 
its  availability  as  an  efficient  solvent.  Being  too  busy  at  the  time 
of  his  conception  of  the  idea  in  October,  1901,  to  undertake  the  pro- 
duction of  the  acetylene  tetrachlorid,  he  employed  Professor  Norris 
to  produce  a  small  quantity  in  the  laboratory.  The  latter,  by  a 
method  described  by  a  French  chemist,  Moimeyrat,  succeeded  in  pro- 
ducing a  very  small  quantity.  Walker  and  Norris  found  this  suffi- 
cient to  test  the  solubility  of  cellulose  acetate  therein.    They  found 


Digitized  by  V^jOOQ IC 


666       DECISIONS  OF   UNITED  STATES  COUBTS  IN   PATENT  CASES. 

that  it  dissolved  readily  and  also  in  various  by-products  formed 
during  the  process  of  making  the  acetylene  tetrachlorid.    This  was 
a  reduction  to  practice  of  some  of  the  counts  of  the  issue. 
Later  experiments  reduced  to  practice  the  rra[iaining  counts  in  May, 

1902.  The  invention  was  then  complete.  Walker  communicated  it 
to  Little,  and  obtained  a  written  report  from  Professor  Norris  fully 
explaining  the  entire  process  from  the  production  of  the  acetylene 
tetrachlorid  to  the  final  test  of  the  solution.  During  1902,  Walker 
disclosed  his  invention  to  Mr.  Callan  of  the  General  Electric  Com- 
pany, and  to  Mr.  Buchanan,  head  of  the  experimental  chemical  labo- 
ratory of  Stone  &  Webster,  who  was  then  engaged  in  the  manufacture 
of  chlorin  substitution  products  of  methane  such  as  carbon  tetra- 
chlorid and  chloroform.  There  was  no  injunction  of  secrecy  concern- 
ing the  disclosure.  As  the  acetylene  tetrachlorid  could  not  be  pro- 
cured for  commercial  use.  Walker,  with  the  aid  of  competent  as- 
sistants set  about  methods  of  producing  the  same.  The  attempts 
were  attended  with  serious  and  dangerous  explosions.  Sufficient 
quantities  of  the  compound  were  madexiuring  1902  to  thoroughly  test 
the  efficacy  of  the  solution.  Films  were  made  and  preserved.  But 
the  process  was  too  dangerous  and  expensive  to  obtain  the  new  solvent 
for  commercial  use.  An  experiment  made  in  December,  1902,  was 
attended  with  a  very  damaging  explosion.  Walker  went  to  Europe 
in  the  spring  of  1903,  part  of  his  purpose  being  to  investigate  the 
different  processes  whidi  might  be  useful  for  the  manufacture  of 
chemicals  useful  in  the  preparation  and  handling  of  cellulose  acetate. 
The  making  of  artificial  silk  seems  to  have  been  one  of  his  chief 
objects  of  investigation.  In  August,  1903,  he  and  his  associate  chem- 
ists heard  that  Dr.  Askenasy,  of  Nuremberg,  Germany,  had  a  process 
for  manufacturing  acetylene  tetrachlorid  on  a  commercial  scale,  that 
he  was  working  to  begin.    Walker  wrote  to  Askenasy  in  October, 

1903,  requesting  the  price  in  lots  of  2,000  pounds.  It  was  not  until 
in  a  letter  of  February  24,  1904,  that  Askenasy  replied  stating  that 
he  had  at  last  completed  his  works,  and  quoting  price.    March  8, 

1904,  Walker  wrote  Askenasy  ordering  50  kilos  of  acetylene  tetra- 
chlorid. Askenasy  replied,  April  7,  1904,  that  he  would  make  the 
shipment  of  the  order  in  about  fourteen  days.  Not  receiving  notice 
of  the  shipment  Walker  wrote,  on  May  24,  1904,  making  inquiry. 
June  8,  Askenasy  wrote  saying  it  was  impossible  to  ship  until  the 
following  week,  and  excused  his  delay.  The  shipment  was  finally 
received  in  September,  1904.  Solutions  were  made,  and  in  December 
a  mixture  of  solvent  was  sent  to  the  General  Electric  Company. 
Samples  of  the  solutions  and  films  were  sent  to  France  in  January, 

1905.  Before  going  abroad  in  June,  1905,  Walker  prepared  a  draft 
of  a  specification  for  an  application  for  patent.  It  was  not  in  shape 
for  executing  and  filing.    It  was  woi^ed  on  during  Walker's  absence, 
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by  Little  and  Mork.  It  was  executed  by  Walker  after  his  return 
and  filed  October  23, 1905. 

As  Walker's  application  was  not  stimulated  by  knowledge  of 
Lederer's  subsequent  invention,  we  are  of  the  opinion  that  his  delay 
in  making  the  same,  under  all  the  facts  and  circumstances  stated, 
was  not  so  inexcusable  as  to  estop  him  from  claiming  the  reward  of 
his  earlier  invention.  The  situatk)n  is  quite  similar  to  that  disclosed 
in  Rolfe  v.  KaisUng^  supra,  in  which  the  claim  of  the  earlier  inventor 
was  sustained. 

Perceiving  no  error  in  the  decision  appealed  from^  it  will  he 
aiftrmed.  It  is  so  ordered,  and  the  derk  will  certify  this  decision 
to  the  Commissioner  of  Patents. 

Aifirmed. 

[Coart  of  Appeals  of  the  District  of  Columbia.] 

Western  Electric  Co.,  Assignee  of  McQuarrie  and  Bttllard,  v» 

Martin. 

Decided  May  SO,  191B. 
182  O.  a,  723;  39  App.  D.  C.  147. 

1.  IWTERFEBKNCB— PbIOBITT— CONSTBUCTION   OF  THE  ISSUE. 

"  While  It  is  true  that  the  Issue  will  not  be  strained  to  cover  an  invention 
to  which  it  does  not  naturally  apply  and  that  in  case  of  doubt  or  ambiguity 
the  issue  will  be  read  in  the  light  of  the  specification  in  which  it  first  ap- 
peared, real  and  not  artificial  distinctions  must  be  found  in  the  involved 
applications  or,  obviously,  there  will  be  no  room  for  the  application  of  the 
familiar  rule." 

2.  Same— Same. 

M.  Held  entitled  to  make  the  claims  in  issue  and  the  evidence  Held  to 
establish  conception  and  reduction  to  practice  by  him  prior  to  the  earliest 
date  to  which  McQ.  and  B.  are  entitled  or  at  least  prior  conception  followed 
by  diligence  and  priority  properly  awarded  him. 

Mr.  Charles  Neave  for  the  appellant. 

Mr.  C.  C.  Bulkley  and  Mr,  H.  A.  Swenarton  for  the  appellee. 

RoBB,  J.: 

This  is  an  appeal  from  the  decision  of  the  Patent  Office  in  an  in- 
terference proceeding  in  which  priority  of  invention  was  awarded 
Martin. 

The  invention  relates  to  an  automatic  telephone  system.  As 
originally  declared  the  issue  was  expressed  in  four  counts.  The 
Examiner  of  Interferences  awarded  priority  of  invention  as  to  the 
first  and  second  cx)unts  to  McQuarrie  and  BuUard  and  as  to  the  third 
and  fourth  counts  to  Martin.  This  decision  was  affirmed  by  the 
Board  of  Examiners-in-Chief  and  McQuarrie  and  BuUard  acqui- 
542S2'— 18 89 
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esced  in  that  decision.  Martin  appealed.  The  Commissioner  sus- 
tained his  appeal  and  awarded  priority  as  to  the  counts  involved  to 
him.  Count  1  sufBci^itly  illustrates  the  two  counts  here  directly  in- 
volved and  reads  as  follows : 

1.  In  a  telephone  exchange  system,  the  combination  with  a  line  switching 
device  carrying  line  terminals  and  a  group  of  trunk  terminals,  of  a  moving 
contact  member  for  said  switching  devloe,  automatic  means  for  stuping  said 
member  to  any  of  said  line  terminals  or  the  flrst  trunk  terminal  of  said  group, 
and  means,  actuated  in  case  said  flrst  trunk  is  busy  for  stepping  said  member 
to  a  terminal  of  an  idle  trunk  line. 

We  also  reproduce  count  4,  since,  by  acquiescing  in  the  award  of 
this  count  to  Martin,  McQuarrie  and  BuUard  necessarily  conceded 
him  to  have  been  the  prior  inventor  of  its  subject-matter: 

4.  In  a  telephone  system,  a  plurality  of  lines  any  one  of  which  will  serve  the 
purpose  of  a  calling  subscriber,  means  including  an  automatic  switch  for  auto- 
matically selecting  an  idle  line  for  the  calling  subscriber,  and  means  controlled 
at  said  automatic  switch  for  supplying  talking  current  to  a  subscriber's  sub- 
station. 

The  theory  upon  which  the  Examiner  of  Interferences  and  the 
Board  of  Examiners-in-Chief  based  their  decision  as  to  counts  1 
and  2  was  that  inasmuch  as  these  counts  originated  in  the  McQuarrie 
and  BuUard  application  they  should  be  given  an  interpretation  in 
harmony  with  that  application ;  specifically,  that  the  term  "  trunk  " 
or  "trunk  line,"  as  used  in  these  claims,  is  not  properly  used  to 
define  a  line  to  a  substation  provided  with  a  single  telephone;  that 
the  word  "terminals,"  as  used  in  these  claims,  depends  upon  the 
nature  of  the  line  to  which  it  is  connected.  The  Examiner  was  fur- 
ther of  the  opinion  that'"  line,"  as  used  in  these  two  claims,  signifies 
something  different  from  a  trunkJine.  This  reasoning  was  adopted 
by  the  Board  of  Examiners-in-Chief.  Proceeding  upon  this  theory 
those  tribunals  held  that  the  Martin  application  was  not  intended  to 
disclose  a  system  involving  a  switch  containing  terminals  connecting 
with  trunk-lines. 

The  Commissioner,  while  admitting  that  if  the  appealed  claims 
were  to  be  given  the  restricted  interpretation  placed  upon  them  by 
the  lower  tribunals  Martin  was  not  entitled  to  make  them,  was  of 
the  opinion  that  the  terms  "lines"  and  "trunk  lines,"  as  used  in 
these  counts,  "do  not  require  that  this  technical  meaning  be  read 
into  them,"  and  further  that  if  so  read  the  counts  do  not  set  forth 
a  patentable  invention  over  count  4. 

While  it  is  true  that  the  issue  will  not  be  strained  to  cover  an  inven- 
tion to  which  it  does  not  natuniUy  apply  and  that  in  case  of  doubt  or 
ambiguity  the  issue  will  be  read  in  the  light  of  the  specification  in 
which  it  first  appeared,  real  and  not  artificial  distinctions  must  be 
found  in  the  involved  applications  or,  obviously,  there  will  be  no 
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room  for  the  application  of  the  familiar  rule.  This  consideration  led 
the  Commissioner  to  the  conclusion  which  he  ultimately  reached  in 
favor  of  Martin.  An  examination  of  count  4  discloses  that  it  has  to 
do  with — 

a  plnraUty  of  lines  any  one  of  which  will  serve  the  purpose  of  a  calling  sab- 
scriber — 

and  that  the  term  '^  line,''  as  used  in  this  count,  clearly  may  refer  to 
a  single  line  or  a  trunk-line ;  in  other  words,  the  term  is  used  in  its 
broadest  sense.    In  this  connection  the  Commissioner  said : 

As  stated  by  the  Examiner  of  Interferoices  in  respect  to  count  4,  there  ap- 
pears to  be  no  doubt  as  to  the  right  of  either  party  to  malLe  the  claim.  In  that 
claim  the  word  "  lines "  or  "  plurality  of  lines  "  is  used  broadly  and  it  is  diffi- 
cult to  perceive  any  valid  distinction  between  the  use  of  the  word  "  line"  broadly 
in  count  4  and  the  use  of  the  word  "  line  "  In  count  1,  except  that  certain  of  the 
lines  in  count  1  are  provided  with  terminals  which  are  called  trunk  terminals, 
but  the  equivalent  of  trunk  terminals  are  clearly  common  to  the  structures  of 
both  parties.  In  order,  therefore,  that  claim  4  may  be  read  upon  the  McQuar- 
rie  and  Bullard  structure,  and  it  undoubtedly  does  read  upon  such  structure  if 
the  claim  is  construed  broadly,  the  word  "  line  "  applies  to  a  single  line  or  to  a 
trunk  line.  The  switching  mechanism  referred  to  in  both  count  4  and  count  1 
1h  the  same  whether  it  is  adapted  to  connect  a  calling  subscriber  with  a  single 
line,  a  trunk  line  having  a  single  operative  instrument,  or  one  of  a  series  of 
trunk  lines,  that  is  to  say,  the  essence  of  the  invention,  so  far  as  the  making  of 
automatic  construction  is  conceited,  is  the  same  in  either  case  and  the  distinc- 
tions between  the  use  of  the  word  "  line  "  in  count  4,  and  of  **  line  terminals  " 
and  "  trunk  terminals"  found  in  counts  1  and  2  are,  in  my  opinion,  verbal  rather 
than  differences  of  substance.  This  position  is  believed  to  be  supported  by  the 
^>eeiflcations  of  the  respective  parties. 

In  the  Martin  disclosure,  after  describing  his  invention,  he  says: 

In  this  way  my  improved  system  and  apparatus  is  adapted  to  give  common 
battery  telephone  service  to  subscribers  one  or  more  of  which  may  have  one  or 
more  telephones,  any  one  of  which  will  answer  the  purpose  of  the  calling  sub- 
scriber. 

And  again: 

From  the  foregoing  it  will  be  seen  that  I  provide  means  for  giving  common 
biittery  telephone  service  to  the  subscribers  of  an  automatic  exchange  wherein 
one  or  more  of  such  subscribers  may  have  a  plurality  of  telephones  any  one  of 
which  will  answer  the  purpose  of  a  calling  subscriber. 

As  pointed  out  by  the  Commissioner,  if  certain  of  the  subscribers 
are  allotted  a  single  telephone  and  one  of  the  subscribers  a  plurality 
of  lines,  the  function  of  the  connector  disclosed  by  Martin  will  not 
differ  from  that  disclosed  by  McQuarrie  and  Bullard,  and  this  is 
apparently  true  whether  the  lines  served  by  such  connector  terminate 
in  "  line  terminals  or  trunk  terminals."  It  will  be  observed  from  an 
examination  of  the  claims  here  in  issue  that  no  particular  "busy'* 
test  is  called  for  therein. 

McQuarrie  and  Bullard,  relying  upon  their  record  date,  took  no 
testimony.    Giving  the  claims  the  interpretation  placed  upon  them 
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by  the  Commissioner,  we  think  it  clear  that  the  evidence  of  Martin 
establishes  prior  conception  and  reduction  to  practice,  or  at  least 
prior  conception  followed  by  diligence.  This  entitles  Martin  to  the 
award  of  priority.  Whether,  in  view  of  this  construction  of  the 
claims,  there  is  any  patentable  distinction  between  these  claims  and 
those  awarded  Martin  remains  for  the  consideration  of  the  Patent 
Office. 

The  decision  is  affirmed. 

Affirmed* 


[Coort  of  Appeals  of  the  Dlstriet  of  ColambU.1 

BoLiN  V.  Slinglutf. 

Decided  May  SO,  1912. 

182  O.  G.,  975;  39  App.  D.  C,  134. 

1.  Application — Disclosure — ^Amendment  to  Drawing. 

Where  in  an  application  for  patent  on  an  apparatus  for  drawing  g^nss 
the  specification  stated  that  any  suitable  drawing  mechanism  might  be 
employed,  the  drawing  being  performed  by  the  usual  or  any  desired  form 
of  bait  and  the  air  or  other  fluid  supplied  to  the  article  through  the  body, 
but  no  blowpipe  construction  was  shown  in  the  drawing,  Held  that  the 
Examiner  properly  allowed  an  amendment  to  the  drawing  to  show  a  con- 
ventional construction  of  bait  or  blowpipe  and  operating  mechanism. 

2.  Interference—Priobitt— Right  to  Make  the  Claim. 

The  claim  in  issue  Held  to  properly  read  upon  the  construction  of  both 
parties  and  when  so  read  not  unpatentable  in  view  of  the  prior  art 

(For  Conymi88ioner*8  decision  see  ante,  257;  J 82  O.  G.,  720.) 

Mr.  n.  A.  Seym^ovr  and  Mr.  A.  W.  Bright  for  the  appellant. 
Mr.  Paul  Synnestvedt  and  Mr.  J.  C.  Bradley  for  the  appellee. 

Van  Orsdel,  /.; 

This  is  an  appeal  from  the  decision  of  the  Commissioner  of  Patents 
in  an  interference  proceeding.  The  tribunals  below  were  unanimous 
in  awarding  judgment  of  priority  to  appellee. 

The  invention  in  issue  relates  to  means  for  drawing  glass  cylinders 
in  the  art  of  producing  window  or  other  sheet  glass.  It  is  defined  in 
the  following  count,  which  originated  in  appellant's  application: 

Apparatus  for  drawing  glass  articles  from  a  mass  of  molten  glass,  comprising 
a  glass  tank  containing  the  molten  glass,  a  refractory  body  having  an  opening 
therethrough,  mechanism  supporting  said  body  for  movement  with  relation  to 
the  body  of  the  glass  in  said  tank,  a  blow  pipe,  mechanism  constructed  and 
arranged  to  support  and  lower  said  blow  pipe  into  the  body  of  the  molten  glass 
in  said  tank  through  said  opening  in  said  refractory  body,  and  to  draw  said 
blow  pipe  upward  therefrom  in  the  drawing  process,  and  means  to  supply  a 
blast  of  air  through  said  blow  pipe  during  the  drawing  process. 
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On  August  12,  1907,  appellant  filed  his  application  here  in  inter- 
ference, upon  which  a  patent  was  issued  May  4,  1909.  Appellee  is 
the  junior  party,  not  having  filed  his  application  until  December  3, 
1907.  It  will  be  seen  that  appellant's  patent  was  issued  inad- 
vertently, since  the  two  applications  were  copending;  hence,  no  addi- 
tional burden  is  cast  upon  appellee  by  reason  of  such  issuance. 
Appellee  took  testimony  to  establish  conception  and  reduction  to 
practice  prior  to  appellant's  filing  date,  upon  which  he  alone  relies. 

Appellee's  testimony  shows  that  in  the  apparatus  which  he  claims 
constituted  a  reduction  to  practice  the  cylinders  were  drawn  from 
extensions  or  supplementary  tanks,  and  not  from  the  main  body  of 
the  molten  glass,  as  is  contemplated  in  the  applications  before  us. 
It  is  contended  by  counsel  for  appellant  that,  if  the  issue  be  construed 
to  embrace  this  alleged  reduction  to  practice,  it  is  unpatentable  in 
view  of  the  prior  art,  and,  therefore,  it  should  be  limited  to  the  con- 
struction shown  in  the  interfering  applications.  We  cannot  agree 
with  this  contention.  In  the  earlier  processes,  the  cylinders  were 
drawn  from  shallow  pots  or  pans  containing  but  a  small  quantity  of 
glass,  usually  just  enough  for  a  single  drawing,  the  glass  for  each 
drawing  being  ladled  from  the  melting-furnace  and  poured  into  the 
pot. 

These  pots  were  commonly  called  "  dog-houses."  Great  difficulty 
was  experienced  in  maintaining  the  glass  in  these  shallow  pools  at 
the  proper  temperature,  and  the  purpose  of  the  invention  in  issue  is 
to  obviate  this  difficulty.  It  does  so  by  drawing  the  cylinders  from 
the  main  body  of  the  molten  glass,  while  appellee,  in  the  device  upon 
which  he  relies  for  reduction  to  practice,  drew  frcHn  side  extensions 
of  the  main  tank.  These  extensions,  however,  were  of  the  same 
depth  as  the  main  tank,  and  were  so  connected  with  it  as  to  utilize 
the  heat  therein  in  maintaining  the  glass  in  the  extensions  at  the 
proper  temperature.  The  result  accomplished  is  the  same  in  both 
devices.  The  issue  merely  requires  that  the  cylinder  be  drawn  from 
the  "  body  of  the  molten  glass."  We  have  been  cited  to  nothing  in 
the  prior  art  which  limits  this  expression  to  the  specific  construction 
shown  in  the  applications,  since  the  prior  patents  all  disclose  no  more 
than  means  for  drawing  from  a  shallow  pan.  The  tribunals  below 
were  correct  in  holding  that  appellee's  earlier  device  was  substantially 
the  same  as  that  disclosed  in  his  application,  and,  therefore,  comes 
within  the  terms  of  the  issue. 

Appellant's  second  contention  is  that  appellee's  proofs  show  that 
the  apparatus  upon  which  he  relies  for  reduction  to  practice  is  one 
disclosed  by  an  earlier  patent  granted  to  him,  and  not  by  the  applica- 
tion here  in  controversy.  After  a  careful  review  of  the  testimony 
we  believe  that  appellee  has  fully  proved  his  right  to  the  award  of 
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priority,  especially  in  view  of  the  unanimous  decisions  of  the  tribu 
nals  below  in  his  favor.  While  it  is  true  that  some  of  the  witnesses 
speak  of  the  use  of  '^  dog-houses,'^  it  is  but  fair  to  assume,  when  con* 
sidering  the  testimony  as  a  whole,  that  they  referred  to  the  exten- 
sions above  described,  and  not  to  the  shallow  pans  which  were  old 
in  the  art. 

Appellant  also  contends  that  appellee  has  no  right  to  make  the 
claim  in  interference,  for  the  reason  that  the  drawings  in  his  ap- 
plication, as  originally  filed,  failed  to  show — 

a  blow  pipe,  mechanism  const  meted  and  arranged  to  support  and  lower  aald 
blow  pipe  In  the  body  of  the  molten  glass  In  said  tank. 

Appellee's  application,  however,  contained  the  following  state- 
ment : 

In  Figure  4  I  have  indicated  the  lower  portion  of  a  cylinder  being  drawn 
from  the  glass  within  the  ring,  it  being  understood  that  any  suitable  drawing 
mechanism  may  be  employed,  the  drawing  being  iierformed  by  the  usual  or  any 
desired  form  of  bait,  and  air  or  other  flaid  supplied  to  the  article  through  the 
bait  or  in  any  other  suitable  way. 

The  Primary  Examiner  permitted  appellee,  by  amendment,  to  show 
a  conventional  construction  of  bait  or  blowpipe  and  operating  mech- 
anism. No  particular  type  of  blowpipe  and  operating  mechanism  is 
called  for  by  the  issue;  hence,  this  disclosure  is  sufficient  to  warrant 
the  insertion  of  the  amendment. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Affirmed. 


[Court  of  Appeals  of  the  DlBtrlet  of  Colambla.] 

In  be  Eaglb  Pencil  Compant. 

Decided  December  ft,  1912. 
185  O.  a.  1383;  39  Aw>.  D.  C, % 

TBaDB-MaBKS — CiRCUMFEBElTTIAL    BANDS   OP      CONTBASTINO    Ck>LOB   FOB   Psif   AND 

Pencil  Holders,  Etc. — ^Anticipation. 

A  trade-mark  for  pen  and  pencil  holders,  etc.,  consisting  of  a  clrcnm- 
ferential  band  of  red  color  contrasting  with  a  yellow  or  gilt  color.  Held 
properly  refused  registration  in  view  of  the  prior  registration  of  marks 
consisting  of  circumferential  hands  of  different  colors  applied  to  goods  of 
the  same  descriptive  properties; 

{For  Commissioner's  decision  see  ante,  125;  177  O,  O.,  1295.) 

Afr.  Marcellus  Bailey  for  the  appellant. 

Mr.  W.  8.  RucJofrum  for  the  Commissioner  of  PatentSb 
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Van  Orsdel^  /.; 

This  is  an  appeal  from  the  refusal  of  the  Commissioner  of  Patents 
to  register  a  trade-mark — 

for  pen  and  pencil  holders,  pen-holders,  pencil-holders,  point  protectors,  rubber 
erasers  and  pencil  lengtheners, 

described  by  appellant  as  follows : 

The  trade-mark  consists  of  a  circumferential  band  of  red  color  contrasting 
with  a  yellow  or  gilt  color  on  each  side  thereof,  and  produced  upon  the  body  of 
the  holder  or  other  article  as  shown  in  the  accompanying  drawing  which  repre- 
sents a  metallic  pencil  holder  having  a  band  of  red  color  the  body  on  each  side 
thereof  being  of  yellow  or  gilt  color  as  above  specified. 

Registration  was  refused  on  the  ground  that  the  mark  is  antici- 
pated by  marks  of  Eberhard  Faber  and  the  American  Lead  Pencil 
Company.  An  examination  of  the  references  discloses  marks  consist- 
ing of  circumferential  bands  of  uniform  width  and  of  different  colors 
applied  to  lead-pencils,  pencil-holders^  penholders,  point-protectors, 
etc.,  goods  of  the  same  character  as  those  to  which  appellant  applies 
its  mark. 

With  this  statement,  discussion  of  the  merits  is  unnecessary,  since 
the  decision  of  the  Conmiissioner  must  be  affirmed  on  the  authority 
of  Leschen  <&  Sons  Rope  Co.  v.  Broderick  <&  Bascom  Co.^  (C.  D.,  1911, 
312;  164  O.  G.,  977;  36  App.  D.  C,  451.) 

The  decision  of  the  CommUsaioneT  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Affirmed. 


[Court  of  Appeals  of  the  District  of  Columbia.] 
BiNEHABT   V.    GiBSOK. 

Deoided  December  2,  1912, 
185  O.  G.,  1888;  80  App.  D.  C, w 

1.  Intebfkkkncb— Pbiobity — Obiginalitt. 

Like  fraud,  lack  of  originality  is  difficult  of  proof  by  direct  evidence.  It 
can  generally  only  be  established  from  the  circumstances  of  the  case. 

2.  Same — Same — Same. 

Evidence  reviewed  and  Held  to  establish  that  R.  was  not  an  original  in- 
ventor»  but  derived  his  knowledge  of  the  invention  in  issue  from  G.,  and 
that  priority  was  properly  awarded  the  latter. 

(For  OcmmiaHoner'8  deciaiofj^  see  ante,  S87;  185  O.  G.,  627.) 

Mr.  A.  B,  Maulton  and  Mr.  Horace  Pettit  for  the  appellant. 
Mr.  E.  H.  Hunter  for  the  appellee. 

Van  Obsdbl,  /.; 

Appellant  Binehart  appeals  from  a  decision  of  the  Commissjioner  of 
Patents  awarding  priority  of  inrentioii  to  appellee  Qibson  for  an 
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improvement  in  the  mounting  of  diaphragms  in  sound-boxes  for  use 
in  talking-machines. 

The  issue  of  the  interference  is  in  two  counts,  as  follows: 

1.  In  a  sound  box,  the  combination  with  a  diaphragm,  of  a  mountbig  tbo-efor, 
a  fabric  between  said  mounting  and  said  diaphragm,  and  frictionally  retained 
in  said  mounting  to  hold  said  diaphragm  in  place. 

2.  In  A  sound  box,  the  combination  with  a  diaphragm,  of  n  mounting  tberefor* 
and  a  strip  of  fabric  betweoi  the  edge  of  said  diaphragm  and  the  surface  of 
said  mounting,  said  strip  being  of  normally  uniform  thickness  and  being  frfc- 
tionally  retained  by  said  mounting  to  hold  said  diaphragm  in  place. 

Rinehart  alleges  conception  and  disclosure  in  the  spring  of  1906 
and  reduction  to  practice  in  the  summer  of  the  same  year.  Gibson 
alleges  conception,  disclosure,  and  reduction  to  practice  in  the  latter 
part  of  1901.  Rinehart  filed  his  application  in  the  Patent  Office 
September  6,  1907,  and  Gibson  filed  May  7,  1907. 

It  appears  that  Rinehart's  application  is  assigned  to  the  Victor 
Talking  Machine  Company.    This  company,  according  to  a  contract 
appearing  in  the  record  controls  any  inventions  in  sound-boxes  for 
phonographs  made  by  Gibson,  for  which  it  pays  him  a  royalty  of  ten 
cents  for  each  diaphragm  used.    It  is  conceded  that  Gibson  made 
sound-boxes  embodying  the  invention  in  issue  in  the  years  1901, 1902, 
and  1906.    This  conception  of  the  invention  by  Gibson  is  established 
long  prior  to  any  date  claimed  by  Rinehart.    The  tribunals  awarded 
Gibson  his  filing  date,  May  7, 1907,  as  the  date  of  constructive  reduc- 
tion to  practice.    It  is  unnecessary  to  analyze  the  evidence  for  an 
earlier  date,  which  we  think  it  might  well  support,  since  the  date 
awarded  him  is  sufficient. 

At  the  outset  we  are  confronted  with  a  serious  question  as  to  origi- 
nality on  the  part  of  Rinehart.  His  preliminary  statement  was  made 
by  an  officer  of  the  Victor  Talking  Machine  Company,  and  no  attempt 
was  made  to  verify  the  dates  therein  named.  Gibson  testifies  that 
the  boxes  which  he  made  in  1901  and  1902  were  turned  over  to  the 
Victor  Talking  Machine  Company,  and  this  is  not  denied.  A  formal 
demand  upon  counsel  for  Rinehart  for  the  production  of  these  boxes 
met  with  no  response.  This,  therefore,  was  a  disclosure  of  the  inven- 
tion by  Gibson  to  appellant's  assignee.  The  motive  for  acquiring  the 
"  invention  by  the  Victor  Talking  Machine  Company  through  Rinehart 
is  manifest,  in  that  it  would  thereby  evade  the  payment  of  royalty 
to  Gibson  under  its  contract.  Rinehart  prior  to,  and  at  the  time  of, 
the  making  of  his  application  for  patent  was  in  the  employ  of  the 
Victor  Talking  Machine  Company. 

It  appears  from  the  testimony  of  one  Coleman,  a  witness  for  Rine- 
hart, that  he  did  some  of  the  work  for  Gibson  on  the  1901  and  1902 
boxes,  and  that  he  understood  the  present  issue  to  be  embodied  in  the 
boxes  then  made.  Both  Rinehart  and  Coleman  testified  that  Coleman 
did  the  constructive  work  on  the  boxes  which  form  the  basis  of  Bine* 
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hart's  claim  to  priority.  It  is  hardly  possible  that  Coleman  would  not 
impart  to  Rinehart  the  knowledge  he  acquired  from  Gibson  several 
years  before.  But  more  conclusive  still  is  the  uncontradicted  evidence 
that,  by  agreement  between  Gibson  and  one  Johnson,  president  of  the 
Victor  Talking  Machine  Company,  Rinehart,  as  an  employe  and  rep- 
resentative of  the  company,  was  admitted,  on  February  13,  1907, 
to  the  private  laboratory  of  Gibson  for  the  purpose  of  investigating 
the  merits  of  a  new  sound-recording  apparatus.  Gibson  testifies  that 
there  was  then  in  use  upon  the  recording  apparatus  a  sound-box  em- 
bodying the  present  issue,  and  that  there  were  several  others  in  the 
same  room.  When  Rinehart,  on  cross-examination,  was  asked  the 
question,  whether  he  saw  in  Gibson's  laboratory  any  sound-box  em- 
bodying the  issue,  he  was  not  permitted  to  answer  on  advice  of  his 
counsel.  While  it  is  agreed  by  both  Rinehart  and  Gibson  that  they 
did  not  discuss  the  subject-matter  in  issue,  Rinehart  had  abundant 
opportunity  of  observing  the  invention  and  deriving  it  from  Gibson. 
We  agree  with  the  tribunals  of  the  Patent  Office  that  it  is  highly  im- 
probable that  Rinehart  should  have  overlooked  the  sound-box 
entirely  while  examining  the  recording  instrument.  Inasmuch  as 
this  occurred  a  month  prior  to  the  date  of  a  certain  letter  appearing 
in  the  record  which  Rinehart  refers  to  as  fixing  a  date  prior  to  the 
construction  of  his  earliest  boxes  embodying  the  issue,  we  must- con- 
clude that  if  he  did  not  derive  the  knowledge  of  the  invention  through 
Coleman  he  undoubtedly  did  derive  it  from  his  investigation  in  Gib- 
son's laboratory.  Like  fraud,  lack  of  originality  is  difficult  of  proof 
by  direct  evidence.  It  can  generally  only  be  established  from  the  cir- 
cumstances of  the  case.  It  is  difficult  to  conceive  of  a  clearer  case, 
however,  than  the  one  before  us. 

For  lack  of  originality  on  the  part  of  Rinehart  the  decision  of  the 
Commissioner  must  be  affirmed,  but  we  may  suggest,  if  considered 
upon  the  merits,  independently  of  any  question  of  originality,  the 
decision  would  not  be  different. 

The  decision  of  the  Commissioner  of  Patents  is  affirmed^  and  the 
clerk  is  directed  to  certify  these  proceedings  as  by  law  required. 

Affirmed. 


[Supreme  Court  of  the  United  Staten.] 

Henry  et  al.  v.  A.  B.  Dick  Company, 

Decided  March  11,  1912, 

176  0.  a,  761;  224  U.  S..  1. 

1.  Patents — Suits    fob    Violation    of    Licenses — Jubisdiction    or    Federal 

OOUBT. 

In  determining  whether  a  suit  is  one  arising  under  the  patent  law  and 
cognizable  only  in  a  court  of  the  United  States  or  one  upon  a  contract 
between  the  patentee  and  his  assignees  or  Ucensees  and  cognisable  only  in 
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a  State  court  unless  titi»e  be  diversity  of  citisenship  the  test  of  Jarisdic- 
tion  is :  Does  the  complainant  **  set  up  some  right,  title,  or  interest  under 
the  patent  laws  of  the  United  States,  or  make  it  appear  that  some  right 
or  privilege  will  be  defeated  by  one  construction,  or  sustained  by  another, 
of  those  laws?" 

2.  Saub — Rights  Thebeundkb. 

The  property  right  in  the  materials  composing  a  patented  machine  and 
the  right  to  use  for  the  purpose  and  in  the  maimer  pointed  out  by  the 
patent  are  sparable  rights. 

8.  Same — Same. 

The  property  right  to  a  patented  machine  may  pass  to  a  purchaser  with 
no  right  of  use  or  with  only  the  right  of  use  in  a  specified  way  or  at  a 
specified  place  or  for  a  specified  purpose.  The  unlimited  right  or  excluatve 
use  which  is  possessed  by  and  guaranteed  to  the  patentee  will  be  granted 
if  the  sale  be  unconditional ;  but  if  the  right  of  use  be  confined  by  epecUic 
restrictions  the  use  not  permitted  is  necessarily  reserved  to  the  patentee. 

4.  Same — Same— Limitation  Thereof. 

There  are  certain  limitations  upon  the  right  of  vending  and  using  a 
patented  machine.  If  the  thing  patented  belongs  to  a  class  of  things  which 
on  account  of  their  inherent  danger  to  the  public  safety  or  health  cannot 
be  sold  or  used  because  prohibited  by  an  exertion  of  the  police  power  of  a 
State,  they  will  not  l>e  immune  to  such  law  because  patented. 

5.  Same — Violation  of  Agreements — Infringement. 

Any  reasonable  stipulation  not  inherently  violative  of  some  substantive 
law  imposed  by  a  patentee  as  part  of  a  sale  of  a  patented  machine  is  valid 
and  enforceable.  If  the  stipulation  is  one  which  qualifies  the  right  of  use 
in  a  machine  sold  subject  thereto,  so  that  a  breach  would  give  rise  to  « 
right  of  action  upon  the  contract,  it  would  at  the  same  time  be  an  act  of 
Infringement,  giving  to  the  patentee  his  choice  of  remedies. 

6.  Same — Contributory  Infringement — ^Definition. 

"  Contributory  infringement,"  says  Judge  Townsend  in  Thomson^HouMton 
Co.  V.  Kelsey  Co:,  (C.  D.,  1896,  474;  76  O.  G.,  609;  72  Fed.  Rep.,  1016,) 
'*  has  been  well  defined  as  the  intentional  aiding  of  one  person  by  another 
in  the  unlawful  making,  or  selling,  or  using  of  the  patented  invention.*' 

7.  Same — Same. 

Where  a  patented  machine  was  sold  by  complainant  with  a  license  agree- 
ment that  it  was  to  be  used  only  with  ink  made  by  complainant,  and 
defendant,  with  knowledge  of  such  license  agreement,  sold  to  the  owner  of 
such  machine  ink  not  made  by  complainant,  with  the  expectation  that  this 
Ink  was  to  be  used  in  connection  with  such  mn chine,  Ueld  that  the  acts  of 
defendant  constituted  contributory  infringement  of  complainant's  patent. 

Mr.  Arthur  v.  Briesen  and  Mr.  Antoruo  Knauth  for  Henry  et  ah 

Mr.  8.  O.  Edmonds  and  Mr.  Frederick  P.  Fish  for  A.  B.  Dick 
Company. 

Mr.  Justice  Lubton  delivered  the  opinion  of  the  Court. 

This  cause  comes  to  this  Court  upcHi  a  certificate  under  the  sixth 
section  of  the  Court  of  Appeals  Act  of  March  81, 1891. 
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The  facts  and  the  questions  certified,  omitting  the  terms  of  the 
injunction  awarded  by  the  circuit  court,  are  these: 

This  action  was  brought  by  the  complainant,  an  Illinois  corporation,  for  the 
infringement  of  two  Letters  Patent,  owned  by  the  complainant,  covering  a 
BtencU-duplicating  machine  Imown  as  the  "  Rotary  Mimeograph."  The  defend- 
ants are  doing  business  as  copartners  in  the  city  of  New  York.  The  com- 
plainants sold  to  one  Christina  B.  Skou,  of  New  York,  a  rotary  mimeograph 
embodying  the  invention  described  and  claimed  in  said  patents  under*  license 
which  was  attached  to  said  machine,  as  follows: 

UCBirSS  BESTRICTIOIf. 

This  machine  is  sold  by  the  A.  B.  Dick  Co.  with  the  license  restriction  that 
it  may  be  used  only  with  the  stencil  paper,  ink  and  other  supplies  made  by  A.  B. 
Dick  Company,  Chicago,  U.  S.  A. 

The  defendant,  Sidney  Henry,  sold  to  Miss  Skou  a  can  of  ink  suitable  for 
use  upon  said  mimeograph  with  knowledge  of  the  said  license  agreement  and 
with  the  expectation  that  it  would  be  used  in  connection  with  said  mimeo- 
graph. The  ink  sold  to  Miss  Skou  was  not  covered  by  the  claims  of  said 
patent 

QUESTION   CSBTIFISD. 

Upon  the  facts  above  set  forth  the  question  concerning  which  this  court 
desires  the  instruction  of  the  Supreme  Court  is: 

Did  the  acts  of  the  defendants  constitute  contributory  Infringement  of  the 
complainant's  patents? 

There  could  have  been  no  contributory  infringement  by  the  defend- 
ants, unless  the  use  of  Miss  Skou's  machine  with  ink  not  made  by 
the  complainants  would  have  been  a  direct  infringement.  It  is  not 
denied  that  she  accepted  the  machine  with  notice  of  the  conditions 
under  which  the  patentee  consented  to  its  use.  Nor  is  it  denied 
that  thereby  she  agreed  not  to  use  the  machine  otherwise.  What 
defendants  say  is  that  this  agreement  was  collateral,  and  that  its 
validity  depended  upon  principles  of  .general  law,  and  that  if  valid 
the  only  remedy  is  such  as  is  afforded  by  general  principles  of  law. 
Therefore,  they  say  that  the  suit  is  not  cHie  arising  under  the  patent 
law,  and  one  not  cognizable  in  a  Federal  court,  unless  diversity  of 
citizenship  exists. 

But  before  coming  to  the  question  whether  this  is  a  suit  of  which 
the  circuit  court  had  jurisdiction  as  a  suit  arising  under  the  patent 
law,  it  may  be  well  to  notice  an  argument  against  jurisdiction  based 
upon  the  suggestion  that  if  a  breach  of  such  a  license  restriction  will 
support  a  suit  for  infringement,  direful  results  will  follow.  Chief 
among  the  results  suggested  are,  an  encroachment  upon  the  authority 
of  the  State  courts  and  an  extension  of  the  jurisdiction  of  the  Federal 
courts.  And  to  swell  the  grievance  it  is  said  that  if  it  be  held  that  a 
breach  of  such  a  restriction  will  support  a  suit  for  infringement, 
parties  will  be  deprived  of  the  right  to  have  the  validity  and  import 
64282'— la 87 
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of  the  license  restriction  determined  by  the  general  law,  and  be 
compeUed  to  have  their  rights  determined  by  the  patent  law. 

We  are  unable  to  assent  to  these  suggestions.  We  do  not  prescribe 
the  jurisdiction  of  courts,  Federal  or  State,  but  only  give  effect  to  it 
as  fixed  by  law.  If  a  bill  asserts  a  right  under  the  patent  law  to 
sell  a  patented  machine  subject  to  restrictions  as  to  its  use,  and  alleges 
a  use  in  violation  of  the  restrictions  as  an  infringement  of  the  patent, 
it  presents  a  question  of  the  extent  of  the  patentee's  privilege,  which, 
if  determined  one  way,  brings  the  prohibited  use  within  the  provi- 
sions of  the  patent  law,  or,  if  determined  the  other  way,  brings  into 
operation  only  principles  of  general  law.  Obviously,  a  suit  for 
infringement,  which  must  turn  upon  the  scope  of  the  monopoly  or 
privilege  secured  to  a  patentee,  presents  a  case  arising  under  the 
patent  law.  The  jurisdiction  of  the  circuit  court  over  such  cases  has, 
for  more  than  a  century,  been  exclusive^  by  the  express  terms  of  the 
statute,  although,  for  the  most  part,  its  jurisdiction  over  other  kinds 
of  suits  arising  under  the  Constitution  and  laws  of  the  United  States 
is  only  concurrent  with  that  of  the  State  courts. 

The  suggestion,  therefore,  that  we  should  refrain  from  ruling  that 
a  patentee  may  sell  a  patented  machine  subject  to  restrictions  as  to 
its  use,  and  may  predicate  infringement  upon  a  use  in  violation  of 
the  restrictions  lest  such  a  ruling  may  draw  to  the  Federal  courts 
cases  which  otherwise  would  not  come  to  them,  cannot  be  sustained 
without  placing  our  decision  upon  considerations  which  are  quite 
apart  from  the  law.  This,  of  course,  we  may  not  do.  In  deter- 
mining questions  of  jurisdiction,  this  Court  has  never  shirked  the 
responsibility  of  maintaining  the  lines  of  separation  defined  in  the 
Constitution  and  the  laws  made  in  pursuance  thereof,  but,  on  the 
contrary,  has  been  ever  watchful  to  maintain  those  lines  as  obligatory 
alike  upon  all  courts  and  all  suitors. 

We  come,  then,  to  the  question,  whether  a  suit  for  infringement  is 
here  presented. 

That  the  license  agreement  constitutes  a  contract  not  to  use  the 
machine  in  a  prohibited  manner,  is  plain.  That  defendants  might 
be  sued  upon  the  broken  contract,  or  for  its  enforcement,  or  for  the 
forfeiture  of  the  license,  is  likewise  plain.  But  if  by  the  use  of  the 
machine  in  a  prohibited  way  Miss  Skou  infringed  the  patent,  then 
she  is  also  liable  to  an  action  under  the  patent  law  for  infringement. 
Now  that  is  primarily  what  the  bill  alleged,  and  this  suit  is  one 
brought  to  restrain  the  defendants  as  aiders  and  abettors  to  her 
proposed  infringing  use. 

That  the  patentee  may  waive  the  tort  and  sue  upcm  the  broken 
contract,  or  in  assumpsit^  is  elementary.  (Rob.  on  Pats.,  sees.  1225, 
1260,  and  notes;  Steam  Gutter  Co.  v.  Sheldons,  C.  D.,  1888,  359;  24 
O*  G.,  708;  15  Fed.  Rep.,  608;  Pope  Co.  v.  Owsley j  C.  D.,  1886,  478; 
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87  O.  G.,  781;  27  Fed.  Rep.,  100;  Button  Fastener  Cases,  C.  D., 
1897,  216;  78  O.  G.,  171;  77  Fed.  Rep.,  288;  WUsan  v.  Sandford, 
10  How.,  99.)  But  if  the  patentee  elect  to  waive  the  tort  and  sue 
upon  the  covenants  or  for  a  breach  of  contract,  the  suit  would  not 
be  one  dependent  upon  or  arising  out  of  the  patent  law,  and  a  Federal 
court  would  have  no  jurisdiction  unless  diversity  of  citizenship  ex- 
isted. (Rob.  on  Pats.,  sec.  1250;  Magic  Ruffle  Co.  v.  Elm  City  Co.j 
13  Blatchf.,  151;  Goodyear  v.  Union  Rubber  Co.,  4  Blatchf.,  68; 
Goodyear  v.  Congress  Rubber  Co.,  3  Blatchf.,  449.)  This  would  be 
so  although  the  damages  for  a  breach  would  be  measured  by  the  loss 
resulting  from  the  infringement.  (Magic  Ruffle  Co.  v.  Elm  City 
Co.,  13  Blatchf.,  151.) .  After  such  a  recovery  in  assumpsit,  no  fur- 
ther damages  for  the  infringement  can  be  claimed.  (Steam  Cutter 
Co.  V.  Sheldons,  C.  D.,  1883,  359;  24  O.  G.,  708;  15  Fed.  Rep.,  608.) 
The  remedy  which  the  complainant  seeks  may  often  determine 
whether  the  suit  is  one  arising  under  the  patent  law  and  cognizable 
only  in  a  court  of  the  United  States,  or  one  upon  a  contract  between 
the  patentee  and  his  assigns  or  licensees,  and,  therefore,  cognizable 
only  in  a  State  court,  unless  there  be  diversity  of  citizenship.  Thus, 
a  bill  to  enforce  a  contract  concerning  the  title  to  a  patent,  or  an 
interest  therein,  or  to  declare  a  forfeiture  of  an  assignment  of  an 
interest  in  a  patent,  or  even  a  license  to  make,  sell  or  use  the  patented 
thing,  or  an  action  to  recover  damages  for  a  breach  of  a  contract 
relating  to  a  patent  or  a  license  thereunder,  would  not,  because  of 
the  character  of  remedy  or  relief  sought,  be  a  suit  cognizable  in  a 
United  States  court,  although  the  facts  stated  might  have  justified 
a  suit  for  infringement  in  a  United  States  court,  if  the  complainant 
had  elected  that  remedy.  To  sustain  the  contention  that  a  breach 
of  the  implied  agreement  not  to  use  the  machine  in  question  except 
in  a  particular  way  might  have  supported  a  suit  to  forfeit  the  license, 
or  an  action  for  damages  upon  the  broken  contract,  counsel  have 
cited  and  commented  at  great  length  upon  the  cases  of  Wilson  v. 
Sandford,  (10  How.,  99;)  Dale  Tile  Co.  v.  Hyatt,  (C.  D.,  1888,  312; 
43  O.  G.,  249;  125  U.  S.,  46;)  Albright  v.  Teas,  (C.  D.,  1883,  182; 
23  O.  G.,  829;  106  U.  S.,  613;)  Hartell  v.  TUghman,  (99  U.  S.,  547;) 
Pratt  V.  Paris  Light  Co.,  (168  U.  S.,  255;)  Keeler  v.  Standard  Fold- 
ing Bed  Co.,  (C.  D.,  1895,  294;  71  O.  G.,  451;  157  U.  S.,  659,)  and 
Bement  v.  National  Harrow  Co.,  (C.  D.,  1902,  666;  101  O.  G.,  887; 
186  U.  S.,  70;)  but  an  examination  of  these  cases  will  disclose  that 
while  in  some  of  them  a  suit  for  infringement  might  have  been 
brought,  the  complainants  had  in  fact  brought  suits  to  set  aside  or 
enforce  contracts  relating  to  patents  or  licenses  under  patents.  They 
were,  therefore,  not  "patent  cases,"  but  cases  determinable  upon 
principles  of  general  law.  In  Excelsior  Co.  v.  Pacific  Bridge  Co. 
(C.  D.,  1902,  655;  99  O.  G.,  2102;  185  U.  S.,  282)   Mr.  Justice 
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Brown  reviews  the  cases  and  shows  so  plainly  why  they  were  not 
patent  cases  that  we  shall  only  refer  to  that  opinion. 

To  support  their  contention  that  the  only  remedy  for  a  violation 
of  the  license  under  which  Miss  Skou  acquired  her  machine  is  one 
in  the  State  courts,  counsel  quote  a  paragraph  from  the  same  opinion 
in  these  words: 

Now,  It  may  be  freely  conceded  that,  if  the  licensee  had  failed  to  observe  any 
one  of  the  three  conditions  of  the  license,  the  licensor  would  have  been  obliged 
to  resort  to  the  State  courts  either  to  recover  the  royalties,  or  to  procure  a 
revocation  of  the  license.  Snch  salt  would  not  Involve  any  question  under  the 
patent  law. 

But  the  three  conditions  of  the  license  t^ere  referred  to  were: 
first,  to  pay  royalties;  second,  that  the  transferee  would  not  transfer 
or  assign  the  license  without  consent  of  the  licensor;  third,  that  the 
failure  to  use  the  license  in  the  manufacture  of  pipe  should  operate 
to  revoke  it.  It  is  evident  that  the  licensee  would  not  have  infringed 
the  patent  by  either  failing  to  pay  royalties,  by  assigning  the  license, 
or  by  neglecting  to  use  his  privilege.  The  licensor  would  clearly 
have  been  compelled  to  rely  wholly  upon  his  contract,  as  such,  in 
any  suit  for  the  violation  of  any  of  the  conditions  named. 

The  test  of  jurisdiction  is  this:  Does  the  complainant — 

set  up  some  right,  title  or  interest  under  the  patent  laws  of  the  United  States, 
or  make  It  appear  that  some  right  or  privilege  will  be  defeated  by  one  construc- 
tion, or  sustained  by  another,  of  those  laws?  {Excelsior  Co,  v.  Pacific  Bridge 
Co.,  C.  D.,  1902,  655;  99  O.  G.,  2102;  186  U.  S.,  282;  Pratt  v.  Paris  Light  Co., 
168  U.  S.,  255;  White  v.  Rankin,  C.  D.,  1892,  427;  59  O.  G.,  1606;  144  U.  S.,  628.) 

The  bill  alleges  that  the  complainant's  patent  has  been  infringed 
by  the  breach  of  the  conditions  upon  which  the  patented  machine  was 
sold.  The  remedy  it  seeks  is  an  injunction  against  indirect  infringe- 
ment by  the  defendants.  The  facts  stated  upon  the  face  of  the  bill 
may  be  insufficient  to  show  an  infringement  of  the  patent;  but  the 
right  to  treat  the  conduct  of  the  defendants  as  an  indirect  'infringe- 
ment is  a  right  which  the  complainant  sets  up  as  arising  under  the 
patent  law.  One  construction  of  the  scope  of  the  grant  will  sustain 
the  rights  asserted,  if  the  facts  be  as  alleged,  and  another  will  defeat 
those  rights. 

Whether  a  patentee  may  lawfully  impose  such  restrictions,  and 
whether  their  violation  constitutes  an  infringement,  are  obviously 
questions  arising  under  the  patent  law.  In  Littlefield  v.  Perry 
(7  O.  a,  964 ;  21  Wall.,  205)  this  Court  said  : 

An  action  which  raises  a  question  of  Infringement  is  an  action  arising 
'*  under  the  law,"  and  one  who  has  the  right  to  sue  for  the  Infringement  may  sue 
in  the  circuit  court.  Such  a  suit  may  involve  the  construction  of  a  contract  as 
well  as  the  patent,  but  that  will  not  oust  the  court  of  its  Jurisdiction.  If  the 
patent  is  involved,  It  carries  with  it  the  whole  case. 
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Although  the  complainant  might  have  sued  upon  the  broken  con- 
tract, or  brought  a  bill  to  declare  a  forfeiture  of  the  licensee's  rights 
for  breach  of  the  implied  covenant  to  operate  it  only  in  connection 
with  materials  supplied  by  it,  it  has  elected  to  sue  for  infringement. 
To  quote  from  Judge  Shipman's  opinion  in  Magic  Ruffle  Co.  v.  Elm 
City  Co.y  (13  Blatchf.,  151:) 

It  was  competent  for  the  complainants  to  take  either  one  of  the  two  remedies 
*  *  *  They  could  bring  a  bUl  alleging  Injuries  to  their  exclusive  rights  undei 
the  laws  of  the  United  States,  or,  as  the  residence  of  the  parties  gave  this 
court  Jurisdiction,  could  bring  a  bill  setting  up  a  breach  of  the  contract  as  the 
gravamen  of  their  action. 

That  a  patentee  may  effectually  restrict  the  time,  place,  or  manner 
of  using  a  patented  machine,  so  that  a  prohibited  use  will  constitute 
an  infringement  of  the  patent,  is  fully  conceded.  Thus,  in  the 
printed  brief  counsel  fot  defendants  say : 

Aside  from  such  special  contracts,  an  agreement  that  the  article  shall  be 
used  only  in  a  certain  manner,  can  be  made  only  by  way  of  lease  of  the  article, 
terminating  the  lease  upon  condition  broken,  or  by  way  of  conditional  sale,  by 
breach  of  which  the  title  reverts  to  the  seller. 

In  either  such  case,  counsel  say — 

a  use  of  the  article  in  violation  of  the  condition  may  terminate  the  lease  or  sale 
of  the  article  (which)  would  become  the  property  of  the  patentee  again,  and 
a  use  thereof  by  the  lessee  or  purchaser  may  constitute  a  violation  of  the  pat- 
ent, for  which  an  Infringement  may  lie.  *  *  *  He  cannot  make  a  sale  with 
the  condition  attached  that  the  article  shall  be  used  or  disposed  of  In  a  certain 
manner,  leaving  the  title,  however,  In  the  purchaser  in  case  of  a  breach  of  the 
condition. 

The  books  abound  in  cases  upholding  the  right  of  a  patentee  owner 
of  a  machine  to  license  another  to  use  it  subject  to  any  qualification 
in  respect  of  time,  place,  manner,  or  purpose  of  use  which  the  licensee 
agrees  to  accept.  Any  use  in  excess  of  the  license  would  obviously 
be  an  infringing  use  and  the  license  would  be  no  defense.  (Bob.  on 
Pats.,  sees.  915,  916,  and  notes.)  This  is  so  elementary  we  shall  not 
stop  to  cite  cases. 

The  contention  is  not  that  a  patentee  may  not  permit  the  use  of  a 
patented  thing  with  such  qualifications  as  he  sees  fit  to  impose,  and 
that  a  prohibited  use  will  be  an  infringing  one,  but  that  he  can  only 
keep  the  article  within  the  control  of  the  patent  by  retaining  the 
title.  To  put  the  contention  in  another  form — it  is,  that  any  transfer 
of  the  patentee's  property  right  in  a  patented  machine  carries  with  it 
the  right  to  use  the  entire  invention  so  long  as  the  identity  of  the 
machine  is  preserved,  irrespective  of  any  restrictions  placed  by  the 
patentee  upon  the  use  of  the  article  and  accepted  by  the  buyer. 
It  is  said  that  by  such  a  sale  the  patentee — 

the  licensee  shall  not  In  any  way  or  form  dispose  of,  or  sell,  or  grant  any  license 
the  operation  of  the  patent  law. 
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If  he  attempts  to  sell  the  machine  for  specified  uses  only  and  pro- 
hibit all  others,  the  restriction  is  disposed  of  as  constituting  a  col- 
lateral agreement  such  as  any  vender  of  personal  property  might 
impose,  and  enforceable,  if  valid  at  all,  only  as  a  collateral  contract. 

The  issue  is  a  plain  one.  If  it  be  sound,  it  concludes  the  case,  and 
our  response  should  be  a  negative  one,  since  the  violation  of  a  mere 
collateral  contract,  which  is  not  also  an  infringement  of  the  patent 
would  not  be  a  case  arising  under  the  patent  law.  But  is  it  true  that 
where  a  patentee  sells  his  patented  machine  for  a  specific  and  limited 
use,  he  does  not  thereby  reserve  to  himself,  as  patentee,  the  exclusive 
right  to  all  unpermitted  uses  which  may  be  made  of  his  invention 
as  embodied  in  the  machine  sold?  Obviously,  this  is  a  question  aris- 
ing under  the  patent  law.  By  a  sale  of  a  patented  article  subject 
to  no  conditions  the  purchaser  undeniably  acquires  the  right  to  use 
the  article  for  all  the  purposes  of  the  patent  so  long  as  it  endures. 
He  may  use  it  where,  when,  and  how  he  pleases,  and  may  dispose  of 
the  same  unlimited  right  to  another.  This  has  long  been  the  settled 
doctrine  of  this  and  all  patent  courts.  {Mitchell  v.  Hawley^  3  O.  G., 
241;  16  Wall.,  544;  Livingston  v.  Woodworth^  14  How.,  546;  Adams 
V.  Burks,  5  O.  G.,  118;  17  Wall.,  453;  Folding  Bed  Cases,  C.  D.,  1895, 
294 ;  71  O.  G.,  451 ;  157  U.  S.,  659.)  By  such  an  unconditional  sale  of 
the  thing  patented  it  is  said  to  be — 

no  longer  within  the  limits  of  the  monopoly.  It  passes  outside  of  it,  and  is  no 
longer  under  the  protection  of  the  act  of  Congress. 

In  the  cases  cited  above,  as  well  as  in  the  leading  case  of  Bloomer  v. 
McQuewan,  (14  How.,  539,)  the  statement  that  a  purchaser  of  a 
patented  machine  has  an  unlimited  right  to  use  it  for  all  the  purposes 
of  the  invention,  so  long  as  the  identity  of  the  machine  is  preserved, 
was  made  of  one  who  bought  unconditionally,  that  is,  subject  to  no 
specified  limitation  upon  his  right  of  use.  The  question  of  the  effect 
of  limitations  upon  the  right  of  use  arose,  however,  in  Mitr.heU  v. 
Hawley,  and  there  we  find  the  distinction  was  deemed  material  and 
the  effect  declared. 

In  that  case  one  Taylor  was  the  patentee,  under  a  grant  for  !\  term 
of  fourteen  years,  for  a  machine  for  felting  hats.  By  what  Mr. 
Justice  Clifford  calls  "a  conveyance  or  license,  subject  to  certain 
restrictions  or  limitations,"  one  Bayley  was  given  the — 

exclusive  right  to  make  and  use,  and  to  license  to  others  the  right  to  use  the 
said  machines  in  the  States  of  Massachusetts  and  New  Hampshire,  *  •  « 
during  the  remainder  of  the  original  term  of  said  Letters  Patent, 

subject  to  a  stipulation  that — 

the  license  shall  not  in  any  way  or  form  dispose  of,  or  sell,  or  grant  any  license 
to  use  the  said  machines  beyond  the  expiration  of  the  original  term. 
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There  was  also  a  provision  that  if  the  term  of  the  patent  should 
be  extended  Bayley  should  have  the  right  to  control  the  same  in  those 
two  States,  upon  paying  a  reasonable  compensation,  etc 

Bayley,  as  such  licensee,  made  and  sold  four  machines  to  the  appel- 
lant Mitchell,  with  the  right  to  use  them  for  felting  hats  in  the  town 
of  Haverhill,  Mass.,  '^  under  Taylor's  patent  bearing  date  May  3, 
1864.'^  Before  the  patent  expired  it  was  extended  for  the  further 
term  of  seven  years,  the  benefits  of  which  extension  for  the  said  two 
States  were  assigned  to  the  appellee  Hawley.  Hawley  then  filed  his 
bill  to  restrain  Mitchell  from  using  the  four  identical  machines 
which  had  been  sold  to  him  by  Bayley.  From  a  decree  restraining 
their  further  use  Mitchell  appealed.  Mr.  Justice  Clifford,  before 
stating  the  facts  upon  which  the  judgment  must  rest  as  to  the  right 
of  Mitchell  as  the  purchaser  of  the  machines  to  continue  their  use 
after  the  expiration  of  the  original  term  of  Taylor's  patent,  and  after 
directing  attention  to  what  he  termed — 

the  weU-fonnded  distinction  betwen  the  grant  of  the  right  to  make  and  vend 
the  patented  machine  and  the  grant  of  the  right  to  use  it, 

which,  he  says — 

was  first  satisfactorily  pointed  out  by  the  late  Chief  Justice  Taney,  with  his 
accustomed  clearness  and  precision, 

says: 

Purchasers  of  the  ezdnslTe  privilege  of  making  or  vending  the  patented 
machine  hold  the  whole  or  a  portion  of  the  franchise  which  the  patent  secures, 
depending  upon  the  nature  of  the  conveyance,  and  of  course  the  interest  which 
the  purchaser  acquires  terminates  at  the  time  limited  for  its  continuance  by 
the  law  which  created  the  franchise,  unless  it  be  expressly  stipulated  to  the 
contrary.  But  the  purchaser  of  the  implement  or  machine  for  the  purpose  of 
using  it  in  the  ordinary  pursuits  of  life  stands  on  difTerent  grounds,  as  he  does 
not  acquire  any  right  to  construct  another  machine  either  for  his  own  use  or 
to  be  vended  to  another  for  any  purpose.  Complete  title  to  the  implement  or 
machine  purchased  becomes  vested  in  the  vendee  by  the  sale  and  purchase, 
but  he  acquires  no  portion  of  the  franchise,  as  the  machine,  when  it  rightfully 
passes  from  the  patentee  to  the  purchaser,  ceases  to  be  within  the  limits  of 
the  monopoly. 

In  the  succeeding  paragraph  he,  in  effect,  limits  what  was  above 
said  to  unconditional  sales  of  such  patented  machines  by  adding  this : 

Patented  implements  or  machines  sold  to  be  used  in  the  ordinary  pursuits 
of  life  become  the  private  individual  property  of  the  purchasers,  and  are  no 
longer  specifically  protected  by  the  patoit  laws  of  the  State  where  the  imple- 
Dients  6r  machines  are  owned  and  used.  Sales  of  the  kind  may  be  made  by  the 
patentee  with  or  without  conditions,  as  in  other  cases,  but  where  the  sale  is 
absolute,  and  without  any  conditions,  the  rule  is  well  settled  that  the  purchaser 
uiity  continue  to  use  the  implement  or  machine  purchased  untU  it  is  worn  out, 
or  he  may  repair  it  or  improve  upon  it  as  he  pleases,  in  same  manner  as  if 
dealing  with  property  of  any  other  kind. 

54282  **— 13 40 
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The  force  and  bearing  of  this  opinion  cannot  be  escaped  by  sug- 
gesting that  the  court  was  referring  to  mere  common-law  contractual 
conditions,  for  the  suit  was  to  restrain  infringement  by  the  use  of 
four  machines  which  had  been  sold,  not  leased. 

That  the  bill  was  one  alleging  and  seeking  to  enjoin  further  use 
as  an  infringement  of  the  patent  is  shown  by  the  statement  that 
*•  they,"  referring  to  the  purchaser  Mitchell  and  those  associated  with 
him — 

appeared  to  tbe  suit  and  filed  an  answer  setting  up  as  a  defense  to  the  charge 
of  Infringement  that  they  are  by  law  authorised  to  continue  the  use  of  the  four 
machines  just  the  same  under  the  extended  Letters  Patent  as  they  had  the 
right  to  do  under  the  original  patent,  when  the  purchase  was  made  by  those 
under  whom  they  claim,  which  is  the  only  question  in  the  case. 

The  question  argued,  as  shown  by  the  brief,  as  set  out  in  the  report, 
was  there,  as  here,  that  by  a  sale  of  the  machines — 

they  were  taken  out  of  the  reach  of  the  patent  law  altogether,  and  that  as  long 
as  the  machines  themselves  lasted,  the  owner  could  use  them. 

For  the  patentee  it  was  urged  that — 

the  right  to  make  and  use  and  to  license  others  to  use  was  expressly  limited 
by  apt  words,  showing  clearly  an  intent  that  it  should  not  survive  the  original 
term  of  the  patent. 

This  latter  was  the  argument  which  prevailed.  Mr.  Justice  Clif- 
ford, after  referring  to  the  principle  of  law  that  one  cannot  convey  a 
better  title  or  right  than  he  has,  said,  touching  the  restriction  im- 
posed by  Bayley  on  the  machines  sold  by  him  to  Mitchell : 

The  form  of  the  license  which  he  gave  to  the  purchaser  shows  conclusively 
that  he  understood  that  he  was  not  empowered  to  give  a  license  which  should 
extend  beyond  that  limitation. 

Later,  referring  to  this  sale  with  license  to  use,  the  learned  Justice 
says: 

The  terms  of  the  license  which  the  seller  gave  to  the  purchasers  were  suffi- 
cient to  put  them  upon  inquiry,  and  it  is  quite  obvious  that  the  means  of 
knowledge  were  at  hand,  and  that  if  they  had  made  the  least  inquiry  they 
would  have  ascertained  that  their  grantor  could  not  give  them  any  title  to 
use  the  machine  beyond  the  period  of  fourteen  years  from  the  date  of  the 
original  Letters  Patent,  as  he  was  only  a  licensee  and  never  had  any  power  to 
sell  a  machine  so  as  to  withdraw  it  indefinitely  from  the  operation  of  the  pro- 
tection secured  by  the  patent. 

The  distinction  between  the  sale  of  a  machine  free  from  specific 
restrictions  upon  the  right  of  use  and  a  sale  subject  to  such  limita- 
tions becomes  the  more  evident,  in  view  of  the  fact  that  but  for  the 
license  to  use  only  for  the  remainder  of  the  original  patent  term  the 
purchaser  would  have  acquired  the  right  to  continue  the  use  during 
an  extended  term  of  the  same  patent.  This  was  the  express  holding 
in  the  two  prior  cases  of  WiUon  v.  Rosseau  (4  How.,  646)   and 
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Bloomer  v.  McQxiewan^  (14  How.,  539,)  where  the  unlimited  right 
of  use  by  an  unconditional  purchaser  was  laid  down  in  the  strongest 
terms,  and  which  cases  are  now  relied  upon  by  counsel  in  this  case  as 
equally  applicable  to  a  sale  subject  to  a  restricted  use. 

It  is  obvious  that  if  Taylor,  the  patentee,  could  authorize  Bayley  to 
make  and  sell  the  patented  machines,  subject  to  the  restriction  that 
he  should  not  sell  for  use  beyond  the  terms  of  the  original  patent, 
and  that  a  purchaser  of  the  machines  so  made  and  sold  by  Bayley, 
with  notice,  would  infringe  the  extended  patent  by  a  use  after  the 
original  term  has  expired,  it  is  because  the  exclusive  right  of  the 
patentee  embraces  the  right  to  make  and  sell  patented  machines  sub- 
ject to  restrictions  upon  the  right  of  use,  which,  if  not  observed,  will 
support  an  action  for  infringement. 

An  absolute  and  unconditional  sale  operates  to  pass  the  patented 
thing  outside  the  boundaries  of  the  patent,  because  such  a  sale  im- 
plies that  the  patentee  consents  that  the  purchaser  may  use  the  ma- 
chine so  long  as  its  identity  is  preserved.  This  implication  arises, 
first,  because  a  sale  without  reservation,  of  a  machine  whose  value 
consists  in  its  use,  for  a  consideration,  carries  with  it  the  presumption 
that  the  right  to  use  the  particular  machine  is  to  pass  with  it.  The 
rule  and  its  reason  is  thus  stated  in  Robinson  on  Patents^  (sec.  824:) 

The  sale  must  furthermore  be  unconditional.  Not  only  may  the  patentee  Im- 
pose conditions  limiting  the  use  of  the  patented  article,  upon  his  grantees  and 
express  licensees,  but  any  person  having  the  right  to  sell  may  at  the  time  of 
sale  restrict  the  use  of  his  vendee  within  specific,  boundaries  of  time  or  place 
or  method,  and  these  will  then  become  the  measure  of  the  Implied  license  arising 
from  the  sale. 

The  argument  for  the  defendants  ignores  the  distinction  between 
the  property  right  in  the  materials  composing  a  patented  machine, 
and  the  right  to  use  for  the  purpose  and  in  the  manner  pointed  out  by 
the  patent.  The  latter  may  be  and  often  is  the  greater  element  of 
value,  and  the  buyer  may  desire  it  only  to  apply  to  some  or  all  of  the 
uses  included  in  the  invention.  But  the  two  things  are  separable 
rights.  If  sold  unreservedly  the  right  to  the  entire  use  of  the  inven- 
tion passes,  because  that  is  the  implied  intent;  but  this  right  to  use 
is  nothing  more  nor  less  than  an  unrestricted  license  presumed  from 
an  unconditional  sale.  A  license  is  not  an  assignment  of  any  interest 
in  the  patent.  It  is  a  mere  permission  granted  by  the  patentee.  It 
may  be  a  license  to  make,  sell,  and  use,  or  it  may  be  limited  to  any  one 
of  these  separable  rights.  If  it  be  a  license  to  use,  it  operates  only 
as  a  right  to  use  without  being  liable  as  an  infringer.  If  a  licensee 
be  sued,  he  can  escape  liability  to  the  patentee  for  the  use  of  his 
invention  by  showing  that  the  use  is  within  his  license.  But  if  his 
use  be  one  prohibited  by  the  license,  the  latter  is  of  no  avail  as  a 
defense.    As  a  license  passes  no  interest  in  the  monopoly,  it  has  been 
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described  as  a  mere  waiver  of  the  right  to  sue  by  the  patentee.  (Hob. 
on  Pats.,  sees.  806,  808.) 

We  repeat  The  propr  tv  right  to  a  patented  machine  may  pass 
to  a  purchaser  with  no  right  of  use,  ac  with  only  the  right  to  use  in 
a  specified  way,  or  at  a  specified  place,  or  for  a  specified  purpose. 
The  unlimited  right  of  exclusive  use  which  is  possessed  by  and  guar- 
anteed to  the  patentee  will  be  granted  if  the  sale  be  unconditional. 
But  if  the  right  of  use  be  confined  by  specific  restriction,  the  use  not 
permitted  is  necessarily  reserved  to  the  patentee.  If  that  reserved 
control  of  use  of  the  machine  be  violated,  the  patent  is  thereby  in- 
vaded. This  right  to  sever  ownership  and  use  is  deducible  from  the 
nature  of  a  patent  monopoly  and  is  recognized  in  the  cases. 

In  Sawin  v.  Guild  (1  Gall.,  485)  Mr.  Justice  Story,  as  far  back 
as  1813,  recognized  the  distinction  by  holding  that  a  sale  of  patented 
machines  under  an  execution  against  the  patentee  did  not  render  the 
sheriff  liable  under  a  statute  which  made  any  person  liable  who 
should  sell  a  patented  device  without  consent  of  the  patentee,  because 
the  sheriff  had  merely  sold  the  materials  and  had  not  undi^rtaken 
to  pass  any  right  of  use.  But  in  Wilder  v.  KerU  (C.  D.,  1883,  188; 
23  O.  G.,  831;  15  Fed.  Rep.,  217)  it  was  held  that  under  such  an 
execution  sale  there  passed  whatever  right  of  use  the  debtor  had  if  the 
sale  was  unconditional. 

Judge  Lowell,  in  Porter  Needle  Go.  v.  National  Needle  Co.^  (17 
Fed.  Rep.,  586,)  after  saying  that  an  absolute  and  unqualified  sale 
of  a  patented  machine  carried  with  it  the  right  of  use,  said : 

But  the  mere  value  of  a  patented  machine  is  often,  as  is  proved  to  be  in  this 
case,  insignificant  in  comparison  with  the  value  of  its  use;  and  the  courts 
have  permitted  a  severance  of  ownership  and  right  of  use,  if  the  patentee  has 
chosen  to  dissever  them  and  if  his  intent  is  not  doubtful. 

It  is  plain  from  the  power  of  the  patentee  to  subdivide  his  ex- 
clusive right  of  use  that  when  he  makes  and  sells  a  patented  device 
that  the  extent  of  the  license  to  use  which  is  carried  by  the  sale  must 
depend  upon  whether  any  restriction  was  placed  upon  the  use  and 
brought  home  to  the  person  acquiring  the  article. 

That  here  the  patentee  did  not  intend  to  sell  the  machine  made  by 
it  subject  to  an  unrestricted  use  is  of  course  undeniable  from  the 
words  upon  the  machine,  viz: 

LICENSE   BESTBIOnON. 

This  machine  is  sold  by  the  A.  B.  Dick  Co.,  with  the  license  restriction  that 
it  may  be  used  only  with  the  stencil,  paper,  ink  and  other  supplies  made  by 
A.  B.  Dick  C5o. 

The  meaning  and  purpose  of  this  restriction  was  that  while  the 
property  in  the  machine  was  to  pass  to  the  purchaser,  the  right  to 
use  the  invention  was  restricted  to  use  with  other  articles  required 
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in  its  practical  operation,  supplied  by  the  patentee.  It  was  stated  at 
the  bar,  and  appears  fully  in  the  opinion  of  Judge  Ray,  (149  Fed. 
Rep.,  424,)  who  decided  the  case  in  the  circuit  court,  that  the  patentee 
sold  its  machines  at  cost,  or  less,  and  depended  upon  the  profit 
realized  from  the  sale  of  other  non-patented  articles  adapted  to  be 
used  with  the  machine,  and  that  it  had  put  out  many  thousands  of 
such  machines  under  the  same  license  restriction.  Such  a  sale,  while 
transferring  the  property  right  in  the  machine,  carries  with  it  only 
the  right  to  use  it  for  practicing  the  invention  according  to  the  terms 
of  the  license.  To  no  other  or  greater  extent  does  the  patentee  con- 
sent to  the  use  of  the  machine.  When  the  purchaser  is  sued  for  in- 
fringement by  using  the  device,  he  may  defend  by  pleading,  not  the 
general  and  unlimited  license  which  is  carried  by  an  unconditional 
sale,  but  the  limited  license  indicated  by  the  metal  tablet  annexed 
to  the  machine.  If  the  use  is  not  one  permitted,  it  is  plainly  an  in- 
fringing use. 

If,  then,  we  assume  that  the  violation  of  restrictions  upon  the  use 
of  a  machine  made  and  sold  by  the  patentee  may  be  treated  as  in- 
fringment,  we  come  to  the  question  of  the  kind  of  limitation  which 
may  be  lawfully  imposed  upon  a  purchaser. 

To  begin  with,  the  purchaser  must  have  notice  that  he  buys  with 
only  a  qualified  right  of  use.  He  has  a  right  to  assume,  in  the  absence 
of  knowledge,  that  the  seller  passes  an  unconditional  title  to  the 
machine,  with  no  limitations  upon  the  use.  Where,  then,  is  the  line 
between  a  lawful  and  an  unlawful  qualification  upon  the  use?  This 
is  a  question  of  statutory  construction.  But  with  what  eye  shall  we 
read  a  meaning  into  it?  It  is  a  statute  creating  anid  protecting  a 
monopoly.  It  is  a  true  monopoly,  one  having  its  origin  in  the  ulti- 
mate authority,  the  Constitution.  Shall  we  deal  with  the  statute 
creating  and  guaranteeing  the  exclusive  right  which  is  granted  to 
the  inventor  with  the  narrow  scrutiny  proper  when  a  statutory  right 
is  asserted  to  uphold  a  claim  which  is  lacking  in  those  moral  elements 
which  appeal  to  the  normal  man?  Or  shall  we  approach  it  as  a 
monopoly  granted  to  subserve  a  broad  public  policy,  by  which  large 
ends  are  to  be  attained,  and,  therefore,  to  be  construed  so  as  to  give 
effect  to  a  wise  and  beneficial  purpose?  That  we  must  neither  trans- 
cend the"  statute,  nor  cut  down  its  clear  meaning,  is  plain.  In  Bement 
V.  Natumal  Harrow  Co,  (C.  D.,  1902,  666;  101  O.  G.,  887;  186  U.  S., 
70)  this  Court  quoted  with  approval  the  language  of  Chief  Justice 
Marshall  in  Grant  v.  Raymond^  (6  Peters,  218.)  Concerning  the 
favorable  view  which  the  law  takes  as  to  the  protection  extended  to 
the  exclusive  right,  the  Court,  through  Chief  Justice  Marshall,  said : 

It  is  the  reward  stipulated  for  the  advantages  derived  by  the  public  for  the 
exertions  of  the  individual,  and  is  intended  as  a  stimulus  to  those  exertions. 
The  laws  which  are  passed  to  give  effect  to  this  purpose  ought,  we  think,  to  be 
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construed  In  tbe  spirit  In  which  they  have  been  made;  and  to  execute  the  con- 
tract fairly  on  the  part  of  the  United  States,  where  the  full  benefit  has  been 
actually  received ;  if  this  can  be  done  without  transcending  the  intention  of  the 
statute,  or  countenancing  acts  which  are  fraudulent  or  may  prove  mischievous. 
The  public  yields  nothing  which  it  has  not  agreed  to  yield ;  it  receives  all  which 
it  has  contracted  to  receive.  The  full  benefit  of  the  discovery,  after  its  enjoy- 
ment by  the  discoverer  for  fourteoi  years,  is  preserved;  and  for  his  exclusiTe 
enjoynieni  of  It  during  that  time  the  public  faith  is  pledged. 

If  the  patent  be  for  a  machine,  the  mixiopoly  extends  to  the  right 
of  making,  selling,  and  using,  and  these  are  separable  and  substantial 
rights.  In  Bloomer  y.  MeQ%$ev>an  (14  How.,  589)  it  is  said  that  the 
grant  is  of — 

the  right  to  exclude  every  one  from  making,  using,  or  vending  the  thing  without 
the  permission  of  the  owner. 

In  Bement  v.  National  Harrow  Co.  (C.  D.,  1902,  666;  101  O.  G., 
887;  186  U.  S.,  70)  there  was  involved  the  legality  of  certain  contracts 
between  patentees  of  and  dealers  in  patented  harrows.  The  purpose 
and  effect  of  the  combination  and  of  the  contracts  between  the  parties 
was  to  fix  and  keep  up  the  prices  at  which  licensees  might  sell  the 
patented  harrows.  It  was  claimed  that  the  ccHnbination  and  contracts 
were  obnoxious  to  the  Sherman  Act ;  but,  upon  the  other  side,  it  was 
said  that  as  the  contracts  concerned  only  the  sale  of  patented  articles 
that  that  act  did  not  apply.  The  character  of  the  monopoly  granted 
under  the  patent  act  was  therefore  involved.  Touching  the  right  of 
the  patentee  to  exclude  all  others  from  the  use  of  his  invention,  the 
Court  quoted  with  approval  what  was  said  in  the  Button  Fastener 
Cases,  (C.  D.,  1897, 216 ;  78  O.  G.,  171 ;  77  Fed.  Rep.,  288,)  as  follows : 

If  he  sees  fit,  he  may  reserve  to  himself  the  exclusive  use  of  his  invention  or 
discovery.  If  he  will  neither  use  his  device  nor  permit  others  to  use  it,  he  has 
but  suppressed  his  own.  That  the  grant  is  made  upon  the  reasonable  expecta- 
tion that  he  will  either  put  his  Invention  to  practical  use  or  permit  others  to 
avail  themselves  of  it  upon  reasonable  terms  is  doubtless  true.  This  expectation 
is  based  alone  upon  the  supposition  that  the  patentee's  interest  will  induce  him 
to  use  or  let  others  use  his  invention.  The  public  has  retained  no  other  security 
to  enforce  such  expectations.  A  suppression  can  endure  but  for  the  life  of  the 
patent,  and  the  disclosure  he  has  made  will  enable  all  to  enjoy  the  fruit  of  his 
genius.  His  title  is  exclusive  and  so  clearly  within  the  constitutional  provisions 
in  respect  of  private  property  that  he  is  neither  bound  to  use  his  discovery  him- 
self nor  permit  others  to  use  it. 

In  the  Paper  Bag  Cases  (C.  D.,  1908,  594;  136  O.  G.,  1297;  210 
U.  S.,  405)  this  right  to  exclude  others  from  all  use  of  the  invention 
was  held  to  be  so  comprehensive  that  a  patentee  was  allowed  to 
restrain,  by  injunction,  one  who  was  infringing  his  patent,  altliough 
he  had,  during  a  long  term  of  years,  neither  used  his  invention  him- 
self, nor  allowed  others  to  use  it. 
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That  there  are  limitations  upon  the  right  of  vending  and  using  a 
patented  machine  may  be  conceded.  Thus,  if  the  thing  patented 
belong  to  a  class  of  things  which  on  account  of  their  inherent  danger 
to  the  public  safety  or  health  cannot  be  sold  or  used  because  prohibited 
by  an  exertion  of  the  police  power  of  a  State,  they  will  not  be  immune 
to  such  a  law  because  patented.  Upon  this  ground  a  patent  for  '^  an 
improved  buming-oil,"  was  held  not  to  take  the  article  without  the 
operation  of  a  State  statute  forbidding  the  sale  of  oil  which  was 
unsafe  for  illuminating  purposes.  {Patterson  v.  Kentucky^  97  U.  S., 
501.)  And  so  in  the  Bement  case,  the  Court  said  of  this  exclusive 
grant  of  privil^e: 

It  is  true  that  in  certain  circumstances  the  sale  of  articles  manofactured 
under  Letters  Patent  may  be  prevented  when  the  use  of  such  article  may  be 
subject,  within  the  several  States,  to  the  control  which  they  may  respectively 
Impose  In  the  legitimate  exercise  of  their  powers  over  their  purely  domestic 
affairs,  whether  of  internal  commerce  or  of  police  regulation. 

In  that  case  the  question  was  not  one  of  infringement,  but  one 
arising  in  a  suit  to  enforce  certain  contracts  directly  restraining  com- 
merce in  patented  articles  which  were  claimed  to  violate  the  Sherman 
law,  although  the  agreements  covered  only  patented  articles.  The 
Court,  after  referring  to  the  exceptions  to  the  patentee's  monopoly 
resulting  from  conflict  with  the  police  power  of  the  State,  said : 

Notwithstanding  these  exceptions,  the  general  rule  is  absolute  freedom  in  the 
use  or  sale  of  rights  under  the  patent  laws  of  the  United  States.  The  very 
object  of  these  laws  is  monopoly,  and  the  rule  is,  with  few  exceptions,  that  any 
conditions  which  are  not  in  their  very  nature  illegal  with  regard  to  this  kind 
of  property.  Imposed  by  the  patentee  and  agreed  to  by  the  licensee  for  the  right 
to  manufacture  or  use  or  sell  the  article,  will  be  upheld  by  the  courta  The  fact 
that  the  conditions  In  the  contracts  keep  up  the  monopoly  or  fix  prices  does  not 
render  them  illegal. 

Now,  if  this  was  a  suit  to  recover  damages  upon  the  contract  not  to 
use  the  machine  except  in  connection  with  other  articles  proper  in 
its  use  made  by  the  patentee,  the  only  possible  defense  would  be  that 
the  agreement  was  one  contrary  to  public  policy  in  that  it  affected 
fredom  in  the  sale  of  such  articles  to  the  user  of  such  machines.  But 
that  was  the  nature  of  the  defense  made  to  the  suit  to  enforce  the 
agreements  under  consideration  in  the  Bement  case.  The  Court  in 
that  case  found  that  the  contracts  did  include  interstate  commerce 
within  their  provisions  and  restrained  interstate  trade,  but  with 
reference  to  the  Sherman  Act  said : 

But  that  statute  clearly  does  not  refer  to  that  kind  of  a  restraint  of  Inter- 
state commerce  which  may  arise  from  reasonable  and  legal  conditions  Imposed 
upon  the  assignee  or  licensee  of  a  patent  by  the  owner  thereof,  restricting  the 
terms  upon  which  the  article  may  be  used  and  the  price  to  be  demanded  there- 
for. Such  a  construction  of  the  act,  we  have  no  doubt,  was  never  contemplated 
by  Its  framers. 


Digitized  by 


Google 


590       DECISIONS  OF  UNITED  STATES  COX7BT8  IN  PATENT  CASES. 

As  to  whether  the  restrictions  upon  sales  imposed  by  the  agree- 
ments were  ''  legal  and  reasonable  conditions,"  the  Court  said : 

The  provision  in  regard  to  the  price  at  which  the  licensor  would  sell  Hie 
article  manafactured  under  the  license  was  also  an  appropriate  and  reasonable 
condition.  It  tended  to  ke^  up  the  price  of  the  Implements  manufactured  and 
sold,  hut  that  was  only  recognizing  the  nature  of  the  property  dealt  in,  and  pro- 
viding for  its  value  so  far  as  possible.  This  the  parties  were  legally  entitled  to 
do.  The  owner  of  a  patented  article  can,  of  course,  charge  such  price  as  he  may 
choose,  and  the  owner  of  a  patent  may  assign  it  or  sell  the  right  to  manufacture 
and  sell  the  article  patented  upon  the  condition  that  the  assignee  shall  charge  a 
certain  amount  for  such  article. 

If  the  stipulation  in  an  agreement  between  patentees  and  dealers 
in  patented  articles,  which,  among  other  things,  fixed  a  price  below 
which  the  patented  articles  should  not  be  sold,  would  be  a  reasonable 
and  valid  condition,  it  must  follow  that  any  other  reasonable  stipu- 
lation, not  inherently  violative  of  some  substantive  law,  imposed  by 
a  patentee  as  part  of  a  sale  of  a  patented  machine,  would  be  equally 
valid  and  enforceable.  It  must  also  follow,  that  if  the  stipulation  be 
one  which  qualifies  the  right  of  use  in  a  machine  sold  subject  thereto, 
so  that  a  breach  would  give  rise  to  a  right  of  action  upon  the  con- 
tract, it  would  be  at  the  same  time  an  act  of  infringement,  giving  to 
the  patentee  his  choice  of  remedies. 

But  it  has  been  very  earnestly  said  that  a  condition  restricting  the 
buyer  to  use  it  only  in  connection  with  ink  made  by  the  patentee  is 
one  of  a  character  which  gives  to  a  patentee  the  power  to  extend  his 
monopoly  so  as  to  cause  it  to  embrace  any  subject,  not  within  the 
patent,  which  he  chooses  to  require  that  the  invention  shall  be  used 
in  connection  with.  Of  course  the  argument  does  not  mean  that  the 
effect  of  such  a  condition  is  to  cause  things  to  become  patented  which 
were  not  so  without  the  requirement.  The  stencil,  the  paper,  and  the 
ink  made  by  the  patentee  will  continue  to  be  unpatented.  Any  one 
will  be  as  free  to  make,  sell,  and  use  like  articles  as  they  would  be 
without  this  restriction,  save  in  one  particular — ^namely,  they  may 
not  be  sold  to  a  user  of  one  of  the  patentee's  machines  with  intent 
that  they  shall  be  used  in  violation  of  the  license.  To  that  extent 
competition  in  the  sale  of  such  articles,  for  use  with  the  machine, 
will  be  affected;  for  sale  to  such  users  for  infringing  purposes  will 
constitute  contributory  infringement.  But  the  same  consequence  re- 
sults from  the  sale  of  any  article  to  one  who  proposes  to  associate  it 
with  other  articles  to  infringe  a  patent,  when  such  purpose  is  known 
to  the  seller.  But  could  it  be  said  that  the  doctrine  of  contributory 
infringement  operates  to  extend  the  monopoly  of  the  patent  over 
subjects  not  within  it  because  one  subjects  himself  to  the  penalties 
of  the  law  when  he  sells  unpatented  things  for  an  infringing  use? 
If  a  patentee  says,  "I  may  suppress  my  patent  if  I  will.    I  may 
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make  and  have  made  devices  under  my  patent,  but  I  will  neither  sell 
nor  permit  any  one  to  use  the  patented  things,"  he  is  within  his  right 
and  none  can  complain.  But  if  he  says,  '^  I  will  sell  with  the  right 
to  use  only  with  other  things  proper  for  using  with  the  machines, 
and  I  will  sell  at  the  actual  cost  of  the  machines  to  me,  provided 
you  will  agree  to  use  only  such  articles  as  are  made  by  me  in  connec- 
tion therewith,"  if  he  chooses  to  take  his  profit  in  this  way,  instead 
of  taking  it  by  a  higher  price  for  the  machines,  has  he  exceeded  his 
exclusive  right  to  make,  sell,  and  use  his  patented  machines?  The 
market  for  the  sale  of  such  articles  to  the  users  of  his  machine, 
which,  by  such  a  condition,  he  takes  to  himself,  was  a  market  which 
he  alone  created  by  the  making  and  selling  of  a  new  invention.  Had 
he  kept  his  invention  to  himself,  no  ink  could  have  been  sold  by 
others  for  use  upon  machines  embodying  that  invention.  By  selling 
it  silbject  to  the  restriction  he  took  nothing  from  others  and  in  no 
wise  restricted  their  legitimate  market 

A  like  objection  has  been  made  against  injunctions  restraining  the 
sale  for  infringing  purposes  of  a  single  element  in  a  patent  combi- 
nation. It  was  said  that  to  enjoin  such  sales,  although  the  thing 
sold  was  intended  to  be  used  with  other  elements  to  complete  an 
infringing  combination,  was  to  extend  the  scope  of  the  patent  so  as 
to  give  to  the  patentee  the  same  advantage  as  if  the  element  had  been 
claimed  alone.  But  in  Davis  Electrical  Co,  v.  Edison  Co,  (60  Fed. 
Rep.,  276)  Judge  Putnam  answered  this,  saying: 

Neither  in  such  Instances,  nor  In  the  case  at  bar.  Is  the  course  of  the  law  to 
be  turned  aside  because  the  practical  result  may  be  to  give  a  patentee,  for  the 
time  being,  more  than  the  Patent  Office  contemplated ;  nor  is  the  patentee  to  be 
deprived  of  his  Just  rights  because,  under  some  circumstances,  he  gets  incidental 
advantages  beyond  what  he  expressly  bargained  for.  We  do  not  In  terms 
give  the  patentee  the  benefit  of  the  claim  for  the  filament  alone,  nor  prohibit 
its  use  in  some  other  combination  than  that  set  out  in  the  second  claim,  if 
some  Ingenious  way  of  making  such  other  combination  Is  ever  discovered. 

In  Thomson-Houston  Co.  v.  Kelsey  Co.  (C.  D.,  1896,  474;  76  O.  G., 
609;  72  Fed.  Rep.,  1016)  the  language  was  adopted  by  Judge  Town- 
send. 

Neither  can  we  see  that  the  liability  of  the  defendants  for  aiding 
and  abetting  an  infringing  use  by  Miss  Skou  would  be  different 
whether  she  had  made  her  machine  in  open  defiance  of  the  rights 
of  the  patentee  or  had  bought  it  under  conditions  limiting  her  right 
of  use.  If  she  had  made  it,  she  would  have  been  liable  to  an  action 
for  infringement  for  making;  and  if  she  used  it,  she  would  become 
liable  for  such  infringing  use.  But  if  the  defendants  knew  of  the 
patent  and  that  she  had  unlawfully  made  the  patented  article,  and 
then  sold  her  ink  or  other  supplies  without  which  she  could  not  op- 
erate the  machine,  with  the  intent  and  purpose  th^it  she  should  use  the 
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infringing  article  by  means  of  the  ink  supplied  by  them^  they  would 
assist  in  her  infringing  use. 

Contributory  infringement— 

says  Judge  Townsend  in  Thomson-Hoicston  Co.  v.  Kelsey  Co,^  (C.  D., 
1896,  474;  76  O.  G.,  609;  72  Fed.  Rep.,  1016)— 

has  been  w«U  defined  as  the  intentional  aiding  of  one  person  by  another  in  tlie 
unlawful  making  or  selling  or  using  of  the  patented  invention. 

To  the  same  effect  are  Wallace  v.  HolmeSj  (29  Fed.  Cas..  79;) 
Risdon  v.  Trent^  (92  Fed.  Rep.,  375;)  Thomson-Houston  Co,  v.  Ohio 
Brass  Works,  (C.  D.,  1897,  579;  80  O.  G.,  654;  80  Fed.  Rep.,  721;) 
American  Graphophone  Co.  v.  Hawthorne,  (92  Fed.  Rep.,  516.) 

In  the  Risdon  case,  a  member  of  the  firm  which  made  the  plans 
for  the  construction  of  certain  mining  machinery  to  be  made  in  the 
owner's  shop,  and  then  superintended  its  erection  at  the  mine,  was 
held  to  be  guilty  of  infringement,  though  he  neither  personally  made 
nor  used  the  machines  which  were  found  to  be  an  infringement  of 
valid  patents.  In  American  Graphophone  Co.  v.  Hawthorne,  one 
who  sold  a  machine  with  knowledge  that  it  was  to  be  used  to  produce 
an  infringing  article  was  held  to  be  liable  as  an  infringer. 

For  the  purpose  of  testing  the  consequence  of  a  ruling  which  will 
support  the  lawfulness  of  a  sale  of  a  patented  machine  for  use  only 
in  connection  with  supplies  necessary  for  its  operation  bought  from 
the  patentee,  many  fanciful  suggestions  of  conditions  which  might 
be  imposed  by  a  patentee  have  been  pressed  upon  us.  Thus  it  is  said 
that  a  patentee  of  a  coffee-pot  might  sell  on  condition  that  it  be  used 
only  with  coffee  bought  from  him,  or,  if  the  article  be  a  circular  saw, 
that  it  might  be  sold  on  condition  that  it  be  used  only  in  sawing  logs 
procured  from  him.  These  and  other  illustrations  are  used  to  indi- 
cate that  this  method  of  marketing  a  patented  article  may  be  carried 
to  such  an  extent  as  to  inconvenience  the  public  and  involve  innocent 
people  in  unwitting  infringements.  But  these  illustrations  all  fail 
of  their  purpose,  because  the  public  is  always  free  to  take  or  refuse 
the  patented  article  on  the  terms  imposed.  If  they  be  too  onerous  or 
not  in  keeping  with  the  benefits,  the  patented  article  will  not  find  a 
market.  The  public,  by  permitting  the  invention  to  go  unused,  loses 
nothing  which  it  had  before,  and  when  the  patent  expires  will  be  free 
to  use  the  invention  without  compensation  or  restriction.  This  was 
pointed  out  in  the  Paper  Bag  Case,  where  the  inventor  would  neither 
use  himself  nor  allow  others  to  use,  and  yet  was  held  entitled  to  re- 
strain infringement,  because  he  had  the  exclusive  right  to  keep  all 
others  from  using  during  the  life  of  the  patent.  This  larger  right 
embraces  the  lesser  of  permitting  others  to  use  upon  such  terms  as  the 
patentee  chooses  to  prescribe.  It  must  not  be  forgotten  that  we  are 
dealing  with  a  constitutional  and  statutory  monopoly.    An  attack 
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upon  the  rights  under  a  patent  because  it  secures  a  monopoly  to  make, 
to  sell,  and  to  use,  is  an  attack  upon  the  whole  patent  system.  We  are 
not  at  liberty  to  say  that  the  Constitution  has  unwisely  provided  for 
granting  a  monopolistic  right  to  inventors,  or  that  Congress  has 
unwisely  failed  to  impose  limitations  upon  the  inventor's  exclusive 
right  of  use.  And  if  it  be  that  the  ingenuity  of  patentees  in  devising 
ways  in  which  to  reap  the  benefit  of  their  discoveries  requires  to  be 
restrained,  Congress  alone  has  the  power  to  determine  what  restraints 
shall  be  imposed.  As  the  law  now  stands  it  contains  none,  and  the 
duty  which  rests  upon  this  and  upon  every  other  court  is  to  expound 
the  law  as  it  is  written.  Arguments  based  upon  suggestions  of  public 
policy  not  recognized  in  the  patent  laws  are  not  relevant.  The  field 
to  which  we  are  invited  by  such  arguments  is  legislative,  not  judicial. 
The  decisions  of  this  Court,  as  we  have  construed  them,  do  not  so 
limit  the  privilege  of  the  patentee,  and  we  could  not  .so  restrict  a 
patent  grant  without  overruling  the  long  line  of  judicial  decisions 
from  circuit  courts  and  circuit  courts  of  appeal,  heretofore  cited,  thus 
ijnflicting  disastrous  results  upon  individuals  who  have  made  large 
investments  in  reliance  upon  them. 

The  conclusion  we  reach  is  that  there  is  no  difference,  in  principle, 
between  a  sale  subject  to  specific  restrictions  as  to  the  time,  place,  or 
purpose  of  use  and  restrictions  requiring  a  use  only  with  other  things 
necessary  to  the  use  of  the  patented  article  purchased  from  the 
patentee.  If  the  violation  of  the  one  kind  is  an  infringement,  the 
other  is  also.  That  a  violation  of  any  such  restriction  annexed  to  a 
sale  by  one  with  notice  constitutes  an  infringing  use  has  been  decided 
by  a  great  majority  of  the  circuit  courts  and  circuit  courts  of  appeal, 
and  has  come  to  be  a  well-recognized  principle  in  the  patent  law,  in 
accordance  with  which  vast  transactions  in  respect  to  patented  arti- 
cles have  been  conducted.  But  it  is  now  said  that  the  numerous  de- 
cisions by  the  lower  courts  have  been  erroneous  in  respect  to  the 
proper  construction  of  the  limit  of  the  monopoly  conferred  by  a 
patent,  and  that  they  should  now  be  overruled.  To  these  courts  has 
been  committed  the  duty  of  interpreting  and  administering  the  patent 
law.  There  is  no  power  in  this  Court  to  review  their  judgments, 
except  upon  a  writ  of  certiorari,  or  to  direct  their  decisions,  save 
through  a  certified  interrogatory  for  direction  upon  a  question  of 
law.  This  power  to  review  by  certiorari  is  one  which  has  been  sel- 
dom exercised  in  patent  cases.  A  line  of  decisions,  which  has  come 
to  be  something  like  a  rule  of  property,  under  which  large  businesses 
have  been  conducted,  should  at  least  not  be  overruled  except  upon  rea- 
sons so  clear  as  to  make  any  other  construction  of  the  patent  law 
inadmissible. 
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The  earliest  of  the  reported  cases  in  which  the  precise  question  here 
presented  arose  were  cases  arising  in  suits  for  the  infringement  of  a 
patent  upon  an  iron  band  connected  by  a  buckle,  intended  for  bmd- 
ing  cotton-bales.    The  band  and  this  buckle  were  of  iron.    This 
buckle  was  so  adjusted  as  that  the  band  could  be  removed  from  the 
bale  only  by  cutting.    Upon  the  buckle  were  stamped  the  words: 
"  Licensed  to  use  only  once.''    When  cut  from  the  bale  the  band  and 
buckle  were  sold  to  persons,  who  used  the  buckles  either  upon  a  new 
band,  or  one  repaired,  and  these  bands  were  sold  to  planters  to  be 
used  again  in  baling  cotton.    The  question  arose  in  a  number  of 
cases  as  to  whether  such  second  use  of  the  buckles  by  one  with  notice, 
was  an  infringing  use.    In  American  Cotton  Tie  Co.  v.  Simmons 
(3  Ban.  &  A.,  320)  Judge  Shepley  dismissed  the  bill.    The  case,  upon 
appeal  to  this  Court,  was  reversed,  upon  the  ground  that  that  which 
had  been  done  after  the  first  use  was  a  reconstruction,  and  not  a 
repair,  and  was,  therefore,  an  infringement.     (C.  D.,  1882,  507;  22 
O.  G.,  1976;  106  U.  S.,  89.)     The  Court  did  not  pass  upon  the  ques- 
tion whether  a  second  use  of  the  buckles  would  be  an  infringing  use. 
Another  case  arising  under  the  same  patent  was  that  of  American 
Cotton  Tie  Supply  Co.  v.  Bullard^  (4  Ban.  &  A.,  620,)  decided  by 
Judge  Blatchf ord,  who  gave  the  question  great  consideration. 

It  is  manifest — 

says  Judge  Blatchford — 

that  the  owner  of  the  patents  intended,  by  the  stamp  upon  the  buckles  and  the 
imprints  on  the  bill-heads,  to  grant  a  restricted  license  for  the  use  of  the  ties 
find  the  buckles,  and  that  the  intended  restriction  was  to  a  use  of  them  once 
only  as  a  baling-tle.  The  words,  "  Licensed  to  use  once  only,"  stamped  on  each 
buckle,  was  a  notice  to  every  one  who  handled  it  that  there  was  attached  to  it 
a  restriction  in  the  shape  of  a  license  and  of  a  license  to  use  only  once.  This 
was  a  lawful  restriction.  ^ 

Concerning  the  question  of  the  effect  of  this  restriction  upon  subse- 
quent buyers  of  the  cotton  with  its  bands  and  buckles,  the  Court  said: 

It  is  difficult  to  see  how,  in  view  of  the  facts  of  the  case,  the  owner  of  these 
patents  can  properly  be  said  to  have  sold  the  buckles  for  the  purpose  of  allow- 
ing them  to  be  used  in  the  ordinary  pursuits  of  life  and  to  pass  into  the 
markets  of  the  country  as  an  ordinary  article  of  commerce.  ♦  ♦  ♦  The 
original  license  is  fairly  a  license  to  have  the  buckle  and  the  band  confine  a 
bale  until  the  consumer  needs  to  confine  the  bale  no  longer,  and  a  license  for  no 
longer  time.  There  Is  no  purchase  of  buckle  and  band  by  a  purchaser  of  the 
baled  cotton,  except  as  he  purchases  them  confining  the  cotton  and  to  confine 
it  until  it  reaches  the  consumer,  and  such  purchase  of  buckle  and  band  is,  in 
effect,  only  a  purchase  of  them  subject  to  such  original  license.  It  is  quite  as 
reasonable  to  say  that  the  purchaser  of  the  cotton  buys  subject  to  such  license 
as  it  is  to  say  that  the  licensor,  having  imposed  the  restricted  license,  permits 
it  to  be  instantly  destroyed.  The  former  view  is  consistent  with  the  original 
Intention,  and  the  latter  view  is  inconsistent  with  it 
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As  indicating  ,the  trend  of  judicial  opinion  that  such  license  re- 
strictions annexed  to  patented  articles,  when  sold,  constitute  licenses 
under  the  patent,  and  that  their  violation  by  persons  having  notice 
constitutes  an  infringement  of  the  patent,  we  here  set  out  in  the  mar- 
gin a  number  of  the  reported  cases.* 

It  would  lengthen  this  opinion  unreasonably  to  make  quotations 
from  these  opinions  to  show  either  the  grounds  upon  which  they  go 
or  their  applicability.  Some  of  them  concern  sales  subject  to  a  re- 
striction upon  the  price  upon  resale,  and  others  relate  to  a  require- 
ment that  the  article  sold  shall  be  used  only  in  connection  with  cer- 
tain other  things  to  be  bought  from  the  patentee.  We  deem  it  well, 
however,  to  refer  to  the  opinion  of  the  Circuit  Court  of  Appeals  of 
the  Eighth  Circuit,  delivered  by  Judge  (now  Mr.  Justice)  Van 
Devanter  in  National  Phonograph  Co.  v.  Schlegel^  cited  above,  be- 
cause it  draws  so  clearly  the  distinction  between  a  conditional  and 
an  unconditional  sale  of  a  patented  article.  Speaking  for  the  court, 
Judge  Van  Devanter  said : 

An  unconditional  or  unrestricted  sale  by  the  patentee,  or  by  a  licensee  au- 
thorized to  make  such  sale,  of  an  article  embodsring  the  patented  invention  or 
discoTery,  passes  the  article  without  the  limits  of  the  monopoly*  and  authorizes 
the  buyer  to  use  or  sell  it  without  restriction ;  but  to  the  extent  that  the  sale  is 
subject  to  any  restriction  upon  the  use  or  future  sale  the  article  has  not  been 
released  from  the  monopoly,  but  is  within  its  limits,  and,  as  against  all  who 
have  notice  of  the  restriction,  is  subject  to  the  control  of  whoever  retains  the 
monopoly.  This  results  from  the  fact  that  the  monopoly  is  a  substantial  prop- 
erty right  conferred  by  law  as  an  inducement  or  stimulus  to  useful  invention 
and  discovery,  and  that  it  rests  with  the  owner  to  say  what  part  of  this  prop- 
erty he  will  reserve  to  himself,  and  what  part  he  will  transfer  to  others,  and 
upon  what  terms  he  will  make  the  transfer. 

There  is  no  collision  between  the  rule  against  restrictions  upon  the 
alienation  or  use  of  chattels  not  made  under  the  protection  of  a  patent 

•  Dickeraon  v.  Matheaon,  (67  Fed.  Rep.,  624,  Second  Circuit  Court  of  Appeals;)  Heaton- 
Penin.  Co.  v.  Eureka  Specialty  Co.,  (C.  D.,  1807,  216;  78  O.  G.,  171;  77  Fed.  Rep.,  288. 
Sixth  Circuit  Court  of  Appeals;)  Tubular  Rivet  Co.  v.  O'Brim,  (93  Fed.  Rep.,  200;) 
Cortelyou  v.  Lowe,  (111  Fed.  Rep.,  1006,  Second  Circuit  Court  of  Appeals;)  Edieon  Phono- 
graph Co.  V.  Kaufman,  (106  Fed.  Rep.,  960;)  Ediaon  Phonograph  Co.  v.  Pike,  (116  Fed. 
Rep.,  863;)  Victor  Talking  Machine  Co.  ▼.  TJm  Fair,  (123  Fed.  Rep.,  424,  Seventh  Clrculi' 
Court  of  Appeals;)  Naiional  Phonograph  Co.  v.  Schlegel,  (128  Fed.  Rep.,  733;)  The  Fair 
V.  Dover  Mfg  Co.,  (166  Fed.  Rep.,  117;)  ^olian  Co.  v.  Juleg  Co.,  (165  Fed.  Rep.,  119, 
Second  Circuit  Court  of  Appeals;)  A.  B.  Dick  Go.  v.  Miluiaukee  Co.,  (168  Fed.  Rep.,  930. 
Seventh  Circuit  Court  of  Appeals;)  Cork  Crown  and  Seal  Co.  v.  Brooklyn  Co.,  (172  Fed. 
Rep.,  226;)  Rupp  v.  EUott,  (131  Fed.  Rep.,  730,  Sixth  Circuit  Court  of  Appeals;)  Com- 
mercial Co  V.  Autolux  Co.,  (181  Fed.  Rep..  387;)  Boeach  v.  Graff,  (C.  D.,  1890,  287;  61 
O.  G.,  477 ;  133  U.  8.,  697,)  where  articles  made  In  (Germany  under  a  German  patent,  and 
imported  to  this  country,  were  held  to  Infringe  a  United  States  patent  for  the  same 
article;  and  Dickeraon  v.  TinUng,  (C.  D.,  1898,  603;  83  O.  O.,  1663;  84  Fed.  Rep.,  192,) 
where  it  was  held  that  one  purchasing  a  patented  article  in  Germany  from  the  owners 
of  a  United  States  patent,  having  marked  on  it  a  condition  that  it  should  not  be  imported 
into  the  United  States,  was  held  gollty  of  infringement  by  bringing  It  Into  the  United 
SUtes. 

See  also  Curtiaa  on  Patenta,  (sees.  218-218*;)  Walker  on  Paienta,  (sees.  300,  TOl, 
302;)  Wilaon  v.  Sherman,  (1  Blatchf.,  636.) 
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and  the  right  of  the  patentee  through  his  control  over  his  invention. 
The  distinction  is  pointed  out  by  Mr.  Justice  Hughes  in  Mile8  Medical 
Co.  V.  Park  <&  Sons  Co.,  (220  U-  S.,  373.) 

The  English  patent  law,  like  our  own,  grants  to  the  patentee  the 
exclusive  right  to  make,  to  sell,  and  to  use.  The  decisions  of  the 
English  courts  upon  the  subject  are,  therefore,  worthy  of  examina- 
tion, and  weight  should  be  attached  not  only  because  of  the  respect 
due  by  reason  of  the  similarity  of  statutes,  but  because  many  English 
patentees  take  out  American  patents  and  the  converse.  The  English 
opinions  which  we  shall  refer  to  have  to  do  with  the  sale  of  patented 
articles  with  restrictions  upon  the  use. 

The  cases  of  Incandescent  Gas  Light  Co.  v.  Cantelo,  (12  Pat.  Law 
Reps.,  262,)  decided  in  1895,  and  Incandescent  Gas  Light  Co.  v.  Brog- 
den,  (16  Pat.  Law  Reps.,  179,)  decided  in  1899,  were  actions  for  the 
infringement  of  the  Welsbach  mantle  patent  for  incandescent  gas- 
lighting.  The  mantles  were  sold  subject  to  a  license  restriction, 
printed  on  the  box  containing  them,  that  they  should  be  used  in  con- 
nection with  burners  or  apparatus  sold  or  supplied  by  the  patentee. 
In  the  Cantelo  case  Mr.  Justice  Wills  said : 

The  sale  of  a  patented  article  carries  with  it  the  right  to  use  It  in  any  way 
that  the  purchaser  chooses  to  use  it,  unless  he  knows  of  restrictions.  Of  couise, 
if  he  knows  of  restrictions  and  they  are  brought  to  his  mind  at  the  time  of  the 
sale,  he  is  bound  by  them.  He  is  bound  by  them  on  this  principle.  The  pat- 
entee has  the  sole  right  of  using  and  selling  the  articles,  and  he  may  prevent 
anybody  from  dealing  with  them  at  all.  Inasmuch  as  he  has  the  right  to  pre- 
vent people  from  using  them  or  dealing  in  them  at  all,  he  has  the  right  to  do 
the  lesser  thing;  that  is  to  say,  to  Impose  his  own  conditions.  It  does  not 
matter  how  unreasonable  or  how  absurd  the  conditions  are.  It  does  not  matter 
what  they  are,  if  he  says  at  the  time  when  the  purchaser  proposes  to  buy  or 
the  person  to  take  a  license :  "  Mind,  I  only  give  you  this  license  on  this  condi- 
tion," and  the  purchaser  is  free  to  take  it  or  leave  it  as  he  likes.  If  he  takes  It, 
he  must  be  bound  by  the  condition.  It  seems  to  be  common  sense,  and  not  to 
depend  upon  any  patent  law  or  any  other  particular  law. 

Upon  the  evidence  it  was  held  that  Cantelo  not  having  bought 
direct,  he  did  not  have  actual  knowledge  of  the  restriction,  and  he 
was  given  judgment  for  costs  upon  that  defense. 

In  the  subsequent  case  against  Brogden,  the  complainants  were 
given  an  injunction  against  future  infringement,  and  an  accounting 
for  damages  for  past  infringement,  upon  the  second  point  in  the 
claim,  namely,  that  the  defendant  had  sold,  being  a  dealer,  with 
notice  of  the  restriction,  for  use  upon  a  burner  not  made  or  supplied 
by  the  patentee.  As  to  the  effect  of  the  sale  subject  to  the  license 
restriction  as  to  the  use,  Lord  Justice  Kennedy  said : 

A  patentee  has  a  right,  not  merely  by  sale  without  reserve,  to  give  an  un- 
limited right  to  the  purchaser  to  use,  and  thereby  to  make  a  grant  from  which 
he  cannot  derogate,  but  may  attach  to  it  conditions,  and  if  these  conditions  are 
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broken  thcD  there  is  no  Ucttase,  because  the  license  is  bound  up  with  the  ob- 
servance of  the  conditions. 

In  British  Mutoscope  and  Biograph  Company  v.  Horner^  (17  Times 
Law  Reps.,  213,)  decided  in  1901,  it  was  held  that  the  purchaser  of 
a  mutoscope  under  a  rent  distress  warrant  obtained  no  greater  right 
to  the  use  of  the  patented  machine  than  that  which  pertained  to 
the  execution  debtor,  and  that  if  the  debtor  had  no  right  other  than 
a  strictly  personal  right  to  use,  the  purchaser  obtained  no  right  to 
the  use.  Mr.  Justice  Farwell,  who  delivered  the  opinion,  cited  and 
quoted  with  approval  from  the  case  of  the  Incandescent  Oas  Light  Co. 
V.  Brogden^  (16  Pat.  Law  Reps.,  179,)  where  it  was  said  that  a 
purchaser  who  buys  with  knowledge  of  the  conditions  under  which 
his  vender  is  authorized  to  use  a  patented  invention  is  bound  by  such 
conditions,  and  that  such  conditions  are  not  contractual,  but  are  inci- 
dent to  and  a  limitation  of  the  grant  of  the  licensee  to  use,  so  that 
if  the  conditions  are  broken  there  is  no  grant  at  all. 

In  McGruther  v.  Pitcher  (20  Times  Law  Reps.,  662,)  it  is  held 
that  the  purchaser  of  an  article  made  under  a  patent  and  sold  origi- 
nally subject  to  restrictions  as  to  place  or  method  of  use  is  not  bound 
by  such  restrictions  unless  he  buys  with  notice  of  them,  as  such  re- 
strictions do  not  run  with  the  goods  and  are  obligatory  only  upon 
those  persons  who  take  the  article  with  knowledge  of  the  conditions. 

In  the  very  late  case  of  the  National  Phonograph  Co.  v.  Menck. 
decided  in  1911  by  the  Judicial  Committee  of  the  Privy  Council,  and 
reported  in  27  Times  Law  Reporter,  239,  the  cases  were  cited  and 
reviewed.  Referring  to  the  distinction  between  the  principles  ap- 
plicable to  sales  of  unpatented  and  patented  articles.  Lord  Shaw,  in 
delivering  the  opinion  of  the  court  said : 

To  begin  with,  the  general  principle  applicable  to  ordinary  goods  bought  and 
sold  Is  not  here  in  question.  The  owner  may  use  and  dispose  of  them  as  he 
sees  fit.  He  may  have  made  a  certain  contract  with  the  person  from  whom 
be  bought,  and  to  such  a  contract  he  must  answer.  Simply,  however,  in  his 
capacity  as  owner,  he  is  not  bound  by  any  restrictions  in  regard  to  the  use  or 
sale  of  the  goods,  and  it  is  out  of  the  question  to  suggest  that  restrictive 
conditions  run  with  the  goods.    ♦    ♦    ♦ 

Referring  to  former  cases,  he  proceeds: 

All  that  is  affirmed  is  that  the  general  doctrine  of  absolute  freedom  of  dis- 
posal of  chattels  of  an  ordinary  kind  is,  in  the  case  of  patented  chattels,  sub- 
ject to  the  restriction  that  the  person  purchasing  them,  and  in  the  knowledge 
of  the  conditions  attached  by  the  patentee,  which  knowledge  is  clearly  brought 
home  to  himself  at  the  time  of  sale,  shall  be  bound  by  that  knowledge  and 
accept  the  situation  of  ownership  subject  to  the  limitations.  These  limitations 
are  merely  the  respect  paid  and  the  effect  given  to  those  conditions  of  transfer 
of  the  patented  article  which  the  law,  laid  down  by  statute,  gave  the  original 
patentee  a  power  to  impose.  Whether  the  law  on  this  head  should  be  changed 
nnd  the  power  of  sale  »u6  modo  should  be  withdrawn  or  limited  is  not  a  ques- 
tion for  a  court    It  may  be  added  that  where  a  patented  article  has  been 
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acquired  by  sale,  much,  if  not  all,  may  be  implied  as  to  the  consent  ot  the 
licensee  to  an  undisturbed  and  unrestricted  use  thereof.  In  short  such  a  sale 
negatives  in  the  ordinary  case  the  imposition  of  conditions  and  the  bringing 
home  to  the  kno^edge  of  the  owner  of  the  patented  goods  that  restrictions 
are  laid  upon  him. 

JLord  Shaw  then  referred  to  the  case  of  the  Incandescent  Light  Co. 
V.  Cantelo^  cited  above,  saying  that — 

the  judgment  hi  that  case  by  Mr.  Justice  Wills  forms  undoubtedly  a  leading 
authority  in  the  law  of  England. 

The  passage  above  set  out  is  then  quoted  in  full. 

The  precise  question  here  involved  has  never  been  decided  by  this 
Court.  It  was  raised  in  the  Cotton  Tie  Case^  (C.  D.,  1882,  507; 
20  O.  G.,  1976;  106  U.  S.,  89,)  but  was  passed  by  and  the  case  decided 
upon  the  single  ground  that  the  defendants  had  infringed  by  a 
reconstruction  of  the  bands  after  they  had  been  cut.  It  was  again 
presented  in  Cortelyou  v.  Johnson,  (C.  D.,  1907,  700;  181  O.  G.,  2147 ; 
207  XT.  S.,  199,)  but  was  not  decided,  because  it  did  not  appear  that 
the  defendants,  charged  as  contributory  infringers  as  in  the  present 
cAse,  had  notice  of  the  restriction  upon  the  use  of  the  patented 
machine. 

In  Bobbs-MerriU  Co.  v.  Straus  (210  U.  S.,  845)  it  was  urged  that 
the  analogy  between  the  right  of  one  under  the  copyright  statute  to 
fix  the  price  at  which  a  copyrighted  book  might  be  sold  by  retailers 
by  a  mere  notice  accompanying  the  book,  and  the  right  of  one  selling 
a  patented  article  subject  to  a  condition  that  it  should  not  be  sold 
at  less  than  a  prescribed  minimum  price,  was  such  as  to  entitle  the 
owner  of  the  copyright  to  treat  a  sale  contrary  to  the  notice  as  an 
infringing  sale.  But  this  Court  declined  to  consider  the  rule  appli- 
cable to  restrictive  licenses  accompanying  the  sale  of  a  patented 
article,  saying: 

If  we  were  to  follow  the  course  taken  in  the  argument,  and  discuss  the 
rights  of  a  patentee,  under  Letters  Patent,  and  then,  by  analogy,  apply  the 
conclusions  to  copyrights,  we  might  greatly  embarrass  the  consideration  of 
a  case  under  Letters  Patent,  when  one  of  that  character  shall  be  presented 
to  this  Ck>urt 

We  may  say  in  passing,  disclainodng  any  intention  to  indicate  our  views 
as  to  what  would  be  the  rights  of  parties  in  circumstances  similar  to  the 
present  case  under  the  patent  laws,  that  there  are  differences  between  the 
patent  and  copyright  statutes  in  the  extent  of  the  protection  granted  by  them. 
This  was  recognized  by  Judge  Lurton,  who  wrote  a  leading  case  on  the 
subject  in  the  Federal  courts.  (The  Button  Fastener  Case,  C.  D.,  1897,  216; 
78  O.  O.,  171;  77  Fed.  Rep.,  288,)  for  he  said  in  the  subsequent  case  of  Park  d 
Sons  V.  ffartmanf  (153  Fed.  Rep.,  24:) 

"There  are  such  wide  differences  between  the  right  of  multiplying  and 
vending  copies  of  a  production  protected  by  the  copyright  statute  and  the  rights 
secured  to  an  inventor  under  the  patent  statutes,  that  the  cases  which  relate 
to  the  one  subject  are  not  altogether  controlling  as  to  the  other." 
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Touching  the  question  there  involved,  the  Court  said: 

The  precise  question,  therefore,  In  this  case  is,  does  the  sole  right  to  vend 
(named  In  section  4952,)  secure  to  the  owner  of  the  copyright  the  right,  after 
the  sale  of  the  book  to  a  purchaser,  to  restrict  future  sales  of  the  booic  at 
retail,  to  the  right  to  sell  it  at  a  certain  price  per  copy,  because  of  a  notice 
in  the  book  that  a  sale  at  a  different  price  will  be  treated  as  «n  infringement, 
which  notice  has  been  brought  home  to  one  undertaking  to  sell  for  less  than 
the  named  sum?  We  do  not  think  the  statute  can  be  given  such  a  construction, 
and  it  is  to  be  remembered  that  this  is  purely  a  question  of  statutory  con- 
struction. There  is  no  claim  in  this  case  of  contract  limitation,  nor  license 
agreement  controlling  the  subsequent  sales  of  the  book. 

In  onr  view  the  copyright  statutes,  while  protecting  the  owner  of  the  copy- 
right in  his  right  to  multiply  and  sell  his  production,  do  not  create  the  right 
to  impose,  by  notice,  such  as  is  disclosed  in  this  case,  a  limitation  at  which 
the  book  shall  be  sold  at  retail  by  future  purchasers,  with  whom  there  is  no 
privity  of  contract.  This  conclusion  is  reached  in  view  of  the  language  of  the 
statute,  read  in  the  light  of  its  main  purpose  to  secure  the  right  of  multi- 
plying copies  of  the  work,  a  right  which  is  the  special  creation  of  the  statute. 
True,  the  statute  also  secures,  to  make  this  right  of  multiplication  effectual, 
the  sole  right  to  vend  copies  of  the  book,  the  production  of  the  author's  thought 
and  conception.  The  owner  of  the  copyright  in  this  case  did  sell  copies  of  the 
book  in  quantities  and  at  a  price  satisfactory  to  it.  It  has  exercised  the  right 
to  vend.  What  the  complainant  contends  for  embraces  not  only  the  right  to 
seU  the  copies,  but  to  qualify  the  title  of  a  future  purchaser  by  the  reserva- 
tion of  the  right  to  have  the  remedies  of  the  statute  against  an  infringer 
because  of  the  printed  notice  of  its  purpose  so  to  do  unless  the  purchaser  sells 
at  a  price  fixed  in  the  notice.  To  add  to  the  right  of  exclusive  sale  the 
authority  to  control  all  future  retail  sales,  by  a  notice  that  such  sales  must 
be  made  at  affixed  sum,  would  give  a  right  not  Included  in  the  terms  of  the 
statute,  and,  in  our  view,  extend  its  operation,  by  construction,  beyond  its 
meaning,  when  interpreted  with  a  view  to  ascertaining  the  legislative  intent  in 
its  enactment. 

Though  the  Constitution  gives  to  Congress  power  to  promote 
"  science  and  useful  arts,"  by  securing  for  a  limited  time  to  writers 
and  inventors  "  the  exclusive  right  to  their  respective  writings  and 
discoveries,"  the  legislation  for  this  purpose  had  to  be  adapted  to 
the  difference  between  a  "  discovery  "  and  a  "  writing."  To  secure 
to  the  author  an  exclusive  right  to  his  "  writings  "  Congress  provided 
that  he  should  have — 

the  sole  liberty  of  printing,  reprinting,  publishing,  completing,  copying,  execut- 
ing, finishing  and  vending  the  same.    (Rev.  Stats.,  4952.) 

This  is,  in  short,  the  sole  right  to  multiply  and  vend  copies  of  his 
production.  While  there  are  resemblances  between  the  right  of  the 
author  to  "  vend  "  his  copyrighted  production,  and  of  the  patentee 
to  "  vend  "  the  patented  thing,  the  inherent  difference  between  the 
production  of  an  author,  be  it  a  book,  music,  or  a  picture,  and  that 
of  an  inventor,  be  it  a  machine,  a  process,  or  an  article,  is  so  manifest 
that  the  exclusive  right  of  one  to  multiply  and  sell  was  declared  suf- 
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ficient  to  give  him  that  exclusive  right  to  his  writings  purposed  by 
the  Constitution.  To  the  inventor,  by  section  4884,  Revised  Statutes, 
there  is  granted — 

the  exclnsive  right  to  make,  use  and  vend  the  inrention  or  discovery. 

This  grant,  as  defined  in  Bloomer  v.  McQuewan^  (14  How.,  539) — 

consists  altogether  in  the  right  to  exdnde  every  one  from  making,  using  or 
vending  the  thing  pat«ited. 

Thus,  there  are  several  substantive  rights,  and  each  is  the  subject 
of  subdivision,  so  that  one  person  may  be  permitted  to  make,  but 
neither  to  sell  nor  use  the  patented  thing.  To  another  may  be  con- 
veyed the  right  to  sell,  but  within  a  limited  area,  or  for  a  particular 
use,  while  to  another  the  patentee  may  grant  only  the  right  to  make 
and  use,  or  to  use  only  for  specific  purposes.  {Adams  v.  Burks, 
5  O.  G.,  118 ;  17  Wall.,  453 ;  Mitchell  v.  Hawley,  3  O.  G.,  241 ;  16  Wall., 
544;  Rubber  Co.  v.  Goodyear,  9  Wall.,  788.)  Thus,  in  the  case  last 
cited  the  license  was — 

to  use  the  said  Goodyear  gum-elastic  composition  for  coating  cloth  for  the  pur- 
pose of  Japanning,  marbling,  and  variegate  Japanning,  at  his  own  establishment, 
but  not  to  be  disposed  of  to  others  for  that  purpose  without  the  consmt  of  the 
said  Charles  Goodyear,  •  •  •  the  right  and  license  hereby  conferred  being 
limited  to  the  United  States,  and  not  extending  to  any  foreign  country,  and  not 
being  intended  to  convey  any  right  to  make  any  contract  with  the  Government  of 
the  United  States. 

Of  this  license,  this  Court  said : 

It  authorizes  Chaffee  to  use  it  himself.  It  gave  him  no  right  to  authorise 
others  to  use  it  in  conjunction  with  himself,  or  otherwise,  without  the  consent 
of  Goodyear,  which  is  not  shown,  and  not  to  be  presumed.  It  was  to  be  used  at 
his  own  establishment,  and  not  at  one  occupied  by  himself  and  others.  Loolcing 
at  the  terms  of  the  instrument,  and  the  testimony  in  the  record,  we  are  satisfied 
that  its  true  meaning  and  purpose  were  to  authorize  the  licensee  to  malce  and 
sell  india-rubber  cloth,  to  be  used  in  the  place,  and  for  the  purposes,  of  patent 
or  Japanned  leather.  In  our  Judgment  it  conveyed  authority  to  this  extent  and 
nothing  more. 

The  licensees  were  held  to  have  infringed  the  license  by  uses  not 
permitted. 

We  have  already  pointed  out  that  in  the  Bement  case  (C.  D.,  1902, 
666;  101  O.  G.,  887;  186  U.  S.,  91)  it  was  said  in  respect  of  the  power 
of  a  patentee  that,  in  the  sale  of  rights  under  a  patent — 

with  few  exceptions  any  conditions  which  are  not  in  their  nature  illegal  with 
regard  to  this  Icind  of  property,  imposed  by  the  patentee  and  agreed  to  by  the 
licensee  for  the  right  to  manufacture  or  use  or  sell  the  article  will  be  upheld 
by  the  courts.     [Italics  ours.] 

The  question,  as  was  said  in  reference  to  the  copyright,  is  one  of 
statutory  construction.  The  kinds  of  property  rights  sought  to  be 
guaranteed  and  the  terms  of  the  two  statutes  are  so  different  that  very 
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different  constructions  have  been  placed  upon  them.  There  is  no 
collision  whatever  between  the  decision  in  the  Bobbs-Merrill  case  and 
the  present  opinion.  Each  rests  upon  a  construction  of  the  applicable 
statute,  and  the  special  facts  of  the  cases. 

The  Paper  Roll  Case  (C.  D.,  1894,  238;  67  O.  G.,  271;  152  U.  S., 
425)  has  been  relied  upon  by  the  defendants.  We  do  not  question 
that  case,  nor  anything  it  decides.  ,  But  it  has  no  application  to  the 
question  here  presented.  This  is  manifest  when  that  case  is  atten- 
tively examined.  First,  because  here  the  ink  and  other  supplies  used 
in  the  operation  of  the  complainant's  rotary  mimeograph  patent  were 
not  made  elements  of  the  patent,  as  in  the  Paper  Roll  Case;  and 
second,  the  toilet-paper  fixture  in  the  Paper  Roll  Case  was  not  sold 
with  the  license  restriction  that  it  was  not  to  be  used  except  in  connec- 
tion with  paper  supplied  by  the  patentee.  There  was  some  evidence 
of  a  practice  to  sell  the  fixture  only  to  those  who  used  the  patentee's 
paper;  but  this  was  far  from  proof  of  a  specific  license  annexed  to 
the  sale  of  the  fixtures  that  they  were  sold  only  to  be  used  with 
paper  supplied  by  the  patentee.  One  who  bought  subject  to  no  such 
restriction  acquired  the  right  to  use  the  fixture  with  any  paper.  The 
opinion  in  that  case  is  considered  and  analyzed  in  all  of  its  aspects 
in  the  Button  Fastener  Case,  (C.  D.,  1897,  216;  78  O.  G.,  171;  77  Fed. 
Rep.,  288.) 

We  come  then  to  the  question  as  to  whether — 

tbe  acts  of  the  defendants  constitute  contributory  infringement  of  tbe  com- 
plainants' patent 

The  facts  upon  which  our  answer  must  be  made  are  somewhat 
meager.  It  has  been  urged  that  we  should  make  a  negative  reply  to 
the  interrogatory  as  certified,  because  the  intent  to  have  the  ink  sold 
to  the  licensee  used  in  an  infringing  way  is  not  sufiiciently  made  out. 
Undoubtedly  a  bare  supposition  that  by  a  sale  of  an  article  which 
though  adapted  to  an  infringing  use  is  also  adapted  to  other  and 
lawful  uses,  is  not  enough  to  make  the  seller  a  contributory  infringer. 
Such  a  rule  would  block  the  wheels  of  commerce.  There  must  be  an 
intent  and  purpose  that  the  article  sold  will  be  so  used.  Such  a  pre- 
sumption arises  when  the  article  so  sold  is  only  adapted  to  an  in- 
fringing use.  {Rupp  V.  Elliott^  131  Fed.  Kep.,  730.)  It  may  also  be 
inferred  where  its  most  conspicuous  use  is  one  which  will  cooperate 
in  an  infringement  when  sale  to  such  user  is  invoked  by  advertise- 
ment.    {Kalem  Co.  v.  Harper  Brothers^  222  U.  S.,  55.) 

These  defendants  are,  in  the  facts  certified,  stated  to  have  made  a 
direct  sale  to  the  user  of  the  patented  article,  with  knowledge  that 
under  the  license  from  the  patentee  she  could  not  use  the  ink,  sold  by 
them  directly  to  her,  in  connection  with  the  licensed  machine,  with- 
out infringement  of  the  monopoly  of  the  patent.    It  is  not  open  to 
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them  to  say  that  it  might  be  used  in  a  non-infringing  way,  for  the 
certified  fact  is  that  they  made  the  sale — 

with  the  expectation  that  It  would  he  used  In  connection  with  said  mimeograph. 

The  fair  interpretation  of  the  facts  stated  is  that  the  sale  was  with 
the  purpose  and  intent  that  it  would  be  so  used. 

So  understanding  the  import  of  the  question  in  connection  with  the 
facts  certified^  we  must  answer  the  question  certified  affirmatively, 

Mr.  Justice  Day  did  not  hear  the  argument  and  took  no  part  in  the 
decision  of  this  case. 


Mr.  Chief  Justice  White,  with  whom  concurred  Mr.  Justice 
Hughes  and  Mr.  Justice  Lamar,  dissenting. 

My  reluctance  to  dissent  is  overcome  in  this  case :  first,  because  the 
ruling  now  made  has  a  much  wider  scope  than  the  mere  interest  of  the 
parties  to  this  record,  since,  in  my  opinion,  the  effect  of  that  ruling 
is  to  destroy,  in  a  very  large  measure,  the  judicial  authority  of  the 
States  by  unwarrantedly  extending  the  Federal  judicial  power.  Sec- 
ond, because  the  result  just  stated,  by  the  inevitable  development  of 
the  principle  announced,  may  not  be  confined  to  sporadic  or  isolated 
cases,  but  will  be  as  broad  as  society  itself,  affecting  a  multitude  of 
people  and  capable  of  operation  upon  every  conceivable  subject  of 
human  contract,  interest,  or  activity,  however  intensely  local  and  ex- 
clusively within  State  authority  they  otherwise  might  be.  Third, 
because  the  gravity  of  the  consequences  which  would  ordinarily  arise 
from  such  a  result  is  greatly  aggravated  by  the  ruling  now  made, 
since  that  ruling  not  only  vastly  extends  the  Federal  judicial  power, 
aB  above  stated,  but  as  to  all  the  innumerable  subjects  to  which  the 
ruling  may  be  made  to  apply,  makes  it  the  duty  of  the  courts  of  the 
United  States  to  test  the  rights  and  obligations  of  the  parties,  not 
by  the  general  law  of  the  land,  in  accord  with  the  Conformity  Act, 
but  by  the  provisions  of  the  patent  law,  even  although  the  subjects 
considered  may  not  be  within  the  embrace  of  that  law,  thus  disre- 
garding the  State  law,  overthrowing,  it  may  be,  the  settled  public 
policy  of  the  State,  and  injuriously  affecting  a  multitude  of  persons. 
Lastly,  I  am  led  to  express  the  reasons  which  constrain  me  to  dissent, 
because  of  the  hope  that  if  my  forebodings  as  to  the  evil  consequences 
to  result  from  the  application  of  the  construction  now  given  to  the 
patent  statute  be  well  founded,  the  statement  of  my  reasons  may 
serve  a  twofold  purpose:  first,  to  suggest  that  the  application  in 
future  cases  of  the  construction  now  given  be  confined  within  the 
narrowest  limits,  and,  second,  to  serve  to  make  it  clear  that  if  evils 
arise  their  continuance  will  not  be  caused  by  the  interpretation  now 
given  to  the  statute,  but  will  result  from  the  inaction  of  the  legisla- 
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tive  department  in  failing  to  amend  the  statute  so  as  to  avoid  such 
evils. 

Let  me  briefly  recapitulate  the  facts  and  the  rulings  based  thereon. 
A  machine  styled  a  rotary  mimeograph  was  covered  by  a  patent. 
The  claims  of  the  patent,  however,  did  not  embrace  the  ink  or  other 
materials  used  in  working  the  machine,  nor  were  they  covered  by  in- 
dependent patents.  The  Dick  Company,  owner  of  the  patent,  sold 
one  of  the  machines  to  a  Miss  Skou.  The  entire  title  was  parted 
with;  in  other  words,  there  was  no  condition  imposed  affecting  the 
title  or  the  uses  to  which  the  machine  might  be  applied  or  the  dura- 
tion of  the  use.  Upon  the  machine,  however,  was  inscribed  a  notice, 
styled  a  license  restriction,  reciting  that  the  machine — 

may  be  used  only  with  the  stencil -paper,  Ink  and  other  Bopplies  made  by  the 
A.  B.  Dick  Ck)mpany,  Chicago,  U.  S.  A. 

The  Henry  Company,  dealers  in  ink,  sold  to  Miss  Skou,  for  use  in 
working  her  machine,  ink  not  made  by  the  Dick  Company.  The 
Court  now  decides  that  a  use  of  such  ink  by  Miss  Skou  would  have 
been  "  a  use  of  the  machine  in  a  prohibited  way,"  and  would  have 
rendered  her  "  liable  to  an  action  under  the  patent  law  for  infringe- 
ment," and  that  the  seller  of  the  ink  was  liable  as  an  infringer  of  the 
patent  on  the  machine  because  of  the  aiding  and  abetting  a  proposed 
infringing  use. 

I  cannot  bring  my  mind  to  assent  to  the  conclusion  referred  to,  and 
shall  state  in  the  light  of  reason  and  authority  why  I  cannot  do  so. 
As  I  have  said,  the  ink  was  not  covered  by  the  patent ;  indeed,  it  is 
stated  in  argument  and  not  denied  that  a  prior  patent  which  covered 
the  ink  had  expired  before  the  sale  in  question.  It,  therefore,  results 
that  a  claim  for  the  ink  could  not  have  been  lawfully  embraced  in 
the  patent,  and  if  it  had  been  by  inadvertence  allowed  such  claim 
would  not  have  been  enforceable.  This  curious  anomaly  then  results, 
that  that  which  was  not  embraced  by  the  patent,  which  could  not 
have  been  embraced  therein  and  which  if  mistakenly  allowed  and 
included  in  an  express  claim  would  have  been  inefficacious,  is  now  by 
the  effect  of  a  contract  held  to  be  embraced  by  the  patent  and  cov- 
ered by  the  patent  law.  This  inevitably  causes  the  contentions  now 
upheld  to  come  to  this,  that  a  patentee  in  selling  the  machine  cov- 
ered by  his  patent  has  power  by  contract  to  extend  the  patent  so 
as  to  cause  it  to  embrace  things  which  it  does  not  include;  in  other 
words,  to  exercise  legislative  power  of  a  far-reaching  and  dangerous 
character.  Looking  at  it  from  another  point  of  view  and  testing 
the  contention  by  a  consideration  of  the  rights  protected  by  the 
patent  law  and  the  rights  which  an  inventor  who  obtains  a  patent 
takes  under  that  law,  the  proposition  reduces  itself  to  the  same  con- 
clusion.   The  natural  right  of  any  one  to  make,  vend,  and  use  his 
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invention  which  but  for  the  patent  law  might  be  invaded  by  others, 
is  by  that  law  made  exclusive,  and  hence  the  power  is  conferred  to 
exclude  others  from  making,  using,  or  vending  the  patented  inven- 
tion. {Paper  Bag  Case,  C.  D.,  1908,  594;  186  O.  G.,  1297;  210  U.  S., 
405,  and  cases  cited.) 

The  exclusive  right  of  use  of  the  invention  embodied  in  the  machine 
which  the  patent  protected  was  a  right  to  use  it  anywhere  and  every- 
where for  all  and  every  purpose  of  which  the  machine  as  embraced 
by  the  patent  was  susceptible.  The  patent  was  solely  upon  the 
mechanism  which  when  operated  was  capable  of  producing  certain 
results.  A  patent  for  this  mechanism  was  not  concerned  in  any  way 
with  the  materials  to  be  used  in  operating  the  machine,  and  cer- 
tainly the  right  protected  by  the  patent  was  not  a  right  to  use  the 
mechanism  with  any  particular  ink  or  other  operative  materials. 
Of  course  as  the  owner  of  the  machine  possessed  the  ordinary  right 
of  an  owner  of  property  to  use  such  materials  as  he  pleased  in  oper- 
ating his  patented  machine  and  had  the  power  in  selling  his  machine 
to  impose  such  conditions  in  the  nature  of  covenants  not  contrary  to 
public  policy  as  he  saw  fit,  I  snail  assume  that  he  had  the  power  to 
exact  that  the  purchaser  should  use  only  a  particular  character  of 
materials.  But  as  the  right  to  employ  any  desired  operative  mate- 
rials in  using  the  patented  machine  was  not  a  right  derived  from  or 
protected  by  the  patent  law,  but  was  a  mere  right  arising  from  the 
ownership  of  property,  it  cannot  be  said  that  the  restriction  con- 
cerning the  use  of  the  materials  was  a  restriction  upon  the  use  of 
the  machine  protected  l^y  the  patent  law.  When  I  say  it  cannot  be 
said  I  mean  that  it  cannot  be  so  done  in  reason,  since  the  inevitable 
result  of  so  doing  would  be  to  declare  that  the  patent  protected  a  use 
which  it  did  not  embrace.  And  this  after  all  serves  to  demonstrate 
that  it  is  a  misconception  to  qualify  the  restriction  as  one  on  the 
use  of  the  machine,  when  in  truth  both  in  form  and  substance  it  was 
but  a  restriction  upon  the  use  of  materials  capable  of  being  employed 
in  operating  the  machine.  In  other  words,  every  use  which  the 
patent  protected  was  transferred  to  Miss  Skou,  and  the  very  exist- 
ence of  the  particular  restriction  under  consideration  presupposes 
such  right  of  complete  enjoyment,  and  because  of  its  possession  there 
was  engrafted  a  contract  restriction,  not  upon  the  use  of  the  machine, 
but  upon  the  materials.  And  these  considerations  are  equally  appli- 
cable to  the  exercise  of  the  exclusive  right  to  vend  protected  by  the 
patent  unless  it  can  be  said  that  by  the  act  of  selling  a  patented 
machine  and  disposing  of  all  the  use  of  which  it  is  capable  a  patentee 
is  endowed  with  the  power  to  amplify  his  patent  by  causing  it  to 
cover  in  the  future  things  which  at  the  time  of  the  sale  it  did  not 
embrace. 
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But  the  result  of  this  analysis  serves  at  once  again  to  establish, 
from  another  point  of  view,  that  the  ruling  now  made  in  effect  is 
that  the  patentee  has  the'  power,  by  contract,  to  extend  his  patent 
rights  so  as  to  bring  within  the  claims  of  his  patent  things  which 
are  not  embraced  therein,  thus  virtually  legislating  by  causing  the 
patent  laws  to  cover  subjects  to  which  without  the  exercise  of  the 
right  of  contract  they  could  not  reach,  the  result  being  not  only  to 
multiply  monopolies  at  the  will  of  an  interested  party,  but  also  to 
destroy  the  jurisdiction  of  the  State  courts  over  subjects  which  from 
the  beginning  have  been  within  their  authority. 

The  vast  extent  to  which  the  results  just  stated  may  be  carried  will 
be  at  once  apparent  by  considering  the  facts  of  this  case  and  bearing 
in  mind  that  this  is  not  the  suit  of  a  patentee  against  one  with  whom 
he  has  contracted  to  enforce  as  against  such  person  an  act  done  in 
violation  of  a  contract  as  an  infringement,  but  it  is  against  a  third 
person  who  happened  to  deal  in  an  ordinary  commodity  of  general 
use  with  a  person  with  whom  the  patentee  had  contracted.  And 
this  statement  shows  that  the  effect  of  the  ruling  is  to  make  the 
virtual  legislative  authority  of  the  owner  of  a  patented  machine 
extend  to  every  human  being  in .  society  without  reference  to  their 
privity  to  any  contract  existing  between  the  patentee  and  the  one 
to  whom  he  has  sold  the  patented  machine.  It  is  worthy  of  obser- 
vation that  the  vast  power  which  the  ruling  confers  upon  the  holders 
of  patented  inventions  does  not  alone  cause  controversies  which  other- 
wise would  be  subject  to  the  State  jurisdiction  to  become  matters 
of  exclusive  Federal  cognizance,  but  subjects  the  rights  of  the  parties 
when  in  the  Federal  forum  to  the  patent  law  to  the  exclusion  of  the 
State  law  which  otherwise  would  apply  and  it  may  be  to  the  over- 
throw of  the  settled  public  policy  of  the  State  wherein  the  dealings 
involved  take  place.  All  these  results  are  in  a  measure  comprehen- 
sively portrayed  by  the  decree  of  the  circuit  court.  They  are,  more- 
over, vividly  shown  by  a  reference  made  by  the  court  to  and  the 
putting  aside  as  inapplicable  of  a  previous  decision  of  this  Court, 
(MOes  Medical  Co.  v.  Pcerk  <&  Sons  Co.,  220  U.  S.,  37S,)  which  if 
here  applied  would  cause  the  alleged  license  to  be  held  void  as  against 
public  policy.  As  the  theory  upon  which  the  Miles  Medical  Co.  case 
is  treated  as  inapplicable  is  that  this  case  is  one  governed  by  the 
patent  laws  and  therefore  not  within  the  rule  of  public  policy  which 
the  Miles  case  applied,  it  is  made  indubitably  clear  that  the  ruling 
now  announced  endows  the  patentee  with  a  right  by  contract  not 
only  to  produce  the  fundamental  change  as  to  jurisdiction  of  the 
State  and  Federal  courts  to  which  I  have  referred,  but  also  to  bring 
about  the  overthrow  of  the  public  policy  both  of  the  State  and  nation, 
which  I  at  the  outset  indicated  was  a  consequence  of  the  ruling  now 
made. 
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I  do  not  think  it  necessary  to  stop  to  point  out  the  innumerable 
subjects  which  will  be  susceptible  of  being  removed  from  the  opera- 
tion of  State  judicial  power  and  the  fundamental  and  radical  charac- 
ter of  the  change  which  must  come  as  a  result  of  the  principle 
decided.    But  nevertheless  let  me  give  a  few  illustrations : 

Take  a  patentee  selling  a  patented  engine.  He  will  now  have  the 
right  by  contract  to  bring  under  the  patent  laws  all  contracts  for  coal 
or  electrical  energy  used  to  afford  power  to  work  the  machine  or 
even  the  lubricants  employed  in  its  operation.  Take  a  patented  car- 
penter's plane.  The  power  now  exists  in  the  patentee  by  contract 
to  validly  confine  a  carpenter  purchasing  one  of  the  planes  to  the  use 
of  lumber  sawed  from  trees  grown  on  the  land  of  a  particular  person 
or  sawed  by  a  particular  mill.  Take  a  patented  cooking  utensil. 
The  power  is  now  recognized  in  the  patentee  to  bind  by  contract  one 
who  buys  the  utensil  to  use  in  connection  with  it  no  other  food  supply 
but  that  sold  or  made  by  the  patentee.  Take  the  invention  of  a 
patented  window  frame.  It  is  now  the  law  that  the  seller  of  the 
frame  may  stipulate  that  no  other  material  shall  be  used  in  a  house 
in  which  the  window  frames  are  placed  except  such  as  may  be  bought 
from  the  patentee  and  seller  of  the  frame.  Take  an  illustration 
which  goes  home  to  every  one — ^a  patented  s^ewing-machine.  It  is 
now  established  that  by  putting  on  the  machine,  in  addition  to  the 
notice  of  patent  required  by  law,  a  notice  called  a  license  restriction, 
the  right  is  acquired,  as  against  the  whole  world,  to  control  the  pur- 
chase by  users  of  the  machine  of  thread,  needles,  and  oil  lubricants 
or  other  materials  convenient  or  necessary  for  operation  of  the  ma- 
chine. The  illustrations  might  be  multiplied  indefinitely.  That 
they  are  not  imaginary  is  now  a  matter  of  common  knowledge,  for, 
as  the  result  of  a  case  decided  some  years  ago  by  one  of  the  circuit 
courts  of  appeal,  which  has  been  followed  by  cases  in  other  circuit 
courts  of  appeal,  to  which  reference  will  hereafter  be  made,  what 
prior  to  the  first  of  those  decisions  on  a  sale  of  a  patented  article  was 
designated  a  condition  of  sale,  governed  by  the  general  principles  of 
law,  has  come  in  practice  to  be  denominated  a  license  restriction,  thus, 
by  the  change  of  form,  under  the  doctrine  announced  in  the  case?» 
referred  to,  bringing  the  matters  covered  by  the  restriction  witliin 
the  exclusive  sway  of  the  patent  law.  As  the  transformation  has  come 
about  in  practice  since  the  decisions  in  question,  the  conclusion  is 
that  it  is  attributable  as  an  effect  caused  by  the  doctrine  of  those 
cases.  And,  as  I  have  previously  stated,  it  is  a  matter  of  common 
knowledge  that  the  change  has  been  frequently  resorted  to  for  the 
purpose  of  bringing  numerous  articles  of  common  use  within  the 
monopoly  of  a  patent  when  otherwise  they  would  not  have  beeri 
embraced  therein,  thereby  tending  to  subject  the  wh<4«  of  society  to 
a  widespread  and  irksome  monopolistic  control. 
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But  I  need  not  reason  further,  since,  in  my  opinion,  many  adjudi- 
cations of  this  Court  directly  refute  the  existence  of  a  supposed 
right  of  extension  by  contract  of  the  patent  laws,  and  are  therefore, 
as  I  understand  them,  in  conflict  with  the  ruling  now  made.  In- 
Wilson  V.  Sand  ford  (1850, 10  How.,  99)  the  facts  were  these:  Wilson 
granted  to  Sandford  and  the  other  defendants  the  right  to  use  a 
patented  planing-machine,  the  consideration  to  be  paid  in  instal- 
ments. Each  note  ccmtained  a  provision  that  the  title  should  revert 
in  case  of  noti-payment.  Upon  the  theory  that  the  refusal  to  pay 
an  instalment  forfeited  the  rights  of  the  licensees,  Wilson  sued  to 
restrain  the  further  use  of  the  machine  on  the  ground  that  such  use 
was  an  infringement  of  his  patent  rights.  It  was,  however,  de- 
cided that  the  matter  in  controversy  arose  upon  contract,  and  that 
the  requisite  jurisdictional  value  was  not  involved.  The  claim  that 
jurisdiction  could  be  exercised  because  the  case  arose  under  the 
patent  laws,  was  thus  disposed  of. 

Now,  the  dispute  in  this  case  does  not  arise  under  any  act  of  Congress;  nor 
does  the  decision  depend  upon  the  construction  of  any  law  in  relation  to  patents. 
It  arises  out  of  the  contract  stated  in  the  bill,  and  there  is  no  act  of  Congress 
providing  for  or  regulating  contracts  of  this  kind.  The  rights  of  the  parties 
depend  altogether  upon  common  law  and  equity  principles.  The  object  of  the 
bill  Is  to  have  this  contract  set  aside  and  declared  to  be  forfeited;  and  the 
prayer  Is,  **  that  the  appellant's  reinvestlture  of  title  to  the  license  granted  to 
the  appellees,  by  reason  of  the  forfeiture  of  the  contract,  may  be  sanctioned  by 
the  court,"  and  for  an  Injunction.  But  the  injunction  he  asks  for  is  to  be  the 
consequence  of  the  decree  of  the  court  sanctioning  the  forfeiture.  He  alleges  no 
ground  for  an  injunction  unless  the  contract  is  set  aside.  And  if  the  case 
made  in  the  bill  was  a  fit  one  for  relief  in  equity,  it  is  very  clear  that  whether 
the  contract  ought  to  be  declared  forfeited  or  not,  in  a  court  of  chancery,  de- 
pended altogether  upon  the  rules  and  principles  of  equity,  and  in  no  degree 
whatever  upon  any  act  of  Congress  concerning  patent  rights.  And  whenever  a 
contract  is  made  in  relation  to  them  which  is  not  provided  for  and  regulated 
by  Congress,  the  parties,  if  any  dispute  arises,  stand  upon  the  same  ground 
with  other  litigants  as  to  the  right  of  appeal;  and  the  decree  of  the  circuit 
court  cannot  be  revised  here,  unless  the  matter  in  dispute  exceeds  two  thousand 
dollars. 

The  foregoing  views  were  reiterated  in  Bloomer  v.  McQuewan^ 
(1852, 14  How.,  139.) 

In  HarUham  v.  Day  (1856, 19  How.,  211)  the  Court,  in  commenting 
upon  the  effect  upon  a  license,  of  the  non-performance,  by  the  licensee 
of  a  patent  right,  of  covenants  made  by  him,  and  speaking  in  par- 
ticular of  a  covenant  to  pay  an  annuity  to  one  Chaffee,  the  patentee, 
said — 

The  payment  of  the  annuity  was  not  a  condition  to  the  vesting  of  the  interest 
in  the  patent  in  Judson,  and  of  course  •  •  •  the  omission  or  refusal  to 
pay  did  not  give  to  Chaffee  a  right  to  rescind  the  contract,  nor  have  the  effect 
to  remit  him  to  his  interest  as  patentee.  The  right  to  the  annuity  rested  in 
covenant.  *  *  *  The  remedy  for  the  breach  could  rest  only  upon  the  personal 
obligation  of  the  covenantor. 
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The  cases  just  referred  to  and  others  in  accord  with  them  were 
reviewed  in  the  opinion  in  Albright  v.  Teaa^  (C.  D.,  1888,  182;  23 
O.  G.,  829;  106  U.  S.,  613.)  The  case  was  this:  A  patentee  sold 
and  assigned  all  his  title  and  interest  in  the  invention  covered 
by  his  patents,  and  the  purchasers  covenanted  to  use  their  best 
efforts  to  introduce  the  invention,  to  pay  specified  royalties  for 
the  use  of  the  patented  improvements,  etc.  The  assignor  sued  in  a 
State  court  for  a  discovery  and  account  and  a  decree  for  the  amount 
of  royalties  found  due  and  for  general  relief.  On  the  Application  of 
the  defendants  the  cause  was  removed  into  a  circuit  court,  upon  the 
theory  that  the  suit  was  one  arising  under  the  patent  laws  of  the 
United  States,  and,  in  consequence,  exclusively  within  the  cognizance 
of  the  courts  of  the  United  States.  On  final  hearing,  however,  the 
circuit  court  remanded  the  cause  as  being  one  for  the  settlement  of 
controversies  under  a  contract,  of  which  the  State  court  had  full 
cognizance.  This  court  held  that  as  the  transfer  of  title  was  absolute, 
no  rights  secured  by  the  patent  under  any  act  of  Congress  remained 
m  the  patentee,  and  that  the  case  arose  solely  upon  the  contract  and 
not  upon  the  patent  laws  of  the  United  States. 

The  prior  cases  on  the  subject  were  again  reviewed  by  Mr.  Justice 
Gray  in  Dale  Tile  Mfg.  Co.  v.  Hy(Ut,  (C.  D.,  1888,  312;  42  O.  G., 
249;  125  U.  S.,  46.)  The  plaintiff  sued  in  a  State  court  to  recover 
from  one,  who  had  been  licensed  by  a  patentee  to  make  and  use  certain 
patented  articles,  to  recover  royalties  due  under  the  contract.  The 
defendant  contended  in  the  State  court  that  the  subject-matter  was 
one  exclusively  cognizable  in  the  courts  of  the  United  States  because 
the  case  was  one  arising  under  the  patent  laws,  citing  Revised  Statutes, 
(sec.  629,  cl.  9;  sec.  711,  cl.  6.)  The  contention  was  held  untenable, 
and  in  the  course  of  the  opinion  the  Court  said — 

It  has  been  decided  that  a  bill  in  equity  In  a  circuit  court  of  the  United  States 
by  the  owner  of  letters  patent  to  enforce  a  contract  for  the  use  of  the  pat^it 
right,  or  to  set  aside  such  a  contract  because  the  defendant  has  not  complied 
with  Its  terms,  is  not  within  the  acts  of  Congress  by  which  an  appeal  to  this 
Ck)urt  is  allowable  in  cases  arising  under  the  patent  laws,  without  regard  to 
the  value  of  the  matter  hi  controversy.  (Act  of  July  4,  1836,  c.  357,  sec  17 ; 
6  Stet,  124;  Rev.  Stat,  sec.  099;  WiUon  v.  Sandford,  10  How.,  99;  Brtnon  v. 
Shannon,  20  How.,  55.) 

Reviewing  the  decisions  in  HarteU  v.  Tilghman  (99  U.  S.,  547) 
and  Albright  v.  Teas,  supra,  the  Court  said — 

It  was  said  by  Chief  Justice  Taney  in  Wilson  v.  Sandford  and  repeated  by 
the  Ck>urt  in  HarteU  v.  Tiighman  and  in  Albright  v.  Teas:  "The  dispute  in 
this  case  does  not  arise  under  any  act  of  (Congress ;  nor  does  the  decision  depend 
upon  the  construction  of  any  law  in  relation  to  patents.  It  arises  out  of  the 
contract  stated  In  the  bill,  and  there  is  no  act  of  Congress  providing  for  or 
regulating  contracts  of  this  kind.  The  rights  of  the  parties  depend  altogether 
upon  common  law  and  equity  principles."  (10  How.,  101;  99  U.  S.,  552;  C.  D.. 
1SS3,  182;  23  O.  G.,  829;  106  U.  S.,  619.) 
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TboBe  words  are  equally  applicable*  to  tbe  present  case,  except  that,  as  it  is 
an  action  at  law,  tbe  principles  of  equity  have  no  bearing.  This  action,  there- 
fore, was  within  the  jurisdiction,  and  the  parties  being  citizens  of  the  same 
State,  within  the  exclusive  Jurisdiction  of  the  State  courts,  and  the  only  Federal 
question  in  the  case  was  rightly  decided. 

The  case  of  Keeler  v.  Standard  Folding  Bed  Co.  (C.  D.,  1895,  294; 
71  O.  G.,  451;  157  U.  S.,  659)  touches  upon  the  precise  question  be- 
fore us.    In  the  course  of  the  opinion,  the  Court  said — italics  mine — 

Upon  the  doctrine  of  these  cases  we  think  it  follows  that  one  who  buys 
patented  articles  of  manufacture  from  one  authorized  to  sell  them  becomes 
ix)ssessed  of  an  absolute  property  in  such  articles,  unrestricted  in  time  or  place. 
Whether  a  patentee  may  protect  himself  and  his  assignees  by  special  contracts 
brought  home  to  the  purchaser  is  not  a  question  before  us,  and  upon  which  we 
eji  press  no  opinion.  It  i«,  however,  obvious  that  such  a  question  ioould  arise  as 
a  question  of  contract,  and  not  as  one  under  the  inherent  meaning  and  effect  of 
the  patent  laws, 

A  reference  to  the  foregoing  and  other  decided  cases  is  contained  in 
the  opinion  in  Excelsior  Woodefi  Pipe  Co.  v.  Pacific  Bridge  Co.^ 
(C.  D.,  1902,  655;  99  O.  G.,  2102;  185  U.  S.,  282.)  The  suit  was  by 
a  licensee  authorized  to  manufacture  and  sell  wooden  pipe  under  cer- 
tain Letters  Patent,  against  .two  defendants,  one  of  whom  was  the 
licensor  and  owner  of  the  patent.  The  covenants  of  the  licensee  were, 
( 1)  to  pay  a  license  fee  or  royalty;  (2)  not  to  transfer  or  assign  the 
license  without  the  consent  of  the  patentee;  and  (3)  that  the  license 
might  be  revoked  for  failure  to  manufacture.  While,  because  of 
peculiar  conditions  present  in  the  case,  the  suit  was  held  to  be  one 
arising  under  the  patent  laws,  the  Court  yet  observed. 

Now,  it  may  be  freely  conceded  that  if  the  licensee  had  failed  to  observe  any 
one  of  the  three  conditions  of  the  license,  the  licensor  would  have  been  obliged 
to  resort  to  the  State  courts  either  to  recover  the  royalties  or  to  procure  a  revo- 
cation of  the  license.  Such  would  not  involve  any  question  under  the  patent 
law. 

The  Court,  after  reciting  the  facts  in  the  case  of  Pratt  v.  Paris  Gas 
Light  dk  Coke  Co.,  (168  U.  S.,  255,)  said. 

It  was  held  that  the  action  was  not  one  arising  under  the  patent  laws  of  the 
United  States,  and  that  to  constitue  such  a  cause  the  plaintiff  must  set  up  some 
right,  title  or  interest  under  the  patent  Inws,  or  at  least  make  it  appear  that 
some  right  or  privilege  will  be  defeated  by  one  construction  or  sustained  by 
the  opposite  construction  of  those  laws.  That  "section  711  does  not  deprive 
the  State  courts  of  the  power  to  determine  questions  arising  under  the  patent 
laws,  but  only  of  assuming  Jurisdiction  of  cases  arising  under  those  laws.  There 
is  a  clear  distinction  between  a  case  and  a  question  arising  under  the  patent 
laws.  The  former  arises  when  the  plaintiff  in  his  opening  pleadings— be  it  a 
bill,  complaint  or  declaration— sets  up  a  right  under  the  patent  laws  as  ground 
for  a  recovery.  Of  such  the  State  courts  have  no  Jurisdiction.  The  latter  may 
appear  in  the  plea  or  answer  or  in  the  testimony.  The  determination  of  such 
question  is  not  beyond  the  competency  of  the  State  tribunals." 
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The  case  of  Bement  v.  National  Harrow  Co.^  decided  at  the  same 
term  as  the  Wooden  Pipe  Case^  illustrates  the  doctrine.  In  that  case 
the  National  Harrow  Company,  the  patentee,  commenced  the  action 
in  a  State  court  of  New  York  to  recover  damages  for  the  violation  of 
license  contracts  pertaining  to  the  manufacture  and  sale  of  a  patent 
harrow  and  also  sought  to  restrain  the  future  violation  of  the  con- 
tracts and  compel  their  specific  performance.  If  in  consequence  of 
ihe  subject-matter  the  case  was  one  arising  under  the  patent  laws,  as 
it  would  have  been  if  the  question  of  infringement  of  the  patent  was 
involved,  the  jurisdiction  of  the  courts  of  the  Upited  States  was  ex- 
clusive. The  case  was  disposed  of  on  its  merits  in  the  State  courts 
and  came  to  this  court  by  writ  of  error  upon  the  question  as  to 
whether  the  agreements  between  the  licensor  and  licensee  violated  the 
Federal  antitrust  law,  and  jurisdiction  was  entertained  and  the  Fed- 
eral question  was  passed  upon. 

Finally,  it  seems  to  me  the  rulings  made  in  the  Morgan  Envelope 
Case  (C.  D.,  1894,  238;  67  O.  G.,  271;  152  U.  S.,  425)  are  so  apposite 
Iiore  as  practically  in  reason  to  forclose  all  controversy  on  the  question. 
In  that  case  suit  was  brought  on  three  patents,  one  for  an  oval  roll  of 
paper,  the  other  two  for  apparatus  for  holding  the  paper.  The 
patentee  sold  the  fixtures  or  apparatus  only  to  purchasers  of  his 
paper,  with  the  understanding  that  the  paper  would  be  subsequently 
purchased  of  the  plaintiff  company.  It  was  held  that  the  patent  for 
the  roll  of  paper  was  invalid,  but  the  validity  of  the  apparatus  claims, 
or  at  least  of  some  of  them,  was  not  challenged.  The  defendant  sold 
the  paper  with  full  knowledge  of  the  restriction  imposed  by  the 
patentee.  Mr.  Justice  Brown,  after  quoting  from  Chaffee  v.  Boston 
Belting  Co.,  (22  How.,  217,  223,)  says. 

The  real  question  in  this  case  is,  whether,  conceding  the  combination  of  the 
oval  roU  with  the  fixture  to  be  a  valid  combination,  the  sale  of  one  element  nf 
such  combination,  with  the  intent  that  it  shall  be  used  with  the  other  element, 
is  an  infringement.  We  are  of  opinion  that  It  is  not.  •  •  •  Of  course, 
if  the  product  Itself  is  the  subject  of  a  valid  patent,  it  would  be  an  InfringemeQC 
of  that  patent  to  purchase  such  product  of  another  than  the  patentee;  but  If 
the  product  be  unpatentable,  it  is  giving  to  the  patentee  of  the  machine  the 
benefit  of  a  patent  upon  the  product,  by  requiring  such  product  to  be  bought 
of  him. 

Earlier  in  the  opinion  it  was  said: 

The  first  defense  raises  the  question  whether,  when  a  machine  is  designed  to 
manufacture,  distribute,  or  serve  out  to  users  a  certain  article,  the  article  so 
dealt  with  can  be  said  to  be  a  part  of  the  combination  of  which  the  machine 
itself  is  another  part.  If  this  be  so,  then  it  would  seem  to  follow  that  the  loj; 
which  is  sawed  in  the  mill ;  the  wheat  which  is  ground  by  the  rollers ;  the  pin 
which  is  produced  by  the  patented  machine;  the  paper  which  is  folded  and  de- 
livered by  the  printing-press,  may  be  claimed  as  an  element  of  a  combination 
of  which  the  mechanism  doing  the  work  is  another  element.    The  motion  of 
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tlie  hand  neceflaary  to  turn  the  roll  and  withdraw  the  paper  is  analogous  to  the 
motive  power  which  operates  the  machinery  in  the  other  instances. 

Nor  wh^i  accurately  appreciated  is  there  any  conflict  between  the 
principles  so  long  and  firmly  established  by  the  cases  to  which  I  have 
just  referred  and  the  doctrine  upheld  in  the  Goodyear  Rubber  Case 
(9  Wall.,  788)  and  Mitchell  v,  HawUy,  (3  O.  G.,  241;  16  Wall., 
544.)  In  the  Goodyear  case  the  facts  were  these:  The  right  was  con- 
ferred upon  one  Chaffee  by  license — 

to  use  the  said  Goodyear*s  gum-elastic  composition  for  coating  cloth  for  the  pur- 
pose of  japanning,  marbling,  and  variegate  japanning,  at  his  own  establish- 
ment, but  not  to  be  disposed  of  to  others  for  that  purpose  without  the  consent 
of  the  said  Charles  Goodyear,  •  *  *  the  right  and  license  hereby  conferred 
being  limited  to  the  United  States,  and  not  extending  to  any  foreign  country, 
and  not  being  intended  to  convey  any  right  to  make  any  contract  with  the  Gov- 
ernment of  the  United  States. 

Looking  at  the  terms  of  the  license  and  the  testimony  in  the  rec- 
ord, the  Court  considered  the  instrument  only — 

to  authorize  the  licensee  to  make  and  sell  india-rubber  cloth,  to  be  used  in  the 
place,  and  for  the  purposes,  of  patent  or  Japanued  leather. 

The  patent  was  held  to  be  infringed  because  a  right  of  use  of  the 
invention  not  granted  to  the  licensee  but  reserved  by  the  patentee  or 
his  assignee  to  himself,  viz : 

the  exclusive  right  to  manufacture  and  sell  army  and  navy  equipments  made  of 
vulcanised  india-rubber,  etc., 

had  been  invaded  by  the  defendants. 

In  Mitchell  v.  Hawley  this  was  the  controversy :  A  patentee  of  cer- 
tain machines,  whose  original  patent  had  still  between  six  and  seven 
years  to  run,  conveyed  to  another  person  the — 

right  to  make  and  use  and  to  license  to  others  the  right  to  make  and  use  four 
of  the  machines — 

in  two  States — 

during  the  remainder  of  the  original  term  of  the  Letters  Patent,  provided,  that 
the  said  grantee  shall  not  in  any  way  or  form  dispose  of,  sell,  or  grant  any 
license  to  use  the  said  machines  heyond  the  said  term. 

The  licensee  constructed  and  sold  four  machines  to  persons  who,  as 
found  by  the  Court,  had  knowledge  of  the  limited  title  of  the  licensee. 
After  the  patent  had  expired,  and  during  an  extended  term  of  the 
patent,  the  persons  to  whom  the  licensee  had  transferred  the  ma- 
chines made  use  of  the  machines  in  violation  of  the  limitation,  and 
the  owner  of  the  patent  sued  to  prevent  the  infringement,  and  his 
right  to  do  so  was  upheld.  Stating  it  to  be  unquestioned  that  a  pat- 
entee who  had  absolutely  parted  with  the  title  to  the  machine  and 
with  the  use  which  the  patent  protected  must  be  understood  to  have 
parted  with  all  his  exclusive  right,  and  hence  ceased  to  have  any  in- 
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terest  in  the  machine  protected  by  the  patent  hiw,  the  Court  main- 
tained the  contentions  of  the  complainant,  on  the  gromid  that  the 
rule  just  stated  did  not  apply  where  the  patentee  did  not  grant  the 
entire  right  covered  by  the  patent,  but  retained  a  part  thereof  in 
himself,  and  therefore  a  violation  of  such  reserved  right  was  in  con- 
flict with  a  right  still  protected  by  the  patent  and  an  infringement 
of  the  patent.  The  difference  between  the  rule  applied  in  that  case 
and  the  doctrine  of  the  many  other  cases  which  we  have  cited  and 
which  also  exists  between  the  controversy  presented  in  Mitchell  v. 
Hawley  and  the  one  here  under  consideration  was  simply  as  follows: 
{a)  that  which  exists  between  the  conveyance  of  all  one's  rights  cov- 
ered by  a  patent  and  a  transfer  of  only  a  part  of  such  rights;  (&) 
that  which  obtains  between  the  ability  of  a  patentee  to  protect  the 
right  which  he  enjoys  under  the  patent  law  from  infringement  and 
his  want  of  power  on  parting  with  all  his  rights  under  the  patent  to 
contract  so  as  to  secure  rights  never  embraced  in  his  patent,  and  to 
bring  such  newly-acquired  contract  rights  under  the  protection  of 
the  patent  law.  That  the  sale  here  in  question  was  one  of  all  the 
rights  which  the  patent  protected  has,  it  seems  to  me,  at  the  outset 
been  demonstrated  beyond  reasonable  dispute.  I  mean,  of  course, 
within  the  limit  of  my  powers  of  understanding,  since,  looking  at  the 
so-called  license  restriction  again  and  again  with  a  purpose  if  pos- 
sible to  bring  my  mind  to  assent  to  the  view  which  the  Court  takes  of 
it,  I  find  it  impossible  to  do  so.  And  in  this  connection  it  is  to  be 
observed  that  the  real  nature  of  the  transaction  is,  in  the  argument 
of  counsel  for  the  Dick  Company,  stated  to  be  directly  the  opposite 
of  that  which  the  Court  now  holds  it  to  be.    Thus,  counsel  say : 

In  the  Ucense  plan  in  issue,  tbe  licensor,  by  limiting  tlie  market  at  wlilch 
supplies  may  be  purchased,  is  merely  insuring  to  himself  a  royalty  based  upon 
the  output  of  the  machine.  The  licensor,  by  requiring  the  purchase  of  ink  of 
him,  in  fact  exacting  a  royalty  (infinitesimal  in  amount)  for  every  copy  of  the 
original  produced  by  the  mimeograph.  The  very  nature  of  the  work  of  these 
machines  forbids  the  use  of  a  fixed  money  royalty  upon  the  work  produced, 
since  the  money  value  is  so  small  that  the  expense  of  the  accounting  would 
be  prohibitive  of  such  a  method. 

A  construction  of  the  restriction  which,  by  speaking  of  license 
and  licensor,  obscures  the  fact  that  the  restriction  itself  states  the 
transaction  to  have  been  a  sale  of  the  machine  and  its  right  of  use, 
yet  by  the  very  force  of  the  nature  of  the  so-called  restriction  de- 
scribes it  as  being  in  essence  and  effect  but  a  consideration  for  the 
rights  parted  with,  and  thus  brings  the  case  within  the  doctrine  of 
Wilson  v.  Sandford^  Alhright  v.  Teas,  and  other  cases  which  I  have 
referred  to. 

The  distinction  between  the  two  rules  and  the  absolute  harmony 
and  cooperation  between  them  had  been  pointed  out  before  the  deci- 
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sion  in  Mitchell  v.  Hawley^  and  has  been  since  so  clearly  indicated 
as  to  my  mi..  J  to  leave  no  room  for  contention  or  evasion.  I^t  me 
quote  from  some  of  the  cases.  In  one  of  the  early  cases,  Bloomer  v, 
McQuewan^  (14  How.,  539,)  after  referring  to  previous  cases  which 
had  marked  the  distinction  between  the  grant  of  the  right  to  make 
and  vend  a  patented  machine  and  the  grant  of  the  right  to  use  it^ 
the  Court  said : 

The  distinction  is  a  plain  one.  The  franchise  which  the  patent  grants  con- 
sists altogether  in  the  right  to  exclude  every  one  from  malting,  using,  or  vend- 
ing the  thing  patented,  without  the  permission  of  the  patentee.  This  is  all  that 
he  obtained  by  the  patent.  And  when  he  sells  the  exclusive  privilege  of  mak- 
ing or  vending  it  for  use  in  a  particular  place,  the  purchaser  buys  apportion 
of  the  franchise  which  the  patent  confers.  He  obtains  a  share  of  the  monopoly, 
and  that  monopoly  is  derived  from,  and  exercised  under,  the  protection  of  the 
United  SUtes.    *    *    * 

But  the  purchatier  of  the  Implement  or  machine  for  the  purpose  of  using  it 
in  the  ordinary  pursuits  of  life,  stands  on  different  ground.  In  using  It,  he 
exercises  no  rights  created  by  the  act  of  Congress,  nor  does  he  derive  title  to 
it  by  virtue  of  the  franchise  or  exclusive  privilege  granted  to  the  patentee. 
The  inventor  might  lawfully  sell  it  to  him,  whether  tie  had  a  patent  or  not, 
if  no  other  patentee  stood  in  his  way.  And  when  the  machine  passen  to  the 
hands  of  the  purchaser,  it  is  no  longer  within  the  limits  of  the  monopoly.  It 
passes  outside  of  it,  and  is  no  longer  under  the  protection  of  the  act  of  Con- 
gress. And  if  his  right  to  the  implement  or  machine  is  infringed,  he  must 
geek  redress  in  the  courts  of  the  State,  according  to*  the  laws  of  the  State, 
and  not  In  the  courts  of  the  United  States,  nor  under  the  law  of  Congress 
granting  the  patent  The  implement  or  machine  becomes  his  privte,  individual 
property,  not  protected  by  the  laws  of  the  United  Sates,  but  by  the  laws  of  the 
State  in  which  it  is  situated.  Contracts  in  relation  to  it  are  regulated  by  the 
laws  of  the  State,  and  are  subject  to  State  jurisdiction. 

Likewise  in  Adams  v.  Burhs  (5  O.  G.,  118;  IT  Wall.,  458)  the 
Court,  speaking  through  Mr.  Justice  Miller  said : 

In  the  essential  nature  of  things,  when  the  patentee,  or  the  person  having 
his  rl^ts,  sells  a  machine  or  instrument  whose  sole  value  is  in  its  use,  he  re- 
ceives the  consideration  for  its  use  and  he  parts  with  the  right  to  restrict 
that  use.  The  article,  in  the  langunge  of  the  court,  passes  without  the  limit 
of  the  monopoly.  That  Is  to  say,  the  patentee  or  his  assignee  having  in  the 
act  of  sale  received  all  the  royalty  or  consideration  which  he  claims  for  the 
use  of  his  invention  in  that  particular  machine  or  instrument,  it  is  open  to  the 
use  of  the  purchaser  without  further  restriction  on  account  of  the  monopoly 
of  the  x>atentees. 

Yet,  again,  in  the  Folding  Bed  Company  Case  (C.  D.,  1895,  294; 
71  O.  G.,  451;  157  U.  S.,  666)  this  Court,  reiterating  the  doctrine, 
said: 

Upon  the  doctrine  of  these  cases  we  thinic  it  follows  that  one  who  buys 
!» tented  articles  of  manufacture  from  one  authorized  to  sell  them  becomes 
possessed  of  an  absolute  property  in  such  articles,  unrestricted  in  time  or 
place.  Whether  a  patentee  may  protect  himself  and  his  assignees  by  special 
contracts  brought  home  to  the  purchasers  is  not  a  question  before  us,  and  upon 
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wbich  we  express  no  opinion.  It  is,  however,  obTioos  that  such  a  question 
would  arise  as  a  question  of  contract,  and  not  as  one  under  the  inlierent  mean- 
ing and  eflPect  of  the  patent  laws. 

The  conclusion  reached  does  not  deprive  a  patentee  of  his  Just  rights,  be- 
cause no  article  can  be  unfettered  from  the  claim  of  his  monopoly  without 
paying  its  tribute.  The  inconvenience  and  annoyance  to  the  public  that  an 
opposite  conclusion  would  occasion  are  too  obvious  to  require  illastration. 

In  viow  of  the  settled  rule  of  this  Court,  established  by  so  many 
decisions,  I  might  well  refrain  from  referring  to  the  English  cases 
and  th£  decisions  of  lower  Federal  courts  relied  on  as  persuasively 
supporting  the  doctrine  now  announced.  But,  nevertheless,  I  shall 
briefly  notice  the  cases. 

I  pass  by  the  English  decisions  relied  upon  with  the  remark  that 
it  is  not  perceived  how  they  can  have  any  persuasive  influence  on  the 
subject  in  hand  in  view  of  the  distinction  between  State  and  national 
power  which  here  prevails  and  the  consequent  necessity,  if  our  in- 
stitutions are  to  be  preserved,  of  forbidding  a  use  of  the  patent  laws 
which  serves  to  destroy  the  lawful  authority  of  the  States  and  their 
public  policy.  I  fail  also  to  see  the  application  of  English  cases  in 
view  of  the  possible  difference  between  the  public  policy  of  Great 
Britain  concerning  the  right,  irrespective  of  the  patent  law,  to  make 
contracts  with  the  monopolistic  restriction  which  the  one  here  recog- 
nized embodies  and  the  public  policy  of  the  United  States  on  that 
subject  as  established,  after  great  consideration,  by  this  Court  m 
Miles  Medical  Co.  v.  Park  <&  Sons  Co.^  (220  U.  S.,  373.)  See  especi- 
ally on  this  subject  the  grounds  for  dissent  in  that  case  expressed 
by  Mr.  Justice  Holmes,  referring  to  the  English  law,  on  page  413. 

So  far  as  the  various  decisions  of  circuit  courts  of  appeal  which 
the  Court  refers  to  are  concerned,  as  they  conflict  with  the  many 
adjudications  of  this  Court  to  which  I  have  referred,  it  seems  to  mc 
they  ought  not  to  be  followed,  but  should  be  overruled.  It  is  un- 
doubted that  the  leading  one  of  the  cases  which  all  the  others  but 
follow  and  reiterate  is  the  Button  Fastener  Ca^e  to  which  I  have 
previously  referred.  I  shall  not  undertake  to  review  that  case 
elaborately,  because  in  substance  and  effect  the  theory  upon  which  it 
proceeds  is  in  absolute  conflict  with  the  many  adjudications  of  this 
Court  to  which  I  have  referred,  and  the  reasoning  which  was  em- 
ployed in  the  case,  in  my  opinion,  in  its  ultimate  aspects  rests  upon  a 
failure  to  distinguish  between  the  principle  announced  in  Wilson  v. 
Sandford^  and  followed  and  applied  in  the  many  cases  which  I  have 
reviewed,  and  the  doctrine  announced  and  applied  in  MitcheU  v. 
Hawley.  In  other  words,  the  Button  Fastener  Cajse  and  the  con- 
fusion which  has  followed  the  application  of  the  ruling  made  in  that 
case  was  but  the  consequence  of  failing  to  observe  the  difference  be- 
tween the  rights  of  a  patentee  which  were  protected  by  the  patent 
and  those  which  arose  frcrni  contract  and  therefore  were  subject  alone' 
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to  the  general  law.  In  addition  it  may  be  well  to  observe  that  the 
very  groundwork  upon  which  the  case  proceeded  has  been  since 
authoritatively  declared  by  this  Court  to  be  without  foundation.  For 
instance,  it  will  become  apparent  from  an  analysis  of  the  opinion  in 
the  case  that  it  proceeded  upon  the  theory  that  the  doctrine  upheld 
had  been  virtually  sanctioned  in  previous  adjudications  of  this  Court. 
Since  the  decision,  however,  this  Court,  in  Bohhs-Merrill  Co,  v. 
Straus  (210  U.  S.,  845)  has  expressly  declared  that  the  doctrine  had 
never  been  upheld  by  this  Court.  Moreover,  also  in  the  Bobbs- 
Merrill  Case  this  Court,  in  considering  one  of  the  cases  principally 
relied  upon,  in  the  opinion  in  the  Button  Fastener  Case — the  Cotton 
Tie  Case — expressly  pointed  out  that  that  case  had  been  misconceived 
in  the  opinion  in  the  Button  Fastener  Case,  and  did  not  have  the 
significance  which  had  there  been  attributed  to  it. 

But  even  if  I  were  to  put  aside  everything  I  have  said  and  were  to 
concede  for  the  sake  of  argument  that  the  power  existed  in  a  patentee, 
by  contract,  to  accomplish  the  results  which  it  is  now  held  may  be 
effected,  I  nevertheless  would  be  unable  to  give  my  assent  to  the  ruling 
now  made.  If  it  be  that  so  extraordinary  a  power  of  contract  is 
vested  in  a  patentee,  I  cannot  escape  the  conclusion  that  its  exercise, 
like  every  other  power,  should  be  subject  to  the  law  of  the  land.  To 
conclude  otherwise  would  be  but  to  say  that  there  was  a  vast  zone  of 
contract  lying  between  rights  under  a  patent  and  the  law  of  the  land, 
where  lawlessness  prevailed  and  wherein  contracts  could  be  made 
whose  effect  and  operation  would  not  be  confined  to  the  area  de- 
scribed, but  would  be  operative  and  effective  beyond  that  area,  so  as 
to  dominate  and  limit  rights  of  every  one  in  society,  the  law  of  the 
land  to  contrary  notwithstanding. 

Again,  a  curious  anomaly  would  result  from  the  doctrine.  The 
law  in  allowing  the  grant  of  a  patent  to  the  inventor  does  not  fail 
to  protect  the  rights  of  society ;  on  the  contrary,  it  safeguards  them. 
The  power  to  issue  a  patent  is  made  to  depend  upon  considerations 
of  the  novelty  and  utility  of  the  invention  and  the  presence  of  these 
prerequisites  must  be  ascertained  and  sanctioned  by  public  authority, 
and  although  this  authority  has  been  favorably  exerted,  yet  when 
the  rights  of  individuals  are  concerned  the  judicial  power  is  then 
open  to  be  invoked  to  determine  whether  the  fundamental  conditions 
essential  to  the  issue  of  the  patent  existed.  Under  the  view  now 
maintained  of  the  right  of  a  patentee  by  contract  to  extend 
the  scope  of  the  claims  of  this  patent  it  would  follow  that  the  inci- 
dental right  would  become  greater  than  the  principal  one,  since  by 
the  mere  will  of  the  party  rights  by  contract  could  be  created,  pro- 
tected by  the  patent  law,  without  any  of  the  precautions  for  the 
benefit  of  the  public  which  limit  the  right  to  obtain  a  patent  , 
54282*--18 i2 
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I  have  already  indicated  how,  since  the  decision  in  the  Button  Fas- 
tener Case^  the  attempt  to  increase  the  scope  of  the  monopoly  granted 
by  a  patent  has  become  common  by  resorting  to  the  device  of  license 
restrictions  manifested  in  various  forms,  all  of  which  tend  to  increase 
monopoly  and  to  burden  the  public  in  the  exercise  of  their  common 
rights.  My  mind  cannot  shake  off  the  dread  of  the  vast  extension 
of  such  practices  which  must  come  from  the  decision  of  the  Court- 
now  rendered.  Who;  I  submit,  can  put  a  limit  upon  the  extent  of 
monopoly  and  wrongful  restriction  which  will  arise,  especially  if  by 
such  a  power  a  contract  which  otherwise  would  be  void  as  against 
public  policy  may  be  successfully  maintained? 

What  could  more  cogently  serve  to  point  to  the  reality  and  con- 
clusiveness of  these  suggestions  than  do  the  facts  of  this  case?  It  is 
admitted  that  the  use  of  the  ink  to  work  the  patented  machine  was 
not  embraced  in  the  patent  and  yet  it  is  now  held  that  by  contract 
the  use  of  materials  not  acquired  from  a  designated  source  has  become 
an  infringement  of  the  patent,  and  exactly  the  same  law  is  applied 
as  though  the  patent  in  express  terms  covered  the  use  of  ink  and 
other  operative  materials.  It  is  not,  as  I  understand  it,  denied,  and 
if  it  were,  in  the  face  of  the  decision  in  the  Miles  Medical  Co.  case 
mpra^  in  reason  it  cannot  be  denied  that  the  particular  contract 
which  operates  this  result  if  tested  by  the  general  law  would  be 
void  as  against  public  policy.  The  contract,  therefore,  can  only  be 
maintained  upon  the  assumption  that  the  patent  law  and  the  issue 
of  a  patent  is  the  generating  source  of  an  authority  to  contract  to 
procure  rights  under  the  patent  law  not  otherwise  within  that  law, 
and  which  could  not  be  enjoyed  under  the  general  law  of  the  land. 
But  here,  as  upon  the  main  features  of  the  case,  it  seems  to  me  this 
Court  has  spoken  so  authoritatively  as  to  leave  no  room  for  such  a 
view.  In  Pope  Manufacturing  Company  v.  Gormully  (C.  D.,  1892, 
343;  59  O.  G,,  464;  144  U.  S.,  224)  the  validity  of  certain  stipulations 
contained  in  a  license  to  use  patented  inventions  came  under  con- 
sideration. It  was  decided  that  contracts  of  that  character,  like  all 
others,  were  to  be  measured  by  the  law  of  the  land  and  were  non- 
enforcible  if  they  were  contrary  to  general  rules  of  public  policy. 
And  it  was  further  held  that  even  if  contracts  of  that  character  were 
not  void  as  against  general  principles  of  public  policy,  the  aid  of  a 
court  of  equity  would  not  be  given  to  their  enforcement  if  the  stipu- 
lations were  unconscionable  and  oppressive,  as  are,  in  my  judgment, 
aside  from  the  rule  of  public  policy,  the  stipulations  of  the  contract 
here  involved. 

Indeed,  when  the  decree  rendered  by  the  lower  court  which  is 
now  affirmed  is  considered,  it  seems  to  me  the  conclusion  cannot  be 
escaped  that  although  in  the  mental  process  by  which.it  was  held 
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that  relief  under  the  patent  law  could  be  afforded  the  contract  was 
treated  as  a  restriction  upon  the  use  of  the  machine  covered  by  the 
patent,  so  inexorable  was  the  contrary  result  of  the  contract  that  in 
framing  the  decree  it  became  necessary  to  give  relief  upon  fhe  theory 
that  the  gravamen  of  the  suit  was  t^e  violation  of  a  contract  stipu- 
lation in  regard  to  unpatented  materials. 
For  these  reasons  /,  therefore^  dissent. 


[Bupreme  Court  of  the  United  States.] 

The   New   Marshall  Engine   Company   and  Marshall   v.   The 
Mabshall  Engine  Co3ipany,  by  Van  Blarcom,  its  Beceiver, 

Decided  February  19,  1012, 
177  O.  a,  1047; -223  U.  S.,  473. 

1.  Patents — Federal  Courts — Jubjsdiction. 

**  The  Federal  courts  have  exclusive  jurisdiction  of  all  cases  nrlalng 
under  the  patent  laws,  but  not  of  all  questions  In  which  a  patent  may  be 
the  subject-matter  of  the  controversy.  For  courts  of  a  State  may  try 
questions  of  title,  and  may  construe  and  enforce  contracts  relating  to 
patents.     {Wade  v.  Lawder,  165  U.  8.,  627.)  " 

2.  Same — Suit  to  Compel  Assignment — Jurisdiction  of  State  Court. 

A  suit  to  compel  assi^ment  of  a  patent  because  the  patent  is  an  im- 
provcmeut  on  an  earlier  one  and  Included  in  a  covenant  to  convey  nU  such 
improvements  is  based  on  general  principles  of  equity  and  is  witliin  the 
jurisdiction  of  the  State  court. 

3.  Same — Same — Same. 

Where  the  injunction  granted  against  sale  of  articles  manufactured 
under  a  patent  is  only  an  incident  to  a  decree  for  specific  performance  of 
a  contract  to  convey  the  patent  as  an  improvement  of  an  earlier  one,  the 
relief  Is  appropriate  and  Is  within  the  jurisdiction  of  the  State  courts. 

31  r.  Edmund  A.  Whitman^  Mr,  Lyman  W,  Griswold^  and  Mr. 
Frank  J,  Laivler  for  the  plaintiffs  in  error. 

Mr.  Walter  H.  Bond  for  the  defendant  in  error. 

8TATE3IENT  OF    THE  CASE. 

On  June  1,  1886,  letters  Patent  342.802,  were  issued  to  Frank  J. 
Marshall  for  an  improvement  in  pulp-beating  engines.  Shortly 
before  the  patent  expired  he  organized  the  Marshall  Engine  Com- 
pany, and  on  September  15,  1903,  assigned  to  it  the  patent  and  "  all 
improvements  thereon  and  renewals  of  the  same."  Marshall  was 
elected  president  of  the  company,  but  neglected  to  have  the  assign- 
ment recorded  within  the  time  required  by  law.     It  contained,  how- 
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ever,  a  provision  for  further  assurance,  and  on  October  8,  1904,  after 
the  patent  had  expired,  Marshall  executed  an  additional  instrument 
whereby,  after  reciting  the  former  assignment,  he  transferred  the 
patent  and  '^  all  further  improvements  thereon  and  renewals  thereof." 
In  September,  1903,  at  the  time  the  first  assignment  was  made, 
Marshall  had  on  file  an  application  for  a  patent  on — 

an  improvement 'on  Patent  411,251,  granted  to  E.  R.  Marshall,  and  embodies 
features  sbown  in  Patent  342,802,  granted  in  1886  to  myself. 

There  is  no  .further  reference  in  the  record  to  Patent  411,251. 
Marshall's  application  was  granted,  and  on  April  14,  1903,  Letters 
Patent  725,349  were  granted  to  him. 

No  formal  assignment  was  made,  but  it  is  found  as  a  fact  that, 
between  September  15,  1903,  and  the  receivership,  the  complainant 
manufactured  nine  or  ten  engines  embodying  the  improvement  cov- 
ered by  Patent  725,349. 

On  June  13,  1905,  a  receiver  was  appointed  for  the  Marshall  En- 
gine Company.  Immediately  thereafter,  Marshall  organized  under 
the  laws  of  Massachusetts  a  new  company  bearing  his  name,  and 
assigned  to  it  this  Patent  725,349.  The  New  Marshall  Engine  Com- 
pany took  with  notice  of  the  complainant's  right. 

The  Marshall  Engine  Company,  of  New  Jersey,  claimed  title  to 
this  Patent  725,349  as  an  "  improvement "  on  Patent  342,802,  which 
passed  by  virtue  of  the  assignment  of  September  .15,  1902.  It  there- 
upon filed,  through  its  receiver,  a  bill  in  the  superior  court  of  Frank- 
lin county,  Mass.,  asserting  this  title  and  praying  that  the  defend- 
ants, Marshall  and  the  New  Marshall  Engine  Company,  should  be 
required  to  execute  and  deliver  to  it  an  assignment  in  due  form  to 
Patent  725,349,  so  as  to  entitle  it  to  be  recorded  in  the  Patent  Office, 
and  also  that  the  defendants,  their  successors  and  assigns,  should  be 
enjoined  from  manufacturing  or  selling  machines  covered  by  Patent 
725,349. 

The  defendants  answered,  admitting  or  denying  the  several  alle- 
gations of  the  bill,  but  setting  up  no  ailirmative  defense.  The  case 
was  referred  to  a  master,  who  found  in  favor  of  the  complainant. 
Thereupon  the  defendant  moved  to  dismiss  the  bill  because — 

it  presents  questions  Involving  an  Inquiry  as  to  the  construction  and  scope  of 
the  patents  therein  mentioned,  of  which  questions  the  Federal  courts  have  ex- 
clusive Jurisdiction. 

The  motion  was  overruled,  and  a  final  decree  was  entered  in  favor 
of  the  complainants.  The  decision  was  affirmed  by  the  supreme 
judicial  court  of  Massachusetts,  and  the  case  was  brought  here  by 
writ  of  error. 

Mr.  Justice -Lamar,  after  making  the  foregoing  statement,  delivered 
tlie  opinion  of  the  Court. 
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The  Federal  courts  have  exclusive  jurisdiction  of  all  cases  arising 
under  the  patent  laws,  but  not  of  all  questions  in  which  a  patent  ma}' 
be  the  subject-matter  of  the  controversy.  For  courts  of  a  State  may 
try  questions  of  title,  and  may  construe  and  enforce  contracts  relating 
to  patents.  {Wade  v.  Lawder^  165  U.  S.,  627.)  The  present  litigation 
belongs  to  this  class.  The  controlling  fact  for  determination  here  is 
whether  Patent  725,349  belongs  to  the  Marshall  Engine  Company, 
of  New  Jersey,  or  to  the  New  Marshall  Engine  Company,  of  Massa- 
chusetts. The  complainant  did  not,  by  its  bill  in  the  State  court,  raise 
any  question  as  to  the  validity  or  construction  of  the^patent,  nor  did 
it  make  any  claim  for  damages  for  infringement  The  suit  was  an 
ordinary  bill  for  specific  performance  to  compel  Marshall  to  assign  to 
complainant  the  improvement  on  Patent  342,702,  in  compliance  with 
his  covenant  for  further  assurance.  If  Patent  725,349  was  an  im- 
provement thereon,  as  on  the  face  of  the  application  and  Letters 
Patent  it  appeared  to  be,  then  the  complainant  was  entitled  to  a  de- 
cree requiring  Marshall  to  make  a  conveyance  which  could  be  properly 
recorded  for  the  protection  of  the  true  owner. 

Marshall  had,  however,  in  violation  of  his  contract,  previously  as- 
signed Patent  725,349  to  the  New  Marshall  Engine  Company,  which 
took  with  notice  of  the  prior  transfer.  This  company,  therefore,  held 
the  legal  title  as  trustee  for  the  complainant  Under  the  circum- 
stances the  State  court  had  jurisdiction  to  pass  on  the  question  of 
ownership,  and  to  enter  a  decree  requiring  Marshall,  as  patentee,  and 
the  New  Marshall  Engine  Company,  as  trustee,  to  make  an  assign- 
njent  in  due  form  to  the  complainant.  This  jurisdiction  was  based 
on  general  principles  of  equity  jurisprudence,  and  did  not  present  a 
case  arising  under  the  patent  law. 

It  is,  however,  urged  that  the  State  court  was  ousted  of  the  juris- 
diction to  enter  a  decree  for  specific  performance,  because  the  bill 
went  farther  and  prayed  that  the  defendants,  and  each  of  them,  should 
be  enjoined  from  manufacturing  or  selling  the  machines  covered  by 
Patent  725,349.  It  is  claimed  that  this  was,  in  effect,  an  application 
and  decree  for  injunction  against  infringement,  and  could  only  be 
granted  by  a  Federal  court. 

But  the  allegations  of  the  complainant's  bill  do  not  involve  any 
c»'>nstruction  of  the  meaning  or  effect  of  Patent  725,349,  nor  does  it 
charge  that  the  manufacture  or  sale  of  engines  by  the  defendants 
would  be  an  infringement  of  the  patent,  or  of  any  right  of  the  com- 
plainant, if,  in  fact.  Patent  725,349  belonged  to  the  New  Marshall 
Engine  Company.  The  injunction  was  asked  for  only  as  an  incident 
cf  a  finding  that  the  title  was  vested  in  the  complainant. 

The  blU  must  be  regarded  and  treated  as  a  proceeding  to  enforce  the  specific 
execution  of  the  contract  referred  to,  and  not  as  one  to  protect  the  complainants 
In  the  exclusive  enjoyment  of  the  patent  right    *    *    *    It  is  to  prevent 
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fraiiduleut  violation  of  this  contract  that  the  conipiainaut  seeks  the  aid  of  the 
court  and  asks  for  an  injunction.     iBrawn  v.  »Shantion,  20  How.,  56,  57.) 

As  said  in  Wilson  v.  Satidford^  (10  How.,  99)  — 

the  injunction  is  to  be  the  consequence  of  a  decree  sanctioning  the  forfeiture. 
He  alleges  no  ground  for  an  injunction  unless  the  contract  is  set  aside. 

Here  the  injunction  asked  for  is  to  be  the  consequence  of  the  decree 
sustaining  the  complainant's  title.  It  alleges  no  ground  for  injunc- 
tion unless  that  title  is  established. 

The  State  court  had  jurisdiction  of  the  subject-matter  of  the  con- 
troversy. The  relief  granted  was  appropriate  to  the  cause  of  action 
slated  in  the  bill. 

Tfie  decree  must  therefore  he  affirmed. 


[Supreme  Court  of  the  United  States.] 

The  United  States  v.  Soctete  Anonyme  des  Anctexs  Etabwsse- 
MENTs  Cail.  Societe  Anonyme  DES  Anciens  Etabussemen ts 
Cail  v.  The  United  States. 

Decided  April  8,  1912, 
178  O.  G.,  591 ;  224  U.  S.,  307. 

1.  Court  of  Claims — Jitrisdiction — Implied  Contract. 

Uecord  considered  and  Held  to  sustain  the  fiudlnp  of  tlie  Court  of  Claims 
that  there  was  an  implied  contract  on  the  i>art  of  the  Government  to  pay 
for  the  UFC  of  the  patented  invention  and  that  therefore  the  Court  of  Claluiss 
had  jurisdiction. 

2.  PaTKNTABILITY — iNFRINGEAfENT — GaS-CHECK. 

The  De  Bange  patent,  for  a  gas-check.  Held  not  anticipated,  valid,  and 
Infringed. 

Mr,  Philip  Mmtro  and  Mr.  Timothy  Z>.  Merwin  for  the  appellant. 
Assistant  Attorney-General  Thompson  and  Mr,  Malcolm  A.  Coles 
for  the  United  States. 

Mr.  Justice  McKenna  delivered  the  opinion  of  the  Court. 

This  suit  is  for  royalties  alleged  to  be  due  for  the  use  by  the  Gov- 
ernment of  a  certain  patented  invention  known  as  a  "  gas  check  "  or 
"  obturator,"  a  device  applied  to  breech-loading  cannon  to  prevent  the 
escape  of  gas. 

The  Court  of  Claims  rendered  judgment  against  the  United  States 
for  the  sum  of  $136,000.  Both  parties  appeal,  the  United  States  con- 
tending against  any  judgment,  the  claimant  contending  for  the  re- 
covery of  a  larger  sum.  No  further  distinction  is  necessary  to  be 
observed  between  the  appeals.  The  discussion  of  the  case  will  dis- 
pose of  both. 
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The  fii-st  contention  of  the  Government  is  that  the  facts  set  out  in 
the  findings  did  not  constitute  an  implied  contract  in  fact  as  distin- 
guished from  a  tort,  and  that,  therefore,  the  Court  of  Claims  had  no 
jurisdiction  of  the  case. 

Such  a  contract  is  necessary  to  sustain  the  exercise  of  jurisdiction. 
{Russell  V.  United  States,  182  U.  S.,  516,  and  cases  cited.)  The  Court 
of  Claims  decided  that  such  a  contract  existed  and  that  the  jurisdic- 
tion of  the  court  was  established,  citing  United  States  v.  Berdan  Fire- 
Arms  Company^  (156  U.  S.,  552.)     The  Court  said: 

The  findings  disclose  an  Invitation  to  present  the  details  of  the  patent  to  the 
defendant  [the  Government],  its  examination  by  a  board  of  ofllcers  appointed 
to  investigate  such  Inventions,  and  its  final  use  without  the  slightest  claim  of 
ownership.  Nothing  appears  to  show  an  intention  to  dispute  claimant's  title  to 
the  i>atent,  hence  an  implied  contract  arose  to  pay  for  such  use. 

In  discussing  the  correctness  of  these  conclusions  we  necessarily 
assume  the  validity  of  the  patent,  its  utility,  and  use  by  the  Govern- 
ment, the  question  being  only  for  the  present  whether  such  use  was 
a  trespass  upon  the  rights  of  the  claimant,  or  in  concession  of  such 
rights  and  of  an  obligation  to  pay  for  them. 

The  findings  lack,  and,  it  may  be,  necessarily  lack,  definiteness. 
They  trace  the  history  and  progress  of  the  invention  of  gas  checks 
from  an  early  period  to  the  culmination  in  the  patent  to  Colonel  De 
Range,  an  officer  of  the  French  army,  in  1884,  granted  upon  an  ap- 
plication made  in  1883.  It  immediately  attracted  the  notice  of  Amer- 
ican army  and  naval  officers  and  received  favorable  commendation  in 
ordnance  notes. 

In  1883,  under  an  act  of  Congress  of  that  year,  (24  Stat.,  474.)  a 
board  was  constituted  known  as  the  "  Gun  Foundry  Board,"  com- 
posed of  eminent  officers  of  the  army  and  navy,  headed  by  Rear  Ad- 
miral Sampson  of  the  navy,  whose  duty  it  was,  among  others,  as  it  is 
recited  in  the  findings,  to  report  on  the  establishment  of  a  Govern- 
ment foundry. 

or  what  other  method,  if  any,  should  be  adopted  for  the  mnnufncture  of  hea^'y 
ordnance  adapted  to  modern  warfare,  for  tlie  use  of  the  anny  and  navy  of  the 
United  States. 

The  board  visited  the  claimant's  works  at  Paris  on  June  29, 1883. 

In  the  ofladal  report  of  this  board  reference  Is  made  to  a  visit  to  the  claim- 
ant's works  at  Paris,  France,  on  August  21»,  1883,  and  to  the  Inspection  by  snUl 
board  of  the  De  Bange  system  of  ordnance.  In  the  said  rei>ort  of  s:iid  board  is 
the  foUowfng: 

''Breech  fermeture, — All  the  French  guns  are  breeehloadlng,  and  are  flttcnl 
with  the  interrupted  screw  system,  as  modified  by  Colonel  De  Bange  to  suit 
his  gas  checlE. 

"Gas  check, — ^The  De  Bange  gas  check  Is  universally  employed." 

Prior  to  the  visit  of  the  Gun  Foundry  Board  the  De  Bange  ob- 
turator was  brought  directly  to  the  attention  of  the  United  States 
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ordnance  authorities  through  Lieutenant  Commander  Chadwick, 
naval  attache  at  London,  to  whom  De  Bange  explained  his  invention 
and  who  gave  to  Lieutenant  Commander  Folger  of  the  Biureau  of 
Ordnance,  Navy  Department,  a  detailed  description  of  the  gas-check, 
with  a  description  of  the  method  of  making  it,  furnished  by  De 
Bange,  subsequently  (July  6,  1883)  forwarding  to  the  Department 
the  device,  accompanied  by  the  following  letter : 

SiB :  I  have  the  honor  to  forward  herewith  a  De  Bnnge  "  obturator,**  which 
was  kindly  presented  on  request  by  the  French  minister  of  war. 
I  am,  very  respectfully,  your  obedient  servant, 

F.  K  Chadwick, 
Li.  Comdr.,  U,  8.  Navy,  Naval  AttacM. 
Commodore  J.  R  Walkeb,  U.  S.  Navy, 

Chief  of  Bureau  of  Navigation, 

Navy  Department,  Washinglon. 

In  1884  the  ordnance  officers  of  the  United  States,  aft^r  experiment- 
ing with  the  De  Bange  device,  adopted  it  for  heavy  ordnance  (five- 
inch  caliber  and  upward)  and  have  used  no  other  device  since. 

The  United  States  Government  [we  quote  from  the  findings]  has  nev^  dis- 
puted the  title  of  claimant's  assignor,  Ck>lonel  De  Bange,  as  inventor  of  the  said 
invention ;  but,  on  the  contrary,  the  said  invention  has,  ever  since  its  adoption, 
been  known  in  the  service  of  the  United  States  as  the  ''  De  Bange  gas  check," 
and  is  described  by  that  name  in  the  official  reports  of  the  Secretaries  of  War 
and  of  the  Navy. 

The  findings  contain  certain  correspondence  which  is  relied  on  by 
the  Government  to  sustain  its  contention,  and,  as  it  is  not  possible  to 
condense  it,  it  is  given  in  full : 

Pabis,  June  29, 189  i. 
Colonel  De  Bange  to  H,  E,, 

The  Minister  Plenipotentiary  of  the  United  Stat  en, 

Mr.  Minister  :  In  order  to  respond  to  the  desire  expressed  by  your  exceUency 
in  the  letter  which  you  have  done  me  the  honor  to  address  to  me,  I  add  some 
detaUs  to  my  previous  observations. 

One  of  my  patents  bears  the  number  831,618;  it  relates  to  gun  carriages;  it  is 
not  very  important  because  one  can  do  without  it;  but  the  second,  No.  901,220, 
which  is  connected  with  the  obturation  of  guns  and  breech  mechanism  Is  of  the 
highest  importance.  Without  my  obturator  the  loading  of  a  gun  by  the  breech 
is  difficult  and  the  service  is  rendered  ineffectual.  The  metallic  ring  used  in 
Germany  is  far  from  having  its  value  and  imparts  to  the  gun  a  considerable 
inferiority.  Thus  all  the  maimers  of  cannon  are  led  to  employ  my  invention, 
either  openly  or  in  a  disguised  form,  styled  by  them  Improvement.  The  War 
and  Navy  Departments  at  New  York,  which  are  well  acquainted  with  the  ques- 
tion, will  certainly  not  contest  the  truth  of  my  assertions;  they  have  under  their 
eyes,  on  trial,  guns  which  speak  for  themselves. 

This  is  not  the  first  time  that  I  have  had  to  complain  of  my  idea  being  bor- 
rowed without  my  knowledge  in  France  or  abroad.  The  English  Government 
particularly  had  taken  up  my  system,  and  without  my  having  donanded  any- 
thing had  offered  me  twenty  thousand  pounds  sterling  to  indemnify  me.  I 
rafosed  this  offer,  it  is  true,  but  because  as  a  French  officer  I  ought  not  to  aid 
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in  the  anning  of  a  power  which  I  do  not  consider  as  friendly.  In  part,  de- 
prived of  my  assistance,  England  has  copied  me  badly  and  possesses  but  a 
moderate  artillery. 

In  any  case,  I  appeal  to  the  sentiments  of  equity  of  the  Government  of  the 
United  States,  convinced  that  it  will  recognize  easily  the  justice  of  my  claim. 
Pray  accept,  ftc.,  ftc, 

(Sgd.)  Colonel  De  Bange 

UifiTED  States  Legation,  Naval  AttachA,  * 

Paris,  July  2nd,  1S91. 

The  naval  attach^  at  London  suggested  in  a  communication  to  Mr. 
Raid,  our  Minister  there,  that  Colonel  De  Bange's  letter  be  forwarded 
to  the  Navy  Department.  The  Minister,  however,  referred  it  to  the 
Secretary  of  State. 

De  Bange  sent  the  following  letter  to  the  Secretary  of  the  Na^7 : 

Versailles,  near  Paris,  16/8/91. 
Colonel  De  Bange  to  Monsieur  Benjamin  F.  Tracy, 

Secretary  of  the  Navy  at  Washington. 

Mr.  Sbcretart:  Some  months  ago  I  addressed  the  United  States  Minister 
at  Paris,  verbally  and  by  writing,  several  remarks  on  the  subject  of  loans  which 
I  had  made  of  my  invention  to  the  Departments  of  War  and  of  the  Navy; 
finally,  as  I  have  undertaken  to  write  to  you  directly,  I  now  have  the  honor 
to  lay  before  you  the  following : 

I  had  takoi  out  Letters  Patent,  which  treated  of  artillery  in  the  United 
States,  one  number,  301,220,  relative  to  Tobturation  of  guns,  and  of  principal 
importance;  the  other  number,  331,618,  relative  to  the  carriage. 

Furthermore,  I  have  se^i  at  Paris  many  of  your  officers  to  whom  I  furnished 
without  reserve  all  the  information  which  they  have  asked  of  me. 

Under  these  circumstances  I  hope  that  if  the  Government  has  desired  to 
utilize  my  inventions,  it  will  inform  me ;  there  has  been  no  defect,  and  I  have 
learned  from  a  reliable  source  that  my  systems  was  copied,  unknown  to  me,  by 
the  Departments  of  War  and  of  the  Navy,  be  it  under  the  disguise  of  an  im- 
provem^it  or  be  it  openly. 

I  regret  that  this  has  occurred,  but  in  any  case  I  consider  that  an  indemnity 
is  due  me.  If  you  will  have  the  kindness  to  notify  the  Government  of  my  claim, 
I  am  confident  that  it  will  see  that  Justice  is  accorded  me  in  the  indemnity  to 
which  I  believe  myself  to  be  entitled. 

Please  accept,  Mr.  Secretary,  the  expression  of  sentiments  of  highest  consider- 
ation, with  which  I  am 

Your  obedient  servant,  De  Bjlnge. 

Please  reply. 

This  letter  seems  also  to  have  been  sent  to  the  Department  of  State 
and  referred  by  it  to  the  Secretary  of  the  Navy,  as  appears  from  the 
following  letter  of  the  Chief  of  the  Bureau  of  Ordnance : 

BuEEAU  OF  Obdnance,  August  27f  1891. 

Respectfully  returned  to  the  honorable  Secretary  of  the  Navy. 

The  Bureau  has  not  manufactured  and  is  not  using  any  gun  carriages  which 
contain  principles  which  could  be  held  as  infringing  any  claims  secured  in 
United  States  Piltent  No.  381,618.  The  gas  check  which  has  been  adopted  for 
the  naval  guns  of  6-in.  caliber  and  upward  resembles  in  certain  features  that 
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described  in  Uoited  Stutes  Patent  No.  301,220,  iasued  to  Col.  De  Bauge.    It  also 
differs  from  it  materially  in  particulars  wliicli  are  original  in  this  Bureau. 

I  am  not  in  position  to  give  an  opinion  as  to  the  question  of  infringement,  and 
have  to  suggest  that  the  applicant  refer  the  matter  to  the  Court  of  Claims. 

The  Bureau  will  note  for  the  information  of  the  applicant  that  there  are  no 
funds  appropriated  or  available  for  the  payment  of  any  claim  that  might  be 
allowed  by  the  Court  of  Claims,  and  that  it  will  be  necessary  for  the  applicant 
to  go  to  Cdhgreas  for  relief  in  the  event  of  a  decision  being  obtained  which  will 
warrant  such  action. 

(Sgd.)  Wh.  M.  Folgeb. 

Chief  Bureau  of  Ordnance. 

The  Navy  Department  then  addressed  the  Secretary  of  State  as 
follows : 

Navy  Department, 
Washington,  September  5,  J 891. 
Str:  I  have  the  honor  to  acknowledge  the  receipt  of  your  communication  of 
the  20th  ultimo,  inclosing  copies  of  correspondence  relating  to  a  claim  ot  Colonel 
De  Bange,  a  retired  officer  of  the  French  army,  residing  in  Paris,  France,  who 
alleges  the  use  by  this  Government  of  certain  inventions  patented  by  him  in 
guns  and  gun  carriages. 

In  reply  I  have  to  state  that  the  Chief  of  the  Bureau  of  Ordnance,  in  this 
Department,  to  whom  the  conmumicatlon  and  accompanying  papers  were  re- 
ferred, reports  as  follows: 

The  Bureau  has  not  manufactured,  and  is  not  using,  any  gun  carriages  which 
contain  principles  which  could  be  held  as  Infringing  any  claims  described  in 
U.  S.  Patent  No.  331,018. 

The  gas  check  which  has  been  adopted  for  the  naval  guns  of  6-lnch  caliber  and 
upward  resembles  in  certain  features  that  described  in  U.  S.  Patent  301,220. 
Issued  to  Colonel  De  Bange.  It  also  differa  from  it  materially  In  particulars 
which  were  original  in  this  Bureau. 

In  view  of  the  statement  made  by  the  Chief  of  the  Bureau  of  Ordnance,  there 
appears  to  be  no  proper  ground  for  the  claim  of  Colonel  De  Bange. 
Very  respectfully, 

F.  M.  Ram  SAT. 
Aeting  Secretary  of  the  yavy. 
The  honorable  the  Secretary  of  State. 

On  January  31,  1894,  the  claimant,  by  its  attorneys  addressed  sub- 
stantially similar  letters  to  the  Secretary  of  War  and  the  Secretary 
of  the  Navy,  stating  its  claim  for  the  use  of  its  patented  invention 
and  requesting  payment  for  the  use  of  it.  The  letters  described  and 
extolled  the  device  and  stated  that  they  "  deemed  it  expedient  to  take 
a  low  average  price  and  apply  it  to  all  guns."  They  fixed  such  price 
at  $200  per  gun. 

The  Secretary  of  the  Navy,  on  February  10,  1894,  in  replying,  re- 
ferred to  and  quoted  from  the  Department's  letter  of  August  20, 1891, 
and  added: 

As  the  status  of  the  case  has  not  been  changed  since  the  date  of  the  Depart- 
ment's letter  above  mentioned,  and  as  the  matter  has  been  previousls'  disposed 
of  by  the  Department,  no  further  consideration  of  the  case  appears  to  be 
required. 
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The  letter  of  the  claimant's  attorneys,  however,  was  the  subject  of 
a  report  and  recommendation  by  the  Chief  of  Bureau  of  Ordnance, 
which  resulted  in  the  following  letters : 

Bureau  of  Ordnance,  Decemher  4,  J89i. 

Respectfully  returned  to  the  Department. 

The  gas  check  applied  to  guns  constructed  for  the  navy  Is  that  Illustrated  In 
United  States  Letters  Patent  No.  318,093,  of  May  10,  isiss,  and  so  far  as  this 
patent  is  valid  no  royalties  should  be  paid.  (See  Court  of  Claims  Reports, 
p.  334,  vol.  23,  1887-88.)  If.  however,  as  the  Bureau  believes  to  be  the  case, 
the  above-mentioned  patent  Is  only  valid  so  far  as  it  covers  improvements  on 
the  De  Bange  patent  (No.  301,220,  of  July  1,  1884),  then,  so  far  as  the  latter 
imtent  is  valid,  the  within  claim  for  royalties,  in  the  Bureau's  opinion,  is  a 
pro]ier  one,  and  would  be  maintained  by  the  courts. 

It  must  be  noted,  however,  that  until  recently  there  has  been  no  authority  of 
law  for  the  payment  of  royalties  out  of  the  naval  appropriations,  and  the  manu- 
facture of  most  of  the  gas  checks  in  question  had  been  completed  prior  to  the 
legislation  giving  such  authority.  Moreover,  the  Bureau  is  of  opinion  that  the 
Davis  patent  (No.  318,093,  of  May  19,  1885)  covers  real  and  important  improve- 
ments, without  which  it  is  doubtful  if  the  De  Bange  system  would  have  been 
adopted  for  United  States  naval  guns,  and  consequently  it  will  be  necessary  to 
decide  as  to  the  relative  values  of  the  device  in  its  original  and  improved  forms. 
The  fact  that  practically  the  same  gas  check  is  in  use  in  all  Ignited  States  army 
guns  of  recent  construction,  and  is  being  applied  to  guns  now  being  made  by  the 
Bethlehem  Iron  Company,  under  contract  with  the  War  Department,  should  also 
be  considered,  since  independent  action  on  the  part  of  the  Navy  Department 
might  easily  be  against  the  interests  of  the  Government. 

It  is  therefore  recommended  that  an  investigation  to  be  made  in  regard  to  the 
De  Bange  patent,  and  if  this  patent  is  concluded  to  be  valid  that  the  War 
Department  be  consulted  as  to  whether  a  definite  sum,  to  be  fixed  upon  either 
by  a  board  or  in  some  other  way,  should  not  be  offered  the  claimants  for  the 
right  on  the  part  of  the  Government  to  use  the  device  in  question  on  all  its  guns. 

W.  T.  Sampson, 
Chief  of  Bureau  of  Ordnance. 

The  final  action  of  the  Navy  Department  upon  petitioner's  claim 
wa.s  communicated  to  the  petitioner  in  a  letter  of  the  Secretary  of  the 
Navy,  dated  December  31,  1894,  as  follows : 

Navy  Depabtment, 
Washington,  December  SI,  1SH, 

Gentlemen:  The  Department  has  carefully  considered  the  questions  pre- 
sented in  the  brief  filed  by  you,  as  well  as  in  former  correspondence,  relative  to 
the  matter  of  the  claim  of  the  Soci^t^  Anonyme  des  Anciens  fitablissements  Call 
for  compensation  for  the  use  by  the  United  States  of  a  gas  check  invented  by 
Col.  Charles  T.  W.  V.  De  Bange,  of  the  French  army. 

It  appears  that  the  matter  is  now  in  such  a  condition  that  it  will  in  all  prob- 
ability involve  not  only  que«»tion8  arising  under  the  patent  issued  to  Colonel 
De  Bange,  but  also  those  growing  out  of  the  claims  and  aflfecting  the  rights  of 
other  patentees.  Under  these  circumstances  the  Department  is  of  opinion  that 
the  full  consideration  and  determination  of  these  questions  can  be  more  certainly 
and  equitably  reached  and  the  rights  of  all  the  parties  concerned,  as  well  as  the 
Government,  more  definitely  ascertained  and  assured  through  the  medium  of  a 
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court  of  Justice.  It  is  therefore  snggeeted  tbat  the  necessary  proceedings  for 
the  consideration  and  adjustment  of  the  matter  by  the  Court  of  Claims  be 
instituted. 

Very  respectfully,  H.  A.  Hsbbebt, 

Becretary. 
Messrs.  Pollock  &  Mauro, 

Attorneys  at  Law,  Washington,  D.  (7. 

The  final  action  of  the  War  Department  was  communicated  to 
claimant's  attorneys  in  a  letter  dated  January  14,  1895,  in  which  the 
language  and  suggestion  of  the  Secretary  of  the  Navy  were  adopted 
substantially  verbatim. 

It  is  not  possible  to  review  the  arguments  by  which  the  claimant 
asserts  and  the  Government  denies  the  sufficiency  of  the  facts  as  we 
have  related  them  to  constitute  an  implied  ccmtract  between  the 
claimant  and  the  Government.  The  ultimate  contention  of  the  Gov- 
ernment is  that  the  mere  use  of  the  patentee's  invention  with  his 
knowledge  does  not  create  an  implied  contract  in  fact  to  pay  for  such 
use,  but — 

there  must  be  (1)  a  use  of  it  with  the  patentee's  assent,  and  there  must  alio  be 
(2)  an  affreement  or  meeting  of  minds  on  the  part  of  the  patentee  and  on  the 
part  of  the  user  as  to  compensation  for  the  use,  even  though  the  amount  of  the 
compensation  be  not  fixed. 

These  elements,  it  is  insisted,  were  present  in  the  Berdan  case^ 
which  we  have  seen  was  relied  on  by  the  Court  of  Claims ;  they  are, 
it  is  further  insisted,  absent  in  the  case  at  bar. 

But  these  elements  do  not  have  to  appear  by  the  explicit  declaration 
of  the  parties.  They  may  be  collected  from  their  conduct.  The 
alternative  of  a  contract  is  important  to  be  kept  in  mind.  The  officers 
of  the  Government  knew  of  the  De  Bange  invention  and  were  aware 
of  its  great  importance,  and  the  purpose  to  deliberately  take  property 
of  another  without  the  intention  that  he  should  be  compensated — in 
other  words,  to  do  plainly  a  wrongful  act — cannot  be  imputed  to 
them  without  the  most  convincing  proof.  Such  proof  does  not  exist 
in  the  present  case.  On  the  contrary,  the  record  shows  that  compen- 
sation was  contemplated.  There  was  doubt  as  to  the  extent  of  it  be- 
cause there  was  doubt  as  to  how  far  the  devices  used  were  attributable 
to  or  belonged  to  De  Bange  or  whether  they  constituted  an  infringe- 
ment of  his  patent,  and  therefore  there  was  hesitancy  and  doubt,  not 
as  to  compensation,  but  as  to  the  amount  and  extent  of  it. 

We  agree  with  the  Court  of  Claims  that  there  is  resemblance  be- 
tween this  case  and  the  Berdan  case.  In  that  case  the  Court  had  no 
difficulty  in  adducing  the  assent  of  Berdan  to  the  use  of  his  invention. 
The  Court  found  more  difficulty  in  inferring  the  assent  of  the  Gov- 
ernment.   The  Court  said,  by  Mr.  Justice  Brewer: 

While  the  findings  are  not  specific  and  emphatic  as  to  the  assoit  of  the  Gov- 
ernment to  the  terms  of  any  contract,  yet  we  think  they  are  sufilcient    There 
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was  certainly  no  denial  of  the  patoitee's  rights  to  the  invention ;  no  assertion 
on  the  part  of  the  Government  that  the  patent  was  wrongfully  issued ;  no  claim 
of  the  right  to  use  the  invention  regardless  of  the  patent;  no  disregard  of  all 
claims  of  the  patentee,  and  no  use  in  spite  of  protest  or  remonstrance.  Nega- 
tively, at  least,  the  findings  are  clear.  The  Government  used  the  Invention  with 
the  consent  and  express  permission  of  the  owner,  and  it  did  not,  while  so  using 
ft,  repudiate  the  title  of  such  owner. 

Like  comment  may  be  made  of  the  facts  in  the  case  at  bar.  It  is 
true  that  the  letter  of  William  F.  Folger,  Chief  of  the  Bureau  of  Ord- 
nance, stated  that  while  the  gas  check  used  by  the  Government  resem- 
bled in  certain  features  De  Range's  gas  check,  it  differed  from  it 
materially  in  particulars  which  were  original  in  the  Bureau.  But 
this  was  not  a"  denial  of  the  use  or  the  utility  of  De  Bange's  inven- 
tion. Whether  there  was  infringement  the  officer  did  not  decide,  but 
suggested  that  the  "  applicant  refer  the  matter  to  the  Court  of 
Claims."  Subsequently  the  Acting  Secretary  of  the  Navy  did  deny 
infringement.  But  that  position  was  abandoned  and  the  Secretaries 
of  War  and  the  Navy — 

suggested  that  the  necessary  proceedings  for  the  consideration  of  the  adjust- 
ment of  the  matter  by  the  Court  of  Claims  be  instituted. 

There  were  parallel  circumstances  in  the  Berdan  case. 
The  invention  of  Berdan  was  an  "extractor-ejector"  for  use  in 
breech-loading  rifles,  and  that  which  was  used  by  the  Government 
was  devised  by  one  of  its  employees.  There  was  a  difference  between 
it  and  Berdan's  device,  but  the  officers  of  the  Government  doubted 
if  the  difference  was  material,  and  concluded  that  it  was  a  matter 
for  the  courts  to  decide.  It  is  true  there  was  no  assertion  of  right 
against  the  Berdan  device  in  consequence  of  the  difference  between 
it  and  the  device  used  by  the  Government  as,  it  may  be  said,  there 
was  in  the  case  at  bar  by  the  letter  of  Admiral  Ramsey  of  September 
3,  1891.  But  the  position  taken  in  that  letter  was,  as  we  have  seen, 
abandoned,  and  it  was  declared  that  so  far  as  the  De  Bange  patent 
was  valid  its  claim  for  royalties  was,  in  the  opinion  of  the  Bureau  of 
Ordnance,  a  proper  one  and  would  be  sustained  by  the  courts.  This 
was  in  1894.  Prior  to  that  time  and  afterward  the  Government  con- 
tinued to  use  the  device.  We  think  the  Court  of  Claims  had  juris- 
diction. 

The  Government  contends  that  it  has  not  infringed  the  De  Bange 
patent.  Infringement  is  a  question  of  fact,  and  as  an  aid  to  its 
solution  courts  are  furnished  usually  with  an  expert  comparison  of  the 
contending  devices,  their  identity  or  difference  of  constniction  and 
modes  of  operation.  This  record  is  destitute  of  such  testimony. 
The  Government  contends  for  the  very  narrow  construction  of  the 
patent  based  on  its  claims  and  the  prior  art.  The  only  proof  of  the 
prior  art,  however,  is  a  reference  to  thirteen  or  fourteen  patents  by 
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number  and  patentee,  some  of  which  are  English,  some  French  and 
some  American.  The  only  explanation  of  them  is  in  the  argument 
of  counsel  and  an  exhibition  of  the  patents.  It  is  very  doubtful  if 
we  may  take  notice  of  even  the  American  patents;  more  doubtful  if 
we  may  of  the  foreign  ones.  We,  however,  have  considered  counsel's 
explanation  of  them.  They  reveal  nothing  material  to  be  considered 
that  the  findings  of  the  Court  of  Claims  do  not  show  of*  the  prior 
art  and  the  progress  from  its  failure  to  the  success  of  the  De  Bange 
invention,  a  success,  it  may  be  conceded,  that  availed  itself  of  all 
that  the  prior  art  demonstrated,  but  went  beyond  it  to  the  fulfilment 
that  it  had  not  achieved. 

The  necessity  of  a  gas  check  to  the  success  of  breech-loading  guns 
all  could  see,  and  what  a  device,  to  be  successful,  must  do;  but  the 
world  struggled  a  long  time  with  the  problem,  and  that  problem 
was  to  find  something  which  would  stand  the  intense  heat  generated 
and  the  great  force  caused  b}^  the  explosion  of  the  powder  in  a  high 
power  gun  and  the  backward  escape  of  the  resultant  gas  under  the 
enormous  pressure  exerted,  and  this  not  in  one  service  of  the  gun, 
but  in  many  services.  The  experiments  are  detailed  in  the  findings. 
Metallic  cups  were  tried  and  paper  cups.  As  early  as  1858  india- 
rubber  was  suggested.  Its  elasticity,  it  was  thought,  would  aflFord 
all  that  was  necessary  for  a  complete  automatic  obturation,  the  gas 
by  its  expansion  "  to  seal  its  own  escape." 

Rubber  had  some  success  when  constructed  in  rings  of  varying 
degrees  of  suppleness  and  hardness,  and  seemed  to  have  settled  the 
problem.  But  defects  subsequently  developed  and  experiments  con- 
tinued for  something  better  and  which  would  fulfil  all  the  conditions. 
Then  soap  obturators  were  tried,  and  finally  Colonel  De  Bange's  in- 
vention of  tallow  and  asbestos.  If  our  purpose  was  speculative,  not 
practical,  we  might  pause  to  wonder  how  such  substances  could  pro- 
duce such  results  under  the  conditions  to  which  they  are  subjected, 
and  by  wondering  we  express  in  a  way  the  quality  of  the  invention. 
We  are  told  by  the  findings  of  the  Court  of  Claims  that  a  gas  check — 

is  subject  to  a  pressure  of  from  30.000  to  40,000  pounds  per  square  inch,  to 
very  higli  temperatures,  to  the  effects  of  corrosive  gases,  and  the  effects  of  rapid 
and  violent  shoclvS. 

We  need  not,  however,  dwell  longer  on  the  excellence  of  the  in- 
vention. The  Government  has  testified  to  its  excellence  by  using  it 
in  the  guns  intended  for  the  national  defense. 

But  it  is  contended  that  the  claim  of  the  patent  is  for  a  specific 
combination  of  elements  and  that  that  combination  of  elements  is 
not  used  by  the  Government. 

This  contention  is  based  upon  what  is  considered  to  be  the  proper 
construction  of  claim  1  of  the  patent,  a  strict  construction  being 
urged  of  it — indeed,  as  we  understand  the  argument,  the  claim  must 
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be  confined  to  the  specific  forms  of  its  elements,  giving  the  widest 
latitude  to  imitation. 

The  patent  answers  the  contention.  Describing  his  invention,  De 
Bange  calls  it  "  certain  new  and  useful  improvements  in  breech-load- 
ing guns."    Specifying  the  improvements,  he  says  that  they — 

apply  to  breech-loading  guns  which  employ  a  screw-plug  having  its  threads 
Interrupted. 

Further  specifying,  he  adds : 

I  have  devised  a  system  of  packing  placed  In  advance  of  the  plug,  and  which 
Is  expanded  by  the  force  of  the  explosion  of  the  powder  to  make  a  tight  joint 
to  prevent  the  leakage  of  gas. 

He  declares  the  drawings  form  a  part  of  the  specification  and  rep- 
resent what  he  considers  the  best  means  of  carrying  out  the  inven- 
tion.   It  is  only  necessary  to  give  Figures  1,  2,  6  and  7. 


They  are  described  in  the  patent  as  follows: 

Fig.  1  is  a  c«itral  longitudinal  section.  The  strong  Ihies  show  the  parts 
ready  for  firing.  The  dotted  lines  show  the  transverse  lever  in  a  position  for 
conveniently  operating  to  turn  the  screw-plug.  Fig.  2  is  a  rear  view  showing 
the  parts  locked.  Fig.  3  is  a  corresiwnding  view  showing  the  parts  unlocked. 
♦  ♦  ♦  Figs.  6  and  7  represent  the  packing-ring  detached.  Fig.  6  Is  a  face 
view,  and  Fig.  7  a  section  in  the  plane  of  the  axis. 

The  specification  then  proceeds  as  follows : 

A  liberal  hole  in  the  line  of  the  axis  of  the  screw-plug  B  carries  a  stout 
sliding  pin,  N,  at  the  extreme  front  of  which  is  a  stout  head,  N'.  The  portion 
of  the  body  adjacent  to  the  head  N'  is  slightly  enlarged.  The  head  N'  is 
adapted  to  receive  the  force  of  the  powder  at  the  discharge.  At  the  moment  of 
the  discharge  this  head  moves  backward,  compressing  a  relatively  soft  and 
expansible  packing-ring,  M,  behind  it.  Certain  portions  of  this  ring  will  be 
distinguished,  when  necessary,  by  additional  marks,  as  M'  M*.  The  body  M' 
of  this  packing  is  of  asbestos  saturated  with  tallow,  and  affords  a  sufficiently 
yielding  mass  with  the  required  capacity  for  enduring  heat  and  for  with- 
fitanding  the  very  strong  compressive  force  to  which  it  is  subjected  by  the 
discharge.  It  is  inclosed  between  two  thin  shells,  M*  M',  of  copper,  one  fitting 
the  body  M'  on  the  inner  end  the  other  on  the  outer  side,  and  nearly  Incasing  the 
entire  packing.  Both  the  body  M'  and  the  copper  M*  are  then  inclosed  between 
two  strong  shells  of  brass,  M'  M*.  The  entire  packing  thus  made  is  adapted  to 
maintain  its  form,  but  to  allow  a  small  amount  of  radial  expansion  sufficient 
to  pack  the  Joint  tightly  against  the  escape  of  gas.  This  expansion  is  due  to 
two  causes— the  tapering  form  of  the  front  end  of  the  pin  N,  which  acts  on 
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tbe  interior  of  the  packing,  and  the  powerful  compression  received  from  the 
head  N'.  The  expansion  from  one  or  both  causes  bi  sufficient  to  press  the 
exterior  of  the  copper  M'  tightly  against  the  interior  of  the  gun,  thus  effectu- 
ally preventing  any  leakage  of  gas. 

Claim  1  is  the  important  one  and  is  as  follows : 

1.  The  partially-threaded  plug  B,  headed  pin  N  N%  extending  through  said 
plug,  and  yielding  packing  M,  arranged  between  the  head  N'  aod  the  inner 
end  of  the  plug,  in  combination  with  each  other  and  with  the  gun  A,  arranged 
as  shown,  to  allow  the  pin  to  be  driven  rearward  and  compress  the  packing,  as 
herein  specified. 

It  will  be  observed,  therefore,  that  De  Bange  declared  that  what  he 
devised  was  a  "  system  of  packing  "  which  by  the  force  of  the  explo- 
sion of  the  powder  is  expanded  to  make  a  tight  joint  to  prevent  the 
leakage  of  gas.  The  mechanical  parts  are  but  aids  to  this  result,  se- 
curing in  place  the  packing  and  enabling  its  qualities  to  operate, 
enabling  it  to  maintain  its  form  but  to  allow  radial  expansion  suffi- 
cient "  to  pack  the  joint  tightly  against  the  escape  of  gas."  This  ex- 
pansion has  also  the  effect  of  pressing  "  the  copper  (M^)"  against  the 
interior  of  the  gun  and  cooperates  to  prevent  the  leakage  of  gas. 

That  this  packing  constitutes  the  very  essence  of  the  invention  is 
declared  in  all  of  the  literature  on  the  subject  and  recognized  in  all 
of  the  Government  publications.  T^e  Government  now  contends  for 
a  limitation  of  it,  and  insists  that  it  consists  of  ^^  a  yielding  packing 
M,"  exactly  as  described,  although  the  description  is  declared  by  De 
Bange  to  represent  "  the  best  means  of  carrying  out  his  invention," 
and  he  declares  also  that  '^  modifications  could  be  used  in  the  forms 
and  proportions." 

We  cannot  therefore  assent  to  the  contention  of  the  Crovemment, 
and  in  rejecting  it  we  do  not  render  '^  the  claim  elastic  and  indefinite 
where  it  should  be  certain."  We  preserve  that  which  was  declared 
to  be  and  which  has  always  been  recognized  to  be  the  invention,  and 
by  those  competent  to  declare,  whose  duty  is  was  to  comprehend  and 
estimate,  not  only  the  result  achieved  but  by  what  achieved. 

In  the  description  furnished  by  De  Bange  to  Commander  Chad- 
wick  a  covering  of  cloth  is  described.  The  description  in  the  Ord- 
nance Notes  of  April  20,  1883,  mentions  "  plates  of  tin,  strengthened 
at  the  edges  by  thin  brass' rings."  Another  description  speaks  of 
"  a  metallic  split  ring."  These  are  but  details.  As  said  by  the  Court 
of  Claims,  through  Booth,  J. : 

The  invention  described  by  the  language  of  the  claim  was  the  yielding  pad 
of  asbestos  and  tallow. 

And  this,  the  learned  judge  also  said,  predominates  as  the  one 
"  central  idea  "  in  every  description  of  the  patent  in  either  the  speci- 
fications or  clai^. 
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We  learn  from  the  court  that  it  heard  much  expert  testimony,  and 
Ib  its  opinion  it  considers  two  subsequent  patents  expressed  to  be  im- 
provements on  the  De  Bange  patent  One  of  these  was  issued  to 
James  B.  Davis  and  the  other  to  Gregory  Gerdom.  The  difference 
between  them  and  the  De  Bange  patent  was  commented  on,  and  it 
was  said  that  the  record  disclosed  that  in  all  inventions  subsequent 
to  De  Bange's — 

the  pad  of  asbestos  and  tallow  is  the  functioning  element  of  the  device,  without 
which  its  utility  is  as  nothing, 

and  that  a  pad  of  that  composition  supplied — 

the  necessary  expansion,  indispensible  to  forward  the  operation  of  both  th^ 
Davis  and  Gerdom  patents.  The  United  States  used  the  Gerdom  patent  and 
paid  him  substantial  royalties  for  its  use. 

It  would  seem,  therefore,  that  the  contention  of  the  Government 
turns  upon  a  question  of  fact  found  against  it  by  the  court  below; 
that  is,  it  was  found  that  the  particular  envelop  of  the  tallow  and 
asbestos  pad  were  not  essential  features  of  De  Bange's  invention,  and 
that  the  substitution  of  steel  rings  for  brass  rings  could  be  an  in- 
fringement of  the  invention.  As  said  by  counsel  for  claimant, 
claim  1 — 

does  not  recite  among  its  elements  the  materials  whereof  the  envelop  [of  the 
pad]  and  rings  are  made.  ♦  ♦  ♦  It  is,  on  the  contrary,  obvious  that  any 
suitable  material  may  be  used  for  these  subsidiary  parts. 

It  is  conceded  that  the  pliable  copper  envelop  (M*)  may  be  properly 
regarded  as  a  part  of  the  "  yielding  packing."  The  patentee  so  states, 
but  he  does  not  say  that  the  "  strong  shells  of  brass  M^  M®  are  parts  " 
of  it.  It  would  indeed  be  arbitrary,  as  said  by  claimant,  to  read  into 
the  claim  the  specific  metal  of  which  those  shells  are  composed  ^'  for 
no  other  purpose  than  to  render  it  [the  claim]  worthless." 

We  have  seen  De  Bange  describe  what  he  conceived  to  be  the  best 
form  of  his  invention,  and  contemplated  that  it  could  be  represented 
in  other  forms  and  proportions.  This,  however,  was  unnecessary,  for 
the  law  would  secure  him  against  imitation  by  other  forms  and  pro- 
portions. (Winans  v.  Denmead^  15  How.,  830;  Ilotchkisa  v.  Green- 
wood^ 11  How.,  248,  265;  Western  Electric  Co.  v.  La  Rue,  C.  D.,  1891, 
868 ;  55  O.  G.,  571 ;  189  U-  S.,  601,  608.) 

We  think,  therefore,  that  the  Court  of  Claims  rightfully  decided 
the  question  of  infringement  against  the  Government. 

The  cross-appeal  of  claimant  is  directed  to  the  question  of  damages. 

In  the  original  petition  filed  by  it  on  January  81,  1895,  damages 
were  laid  at  $140,000.  There  was  no  traverse  filed  until  October, 
1907.  An  amended  petition  was  filed  April  12,  1909,  and  judgment 
was  prayed  for  $1,447,667.98.  In  this  petition  it  was  alleged  that 
the  invention  was  used  upon  1,518  guns  of  various  calibers  within 
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th«  six  years  next  preceding  the  filing  of  the  original  petition,  the 
number  which  was  used  by  the  army  and  that  used  by  the  navy  being 
given.  The  total  cost  of  the  guns  was  stated  to  be  $18,226,263. 
There  is  no  finding  responding  to  these  allegations.  The  opinion 
of  the  court  was  filed  December  2,  1907,  that  is,  before  the  filing  of 
the  amended  petition.    The  opinion  contains  the  following  statement : 

There  is  no  testimonj  in  the  record  upon  which  the  quantum  of  damages  can 
be  predicated.  The  measure  of  damages  would  be  the  value  of  the  device  to  the 
defendants.  Following  the  precedents  heretofore  established,  the  case  will 
stand  upon  the  docket,  with  leave  to  furnish  testimony  upon  this  point 

On  the  20th  of  May,  1909,  judgment  was  rendered  for  claimant 
in  the  sum  of  $136,000.  Each  party  moved  for  an  amendment  to  the 
findings,  which  were  overruled  in  part  and  allowed  in  part.  The 
former  findings  were  withdrawn  and  amended  findings  of  fact  filed. 
No  exception  appears  to  have  been  taken  to  this  action.  Indeed,  the 
record  does  not  furnish  us  with  a  comparison  between  the  findings 
which  were  withdrawn  and  those  filed.  There  is  nothing  to  show 
upon  what  the  court's  ruling  was  invoked. 

A  motion  was  presented  to  this  Court  April  25,  1910,  to  remand 
the  case  to  the  C!ourt  of  Claims,  and  that  that  court  be  instructed  to 
find  and  certify  as  matters  of  fact,  in  addition  to  the  facts  found,  in 
regard  to  the  cost  of  the  guns  in  which  the  De  Bange  obturators  were 
used,  the  amount  the  Government  paid  or  contracted  to  pay  for  pat- 
ented improvements  in  breech-loading  mechanism  for  ordnance,  and 
whether  there  appears  in  the  record  the  testimony  of  experts  as  to 
the  value  of  the  De  Bange  device,  or  what  would  be  a  reasonable 
compensation  for  its  use,  and,  if  so,  to  state  the  amounts  of  such 
estimates. 

It  was  further  moved  that  the  Court  of  Claims  be  instructed  to 
strike  out  certain  matters  in  the  findings  which  were  described  to  be 
evidentiary.  The  motion  was  postponed  to  the  hearing,  and  is  now 
to  be  considered.  The  motion  is,  in  effect,  for  a  direction  to  the  Court 
of  Claims  to  certify  the  evidence  of  this  Court,  and  not  its  conclusions 
from  the  evidence.  This  is  clearly  in  contravention  of  the  rule  of 
this  Court  which  requires  the  record  on  appeal  from  the  Court  of 
Claims  to  contain  a  finding  by  the  court — 

of  the  facts  in  the  case  established  by  the  evidence  in  the  nature  of  a  special 
verdict,  but  not  the  evidence  establishing  it. 

Besides,  as  we  have  seen,  the  record  does  not  disclose  what  ruling 
was  invoked.  We  can  only  act  upon  the  record,  and  that  shows  a 
finding  of  the  court  upon  the  question  of  compensation,  to  which 
finding  there  was  no  objection  taken  nor  exception  reserved.  The 
finding  determines  the  matter,  being  in  the  nature  of  a  special  verdict 
of  a  jury.     {United  States  v.  New  York  Itidians^  173  U.  S,,  464.) 
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CehaUos  d:  Co.  v.  United  States  (214  U.  S.,  47)  is  not  applicable. 
There  was  a  contract  of  which  there  could  be  no  dispute,  and  there- 
fore a  motion  to  embrace  it  in  the  record  from  the  Court  of  Claims 
was  granted  and  the  case  reviewed  in  the  light  thereof. 

The  motion  to  remand  the  case  ie  therefore  denied. 

Judgment  affirmed. 


C  Supreme  Court  of  the  United  8tatet.1 

CsoziEB  V.  Fried.  Krupp  Aktiengesellschatt. 

Decided  A^rU  8,  1912. 

178  O.  G.,  1154 ;  224  U.  8.,  90. 

1.  Patents — ^Acr  of  Juke  25,  1910 — Eminent  Domain. 

"  lu  substaoce,  therefore,  In  this  case,  in  view  of  the  public  natnre  of  the 
subjects  with  which  the  patents  in  qoestiou  are  concerned  and  the  un- 
doubted  authority  of  the  United  States  as  to  such  subjects  to.  exert  the 
power  of  eminent  domain,  the  statute,  looking  at  the  substance  of  things, 
provides  for  the  appropriation  of  a  license  to  use  the  inventions,  the  appro- 
priation thus  made  being  sanctioned  by  the  means  of  compensation  for 
which  the  statute  provides." 

2.  Same — Same — Same— Injunction  Against  Use  or  Patented  Device, 

A  decree  of  the  Court  of  Appeals  of  the  District  of  Columbia  granting  a 
writ  enjoining  the  Chief  of  the  Ordnance  of  the  United  States  Army  from 
making,  using,  or  causing  to  be  used  any  guns  or  >gun-carriages  containing 
certain  patented  devices  reversed  in  view  of  the  act  of  June  25,  1910. 

The  Attorney-General  and  Mr.  Sttiart  McNamara  for  the  peti- 
tioner. 
Mr.  William  A.  Jenner  for  the  respondent. 

Mr.  Chief  Justice  Whtob  delivered  the  opinion  of  the  Court. 

The  defendant,  a  corporation  organized  under  the  laws  of  the  Ger- 
man Empire,  commenced  this  suit  on  June  8,  1907,  in  the  Supreme 
Court  of  the  District  of  Columbia.  Relief  was  sought  because  of 
alleged  infringements  of  three  described  Letters  Patent  of  the  United 
States,  originally  issued  in  the  name  of  Fried.  Krupp  and  assigned  to 
the  corporation.  Two  of  the  patents,  numbered  722,724  and  722,725, 
were  granted  in  1903,  and  the  third,  issued  in  1905,  was  numbered 
791,347.  The  patents  related  to  improvements  in  guns  and  gun-car- 
riages. The  petitioner  here,  William  Crozier,  was  named  as  sole 
defendant  in  the  bill. 

After  full  averments  as  to  the  issue  of  the  patents  and  the  assign- 
ments by  which  the  plaintiff  had  become  the  owner  thereof,  it  was 
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charged  that  the  defendant  Crozier  well  knowing  of  the  existence  of 
the  patents — 

in  ylolation  and  Infringement  of  said  Letters  Patent  and  of  the  exclaaiTe  rights 
granted  and  secured  under  said  Letters  Patent  *  *  *  since  the  17th  day  of 
March,  1903,  and  within  the  period  of  six  (6)  years  prior  to  the  filing  of  this 
bill  of  complaint,  in  the  city  of  Bridgeport,  State  of  Connecticut,  and  in  the 
Watervliet  Arsenal  in  the  State  of  New  York,  and  in  the  Rock  Island  Arsenal 
in  the  State  of  Illinois,    *    *    *    and  elsewhere  in  the  United  States, 

has — 

made  and  nsed,  or  caused  to  be  made  and  used,  is  now  making  and  causing  to 
be  made  and  used  and  threatens  and  intends  to  continue  to  make  or  cause  to  be 
made  and  to  use  and  cause  to  be  used — 

guns  and  recoil-brake  apparatus  and  guns  and  gun-carriages  em- 
bodying the  inventions  owned  by  the  complainant,  in  violation  of  the 
rights  secured  by  the  patents. 

The  prayer  was  for  a  preliminary  and  a  permanent  writ  enjoining 
the  defendant — 

his  agents  and  employees,  from  making  or  using  or  causing  to  be  made  or  used 
any  guns  or  gun  carriages  or  other  devices  which  shall  contain  or  employ  the 
inyentions  or  any  of  the  inventions  covered  and  secured  by  said  Letters  Patent 
or  any  of  said  Letters  Patent. 

There  was  also  a  prayer  that  the  defendant — 

may  be  compelled  to  account  for  and  pay  over  to  your  orator  all  the  profits 
which  the  defendant  has  or  had  derived  from  any  making  or  using  of  any  gun 
or  any  specimen  or  device  covered  and  secured  by  said  Letters  Patent  or  any 
of  said  Letters  Patent,  and  that  also  the  defendant  be  decreed  to  pay  all  dam- 
ages which  your  orator  has  incurred  or  shall  incur  upon  account  of  defendant's 
infringement  of  any  of  said  Letters  Patoit,  with  such  increase  thereof  as  shaU 
be  meet.    ♦    ♦    ♦ 

A  stipulation  was  filed  in  the  cause,  in  which,  while  expressly  re- 
serving the  right  of  the  defendant  "  to  demur  or  otherwise  plead  to 
the  bill  of  complaint,  because  of  lack  of  jurisdiction  on  any  ground," 
it  was  agreed  as  follows: 

The  complainant  stipulates  that  no  pecuniary  benefit  has  accrued  to  the 
defendant,  William  Crozier,  by  reason  of  the  acts  set  forth  in  the  biU,  and 
complainant  waives  any  claim  against  said  defendant  for  an  accounting  of  the 
profits  or  for  damages,  if  any,  arising  out  of  or  suffered  by  the  complainant  by 
reason  of  the  nets  and  things  set  forth  in  the  bill.  Defendant  stipulates  and 
agrees  that  the  Government  of  the  United  States  of  America  and  the  Ordnance 
Department  of  said  Government  have  manufactured,  are  now  manufacturing, 
and  intend  to  continue  the  manufacture  and  use,  or  to  cause  to  be  manufactured 
for  their  use,  field  guns  and  carriages  made  after  the  so-called  "  model  of  19U2  ** 
referred  to  in  the  bill  of  complaint,  the  claim  or  claims  of  complainant  being  in 
no  wise  admitted ;  that  the  defendant,  William  Crozier,  sued  in  this  suit  is  an 
ofllcer  in  the  United  States  Army  and  Chief  of  the  Ordnance  of  the  United 
States  Army,  and  is  the  officer  in  the  service  of  the  United  States  who  directs 
and  Is  in  charge  of  such  manufacture  of  said  field  guns  and  carriages  for  the 
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United  States.  The  complaisant  concedes  tbat  the  def^dant,  Wlllam  Crosier, 
Is  such  officer.  The  defendant  further  stipulates  and  agrees  that  the  complain- 
ant Is  a  corporation  organized  and  existing  under  the  laws  of  the  Empire  of 
Germany  and  a  citizen  of  said  Empire  and  a  subject  of  the  Emperor  of  Germany. 

Further,  complainant  desires  to  amend  its  bill  in  certain  particulars,  and  the 
defendant  desires  to  consent  thereto.  It  is  therefore  stipulated  that  the  bill 
of  complaint  herein  be  amended  to  read  as  follows:  In  paragraph  XXXII  of 
said  bill  shall  be  eliminated  and  expunged  the  words  "  a  preliminary  and  also/' 
and  also  the  words  *'  or  using  *'  and  the  words  "  or  used,"  so  that  the  said  32nd 
paragraph  of  said  bill  of  complaint  shall,  when  so  amended,  read  as  follows  r 

"And  your  orator  therefore  prays  your  honors  to  grant  unto  your  orator  a 
permanent  writ  of  Injunction  issuing  out  of  and  under  the  seal  of  this  honorable 
court  directed  to  the  said  defendant,  William  Orozler,  and  strictly  enjoining 
him,  his  agents  and  employees,  from  making  or  causing  to  be  made  any  guns 
or  gun  carriages  or  other  devices  which  shall  contain  or  employ  the  inventions 
or  any  of  the  inventions  covered  and  secured  by  said  Letters  Patent  or  any  of 
aald  Letters  Patent." 

Paragraph  XXXIII  of  said  bill  of  complaint  shall  be  amended  so  as  to  elimi- 
nate and  expunge  from  said  paragraph  the  following  words :  "  By  a  decree  of 
this  court  may  be  compelled  to  account  for  and  pay  over  to  your  orator  all  the 
profits  which  the  defendant  has  or  had  derived  from  any  making  or  using  of 
any  gun  or  any  specimen  or  device  covered  and  secured  by  said  Letters  Patent 
or  any  of  said  Letters  Patent,  and  that  also  the  defendant  be  decreed  to  pay 
all  damages  which  your  orator  has  Incurred  or  shall  incur  upon  account  of 
defendant's  infringement  of  any  of  such  Letters  Patent,  with  such  Increase 
thereof  as  shall  seem  meet,  and  that  also  the  defendant,"  so  that  the  paragraph 
marked  XXXIII  when  so  amended  shall  read  as  follows:  "And  your  orator 
further  prays  that  the  defendant  be  decreed  to  pay  the  costs  of  this  suit  and 
that  your  orator  may  have  such  other  and  further  relief  as  the  equity  of  the 
cause  or  the  statutes  of  the  United  States  may  require  and  to  this  Court  may 
seem  Just." 

The  defendant  demurred  to  the  amended  bill  on  various  grounds, 
all  of  which,  in  substance,  challenged  the  jurisdiction  of  the  court 
over  the  cause  on  the  ground  that  the  suit  was  really  against  the 
United  States. 

The  demurrer  was  sustained  and  the  bill  dismissed.  The  court  of 
appeals  reversed  and  remanded  the  cause  for  further  proceedings  not 
inconsistent  with  its  opinion.  (C.  D.,  1908,  552;  137  O.  G.,  1238; 
32  App.  D,  C,  1.) 

The  court  held  that  there  was  a  broad  distinction  between  inter- 
fering by  injunction  with  the  use  by  the  United  States  of  its  property 
and  the  granting  of  a  writ  of  injunction  for  the  purpose  of  pre- 
venting the  wrongful  taking  of  private  property,  even  although  the 
individual  who  was  enjoined  from  such  taking  was  an  officer  of  the 
Government,  and  although  the  purpose  of  the  proposed  taking  was 
to  appropriate  the  private  property  when  taken  to  a  governmental 
purpose.  The  cases  of  Belknap  v.  Sckild  (C.  D.,  1896,  210 ;  74  O.  G., 
1121 ;  161  U.  S.,  10)  and  International  Postal  Supply  Company  v. 
Bruce  (C.  D.,  190*,  720;  110  O.  G.,  2511;  194  U.  S.,  601)  were  ana- 
lyzed and  held  to  be  apposite  solely  to  the  first  proposition,  that  is 
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the  want  of  authority  to  interfere  witii  the  property  of  the  United 
States  used  for  a  governmental  purpose.    The  Court  said : 

It  will  tbus  be  seen  that  la  tbe  Belknap  and  Bruce  cases  tbe  sal^Jectfliatter 
Involved  was  property  of  tbe  United  States,  and  tbat  therefore,  tlie  United 
States  was  necessarily  a  party.  In  the  present  case  it  is  not  songht  to  disturb 
the  United  States  in  the  possession  and  use  of  the  guns  already  manufactured. 
The  court  is  not  asked  to  deal  with  property  of  the  United  Statc&  The  plain- 
tiff simply  asks  that  an  officer  of  the  United  States  be  restrained  from  Invad- 
ing  rights  granted  by  the  Government  itself.  Tb»  acts  complained  of  are  not 
only  not  sanctioned  by  any  law,  but  are  inconsistent  with  the  patent  laws  of 
the  United  States. 

A  writ  of  certiorari  was  thereupon  allowed. 

The  arguments  at  bar  ultimately  considered  but  affirm  on  the  one 
hand  and  deny  on  the  other  the  ground  of  distinction  upon  which 
the  court  below  placed  its  ruling  and  by  which  the  decisions  in 
Belknap  v.  Schild-  and  International  Postal  Supply  Company  y. 
Bruce  were  held  to  be  distinguishable  from  the  case  in  hand,  and 
therefore  not  to  be  controlling. 

Thus  the  Government  insists  that  although  under  the  stipulation 
and  the  bill  as  amended,  it  resulted  that  no  damages  were  sought  in 
respect  to  use  by  the  Oovernment  of  the  patented  inventions,  and  no 
interference  of  any  kind  was  asked  with  property  belonging  to  the 
Government,  nevertheless  the  suit  was  against  the.  United  States, 
because  the  defendant  was  conceded  to  be  an  officer  of  the  army  of 
the  United  States,  engaged  in  the  duty  of  making  or  causing  to  be 
made  guns  or  gun  carriages  for  the  army  of  the  United  States.  This, 
it  is  contended,  is  demonstrated  to  be  the  case  by  considering  that 
the  right  to  enjoin  the  officer  of  the  United  States,  which  the  court 
below  upheld,  virtually  asserts  the  existence  of  a  judicial  power  to 
close  every  arsenal  of  the  United  States.  On  the  other  hand,  the 
plaintiff  insists  that  the  act  of  the  officer  in  wrongfully  attempting 
to  take  its  property  cannot  be  assumed  to  be  a  governmental  act, 
but  must  be  treated  as  an  individual  wrong  which  the  courts  have 
the  authority  to  prevent.  The  exertion  of  the  power  to  enjoin  a 
wrong  of  that  nature  in  order  to  prevent  the  illegal  conversion  of 
private  property  is,  it  is  urged,  a  manife^ly  different  thing  from 
using  the  process  of  injunction  to  interfere  with  property  in  the 
possession  of  the  Government  and  which  is  being  used  for  a  public 
purpose.  But  we  do  not  think,  under  the  conditions  which  presently 
exist,  we  are  called  upon  to  consider  the  correctness  of  the  theory 
upon  which  the  court  of  appeals  placed  its  decision  or  the  soundness 
of  the  contentions  at  bar  by  which  that  theory  is  supported  on  the 
one  hand  or  assailed  on  the  other.  We  reach  this  conclusion  because 
since  October  7,  1908,  when  the  decision  of  the  court  of  appeals  was 
rendered,  the  subject  to  which  the  controversy  relates  was  dealt  with 
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by  Congress  by  a  law  enacted  on  June  25,  1910,  (36  Stat,  c.  428,  p. 
851,)  as  follows: 

An  act  to  proyide  additional  proteetion  for  owners  of  patents  of  the  United 

States  and  for  other  purposes. 

Be  it  enacte4  by  the  Senate  end  JBouee  of  Repreeentativea  of  the  United 
Statee  of  America  in  Congress  assembled.  That  whenever  an  invention  doscribed 
in  and  covered  by  a  patent  of  the  United  States  shall  hereafter  be  used  by 
the  United  States  without  license  of  the  owner  thereof  or  lawful  right  to 
use  the  same,  such  owner  may  recover  reasonable  compensation  for  Auch  use 
by  suit  in  the  Oonrt  of  Claims :  Provided,  however,  That  said  Court  of  Claims 
shall  not  entertain  a  soit  or  award  coinpenBation  under  the  provisions  of  this 
act  where  the  claim  for  compensation  is  based  on  the  use  by  the  United 
States  of  any  article  heretofore  owned,  leased,  used  by,  or  in  possession  of  the 
United  States:  Provided  further.  That  In  any  such  suit  the  United  States  may 
avail  itself  of  any  and  all  defenses,  general  or  special,  which  might  be  pleaded 
by  a  defendant  In  an  action  for  infrhigemeut,  as  set  forth  in  title  sixty  of  the 
Revised  Statutes  or  otherwise:  And  provided  further,  That  the  benefits  of  this 
act,  shall  not  inure  to  any  patentee,  who,  when  he  makes  such  claim  is  in  the 
employment  or  service  of  the  Government  of  the  United  States ;  or  the  assignee 
of  any  such  patentee;  nor  shall  this  act  apply  to  any  device  discovered  or  in- 
vented by  such  employee  during  the  time  of  his  employment  or  service. 

The  text  of  this  statute  leaves  no  room  to  doubt  that  it  was  adopted 
in  contemplation  of  the  contingency  of  the  assertion  by  a  patentee 
that  rights  secured  to  him  by  a  patent  had  been  invaded  for  the  bene- 
fit of  the  United  States  by  one  of  its  officers,  that  is,  that  such  officer 
under  the  conditions  stated  had  infringed  a  patent. 

The  enactment  of  the  statute,  we  think,  grew  out  of  the  operation 
of  the  prior  statute  law  concerning  the  right  to  sue  the  United  States 
for  the  act  of  an  officer  in  infringing  a  patent  as  interpreted  by  re- 
peated decisions  of  this  Court.  (United  States  v.  Palmer,  128  U.  S., 
62;  SehiUinger  v.  United  States,  C.  D.,  1894,  658;  69  O.  G.,  1505; 
155  U.  S.,  168;  United  States  v.  Berdan  Fire- Aims  Mfg.  Co.,  156 
U.  S.,  552;  RusseU  v.  United  States,  182  U.  S.,  516;  Harley  v.  United 
States,  C.  D.,  1905,  726;  116  O.  G.,  875;  198  U.  S.,  229.)  The  effect 
of  the  statute  was  thus  pointed  out  in  the  last  cited  case,  (C.  D., 
1905,  726;  116  O.  G.,  875;  198  U.  S.,  234:) 

We  held  in  RusseU  v.  Vnited  States,  (182  r.  S..  516-5;^,)  that  In  order  to 
give  the  Court  of  Claims  Jurisdiction,  under  the  net  of  March  3,  1887,  (24 
Stat.,  606,  c.  869,)  defining  claims  of  which  the  Court  of  Claims  had  jurisdic- 
tion, the  demand  sued  on  must  be  founded  on  **  a  convention  between  the  par- 
ties— '  a  coming  together  of  minds.*  '\  And  we  excluded,  us  not  meeting  this 
condition,  those  contracts  or  obligations  that  the  law  Is  said  to  imply  from  a 
tort.  (SehiUinger  v.  United  States,  C.  D.,  1894,  658;  69  O.  G.,  1505;  155  U.  S.. 
163;  United  States  v.  Berdan  Fire-Arms  Mfg.  Co,,  156  U.  8.,  552.) 

In  other  words,  the  situation  prior  to  the  passage  of  the  act  of  1910 
was  this.  Where  it  was  asserted  that  an  officer  of  the  Government 
had  infringed  a  patent  right  belonging  to  another — in  other  words, 
had  taken  his  property  for  the  benefit  of  the  Government — the  power 
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to  sue  the  United  States  for  redress  did  not  obtain  unless  from  the 
proof  it  was  established  that  a  contract  to  pay  could  be  implied — 
that  is  to  say,  that  no  right  of  action  existed  against  the  United  States 
for  a  mere  act  of  wrongdoing  by  its  officers.  Evidently  inspired  by 
the  injustice  of  this  rule  as  applied  to  rights  of  the  character  of  those 
embraced  by  patents,  because  of  the  frequent  possibility  of  their  in- 
fringement by  the  acts  of  officers  under  circumstances  which  would 
not  justify  the  implication  of  a  contract,  the  intention  of  the  statute 
to  create  a  remedy  for  this  condition  is  illustrated  by  the  declara- 
tion in  the  title  that  the  statute  was  enacted  ^'  to  provide  additional 
protection  for  owners  of  patents."  To  secure  this  end,  in  compre- 
hensive terms  the  statute  provides  that  whenever  an  invention  de- 
scribed in  and  covered  by  a  patent  of  the  United  States — 

Shan  hereafter  be  used  by  the  United  States  without  lic^ise  of  the  owner 
thereof  or  lawful  right  to  use  the  same,  such  owner  may  recover  reasonable 
compensation  for  such  use  by  suit  in  the  Court  of  Glaima 

That  is  to  say,  it  adds  to  the  right  to  sue  the  United  States  in  the 
Court  of  Claims  already  conferred  when  contract  relations  exist 
the  right  to  sue  even  although  no  element  of  contract  is  present  And 
to  render  the  power  thus  conferred  efficacious  the  statute  endows 
any  owner  of  a  patent  with  the  right  to  establish  contradictorily  with 
the  United  States  the  truth  of  his  belief  that  his  rights  have  been  in 
whole  or  in  part  appropriated  by  an  officer  of  the  United  States, 
and  if  he  does  so  establi^  such  appropriation  that  the  United  States 
shall  be  considered  as  having  ratified  the  act  of  the  officer  and  be 
treated  as  responsible  pecuniarily  for  the  consequences.  These  results 
of  the  statute  are  the  obvious  consequences  of  the  power  which  it 
confers  upon  the  patentee  to  seek  redress  in  the  Court  of  Claims 
for  any  injury  which  he  asserts  may  have  been  inflicted  upon  him  by 
the  unwarranted  use  of  his  patented  invention  and  the  nature  and 
character  of  the  defenses  which  the  statute  prescribes  may  be  made 
by  the  United  States  to  such  an  action  when  brought.  The  adoption 
by  the  United  States  of  the  wrongful  act  of  an  officer  is  of  course 
an  adoption  of  the  act  when  and  as  committed,  and  causes  such  act 
of  the  officer  to  be,  in  virtue  of  the  statute,  a  rightful  appropriation 
by  the  Government,  for  which  compensation  is  provided.  In  sub- 
stance, therefore,  in  this  case,  in  view  of  the  public  nature  of  the 
subjects  with  which  the  patents  in  question  are  concerned  and  the 
undoubted  authority  of  the  United  States  as  to  such  subjects  to  exert 
the  power  of  eminent  domain,  the  statute,  looking  at  the  substance 
of  things,  provides  for  the  appropriation  of  a  license  to  use  the  in- 
ventions, the  appropriation  thus  made  being  sanctioned  by  the  means 
of  compensation  for  which  the  statute  provides. 

This  being  the  substantial  result  of  the  statute,  it  remains  only 
to  determine  whether  its  provisions  are  adequate  to  sustain  and 
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justify  giving  effect  to  its  plain  and  beneficent  purpose  to  furnish 
additional  protection  to  owners  of  patents  when  their  rights  are 
infringed  by  the  officers  of  the  Government  in  the  discharge  of 
their  public  duties.  This  inquiry  may  be  solved,  under  the  condi- 
tions here  involved,  by  taking  the  most  exacting  aspect  of  the  well 
•  established  and  indeed  elementary  requirements  in  favor  of  property 
rights  essential  to  be  afforded  in  order  to  justify  the  taking  by 
government  of  private  property  for  public  use.*  Indisputably  the 
duty  to  make  compensation  does  not  inflexibly,  in  the  absence  of 
constitutional  provisions  requiring  it,  exact,  first,  that  compensation 
should  be  made  previous  to  the  taking — that  is,  that  the  amount 
should  be  ascertained  and  paid  in  advance  of  the  appropriation — 
it  being  sufficient,  having  relation  to  the  nature  and  character  of 
the  property  taken,  that  adequate  means  be  provided  for  a  reasonably 
just  and  prompt  ascertainment  and  payment  of  the  compensation; 
second,  that,  again  always  having  reference  to  the  nature  and  char- 
acter of  the  property  taken,  its  value  and  the  surrounding  circum- 
stances, the  duty  to  provide  for  payment  of  compensation  may  be 
adequately  fulfilled  by  an  assumption  on  the  part  of  government  of 
the  duty  to  make  prompt  pa3nnent  of  the  ascertained  compensation^ — 
that  is,  by  the  pledge,  either  expressly  or  by  necessary  implication, 
of  the  public  good  faith  to  that  end. 

Coming  to  apply  these  principles  and  confining  ourselves  in  their 
sipplication,  as  we  have  done  in  their  statement,  strictly  to  the  con- 
ditions here  before  us,  that  is,  the  intangible  nature — patent  rights — 
of  the  property  taken,  the  great  possibilities  in  the  essential  opera- 
tions of  government  that  such  rights  may  be  invaded  by  incorporat- 
ing them  into  property  of  a  public  character,  of  the  vital  public 
interest  involved  in  the  subject-matter  of  the  patents  in  question 
and  the  grave  detriment  to  the  very  existence  of  government  which 
might  result  from  interference  with  the  right  of  the  Government 
to  make  and  use  instrumentalities  of  the  character  of  those  which 
the  patents  in  question  are  concerned,  of  the  purpose  which  the 
statute  manifests  to  add  additional  protection  and  sanction  to  private 
rights,  and  the  pledge  of  the  good  faith  of  the  Government  which 
the  statute  plainly  implies  to  appropriate  for  and  pay  the  compen- 
sation when  ascertained  as  provided  in  the  statute,  we  think  there 
is  no  room  for  doubt  that  the  statute  makes  full  and  adequate  pro- 
vision for  the  exercise  of  the  power  of  eminent  domain  for  which 
considered  in  its  final  analyses  it  was  the  purpose  of  the  statute  to 
provide.  Indeed,  the  desire  to  confine  ourselves  to  the  particular 
case  before  us  has  led  us  to  state  and  limit  the  doctrine  which  we 

*  United  BtaieB  v.  RuB^ell,  (13  Wall.,  628;)  Cherokee  VaHon  y.  Southern  Kan.  Ry.  Co., 
(135  V.  S.,  641;)  Sioeet  ▼.  Recheh  (169  U.  8.,  880;)  see  Lewis'  Bmineni  Domain  (84 
•d.,  Yol.  2.  Mcs.  675,  679)  and  Oooley  Cons,  Um.,  (7th  ed.,  p.  818.) 
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here  apply,  when  it  was  possibly  unnecessary  to  do  so.  We  say 
this  because  no  contention  was  made  in  argument  by  counsel  for 
the  corporation  that  the  statute  of  1910  does  not  provide  meUiods  of 
compensation  adequate  to  the  exercise  of  the  power  of  taking  for 
which  the  statute  provides.    Thus,  in  the  argument,  it  is  said : 

If  the  officers  of  the  United  States  have  sUice  the  act  *  *  *  used  or  ahaU 
hereafter  use  complainant's  patented  design,  it  Is  possible  or  probable  that 
complainant  may  receive  reasonable  compensation  under  the  act  In  tbe  Court 

of  Claims, 

this  statement  being  followed  by  an  insistance  that  even  although  this 
be  the  case  the  statute  is  not  controlling  because  it  was  enacted  after 
the  bill  was  filed  and  did  not  therefore  retroactively  deprive  the 
court  below  of  the  power  to  afford  relief  under  the  conditions  exist- 
ing when  the  suit  was  commenced.  The  conclusion  of  the  argument 
on  this  subject  was  thus  stated : 

The  general  rule  is  that  where  Jurisdiction  in  equity  has  been  established  a 
subsequent  statute  creating  a  remedy  at  law  or  removing  the  obstacle  at  law 
upon  which  the  existence  of  the  equity  jurisdiction  was  originally  founded  does 
not  oust  equity  of  that  Jurisdiction  unless  the  statute  affirmatively  discloses  the 
legislative  intent  to  make  the  legal  remedy  exclusive.  •  *  *  We  cannot 
discover  in  the  act  of  June  25,  1910,  any  evidence  of  an  intent  to  oust  equity 
when  its  Jurisdiction  had  attached,  because  there  is  no  expression  and  the  act 
Is  not  retroactive. 

But  this  contention  is  either  an  afterthought  or  is  occasioned  by 
overlooking  the  amendment  to  the  pleadings  operated  by  the  stipu- 
lation to  which  we  have  hitherto  referred.  By  that  stipulation  every 
conceivable  claim  based  on  the  prior  use  of  infringing  devices  was 
withdrawn.  The  prayer  for  a  preliminary  restraint  was  waived  and 
all  right  to  an  accounting  was  likewise  withdrawn.  As  a  result  the 
case  was  confined  solely  to  obtaining  at  the  end  of  the  suit  a  perma- 
nent injunction  forbidding  the  making  of,  or  causing  to  be  made  by 
the  defendant,  guns  or  gun  carriages  embodying  the  inventions  owned 
by  complainant. 

Upon  the  hypothesis  that  the  decree  of  the  court  below  remanding 
the  case  for  further  proceedings  not  inconsistent  with  its  opinion 
was  correct  under  the  conditions  existing  when  it  was  rendered, 
clearly  under  the  circumstances  now  existing^  that  is,  the  acquiring 
by  the  Government  under  the  ri^t  of  eminent  domain,  as  the  result 
of  the  statute  of  1910,  of  a  license  to  use  the  patented  inventions  in 
question,  there  could  be  no  possible  right  to  award  at  the  end  of  a 
trial  the  permanent  injunction  to  which  the  issue  in  the  case  was  con- 
fined. Moreover,  taking  a  broader  view  and  supposing  that  a  final 
decree  granting  a  permanent  injunction  had  been  entered  below,  in 
view  of  the  subject-matter  of  the  controversy  and  the  right  of  the 
United  States  to  exert  the  power  of  eminent  domain  as  to  that  subject, 
at  most  and  in  any  event  the  injunction  could  rightfully  only  have 
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been  made  to  operate  until  the  United  States  had  appropriated  the 
right  to  use  the  patented  inventions,  and  as  that  event  has  happened 
the  injunction^  if  granted,  would  no  longer  have  operative  force. 

It  fellows  that  the  decree  of  the  court  of  appeals  must  he  reversed 
with  directions  to  that  court  to  affirm  the  decree  of  the  Supreme 
Court  of  the  District  of  Columbia  dismissing  the  bill,  icithout  preju- 
dice however  to  the  right  of  the  defendant  here,  who  was  the  com- 
plainant below,  to  proceed  in  the  Court  of  Claims  in  accordance  with 
the  provisions  of  the  act  of  1910. 

Reversed  and  remanded. 


[Supreme  Court  of  tiie  United  Statet.] 

Westinghouse  Electric  axd  Manufacturing  Company  v,  Wagner 
Electric  and  Manufacturing  Company. 

Decided  June  7,  1912, 

180  O.  G.,  328 :  225  U.  8.,  804. 

1.  Patents — iNTRiNociiENT — Profits. 

"  Where  the  infrinsrer  has  sold  or  used  a  patented  article,  the  plaintiff 
is  entitled  to  recover  all  of  the  profits.*' 

2.  Sahg — Same — Same. 

**  Where  a  patent,  though  using  old  elements,  gives  the  entire  value  to 
the  combination,  the  plaintiff  is  entitled  to  recover  all  the  proflta    (JSurlbut 
V.  achWinger,  C.  D.,  1889,  459;  47  O.  G..  1067;  130  U.  S.,  472.)" 
8.  Same — Same-^Same. 

^  Where  profits  are  made  by  the  use  of  an  article  patented  as  an  entirety, 
the  infringer  is  liable  for  all  the  profits  '  unless  he  can  show — ^and  the 
burden  is  on  him  to  show — that  a  portion  of  them  is  the  result  of  some  other 
thing  used  by  him.'    {Elizabeth  v.  Paving  Company,  97  IT.  S.,  127.)" 

4.  Same— Same— Same. 

"Where  the  infringer  has  used  the  patented  invention  in  combination  with 
valuable  improvements  made  by  him  or  shown  in  other  patents,  plaintiff  is 
entitled  to  recover  only  that  part  of  the  net  gains  which  was  created  by 
bis  patent,  and  he  must  give  evidence  tending  to  separate  or  apportion  the 
Infringer's  profits^  and  such  evidence  must  be  reliable  and  tangible,  not 
conjectural  or  speculative.  {(HrreUon  v.  Clarke  C.  D.,  1884.  200;  27  O.  G.. 
624;  111  U.  S.,  121.) 

5.  Same— Same — Same. 

Where  in  a  suit  for  infringement  of  a  patent  the  plaintiff  has  established 
infringement  by  the  manufacture  and  sale  of  devices  embodying  the  patented 
features  and  improvements  thereon  and  the  profits  made  by  defendant  on 
such  devices  and  has  sliown  that  it  is  impossible  to  accurately  or  approxi- 
mately apportion  the  profits  between  the  patoited  features  and  the  improve- 
ments. Held  that  the  plaintiff  is  «ititled  to  the  entire  profits  unless  defend- 
ant shall  show  what  portion  of  the  profits  was  due  to  the  features  not 
covered  by  the  patent. 

Mr,  Thomas  B,  Kerr  and  3/r.  Paul  Bakewell  for  the  petitioner. 
Mr.  Melville  Church  for  the  respondent 
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STATEMENT  OF  TECB  CASE. 

The  current  produced  by  an  electric  generator  is  of  relatively  low 
pressure,,  and  for  that  reason  it  is  impracticable  to  utilize  it,  for 
power  purposes,  more  than  five  or  six  miles  from  the  central  station. 
It  was  found,  however,  that  this  pressure,  or  voltage,  could  be  in- 
creased by  the  use  of  a  transformer  or  converter,  consisting  of  a 
metal  core,  through  and  around  which  are  wound  primary  insulated 
wires  leading  from  the  generator.  Secondary  wires,  also  insulated, 
are  wound  through  and  around  the  same  core,  and  carried  thence  to 
the  point  of  application.  The  voltage  is  increased  ca*  decreased 
according  as  the  secondary  wires  are  wrapped  around  the  core  more 
or  less  frequently  than  the  primary  wires. 

One  of  the  consequences  of  thus  transforming  the  current  is  the 
generation  of  heat.  In  small  machines  this  is  corrected  by  radiation, 
but  in  large  ones  the  heat  "  ages  "  the  iron,  lessens  the  efficiency  of 
the  transformer  and,  in  time,  deteriorates  the  insulation  around  the 
wires.  This  latter  result  causes  short  circuits,  makes  it  impracticable 
to  take  advantage  of  the  increased  voltage,  and  thus  again  restricts 
the  area  in  which  currents  of  more  than  10  K.  W.  can  be  used  for 
producing  light  and  power.    (112  Fed.  Rep.,  418.) 

Many  efforts  were  made  to  overcome  this  difficulty,  but  without 
success  until  July  12,  1887,  when  George  Westingfaouse,  Jr.,  secured 
Patent  366,362  for  an  "electrical  converter,"  which,  his  application 
stated,  was  intended  to  prevent  the  converter  becoming — 

overheated  when  employed  for  a  long  time  in  transforming  currents  of  high 
electromotive  force. 

Extracts  from  the  specifications  and  claims  are  copied  in  the 
margin* 

*  "  The  core  is  preferably  composed  of  thin  plates  of  soft  iron  *  •  •  sep- 
arated Indiyldually  or  in  pairs  from  each  other  by  thin  sheets  of  paper  or  other 
insulating  material.  ♦  •  ♦  The  plates  are  preferably  constructed  with  two 
rectangular  openings  through  which  the  wires  pass.  •  *  *  Each  group  of — 
say  five  or  six  plates — is  preferably  separated  from  the  succeeding  group  by  air 
spaces.  These  may  be  produced  by  passing  tubes,  which  may  be  of  soft  iron  or 
other  metal,  or  of  vulcanized  fiber,  along  the  lengths  of  the  plates.  It  may  be 
sufficient  in  other  cases  to  block  the  group  of  plntes  apart  at  intervals  instead 
of  extending  the  tubes  the  entire  length.  Preferably  also  the  primary  and  sec- 
ondary coils  are  separated  from  each  other  in  a  similar  manner." 

Where  the  converter  is  to  be  used  in  the  open  air,  the  tube  will  permit  a  free 
circulation  of  air  and  thus  aid  in  keeping  the  converter  cool. 

It  may  be  preferred  in  some  instances  to  surround  the  converter  with  some 
oil,  or  paraffin  or  other  suitable  material,  which  will  assist  in  preserving  insu- 
lating and  will  not  be  injured  by  heating.  This  material  when  in  a  liquid  form 
circulates  through  the  tubes  and  inten^enlng  spaces  of  the  coils  and  plates,  and 
preserves  ^e  insulation,  excludes  the  moisture,  and  cools  the  converter. 

The  entire  converter  may  be  sealed  into  an  inclosing  case  •  •  •  which 
may  or  may  not  contain  a  non-conducting  fluid  or  j 
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"I  claim  as  my  inTeiition    •    ♦    ♦    1.  ♦    ♦    •;  2.  ♦    ♦    •;  8.  ♦    ♦    ♦ 

"  4.  The  combination,  substantially  as  described,  of  an  electric  converter  con- 
structed with  open  spaces  in  its  core,  an  inclosing  case,  and  a  non-conducting 
fluid  or  gas  in  said  case  adapted  to  circulate  through  said  spaces  and  about  the 
converter." 

Referring  specially  to  the  specifications  and  claim  4,  which  is  here 
involved,  and  speaking  generally  rather  than  technically,  it  will  be 
seen  that  the  transformer  consisted  of  a  core,  composed  of  groups  of 
thin  metal  plates,  so  plugged  apart  as  to  leave  (a)  open  spaces  in 
the  core.  The  primary  and  secondary  wires  were  wound  through  rec- 
tangular openings  near  the  ends  of  these  plates.  The  entire  appa- 
ratus was  then  placed  in  a  case  filled  with  non-conducting  oil,  which, 
when  heated,  circulated  in  and  around  the  transformer,  being  cooled 
by  contact  with  the  exterior  surface  of  the  inclosing  box  or  receptacle. 
This  invention  proved  to  be  of  immense  value  and  made  it  possible 
(112  Fed.  Kep.,  417;  117  Fed.  Rep.,  498)  to  transmit  and  apply  power- 
ful currents  so  as  to  produce  power  and  light  at  a  great  distance  from 
the  generating  plant.  The  patent  was  utilized  by  the  Union  Carbide 
Co.,  and  on  May  10, 1900,  the  Westinghouse  Electric  &  Manufacturing 
Company  as  assignee  of  George  Westinghouse  sued  that  company  for 
infringing  claim  4.  The  transformers  which  the  Carbide  Company 
was  using  had  been  sold  by  the  Wagner  Company.  As  vender  and 
warrantor  the  latter  therefore  defended  and  admits  that  the  decree 
(112  Fed.  Rep.,  417)  of  November  11,  1901,  sustaining  the  validity 
of  claim  4,  is,  as  to  it,  res  adjvdicata.  That  decree  was  afiirmed  April 
29,  1902  (117  Fed.  Rep.,  495),  and  on  June  24,  1902,  the  Westing- 
house Company  brought  this  suit  (129  Fed.  Rep.,  604)  against  the 
Wagner  Company,  praying  for  damages  and  profits,  and  also  for  an 
injunction  against  further  infringement 

It  appeared  that  after  the  decree  in  the  Carbide  Case  the  Wagner 
Company  had  instructed  its  experts  to  build  a  transformer  that 
would  not  infringe  the  Westinghouse  patent.  They  thereupon  de- 
vised one,  referred  to  herein  as  Type  M,  which  omitted  the  {a)  open 
spaces  in  the  core^  but  substituted  (6)  spaces  between  the  coil^  and  {c) 
spaces  between  the  coU  and  the  core. 

The  court  held  that  these  Type  M  transformers  eliminating  spaces 
in  the  core  were  not  an  infringement  of  claim  4  and  thereupon  re- 
fused the  injunction.  (129  Fed.  Rep.,  604.)  But  the  defendant  in 
its  answer  admitted  that  it  had  infringed  claim  4  by  the  manufac- 
ture of  transformers,  which,  as  it  subsequently  developed,  contained 
openings  {a)  in  the  core,  and  also  (ft)  openings  between  the  coils, 
and  {c)  between  the  coil  and  core.  The  case  was  therefore  referred 
to  a  master  to  state  an  account  of  damages  and  profits  arising  from 
the  infringement  of  claim  4  prior  to  June  24, 1902. 

On  the  hearing  it  appeared  that  the  Wagner  Company  manufac- 
tured various  electrical  appliances  that  had  been  made  in  the  same 
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shop,  by  the  same  workmen,  and  under  the  same  general  superintend- 
ence as  that  employed  in  making  the  transformers.  No  account  had 
been  kept  which  would  show  the  cost  of  labor  and  shop  expenses 
attributable  to  these  transformers.  Nor  was  there  anything  on  the 
books  indicating  what,  if  any,  profit  had  been  realized  from  their 
sales. 

The  gross  receipts  of  $2,314,744.75  were  mingled.  The  books  only 
showed  a  gross  profit  of  about  eight  per  cent.,  but  it  appeared  that 
the  plant  had  grown  and  the  business  had  extended  during  the  period 
covered  by  the  accounting.  There  was  testimony  that  the  company 
had  the  general  policy  of  fixing  prices  at  a  figure  whicK  would  net 
twenty-five  per  cent.  The  master  made  an  elaborate  analysis  of  the 
data  as  to  flat  cost  of  labor  and  material,  shop  expenses,  and  commis- 
sions applicable  to  the  transformers.  From  this  data  and  the  policy 
of  the  company  he  ultimately  reached  the  conclusion  that  the  com- 
pany had  made  a  profit  of  $132,433  on  the  $955,271.76  which  the 
books  showed  had  been  received  from  the  sale  of  several  thousand 
infringing  transformers.  But  at  the  close  of  the  plaintiff^s  testimony 
the  defendant  demurred  to  the  evidence  on  the  ground  that  it  failed 
to  show  that  any  profit  had  been  made  in  the  sale  of  the  infringing 
transformers.  The  demurrer  was  overruled.  The  defendant  then 
claimed  that  the  infringing  transformers  contained  elements  of  the 
patent  which  were  not  embraced  in  claim  4,  for  which  alone  this 
suit  was  proceeding,  and  that  no  profit  due  to  those  elements  could 
be  recovered  in  this  case,  unless  the  plaintiff  apportioned  the  gains 
jdue  solely  to  claim  4.  It  also  offered  evidence,  including  a  heat  test, 
tending  to  support  its  contention  that  a  transformer,  containing  only 
the  elements  covered  by  claim  4,  was  of  little  utility;  that  it  operAed 
mainly  to  reduce  the  heat  in  the  core,  when  it  was  much  more  im- 
portant to  keep  the  coils  cool ;  that  the  infringing  transformers  con- 
tained spaces  (&)  between  the  coils  and  {c)  between  coil  and  core 
which,  it  contended,  were  additions  and  non-infringing  improve- 
ments, contributing  to  the  profits,  if  any  had  been  made. 

In  reply  and  to  disprove  the  defendant's  contention,  the  plaintiff 
relied  among  other  things  on  the  fact  that  upon  the  hearing  of  the 
application  to  enjoin  the  defendant  from  manufacturing  transformers 
containing  only  (b)  spaces  between  the  coil  and  (c)  between  coil 
and  core,  the  Wagner  Company  had  contended  that  these  grooves  or 
channels  had  been  used  to  avoid  infringement,  although  they  "  crip- 
pled the  coils  "  and  actually  "  lessened  the  electrical  efficiency  of  the 
transformers." 

At  the  conclusion  of  the  lengthy  testimony,  the  substance  of  which 
is  barely  outlined  above,  the  master  found  from  the  evidence  and 
under  the  decision  in  117  Fed.  Rep.,  495,  binding  on  defendant,  that 
claim  4  was  an  entirety,  covering  not  only  open  spaces  in  the  core, 
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but  the  use  of  the  oil  in  t  closed  receptacle  for  cooling  the  trans- 
former; that  all  of  the  commercial  value  of  those  sold  by  the  de- 
fendant was  due  to  the  use  of  claim  4  of  plaintiff's  patent  and  not 
to  additions  made  by  the  defendant.  He  recommended  that  a  decree 
should  be  entered  against  the  defendant  for  $132,483.25, 

being  approximately  twenty-five  per  cent,  on  the  net  amount  of  the  sales  of 
infringing  transformers  after  deducting  commissicns  and  fixing  the  factory  cost 
at  forty  per  ceot. 

The  defendant  filed  many  exceptions,  among  others — 

that  the  complainant  has  not  shown  what  was  the  profit  made  by  defendant  on 
Its  transformers  due  to  the  patented  invention  of  claim  4,  as  distinguished  and 
segregated  from  the  other  features  contained  in  said  transformers. 

There  were  also  numerous  exceptions  as  to  the  master's  method  of 
stating  the  account.  These  and  others  were  not  specifically  passed 
on  because  the  circuit  court  and  the  circuit  court  of  appeals  (one 
judge  dissenting)  held  (173  Fed.  Rep.,  361)  that  claim  4  was  a 
limited  detailed  claim ;  that  the  additions  made  by  the  defendant  were 
non-infringing  and  valuable  improvements  which  contributed  to  the 
profits;  that  the  burden  of  apportionment  was  upon  plaintiff,  and, 
having  failed  to  separate  the  profits,  it  was  only  entitled  to  a  decree 
for  nominal  damages.  The  court  (one  judge  dissenting)  also 
affirmed  the  decree  that  Type  M  was  not  an  infringement  of  claim  4. 

Mr.  Justice  Lamar,  after  making  the  foregoing  statement,  de- 
livered the  opinion  of  the  Court. 

The  statute  makes  the  decision  of  the  circuit  court  of  appeals  final 
in  patent  cases,  and  the  plaintiff's  petition  for  the  writ  of  certiorari 
herein  was  not  granted  for  the  purpose  of  reexamining  the  court's 
ruling  that  defendant's  Type  M  transformer  was  not  an  infringement 
of  claim  4  of  the  Westinghouse  patent.  The  writ  was  issued  in  view 
of  the  holding  that,  though  the  master  found  that  the  defendant  had 
made  a  profit  of  $132,000  from  the  sale  of  infringing  transformers, 
the  plaintiff  could  yet  only  recover  one  dollar  because  it  failed  to 
separate  the  profits  made  by  its  patent  from  those  made  by  the 
defendant's  addition. 

1.  The  question  as  to  who  has  the  burden  of  proof,  in  cases  like 
this,  is  one  of  great  practical  importance  and  constantly  arises  in 
patent  cases.  There  has  been  much  controversy  on  the  subject  and  a 
conflict  in  the  decisions.  The  authorities  cited  in  the  briefs  of  the 
two  litigants,  and  others  bearing  on  the  subject,  have  been  examined, 
but  we  shall  not  undertake  to  separately  review  them,  for  they  dis- 
agree not  so  much  as  to  the  rule  as  to  its  application.  It  will  be 
sufficient  for  the  present  purposes  to  say  that — 

(a)  Where  the  infringer  has  sold  or  used  a  patented  article,  the 
plaintiff  is  entitled  to  recover  all  of  the  profits. 
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(&)  Where  a  patent,  though  using  old  elements,  gives  the  entii^ 
value  to  the  combination,  the  plaintiff  is  entitled  to  recover  all  the 
profits.  {Hurlhut  v.  SchiUinger^  C.  D.,  1889,  459;  47  O.  G.,  1067; 
130  U.  S.,  472.) 

{c)  Where  profits  are  made  by  the  use  of  an  article  patented  as 
an  entirety,  the  infringer  is  liable  ior  all  the  profits — 

unless  he  can  show— and  the  hurden  is  on  him  to  show— that  a  portion  of  them 
is  the  result  of  some  other  thing  used  by  him.  {Elizaheth  v.  Paving  Companp, 
87  U.  S.,  127.) 

(d)  But  there  are  many  cases  in  which  the  plaintiff's  patent  is  only 
a  part  of  the  machine  and  creates  only  a  part  of  the  profits.  His  in- 
vention may  have  been  used  in  combination  with  valuable  improve- 
ments made,  or  other  patents  appropriated  by  the  infringer,  and  each 
may  have  jointly,  but  unequally,  contributed  to  the  profits.  In  such 
case,  if  plaintiff's  patent  only  created  a  part  of  the  profits,  he  is  only 
entitled  to  recover  that  part  of  the  net  gains.    He  must,  therefore, 

give  evidence  tending  to  separate  or  apportion  the  defendant's  profits  and  the 
patentee's  damages  between  the  patented  feature  and  the  unpatented  features, 
and  such  evidence  must  be  reliable  and  tangible  and  not  conjectural  or  specula- 
tive, or  he  must  show  by  equally  reliable  and  satisfactory  evidence  that  the 
profits  and  damages  are  to  be  calculated  on  the  whole  machine,  for  the  reason 
that  the  entire  value  of  the  whole  machine  as  a  marketable  article  is  properly 
and  legally  attributable  to  the  patented  feature,  {aarretaan  v.  Clark,  O.  D., 
1884,  206;  27  O.  G.,  624;  111  U.  S..  121.) 

The  real  controversy  arises  in  applying  this  principle  to  those  cases 
where  it  is  impossible  to  separate  the  single  profit  into  its  component 
parts. 

2.  In  considering  the  question  presented  by  the  record  here,  it 
is  to  be  borne  in  mind  that  Congress  has  legislated  (Rev.  Stat., 
4921)  with  a  view  of  affording  the  patentee  ample  redress  against  the 
infringer.  It  not  only  makes  the  latter  liable  for  damages — some- 
times threefold  damages — ^but  for  all  profits  derived  from  the  use 
or  sale  of  plaintiff's  invention.  The  rule  as  to  the  burden  of  proof 
has,  however,  been  so  applied  that  this  statutory  right  has  been  often 
nullified  by  those  infringers  who  had  ingenuity  enough  to  smother 
the  patent  with  improvements  belonging  tc  themselves  or  to  third  per- 
sons. In  such  cases  the  greater  the  wrong  th^  greater  the  immunity ; 
the  greater  the  number  of  improvements  the  greater  the  difficulty  of 
separating  the  profits.  And  if  that  difficulty  could  only  be  converted 
into  an  impossibility  the  defendant  retained  all  of  the  gains,  because 
the  injured  patentee  could  not  separate  what  the  guilty  infringer  had 
made  impossible  of  separation. 

Manifestly  such  consequences  demonstrate  that  either  the  rule  or  its 
application  is  wrong.  The  rule  is  sound,  for  it  but  announces  the 
general  proposition  that  the  plaintiff  must  prove  its  case  and  carry 
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the  burden  imposed  by  law  upon  every  person  seeking  to  recover 
money  or  property  from  another.  But  the  principle  must  not  be 
pressed  so  far  as  to  override  others  equally  important  in  the  adminis- 
tration of  justice.  It  may  serve  to  illustrate  the  rule  and  its  limita- 
tions, if,  at  the  risk  of  stating  the  obvious,  we  apply  it  to  the  various 
steps  of  this  case. 

The  plaintiff  proved  its  patent  and  that  it  had  been  infringed  by 
the  defendant  in  the  manufacture  of  several  thousand  transformers 
which  sold  for  $955,000.  The  patent  was  itself  evidence  of  the  utility 
of  claim  4,  and  the  defendant  was  estopped  from  denying  that  it  was 
of  value.  (Lehnbeuter  v.  HoUhaus,  C.  D.,  1882,  263;  21  O.  G.,  1783; 
105  U.  S.,  94.)  But  no  matter  how  great  its  presumptive  or  actual 
value  it  did  not  follow  that  the  defendant  had  made  a*  profit  by  the? 
sale  of  the  infringing  transformers.  And  so,  having  sued  for  profits, 
the  Westinghouse  Company  was  under  the  burden  of  showing  they 
had  been  made.  This  it  did  to  the  satisfaction  of  the  master,  who 
found  that  the  defendant  had  netted  $132,000  from  their  sale. 

Tlie  defendant  then  had  the  right  either  to  disprove  the  plaintiff's 
case  or  to  offer  evidence  in  mitigation,  or  both.  Accordingly  it  sub- 
mitted evidence  tending  to  show  that  the  spaces  added  by  the  de- 
fendants were  non-infringing  and  valuable  improvements  which  had 
contributed  to  the  making  of  the  profits.  In  reply  the  Westinghouse 
Company  insisted  that  claim  4  was  an  entirety,  covering  a  circulatory 
system  in  and  around  a  transformer  placed  in  an  oil-filled  receptacle ; 
that  it  embraced  the  "  intervening  spaces  in  the  coil "  because  at  least 
a  part  of  the  coil  was  in  the  core;  that  if  these  spaces  were  held  not  to 
be  infringements  they  had  in  fact,  as  employed  by  the  defendant, 
added  nothing  to  the  profits,  but  on  the  contrary  had  crippled  the 
coil  and  lessened  the  electrical  efficiency  of  the  transformer.  (129 
Fed.  Rep.,  607.)  For  that  reason  the  plaintiff  contended  that  it  had 
shown  that  all  the  gains  were  "  legally  attributable  to  the  patented 
feature."  (Garretson  v.  Clark,  C.  D.,  1884,  206;  27  O.  G.,  524;  111 
U.  S.,  121;  Elizabeth  v.  Paving  Co.,  97  U.  S.,  127;  Crosby  Valve 
Co.  V.  Safety  Valve  Co.,  0.  D.,  1891,  521;  57  O.  G.,  1000;  141  U.  S., 
454;  Keystone  v.  Adams,  C.  D.,  1894,  141;  66  O.  G.,  654;  151  U.  S., 
144.)  This  view  was  sustained  by  the  master.  But  if  it  be  assumed, 
as  was  found  to  be  the  fact  by  the  court,  that  the  spaces  were  non- 
infringing and  valuable  improvements,  it  may  then  have  prima  facie 
appeared  that  these  changes  had  contributed  to  the  profits.  If  so,  the 
burden  of  apportionment  was  then  logically  on  the  plaintiff,  since  it 
was  only  entitled  to  recover  such  part  of  the  commingled  profits  as 
was  attributable  to  the  use  of  its  invention. 

8.  Lindley,  L.  J.,  said  in  Siddell  v.  Vickers  (9  Rep.  Pat.  Cases, 
162)  that  there- 
was  no  form  of  account  more  diflkmlt  to  work  out  than  an  account  of  profits. 
64282**— 18 14 
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But  that  is  no  reason  why  the  plaintiff  should  be  denied  its  rights. 
The  problem  here,  though  different,  was  in  many  respects  analogous 
to  that  presented  in  those  cases  in  which  it  is  necessary  to  separate 
the  interstate  from  the  intrastate  earnings  made  by  a  railroad  where 
the  same  track,  rolling-stock,  depots,  and  labor  are  employed  at  the 
same  time  in  making  gross  receipts.  These  commingled  expenses 
must  be  apportioned  between  the  two  classes  of  earnings  in  order  to 
determine  whether  the  intrastate  rate  is  confiscatory.    The  courts, 

while  recognizing  the  imposalblllty  of  reaching  a  conclusion  that  is  mathe- 
matically exact, 

have,  in  addition  to  all  the  other  evidence  bearing  on  the  question, 
received —     . 

the  testimony  of  experts  as  to  the  relative  cost  of  doing  a  local  and  through 
business.     {Chicago,  etc.,  Co.  v.  Tompkins,  176  U.  S.,  17S.) 

The  converse  is  true.  What  is  permissible  in  an  effort  to  separate 
costs  may  also  be  done  in  a  patent  case  where  it  is  necessary  to  sepa- 
rate profits.  {Root  V.  Railway  Co.,  C.  D.,  1882, 167;  21  O.  Q.,  1112; 
105  U.  S.,  198.  See  also  Rubber  Co.  v.  Goodyear,  9  Wall.,  802.)  In 
effect,  this  was  attempted  in  the  present  case.  Witnesses  who  had 
been  in  the  employment  of  the  defendant  and  who  had  kept  the  books, 
purchased  the  material,  superintended  the  construction  and  fixed  the 
price  of  the  transformers,  were  not  able  to  show  that  profits  had  been 
made,  and  consequently  were  not  able  to  show  what  part  of  the  profits 
was  attributable  to  the  patent  and  what  to  the  additions,  if  found  to 
be  non -infringing  and  valuable  improvements. 

4.  Having,  by  books  and  other  data,  proved  to  the  satisfaction  of 
the  master  the  existence  of  profits,  the  plaintiff  had  carried  the  burden 
imposed  by  law,  and  established  every  element  necessary  to  entitle  it 
to  a  decree,  except  one.  As  to  that,  the  act  of  the  defendant  had  made 
it  not  merely  difficult  but  impossible  to  carry  the  burden  of  appor- 
tionment. But  plaintiff  offered  evidence  tending  to  establish  a  legal 
equivalent.  It  had  proved  the  existence  of  a  fact  which,  whether 
treated  as  a  rule  of  evidence  or  as  a  matter  of  substantive  law,  would 
entitle  it  to  a  decree  for  all  the  profits.  The  method  was  different 
from  that  mentioned  in  the  second  branch  of  the  rule  in  the  Garretson 
Case,  (C.  D.,  1884,  206;  27  O.  G.,  524;  111  U.  S.,  121,)  but  the  plain- 
tiff had  now  presented  proof  to  demonstrate  its  right  to  the  whole  of 
the  fund  because  of  the  fact  that  the  defendant  had  inextricably  com- 
mingled and  confused  the  parts  composing  it.  This  result  would  not 
be  in  conflict  with  the  principle  which  in  the  first  instance  imposed 
the  burden  of  proof  on  the  plaintiff,  but  merely  gave  legal  effect  to 
a  new  fact  which  as  a  matter  of  law  entitled  the  patentee  to  a  par- 
ticular judgment.    It  presented  a  case  where  the  court  was  called 
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on  to  determine  the  liability  of  a  trustee  ex  maleficiOj  who  had  con- 
fused his  own  gains  with  those  which  belonged  to  the  plaintiff.  One 
party  or  the  other  must  suffer.  The  inseparable  profit  must  be  given 
to  the  patentee  or  infringer.  The  loss  had  to  fall  on  the  innocent  or 
the  guilty.  In  such  an  alternative  the  law  places  the  loss  on  the 
wrongdoer. 

6.  It  is  said,  however,  that  the  rule  does  not  apply  to  patent  cases. 
Why  it  should  be  limited  does  not  appear.  It  is  admitted  that  an 
injunction  may  be  granted  against  selling  infringing  devices,  even 
though  the  result  will  be  to  prevent  the  defendant  from  using  valuable 
appliances  confused  with  the  patented  device.  And  Lord  Eldon 
treated  this  conceded  right  to  enjoin  as  an  application  of  the  rule 
relating  to  the  confusion  of  goods.  He  therefore  restrained  the  pub- 
lication of  a  book,  a  large  portion  of  which  was  original,  because 
copyright  matter  was  incorporated  therein,  saying  in  Mawman  v. 
Teffg,  (2  Russ.,  390:) 

As  to  the  hard  consequences  which  would  follow  from  granting  an  injunction, 
when  a  rery  large  portion  of  the  work  is  unquestionably  original,  I  can  only 
say  that  If  the  parts  which  have  been  copied  cannot  be  separated  from  those 
which  are  original,  without  destroying  the  use  and  ralue  of  the  original  matter, 
he  who  has  made  an  improper  use  of  that  which  did  not  belong  to  him  must 
suffer  the  consequences  of  so  doing. 

This  case  was  cited  and  approved  in  CaUaghan  v.  Myera^  (C.  D., 
1889,  304;  46  O.  G.,  565;  128  U.  S.,  668,)  where  the  infringer  who 
had  blended  his  own  with  copyright  matter,  in  a  volume  which  sold 
for  a  profit,  was  made  to — 

abide  the  consequences  on  the  same  principle  that  he  who  has  wrongfully  pro- 
duced a  confusion  of  goods  must  alone  suffer. 

In  one.  of  these  cases  the  original  matter  was  less,  and  in  the  other 
more,  than  that  unlawfully  appropriated.  In  both,  as  in  patent  cases, 
the  infringer  was  a  "  trustee  for  the  plaintiff  in  respect  of  profits.** 
{Root  V.  Railway,  C.  D.,  1882,  167;  21  O.  G.,  1112;  105  U.  S.,  214.) 
And  the  liability  is  not  lessened  because  the  confusion  is  due  to  a 
wrongful  appropriation  by  a  trustee  de  son  tort  instead  of  careless- 
ness of  a  trustee  lawfully  appointed.  Nor  is  it  limited  to  those  cases 
where  the  patented  device  is  shown  to  have  preponderated  in  the 
creation  of  the  profits.  The  owner  of  a  small  part  of  the  fund  is  as 
much  entitled  to  the  protection  of  the  law  as  the  owner  of  a  larger 
share.  The  rule,  however,  is  not  intended  to  penalize  the  infringer, 
nor  to  give  the  patentee  profits  to  which  he  is  clearly  not  entitled. 
So  that  where,  by  general  evidence,  expert  testimony  or  otherwise,  it 
is  shown  that  his  patent  is  of  relatively  small  value,  it  will  often  be 
possible  to  prove  that,  at  the  utmost,  it  could  not  have  contributed  to 
more  than  a  given  amount  of  the  profits.     {Lupton  v.  White^  15 
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Vesey  Jr.,  432-440.)  In  such  cases,  except  possibly  against  one  who 
had  concealed  or  destroyed  evidence  or  been  guilty  of  gross  wrong, 
the  plaintiff's  recovery  cannot  exceed  the  amount  thus  proved,  even 
though  it  be  impossible  otherwise  more  precisely  to  apportion  the 
profits. 

6.  But  when  a  case  of  confusion  does  appear — when  it  is  impossible 
to  make  a  mathematical  or  approximate  apportioimient — then  from 
the  very  necessity  of  the  case  one  party  or  the  other  must  secure  the 
entire  fund.  It  must  be  kept  by  the  infringer,  or  it  must  be  awarded, 
by  law,  to  the  patentee.  On  established  principles  of  equity,  and  on 
the  plainest  principles  of  justice,  the  guilty  trustee  cannot  take  ad- 
vantage of  his  own  wrong.  The  fact  that  he  may  lose  something  of 
his  own  is  a  misfortune  which  he  has  brought  upon  himself;  and  if, 
as  argued,  the  fund  may  have  been  made  by  the  use  of  other  patents 
also,  for  which  he  may  be  liable  in  another  case,  it  is  again  a  misfor- 
tune which  he  has  brought  upon  himself  and  an  instance  of  a  double 
wrong  causing  double  liability.  He  cannot  appeal  to  a  court  of  con- 
science to  cast  the  loss  upon  an  innocent  patentee  and  by  judicial 
decree  repeal  the  provision  of  Revised  Statutes  4921,  which  declares 
that  in  case  of  infringement  the  complainant  shall  be  entitled  to  re- 
cover the  "  profits  to  he  accounted  for  by  the  defendant." 

This  conclusion  is  said  to  be  in  conflict  with  the  Garretson  and 
other  decisions  which,  it  is  claimed,  justify  the  conclusion  that  the 
defendant  is  entitled  to  retain  all  of  the  profits  even  where  the 
patentee  is  unable  to  make  an  apportionment.  {Warren  v.  Keep^ 
155  U.  S.,  265.)  An  analysis  of  the  facts  of  those  cases  will  show 
that  they  do  not  sustain  so  extreme  a  doctrine.  For  they  deal  with 
instances  where  the  plaintiff  apparently  relied  on  the  theory  that  the 
burden  was  on  the  defendant,  and  for  that,  or  other  reasons,  made 
no  attempt  whatever  to  separate  the  profits.  None  of  the  cases  cited 
discuss  the  rights  of  the  patentee  who  has  exhausted  all  available 
means  of  apportionment,  who  has  resorted  to  the  books  and  em- 
ployees of  the  defendant,  and  by  them,  or  expert  testimony  proved, 
that  it  was  impossible  to  make  a  separation  of  the  profits.  This  dis- 
tinction, between  difficulty  and  impossibility,  is  involved  in  the  ruling 
by  the  Circuit  Court  of  Appeals  of  the  Sixth  Circuit  in  Brennan  v. 
Dowoffiac^  (162  Fed.  Rep.,  476,)  where  the  Garretson  Case  was  dis- 
tinguished, and  the  Court  said : 

In  the  present  case  the  Infringer's  conduct  has  been  such  as  to  preclade  the 
belief  that  it  had  derived  no  advantage  from  the  use  of  plaint tlTs  Invention. 
*  *  *  In  these  circiunstances,  on  whom  is  the  burden  of  loss  to  fall?  We 
think  the  law  answers  this  question  by  declaring  that  It  shall  rest  upon  the  . 
wrongdoer,  who  has  so  confused  his  own  with  that  of  another  that  neither 
can  be  distinguished.    It  is  a  bitter  response  for  the  court  to  say  to  the  in* 
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noceit  party,  **  You  have  failed  to  make  the  necessary  proof  to  enable  us  to 
decide  how  much  of  these  profits  are  your  own;"  for  the  party  knows,  and 
the  court  must  see,  that  such  a  requirement  is  impossible  to  be  compiled  with. 
The  proper  remedy  to  be  applied  in  such  cases  is  that  stated  by  Chancellor 
Kent  in  Hart  v.  Ten  Eyck,  (2  Johns.,  62,  108,)  where  he  said:  "The  rule  of 
law  and  equity  is  strict  and  severe  in  such  cases.  •  ♦  •  All  the  incon- 
venience of  the  confusion  is  thrown  upon  the  party  who  produces  it,  and  it  is 
for  him  to  distinguish  his  own  property  or  lose  it." 

It  may  be  argued  that,  in  its  last  analysis,  this  is  but  another  way 
of  saying  that  the  burden  of  proof  is  on  the  defendant.  And  no 
doubt  such,  in  the  end,  will  be  the  practical  result  in  many  cases. 
But  such  burden  is  not  imposed  by  law ;  nor  is  it  so  shifted  until  after 
the  plaintiff  has  proved  the  existence  of  profits  attributable  to  his 
invention  and  demonstrated  that  they  are  impossible  of  accurate  or 
approximate  apportionment.  If  then  the  burden  of  separation  is 
cast  on  the  defendant  it  is  one  which  justly  should  be  borne  by  him, 
as  he  wrought  the  confusion. 

T.  This  condusioD  would  apparently  result  in  a  decree  in  favor  of 
the  appellant.  But  such  an  order,  under  the  peculiar  facts  of  this 
case,  would  operate  to  deprive  the  defendant  of  the  right  to  a  ruling 
on  the  exceptions  filed  to  the  report.  The  master  held  that  the  en- 
tire commercial  value  of  the  transformer  was  due  to  the  invention 
covered  by  claim  4,  and  that  therefore  all  the  profits  belonged  to  the 
Westinghouse  Company.  The  court,  on  the  other  hand,  found  that 
the  defendant's  additions  were  not  infringements  and  had  contributed 
to  the  profits,  and  that  because  of  the  failure  to  make  a  separation 
the  plaintiff  was  entitled  only  to  nominal  damages.  For  this  reason 
it  did  not  specifically  pass  on  defendant's  exceptions.  Other  ques- 
tions of  law  and  fact  involved  in  the  accounting  were  not  considered. 
Neither  the  court  nor  the  master  discussed  the  question  of  apportion- 
ment and  the  record  does  not  afford  satisfactory  data  for  entering 
a  final  decree.  This  no  doubt  arises  from  the  fact  that  both  parties 
relied  so  entirely  upon  their  theory  that  the  burden  was  on  the  other, 
that  facts  were  not  proved  which  might  otherwise  have  been  estab- 
lished. 

The  decree  is  therefore  reversed  and  the  case  remaTided^  aoith  power 
to  hear  and  determine  motions  to  amend  the  pleadings  and  with 
directions  that  the  case  he  recommitted  to  a  master  for  a  new  hearing 
on  all  the  questions  involved  in  the  original  reference,  and,  on  evidence 
already  submitted  and  sttch  additional  testimony  as  may  he  offered^ 
for  further  proceedings  not  inconsistent  with  this  opinion. 

Reversed. 
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{SaprenM  Court  of  th«  United   States.] 

Standabd  Sanitary  Manufactubing  Company  et  al.  v.  The  United 

Stateb  of  Ambbica. 

Decided  November  18, 1912. 
184  O.  G.,  1074;  226  U.  S.,  20. 

1.  MONOFOUBS— ANTITBU8T    ACT— COMBINATION  B    IN    BBSTBAINT    OIT    iNIBbBTAIS 

OOMMEBCB— USB  OF  PATENTED  DBYICB. 

Where  an  agreement  was  entered  into  by  the  manufacturers  of  oiameled 
ware  by  which  they  were  licensed  to  use  a  patented  dredger  employed  in 
finishing  such  ware  and  by  which  they  were  combined  and  subjected  them- 
selves to  certain  rules  and  regulations,  among  others  not  to  sell  their 
product  to  Jobbers  except  at  a  price  fixed  by  a  committee  of  six  of  their 
number,  and  under  which  Jobbers  could  obtain  no  enameled  ware  from  any 
manufacturer  who  was  in  the  combination  unless  they  entered  such  com- 
bination, Held  that  this  agreement  transcended  what  was  necessary  to 
protect  the  use  of  the  patent  or  the  monopoly  which  the  law  conferred  upon 
it  and  accomplished  a  restraint  of  trade  condemned  by  the  Sherman  Law. 

2.  Same — Rights  Confbbbsd  bt  Patents. 

**  Rights  conferred  by  patents  are  indeed  very  definite  and  extensive,  but 
they  do  not  give  any  more  than  other  rights  an  universal  license  against 
positive  prohibitions.  The  Sherman  Law  is  a  limitation  of  rights;  rights 
wliich  may  be  pushed  to  evil  consequences  and  therefore  restrained." 

Mr.  Herbert  Noble  and  Mr.  Robert  B.  Honeyman  for  the  appel- 
lants. 
Mr.  Edwin  P.  Orosvenor  for  the  appellee. 

Mr.  Justice  McKenna  delivered  the  opinion  of  the  Court 

Suit  by  the  Government  against  appellants  for  a  violation  by  tiiem 
of  the  act  of  July  2,  1890,  commonly  known  as  the  Sherman  Anti- 
trust Act. 

A  decree  was  entered  in  favor  of  the  Government,  from  which  ap- 
pellants (designated  herein  as  defendants)  have  prosecuted  this 
appeal.     (191  Fed.  Rep.,  172.) 

There  are  sixteen  corporate  and  thirty-four  individual  defendants, 
the  latter,  with  the  exception  of  Edwin  L.  Wayman,  being  the  offi- 
cers, presidents  or  secretaries,  of  the  companies. 

The  corporate  defendants  were  alleged  to  be  the  manufacturers  of 
enameled  ironware  in  various  places  in  the  United  States,  manufac- 
turing eighty-five  per  cent,  of  such  ware  and  engaged  in  interstate 
commerce  in  such  ware  throughout  the  United  States  and  with  for- 
eign countries  in  competition  with  one  another  and  with  certain 
other  manufacturers  of  such  ware,  and  that  in  1909,  or  early  in  1910, 
they  entered  into  and  engaged  in  a  combination  and  conspiracy  to 
restrain  such  trade  and  commerce. 
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The  defendants  denied  the  charges  against  them,  Wayman  doing 
SO  in  a  separate  answer.  The  Colwell  Lead  Company  denied  that  it 
was  engaged  in  interstate  commerce. 

A  great  deal  of  testimony  was  taken  and  the  case  quite  elaborately 
argued,  but  in  the  view  we  take  of  it  it  is  in  comparatively  narrow 
compass,  depending  upon  the  application  of  well-settled  principles. 

The  corporate  defendants  are  manufacturers  of  sanitary  enameled 
ironware,  such  as  bath-tubs,  washbowls,  drinking-fountains,  sinks, 
closets,  etc.  The  enameling  consists  in  applying  opaque  white  glass 
to  iron  utensils,  first  in  the  condition  of  a  liquid  and,  second,  in  the 
form  of  a  powder.  The  process  consists  in  heating  the  utensil  to 
a  red  heat  and  then  sifting  upon  it  the  enameling-powder.  The 
powder  is  fused  by  the  high  temperature  and  forms  on  the  utensil 
a  hard,  impenetrable,  insoluble,  smooth,  and  glossy  surface. 

Prior  to  the  invention  of  James  W.  Arrott,  Jr.,  covered  by  Letters 
Patent  issued  September  26,  1899,  the  enameling-powder  was  ap- 
plied by  a  sieve  attached  to  a  long  handle  which  was  held  by  the 
workman  with  one  hand  and  the  sieve  made  to  vibrate  by  the  work- 
man striking  the  handle  with  his  other  hand,  thereby  sifting  the 
powder  over  the  surface  of  the  ironware.  The  implement  was  an  im- 
perfect one,  not  easily  handled,  and  by  its  use  the  workmen  were  sub- 
jected to  intense  heat  and  physical  strain.  The  flow  of  the  powder 
beside  was  not  continuous ;  it  was  cast  upon  the  metal  in  intermittent 
puffs,  causing  in  many  instances  an  unequal  distribution  of  the  pow- 
der and  producing  defective  articles  which  either  had  to  be  thrown 
away  or  sold  as  "  seconds."  With  Arrott's  invention  these  evil  results 
are  lessened  or  disappear.  The  sieve  is  mechanically  vibrated  very 
rapidly,  causing,  instead  of  an  intermittent  flow  of  the  powder  as  in 
the  hand  process,  a  practically  continuous  flow.  Both  hands  of  the 
workman  may  be  used  to  guide  and  direct  the  sieve.  The  advantages 
of  the  instrument  over  the  hand  process  are  decided.  It  is  more  effi- 
cient and  more  economical.  It  makes  a  better  article  and  in  less  time. 
There  is  no  waste  in  defects  or  "  seconds."  The  workman  is  relieved 
to  some  extent  from  '^  fierce  heat  conditions,"  to  quote  from  the  an- 
swers. 

At  the  time  of  the  contracts  which  are  attacked  by  the  Government 
the  Standard  Sanitary  Manufacturing  Company  was  the  owner  of 
the  patent  and  manufacturer  of  fifty  per  cent  of  the  ware,  and  used 
in  its  production  the  patented  device.  Some  of  the  other  manufac- 
turers were  infringing  and  controversies  existed.  Some  yielded  to  its 
validity,  others  contested  it.  It  was  sustained  by  the  courts  in  several 
cases. 

We  have  gone  through  this  detail  to  exhibit  the  conditions,  as 
asserted  by  defendants,  which  confronted  them  and  induced  their 
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contracts.  In  further  display  of  it  we  quote  Wayman's  answer  as 
follows: 

For  the  reasons  stated,  the  art  was  in  a  very  unsatisfactory  condition.  No 
means  had  been  discovered  of  accomplishing  the  result  produced  by  the  use 
of  the  Arrott  invention  without  laying  the  user  of  such  means  open  to  a  suit 
for  Infringement,  by  the  owner  of  the  Arrott  patent  The  manufacturers  using 
the  process  in  use  prior  to  Arrott's  Invention,  were  unable  to  successfully  com* 
pete  with  those  using  the  Arrott  invention,  and  moreover,  produced  a  dispro- 
portionate number  of  defective,  unsightly  and  substantially  unsalable  articles. 
The  consumer  was  deceived  and  defrauded  and  the  use  of  sanitary  enameled 
iron-ware  lessened  and  its  reputation  depreciated  by  defective  articles  belag 
palmed  off  on  the  consumer  as  not  defective. 

On  the  situation  thus  asserted  to  exist  the  defendants  build  their 
defense,  contending  that  Wayman  saw  its  evils  and  conceived  the  way 
to  correct  them ;  and  insist  that  the  following  facts  are  established  by 
the  evidence;  Wayman  was  familiar,  through  his  connection  with 
another  enameling  company  called  the  Seamless  Steel  Bath  Tub  Com- 
pany, with  the  enamel- ware  trade  and  had  become  convinced  of  the 
advantages,  indeed,  necessity,  of  the  use  of  the  Arrott  invention.  He 
tried  to  secure  it,  but  the  Standard  Company  seined  unwilling  at 
that  time  to  confer  its  utility  upon  other  c(Hnpanies,  and  pending  the 
negotiations  the  Seamless  Company  failed  and  Wayman  turned  to 
other  plans,  one  of  which  resulted  in  the  contracts  under  review. 

As  early  as  1908,  impressed  with  the  importance  of  the  Arrott 
patent,  he  endeavored  to  have  the  Standard  Company  grant  licenses 
to  other  companies  in  order  to  improve  trade  conditions,  and  to  this 
end  he  tried  to  interest  other  gentlemen  in  the  project.  The  Standard 
Company  was  unwilling  to  grant,  and  other  manufacturers  were 
equally  disinclined  to  accept  them.  He  then  conceived  the  idea  of 
a  holding  company^  but  this  failed  also,  the  Standard  still  being 
unyielding,  stating  by  one  of  its  officers  that — 

bis  company  was  unwilling  either  to  sell  the  Arrott  patent  or  to  enter  into  any 
arrangement  which  would  lessen  the  advantage  which  it  had  by  reason  of  the 
ownership  of  the  Arrott  patent. 

The  plan  was,  therefore,  abandoned. 

In  August,  1909  (we  are  still  following  the  version  of  the  testi- 
mony given  by  counsel  for  defendants),  it  was  suggested  to  Wayman 
by  a  person  connected  with  one  of  the  manufacturing  companies  that 
he  (Wayman)  apply  for  the  position  of  secretary  of  the  Association 
of  Sanitary  Enameled  Ware  Manufacturers  which  was  about  to  be 
reorganized.  The  position,  it  was  said,  would  give  Wayman  an 
excellent  opportunity  to  continue  his  efforts  to  buy  the  Arrott  patent 
and  establish  such  relation  with  the  manufacturers  of  enameled  ware 
as  would  enable  him  to  present  in  the  most  favorable  manner  his  ideas 
in  regard  to  the  advantages  of  patent  licenses  under  the  Arrott  patent. 
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This  a8aociati<Hi  was  a  pure  trade  organization  and  not  formed  to 
control  or  regulate  prices.  Wayman  applied  for  and  obtained  the 
position  and  commenced  again  negotiations  for  the  Arrott  patent 
and  persisted,  against  the  apparent  reluctance  of  the  Standard  Com- 
pany to  giye  up  the  advantages  of  the  patent.  Finally  he  impressed 
the  manager  of  the  Standard  factories  with  the  greater  advantages 
which  would  come  to  his  company  by  the  elimination  of  ^'  seccmds  " 
and  removing  them  as  competitors  of  the  better  ai*ticles  of  the  Stand- 
ard, confining  the  competition  to  such  articles  of  which  the  Standard 
produced  fifty  per  cent  The  manager  of  the  Standard  and  that 
c(»npany  yielded  to  the  representation  of  these  advantages. 

These  advantages  are  dwelt  on  and  made  much  of  by  counsel  and 
they  quote  testimony  to  display  their  extent  ^^  Seconds,"  as  we 
have  said,  were  articles  of  inferior  or  defective  manufacture,  and 
as  their  inferiority  was  not  apparent  they  could  be  represented  and 
sold  as  of  standard  quality.  Such  deception,  it  is  asserted,  was 
frequently  practised^  and  the  articles  turning  out  defective  discredited 
enamel  ware,  gave  it  a  bad  reputation,  and  there  was  a  growing  diffi- 
culty to  maintain  or  extend  its  sale.  With  "  seconds  "  out  of  the  way. 
it  may  be  conceded,  as  it  is  contended,  that  only  honest  articles  were 
available  to  phimbers,  jobbers,  and  builders. 

The  Standard  Company  fixed  a  price  upon  the  Arrott  patent  and 
gave  Wayman  an  option  upon  it.  He,  in  the  following  December, 
secured  also  an  option  from  the  J.  L.  Mott  Iron  Works  upon  a  patent 
called  the  Dithridge,  and  from  the  L.  Wolff  Manufacturing  Company 
an  option  upon  the  Lindsay  patent.  These  patents  were  infringe- 
ments of  the  Arrott  device.  Thus  equipped,  Wayman  proceeded  to 
engage  the  manufacturers  in  his  proposition. 

This  summary  of  the  situation  counsel  have  supplemented  by  a 
declaration  of  motives.  Counsel  say  that  Wayman  and  the  manu- 
facturers were  advised  by  able  and  competent  lawyers  of  the  legality 
of  their  plan. 

Wayman's  motive, 

it  is  asserted) 

was  to  make  money  for  himself,  not  as  a  manufactnrer  but  as  the  owner  of  a 
patent,  receiving  royalties  from  those  whom  he  licensed  to  use  his  patented 
invention. 

The  form  of  his  license,  it  is  further  asserted,  followed  the 
precedents  and  was  based  on  that  principle  of  the  patent  law  which 
gives  to  the  owner  of  an  invention  the  power  to  grant  to  others  its 
use  or  to  withhold  it,  or  to  grant  it  upon  such  terms  as  he  may  choose 
to  impose.  Such  being  his  motive  and  such  being  his  right,  he^  it  is 
contended,  negotiated  with  and  contracted  with  the  manufacturers 
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of  enameled  ware.  And  their  motives  also  are  attempted  to  be 
justified,  though  the  necessity  for  doing  so  is  disclaimed. 

Wayman's  right,  it  seems  to  be  contended,  is  all  sufficient,  and 
that  the  manufacturers  only  paid  the  price  that  he  could  legally 
demand.  As  the  demand  was  legal,  it  is  argued,  the  payment  of  the 
price  could  not  be  illegal.  But  the  Government  asserts  subterfuge, 
ill^al  purposes  liveried  in  legal  forms  to  give  color  of  right  to 
illegal  practices. 

The  charge  challenges  consideration  of  the  relation  between  that 
which  the  manufacturers  engaged  to  do  and  the  protection  of  the 
exclusive  right  attached  to  the  invention.  Upon  such  consideration 
how  far  the  licenses  transcend  such  right  and  violate  the  Sherman 
Law  we  can  then  determina  And  we  shall  keep  in  mind  and  apply 
the  principle  expressed  in  Bement  v.  National  Harrow  Company^ 
(C.  D.,  1902,  666;  101  O.  G.,  887;  186  U.  S.,  70,)  that  the  Sherman 
Law — 

clearly  does  not  refer  to  that  kind  of  a  restraint  of  interstate  commerce  wbich 
may  arise  from  reasonable  and  legal  conditions  imposed  upon  the  assignee  or 
licensee  of  a  patent  by  the  owner  thereof,  restricting  the  terms  upon  which 
the  article  may  be  used  and  the  price  to  be  demanded  therefor.  Such  a  con- 
struction of  the  act    *    *    *    no  doubt  was  never  contemplated  by  its  ftamera. 

In  our  inquiry  we  shall  accept  arguendo  the  statement  of  defend- 
ants of  their  inducement  and  purpose.  We  say  "  arguendo  "  because 
the  asserted  inducement  and  purpose  are  denied  by  the  Government, 
it  contending,  as  we  have  seen,  that  the  Arrott  patent  was  but  a 
pretense  and  that  the  agreements  were  put  in  the  form  of  licenses 
of  it  to  at  once  accomplish  and  palliate  evasions  of  the  law.  The 
fact  being  in  controversy,  we  place  our  consideration  and  decision 
on  other  elements.  In  other  words,  we  will  consider  the  case  from 
the  standpoint  of  defendants'  view  of  the  situation,  with  comments 
as  we  proceed  as  to  what  they  did  to  meet  it  and  how  far  what 
they  did  accorded  with  or  transgressed  the  law. 

The  contention  of  the  defendants  then  is  that  the  Standard  Com- 
pany's position  and  power  as  owner  of  the  patent,  and  Wayman's 
were  identical.  What  it  could  have  done,  it  is  contended,  he  could 
do,  and  its  relation  to  the  trade  and  the  relation  of  other  manu- 
facturers to  the  trade  clearly  demonstrate,  it  is  further  contended, 
that  as  that  company  could  have  made  the  contracts,  Wayman  could 
do  so. 

To  support  the  contention  defendants  represent  the  Standard  as 
the  dominant  (it  produced  fifty  per  cent,  of  the  articles)  and  the 
only  honest  manufacturer  pointing  out  to  other  manufacturers  the 
worthlessness  of  their  output,  they  not  having  the  Arrott  patent; 
also  the  dishonesty  of  their  output,  they  putting  out  "  seconds,"  the 
inferiority  of  which  was  "discernible  only  by  experts" — ^thereby 
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defrauding  the  public,  '^  discrediting  the  ware  and  demoralizing  the 
market  and  business."  To  avert  these  evil  results,  it  is  represented 
that  the  Standard  was  willing  to  forego  the  advantages  which  its 
ownership  of  the  Arrott  patent  gave  it  and  confer  them  upon  the 
other  manufacturers.  But  upon  terms.  ^^ First  and  foremost"  it 
was  to  be  agreed  that  no  '^seconds"  should  be  marketed.  In  the 
second  place,  a  standard  price  must  be  agreed  to  so  that  henceforth 
rivalry  should  be — 

In  the  quality  of  the  ware  tamed  out  at  a  uniform  price  or  in  any  other 
collateral  Inducemoit  to  the  purchaser — 

that  would  not — 

affect  the  quality  of  the  ware. 

Wayman's  agency  and  office,  it  is  represented,  was  that  of — 

watching  all  parties  and  insuring  their  fidelity  to  the  agreement  by  the  paymmit 
of  a  royalty  for  the  use  of  the  inyenti<HL 

And  this,  it  is  said,  is — 

all  there  is  in  substance  or  principle  to  the  case  at  bar,  except  that  Mr. 
Wayman,  instead  of  the  Standard  Company,  was  the  originator  of  the  scheme 
and  that  he  persuaded  his  codefendants  to  enter  into  it. 

But  the  scheme  has  other  features  and  effects  which  counsel  over- 
look or  ignore.  It  is  immediately  open  to  the  criticism  that  its  parts 
have  no  natural  or  necessary  relation.  What  relation  has  the  fixing 
of  a  price  of  the  ware  to  the  production  of  "  seconds  ? "  If  the 
articles  were  made  perfect  their  price  in  compensation  of  them  and 
by  unfettered  competition  would  adjust  itself.  To  say  otherwise 
would  be  in  defiance  of  the  examples  of  the  trading  and  industrial 
world.  Nor  was  a  combination  of  manufacturers  necessary  to  the 
perfection  of  manufacture  and  to  rivalry  in  its  quality.  And  it  may 
be  asked  if  such  perfection  and  its  protecting  influence  against  de- 
ception and  the  ruinous  depression  of  prices  were  so  desirable  and 
potent  as  it  is  contended  that  they  were,  why  were  they  not  extended 
to  ^'  baths,"  the  most  important  of  the  articles  in  the  trade  ?  It  is 
not  an  adequate  answer  to  say  that  there  was  a  time  guarantee  of 
them  even  though  it  was  given  to  all  of  them,  as  it  was  not.  The 
justification  of  defendants  is  based  not  on  the  responsibility  of  manu- 
facturers but  on  the  integrity  of  the  articles  assured  by  the  use  of 
the  Arrott  device. 

It  is  the  foundation  of  defendants'  argument  that  to  make  the  use 
of  that  device  universal  was  the  prompting  of  Wayman's  energies 
to  imite  the  manufacturers  and  to  remove  the  evils  which  beset 
the  trade  and  which  were  "  discrediting  the  ware  and  demoralizing 
the  market  and  business."  It  was  the  representation  of  the  ad- 
vantage, we  are  told,  of  such  results  that  broke  down  the  resolution 
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of  the  Standard  Company  not  to  diare  the  use  of  the  device  with 
other  manufacturers.  But  granting  that  there  was  provision  or 
security  against  the  production  of  '^  seconds  "  in  all  of  the  articles, 
it  seems  from  what  we  have  said  above  that  all  of  the  substantial 
good  which  is  asserted  to  have  been  the  object  of  the  agreements 
could  have  been  attained  by  a  simple  sale  of  the  right  to  use  the 
Arrott  patent,  conceding  to  it  the  dominant  effect  which  is  attributed 
to  it.  Nor  is  the  justification  of  defendants  made  more  adequate 
by  the  representation  that — 

Wayman'B  motive  was  to  make  money  for  himself,  not  as  a  manafactarer  bat 
as  the  owner  of  the  patent,  receiving  royalties  from  those  whom  he  licensed  to 
use  his  patented  invention. 

Wayman  testified  to  another  motive.  By  fixing  prices  '^he  hoped," 
he  said, 

as  ona  of  the  features  of  the  Ucense  agreements,  to  enable  the  companies  to 

abolish  ruinous  competition — 

and  to  get  a — 

revenue  for  each  of  the  companies  to  enable  them  to  make  a  reasonable  profit 

'  But  motives  and  inducements  may  not  be  easily  estimated,  and  we 
will  pass  to  a  consideration  of  the  agreements.  On  March  30,  1910, 
the  Manufacturers'  Association  passed  a  resolution  and  a  committee 
of  five  was  constituted,  to  be  known  as  the  price  and  schedule  com- 
mittee, to  which  the  license  agreements  and  resale  agreements  should 
be  referred.  This  committee  was  to  interview  the  various  manu- 
facturers and  obtain  their  consent  to  the  agreements  which  were  to 
become  effective  "  when  the  consent  of  eighty-three  per  cent,  of  the 
production "  was  had.  The  signatory  manufacturers  agreed  to 
"  give  their  prompt  cooperation  to  the  matter  in  question." 
At  the  same  time  the  following  resolution  was  passed : 

Whereas,  a  proposition  is  pending  for  a  license  agreement  and  a  resale  price 
for  the  benefit  of  the  Jobbing  trade,  and 

Whereas,  long-term  contracts  are  a  menace  to  said  proposition. 

We,  the  undersigned,  manufacturers  of  enameled  ware,  hereby  agree  to  take 
no  orders  for  delivery  beyond  May  31,  1910. 

This  agreement  is  not  binding  upon  the  signers  unless  all  members  of  tbe 
Enameled  Ware  Manufacturers*  Association  are  parties  thereto  and  append 
their  signatures. 

The  within  is  agreed  to. 

At  the  same  meeting  a  memorandum  of  agreement  was  proposed 
which  was  to  be  executed  with  Wayinan  as  licensor  of  various  pat- 
ents covering  pneumatic  dredgers.  The  agreement  covered  selling 
schedules  of  the  ware  and  provided  for  the  royalties  to  be  paid ;  the 
selling  price  to  the  jobbers  to  be  established  by  the  licensor  through 
a  committee  appointed  by  the  various  manufacturers.    It  provided 


Digitized  by 


Google 


DXCI0ION8  OF  UNITED  STATES  C0UBT8  IK  PATENT  GASES.      659 

penalties  for  the  Tiolation  of  the  price  regulations,  and  preferential 
discounts  (discounts  allowed  to  certain  manufacturers)  from  the 
selling  prices.  Such  discounts  were  to  be  allowed  on  sales  to  jobbers 
only; 

Such  details  as  might  ^^  be  necessary  for  the  perfection  of  the  ar- 
rangement" were  reserved  for  the  next  meeting  of  manufacturars. 
After  this  meeting  a  circular  letter  was  sent  by  Wayman  to  all 
manufacturers  apprising  them  of  what  had  transpired,  the  attention 
that  had  been  given  the  subject  and  informing  them  that  ^'  the  final 
license  agreement  papers  "  would  be  executed  at  the  next  meeting, 
to  be  held  in  May. 

The  license  agreement  was  subsequently  executed.  It  granted  to 
the  licensee  the  right  to  use  in  the  manufacture  of  enameled  ware 
the  Arrott  patent,  also  a  patent  to  E.  Dithridge  for  a  pneumatic 
sieve  and  a  patent  to  William  Lindsay  for  an  ^'enameling  powder 
distributer."  It  released  the  claims  for  past  infringement  so  long 
as  the  licensees  operated  under  the  license.  It  fixed  royalties  of 
five  dollars  per  day  for  each  furnace,  subject  to  a  diminution  of  like 
amount  for  furnaces  shut  down  for  more  than  six  consecutive  work- 
ing days.  It  fixed  preferential  discounts  from  the  regular  selling 
prices,  confining  them  only  to  sales  by  the  manufacturers  to  jobbers. 
And  it  was  provided  that  no  goods  manufactured  under  the  license 
should  be  sold  unless  they  bore  a  registered  label  (except  where  other- 
wise specified)  owned  by  the  licensee  and  in  addition  thereto  a  license 
tag  or  label  approved  by  the  licensor  placed  in  a  visible  position 
thereon. 

The  provision  for  prices  was  as  follows: 

The  Ucensor  agrees  that  he  will  employ  a  commission  of  six  persons  of  which 
be  is  to  be  one  and  to  act  as  chairman  thereof*  five  of  whom  shall  be  designated 
by  a  majority  of  the  parties  holding  licenses  similar  to  this  license,  which  com- 
mission shall  have  superrision  of  all  the  relations  and  transactions  between  the 
parties  hereto  under  this  agreement,  but  it  is  understood  that  where  a  member 
of  said  commission,  or  his  company,  shall  be  directly  interested  in  any  question 
of  a  violation  of  the  license  to  be  decided  by  the  said  commission,  said  member 
shall  be  disqualified  and  a  temporary  member  shall  be  appointed  in  his  place 
by  the  remaining  members  of  the  commission. 

All  terms  and  conditions  relative  to  prices  and  discounts  now  established  by 
the  licensor  and  set  forth  in  the  annexed  schedules  and  made  a  part  hereof, 
shall  remain  in  force  and  effect  until  other  terms,  conditions  and  preferential 
discounts  are  substituted  therefor  by  the  licensor,  which  substitution  can  only 
be  made  by  him  with  the  approval  of  a  majority  of  the  members  of  the  com- 
mission, hereinbefore  prescribed.  Notice  of  such  changes  and  substitutions 
shaU  be  given  from  time  to  time  in  writing  by  the  licensor  to  the  licensees 
The  licensee  covenants  to  adhere  to  and  maintain  such  terms,  conditions,  regu- 
lations, prices  and  preferential  discounts  as  may  be  established  by  the  licensor 
from  time  to  time,  and  the  licensee  further  agrees  to  seU  no  "  seconds  "  or  "  Bs  * 
covered  by  schedules  4,  41,  5  and  6,    (Italics  oura) 
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The  restrictions  as  to  prices  at  which  the  goods  were  to  be  sold  did 
not  apply  to  those  sold  and  exported  to  foreign  countries.  Such  sales 
were  required,  however,  to  be  proved  to  the  licensor. 

There  was  a  provision  for  the  return  of  eighty  per  cent,  of  the 
royalties  paid  if  the  agreement  should  be  complied  with.  These 
royalties,  called  in  the  agreement  ^^  royalty  rebates,"  were  forfeited 
if  the  provisions  of  the  agreement  should  be  violated  in  any 
particular. 

The  foregoing  constitute  the  essential  provisions  of  the  manufac- 
turers' agreements  and  it  will  be  observed  what  little  space  is  given 
to  "  seconds,"  though  it  is  asserted  in  the  argument,  as  we  have  seen, 
that  to  get  rid  of  the  evils  of  their  production  and  sale  was  the  chief 
impulse  to  the  agreements.  The  covenant  as  to  "seconds"  was  ex- 
pressed by  the  words  which  we  have  italicized  in  the  provision  relat- 
ing to  prices  and  discounts  quoted  above.  The  schedules  referred  to 
are  found  in  the  paragraph  providing  for  preferential  discounts  and 
cover  all  articles  but  baths,  these  being  described  in  schedules  1,  2 
and  3. 

There  was  also  a  jobber's  license  agreement  that  bore  at  the  top 
the  note  that  it — 

must  be  executed  by  the  purchaser  in  order  to  purchase  Ucensed  sanitary 
enameled  ware. 

It  conveyed  to  the  jobber  the  right  to  buy  and  sell  such  ware,  pro- 
vided for  certain  discounts  and  details  as  to  shipments  and  deliveries, 
and  that  the  sales  were  to  be  made — 

by  the  purchasers  at  prices  to  be  established  and  prevailing  in  the  various 
zones  into  which  the  goods  were  shipped,  regardless  of  the  point  of  purchase. 

There  was  a  provision  for  the  payment  of  the  purchase  price  at 
certain  rebate  periods  if  the  agreement  should  be  complied  with. 
The  resale  prices  as  established  from  time  to  time  were  required  to 
be  maintained  by  all  jobbers  and  dealers,  and  sales  could  not  be  made 
from  one  jobber  to  another  for  any  better  prices  than  "established 
by  the  sheets,"  and  the  purchaser  agreed  to — 

observe  and  strictly  maintain  *  *  *  the  selling  prices  as  they  are  set  forth 
in  the  schedules  and  observe  and  adhere  to  the  rules  and  regulations  as  em- 
bodied in  the  price  sheets— 

or  embodied  in  price-sheets  which  might  be  issued  by  or  under  the 
authority  of  the  licensor.  Articles  might  be  added  to  or  removed 
from  the  schedules  at  any  time.  The  purchaser  also  agreed  during 
the  life  of  the  contract  not  to  purchase,  sell,  advertise,  or  solicit 
orders  for,  or  in  any  way  handle  or  deal  in,  sanitary  enameled  iron- 
ware of  any  manufacturer  not  licensed  under  the  Letters  Patent 
enumerated  in  the  agreement,  except  with  the  express  written  per- 
mission of  the  licensor.    A  breach  of  any  of  the  conditions  subjected 
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the  contract  and  all  unfilled  orders  to  cancelation,  the  forfeiture  of 
rebates  and  the  power  to  obtain  the  ware  manufactured  under  the 
Letters  Patent  from  any  of  the  licensed  manufacturers.  The  pur- 
chaser further  agreed  not  to  sell  any  goods  on  hand  manufactured 
in  accordance  with  the  patents,  irrespective  by  whom  manufactured, 
except  in  accordance  with  the  prices,  conditions,  and  regulations  of 
sale  established  by  the  licensor. 

The  price-list  contained  a  notice  to  the  jobbers'  salesmen  that  the 
agreements  executed  by  their  companies  required  them  to  resell  the 
various  licensed  products  at  no  better  prices,  terms,  or  other  regula- 
tions than  therein  established.  And  further^  as  changes^  additions, 
and  eliminations  occurred,  new  sheets  would  be  issued  promptly. 

These  are  the  main  outlines  of  the  agreements,  and,  as  emphasizing 
them,  Wayman  directed  the  manufacturers  at  the  time  they  sent  out 
the  jobbers'  agreements  to  also  send  with  them  a  letter  containing  the 
following  : 

It  18  necessary  for  you  [the  Jobbers]  to  execute  these  contracts  before  we 
[the  manufacturers]  can  sell  you  licensed  sanitary  enameled  ware. 

This  provision  was  enforced,  as  indicated  by  letters  in  the  record. 
It  was  also  the  condition  expressed  by  Wayman  in  his  correspondence 
with  other  manufacturers  whom  he  tried  to  induce  to  accept  licenses 
and  become  parties  to  the  agreements.  In  a  letter  to  a  jobber  Way- 
man  expressed  the  hope  that  the  jobber  could  see  his  way  clear  to 
execute  the  agreement  as  it  covered  "a  matter  entirely  for  the 
jobbers'  benefit"    He  further  stated : 

The  Cedar  Rapids  Pump  Company  of  your  city  have  executed  the  agreement 
and  I  hope  you  will  (X)5perate  immediately  with  your  local  competitors,  which 
will  be  much  more  advantageous  than  a  continuous  cut  market 

In  this  statement  certain  things  are  prominent.  Before  the  agree- 
ments the  manufacturers  of  enameled  ware  were  independent  and 
competitive.  By  the  agreements  they  were  combined,  subjected 
themselves  to  certain  rules  and  regulations,  among  others  not  to 
sell  their  product  to  the  jobbers  except  at  a  price  fixed  not  by  trade 
and  competitive  conditions  but  by  the  decision  of  the  conmiittee  of 
six  of  their  number,  and  zones  of  sales  were  created.  And  the  jobber? 
were  brought  into  the  combination  and  made  its  subjection  complete 
and  its  purpose  successful.  Unless  they  entered  the  combination 
they  could  obtain  no  enameled  ware  from  any  manufacturer  who  was 
in  the  combination,  and  the  condition  of  entry  was  not  to  resell  to 
plumbers  except  at  the  prices  determined  by  the  manufacturers. 
The  trade  was,  therefore,  practically  controlled  from  producer  to 
consumer  and  the  potency  of  the  scheme  was  established  by  the  co- 
operation of  eighty-five  per  cent,  of  the  manufacturers  and  their 
fidelity  to  it  wHs  secured  not  only  by  trade  advantages  but  by  what 
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was  practically  a  pecuniary  penalty,  not  inaptly  termed  in  the  arga- 
msnt,  "cash  baiL''  The  royalty  for  each  famace  was  five  dollars, 
eighty  per  cent,  of  which  was  to  be  returned  if  the  agreonent  was 
faithfully  observed;  it  was  to  be  "forfeited  as  a  penalty"  if  the 
agreement  was  violated.  And  for  faithful  observance  of  their  en- 
gagements the  jobbers,  too,  were  entitled  to  rebates  from  their 
purchases.  It  is  testified  that  ninety  per  cent  of  the  jobbers  in 
number  and  more  than  ninety  per  cent,  in  purchasing  power  joined 
the  combination. 

The  agreements  clearly,  therefore,  transcended  what  was  neces- 
sary to  protect  the  use  of  the  patent  or  the  monopoly  which  the  law 
conferred  upon  it  They  passed  to  the  purpose  and  accomplished 
a  restraint  of  trade  condemned  by  the  Sherman  Law.  It  had,  there- 
fore, a  purpose  and  accomplished  a  result  not  shown  in  the  Bement 
case.  There  was  a  contention  in  tiiat  case  that  the  contract  of  the 
National  Harrow  Company  with  Bement  &  Sons  was  part  of  a  con- 
tract and  combination  with  many  other  companies  and  constituted 
a  violation  of  the  Sherman  Law,  but  the  fact  was  not  established 
and  the  case  was  treated  as  one  between  the  particular  parties,  the 
one  granting  and  the  other  receiving  a  right  to  use  a  patented  article 
with  conditions  suitable  to  protect  such  use  and  secure  its  benefits. 
And  there  is  nothing  in  Henry  v.  A.  B.  Dick  Co.  {ante^  575;  176 
O.  G.,  751;  224  U.  S.,  1)  which  contravenes  the  views  herein 
expressed. 

The  agreements  in  the  case  at  bar  combhied  the  manufacturers 
and  jobbers  of  enameled  ware  very  much  to  the  same  purpose  and 
results  as  the  association  of  manufacturers  and  dealers  in  tiles  com- 
bined them  in  Montague  <&  Co.  v.  Lowry^  (193  U.  S.,  38,)  which 
combination  was  condenmed  by  this  Court  as  offending  the  Sherman 
Law.  The  added  element  of  the  patent  in  the  case  at  bar  cannot 
confer  immunity  from  a  like  condemnation,  for  the  reasons  we  have 
stated.  And  this  we  say  without  entering  into  the  consideration  of 
the  distinction  of  rights  for  which  the  Government  contends  between 
a  patented  article  and  a  patented  tool  used  in  the  manufacture  of  an 
unpatented  article.  Rights  conferred  by  patents  are  indeed  very 
definite  and  extensive,  but  they  do  not  give  any  more  than  other 
rights  an  universal  license  against  positive  prohibitions.  The  Sher- 
man Law  is  a  limitation  of  rights,  rights  which  may  be  pushed  to 
evil  consequences  and  therefore  restrained. 

This  Court  has  had  occasion  in  a  number  of  cases  to  declare  its 
principle.  Two  of  those  cases  we  have  cited.  The  others  it  is  not 
necessary  to  review  or  to  quote  from  except  to  say  that  in  the  very 
latest  of  them  the  comprehensive  and  thorough  character  of  the  law 
is  demonstrated  and  its  sufficiency  to  prevent  evasions  of  its  policy 
"  by  resort  to  any  disguise  or  subterfuge  of  form,"  or  the  escape  of  its 
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prohibitions  "by  any  indireotion.''  (United  States  v.  American 
Tobaooo  Oo^  221  U.  S.,  106.)  Nor  can  they  be  evaded  by  good 
motives.  The  law  is  its  own  measure  of  right  and  wrong,  of  what  it 
permits  or  forbids,  and  the  judgment  of  the  courts  cannot  be  set  up 
against  it  in  a  supposed  acconmiodation  of  its  policy  with  the  good 
intention  of  parties,  and,  it  may  be,  of  some  good  results.  (United 
States  V.  Freight  Asso.^  166  U.  S.,  290;  Armour  Packing  Go.  v.  United 
States,  209  U-  S.,  66.) 

The  Colwell  Lead  Company  asserts  the  legality  of  the  license  agree- 
ments as  the  other  defendants  do,  and,  besides,  urges  that  it  was  not 
engaged  in  interstate  commerce  but  that  it  only  sold  to  plumbers  and 
that  none  of  the  price  restrictions  was  applicable  to  it,  nor  was  it  at 
any  time  in  any  relations  whatsoever  with  the  other  defendants.  It 
asserts  that  it  was  itself  a  jobber  and  therefore  had  no  occasion  to 
deal  with  jobbers  and  that  it  was  not  present  nor  represented  at  any 
of  the  meetings  preceding  the  license  agreements. 

It  does  appear,  however,  that  the  company  was  a  member  of  the 
association  of  manufacturers,  an  association  which,  we  have  seen. 
passed  the  first  resolution  in  regard  to  the  license  agreement,  and  the 
president  of  the  company  when  addressed  on  the  subject  of  the  agree- 
ment expressed  an  appreciation  of  it  provided  all  manufacturers 
should  "sign  up."  He,  however,  reserved  final  judgment  until  he 
could  go  over  the  matter  in  detail  with  Wayman,  who  had  addressed 
him,  and  declared  that  he  would  "  be  greatiy  influenced  by  what  other 
manufacturers  do." 

There  is  a  letter  in  the  record,  about  whidb,  however,  there  is  some 
dispute,  purporting  to  have  been  written  by  the  president  of  the 
company  to  Wayman,  in  which  the  latter's  interpretation  of  a  pre- 
vious letter  was  said  to  be  "  entirely  correct,"  and  which  contained  the 
following : 

We  will  not  require  any  preferentialfl  below  the  lowest  price  made  by  the 
Standard  Sanitary  Mannfactnring  Go. 

There  can  be  littie  doubt  of  the  genuineness  of  the  letter,  and  it  is 
certain  that  the  company  assented  on  the  25th  of  May,  1910.  Its 
license,  however,  was  modified  in  order  that  it  might  meet  local  com- 
petition in  New  York,  its  business  being,  it  is  contended,  mostiy  local. 

It  appears  from  the  testimony  that  the  company  was  a  manufac- 
turer and  a  jobber,  manufacturing  about  one-half  of  what  it  sold. 
As  a  jobber  it  bought  goods  from  other  manufacturers  but  it  denies 
there  was  an  agreement  as  to  prices  with  such  manufacturers. 

The  testimony  as  to  the  state  or  interstate  character  of  its  busi- 
ness is  that  it  manufactures  at  Elizabeth,  N.  J.,  and  buys  also  from 
other  manufacturers  and  jobbers.  It  ships  from  there  to  its  ware- 
houses in  New  York,  Worcester,  Mass.,  and  Brooklyn.    The  trade  of 
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its  Worcester  branch  covers  about  two  hundred  miles  around  -Worces- 
ter, its  efforts  being  to  localize  its  business.  It  is  doubtful,  it  is 
testified,  if  the  trade  goes  beyond  Massachusetts,  the  trade  there 
being  circumscribed.  Sales  in  Connecticut  are  made  through  the 
New  York  office  from  the  warerooms. 

It  is  manifest  that  the  Colwell  Company  was  a  party  to  the  combi- 
nation and  was  also  engaged  in  interstate  commerce.  The  fact  that 
its  trade  was  less  general  than  that  of  the  other  manufacturers  and 
jobbers  does  not  take  from  it  the  character  of  an  interstate  trader. 
The  fact  that  it  was  restricted  in  less  degree  than  the  other  jobbers, 
given  a  certain  freedom  of  competition  to  meet  local  conditions  in 
New  York,  diminishes  only  the  degree  of  culpability  but  does  not 
entirely  remove  it.  Indeed  it  may  be  said  that  such  freedom  does 
not  even  diminish  culpability.  It  is  a  concession,  which  may  be 
made  a  means  of  crushing  competition  where  it  is  most  formidable. 

Error  is  assigned  on  the  action  of  the  circuit  court  in  not  granting 
a  motion  made  by  defendants  for  an  enlargement  of  time  to  take 
testimony  on  the  ground  that  they  had  been  prevented,  by  the  action 
of  the  G^ovemment  in  instituting  criminal  proceedings,  from  prop- 
erly presenting  their  def  ensa 

The  question  arose  upon  the  action  of  witnesses  who  were  sub- 
pcansBd  and  called  by  the  Colwell  Lead  Company,  they  being  officers 
of  some  of  the  other  manufacturers.  The  Oovemment  apprehend- 
ing and  as  it  now  contends,  that  the  witnesses  were  called  to  give 
them  immunity  from  a  criminal  prosecution  which  was  then  pending 
in  Michigan,  notified  them  that  if  they  testified  they  would  do  so  at 
their  peril,  as  immunity  could  only  be  claimed  by  witnesses  for  the 
Government.  The  witnesses  thereupon,  upon  the  advice  of  counsel, 
refused  to  testify,  leaving,  as  it  is  contended,  the  Colwell  Company 
particularly,  and  the  other  defendants  as  well,  without  the  evidence 
such  witnesses  could  have  given  and  which,  it  is  said,  they  did  give 
subsequently  in  the  criminal  trial. 

Whether  the  testimony,  if  given,  would  have  conferred  immunity 
we  are  not  called  upon  to  determine.  The  only  question  is  as  to  the 
extent  of  the  court's  discretion  in  such  circumstances.  The  Sherman 
Act  provides  for  a  criminal  proceeding  to  punish  violations  and  suits 
in  equity  to  restrain  such  violations,  and  the  suits  may  be  brought 
simultaneously  or  successively.  The  order  of  their  bringing  must 
depend  upon  the  Government;  the  dependence  of  their  trials  cannot 
be  fixed  by  a  hard  and  fast  rule  or  made  imperatively  to  turn  upon 
the  character  of  the  suit.  Circumstances  may  determine  and  are  for 
the  consideration  of  the  court.  An  imperative  rule  that  the  civil 
suit  must  await  the  trial  of  the  criminal  action  might  result  in  in- 
justice or  take  from  the  statute  a  great  deal  of  its  power.  Besides  a 
suit  by  the  Government  there  may  be  an  action  for  damages  by  a 
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"  person  injured  by  reason  of  anything  forbidden  by  the  act.''  Must 
it  also  wait?  Indeed,  the  reasons  urged  for  the  rule,  if  logically  ex- 
tended, would  compel  the  postponement  of  the  enforcement  of  the 
civil  remedies  until  the  exhaustion  of  criminal  prosecutions  or  their 
expiration  by  lapse  of  time.  Until  either  event  occurs  the  danger  of 
incrimination  cannot  be  said  to  have  passed.  It  is  manifest,  there- 
fore, that  the  most  favorable  view  which  can  be  taken  of  the  rights 
of  defendants  in  such  situation  is  that  they  depend  upon  the  discre- 
tion of  the  court  in  the  particular  case.  We  find  no  abuse  of  such 
discretion  in  the  case  at  bar. 
Decree  affirmed. 


Digitized  by  VjOOQ IC 


Digitized  by 


Google 


DIGEST  OF  DECISIONS. 


fDeolsIons  of  the  Supreme  Court  of  the  District  of  Columbia  are  Indicated  by 
the  letter  (o) ;  United  States  District  Courts  by  the  letter  (6) ;  United  States 
Circuit  Courts  by  the  letter  (c)  ;  Court  of  Appeals  of  the  District  of  Colum- 
bia by  one  star  (♦) ;  United  States  Circuit  Court  of  Appeals  by  the  letter 
(d),  and  the  Supreme  Court  of  the  United  States  by  two  stars  (♦♦).] 

ABANDONED  BXPBRIMfiNTS.  See  PHoriiy  of  Invention,  17,  IQ,  26;  Re- 
duciion  to  Practice,  2. 

ABANDONMENT  OF  APPLICATIONS.  See  Ahandonment  of  Trade-Marks; 
Interference,  5;  Priority  of  Invention,  46;  Prosecution  of  Applications, 
3,  4,  6,  7,  10,  12,  17,  m  35,  37,  38,  39;  Reissue  Applications,  4. 

1.  Lack  of  Bbsponsitb  PaoaacuTioN. — ^Where  the  Examiner  required  a 

formal  change  in  the  introductory  phrase  of  each  of  the  claims  and 
rejected  certain  of  the  claims,  Held  that  an  amendment  responding 
to  the  formal  requirement  only  as  to  two  of  the  claims  and  making  no 
reference  to  the  rejection  of  one  of  the  claims  was  not  completely  re- 
.  sponslve  and  that  since  no  other  action  was  taken  within  the  statutory 
period  the  application  is  abandoned.    Ew  parte  Bach,  33. 

2.  Same. — ^The  fact  that  an  amendment  filed  at  the  end  of  the  year  and 

presenting  new  claims  did  not  point  out  wherein  those  claims  avoided 
the  references  did  not  Justify  the  Examiner  in  holding  the  case  aban- 
doned for  lack  of  sufllcient  prosecution  where  it  appeared  that  the 
new  claims  were  drawn  along  the  line  of  an  allowed  claim.  Ex  parte 
Beard,  138. 
8.  Same. — ^The  action  of  the  Examiner  in  referring  to  a  published  decision 
of  the  Commissioner  for  his  reasons  for  holding  the  claims  unpatent- 
able Held  sufficiently  definite  and  the  action  of  the  applicant  Held  in- 
sufficient to  save  the  case  from  abandonment  Ex  parte  Patterson, 
142. 

4.  Same. — Where  an  applicant  in  every  Instance  waits  until  nearly  the 

end  of  the  year  allowed  by  law  before  amending  his  case  he  is  not 
entitled  to  urge  any  leniency  in  the  application  of  the  rule  that  bis 
actions  should  be  responsive  in  order  to  save  the  case  from  abandon- 
ment.   Id, 

5.  Same. — Where  at  the  end  of  the  year  following  a  proper  final  rejection 

the  applicant  filed  an  amendment  complying  with  certain  formal  re- 
quirements made  by  the  Examiner  and  a  request  that  the  final  rejec- 
tion be  waived,  but  without  any  sufficient  showing  why  such  action 
should  be  taken,  Held  that  the  application  is  abandoned.  Ex  parte 
Turner,  159. 

6.  Appeal  fbom   Decision  of  Commissioner — ^Jubibdiction  of  Coubt  of 

APPEALS  OF  the  Disteict  OF  COLUMBIA. — Where  the  Commissioner  de- 
cides that  the  showing  made  Is  not  sufficient  to  establish  that  the  delay 
in  the  prosecution  of  an  application  was  unavoidable  within  the  mean- 
ing of  section  4894,  Revised  Statutes,  Held  that  his  action  is  subject 
to  review  on  direct  appeal  to  the  Court  of  Appeals  of  the  District  of 
Columbim.     {*)  In  re  Mattullath,  490. 
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7.  Delay  Unavoidable.— Record  reviewed  and  delay  In  the  prosecution  of 
the  application  Held  "  unavoidable "  within  the  meaning  of  that  term 
as  used  in  section  4894,  Revised  Statutes.  {Ruling  in  ex  parte  Pratt, 
C.  D.,  1887,  31;  39  O.  G.,  1549.  approved.)     (•)  Id. 

&  Pbosectttion.— Where  the  Examiner  required  dlvlsioQ  broadly  between 
process  and  apparatus  claims  and  also  among  several  gronps  of  each 
of  these  sets  of  claims  and  the  only  response  made  within  the  year 
was  the  filing  of  an  amendment  canceling  the  process  claims  and  sub- 
stituting others  in  place  thereof,  Held  that  the  application  is  aban- 
doned for  lack  of  responsive  prosecution.  Bw  parte  Henri,  HeUMronner, 
and  Recklinffhauaen,  204. 

9.  Same. — ^Where  after  being  notified  that  an  amendment  to  an  appli- 
cation could  not  be  entered  because  not  filed  within  the  statutory 
period  ai^Ucant  mude  no  further  attempt  to  prosecute  the  application 
for  more  than  a  year,  but  meantime  unsuccessfully  attempted  to  covet 
the  invention  by  seeliing  to  reissue  a  prior  patent  and  by  filing  a  new 
application,  Held  that  the  delay  in  prosecuting  the  application  was  not 
unavoidable  and  that  the  application  is  abandoned.  Em  parte  Jones,  206. 
10.  Same. — Where  the  applicant's  attempted  action,  taken  near  the  close 
of  the  statutory  year,  was  not  such  as  the  condition  of  the  case 
required  and  the  only  showing  in  excuse  of  the  delay  in  filing  a  proper 
action  states  that  the  applicant  was  engaged  in  attending  to  other  busi- 
ness during  long  periods  of  time,  and  therefore  failed  to  give  such 
instructions  to  his  attorney  as  would,  enable  him  to  properly  amend 
the  case  within  the  year  allowed  by  law,  Held  that  this  is  clearly  not 
such  a  showing  as  to  Justify  a  holding  that  the  delay  was  unavoidable ; 
Held,  farther,  that  the  fact  that  petitioner  requests  that  the  applica- 
tion be  revived  merely  for  the  purpose  of  giving  a  second  case,  filed 
after  the  abandonment,  the  benefit  of  the  date  of  this  case  clearly  has 
no  bearing  upon  the  question  of  unavoidable  delay.  B9  parte  CHrar- 
delli,  239. 
U.  Same. — ^Where  an  appeal  to  the  Bxaminers-in-Ghief  •  was  filed  one 
day  after  the  expiration  of  the  year  from  the  final  rejection  and  a 
petition  that  the  application  be  held  not  abandoned  was  taken  one 
year  later,  statements  that  the  appeal  was  mailed  in  time  to  have 
reached  the  Ofllce  within  the  year  and  that  prosecution  of  this  and 
other  applications  of  this  applicant  had  been  delayed  by  litigatioa. 
Held  insufllcient  to  establish  that  tlie  delay  was  unavoidable,  since  it 
did  not  appear  why  applicant  waited  until  the  last  day  but  one  of  the 
year  to  mail  the  letter  containing  the  appeal,  since  the  postal  authori- 
ties are  the  agents  of  the  applicant  and  since  the  general  statements 
as  to  the  litigation  did  not  excuse  the  delay  in  filing  the  petition. 
Ex  parte  O'Brien,  240. 
12.  Same. — Where  no  action  was  taken  within  one  year  from  a  decision  of 
the  Examlners-in-Ohief  affirming  the  action  of  the  Bxaminer  save  the 
presentation  of  a  petition  that  the  case  be  reopened,  which  was 
denied.  Held  that  the  application  is  abandoned  for  lack  of  responsive 
prosecution.  Ex  parte  Brenzinger,  249. 
18.  Holding  of — ^Reviewable  on  Petition. — Where  the  Eixaminer  holds  that 
an  application  is  abandoned  for  lack  of  responsive  prosecution.  Held 
that  his  action  is  reviewable  on  petition  to  the  Commissioner  and  not 
on  appeal  to  the  iaraminer»in-Chief.    Ex  parte  Mtfgatt,  854. 
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14.  PiiosBCfcnsDir. — Wbere  the  TOxa miner  required  a  correction  in  the  draw- 
ing, certain  formal  corrections  in  the  specification,  and  stated  that  the 
claims  wwe  allowable.  Held  that  the  applicants  were  not  entitled  to 
postpone  the  correction  of  the  drawing  nntil  the  question  of  the  formal 
reqnironentB  had  been  finally  settled  and  that  an  amendment  filed  at 
the  end  of  the  year  correcting  the  specification,  but  not  correcting  the 
drawing,  is  insufllcient  to  save  the  application  from  abandonment 
Ew  parte  Thompson  and  Boss,  368. 
ABANDONMENT  OF  TRADE-MARKS.  See  Priority  of  Adoption  and  Use, 
2,  8 ;  ReffistratUm,  3. 

1.  Noir-UsB— Pboof  of  Iwtknt. — It  is  well  settled  that  the  mere  non-use  of 

a  trade-mark  does  not  establish  abandonment  thereof,  but  that  one  who 
ooQtoids  that  the  marlc  has  been  abandoned  must  establish  that  the 
original  owner  of  the  mark  not  only  discontinued  its  use  but  intended 
to  abandon  the  same.  (Baglin  et  al,  y.  Ousenier,  0.  D.,  1911,  552;  168 
O.  6.,  449;  221  U.  S.,  580,  and  cases  therein  cited.)  Madame  Irene 
V.  Schweinburg,  114. 

2.  Same — Same. — Where  a  firm  had  put  out  several  brands  of  coffee,  includ- 

ing **  Hygeia,"  and  its  books  offered  in  evidence  showed  not  only  that 
for  several  years  no  "  Hygeia  "  coffee  was  sold,  but  the  columns  in  the 
factory  stock-book  headed  *'  Hygeia  "  were  used  to  enter  various  other 
items  and  oo.  some  pages  the  word  "  Hygeia  "  was  written  across  with 
the  words  "  High  Grade "  and  "  D  Rfo,'*  Held  that  not  only  a  non- 
use  of  the  mark,  but  an  intent  to  abandon  the  same,  was  established. 
Levering  Coffee  Company  v.  Merchants  Coffee  Co,,  187. 

8.  Same — Sams. — ^The  right  in  a  trade-mark  is  a  property  right,  and  intent 
to  abandon  must  clearly  appear  from  the  facts  surrounding  non-user, 
but  intent  may  be  inferred  when  the  facts  are  shown  adequate  to  sup- 
port such  a  finding.  Acts  which  unexplained  would  warrant  an  infer- 
ence of  abandonment  may  be  met  by  a  showing  of  lack  of  abandon- 
ment   (*)  Levering  Coffee  Company  v. MercJiants  Coffee  Company,  547. 

4.  Same — Same. — Where  a  firm  which  put  out  several  brands  of  coffee,  In- 
cluding **  Hygeia,"  gradually  stopped  using  the  latter  and  adopted 
soon  after  a  similar  mark,  "  Hioja,"  and  the  factory  books  showed  not 
only  no  sales  of  "Hygeia,"  but  that  the  columns  headed  "Hygeia" 
were  devoted  to  other  brands^  Held  that  in  the  absaice  of  any  testi- 
mony by  the  members  of  the  firm  who  were  familiar  with  the  business 
an  intent  to  abandon  the  mark  was  established.  (*)  Id. 
ACCESS  TO  ABANDONED  APPLICATIONS. 

CoNTiNiTATioN — SUBSTITUTE. — ^Whero  an  application  upon  which  a  patent 
was  granted  is  filed  as  the  continuation  of  or  substitute  for  another 
application,  access  to  the  earlier  application  will  be  granted  upon 
request.    In  re  Henry  W,  Peahody  d  Co.,  290. 
ACCESS  TO  PENDING  APPLICATIONS. 

1.  Public-Use  Pbocbedings. — Where  in  connection  with  a  petition  for  the 
institution  of  public-use  proceedings  it  was  stated  that  petitioner 
became  aware  that  applications  were  pending  for  the  invention  alleged 
to  have  been  in  public  use  through  the  application  of  one  W.,  to  which 
it  Intimately  had  access,  Held  that  this  affords  no  ground  for  giving 
one  of  the  applicants  involved  in  the  public-use  proceedings  permission 
to  inspect  W.'s  application,  since  It  is  in  uo  way  relied  upon  by  the 
petitioner.    In  re  Deere  d  JJansur  Company,  61. 
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2.  Divisioir— OnmFiOAn  or  Oonvr.— Wbere  an  appUcati<m  upon  whidi  a 
patent  was  granted  is  a  diyision  of  an  earlier  application,  access  to  the 
latter  will  be  granted  only  upon  a  showing  of  interest  or,  where  a  suit 
has  been  brought  upon  the  patent,  npon  the  filing  of  a  certificate  of  the 
judge  before  whom  the  suit  is  pending  that  the  earlier  application  will 
be  relevant  and  material  eyidence.    In  re  Henry  W.  Peal>ody  d  Co,,  290. 

AGOESS  TO  PENDING  APPLICATIONS  BY  ASSIGNEE.    See  AsHgnmenU,  1. 

ACTION  BY  THE  EXAMINER.  See  Abandonment  of  Applicatkma,  1,  2,  3,  5, 
8»  12,  18,  14;  AmendmenU;  AppUoations,  2,  8;  OUUma,  1;  Construction 
of  Claims,  19,  20;  Desiffna,  3,  4;  Division  of  Applications,  1,  2;  Draw- 
ings; Interference,  16,  22,  28;  Motion  to  Dissolve  Interference,  8,  7,  8, 
12,  14,  24 ;  Prosecution  of  Applications,  1,  2,  3,  6,  8,  9. 10,  11,  12,  18, 14, 
16,  18,  20,  22,  24,  26,  26,  27,  28,  29,  81,  82,  88,  86,  89,  41,  48,  44;  Aa- 
fundment  of  Fees;  Reissue  Applications,  1. 

AFFIDAVITS.  See  Affidavits  under  Rule  75;  Interference,  34;  Motion  to  Dis- 
solve Interference,  11,  18,  24 ;  Opposition  to  Registration,  2 ;  PatentoM- 
ity,  3 ;  Perjury;  Prosecution  of  Applications,  11, 12 ;  PuhHo-Use  Proceed- 
ings,  8. 

AFFIDAVITS  UNDER  RULE  76.  See  Interference,  84;  Fro^eoiiMon  of  Ap- 
plications, 26,  26. 

1.  FOBEIQN    AFPUCATIOir — ^DaTB    Or    AND     lOENTITT    Or     iNTBNTIOirB — ^HOW 

BsTABLxsHiD. — ^Where  an  applicant  claims  the  benefit  of  the  filing  of  an 
a]K>lication  in  a  forelg^  country  for  the  purpose  of  oyercoming  a  ref- 
erence, his  aifidayit,  filed  under  the  provisions  of  Rule  76,  "  should  be 
accompanied  by  a  copy  of  the  original  foreign  application,  certified  to 
by  the  Patent  Office  of  the  country  in  which  It  was  filed,  and  if  it  is  not 
in  the  English  language,  a  sworn  translation  of  the  same  or  a  transla- 
tion made  by  the  ofllcial  translator  of  this  Office.  If  the  application 
was  not  made  by  the  inventor  himself,  applicant's  affidavit  should  also 
state  that  the  application  in  the  foreign  country  was  filed  for  his  boiefit 
and  that  such  procedure  is  in  accordance  with  the  procedure  in  the 
foreign  country."    Ea  parte  Barthels,  171. 

2.  QtTBSTioN  OF  SunriouENCT  Not  REviBwia>  on  PsnTtON. — ^The  question  of 

the  sufficiency  of  affidavits  presented  under  Rule  76  is  reviewable  by 
the  Ezaminers-in-Chief  in  the  first  instance.    Bw  parte  Sanif^y,  264. 

AGENT.    See  Abandonment  of  Applications,  11 ;  Registration,  a 

AGREEMENT.    See  Infringement,  1,  8 ;  Monopoly,  1. 

ALLEGATION.  See  Access  to  Pending  Applications,  1 ;  Interference,  1,  6,  11, 
86;  Invention,  8;  Motion  to  Dissolve  Interference,  6,  11,  12,  16,  19,  21, 
24;  Opposition  to  Registration,  6;  Priority  of  Invention,  7;  Prosecu- 
tion of  Applications,  8;  Puhlic-Use  Proceedings,  1,  4;  Reduction  to 
Practice,  8 ;  Testimony,  6. 

AMENDMENT  TO  PRELIMINARY  STATEMENT.  See  Motion  to  Amend  Pre- 
liminary Statement;  Priority  of  Invention,  7. 

1.  INTEBFEBENCE — ^MATTERS  OF  Rbcobd. — It  is  well  Settled  that  where  an 

amendment  sought  to  be  made  to  a  preliminary  statonent  merely  sets 
up  matters  of  record  or  the  dates  of  applications  on  file  in  the  Patent 
Office  the  rule  respecting  the  showing  required  is  applied  less  strictly. 
Crammer  and  Hodge  v.  Carrier,  106. 

2.  Sams— DiscBETioN  of  the  Examines  of  Intebfebenobs. — ^The  question 

of  amending  a  preliminary  statement  is  largely  within  the  discretion 
of  the  Examiner  of  Interferences,  and  his  decision  on  this  question  will 
not  be  disturbed  unless  it  is  shown  that  such  discretion  has  been 
abused.    Id, 
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8.  Same — ^Discretion  of  the  Oommibsionsb  of  Patents. — ^The  rule  requir- 
ing preliminary  stat^nents  is  a  salutary  one,  its  obvious  object  being 
to  elicit  from  each  of  the  [Mirties  certain  vital  information  before  any 
IMtrty  is  informed  as  to  the  statements  of  any  other.  Owing  to  the 
purpose  of  the  rule,  the  exercise  of  the  Ck>mmi8Sioner'8  discretion  in 
passing  upon  motions  to  amend  such  statements  will  not  be  disturbed 
unless  it  is  plain  that  there  has  been  an  abuse  of  that  discretion. 
(♦)  Thomas  v.  Wetntrauh,  466.  ' 
4.  Same— DisoBETiON  of  the  Examines  of  Intebfebences — ^Acceptance  of 
Testimony. — Record  reviewed  and  Held  to  show  no  abuse  of  discretion 
on  the  part  of  the  Bxaminer  of  Interferences  in  allowing  the  junior 
party  to  amend  his  preliminary  statement  and  in  accepting  such  testi- 
mony as  in  his  opinion  was  properly  presented  thereundar.  Klenk  v. 
Kru9€,  185. 

AMENDMENT  UNDEB  RULE  7a    See  AmendmenU,  2. 

AIOINDMENTS.  See  Ahandonmmi  of  Applicationa,  1,  2,  4,  5,  8,  9,  10,  14; 
AppUoationBf  8;  daims,  5;  DeHgns,  4;  Drawings,  8;  Opposition  to 
Registration,  2;  Prosecution  of  Applications,  2,  8,  4,  9,  10,  19,  21,  27, 
29,  82,  88,  86,  88,  39;  Right  to  Make  Claims,  2;  Trade-Marks,  1. 

1.  Filed  Dubino  the  Intebfebence. — Where  an  amendment  is  filed  to  an 

application  in  interferaice  which  purports  to  put  this  application  in 
condition  for  another  interference,  the  Primary  Examiner  should  give 
the  amendment  consideration  sufficient  to  determine  whether  such  is 
the  case,  and  if  it  is'  should  request  jurisdiction  of  the  application  in 
order  to  enter  the  proposed  amendment;  otherwise  the  amendment 
should  be  refused  entry  until  the  termination  of  the  interference. 
Cross  V.  Ruslnf,  848. 

2.  Undeb  Rule  78. — ^Where  an  amendment  is  filed  under  Rule  78  which  the 

Examiner  reports  contains  a  claim  broader  in  scope  than  those  allowed 
and  the  entry  of  which  would  necessitate  a  reopening  of  the  case  for 
further  prosecution,  Held  that  the  amendmoit  will  not  be  admitted. 
B9  parte  Goldsmith  and  Whiting,  360. 
8.  Containing  New  Matteb. — The  fact  that  an  amendment  contains  new 
matter  is  no  ground  for  refusing  to  enter  it  It  should  be  entered,  a 
requirement  made  to  eliminate  the  new  matter,  and  any  claims  based 
thereon  rejected.  Em  parte  Myers,  866. 
ANTICIPATION.  See  Construction  of  Claims,  7,  22;  Interference,  8,  9;  Par- 
ticular Patents,  2. 

1.  Patentabiijty — Subsequentlt-Gbanted  Patent. — ^The  practice  of  citing 

as  references  patents  which  were  granted  subsequently  to  an  appli- 
cant's filing  date  but  on  applications  filed  prior  to  that  date  Held 
proper.    Em  parte  Bryan,  146. 

2.  TBAOB-MaEKS — ClBCUMFEBBNTIAL  BANDS  OF  CONTBASTING  COLOBS  FOB  PeN 

AND  Pencil  Holdebb,  Etc. — ^A  trade-mark  for  pen  and  pencil  holders, 
etc.,  consisting  of  a  circumferential  band  of  a  red  color  contrasting  with 
a  yellow  or  gilt  color  on  each  side  thereof  Held  properly  refused  regis- 
tration in  view  of  prior  registrations  of  marks  differing  therefrom 
only  in  the  colors  used  (citing  A.  Leschen  d  Sons  Rope  Company  v. 
Broderick  d  Bascom  Rope  Company,  C.  D.,  1911,  312;  164  O.  G.,  977; 
36  App.  D.  C,  461.)  Em  parte  Eagle  PencU  Company,  126. 
8.  Same — ^Rboistbation. — ^A  trade-mark  consisting  of  the  words  "Harbor 
Light"  in  association  with  a  marine  scene  the  promin^t  feature  of 
which  is  the  representation  of  a  lighthouse  Held  properly  refused  regis- 
tration in  view  of  the  prior  registration  of  marks  OKiBisting,  respec- 
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tiTely,  of  the  word  "Harbor"  and  the  words  "Ufflxt  Honae"  associ- 
ated with  the  picture  of  a  lighthonse  applied  to  goods  of  the  same 
descriptiye  properties.  Bw  parte  8im$,  160. 
4.  Samb— Same— "  Noblbsse  "  and  "  Nobiutt."— Registration  of  the  word 
"  Nobility  '*  as  a  trade-mark  Held  properly  refused  in  view  of  the  prior 
use  by  another  of  the  word  "  Noblesse  "  as  applied  to  the  same  goods. 
Bolt  d  Co.  y.  Kansas  MiUing  d  Export  Oo.,  388. 
6.  Same — Circumfeeential  Bands  of  Oonteastino  Oqlobs  fob  Pen  and 
Pbncil  Holdebs,  E}to. — ^A  trade-mark  for  pen  and  pencil  holders,  etc, 
consisting  of  a  circumferential  band  of  red  color  cimtrastlng  with  a 
yellow  or  gilt  color,  Held  properly  refused  registratien  In  view  of  the 
prior  registration  of  marks  consisting  of  circumferential  bands  of  dif- 
ferent colors  applied  to  goods  of  the  same  descriptive  properties. 
( G.  D.,  1912, 125 ;  177  O.  G.»  1295. )  {*)Inre  Baffle  PenoU  Company,  572. 
6.  Same — Disclaimed  Featubes  of  Pbiob  Rbsistbations  do  not  Consti- 
tute.— "  I  am  therefore  of  the  opinicm  that  the  features  of  Illustration 
found  In  the  registration  of  a  trade-mark  which  are  stated  to  be  non- 
essential features  and  the  right  to  the  exclusive  use  of  which  is  dis- 
claimed may  not  be  considered  as  constituting  a  '  registered  or  known 
trade-mark'  which  would  bar  the  registration  of  similar  arbitrary 
features  by  one  who  has  adopted  and  used  the  latter  in  a  true  trade- 
mark sense."    Ba  parte  Lake  Region  Packing  Assoetationt  418. 

ANllTRUST  ACT.     See  Monopoly. 

APPEAL.  See  Affidavits  under  Rule  75,  2;  Claims,  1,  2,  6;  Interference,  1.  29; 
Mandamus;  Motion  to  Dissolve  Interferenoe,  8,  12;  Priority  of  Inven- 
tion, 89,  41;  Prosecution  of  Applications,  6;  Refundment  of  Fees; 
Rehearing. 

APPEAL  FROM  THE  COMMISSIONER  OF  PATENTS.  See  AJMindonment  of 
Applioaiions,  a 

APPEAL  FROM  THE  EXAMINER  OF  INTERFERENCES.     See  Testimony,  7. 

APPEAL  FROM  THE  EXAMINERS-IN-CHIEF.    See  PatentaMUty,  1. 

APPEAL  FROM  FAVORABLE  DECISION.  See  Motion  to  Dissolve  Inter- 
ference, 3,  4. 

APPEAL  TO  THE  EXAMINERS-IN-CHIEF.  See  AhandonmeM  of  AppHca- 
tions,  11, 13 ;  Claims,  1,  5 ;  Division  of  Applications,  2 ;  Interference,  1 ; 
Prosecution  of  Applications,  9,  36,  44. 

APPLICANT  AND  REGISTRANT.  See  Motion  to  Dissolve  Interference,  6; 
Registration,  5. 

APPLICATIONS.  See  Abandonment  of  Applications;  Access  to  Abandoned  Ap- 
plications; Access  to  Pending  Applications;  Affidavits  under  Rule  75; 
Amendments;  Assignments;  Bankruptcy;  Claims;  Classes  of  Goods, 
2,  12;  Construction  of  Claims;  Delay  in  Piling  Applications;  Designs; 
Division  of  Applications;  Drawings;  Interference^  1,  4«  5,  0,  18,  20,  22, 
88;  Invention;  Motion  to  Dissolve  Interference,  23;  Notary  Public  in 
Foreign  Country;  Patentability;  Perjury;  Priority  of  Invention,  12; 
Prosecution  of  Applications;  Public-Use  Proceedings,  6;  Reissue  Ap- 
plications; Renewal  of  Forfeited  Applications;  Right  to  Make  Claims, 
1,  2 ;  Bpeciftoations;  Trade-Marks,  !• 
1.  Disclosube. — ^A  petition  stating  that  the  attorneys  filed  an  Informal 
application  and  th«i  asking  that  the  Examiner  instruct  theoa  in  what 
way  to  make  It  formal  daiied,  since  It  is  obvious  that  the  inyention 
for  which  a  patent  is  sought  must  be  disclosed  by  the  am>licant  and 
not  by  the  Examiner.    Ex  parte  Thompson^  297. 
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AUTHORITY  OP  THE  COMMISSIONER  OP  PATENTS.  See  OcmoetoMon  ijf 
Trade-Mark  HegisiraiiotK  6;  Regisiration,  2;  Rehearing;  Reissue  Ap- 
plicatione,  2. 

BANKRUPTCY. 

1.  OwNSB  OF  AppuoiLTioN  FOB  Patent—Titlb  OF  Tbubteb. — Where  tbe 

owner  of  an  application  for  patent  is  declared  a  bankrupt,  Held  that 
the  title  to  the  interest  in  the  patent  about  to  be  granted  is  transferred 
by  operation  of  law  to  the  trustee  in  bankruptcy.    In  re  Stehler,  117. 

2.  Same — Pboseotttion  of  ApPLiOATioir  ahd  Issuance  of  Patent. — ^Where 

the  trustee  in  bankruptcy  sells  certain  applications  for  patent  owned 
by  a  bankrupt,  and  that  sale  is  confirmed  by  a  court  of  competent  Juris- 
diction, and  the  order  of  the  court  and  the  bill  of  sale  by  the  trustee 
are  recorded  in  this  Office,  Held  that  the  transferee  should  be  recog- 
nized in  the  prosecution  of  the  application  and  the  patent  thereon  be 
issued  to  him.    Id. 

BAR  TO  PATENT.    See  Interference,  4,  5;  Puhlic-Uae  Proceedings,  1^  2. 

BAR  TO  REGISTRATION.     See  Aniioipation,  6. 

BILL  OF  SALE.     See  Bankruptcy,  2. 

BREACH  OF  CONTRACT.    See  Infringement,  1,  8. 

BRIEF.    See  Interference,  1. 

BURDEN  OP  PROOF.  See  Infringement,  6;  Interference,  11,  83;  Priority  of 
Invention,  46. 

CANCELATION  OF  CLAIMS.  See  Abandonment  of  Applications,  8;  Applica- 
tions, 3;  Claims,  1;  Prosecution  of  Applications,  42,  43,  44;  Reissue 
Applications, 

CANCELATION  OF  DRAWINGS.     See  Dratcings,  1. 

CANCELATION  OF  TRADE-MARK  REGISTRATION.  See  Opposition  to 
Registration^  8 ;  Priority  of  Adoption  and  Use. 

1.  Showing  of  Interest  by  Applicant. — Where  the  petition  for  cancela- 

tion shows  that  the  applicant  for  cancelation  is  not  using  the  registered 
mark  or  one  so  nearly  resembling  it  that  their  simultaneous  use  would 
be  liable  to  cause  confusion,  Held  that  the  applicant  has  not  shown  a 
likelihood  of  damage,  and  that  the  petition  for  cancelation  was  prop- 
erly dismissed.     The  Michigan  Tea  Rusk  Co,  v.  HoUand  Rusk  Co.,  85. 

2.  Registsationb  Under  the  Act  of  1870. — ^A  petition  for  the  cancelation 

of  a  trade-mark  registration  effected  under  the  law  of  1870  Held  prop- 
erly dismissed,  since  such  registration  was  granted  for  a  period  of 
thirty  years,  and  therefore  if  valid  would  have  expired  before  the 
petition  for  cancelation  was  filed.  Walter  Baker  d  Company,  Ltd.,  t. 
Worth,  109. 

8.  Priority  of  Adoption  and  Use. — ^Application  of  Deltsch  Brothers  for  can- 
celation of  the  registration  of  Loonen  Held  properly  dismissed  upon 
the  ground  of  prior  use  of  the  trade-mark  by  Loouen.  {*)Deitsch 
Brothers  v.  Loonen,  531. 

4.  Fraudulent  or  Improper  Use  of. — Where  the  applicants  for  cancelation 
charged  fraudulent  or  improper  use  of  the  trade-mark  by  the  regif^trnnt. 
Held  that  *'  It  hardly  lies  in  the  mouth  of  the  applicant  to  urge  as 
fraudulent  and  Improper  the  same  trade-mark  use  on  which  they  found 
their  claim  to  cancelation."     {*)  Id. 

6.  Use  of  Red-Cross  Symbol. — Where  the  applicants  for  cancelation 
charged  that  the  trade>mark  use  of  the  red-cross  symbol  was  against 
public  policy  prior  to  the  year  1905,  Held  *'this  needs  no  answer  after 
the  acts  of  1905  and  1910.    Whatever  may  have  been  the  policy  before. 
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OongresB  has  now  definitely  declared  in  the  proyiso  of  the  latter  act 
that  it  would  permit  such  marks  if  they  antedated  1905."     {*)  Id. 

6.  JuBiSDicnoN  OF  THE  OoMMiBSioNSB. — Held  that  the  Commissioner  has 

authority  under  the  Trade-Mark  Act  for  canceling  a  registration  upon 
the  showing  of  the  registrant  that  such  registration  was  granted  to  a 
non-existent  corporation.  Bw  parte  Tlie  American  Rolling  Mill  Com- 
pany, 343. 

7.  Rbgibtration  not  Reiitstated. — ^Where  upon  the  petition  of  the  regis- 

trant a  trade-mark  registration  was  canceled  because  through  an  error 
in  the  application  the  registration  was  granted  to  a  non-existent  cor- 
poration, Held  that  such  registration  will  not  be  reinstated.    Id. 

CERTIFICATB  OP  CORRECTION. 

Patents — OoNfxiOTiNo  Assignments. — ^Where  during  the  pendency  of  an 
application  apparently  conflicting  assignments  were  filed  and,  before 
the  payment  of  the  final  fee,  the  attention  of  the  attorneys  was  called 
thereto,  but  no  attempt  was  made  to  correct  the  same  and  the  patent 
issued  to  the  inventor,  HeUd  that  a  certificate  of  correction  setting  forth 
the  all^^ed  proper  ownership  will  not  be  granted.    In  re  Jacobaon,  285. 

CERTIFICATE  OF  COURT.    See  Access  to  Pending  Applications,  2. 

CERTIFIED  COPIES  OF  PARTS  OP  APPLICATIONS.  See  Division  of 
Applications,  4 ;  Interference^  22. 

CITIZENSHIP.    See  Jurisdiction  of  the  Federal  Courts,  L 

CLAIMS.  See  Abandonment  of  Applications,  1,  2,  3,  8,  14;  Amendments,  2,  8; 
Construction  of  Claims;  Division  of  Applications,  1,  3;  Interference, 
4,  5,  6,  10,  12, 13,  15,  19,  35,  37;  Motion  to  Amend  Applications;  Motion 
to  Dissolve  Interference,  3,  10,  15,  16,  17,  25;  Patentability,  2,  3,  4; 
Priority  of  Invention,  51 ;  Prosecution  of  Applications,  2,  3,  5,  6,  7,  8,  9, 
10,  11.  13,  14,  16,  17,  18,  20,  22,  24,  25,  26,  27,  28,  29,  30.  31,  32,  33,  34. 
36,  41,  42,  43,  44;  Public-Use  Proceedings,  3,  6;  Reduction  to  Practice, 
8,  6;  Reissue  Applications,  3,  6,  7,  8.  9;  Res  Adjudicata,  2,  3;  Right  to 
Make  Claims;  Testimony,  8. 

1.  Independent  Intention — Practice. — ^A  requirement  by   the  Examiner 

that  claims  be  canceled  and  presented,  if  at  all,  in  a  copending  divi- 
sional application  Held  reviewable  in  the  first  instance  by  the  Exam- 
iners-in-Chtef  on  appeal.    Bw  parte  Pope,  141. 

2.  Filed  After  Final  Rejection. — ^A  claim  filed  after  final  rejection  Held 

to  be  not  merely  a  presentation  of  those  finally  rejected  in  better  form 
for  consideration  on  appeal  and,  as  not  accompanied  by  such  a  showing 
as  required  by  Rule  68,  properly  refused  admission.  Bx  parte 
Qreig,  224. 

3.  Reference  to  Parts  or  the  Structure  Not  Covered  Thereby. — Where 

claims  are  clear  as  to  the  elements  intended  to  be  covered  thereby  and 
the  structure  is  such  that  it  can  only  be  described  with  clearness  by 
referring  to  other  parts  of  the  device,  there  is  no  objection  to  wording 
the  claims  in  this  way.    Bx  parte  Compos,  255. 

4.  Combination — Ground  of  Rejection. — ^Where  a  combination  of  elements 

is  old,  claims  to  that  combination  should  not  be  allowed,  whether  they 
state  the  elements  of  the  combination  broadly  or  specifically,  unless  the 
specific  form  of  the  elements  themselves  enter  into  the  combination  to 
produce  a  new  result    Bx  parte  Baker,  291. 

5.  New    Matter — Question    of.    Reviewable    by    Examiners-in-Chief. — 

Whether  the  claims  in  an  application  as  amended  cover  new  matter  is 
a  question  reviewable  in  the  first  instance  by  the  Bxaminers-in-Ghief. 
Ex  parte  Thompson,  297. 
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CLASSIFICATION  OP  INVENTION.    See  DitHsion  of  Applications,  1. 
CLASSES  OF  GOODS.    See  Goods  of  the  Same  Descriptive  Properties,  2; 
Property  Rights;  Registration,  7. 

1.  Tbade-Mabkb — "  Cotton   Sheetings  and   Shibtinos  "  and  "  Silk  and 

Cotton  and  Silk  Mixed  Piece  Goods." — Silk  and  cotton  and  silk  mixed 
piece  goods  HeUd  to  constitute  goods  of  the  same  descriptive  properties 
as  cotton  sheetings  and  shirtings  and  cotton  piece  goods  and  blankets. 
Jackson  Company  v.  Rogers  d  Thompson,  22. 

2.  Same — ^Application — Pabticxjlab    Description    of    Goods. — Where   the 

labels  filed  with  the  application  defined  the  goods  as  "  a  blend  of  rock 
candy  and  maple-syrup,"  Held  that  the  particular  description  of  goods 
in  the  application  "  table-syrup  "  is  sufficiently  definite.  Bm  parte  F,  R. 
Chamberlain  Company,  25. 

8.  Same — Salted,  Smoked,  Packed,  and  Canned  Fish  Not  of  Same  De- 
scriptive Properties  as  Crackers,  Biscuits,  and  Brfakfast  Cereals. — 
An  opposition  by  the  owner  of  a  mark  applied  to  crackers,  biscuits, 
bread,  and  breakfast  cereals  to  the  registration  by  another  of  the  same 
mark  as  applied  to  salted,  smoked,  pickled,  and  canned  fish  Held 
properly  dismissed,  since  'Mt  requires  altogether  too  great  a  stretch 
of  the  imagination  to  conclude  that  any  one  calling  for  breakfast  food 
would  accept  salted  codfish  without  knowing  the  difference."  (*)  John- 
son Educator  Food  Co,  v.  Sylvanus  Smith  d  Co.,  Inc,,  440. 

4.  Same — Butter  and  Oleomaboabin. — Held  that  butter  and  oleomargarln 
are  goods  of  the  same  descriptive  properties  within  the  meaning  of  the 
Trade-Mark  Act.    John  F,  Jelke  Co.  v.  Emil  Fleischl  rf  Son,  63. 

6.  Same — Canned  Fish  and  Canned  Salmon. — Canned  fish  and  canned 
salmon  Held  to  be  goods  of  the  same  descriptive  properties.  Ex  parte 
Sims,  160. 

6.  Same — "Silk    Fabrics"     and     "Shirtings,    Cambrics,     E>rc." — Silk 

fabrics  Held  goods  of  the  same  descriptive  properties  as  shirtings,  cam- 
brics, drills,  cotton  velvets,  and  knitted  cotton  piece  goods.  Ew  parte 
Rosenthal  Brothers,  228. 

7.  Same — "Beer"  and  "Brewed  Beverage  Containing  Less  Than  One- 

Half  OF  One  Per  Cent  of  Alcohol."— A  beverage  composed  of  malt 
and  containing  less  than  one-half  of  1  per  cent  of  alcohol  Held  to  con- 
stitute goods  of  the  same  descriptive  properties  as  beer.  (♦)  In  re 
Independent  Breweries  Company,  559. 

8.  Same— -"Syrup  for  Flavoring  Beverages,"  "Ginger-Ale,  Sabsapabilla, 

AND  Lemon-Soda." — A  concentrated  eymp  for  flavoring  beverages  Held 
to  constitute  goods  of  the  same  descriptive  properties  as  ginger-ale, 
sarsaparilla,  lemon-soda,  and  club-soda.    Ex  parte  AUgoever,  293. 

9.  Same — "  Laundry  Soap,"  "  Soap,"  and  "  Saponified  Shampoo  Prepara- 

tions."— Soap  and  saponified  shampoo  preparations  Held  to  constitute 
goods  of  the  same  descriptive  properties  as  laundry  soap.  Ex  parte 
Goodrich  Drug  Co.,  303. 

10.  Same — "Butter"  and  "Artificial  Butter." — ^Butter  and  artificial  but- 

ter or  "  oleomargarln  "  Held  goods  of  the  same  descriptive  properties 
within  the  meaning  of  the  trade-mark  law.  Ex  parte  The  Utrecht  Ex- 
port Cy.  Griendt  Bros.,  Ltd.,  304. 

11.  Same — "  Swefttened  Chocolate  and  Candy  "  and  "  Coffee." — Sweetened 

chocolate  and  candy  Held  not  goods  of  the  same  descriptive  properties 
as  coffee.  StoUwerck  Brothers,  Inc,,  y.  "Luoema"  AngUhSwin  MUk 
Chocolate  Co,  y.  Hoffman,  369. 
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12.  Same  —  Apflioation  —  Dbscbiption    or    Goods  —  Gaknbd    Meats    aitd 

Fowls.— The  term  "  canned  fowls  "  Held  sufficiently  definite  to  desig- 
nate certain  goods  of  applicant,  but  tbe  tenn  *' canned  meats**  Held 
not  sufficiently  definite  and  that  a  more  specific  statement  of  the  goods 
was  property  required  (citing  ew  parte  Tlie  Kinffon  Packing  Asaocia- 
tian,  G.  D.,  1906,  53;  120  O.  O.,  1166).  Bw  parte  FranJOin  MacVeagh 
d  Co,,  368. 

13.  Same — Goods  or  the  Same  DssoBiFnmB  Pbopebtobs — ^laok  Filler*' 

AND  "  White  Lead  and  Oxids  of  Lead." — **  Black  filler/*  which  is  used 
largely  in  the  painting  of  carriages  and  automobiles  for  giving  a  smooth 
surface  to  the  wood  upon  which  jthe  finishing  coats  are  placed  and  as  an 
ingredient  for  certain  kinds  of  paint,  Held  of  the  same  descriptiye 
properties  as  **  white  lead  and  oxids  of  lead."  The  Kejfstone  Paint  A 
Filler  Co.  ▼.  Jfational  Lead  d  OU  Co,  of  Pa,,  et  al,,  405. 

COLOR.    See  Antioipation,  2,  5. 

COMBINATION.  See  OMma,  4;  Infrinffemmi,  6,  7;  Reduction  to  Practice, 
6,7. 

COBiMERCIAL  SUCCESS.    See  Reduction  to  Practice,  1,  3. 

COMMISSIONER  OF  PATENTS.  See  Abandonment  of  Applications,  3,  6; 
Amendment  to  Preliminary  Statement,  3;  Interference,  12;  Monopoly; 
Motion  to  Dissolve  Interference,  4 ;  Perjury;  Priority  of  Invention,  11 ; 
Registration,  2;  Rehearing;  Reissue  Applications,  1,  2. 

CONCEALMENT  OF  INVENTION.  See  Priority  of  Invention,  17.  19.  2a 
28,  46. 

CONCEPTION  OF  INVENTION.  See  Interference,  11 ;  PrioHty  of  Invention^ 
1,  2,  3,  4.  6,  12,  13,  14,  17,  19.  24,  27,  29,  30,  40,  43,  44,  49,  54.  55.  66; 
Reduction  to  Practice,  2,  11, 12;  Testimony,  3. 

CONFLICTING  ASSIGNMENTS.  See  Assignments,  2.  6 ;  Certificate  of  Correc- 
tion. 

CONSTBUCriON  OF  CLAIMS.  See  Claims,  3;  Interference,  20;  Patenta- 
UUty;  Priority  of  Invention,  32;  Prosecution  of  Applications,  18;  Re- 
duction to  Practice,  3 ;  Reissue  Applications,  6. 

1.  Patentabiutt — Ironing-Machine. — ^A  claim  for  an  ironing-machine  Held 

unpatentable  oyer  the  prior  art,  since  neither  the  substitution  of  gas  for 
steam  as  the  heating  medium  or  placing  the  gas-burner  below  the  level 
of  the  median  line  of  the  shoe  required  invention.  Ew  parte  Qrosse  and 
Frmoh,  10. 

2.  iNTJHumENOB — ^RiGHT  TO  MAKE  THE  CLAIM. — Cellulold  Held  to  be  a 

"  shellac-llke '*  record  material  within  the  meaning  of  the  claims  and 
that  therefore  E.  is  entitled  to  make  the  claims  in  issue.  Emerson  y. 
Sanders,  14. 

3.  Method  of  AoootTNTiNo. — Claims  for  a  "method  of  accounting*'  Held 

unpatentable.    (*)  In  re  Tallmadge,  434. 

4.  PatentabH/Itt — ^Design.— A  design  for  a  water-closet  Held  unpatentable 

In  view  of  prior  art.    (•)  In  re  Madden,  444. 

5.  Same— Ihcandbscent-Lamp-Secubino  Means. — Claims  for  a  device  for 

fastening  an  incandescent  lamp  in  its  socket  Held  unpatentable  in  view 
of  the  prior  art    Bob  parte  Morgan,  65. 

6.  Save — Doxtblb  Use. — ^Where  the  locking  device  employed  by  applicant 

had  been  used  for  the  same  purpose  in  nut-locks,  Held  thnt  applicant 
had  made  merely  a  double  use  of  this  old  instrumentality  when  he 
employed  It  as  a  means  for  fastening  an  incandescent  lamp  in  its  socket 
Id. 
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7.  Same — ^Pbooess  of  Heating  bt  Steam. — Qaims  for  a  procen  of  heating 

by  steam  Held  to  state  nothing  more  than  the  function  of  the  apparatus 
shown  and  to  be  anticipated  by  the  prior  art    Bw  parte  Gold,  162. 

8.  Same — iNOANDESCENT-LAMP-SEOusiKa  Meaits. — Claims  for  a  device  for 

fastening  an  incandescent  lamp  in  its  socket  Held  unpatentable  in  yiew 
of  the  prior  art     {*)Inre  Morgan,  48L 

9.  Same— Double  Use.— Where  the  locking  devices  employed  by  the  appli- 

cant had  been  used  for  the  same  purpose  in  nut-locks,  Held  that  appli- 
cant had  made  merely  a  double  use  of  this  old  instrumentality  when  he 
employed  it  as  a  means  for  listening  an  incandescent  lamp  in  its 
socket     (*)Id. 

10.  Same— Incanihbscent  Filament. — Claims  for  an  incandescoit  filament 

Held  unpatentable  In  view  of  the  prior  art  i*)In  re  Von  Wets- 
bach,  G06. 

11.  Same— Condttit-Pipe. — Claims  for  an  iron  or  steel  conduit-pipe  having 

an  outer  coating  composed  of  an  inner  layer  of  copper  applied  directly 
to  the  surface  of  the  pipe  and  an  outer  layer  of  zinc  Held  unpatentable 
in  view  of  the  prior  art    Em  parte  HodMnson,  201. 

12.  Same— McTHOD  of  Stbam-Heatino.— Oaims  for  a  method  of  steam-heat- 

ing Held  unpatentable  in  view  of  the  prior  art     (*)In  re  Oold,  511. 
18.  Same — MteTAixio  Cboss-Tis. — ^The  claim  for  a  metallic  cross-tie  Held 
unpatentable  in  view  of  the  prior  art    Es^  parte  Maas,  212. 

14.  Same — Systems  of  Electbical  Distbibution.— A  claim  specifying  "a 

plurality  of  positive  electrodes  and  an  inductance  introduced  into  each 
of  the  leads  of  the  positive  electrodes  "  Held  not  to  read  <ki  the  device 
shown  in  T.'s  earlier  application,  in  which  there  are  shown  two  pri- 
mary and  two  secondary  positive  electrodes  with  inductances  in  only 
the  secondary  leads.     {*)Kruh  v.  TTiomas,  628. 

15.  Same— Condttit  fob  Eleotbio  Wibes. — Claims  for  an  iron  or  steel  con- 

duit-pipe having  an  outer  coating  composed  of  an  inner  layer  of  cop- 
per applied  directly  to  the  surface  of  the  pipe  and  an  outer  layer  of 
zinc  Held  unpatentable  in  view  of  the  prior  art  i*)In  re  Hodkin- 
8on,  558. 

16.  Same — ^Fobob-Febd  Lubbigatob. — ^Where  the  prior  art  shows  a  force-feed 

lubricator  the  i^ray-pipe  of  which  communicates  with  the  cross-head 
pin  of  an  engine,  a  claim  differentiating  therefrom  only  in  specifying 
that  the  spray-pipe  communicates  with  the  expansion-chamber  of  the 
engine-cylinder  Held  unpatentable.    Bw  parte  Horton  and  Keen,  276. 

17.  Same— Same. — Certain  claims  for  a  force-feed  lubricator  Held  patent- 

able over  the  prior  art    Id, 

18.  SAMfe— Base  fob  Pbinting-Plates. — Claims  for  a  base  for  printing 

plates  consisting  of  blocks  of  wood  having  the  grain  vertical  Held  pat- 
entable over  the  prior  art  Bm  parte  Hoge  and  Rieh,  287. 
19*  Inapt  Lanottaoe— Matieb  of  B\>bm.— Where  the  Ebcaminer  rejected 
claims  for  an  ice-making  machine  in  which  there  is  a  plurality  of 
upright  molds,  in  which  the*  ice  is  to  be  formed,  and  surrounding 
Jackets,  between  which  and  the  molds  a  freezing  and  thawing  medium 
is  introduced,  on  the  ground  that  the  expression  in  these  claims  "  freez- 
ing and  thawing  means  '*  would  imply  the  freezing  or  thawing  medium, 
as  well  as  the  Jacket  itself.  Held  that  since  the  Examiner's  objection 
relates  to  the  meaning  of  language  used  to  describe  an  undisputed 
structure  it  should  not  have  been  made  the  basis  of  a  rejection,  and 
the  question  in  issue  \b  reviewable  on  petitiOQ.  B»  parte  WiUiame, 
288. 
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expression  "  freezing  and  fhav 
•arronnding  an  upright  mold  i  i 
which  and  the  mold  a  freezin 
snfflciently  accurate  to  perm  : 
thereon,  although  the  Examii  ! 
tlon  therefor  of  the  words  **  i  \ 
ing  medium  thereto."    Id. 

21.  Patentability — ^Valve    fob     I] 

claims  for  a  valve  for  interns 
view  of  the  prior  art,  since  th  \ 
cise  of  invention.    Ew  parte  N 

22.  Same — ^Tuftiwo-Machine. — Cerl  i 

patentable  over  the  prior  art,  f  i 
erence  alone  and  since  the  ch 
by  the  prior  art    Ex  parte  Bt  \ 
OONSTRtJCTION  OF  RULES.     See  A  I 
Claims,  2;  Designs,  4;  Division 
19,  22,  26,  27,  28,  84,  35,  36;  Mi 
ability,  1 ;  Prosecution  of  Appl 
CONSTRUCTION  OF  STATUTES.     gi 
Interference,  9,  17;  Invention,  : 
Country;  Perjury;  Prosecution 
ArtU'les  by  the  C^ovemfnent. 
Patents — ^Act  of  June  25,  1910—1 
fore,  in  this  case,  in  view  of 
which   the  patents   in   quest!  i 
authority  of  the  United  States 
of  eminent  domain,  the  statu: 
provides  for  the  appropriation 
appropriation  thus  made  being 
tlon  for  which   the  statute  ]i 
Aktier^fesellschaft,  633. 
CONSTRUCTION  OF  TRADE-MARK  i 
Mark  Reffistration,  2,  5,  6;  Gla, 
14;  Goods  of  the  Same  Descrl 
CONSUI^R  OFFICER  OF  THE  UN]! 

Foreign  Country, 
CONTEMPORANEOUS  USE.     See  JDcai 
CONTINUOUS  APPLICATIONS.    See 
CONTRACT.    See  Infringement,  1 ;  Jur 
diction  of  the  Federal  Courts,  ! 
COPENDING  APPLICATIONS.     See  «! 

10;  Reissue  Applications,  1,  2. 
COPYRIGHT.  Hee  Labels, 
CORPORATIONS.  See  Cancelation  of 
COURT  OF  APPEALS  OF  THE  DISTl 
Invention,  39;  Use  of  Patented 
CROSS-BILL.  See  Opposition  to  Regit 
CROSS-EXAMINATION.  See  Public-l 
DAMAGES.    See  Cancelation  of  Trade-i 

istration,  1. 
DAMAGES  AND  PROFITS.    See  InfriA 
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DATB  OF  FILING  APPLICATIONS.  See  Abandonment  of  AppUcaUona,  10; 
Anticipation,  1 ;  Interference^  28 ;  Priority  of  Invention,  1,  7,  12,  13,  15, 
40,  65.  . 

DATE  OF  PATENT.    See  Prosecution  of  Api^lications,  35. 

DECEPTIVE  MARK.  See  Priority  of  Adoption  and  Use,  1;  Bkniiarity  of 
Marks,  1,  3,  5,  6,  7,  9,  10,  17. 

DECISIONS  OF  THE  COMMISSIONER  OF  PATENTS,  See  Abandonment  of 
Applications,  3,  6;  Mandamus;  Priority  of  Invention,  11;  Prosecution 
of  Applications,  10. 

DECISIONS  OF  THE  PATENT  OFFICE  TRIBUNALS.  See  Interference,  3, 
18;  Priority  of  Invention,  20. 

DECLARATION  OF  INTERFERENCE.  See  DescHptive  Marks,  1;  Interfer- 
ence, 13,  29;  Motion  to  Dissolve  Interference,  12;  Prosecution  of  Ap- 
plications, 1. 

DECREE  OF  THE  COURT.    See  Use  of  Patented  Articles  by  the  Government. 

DELAY  IN  BRINGING  MOTIONS.  See  Interference,  10,  26;  Motion  to  Dis- 
solve Interference,  1,  9. 

DELAY  IN  FILING  APPLICATIONS.    See  PrioHty  of  Invention,  6,  2a  46,  47. 

New  Oath — ^Divisional  Application. — Held  that  the  ruling  In  ex  parte 

Branna  (C.  D.,  1901,  232;  97  O.  G.,  2533)  as  to  the  requirement  for  a 

new  oath  where  there  has  been  a  delay  in  the  filing  of  the  ai^lication 

is  not  applicable  to  a  divisional  application.    Ew  parte  DanHson,  94. 

DELAY  IN  FILING  APPLICATION  FOR  REISSUE.  See  Reissue  Applica- 
tions, 5,  6,  7r  8,  9. 

DELAY  IN  PROSECUTING  APPLICATIONS.  See  Abandonment  of  Applica- 
tions, 4,  6,  7,  9,  10,  11,  12,  14 ;  Prosecution  of  Applications,  4,  21,  35,  37. 
38,  39,43. 

DELAY  IN  REDUCTION  TO  PRACTICE.    See  Reduction  to  Practice,  12. 

DESCRIPTION  OF  GOODS.    See  Classes  of  Goods,  2;  Property  Rights. 

DESCRIPTIVE  MARKS. 

1.  TRADE-MaBKS — "  MODULATIOIT '*     FOB     StEAM-HeATINO     AND     VEimLATIlfG 

Apparatus. — ^The  word  "Modulation"  Held  descriptive  as  applied  to 
steam-heating  and  ventilating  apparatus,  and  hence  not  registrable  as  a 
trade-mark  therefor.    Ew  parte  Warren  Webster  d  Company,  2. 

2.  Same — "  Signature  "  fob  Inks. — ^The  word  "  Signature  "  Held  not  reg- 

istrable as  a  trade-mark  for  writing  inks,  since  it  is  descriptive  of  a 
characteristic  or  quality  of  the  goods.  Ex  parte  Thaddeus  Davids 
Co.,  76. 

8.  Same— Representation  of  Ball-Bbabing  and  LvrrEBS  '*F  &  S'*  fob 
Ball-Bearino — Descriptive — ^A  mark  consisting  of  the  repreeentation 
of  a  ball-bearing  intertwined  with  the  letters  "  F  &  S  "  Held  descrip- 
tive as  applied  to  ball-bearings,  since  its  most  prominent  feature  is  the 
figure  representing  a  ball-bearing  and  as  accurately  describes  the  arti- 
cles to  which  it  is  applied  as  would  the  printed  words  "  Bail-Bearing.** 
i*)In  re  Schweinfurter  Pracisions-Kugel-Lager-Werke  Fichtei  d  Sachs, 
455. 

4.  Same — "  Eveboboeen  "  for  Canned  Fruits  and  Vbgetablbs. — ^The  word 
•'Evergreen"  Held  descriptive  as  applied  to  canned  fruits  and  vege 
tables,  since  it  would  convey  to  the  average  purchaser  the  idea  that 
the  goods  so  marked  are  in  as  nearly  a  natural  and  fresh  condition  as 
it  was  possible  to  prepare  them  and  that  they  would  remain  so.  Brake- 
ley  V.  Sears  d  Nichols  Co.,  144. 

6.  Same — Opposition — Contemporaneous  Use  Dubing  Ten-Tear  E^biod. — 
The  registration  of  the  word  "  Evergreen  **  as  applied  to  canned  fruits 
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irt  t»^^'^  ^^^  >^^  patentable  orer  a 

ffS^  .     ^^^  J,  pi*t^  ^''^tfterebetween  involve  no  Invention  00 

^  /r^ v*-^  f^%*^  t^^  ^^^pit^te  18  concerned.    Ew  parte  Porter,  86. 

/»r/<'''^f^^^/5f/r#«^^ygniATioir.— Further  lllastration  of  a  de- 

5  ^^'_  ff^a properij  ^^j^e  rnlea   relating  to   applications  for •  me- 

.^suDnrjtTB—^^^,^  to  applications  for  patents  for  designs,  and  an 

^    cunoi^^  P^^^^^teA  after  a  proper  final  rejection  which  did  not  fall 

gtpeti^^^^  Lwaions  of  Rnle  68  was  properly  refused  admission.    E» 

-'Ts'^^Soff.  353. 

^C^    See  PrioHty  of  Invention,  1.  2,  4.  6,  14,  19,  80,  40.  44,  49.  50; 
vn^^^^^^iian  to  Practice,  5. 11,  12. 

urn^    See  Anticipation,  6 ;  Interference,  17 ;  Reirfotration,  7. 

p/srr>rM^'^^^^  invention.    See  AppZ<ca*<oiM,  1 ;  Divi9ion  of  Applications, 

plSCJ^OS  ^    jyraioings,  2;  Interference,  1,  6,  9.  18,  38;  Priority  of  Invention, 

7  16,  21,  32,  35,  51 ;  Prosecution  of  Applications,  14,  41 ;  Public-Use 

proceedings,  6;   Reduction  to  Practice,  3;   Reissue  Applications,  6; 

j^iffhi  to  Make  Claims,  1 ;  Testimony,  6. 

niSCBETlON  OF  THE  CX>MMISSIONER  OF  PATENTS.    See  Amendment 

to  Preliminary  Statement,  1. 
prSCRBTION  OF  THE  EXAMINER.    See  Motion  to  Dissolve  Interference,  8 ; 

Prosecution  of  Applications,  29. 
piSCRBTION  OF  THE  EXAMINER  OF  INTERFBRENCBS.     See  Amende 
ment  to  Preliminary  Statement,  2,  4;  Interference,  26,  26,  28;  Motion 
to  Amend  Preliminary  Statement,  2;  Motion  to  Dissoive  Interference, 
22. 
DISCRETION    OF   THE    EXAMINER   OF   TRADE-MARKS.    See   Interfer- 
ence, 29. 
DISSOLUTION  OF  INTERFERENCE.    See  Interference,  14.  17,  87;  Motion 

to  Dissolve  Interference,  14. 
DIVISIONAL  APPLICATIONS.    See  Access  to  Pending  Applications;  Claims, 

1;  Delay  in  Filing  Applications;  Reissue  Applications,  1,  2. 
DIVISION  OF  APPLICATIONS.    See  Abandonment  of  Applications,  8;  AoceM 
to  Pending  Applications,  2;  Interference,  15,  33;  Prosecution  of  Appli- 
cations, 16.  30. 

1.  Requirement  for — Prosecution  of  Afplicattons. — ^"If  it  be  assumed^ 

as  applicant  contends,  that  the  claims  would  be  classified  in  the  same 
subclass,  it  does  not  follow  that  the  requirement  for  diyision  was  im- 
proper, for  it  is  well  settled  that  the  Office  classification  is  not  con- 
trolling on  the  question  of  division,  but  is  eyidential  only  as  to  the 
independence  of  the  inventions.  {Ex  parte  Benke,  O.  D.,  1904,  63; 
108  O.  G.,  1688;  Eof  parte  Brown,  O.  D.,  1911,  111;  171  O.  O.,  218.)" 
Ex  parte  Strimban,  195. 

2.  Reviewable  on  Appeal. — The  action  of  the  Primary  Examiner  requiring 

division  is  reviewable  on  appeal  to  the  Bzamlners-in-Ohief  In  the  first 
instance,  and  not  on  petition.  Id, 
8.  Interference — Rule  106. — ^Where  an  application  involved  in  an  inter- 
ference discloses  more  than  one  species  of  the  invention.  Held  that  a 
divisional  application  may  be  filed  for  the  species  involved  in  the  Inter- 
ference and  the  original  application  be  withdrawn  therefrom,  provided 
that  no  claim  be  made  in  the  latter  broad  enough  to  include  the  matter 
involved  in  the  interference.  (Rule  106  construed.)  Burehartz  v. 
Nolan  and  Wright  v.  Christiansen,  196. 
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4.  Samb — CHEBTiriED  CoPT  OF  Part  OF  Pabent  APPLICATION. — ^Where  an 
application  directly  inyolved  in  an  interference  is  a  division  of  a  prior 
application.  Held  that  tlie  applicant  is  entitled  to  file  :i  certified  copy 
of  80  mnch  of  the  earlier  application  as  discloses  the  subject-matter  in 
iBsae.  Lewis  v.  DeuUch  v.  hum  v.  Murphy  v.  Canfield,  220. 
6.  Appuoation.— An  application  filed  by  two  parties  is  not  a  division  of  an 
application  filed  by  these  two  parties  and  another  party,  and  a  state- 
ment to  this  effect  Held  properly  refused  admission.  Ex  parte  Hertz- 
herg  and  Wohl,  362. 

DOUBLE  PATBNTING.    See  Prosecution  of  Applications,  88. 

DOUBLE  USB.     See  Construction  of  Claims,  6,  9. 

DRAWINGS.  See  Abandonment  of  Applications,  14 ;  Applications,  2 ;  Designs, 
8;  Interference,  20;  Prosecution  of  Applications,  10,  14;  Registration, 
7;  Reissue  Applications,  8;  Right  to  Make  Claims,  1,  2. 

1.  Cancelation  or  SuPBBn.T70us  Sheets. — Held  that  the  Examiner  prop- 

erly required  the  cancelation  of  Sheets  1  and  4  of  the  drawings.    Bw 
parte  Rosenbluth,  68. 

2.  Disclosure— Change. — ^Where  a  proposed  change  in  the  drawing  de- 

pends on  what  the  disclosure  is  and  not  whether  an  undisputed  dis- 
closure is  operative,  Held  that  the  refusal  of  the  Examiner  to  permit 
such  change  is  reviewable  on  petition.  Ex  parte  Bogooslarsky,  182. 
8.  Same— Amendment. — Where  In  an  application  for  patent  on  an  appara- 
tus for  drawing  glass  the  specification  stated  that  any  suitable  drowing 
mechanism  might  be  employed,  the  drawing  being  performed  by  the 
usual  or  any  desired  form  of  bait  and  the  air  or  other  fluid  supplied  to 
the  article  tSirough  the  body,  but  no  blowpipe  construction  was  shown 
In  the  drawing,  Held  that  the  Examiner  properly  allowed  an  amend- 
ment to  the  drawing  to  show  a  conventional  construction  of  bait  or 
blowpipe  and  operating  mechanism.  (*)  Bolin  v.  Blingluff,  570. 
4.  Designs — Sectional  View. — ^A  sectional  view  Held  permissible  In  a 
design  application  where  it  brings  out  features  of  the  design  which 
otherwise  might  not  be  clear  and  makes  no  attempt  to  illustrate  features 
of  internal  construction.    Ex  parte  Lohmann,  336. 

EARLIER  AND  LATER  APPLICATIONS.    See  Interference,  13. 

EARLIER  APPLICATION.  See  Access  to  Abandoned  Applications;  Access  to 
Pending  Applications;  Construction  of  Claints,  14;  Division  of  Appli- 
cations, 4;  Interference,  35;  Priority  of  Invention,  16,  35;  Reissue 
Applications,  3. 

ELEMENTS.  See  Claims,  8,  4;  Infringement,  5;  Prosecution  of  Applications, 
18 ;  Reduction  to  Practice,  6. 

EMINENT  DOMAIN.     See  Construction  of  Statutes. 

EQUIVALENTS.    See  Registration,  6. 

ESSENTIAL  FEATURE.    See  Similarity  of  Marks,  1,  2. 

ESTOPPEL.     See  Priority  of  Invention,  47. 

EVIDENCE.  See  Abandonment  of  Trade-Mark  Registration,  2,  4;  Access  to 
Pending  Applications,  2 ;  Division  of  Applications,  9 ;  Infringement,  7 ; 
Interference,  7,  24,  39;  Priority  of  Adoption  and  Use,  1,  3;  Priority  of 
Invention,  1,  2,  4,  13.  18,  21,  23,  24,  25,  27,  29,  31,  37,  43,  45,  48,  49,  50 
51,  52,  53,  54,  55,  56;  Reduction  to  Practice,  2,  3,  7,  8;  Registration,  3; 
Ten-Years  Clause;  Testimony,  1,  3. 

EXAMINER  OF  INTERFERENCES.  See  Amendment  to  Preliminary  State- 
ment, 2,  4;  Interference,  88;  Motion  to  Amend  Preliminary  State- 
ment, 2;  Motion  to  Dissolve  Interference,  10;  Testimony,  1. 
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EXAMINBRS-IN-GHIBF.  See  Aband€mfnent  of  AppUoaUons,  12;  AgUavUs 
Under  Rule  75,  2;  Claims,  1,  5;  Interference,  1;  Priority  of  invetUkm, 
5;  Prosecution  of  Applications,  9;  Reissue  Applications,  3;  Testi- 
mowy,  1. 

BXCLUSIVB  USB.  See  Anticipation,  6;  C^eoffraphioal  Terms,  2;  Ten-Tears 
Clause;  Trade-Marks,  1,  8. 

EXHIBITS.    See  Reduction  to  Practice,  9. 

EXPERTS.    See  Interference,  8. 

EXPIRED  REGISTRATION  OF  TRADE-MARKS.  See  Cancelation  of  Trade- 
Mark  Reffi^tration,  2. 

FEES.    See  Refundment  of  Fees. 

FINAL  HEARING.  See  Interference,  16,  19,  86,  Se,  38;  Motion  to  Amend 
Preliminary  Statement;  PatentahitUy,  1;  Prosecution  of  Applications, 
29;  Testimony,  1,  8. 

FINAL  REJECTION  OF  CLAIMS.  See  Abandonment  of  Applications,  11; 
Claims,  2 ;  Desiyns,  4 ;  Prosecution  of  Applications,  2,  3,  6,  6, 7, 18,  22,  23, 
24,  25.  26,  27,  28,  29,  31,  32,  33,  34,  36,  40,  42,  43,  44. 

FIRST  AND  ORIGINAL  INVENTOR.  See  Interference,  31,  32,  39;  Priority 
of  Invention,  37,  39,  62,  63,  86. 

FOREIGN. APPLICANTS. — ^Pbima  Facie  Showing  of  Use  in  This  Cottntbt 
Pbebequisitb  to  Intebfebence  with  Pkiob  RBoisTmAJiT. — Where  a  for- 
eigner applies  for  registration  for  a  trade-mark  subsequent  to  the 
registration  by  a  citisen  of  this  country  of  the  same  mark.  Held,  that 
In  order  to  be  entitled  to  an  interference  with  such  registration  the 
foreign  applicant  must  make  a  prima  facie  showing  of  use  in  this 
country.  W.  A.  Ross  d  Brother,  Ltd,,  v.  The  Louis  Berydol  Brewing 
Company  v.  The  Qreenway  Btewiny  Co.,  180. 

FOREIGN  APPLICATIONS.    See  Affidavits  Under  Rule  IS,  1;  Trade-Marks,  2. 

FOREIGN  INVENTION.    See  Testimony,  6,  6. 

FOREIGN  NOTARY.     See  Notary  Public  in  Foreign  Country. 

FORFEITED  APPLICATIONS.  See  Priority  of  Invention,  16;  Renewal  of 
Forfeited  Applications. 

FORMAL  OBJECTIONS.  See  Construction  of  Claims,  30,  2D;  Prosecution  of 
Applications,  28. 

FORMER  DECISION  AFFIRMED.     See  Priority  of  Invention,  11. 

FORMER  DECISIONS  APPROVED.     See  Abandonment  of  Applications,  7. 

FORMER  DECISIONS  CITED.  See  Abandonment  of  Trade-Marks,  1;  Antici- 
pation, 2,  6;  Classes  of  Goods,  12;  Delay  in  Filing  Applications;  De- 
scriptive Marks,  11 ;  Division  of  Applications,  1 ;  Infringement,  2,  6,  6, 
7;  Interference  3,  7,  14,  24;  Invention,  1;  Jurisdiction  of  the  Federal 
Courts,  2;  Motion  to  Amend  Preliminary  Statement,  1;  Motion  to  Dis- 
solve Interference,  11,.  24;  Opposition  to  Registration,  4;  PatentabUiiy, 
1;  PrioHty  of  Invention,  20,  22,  26,  31,  33,  34,  46;  Prosecuti^  of  Appli- 
cations, 2,  20;  Public-Use  Proceedings,  6;  Registration,  1,  4;  Simi- 
larity of  Marks,  6 ;  Testimony,  3 ;  Trade-Marks,  1. 

FORMER  DECISIONS  DISTINGUISHED.  See  Registration,  6;  SimUarity  of 
Marks,  6. 

FRAUD.    See  Cancelation  of  Trade-Mark  Registration,  4. 

FUNCTION.    See  Construction  of  Claims,  7 ;  Invention,  1,  4. 

FUNCTIONAL  CLAIMS.     See  Prosecution  of  Applications,  18. 

GEOGRAPHICAL  TERMS. 

1.  Tkade-Mabks. — ^Tbe  words  "Orange  Grove"  Held  geographical*  and  there- 
fore not  registrable  as  a  technical  trade-mark.  {*)  H.  Backer  d  Co,  y. 
C.  A.  GambriU  Manufacturing  Co.,  608. 


Digitized  by 


Google 


DIGEST  OF  DECISI0K6.  685 

2.  Samb— Use  not  Bxclttsiye. — Use  by  the  appellee  of  the  mark  "  Orange 
Grove"  Held  not  exclusiye  dnring  the  ten  years  next  preceding  the 
passage  of  the  Trade-Mark  Act  and  that  therefore  as  the  mark  is 
geographical  it  is  not  entitled  to  register  the  sama     (*)  Id. 

8.  Same— " GoLDBH  State."— The  words  "Golden  State"  Held  not  regis- 
trable as  a  technical  trade-mark,  since  they  constitute  a  name  applied 
to  California  and  are  therefore  geographical.  Esp  parte  Chldherg, 
Bowen  d  Co.,  272. 
GOODS  OF  SAKfE  DESGRIPTIYB  PROPBRTIES.  See  Anticipation,  8,  4; 
Classes  of  Goods;  Opposition  to  Registration,  5;  Property  Rights; 
Registration;  Similarity  of  Marks,  10»  12, 14, 16,  17,  18,  19. 

1.  INFBINOEKEKT — ^ExPANsiON   OF   BUSINESS. — "In   osch   of  the  cases   to 

which  my  attention  has  been  directed  or  which  I  have  been  able  to  find, 
registration  of  a  mark  was  denied  an  applicant  or  a  defendant  was 
enjoined  only  where  the  merchandise  was  adapted  to  the  same  purpose, 
or  the  alleged  infringing  mark  was  upon  merchandise  which  the 
plaintiff  would  in  the  ordinary  expansion  of  his  business  eventually 
include  in  the  output  of  his  concern."  Johnson  Educator  Food  Co.  v. 
Sylvanus  Smith  d  Co.,  Inc.,  27. 

2.  Opposinoir — Class  of  Goods. — '*  We  think  two  trade-marks  may  be  said 

to  be  appropriated  to  merchandise  of  the  same  descriptive  properties  in 
the  sense  meant  by  the  statute  when  the  general  and  essential  charac- 
teristics of  the  goods  are  the  same.  *  *  *  The  test  is  whether  there 
is  such  a  sameness  in  the  distinguishing  characteristics  of  the  goods 
as  to  be  likely  to  mislead  the  general  public."  {*)  Johnson  Educator 
Food  Company  v.  Sylvanus  Smith  d  Co.,  Inc.,  440. 

GRANT  OF  PATENT.    See  Bankruptcy,  2;  Certificate  of  Correction. 

HARDSHIP.     See  Testimony,  6. 

IDENTITY  OF  INVENTION.     See  Affidavit  Under  Rule  75.  1. 

IDENTITY  OP  STRUCTURE.    See  PuUio-XJse  Proceedings,  6. 

INDEFINITBNESS.    See  Interference,  6;   Motion   to  Dissolve  Interference, 
10,  17. 

INFORMAL  APPLICATION.    See  Applications,  1. 

INFRINGEMENT.  See  CH>ods  of  the  Same  Descriptive  Properties;  PartiaOar 
Patents;  Priority  of  Invention,  6,  14. 
1.  Patents — Violation  of  Aqbeement. — ^Any  reasonable  stipulation  not 
inherently  violative  of  some  substantive  law  imposed  by  a  patentee  as 
part  of  a  sale  of  a  patented  machine  is  valid  and  enforceable.  If  the 
stipulation  is  one  which  qualifies  the  right  of  use  in  a  machine  sold 
subject  thereto,  so  that  a  breach  would  give  rise  to  a  right  of  action 
upon  the  contract,  it  would  at  the  same  time  be  an  act  of  infringement, 
giving  to  the  patentee  his  choice  of  remedies.  (**)  Henry  et  al.  v. 
A.  B.  Dick  Company,  575. 
2.  Same — Oontbibutobt  Infringement— Definition. — "Contributory  in- 
fringement," says  Judge  Townsend  in  Thomson-Houston  Co.  v.  Kelsey 
Co.  (C.  D.,  1896,  474;  76  O.  G.,  609;  72  Fed.  Rep.,  1016).  ''has  been 
well  defined  as  the  intentional  aiding  of  one  person  by  another  in  the 
unlawful  making  or  selling  or  using  of  the  patented  invention."  (**)  Id. 
8.  Same — Same. — Where  a  patented  machine  was  sold  by  complainant  with 
a  license  agreement  that  it  was  to  be  used  only  with  ink  made  bQr  com- 
plainant, and  defttidant,  with  knowledge  of  such  license  agreement, 
sold  to  the  owner  of  such  machine  Ink  not  made  by  complainant,  with 
the  expectation  that  this  ink  was  to  be  used  in  connection  with  such 
machine.  Held  that  the  acts  of  defendant  constituted  contributory  in- 
fringement of  complainant's  patent.     {**)  Id. 
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4.  Same — Pbofits. — "Where  the  iufriager  has  sold  or  ased  a  patented 
article,  the  plaintlfr  is  entitled  to  recover  all  of  the  profits."  (**)  West- 
ingJiouse  Electric  and  Manufacturing  Oampany  y.  Wagner  Electric  and 
Manufacturing  Company,  641. 

6.  Same — Same. — "Where  a  patent,  though  using  old  elements,  gives  the 
«itire  value  to  the  combination,  the  plaintiff  is  entitled  to  recover  all 
the  profits.  {Hurlliut  v.  Schminger,  a  D.,  1888,  459;  47  O.  6.,  1067; 
130  U.S.,  472.)"     (♦♦)  Jd. 

6.  Same — Same. — "Where  profits  are  made  by  the  use  of  an  article  pat- 

ented as  an  entirety,  the  infringer  is  liable  for  all  the  profits  '  unless 
he  can  show — and  the  burden  is  on  him  to  sbow — that  a  portion  of 
them  is  the  result  of  some  other  thing  used  by  him.'  {Elizabeth  v. 
Paving  Company,  97  U.  S.,  127.)"    (•♦)  Id. 

7.  Same— Same. — ^Where  the  infringer  has  used  the  pat^ted  invention  in 

combination  with  valuable  improvements  made  by  him  or  shown  in 
other  patents,  plaintiff  is  oitltled  to  recover  only  that  part  of  the  net 
gains  which  was  created  by  his  patent,  and  he  must  give  evidence  tend- 
ing to  separate  or  apportion. the  infringer's  profits,  and  such  evidence 
must  be  reliable  and  tangible,  not  conjectural  or  speculative.  (Oar- 
retson  v.  Clark,  C.  D.,  1884,  206;  27  O.  G.,  624;  111  U.  S.,  121.)     (♦•)/d. 

8.  Same-j-Same. — Where  in  a  suit  for  infringement  of  a  patent  the  plaintiff 

has  established  infringement  by  the  manufacture  and  sale  of  devices 
embodying  the  pataited  features  and  improvements  thereon  and  the 
profits  made  by  -defendant  on  such  devices  and  has  shown  that  it  is 
impossible  to  accurately  or  approximately  apportion  the  profits  between 
the  patented  features  and  the  improvements,  Held  that  the  plaintiff  is 
entitled  to  the  entire  profits  unless  defendant  shall  show  what  portion 
of  the  profits  was  due  to  the  features  not  covered  by  the  patent    (  ** )  /d. 

INJUNCTION.    See  Buita  Upon  ContracU,  2. 

INJUNCTION  RESTRAINING  USB  BT  THE  GOVBRNBfENT.    See  Use  of 
Patented  Articles  by  the  Government. 

INOPERATIVENESS.    See  Motion  to  Dissolve  Interference,  11,  12,  24. 

INTERFERENCE.  See  Amendments,  1;  Amendment  to  Preliminary  State- 
ments;  Certiftoate  of  Correction;  Construction  of  Claims,  2,  6,  6, 16,  17, 
18 ;  Division  of  Applications^  3,  4 ;  Foreign  AppUoant;  Motion  to  Amend 
Applications;  Motion  to  Amend  Preliminary  Btatements;  Motion  to 
Dissolve  Interference;  Patentability;  Priority  of  Adoption  and  Use; 
Priority  of  Invention;  Prosecution  of  Applications,  90,  3S,  43,  44; 
Public-Use  Proceedings;  Reduction  to  Practice;  Reitistration,  8;  Re- 
hearing; Res  Adjudioata;  Right  to  Make  Claims;  Testimony. 
1«  Pbiobitt — Ebbobs  Alleged  but  Not  Ubged. — ^Where  it  was  alleged  in  the 
reasons  for  appeal  that  the  Bxaminers-in-Chief  erred  in  not  holding 
that  the  invention  in  issue  was  disclosed  in  certain  prior  applications  of 
T.  and  also  in  failing  to  find  that  certain  oral  testimony  offered  on 
behalf  of  T.  discloses  "  a  means  of  excitation  of  the  rectifier  which  is 
Independent  of  the  source  of  supply,"  but  neither  in  the  brief  on  the 
appeal  nor  in  the  brief  before  the  Bzaminers-in-Chief  was  it  pointed 
out  wherein  the  testimony  supported  the  allegations  of  T.'s  preliminary 
statement,  Held  that  only  the  first  allegation  of  error  would  be  con- 
sidered. Thomas  v.  Weintraub,  66. 
2.  Same — Inventioit  bt  Thibd  Pabtt. — In  an  interference  between  T.  and 
W.  the  question  whether  the  invention  in  issue  was  made  by  S.,  who  is 
not  a  party  to  the  interference,  is  immaterial.    Id. 
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8.  GONOUBBENT  DSOISIONS  OF  PATENT  OFFICE — BN''     I 

"  The  concurrent  decisions  of  the  Office  trib  i 

arising  in  interference  cases  are  entitled  to  v  ' 

not  be  disturbed  except  for  manifest  error,  ;  i 
mark  v.  HodgMMon  (0.  J>.,  1908,  540;  137 

612),  « Especially  is  this  true  in  a  case  like  t  • 

complicated  construction,  about  which  the  ei  * 

are  less  liable  to  err  than  ourselves/ "  i*)Se  ' 
herg,  448.) 

4.  Priority — Judgmsnt  Bab  to  Claims  of  Losinc  I 

nation  of  an  interference  on  its  merits  it  is  th 
party  is  not  the  first  iuTentor  rather  than     i 
ponent  that  stands  as  a  bar  to  the  allowance  •  ! 
tion,  although  refer^ice  may  be  made  to  the  1 
to  determine  the  scope  of  the  Judgment    Ex  ; 

5.  Samb — Same — ^Uitaffbcted  bt  thb  Abandon!  i 

SiTOOBssFUL  Party. — ^Where  an  interference  < 
the  senior  party  because  of  the  failure  of  th 
testimony  in  support  of  the  allegation  of  h  i 
Held  that  the  fact  that  the  senior  party's  a]  i 
become  finally  abandoned  constitutes  no  grc  : 
corresponding  to  the  issue  of  the  interference 
0.  Motion  to  Dissolve — Vagueness  ob  Indefinii  i 
Where  the  claims  in  issue  are  perfectly  cl<  i 
structures  disclosed  in  the  applications  direc  ; 
ference,  Seld  that  these  claims  are  not  indefi  i 
may  be  difficult  to  determine  whether  or  not  »  : 
fies  them.    Hewitt  y.  Holt  v.  Hewitt,  69. 

7.  BVIDBNCB   AS    to    THB    THIBD    PaBTY'S    INVENTO  ! 

Junior  party  to  an  interference  cannot  defeat 
by  showing  that  a  third  person  not  a  party  to 
real  inventpr  (citing  Foster  ^v.  Antisdel,  C.   I 
1527 ;  14  App.  D.  C,  662.)     (♦)  Pope  v.  McKet 

8.  Suspension  in  View  of  a  Reference — Granted 

TION  is  Clear. — It  is  well  settled  that  after  ti 
an  interference  will  not  be  suspended  for  the  pi 
pertinency  of  a  referoice  unless  the  antlclpal 
Graham  v.  Langhaar,  92. 

9.  Same.— Permission  to  take  testimony  to  establlsl 

of  a  catalogue  refused  where  such  motion  wan 
testimony  had  been  taken  and  it  was  doubtfii 
was  a  publication  within  the  meaning  of  sec 
utes,  and  whether  the  invention  in  issue  was  dl 

10.  Right  to  Make  Claims. — ^The  record  reviewed 
right  to  make  certain  of  the  claims  in  issue 
HiU,  97. 

U.  BuBDEN  OF  Pboof. — ^The  burden  of  proof  is  upoi: 
interference,  and  where  such  Junior  party  cos 
the  burden  is  upon  them  to  establish  that  th* 
invention  at  or  about  the  time  alleged  in  thei: 
(*)  Mills  and  Conn  t.  DarUngton.  MUls  and  < 
Ungton,  460. 
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12.  Final  Decision  on  Psiobitt — Claims  Thekeafteb  Pbesented  by  Losino 

Pabtt  Nbcessabilt  Inoluded  in  Scope  or  Decision — ^Dutt  of  Com- 
MI88I0NEB  TO  Beject. — ^Where  after  the  termination  of  an  Interference 
tbe  losing  party  presented  claims  which  were  necessarily  included  in  the 
scope  of  the  decision  in  the  interference  and  concluded  thereby,  it  was 
the  duty  of  the  Commissioner  to  reject  such  claims.  {*)  In  re  Marconi, 
483. 

13.  Same — Same — Claims  in  Afplicaiton  Not  InroLyED  in  iNnEBTEBBNCB— 

Res  Adjudicata. — M.  filed  two  applications  disclosing  differmt  species 
of  the  same  inyention;  bat  In  neither  of  them  was  the  invention 
claimed  broadly.  After  the  declaration  of  an  interference  between  the 
later  application  and  an  application  of  B.  a  patent  was  granted  on  the 
earlier  application.  The  interference  was  decided  in  farer  of  B.,  and 
thereafter  M.  sought  to  reissue  the  patent  with  claims  broad  enough 
to  cover  the  devices  disclosed  in  both  of  his  applications.  Held  that 
these  claims  were  properly  refused  on  the  ground  that  M.*s  right 
thereto  was  concluded  by  the  decision  in  the  interference.    (*)  Id. 

14.  Patentability    op    the    Issttb — Supebvisoby    AtrrHOBiTY   of    Commis- 

siONEB. — ^An  interference  will  be  dissolved  by  the  Commissioner  in  the 
exercise  of  his  supervisory  authority  on  the  ground  that  the  issue  is 
unpatentable  only  to  correct  an  error  which  is  so  clear  as  to  be  apparent 
to  all  (citing  Oo88  v.  Scott,  C.  D.,  1901,  80;  96  O.  G.,  842).  Wettnore 
and  Nietnann  v.  Putnam,  190. 

15.  Divisional  Application — Rule  106. — Where  an  application  is  filed  in 

accordance  with  the  provisions  of  Rule  106,  the  question  whether  the 
claims  presented  are  patentable  over  the  issue  of  the  interference  is 
one  for  the  consideration  of  the  Primary  Examine.  Burchartz  v.  Hiolan 
and  Wright  v.  Christiansen,  196. 

16.  ItECOBD  Judgment — Motion  to  Set  Case  fob  Heabinq  Undeb  Rxjle  130 — 

Delay  in  Bbinging. — ^Where  a  motion  to  set  aside  a  record  Judgment 
and  to  set  the  case  for  final  hearing  was  otherwise  In  order,  Hetd  a 
delay  of  twelve  days  in  bringing  the  motion  after  the  entry  of  the 
Judgment  was  not  unreasonable.    "Noble  v.  Levin,  198. 

17.  Patentee — Disclaimeb.— Where  a  patent  is  involved  in  an  interference 

and  an  assignee  of  the  entire  interest  therein  files  a  disclaimer  of  the 
invention  in  issue  under  the  provisions  of  section  4917,  Revised  Statutes, 
Held  that  the  interference  should  be  dissolved.  Moore  and  McKee  v. 
Bradley  v.  Doering,  jr,,  205. 

18.  Concubbent  Decisions  of  the  Paten^  Office.— Where  tiie  decisions  of 

all  the  tribunals  of  the  Patent  Office  are  in  favor  of  one  of  the  parties 
to  an  interference,  "we  are  loath  to  disturb  such  findings,  especially 
where  the  invention  is  of  a  highly  technical  nature,  such  as  this»  un- 
less it  is  clearly  apparent  that  error  has  been  committed."  (*)  Hewitt 
V.  Weintrauh,  518. 

19.  Rule  190— What  May  Be  Aboxjed  Thebevndeb. — ^A  party  to  an  inter- 

ference is  not  entitled  under  the  provisions  of  Rule  130  to  urge  itt  final 
hearing  that  the  issue  of  the  interference  is  not  patentable  to  either 
party ;  but  he  may  urge  the  non-patentability  of  the  claims  to  his  op- 
ponent if  it  is  material  to  his  own  right  to  a  patent.  Hopkins  v.  Cleal, 
213. 

20.  Right  to  Make  Claim. — ^Where  the  drawing  of  an  application  for  patent 

on  a  registering  mechanism  shows  and  the  specification  clearly  describes 
a  totalizer  having  five  elements  and  only  four  operating-racks,  HeUd 
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109  by  the  B&aior  party  was  properly  refused  transmisston  by  tbe  Bx- 
aminer  of  Interferences,  but  that  where  the  dedgion  refusing  to  trans- 
mit the  motion  was  rendered  prior  to  the  expiration  of  the  junior 
party's  time  to  show  cause  the  better  practice  for  the  B2zaminer  of 
Interferences  to  follow  would  have  been  to  wait  until  the  time  for 
presenting  motions  had  expired  before  rendering  a  decision  refusing 
to  transmit  the  motion.  In  that  ev^it,  if  a  response  to  the  order  to 
show  cause  had  been  filed,  it  might  have  been  expedient  to  transmit 
the  motion  in  order  that  all  quefptions  relating  to  the  issue  might  be 
reviewed  by  the  Primary  Examiner.  Crane  v.  White,  242. 
29.  Tbadk-Mabks — ^Dbclabation — ^Disobetion  of  the  BxAMiifKB— Appeal. — 
The  declaration  of  an  interference  between  two  trade-marlcs  Is  a  mat- 
ter within  the  discretion  of  the  Examiner  of  Trade-Marks,  and  his 
decision  refusing  to  declare  an  Interference  will  not  be  reviewed  on 
appeal,  except  where  it  appears  that  such  discretion  has  been  abused. 
Blanke  Tea  d  Coffey  Company  v.  Hirsh,  248. 

80.  Pbiobity — CoNSTBTjonoN  OF  THE  ISSUE. — **  While  it  is  true  that  the  issue 

will  not  be  strained  to  cover  an  Invoition  to  which  it  does  not  natu- 
rally apply  and  that  in  case  of  doubt  or  ambiguliy  the  issue  will  be  read 
in  the  light  of  the  specification  in  which  it  first  appeared,  real  and  not 
artificial  distinctions  must  be  found  in  the  involved  applications  or, 
obviously,  there  will  be  no  room  for  the  application  of  the  familiar 
rule."      {*)  Western  Electric  Co.  v.  Martin,  667. 

81.  Testimony — Pbebuuption  fboh  Failube  to  Gall  Witness. — ^Where  in 

a  case  involving  the  question  of  originality  an  inventor  fails  to  take 
the  stand  who  is  available  as  a  witness  when  the  facts  In  his  favor,  if 
any  there  be,  are  peculiarly  within  his  knowledge,  the  legal  presump- 
tion follows  that  his  testimony  would  be  unfavorable  to  his  case. 
Steinherffer  v.  Hewlett,  328. 

82.  Reopening. — ^An  interference  will  not  be  reopened  for  the  purpose  of  tak- 

ing testimony  on  the  question  of  originality  where  it  appears  that  the 
party  whose  testimony  it  is  desired  to  take  was  available  at  the  time 
the  original  testimony  was  taken  and  his  relation  to  the  parties  to  the 
interference  known  to  the  moving  party.  Wehher  v.  Wood,  851. 
88.  Substitution  of  Application. — ^A  petition  that  an  earlier  application  of 
one  of  the  parties  be  substituted  for  the  application  upon  which  the 
interference  was  declared  refused  where  it  appears  that  the  times  for 
taking  testimony  are  running ;  that  one  application  is  not  a  division  of 
the  other ;  that  the  substitution  would  shift  the  burden  of  proof  as  to 
one  of  the  parties,  and  that  the  application  now  in  the  interference 
would  not  be  placed  by  the  substitution  in  a  position  where  It  could  be 
passed  to  issue,  since  it  would  still  be  involved  in  a  companion  Inter- 
ference.   Oold  V.  Odd  V.  Casper,  370. 

84.  Affidavit  Undeb  Rxtle  75   Insufficient — Pbocedube. — ^Where  an  affi- 

davit filed  under  the  provisions  of  Rule  75  Is  clearly  insufficient  to  estab- 
lish that  the  applicant  made  the  invention  In  issue  prior  to  the  date  of 
the  reference  cited,  Held  that  the  applicant  should  be  given  a  certain 
time  within  which  to  present  an  affidavit  fully  complying  with  the  re- 
quirements of  the  rule,  and  if  such  affidavit  is  not  filed  within  the 
time  set  the  interference  should  be  dissolved.  HodgMnson  v.  Botter, 
379. 

85.  Rule  130. — ^Neither  an  allegation  by  a  party  to  an  Interference  that  he 

himself  has  no  right  to  make  the  claims  nor  an  allegation  that  the 
daims  have  different  meanings  in  the  cases  of  the  respecttve  parties 
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form  any  basiB  for  a  decision  on  i 
be  raised  at  final  hearing  under    I 
Mack,  400. 
80.  Sam  K.— A  party  Is  not  entitled  und  i 

at  final  bearing  that  bis  opponei  I 
corresponding  to  tbe  issne  of  the 
a  motion  to  dissolve  the  interfere!  : 
cause  for  his  failure  to  do  so.    Id 

87.  Dissolution — Claim    Not   Patent. 

Cannot  Question  Patbntability 
Interference  was  dissolved  on  tb  \ 
allowed  in  the  reissue  applicatio; 
thereafter  such  party  is  no  more  e 
general  public  to  be  heard  upon  1 1 
the  inventor  of  the  subject-matter 
containing  a  claim  corresponding 
LlUie  402. 

88.  Reopentno. — Where  after  decision  oi 

to  dissolve  on  the  groond  that  1 ! 
Interference  was  set  down  for  flnf  I 
terferences  held  that  certain  of  tl  i 
upon  B.'s  disclosure.  Held  that  tl  i 
for  the  purpose  of  allowing  B.  to  ii 
Dixon  v.  Blisa,  411. 

89.  Pworitt — Obiginalitt. — ^Llke  fraud, 

proof  by  direct  evidence.  It  can  g( : 
circumstances  of  the  case.  (*)  Rif 
INVENTION.  See  Construction  of  Claims 
cations,  1,  3;  Infringement^  2;  In 
solve  Interference,  15;  Patentahih 
Puhlio-Use  Proceedings,  7;  Reductli 
0,  11. 

1.  Patentabilitt — Function  of  a  Mac: 

ent  law  authorizes  the  issuance  ol 
invented  or  discovered  any  new  ami 
stitute  such  an  art.  To  constitute 
capable  of  producing  a  beneficial  i 
ticular  mechanism,  for  where  the 
operative  effect  of  a  machine  it  la 
result  of  one.  {Coming  v.  Burdi 
Boyden,  C.  D.,  1898,  443;  83  O.  (I 
White,  C.  D.,  1908,  628;  186  O.  G., 
re  Tallmadge,  434. 

2.  Mechanical  Skill. — ^Where  thrbaai 

flat  and  straight,  while  in  the  Haari 
Held  that  **  given  the  Haarmann  sti 
formed  that  there  was  not  sufficient 
prevent  the  rocking  or  movement  of 
in  doing  precisely  what  appellant  hi 
8.  Patentability  —  Billiard  Counteri 
Wood. — The  substitution  of  sheet  ri 
Held  not  to  have  required  invent! • 
metal  counters  being  due  to  the  w€ 
Bw  parte  Hohhs,  27S. 
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i.  Sams— 'UflB  or  Bf iOBLii*  w  ▲  Nkw  Wat.— TIm  om  of  an  old  eonpositloii 
In  a  new  way  doM  not  involye  laTontion  mleaa  the  new  use  Ims  some 
new  function  not  obvlonB  from  the  character  of  the  BMiteffial  itself  or 
some  particular  atUity  in  the  constnietion  in  which  it  la  emplofed. 
BsB  parte  Todd  and  MiMfr,  d7Q. 

INVENTION  BY  THIBD  PABTT.    See  Interferenoe,  2,  1. 

IRBBLEVANT  TESTIMONY.    Bee  Te$timon^,  S. 

JOINT  APPLICANTS.    See  JfaeryeraMoe,  7,  U;  Tesfimoity,  8. 

JOINT  AND  SOLB  APPLICANT.    See  IHvMon  of  Anplication,  6. 

JUDGMENT  ON  THE  RECORD.  See  IfUerfermoe,  16,  25,  28;  MoUan  to  DU- 
9olve  ItUerferencef  1^  2;  Res  AdiMdieata^  2;  TesUmomtf,  3. 

JURISDICTION  OF  THE  COMMISSIONER  OF  PATENTS.  See  Ommcelation 
of  Trade-Mork  RegiHrMom,  6. 

JURISDICTION  OF  THE  COURT  OF  APPEALS  OF  THE  DISTRICT  OF 
COLUMBIA.    See  AkandonmmU  of  AppiioaMofM,  6.  • 

JURISDICTION  OF  THE  COURT  OF  CLAIMS 

Implied  Contract. — ^Record  considered  and  Held  to  snstain  the  finding  of 
the  Court  of  COaims  that  there  was  an  implied  contract  on  the  part  of 
the  Gorenunent  to  pay  for  the  use  of  the  patmted  invention  and  that 
therefore  the  Court  of  daims  had  Jurisdiction.  (**)  The  VnUed  Btaiett 
y.  8ocM4  Anofifyme  dee  Aneime  BUMUeemetUe  OaU,  620. 

JURISDICTION  OF  THE  FEDERAL  COURTS. 

1.  Patbnts — Suits  worn  Violation  of  LioursBs. — In  determining  whether  a 

suit  is  one  arising  under  the  patent  law  and  oognizable  only  in  a  court 
of  the  United  States  or  one  upon  a  contract  betweoi  the  pat^itee  and  bis 
assigneoi  or  licensees  and  cognisable  only  in  a  State  court  unless  there 
be  diveraity  of  dtizoiship  the  test  of  jurisdiction  is:  Does  the  com- 
plainant "  set  up  some  right,  titles  or  interest  under  the  patent  laws  of 
the  United  States^  or  make  it  appear  that  some  right  or  priTllege  will  be 
defeated  by  one  conatmctioii,  or  sustained  by  another,  of  those  laws?  *' 
(••)  Henrp  et  ol.  ▼.  A.  B.  Didk  Oompanv,  576. 

2.  Sams.— "The  Federal  courts  haye  excluslTe  Jurisdiction  of  all  cases 

arising  under  the  patent  laws,  but  not  of  all  questions  in  which  a  patent 
may  be  the  subject  mattw  of  the  a»troTeriy.  For  courts  of  a  State 
may  try  qoestionB  of  title,  and  may  construe  and  enforce  contracts 
rdating  to  patents.    (Wade  t.  L^ioder,  165  U.  S.,  027.)" 

(••)  The  New  MershdU  Bngine  Company  and  MarehaU  v.  The  Mar- 
ehaU  Bngine  Company,  hy  Van  Blareom,  its  receiver,  617. 

JURISDICTION  OF  THE  PATENT  OFFICE.    See  Assignments,  2. 

JURISDICTION  OF  THE  STATE  COURTS.  See  Jurisdiction  of  the  Federal 
Courts;  Suits  Upon  Contracts. 

LABELS.    See  Classes  of  QaodSf  2;  BimUarUp  of  Marks,  1. 

1.  MunLAiSD  Cannot  be  Rbgistebed.— A  label  Held  property  refused  regis- 

tration in  which  the  goods  are  indicated  on  a  paster  attached  thereto. 
Bm  parte  A.  Bile,  Inc.,  290. 

2.  CoFTBioHT  NoncB.— The  tact  that  the  notice  of  copyright  on  a  label  does 

not  state  the  year  in  which  the  copyright  was  obtained  Held  not  suffi- 
cient ground  for  refusing  registration  of  such  label.  BtB  parte  Fred.  C. 
Mans/Md  Co.,  897. 

IJLCHES.    See  Priority  of  Invention,  46. 

LEADING  QUESTION.    &ee  Testimony,  1,  2. 

LICENSE.  See  Construction  of  Statutes;  Infringement,  3;  JurisdMion  of  the 
Federal  Courts,  1;  Manepeiy. 
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LIMIT  OF  APPEAL.    S«e  Reissue  AppHeations,  4. 

LIMIT  OF  TIME.  See  Abandonment  of  Applications,  1,  4,  5,  9,  m  11,  12.  14 ; 
Interference,  26,  28,  34 ;  Motion  to  Dissolve  Interference,  1,  2 ;  Prosecu- 
tion of  Applications,  S,  4,  1,  19,  21,  26,  36 ;  Reissue  Applications,  7,  8,  9. 

LIMITATION  OF  CLAIMS.    See  Prosecution  of  AppUcations,  16,  17. 

MACHINE.  See  Infringement,  1,  2,  3;  Interference,  24;  Invention,  1;  Patent 
Rights;  Priority  of  Ini>ention,  19;  Reduction  to  Practice,  8,  9;  Testi- 
mony, 5. 

MANDAMUS. 

Review  of  Decision  of  Commisbioneb  of  Patents. — Mandamus  cannot  be 
made  to  operate  as  an  appeal  or  writ  of  error.  (*)  fhe  United  States, 
ex  rel,  Scott  and  Scott,  executors,  ▼.  Moore,  Commissioner  of  Patents, 
513. 

MATERIALITY.     See  Reduction  to  Practice,  12 ;  Testimony,  6,  6. 

MECHANICAL  SKILL.  *  See  Invention,  2. 

MERITS  OP  THE  CASE.     See  Prosecution  of  Applications,  11,  13,  20. 

MISTAKE.     See  Refundment  of  Fees. 

MONOPOLY. 

1.  Antitrust  Act — Combinations  in  Restbaint  or  Intebstate  Com mebce — 

ITse  of  Patented  Device. — ^Where  an  agreement  was  entered  into  by 
tlie  manufacturers  of  enameled  ware  by  which  they  were  licensed  to 
use  a  patented  dredger  employed  in  finishing  such  ware  and  by  which 
they  were  combined  and  subjected  themselves  to  certain  rules  and 
regulations,  among  others  not  to  sell  their  product  to  jobbers  except 
at  a  price  fixed  by  a  committee  of  six  of  their  number,  and  under  which 
jobbers  could  obtain  no  enameled  ware  firom  any  manufacturer  who 
was  in  the  combination  unless  they  entered  such  combination,  Held 
that  this  agreement  transcended  what  was  necessary  to  protect  the  use 
of  the  patent  or  the  monopoly  which  the  law  conferred  upon  it  and 
accomplished  a  restraint  of  trade  condemned  by  the  Sherman  Law. 
(**)  8tand€krd  Sanitary  Manufacturing  Company  et  al.  v.  The  United 
States  of  America,  662. 

2.  Rights  Confebbed  bt  Patent. — "  Rights  conferred  by  patents  are  indeed 

very  definite  and  extensive,  but  they  do  not  give  any  more  than  other 
rights  an  universal  license  against  positive  prohibitiona  The  Sher- 
man Law  is  a  limitation  of  rights,  rights  which  may  be  pushed  to  evil 
consequences  and  therefore  restrained."     (♦♦)/d. 

MOTION  FOR  LEAVE  TO  TAKE  TESTIMONY  IN  A  FOREIGN  COUNTRY. 
See  Testimony,  6. 

MOTION  TO  AMEND  APPLICATIONS.     See  Interference,  26,  27,  28,  38. 

Accompanied  by  Motion  to  Dissolve  as  to  Same  Claims — Not  Tbans- 
mitted. — ^A  motion  to  amend  the  issue  of  an  interference  by  adding 
certain  counts,  accompanied  by  a  statement  that  the  moving  party  did 
not  r^ard  these  claims  as  patentable  over  the  prior  art,  and  therefore 
moved  that  the  interference  be  dissolved  with  respect  thereto.  Held 
properly  refused  transmission.  Weinberg  v.  Boyoe  v.  Russell  and  Rus- 
seU,  374. 

MOTION  TO  AMEND  PRELIMINARY  STATEMENT.  See  Amendment  to 
PreUmiinary  Statement,  8. 
1.  Intbbvkbbnob— Testimony. — ^Where  the  testimony  was  taken  with  notice 
of  a  motion  to  amend  the  preliminary  statement  by  one  of  the  parties, 
and  in  order  to  properly  determine  whether  such  motion  should  be 
granted,  a  consideration,  of  a  large  part  of  the  testimony  is  necessary. 
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ffeUd,  that  the  consideration  of  the  motion  should  be  postponed  until 
final  hearing  (citing  Bauer  y.  Orone,  G.  D.,  1904,  836;  111  O.  G^  1939). 
Forsberg  t.  Bradtntry,  89. 
2.  DiscBimoN  OF  Examiner  or  Intkbfebsnces. — When  the  Bzamtner  of 
Interferences  postpones  consideration  of  a  motion  to  amoid  a  prelimi- 
nary statement  until  the  final  hearing,  his  action  will  not  be  disturbed 
unless  it  is  apparent  that  in  so  ruling  he  has  abused  his  discretion. 
Gammeter  v.  Thropp,  140. 
MOTION  TO  DISSOLVE  INTERFERENCE.  See  Interference,  6,  30,  37,  88; 
Motion  to  Amend  Applications. 

1.  Delay  in  Bbinging — Order  to  Show  Cause. — Where  a  party  who  is 

under  order  to  show  cause  why  Judgment  should  not  be  rendered  against 
him  on  the  record  brings  a  motion  to  dissolve  the  interference  after 
the  time  allowed  by  the  rules,  it  is  incumbent  upon  him  to  Justify  the 
delay  in  bringing  such  motion  by  reasons  which  are  compelling  in  their 
nature.  It  is  not  suffldoit  to  merely  show  that  it  was  not  oonvoiient 
to  file  the  motion  within  the  time  or  that  the  matter  was  delayed  by 
other  business  which  was  deemed  more  pressing.  Rotter  t.  Samuel- 
son,  7. 

2.  Sundays  Included  in  the  Thirty  Days. — In  computing  the  thirty  days 

which  are  allowed  by  the  rules  for  the  filing  of  a  motion  to  dissolTC 
an  interference  Sundays  and  holidays  are  not  excluded.  Bkeith  and 
Burrows  v.  Trout  v.  Cleveland,  37. 

8  Appeal  from  Favorable  Decision. — It  is  well  settled  that  no  appeal  lies 
from  the  decision  of  the  Primary  Examiner  denying  a  motion  to  dis- 
solve an  interference  upon  the  ground  that  the  claim  is  not  patentable 
to  one  of  the  parties  or  that  he  has  no  right  to  malce  said  daim. 
Numan  v.  Ashley,  59. 

4.  Supervisory  Authority  Exercised  Only  in  Clear  Case. — ^It  is  also  well 
settled  that  the  supervisory  authority  of  the  Commissioner  will  be 
exercised  on  petition  to  review  a  favorable  decision  on  a  motion  to 
dissolve  an  interference  only  in  case  of  manifest  error.    Id, 

6b  Transmission. — ^A  motion  to  dissolve  the  interference  on  the  ground  of 
non-patentability  of  the  issue  Held  sufficiently  definite  in  view  of  the 
character  of  the  invention.  Herbert  v.  Payne  and  Bimms  t.  Fried- 
lander,  122. 

6.  Trade-Marks — Same. — ^A  motion  to  dissolve  based  on  the  ground  that 

the  date  of  adoption  and  use  alleged  by  one  of  the  parties  was  subse- 
quent to  that  of  the  registration  of  H.  and  O.  Held  properly  refused 
transmission  in  view  of  the  fact  that  an  interference  between  the  ap- 
plication of  this  party  and  the  registration  of  H.  and  G.  had  been  finally 
decided  in  favor  of  the  former.  Qoehel  d  Sons  Grocer  Company  v. 
Johnson,  207. 

7.  Same. — The  interpretation  put  upon  the  issue  of  the  interference  by  the 

Primary  Examiner  Held  to  Justify  the  transmission  of  a  second  motion 
to  dissolve  the  interference  on  the  ground  that  the  issue  thereof  is 
ambiguous  and  that  the  counts  have  different  meanings  in  the  applica- 
tions of  the  respective  parties.    Schuize  v.  Lennox,  229. 

8.  Decision    of    the   Primary    Examiner— Appeal — Reheabino. — ^Appeal 

from  a  decision  of  the  Primary  Examiner  holding,  on  a  motion  to  dis- 
solve, that  the  issue  is  patentable  is  prohibited  by  the  rules,  and  the 
question  of  granting  a  rehearing  of  such  a  motion  rests  within  the 
Examiner's  discretion.    Qreene  v.  Covert,  28d. 
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that  the  issue  is  not  patentable  where  this  gronnd  of  the  motion  is 
indefinite,  since  the  question  of  the  right  to  make  the  claims  and  of 
differ^ice  of  meanings  of  the  counts  is  not  dependent  upon  the  prior 
art    Fotoler  v.  Vptegraff,  357. 

18.  SuppoBTKD  ijr  Part  by  Aittidavits—Tbansmission.— Where  a  motion  to 

dissolTO  is  filed,  which  in  part  is  in  proper  form  and  in  part  based 
upon  or  supported  by  affidavits,  Held  that  it  should  be  refused  trans- 
mission only  in  so  far  as  it  is  supported  by  the  affidavits.  Dunn  v. 
Douglass,  360. 

19.  Allegation  of  Public  Use— Transmission.— A  motion  to  dissolve  on  the 

ground  that  the  invention  in  issue  has  been  in  public  use  Held  properly 
refused  transmission.    Id, 

20.  Filed  Befobe  Opening  of  the  Pbeliminaby  Statements. — ^A  motion 

to  dissolve  if  filed  before  the  opening  of  the  preliminary  statements 
should  be  refused  transmission  unless  the  circumstances  are  such  that 
the  parties  would  be  held  bound  by  a  decision  rendered  on  such  a 
motion  and  would  not  be  entitled  after  the  opening  of  such  statement 
to  file  further  motions.    Id. 

21.  Based  on  Public  USFy— Will  Not  be  TBANSMrrTEo.— A  motion  to  dissolve 

based  on  the  allegation  that  the  invention  in  issue  is  unpatentable  by 
reason  of  a  certain  public  use  Held  properly  refused  transmission,  since 
it  is  well  settled  that  where  an  interference  exists  between  pending 
applications  the  institution  of  public-use  proceedings  prior  to  the  de- 
termination of  priority  will  be  refused.  Gardner  v.  Delson  v.  SampUner 
V.  Meyers,  ^1, 

22.  Tbansmission — ^Restb  Labgelt  Within   the  Discbetion  of  the  EIx- 

AMINES  OF  iNTEBFEBENCEs. — ^Tho  transmission  of  motions  to  dissolve 
rests  largely  within  the  discretion  of  the  Examiner  of  Interferences, 
and  his  action  transmitting  such  a  motion  will  be  disturbed  only 
where  an  abuse  of  his  discretion  is  shown.  Quensel  v.  Know  v.  Pries 
V.  Murphy,  372. 

23.  Same. — ^The  fact  that  the  references  cited  on  a  motion  to  dissolve  were 

of  record  in  the  application  of  the  parties  is  not  in  itself  sufficient 
ground  for  refusing  to  transmit  such  a  motion.    Id. 

24.  Allegation  of  Inopebativeness   Should  Not  be  Suppobted  bt  Affi- 

davits.—A  motion  to  dissolve  based  on  the  ground  that  the  device  of 
the  opposing  party  is  inoperative  should  not  be  refused  transmission 
because  unaccompanied  by  affidavits  in  support  thereof,  since  such  affi- 
davits could  not  be  considered  by  the  Primary  Examiner,  {cUing  Horton 
V.  Leonard,  C.  D.,  1910,  81 ;  155  O.  G.,  306.)  Id, 
26.  Tbansmission. — A  motion  to  dissolve  on  the  ground  that  the  issue  is  not 
patentable  over  the  prior  art  Held  properly  refused  transmission  where 
a  prior  motion  by  the  same  party  based  on  the  gound  that  the  opposing 
party  had  no  right  to  malce  the  claims  and  that  the  claims  have  differ- 
ent meanings  in  the  cases  of  the  respective  parties  had  been  denied, 
it  being  well  settled  that  the  Issue- of  an  interference  will  be  given  the 
broadest  interpretation  consistent  with  the  plain  language  thereof. 
Burden  v.  Manson,  393. 

MOTION  TO  SUPPRESS  TESTIMONY.     See  Testimony,  7,  8. 

MOTION  TO  TAKE  TESTIMONY.     See  Testimony,  4,  5,  6. 

NEW  APPLICATION.    See  Abandoned  Applications,  9. 

NEW  CLAIMS.    See  Abandonment  of  Applications,  2;  Prosecution  of  Applica- 
tions,  2,  3,  29,  43,  44. 
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propertiefl  as  dlBtilled  water  nor  merchandise  of  such  character  as  to 
come  within  the  natural  expansion  of  the  previous  business  of  the 
opposer.    Conswners  Co,  v.  Hydros  Ohemical  Co,^  261. 

OPTION.    See  Protecution  of  Applications,  23. 

ORAL  TESTIMONY.    See  Interference,  1. 

ORDER  OF  THE  COURT.    See  Bankruptcy,  2. 

ORIGINAL  APPLICATION.  See  Division  of  Applications,  3;  Reissue  Appli- 
oations,  6, 10. 

OWNERSHIP.    See  Certificate  of  Correction, 

PARTICULAR  PATENTS. 

1.  TwrroHEU/— No.  027,208.— The  pat«it  to  Twitchell,  No.  927,288,  Held 

valid  and  infringed.    («)  Ttdtcf^ll  v.  Rudolph  d  West  Co,,  417. 

2.  De  Banoe — No.  301,220 — Gab-Check. — ^The  De  Range  patent,  for  a  gas- 

check,  Held  not  anticipated,  valid,  and  infringed.  (**)  The  United 
States  v.  Soci4t4  Anonyme  des  Anciens  Etahlissem^nts  Cail,  020. 
PATENTABILITY.  See  Abandonment  of  Applications,  3;  Anticipation,  1; 
Construction  of  Claims,  1,  3,  4,  6,  8,  10,  11,  12,  13,  15, 16,  17,  18,  21,  22; 
Designs,  1,  2 ;  Interference,  14,  16,  10,  37 ;  Invention;  Motion  to  Amend 
Applications;  Motion  to  Dissolve  Interference,  3,  6,  8,  0,  10,  IS,  14,  17, 
21,  25 ;  Priority  of  Invention,  30,  41 ;  Prosecution  of  Applications,  1,  22, 
24,  27,  20,  31;  Reissue  Applications,  5,  6;  Res  Adfudicata,  2,  8;  Right 
to  Make  Claims,  8. 

1.  Not  Considered. — It  is  well  settled  that  the  patentability  of  the  issue  over 

the  prior  art  is  not  a  matter  which  can  be  raised  at  final  hearing  on 
priority,  and,  further,  that  no  appeal  lies  from  the  refusal  of  the  Ex- 
aminers-in-Chief  to  make  a  recommendation  as  to  the  patentability 
under  Rule  126.  (Walsh  v.  Hallhauer,  C.  D.,  1001,  0;  04  O.  G.,  223; 
Woods  v.  Waddell,  C.  D.,  1003,  301;  106  O.  G.,  2017.)  Smith  and 
Larsen  v.  HUl,  07. 

2.  Pad  fob  Abtificial  Teeth. — Claims  for  a  pad  to  be  worn  between  the 

gums  and  a  plate  for  artificial  teeth.  Held  unpatentable  over  the  prior 
art.    Ea  parte  Moore,  112. 

3.  Invention — ^Pad  fob  Artificial  Teeth. — Claims  for  a  pad  of  particular 

form  to  be  worn  between  the  gums  and  a  plate  for  artificial  teeth,  Held 
patentable  over  the  prior  art  in  view  of  affidavits  of  dentists  of  skill 
and  long  experience  that  this  pad  provides  an  effective  remedy  for  the 
trouble  arising  from  folse  teeth  and  tmder  gums  and  that  they  had 
constantly  exercised  their  ingenuity  and  skill  to  find  a  remedy  therefor, 
but  without  success.     {*)  In  re  Moore,  472. 

4.  Same — Filament  fob  Elbctbic  LiAmps. — Claims  for  a  filament  for  electric 

lamps.  Held  unpatentable  in  view  of  the  prior  art  Ba  parte  Wets- 
bach,  154. 

5.  Abticle — SuPEBiOBiTY  OF  Pbooess  Immatebial. — In  considering  the  ques- 

tion of  the  patentability  of  an  article  '*  made  by  whatever  process  one 
may  choose  to  employ  "  the  superiority  of  the  process  by  which  it  is 
actually  made  is  immaterial.     {*)  In  re  Hodkinson,  558. 

PATENTEE  AND  APPLICANT.     See  Interference,  17. 

PATENT  RIGHTS.  See  Jurisdiction  of  the  Federal  Courts;  Monopoly,  2; 
Suits  Upon  Contracts. 
1.  Rights  Undeb  Patent. — The  property  right  in  the  materials  composing  a 
patented  machine  and  the  right  to  use  for  the  purpose  and  In  the 
manner  pointed  out  by  tiie  patent  are  separable  righta  (**)  Henry 
et  ol.  y.  A,  B,  Dick  Company,  576). 
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2.  INTEBFEBENCE— Abandonment. — Evidence  Held  to  show  that  the  mark 
in  issue  was  abandoned  by  the  predecessor  in  business  of  the  L.  C!o. 
and  priority  awarded  to  the  M.  Co.,  which  began  the  use  of  the  mark 
subsequent  to  this  abandonment,  but  prior  to  the  use  of  the  L.  Co. 
Levering  Coffee  Company  v.  Merchants  Coffee  Co.,  187. 

8.  Same — Same.— Bvidence  Held  to  show  that  the  mark  in  issue  was  aban- 
doned by  the  predecessor  in  business  of  the  L.  C!o.,  and  priority  awarded 
to  the  M.  Co.,  which  began  the  use  of  the  mark  subsequent  to  this 
abandonment,  but  prior  to  the  use  of  the  L.  C!o.  (*)  Levering  Coffee 
Company  v.  Merchants  Coffee  Co.,  547. 
PRIORITY  OF  INVENTION.  See  Construction  of  Claims;  Interference,  1,  2, 
4,  12,  21,  23,  30,  35;  Motion  to  Dissolve  Interference,  21;  Patentability; 
Public-Use  Proceedings,  4,  5;  Reduction  to  Practice;  Right  to  Make 
Claims;  Testimony,  1. 

"L  Diligence. — ^Priority  Held  properly  awarded  M.,  since  the  evidence 
fails  to  establish  that  P.,  the  Junior  party,  had  a  conception  of  the  in- 
vention prior  to  M.'s  filing  date,  or  if  he  be  assumed  to  be  the  first 
conceiver  that  he  was  diligent  at  the  time  M.  entered  the  field.  Pope  v. 
McKenzie,  3. 

2.  Same. — Evidence  considered  and  Held  to  establish  that  B.  was  the 
first  to  conceive  the  invention  and  was  exercising  due  diligence  in 
reducing  the  same  to  practice  at  the  time  that  O'C.  entered  the  field 
and  subsequently  thereto.    Bettendorf  v.  O* Connor,  41. 

8.  Testimony — Failube  to  Intboduce  Cumulative  Evidence. — Where  B. 
had  clearly  established  that  he  was  the  first  to  conceive  the  invention. 
Held  that  no  unfavorable  presumption  could  be  drawn  from  the  fact 
that  he  did  not  introduce  the  testimony  of  other  witnesses  to  describe 
the  invention  in  detail.    Id. 

4.  Diligence. — Evidence  reviewed  and  Held  to  establish  that  W.  was  the 
first  to  conceive  the  invention  and  was  diligent  at  and  after  the  time 
M.  entered  the  field  and  that  priority  was  properly  awarded  him. 
i*)Midgley  v.  Ward,  442. 

6.  Right  to  Make  Claims. — Where  it  appeared  that  one  of  the  parties  to 
an  interference  had  no  right  to  make  the  claims  in  issue,  Held  that  the 
Examiners-in-Chief  properly  awarded  priority  to  the  opposing  party  on 
that  ground.    McBerty  v.  Shore  and  Shore,  45. 

6.  AwABD — Diligence. — ^H.  after  his  conception  of  the  invention  In  issue 

entered  into  an  investigation  to  determine  whether  it  would  infringe 
any  previously  granted  patent  before  filing  his  application.  During 
this  investigation  W.  conceived  the  invention  and  filed  his  application. 
Held  that  H.  was  lacking  in  diligence  and  that  priority  was  properly 
awarded  to  W.    Hawkins  v.  Ward,  50. 

7.  Same— DiscLosuBE  of  Invention. — Priority  Held  properly  awarded  to 

W.,  since  certain  prior  applications  relied  upon  by  T.  do  not  disclose 
the  invention,  even  if  T.  could  be  permitted  to  amend  his  preliminary 
statement  so  as  to  allege  dates  of  invention  as  early  as  the  filing  dates 
of  these  applications.    Thomas  v.  Weintrauh,  55. 

8.  Same. — Held  that  the  record  established  that  B.  was  the  prior  inventor. 

(♦)  O'Connor  v.  Bettendorf,  444. 

9.  Same. — ^Priority  Held  properly  awarded  to  B.     (*)  O'Connor  y.  Betten- 

dorf, 446. 
10.  Same. — Priority  Held  properly  awarded  to  B.     (*)  "Sash  t.  Bettendorf^ 
447. 
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21.  Award — ^E^tidence. — Record  and  evidence  considered  and  Held  that  the 

application  of  H.  and  R.,  the  senior  parties,  discloses  the  invention  in 
issue,  and  priority  was  therefore  properly  awarded  to  them.     (*)/<!. 

22.  Same. — ^Priority  Held  properly  awarded  to  W.,  the  senior  party.     (C.  D., 

1912,  127;  177  O.  G.,  1296.)     (*) Brewer  v.  Whitney,  474. 

23.  Same. — Evidence  reviewed  and  McM.  Held  to  be  the  "  real  inventor,"  and 

therefore  entitled  to  the  award  of  priority.  (♦)  McManus  v.  Ham- 
mer,  474. 

24.  Same.— Evidence  reviewed  and  Held  insufficient  to  establish  that  W.  had 

a  conception  of  the  invention  In  issue  prior  to  that  of  B.  and  T.  or  that 
he  I'educed  the  invention  to  practice  prior  to  the  filing  of  the  applica- 
tion of  B.  and  T.,  and  that  priority  was  therefore  properly  awarded 
the  latter.     Williams  v.  Barnes  and  Thorschmidty  168. 

25.  Same — Reduction  to  Practice. — Evidence  reviewed  and  Held  insufficient 

to  establish  that  a  device  constructed  by  G.  prior  to  Q.*8  reduction  to 
practice  of  the  invention  in  issue  amounted  to  anything  more  than  an 
abandoned  experiment    Quenzer  v.  Collis,  172. 

26.  Same — Goncealmbitt. — Held  that  if  a  device  built  by  O.  prior  to  Q.'8 

reduction  to  practice  constituted  a  reduction  to  practice  of  the  inven- 
tion C.  had  so  concealed  the  same  as  to  justify  an  award  of  priority 
to  Q.  under  tha  ruling  in  Mason  v.  Hepburn  (G.  D.,  1898,  510;  84  O.  O., 
147;  13  App.  D.  C.,  86).    Id, 

27.  Same. — Evidence  reviewed  and  Held  insufficient  to  establish  beyond  a 

reasonable  doubt  that  H.,  who  was  the  last  to  conceive  the  invention 
in  issue,  reduced  the  same  to  practice  before  Q.  filed  his  application, 
and  priority  Held  properly  awarded  to  G.     (♦)  Huff  v.  Gvlick,  488. 

28.  Same — Delay   in   Filing  Application — Goncealment. — ^Where  W.   re- 

duced the  invention  to  practice  prior  to  the  earliest  date  of  invention 
claimed  by  L.,  Held  that  W.  did  not  forfeit  his  right  to  a  patent  in 
favor  of  L.  by  delay  in  filing  his  application  where  there  was  no  sup- 
pression or  concealment  of  the  invention.    Walker  v.  Lederer,  177. 

29.  Same. — Evidence  reviewed  and  Held  to  establish  that  M.  was  the  first  to 

conceive  the  invention  in  issue  and  the  first  to  reduce  the  same  to 
practice.  Priority  Held,  therefore,  properly  awarded  to  him.  Bradley 
V.  Miggett,  183. 

30.  Same — Diligence. — Where  B.,  who  was  the  last  to  reduce  the  invention 

to  practice,  experimented  with  the  invention  during  a  period  of  eight- 
een months  or  two  years  only  in  a  desultory  way,  although  he  had 
at  his  command  every  facility  to  promote  expeditious  work  there- 
upon, Held  that  he  was  not  diligent  and  that  he  would  not  be  entitled 
to  an  award  of  priority  if  he  had  established  a  conception  of  the  inven- 
tion prior  to  that  of  M.    Id, 

81.  Same. — Evidence  reviewed  and  priority  Held  properly  awarded  to  Q. 
(G.  D.,  1912,  172;  179  O.  G.,  575).     (•)  CoUis  v.  Quenzer,  602. 

32.  Same—Right  to  Make  the  Glaims. — ^Priority  awarded  to  R.  on  the 
ground  that  the  claim  in  Issue  where  properly  construed  is  not  read- 
able upon  the  disclosure  of  S.     {*)Rice  v.  Bchuite,  506. 

83.  Same.— Priority  Held  properly  awarded  to  M.  (O.  D.,  1912,  183;  179 
O.  G.,  1108).     OBradley  v.  Miggett,  510. 

34.  Same.— Priority  Held  properly  awarded  to  K.,  the  senior  party  (C.  D., 
1912,  148;  178  O.  G.,  887).     (•)  Baetz  v.  Kukkuck,  615. 

36.  Same — Earlier  Applications. — ^Priority  Held  properly  awarded  to  W.  on 
the  ground  that  the  invention  in  issue  is  not  disclosed  in  certain  earlier 
applications  relied  upon  by  H.     {*)Hewitt  v.  Weinirauh,  618. 
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86.  Same.— Priority    Held    properly    awai 
(C.  D.,  1912,  110;  117  O.  G..  771.)     (• 

37.  Same — Originality. — Evidence  reviewe 

was  not  an  original  inventor  of  the  ii 
Icnowledge  thereof  from  S.     i*)8umm 

38.  Same. — Held  that  priority  should  have 

1  and  that  priority  was  properly  awi 
counts.     {*)Kruh  v.  Thomas,  528. 

39.  Appeal — Question  op  Patentability 

qnestion  of  the  patentability  of  the  isa 
considered  by  the  court  of  appeals.  ** 
determine  whether  either  party  shall 
presented  to  us  is,  conceding  there  ii 
party  was  the  first  to  Invent  or  disc 
Wetmore  and  Niemann,  537. 

40.  Award— Diugence. — O'C.  conceived  th€ 

and  immediately  set  about  reducing  it  t 
tion  on  February  4,  1909.  C,  who  1 
1898,  made  devices  and  tested  them; 
to  establish  a  reduction  to  practice.  1 
prior  to  O'C.'s  conception.  O.  did  notl 
till  his  application  was  signed  on  Jant 
was  not  filed  till  February  8,  1909.  Ht 
at  hand  to  enable  him  to  speedily  redt 
file  his  application  at  a  much  earlier  d 
and  that  priority  was  properly  awardec 
nor,  640. 

41.  Appeal — ^Patentability  or   Issue   Not 

peals. — On  an  appeal  from  a  decisis; 
priority  the  question  of  the  patentabllil 
sldered.     {*) Hopkins  v.  Cleat,  545. 

42.  Award. — Priority  on  the  face  of  the  recoi 

as  to  counts  1  and  3  of  the  issue  and  to 

48.  Same — ESvidence. — Evidence  reviewed  aE( 

that  W.  was  the  first  to  conceive  the  i 

Held  properly  awarded  B.  and  T.     (*i 

Schmidt,  550. 

44.  Same — Diligence. — ^H.,  who  was  the  first 

lacking  in  diligence  in  reducing  the  i 

awarded  to  S.     {*) Slick  v.  Hansen,  551 

46.  Same — Evidence.— Evidence  reviewed  a: 

tain4d  the  burden  of  proof  on  him  as  j : 

his  knowledge  of  the  invention  from    : 

awarded.     (♦)  Poffenharger  v.  Olson,  5  i 

46.  Reduction  to  Practice — Concealment.— 

v.  Hepburn,  and  cases  following  it  app 
stances  of  inaction  show  an  intention  1 1 
the  knowledge  of  the  invention'  until  i 
quent  inventor  on  the  unoccupied  field  I 
delay,  not  induced  by  such  facts  and  ( i 
and  accounted  for  in  accordance  with 
the  equitable  doctrine  of  laches."     {*)  '. 

47.  Same— Same. — "As  Walker's  applicatioi 

edge  of  Lederer's  subsequent  invention 
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delay  in  making  the  same,  under  all  the  facts  and  drcumstanoes  stated, 
was  not  so  inexcusable  as  to  estop  him  from  claiming  the  reward  of  his 
earlier  InTention."     (*)  Id. 

48.  Same — Bvidknce. — ^Evidence   reviewed   and  Held  to  establish  that  8. 

reduced  the  invention  to  practice  prior  to  the  earliest  date  to  which  B. 
is  entitled,  and  priority  Held  properly  awarded  the  former.  SUngluff 
▼.  Bolin,  257. 

49.  Sams — Same. — M.  Held  entitled  to  make  the  claims  in  issue  and  the  evi- 

dence Held  to  establish  conception  and  reduction  to  practice  by  him 
prior  to  the  earliest  date  to  which  McQ.  and  B.  are  entitled  or  at  least 
prior  conception  followed  by  diligence  and  priority  properly  awarded 
him.     (•)  Western  Electric  Co,  v.  Martin,  567. 

50.  Same— Same. — Evidence  considered  and  Held  to  establish  that  lind- 

mark  introduced  the  invention  into  this  country  prior  to  the  earliest 
date  claimed  by  de  Ferrantl  and  was  reasonably  diligent  in  filing  liis 
application  and  that  priority  was  therefore  properly  awarded  him. 
De  Ferranti  v.  Undmark,  300. 

61.  Same — Same — Right  to  Make  the  Claim. — Record  considered  and  Held 

to  show  that  the  claims  in  issue  define  a  process  not  disclosed  in  the 
specification  of  D.  and  that  priority  was  therefoi-e  properly  awarded  W. 
Wood  V.  Duncan^  314. 

62.  Same — Same. — Evidence  reviewed  and  Held  in  the  absence  of  any  testi- 

mony on  behalf  of  H.  to  establish  that  he  was  not  an  original  inventor, 
but  derived  his  knowledge  of  the  invention  in  issue  from  S.  throufi^  a 
third  party  and  priority  awarded  to  S.    Bteinherger  v.  Hewlett,  823. 

63.  Obiginaijtt. — ^Evidence  reviewed  and  Held  to  establish  that  J.  was  not 

an  original  inventor  of  the  invention  in  issue,  but  that  he  derived  his 
knowledge  thereof  from  P.,  and  priority  Held  properly  awarded  the 
latter.    Jenks  v.  PageUen,  330. 

64.  (Conception  op  Invention — Reduction  to  Practice. — ^Testimony  reviewed 

and  Held  to  establish  that  R.  was  the  first  to  conceive  the  inv^tion  in 
issue  and  the  first  to  reduce  the  same  to  practice,  and  priority  H^d 
properly  awarded  him.  Rogers  v.  Lang,  382. 
66.  Same — Same. — Evidence  reviewed  and  Held  insuiflcient  to  establish  that 
R.,  who  was  the  last  to  conceive  the  invention,  reduced  the  same  to 
practice  prior  to  G.'s  filing  date.  Rinehart  v.  Oihson,  387. 
66.  Obiqinalitt. — Evidence  reviewed  and  Held  to  establish  that  R.  was  not 
an  original  inventor,  but  derived  his  knowledge  of  the  Invention  in  issue 
from  G.,  and  that  priority  was  properly  awarded  the  latter.  (♦)  Rine- 
hart V.  Qihson,  573. 

PROCESS.    See  Construction  of  Claims,  7 ;  Invention,  1 ;  Priority  ot  Invention, 
51;  Prosecution  of  Applications,  11,  12. 

PROCESS  AND  APPARATUS.     See  Abandonment  of  Applications,  8. 

PROCESS  AND  ARTICLE.     See  Patentability,  5 ;  Prosecution  of  Applications, 
le,  17. 

PROOF.    See  Priority  of  Invention,  12 ;  Reduction  to  Practice,  8. 

PROPERTY  RIGHTS.  See  Abandonment  of  Trade-Marks,  3;  Assignment  of 
Trade-Marks,  1;  Patent  Rights, 
No  Abstract  Profbbty  Right  Therein. — It  Is  well  settled  that  there  is 
no  abstract  property  right  in  trade-marks.  The  use  of  a  trade-mark 
by  one  manufacturer  or  vender  upon  an  article  will  not  prevent  another 
from  adopting  the  same  trade-mark  for  an  article  of  different  descriptive 
properties.  Johnson  Educator  Food  Co.  v.  Sylvanus  Smith  d  Oo.^ 
InCf  27. 
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PBOSBCUTION  OF  APPLICATIONS.  See 
Affidavits  Under  Rule  15;  Amendment 
Drawings;  Division  of  Applications;  I 
in  Foreign  Country;  Reissue  Applicat\ 

1.  Declabation  of  Intekfebknce. — Where 

for  an  automobile  lamp  was  not  pate 
of  record.  Held  that  he  properly  rel 
with   a   prior   patent  for  a   design 
Taylor,  1. 

2.  Presentation  of  Claims  After  Final 

INC. — Where  after  a  final  rejection  ai 
that  the  finally  rejected  claims  be  can< 
Held  that  a  statement  that  neither  th* 
looked  for  a  final  rejection  and  In  vlev 
cant  was  willing  to  take  narrower  cla 
required  by  Rule  68  (citing  ex  parte  1 
1033).    Ex  parte  Dietriok,  11. 

8.  Abandonment. — Where  within  a  year  ft 
an  amendment  was  filed  directing  ttu 
canceled  and  adding  new  claims,  whlc 
fused  to  enter  for  lack  of  sufficient  sh 
the  expiration  of  the  year  applicant  <3 
canceled,  Held  that  no  responsive  ad 
year  and  that  the  application  was  aba 

4.  Same. — ^An  allegation  that  an  amendmei 
tory  period  and  that  the  attorney  was 
had  not  been  received  until  he  made 
the  expiration  of  that  period,  in  vie^i 
associate.  Held  insufficient  to  show  tb 
of  the  case  was  unavoidable.    Ex  pa^^ 

6.  Final   Rejection. — Where  ample  oppo  • 
applicant  to  present  such  claims  as  li 
Issue  had  been  reached  between  himsel: 
final  rejection  was  properly  entered,    j  1 

6.  Action  Not  Responsive — ^Abandonment. 

Ing  a  final  rejection  which  had  been 
neither  cancels  the  rejected  claims  w 
have  the  final  rejection  set  aside  as  pi  i 
tlon  is  abandoned.    Id, 

7.  Time  Within  Which  Action  Mat  be   I 

Jected  on  June  1,  1909,  the  statutory  i 
1910.    Id. 

8.  Application — Petition  That  Examine; 

TioN. — ^A  petition  that  the  Ebcamlner  b< 
to  the  claims  dismissed  as  premature 
amlner  had  not  been  requested  to  gl  i 
rejection.    Ex  parte  Smith,  49. 

9.  Election — Ground   fob   Rejection. — Yi  : 

opinion  that  an  amendment  contains  < 
and  distinct  from  that  previously  cla  i 
celatlon  of  such  claims.    From  sucl 
aminers-in-Chlef.    Ex  parte  Weaver,  I  I 
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10  Abaitdonment. — Where  in  response  to  a  requirement  of  the  Bxamtn.«r 
that  a  design  be  iUustrated  by  showing  the  article  in  perspective  or 
side  elevation  the  applicant  materially  changed  his  claim.  Held  that 
the  fact  that  the  Examiner  did  not  consider  this  amendment  a  com- 
pliance with  the  decision  of  the  Commissioner  in  applicant's  copending 
application  did  not  Justify  a  holding  that  the  amendment  was  insuffi- 
cient to  save  the  case  from  abandonment.    Ew  parte  Mygatt,  81. 

11.  Device  Held  to  be  Inopebative — ^Action  on  the  Mebits. — ^Where  in 

response  to  a  requirement  to  demonstrate  the  operativeness  of  the 
process  claimed  the  applicant  filed  affidavits  which  the  Examiner  re- 
garded as  insDfficient  to  comply  with  the  requirement.  Held  that  the 
Examiner  should  have  rejected  the  claims  on  the  ground  that  the 
process  was  inoperative.    Ex  parte  Wynne,  84. 

12.  Same — Abandonment. — Where  the  Examiner  required  that  the  impera- 

tiveness of  applicant's  process  be  demonstrated  and  at  the  end  of  the 
year  applicant  filed  aflldavits  in  an  attempt  to  comply  with  the  re- 
quirement, the  fact  that  the  Examiner  regarded  these  affidavits  as 
Insufficient  to  establish  that  the  process  was  operative  did  not  Justify 
a  holding  of  abandonment.    Id. 

18..MATTEB8  OF  Mebit  Not  REVIEWABLE  ON  PETITION. — The  ruliug  of  the 
Examiner  that  an  element  should  not  be  cited  more  than  once  in  a 
claim  and  that  the  claim  is  objectionably  functional  relates  to  matters 
of  merit  and  will  not  be  reviewed  on  petition.    Ew  parte  Jennings,  153. 

14.  Inofeeativeness — Gbound  of  Rejection. — If  the  Examiner  believes 
the  device  as  shown  and  described  to  be  inoi)erative,  he  should  make 
this  one  of  the  grounds  of  rejection.  If  he  believes  that  an  operative 
device  is  disclosed,  but  intends  to  hold  merely  that  the  illustration  in 
the  drawing  Is  inconsistent  with  such  disclosure  in  the  specification, 
the  requirement  should  be  worded  accordingly.    Id. 

16.  Bringing  Pbemature  Pettitions  Ck)NDEMNED. — **  The  practice  of  attempt- 
ing to  prosecute  applications  before  the  Commissioner  under  the  guise 
of  petitions  brought  prematurely  and  upon  points  which  are  not  petl- 
tionable  cannot  be  too  strongly  condemned,  and  serves  no  useful  pur- 
pose."   Ex  parte  Strimhan,  195. 

16.  Division  of  Applications — Election. — ^Where  after  a  requirement  for 

division  between  article  and  process  claims  applicant  limited  his  claims 
to  the  article,  Held  that  he  is  not  entitled  to  thereafter  prosecute  in 
that  application  claims  for  the  process.    Ex  parte  Stroh,  208. 

17.  Same — Same— Abandonment. — ^After  having  elected  to  prosecute  claims 

for  an  article  the  presentation  of  process  claims  is  not  a  proper  re^x>nse 
to  the  rejection  of  article  claims,  and  no  other  action  liaving  been 
talcen  within  the  year  following  such  rejection  the  application  is 
abandoned.    Id, 

18.  Final  Rejection. — ^A  final  rejection  Held  not  premature  where  the  only 

change  made  in  the  claims  was  in  stating  that  the  supporting  chain  ia 
"secured  to"  the  vessel  Instead  of  referring  to  it  as  a  "suspending 
chain  "  or  as  "  adapted  to  sustain  "  the  vessel.    Ex  parte  Kaufman,  255. 

19.  Statutobt  Peeiod  Expibino  on  Sunday. — Where  the  year  within  which 

action  could  be  talcen  expires  on  Sunday,  Held  that  in  order  to  save 
the  case  from  abandonment  amendment  should  be  filed  on  the  preceding 
day.    Ex  parte  Miller,  265. 

20.  Reqxtibement  fob  Reduction  of  the  Numbeb  of  Claims — ^Action  on 

Mebits. — Where  the  Examiner  required  applicant  to  diminish  the  num- 
ber ef  claims  and  grouped  the  same  in  accordance  with  the  practice  in 
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of  good  and  Bufflcient  reasons  why  such  claims  were  not  earlier  pre- 
smted ;  but  it  is  within  the  discretion  of  the  Examiner  to  entor  after 
final  rejection  an  amendment  containing  claims  which,  Ia  his  opinion, 
are  patentable.    Ex  parte  Paine,  322, 

80.  Election  of  Species. — ^Where  after  a  requirement  for  diTision,  but  be- 
fore such  requirement  had  been  complied  with,  claims  were  suggested 
for  the  purpose  of  interference  and  such  interference  was  declared  and 
decided  adversely  to  the  applicant,  Held  that  the  prosecution  of  this 
interference  did  not  constitute  an  election  to  the  species  involved  therein 
and  that  applicant  was  entitled  to  present  in  this  application  claims 
to  the  other  species.    Bx  parte  Burk,  338. 

81-  Final  Re-tection. — Where  the  Examiner  had  stated  the  grounds  of  re- 
jection with  sufficient  fullness  and  it  was  apparent  that  applicant  under- 
stood the  references  and  their  application  to  the  claims,  the  fact  that 
in  the  letter  making  the  rejection  final  the  Examiner  also  stated  his 
views  fully  as  to  the  non-patentability  of  the  claims  did  not  render  the 
final  rejection  premature.    Ex  parte  Hartford,  345. 

82.  Same— Admission    of   Amendment   Aftes. — ^An   amendment   presented 

after  final  rejection  Held  properly  refused  admission  where  the  Ex- 
aminer holds  that  the  claims  submitted  differ  in  scope  from  those 
previously  rejected  and  no  error  in  this  holding  is  pointed  out,  and 
the  only  showing  for  failure  to  present  the  claims  earlier  Is  that  the 
final  rejection  was  unexpected.    Id, 

83.  Same. — Where  the  Examiner  rejected  certain  claims  in  view  of  refer- 

ences, including  a  prior  imtent  of  the  applicant,  but  did  not  explain 
the  grounds  of  his  rejection  and  in  response  to  an  amendment  stated 
that  the  claims  of  the  application  cover  the  same  invention  as 
that  covered  by  applicant's  prior  patent,  and  therefore  the  allowance 
of  the  application  would  lead  to  double  patenting,  Held  that  a  final 
rejection  in  this  action  was  premature*.    Ex  parte  Mygatt,  354. 

84.  Same. — ^Where,  after  repeated  consideration  of  the  application,  claims 

were  presented  substantially  the  same  as  those  previously  presented. 
Held  that  a  final  rejection  was  not  premature.  Ex  parte  Myers,  356. 
86.  Abandonment. — A  statement  that  it  was  not  discovered  until  after  the 
year  in  which  action  should  have  been  taken  had  expired  that  the  date 
of  one  of  the  patents  cited  was  subsequent  to  applicant's  filing  date 
Held  insufficient  to  establish  that  the  delay  in  the  prosecution  of  the 
application  was  unavoidable,  since  it  did  not  appear  why  no  response 
was  made  so  far  as  the  rejection,  based  on  other  patents,  was  con- 
cerned, nor  whether  the  question  of  an  interference  with  the  patent 
referred  to  had  been  considered.    Ex  parte  Demmler,  375. 

86.  Final  Rejection. — ^Where  an  action  rejecting  a  claim  closed  with  the 

following  statement,  "this  rejection  may  be  considered  as  final  for 
the  purpose  of  appeal,"  Held  that  this  action  was  not  so  clearly  a 
statement  that  the  case  was  closed  for  prosecution  before  the  Primary 
Examiner  as  would  justify  a  refusal  to  admit  an  amendment  filed 
within  one  year  after  such  rejection.    Ex  parte  Mygatt,  396. 

87.  Abandonment — ^*' Prosecution." — ^The  prosecution  of  an  application  re- 

quired by  section  4894,  Revised  Statutes,  includes  all  necessary  actions 
on  the  part  of  the  applicant,  not  only  to  comply  with  the  previous 
Office  action,  but  to  bring  the  case  with  a  proper  showing  before  the 
Commissioner  for  consideration  of  the  question  of  unavoidable  delay. 
Bx  parte  La  Jeunesse,  398. 
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6.  Same.— Where  it  appears  that  a  "  trolU 
operation  of  a  signaling  system,  but  i 
In  such  a  system  were  well  known, 
special  contact  did  not  constitute  dil 
practice.    Hawkins  t.  Ward,  60. 

6.  Same. — ^Where  the  claim  constituting 

for  a  combination  of  elements,  it  mu 
order  to  determine  whether  the  inveni 
practice  it  is  necessary  to  decide  whet) 
to  practice  and  not  whether  any  elemi 
the  mere  making  thereof  would  con 
Huff  V.  Gulick,  102. 

7.  Same. — Evidence  considered  and  Held  1 

reasonable  doubt  that  H.  reduced  th 
before  G.  filed  his  application.    Id. 

8.  Testimony — Surrebxtttal. — Where  G.  1 

of  reduction  to  practice  of  the  invei 
and  in  rebuttal  D.  introduced  testima 
would  not  operate  in  the  manner  allege 
to  take  surrebuttal  testimony.    Dieize  < 

9.  Pbioutt. — Where   it   is  established   thi 

ing  the  invention  in  issue  was  built 
Held  that  the  testimony  of  witnesses  h 
machine  was  completely  tested  and  i 
sold,  and  no  trouble  experienced  with 
duction  to  practice  as  of  the  date  of  the 
exactly  what  kind  of  a  test  was  made, 
the  machine  at  the  time  were  produ 
Putnam,  190. 
10.  Simple  DEncE.— A  concrete-mold  compo 
frames  Held  not  such  a  simple  device 
assembling  of  a  single  pair  of  units  < 
tablish  the  operativeness  of  the  whole 
U.  Pbiority — Diligence. — Testimony  review 
tablish  that  H.,  who  was  the  first  to  co 
to  reduce  it  to  practice,  was  diligent 
and  subsequently  thereto  and  that  pi 
\  S.    Id. 

12.  Delay  in  by  First  to  CJonceive  and  F 
g  material. — As  R.  was  the  first  to  cod 

^  reduced  the  same  to  practice  prior  to 

Held  that  R.*s  delay  in  reduction  to  p 
Lang,  382. 

18.    SoUND-BoXES    FOB     PHONOGRAPHS — TeST 

issue  Held  not  to  belong  to  that  class 
test  and  the  making  of  which  is  suffl 
practice,  since  the  mounting  of  a  diapl 
reproduce  music  is  an  exceedingly 
Gibson,  387. 
RBFERENCES.  See  Abandonment  of  Applic 
^  76,  1;  Anticipation,  1;  Construction  ( 

^  84;  Motion  to  Dissolve  Interference, 

^  1,  «,  22,  25,  26,  27,  31,  33,  41. 
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712  DIGEST  OF  DECISIONS. 

REFUNDMENT  OF  FEES. 

Appeal — Mistake. — ^Where,  In  his  answer  to  the  appeal,  the  BramlTier 
cited  certain  published  decisions  in  view  of  which  the  applicant  with- 
drew his  appeal,  Held  that  applicants  mistake  in  appealing,  If  any, 
was  one  of  law  and  that  the  fee  could  not  be  refunded.  Be  parte  WU- 
liam  Peterman,  Inc.,  91. 

REGISTRATION.  See  AntiGipation,  2,  8,  4,  6,  6;  Cancelation  of  Trade-Mark 
ReffistratUm,  6,  7;  Classes  of  Goods,  3;  Descriptive  Marks;  Foreiffn 
Applicants;  Geographical  Terms;  Goods  of  Same  Descriptive  Prop- 
erties; Labels;  Opposition  to  Registration;  Priority  of  Adoption  and 
Use;  Ten-Years  Clause;  Trade- Marks, 

1.  CoNsiDEBATioN. — In  Considering  whether  a  trade-mark  Is  registrable  the 

mark  must  be  considered  In  its  entirety.  (Johnson  y.  Brandon,  C.  D., 
1009,  298;  139  O.  G.,  782;  32  App.  D.  C,  348.)  (♦)  /n  re  Schweinfurter 
Pracisions-Kugel-Lager-Werke  Fechtel  d  Sachs,  455. 

2.  Duplication. — Held  that  the  Commissioner  has  authority  to  grant  a 

second  registration  of  a  trade-mark  to  the  same  party  and  that  where 
good  and  sufficient  reasons  are  shown  to  Justify  such  action  the  second 
registration  should  be  granted.  Ex  parte  ShinoJa  Company,  99. 
8.  INTERFEKENCE — RiGHT  OF  JuNiOB  Party  TO  REGISTRATION. — ^Registration 
Held  properly  refused  the  Junior  party,  since  the  senior  party  was  the 
first  to  adopt  and  use  the  mark  in  issue  and  the  evidence  did  not  es- 
tablish that  he  had  lost  his  rights  thereto  by  abandonment  Madame 
Irene  v.  Schioeinburg,  IH. 

4.  "Crystal   Domino,"   for   Sugar.— The  words  "Crystal   Domino,*'   for 

sugar.  Held  properly  refused  registration  in  view  of  the  prior  registra- 
tion by  the  same  applicant  of  the  word  "  Domino  "  for  the  same  goods, 
the  specimens  filed  being  substantially  the  same  as  those  forming  part 
of  the  application  upon  which  the  prior  registration  was  based  (citing 
Planten  v.  Canton  Pharmacy  Co,,  C.  D.,  1909,  408;  143  O.  G.,  1113;  33 
App.  D.  C.  268).    Ex  parte  American  Sugar  Refining  Co.,  157. 

5.  Similarity — Consent  of  Prior  Registrant — ^Doubt  Resolved  in  Favor 

OF  Applicant. — Where  there  is  a  reasonable  doubt  whether  there  Is  de- 
ceptive similarity  between  the  mark  of  an  applicant  and  that  of  a  prior 
registrant  and  the  consent  of  the  latter  to  the  registration  Is  filed. 
Held  that  the  doubt  should  be  waived  In  favor  of  the  applicant. 
(Wayne  County  Preserving  Co,  v.  Burt  Olney  Canning  Co.,  C.  D.,  1909, 
308;  140  O.  G.,  1003;  32  App.  D.  C,  279,  distinguished.)  J.  d  Riley 
Carr  v.  The  William  Schollhom  Company,  et  ah,  222. 

6.  "Red  Man"  the  Equivalent  of  "Indian." — The  words  "Red  Man" 

have  come  to  be  understood  as  the  equivalent  of  "  Indian "  and  the 
registration  of  these  words  Held  properly  refused  in  view  of  certain 
prior  registrations  in  each  of  which  the  picture  of  an  Indian  is  a  pre- 
dominating feature.    Ex  parte  Revere  Rubber  Co.,  248. 

7.  Similarity— " Kitchen  Queen,"  "Queen,"  "Queen  Qualfty."— Where 

a  prior  registration  showed  In  the  drawing  the  words  "  Queen  Quality  " 
and  in  the  specification  the  latter  word  was  disclaimed,  Held  that 
registration  of  a  hiark  consisting  of  the  words  "Kitchen  Queen"  as 
applied  to  the  same  class  of  goods  was  properly  refused,  since  a  mark 
consisting  of  the  word  "  Queen  "  or  of  the  words  "  Queen  Quality  "  is 
su  similar  to  a  mark  consisting  of  the  words  "Kitchen  Queen"  that 
their  simultaneous  use  would  be  likely  to  cause  confusion  in  the  mind 
of  the  public.  Fischer  d  Co,  y.  John  BlauVs  Sons  Co,  t.  The  ColumMa 
Bice  Packing  Co.,  Ltd.,  280, 
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8.  AppuoATioif — Mebm  Seluno   Agent  ] 

change  wtiich  is  the  seUlng  agent  : 
growers  Held  not  entitled  to  register ; 
y.  Ontario-Ovcamonga  FruU  Bwohani 

9.  NoN-REOisiBABiLrrT. — ^The  m«re  size  of 

trable,  nor  does  the  fact  that  it  is  ap 
integral  therewith  in  the  process  of  m 
well  Fire-Alarm  TeHeffraph  Co,,  894. 

10.  Sams— IJsB.— It  is  essential  to  registi 

clause,  that  the  mark  shall  have  been 

11.  Same.— A  trade-mark  described  as  a  fl 

and  cnrred  top  and  bottom  formed  ol 
tration  on  the  ground  that  this  mark 
of  the  door  of  a  box  for  police-telegraii 
not  show  that  it  ever  was  osed  as  a  t) 
the  officers  of  the  applicant  company. 

REHBARINGS.  See  Motion  to  DUfolve  Inte 
tions,  4. 
Appeal— Reoonsideratioii  or.— The  po^ 
cases  is  inherent  in  any  Judicial  trlbv 
mifisioner  himself  certainly  has  no  rela 
oyer  the  Patent  Office.    Bx  parte  Nayh 

REINSTATEMENT  OF  CLAIMS.     See  Reissm 

REINSTATEMENT  OF  TRADE-BfARK.    See  C 
tration,  7. 

REISSUE  APPLICATION.     See  Ahandonmer 
ference,  13,  87. 

1.  DiyisioNAL  Afpucations — Authority  o 

slonal  applications  are  filed  for  the  rel  i 
issaed  upon  one  of  tliem,  the  Examin: 
the  other  diyislonal  applications  unlesi 
missioner.    Bw  parte  Baylee,  76. 

2.  Same— AtTTHOBiTT  of  Gommissioneb. — V 

the  reissue  of  a  patent  are  copending, 
upon  one  of  them  does  not  d^riye  tt  \ 
subsequently  issue  patents  upon  the  ot  i 

8.  Reinstatement  or  Canceled  Claims. — ' ' 
cation  were  canceled  in  yiew  of  a  rejc : 
pllcant  was  making  the  same  claims  I 
that  a  decision  by  the  Ezaminers-in-C  i 
to  make  the  claims  in  the  earlier  appll ; 
allowing  them  to  be  reinstated  in  th< 
Wilson,  87. 

4.  Limit  or  Appeai^— Application  fob  Ri  i 
petition  for  rehearing  does  not  in  itsc 
the  time  within  which  appeal  should  be  l  ! 

6.  Patentabiutt. — ^The  delay  in  filing  a  i 
sufficiently  accounted  for  and  not  unre 

6.  Same. — Claim  2  Held  unpatentable  in  i 
1  and  5*  Held  unpatentable  as  cover!  i 
that  disclosed  in  the  original  applicati 
.  7.  Application — ^Delat. — It  is  well  settle 
issued  with  enlarged  claims  upon  an   i 
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8.  Same — Same. — A  reissue  to  correct  manifest  errors  in  the  specification 

and  to  more  fully  describe  the  construction  illustrated  in  the  drawing 
rests  upon  a  different  footing  from  a  reissue  to  include  enlarged  claims, 
and  a  showing  in  excuse  of  the  delay  which  would  be  suffici^it  in  the 
first  case  may  not  necessarily  be  so  in  the  second.    Id, 

9.  Same— Same. — Where  an  application  for  a  second  reissue  of  a  patent 

was  filed  more  than  three  years  after  the  grant  of  the  original  patent, 
Held  that  the  statement  that  applicant  relied  upon  his  attorn^  and 
the  latter  omitted  to  claim  the  invention  as  broadly  as  po^ible  and 
that  applicant  did  not  discover  the  omission  at  the  time  the  patent 
issued,  is  insuflScient  to  Justify  the  grant  of  the  reissue.    Id, 

10.  New  Mattes. — Certain  matter  inserted  in  the  specification  of  a  reissue 

application  Held  to  constitute  new  matter  and  its  cancelaticm  properly 
required.    Ex  parte  Taylor,  809. 

11.  Same  Invention. — It  is  well  settled  that  a  reissue  can  be  lawfully 

granted  only  for  an  invention  which  it  appears  from  the  original  patent 
was  intended  or  sought  to  be  covered  or  secured  by  such  original 
patent.    Sovereign  and  Lenders  v.  lAUie,  402. 

BSJEGTION  OF  CLAIMS.  See  Abandonment  of  Applications,  1,  5,  6 ;  Claims, 
4t ;  Construction  of  Claims,  19 ;  Interference,  12 ;  Prosecution  of  Applica- 
tions, 2,  7,  8,  9, 14, 17,  25,  26 ;  Reissue  Applications,  3. 

RBNEWAL  OP  P0RB1E3ITED  APPLICATIONS.    See  Priority  of  Invention,  15. 

1.  Attorney  of  Record  Has  Authority  to  File. — Held  that  the  attorney 

of  record  in  an  application  which  was  allowed  and  became  forfeited 
has  authority  to  sign  and  file  a  petition  for  the  renewal  of  the  same. 
Le  Brou  v.  Vix,  110. 

2.  Same. — Where  an  application  was  allowed  and  became  forfeited,  Held 

that  the  attorney  of  record  has  authority  to  sign  and  file  a  petition  for 
the  renewal  of  the  same.     (*)  L6  Brou  v.  "Six,  521. 

REOPENING  OF  ALLOWED  APPLICATIONS.  See  Amendments,  2;  De- 
signs, 4. 

REOPENING  OF  DECIDED  CASES.    See  Abandonment,  12. 

REOPENING  OF  INTERFERENCE.    See  Interference,  38. 

REOPENING  OF  INTERFERENCE  TO  TAKE  TESTIMONY.  See  Interfer- 
ence, 32. 

RES  AD  JUDICATA.    See  Interference,  13,  21,  23;  PubHio-Vse  Proceedings,  5. 

1.  Purpose. — The  doctrine  of  res  adjudicata  is  applied  by  the  courts  for  the 

salutary  .purpose  of  preventing  a  successful  party  to  litigation  being 
vexed  with  subsequent  litigations  by  the  same  party  who  contested  the 
prior  suit  or  by  those  in  privity  with  him  over  the  same  cause  of  action. 
Ex  parte  Temple  and  Goodrum,  70. 

2.  Patentability — Adverse  Decision  in  Interference. — In  an  int^terence 

Involving  applications  of  A.,  B.,  and  C.  Judgment  was  rendered  against 
A.  on  the  record.  After  the  termination  of  the  interference  claims  were 
made  by  A.  which  were  readable  upon  all  three  applications.  Held  that 
the  question  of  A.*s  right  to  a  patent  containing  such  claims  was  res 
adjudicata,  notwithstanding  the  t&ct  that  these  claims  could  not  have 
been  added  to  the  issue  of  the  three-party  interference  in  view  of  a 
decision  adverse  to  B.  in  another  interference.  Id. 
8.  Same— Same — ^Assignees. — Where  after  the  termination  of  an  interfer- 
ence the  assignee  of  the  losing  party  placed  the  claims  in  issue  in  an- 
other application  owned  by  said  assignee  at  the  time  the  interference 
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was  declared.  Held  that  tlM 
ground  that  the  right  of  the 
was  ret  adjudieaia  by  reaso! 
ence.    Id. 
RB8PON8IVB  ACTION  BY  THE  AF 
tkmt;  Division  of  AppUoatiw 
6. 10, 11, 12.  16, 16,  17,  18, 19, 
42,  43,  44. 
RETURN  or  AS8IQNMBNTS.    See 
RIGHT  TO  MAKB  CLAIMS.     See  d 
10, 13,  20,  85,  36,  38 ;  Motion  P 
Priority  of  Invention,  5,  32, 
Reissue  Applications,  3 ;  Test\ 
X,  iNTEnrEBKNCE—PaioaiTY. — ^Tho 
flcieat  basis  for  a  claim  Inclu^ 
that  in  his  application  as  oric 
shown  in  the  drawing.    Slinffl 
2.  Not  Depxndbnt  upon  Amendm 
make  claims  corresponding  to 
pend  upon  whether  an  amen 
question  to  be  considered  is  i 
the  application  are  sufficient  1 
question.    8eacombe  v.  Burks. 

8.   INTKSFEBBNCE — PBIOBITT. — The  * 

the  construction  of  both  parti 
view  of  the  prior  art    (*)  Be 
RIGHT  TO  PATENT.    See  Interfere 
28;  Public-Use  Proceedings,  5; 
RIGHT  TO  TRADE-MARK.     See  Reg\ 
RIGHT  TO  USE  PATENTED  MACH 
SCOPE  OF  CLAIM.    See  Amendmenh 
SECOND  APPLICATION.     See  Aham . 
SECOND  REGISTRATION  OF  TRAI 
SECOND  REISSUE  APPLICATION. 
SIMILARITY  OF  MARKS.     See  Ahi 
tion,  3,  4 ;  Cancelation  of  Trai  i 
8;  Goods  of  Same  Descriptiti 
tion,  4 ;  Priority  of  Adoption  < ; 

1.  Tbade-Mabks.— A  mark  consist 

representations  the  essential 
representation  of  a  vin^ard.  i 
grape "  Held  deceptively  sin  I 
sentation  of  two  men  bearini 
as  in   the  other  mark.     (*] 
Winery,  ^28. 

2.  Same — One  Mask   Inolttding 

goes  without  saying  that  one 
another  as  an  essential  feati  i 
lead  to  no  end  of  confusion 
just  protection  which  the  law 
8.  Same. — ^A  mark  consisting  of  i  i 
moth  and  the  word  ''Mami  i 
mark  consisting  of  the  repre  i 
of  a  mother  washing  her  chile 
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4.  Same. — "This  court  has  adopted  a  strict  rule  in  refusing  registration 

in  all  cases  where  the  apparent  similarity  would  probably  lead  to  con- 
fusion in  trade,  holding  that  the  field  of  selection  for  marlES  is  so  broad 
that  no  necessity  exists  for  the  invasion  of  one  trader  upon  even  the 
apparent  rights  of  another,  and  that  the  broadest  protection  will  be 
afforded  the  purchasing,  consuming  public  by  the  courts."     (*)/d. 

5.  Same.— A  mark  consisting  of  the  representation  of  a  number  of  owls  with 

outspread  wings  grouped  under  the  branches  of  a  tree  Held  decep- 
tively similar  to  a  mark  consisting  of  the  representation  of  an  owl 
sitting  upon  a  branch  of  a  tree  and  the  word  "  Ko'  Ko  Ko."  Jackson 
Company  v.  Rogers  d  Thompson^  22. 

6.  Same. — A  mark  consisting  of  the  pictorial  representation  of  a  man  having 

a  Joyful  or  hilarious  expression,  with  the  words  "OB  Joyful "  there- 
over, Held  not  deceptively  similar  to  a  mark  consisting  of  the  letters 
"O  B".  (Cartnel  Wine  Co.  v.  CdUfomia  Winery,  C.  D..  1912,  428; 
174  O.  G.,  586;  38  App.  D.  C,  1,  distinguished.)  The  Alewander  Milling 
Co.  V.  Vernier,  ^. 

7.  Same. — ^A  mark  consisting  of  the  picture  of  a  bear  standing  upright,  hold- 

ing a  gun,  and  the  words  "  Teddy  Bear  Brand,"  Held  deceptiv^y  simi- 
lar to  a  mark  consisting  of  the  picture  of  a  bear  having  one  foot  resting 
on  a  fish,  and  the  words  "Pioneer  Fishery."  (*)  /»  re  John  Broad- 
land,  Limited,  432. 

8.  Same. — Two  trade-marks  each  of  which  includes  the  picture  of  a  peacock 

with  outspread  tail  Held  so  similar  that  their  cont^nporaneous  use 
would  be  liable  to  cause  confusion  in  the  minds  of  the  public.  Bob  parte 
Reisch  Brewing  Co,,  34. 

9.  Same—"  EJCo  "  in  a  monogram  and  "  B.  J.  Co."— The  letters  "  BJCJo  ** 

arranged  in  the  form  of  a  monogram  Held  deceptively  similar  to  the 
prior  registered  trade-mark  "  R  J.  Co."  Bw  parte  Elliott  Jewelry  Comr 
pany,  96. 

10.  Same—"  Coro  "— "  Oobolla."— The  word  "  Coro  "  Held  to  so  nearly  re- 

semble the  word  "  Corolla  "  that  their  simultaneous  use  upon  goods  of 
the  same  descriptive  properties  would  be  likely  to  cause  confusion. 
Ex  parte  Thaddeus  Davids  Co.,  152. 

11.  Same— "  PuBocK  "  and  "Pubboxia." — The  words  "Purock"  and  "Pu- 

reoxia"  Held  so  similar  that  their  concurrent  use  upon  goods  of  the 
same  kind  would  be  likely  to  cause  confusion  in  the  mind  of  the  pur- 
chasers.   Ex  parte  Charles  E.  Hires  Company,  203. 

12.  Same—"  Dubham-Domino  "  and  "  Domino."— A  mark  consisting  of  the 

words  **  Durham-Domino  "  written  with  the  initial  letter  of  each  word 
including  the  remaining  letters  Held  so  similar  to  a  mark  consisting  of 
the  word  "Domino"  and  the  representation  of  a  domino  that  their 
simultaneous  use  upon  goods  of  the  same  descriptive  properties  would 
be  likely  to  cause  confusion.  Ex  parte  Durham  Duplex  Razor  Com- 
pany, 209. 

13.  Same.- The  mark  "  Tika  "  Held  unregistrable  because  of  its  similarity  to 

the  registered  mark  "  Swastika."    Bx  parte  J.  C.  Blair  Company,  244. 

14.  Same— "Ambeb  Bead"  and  "Ambkb."— The  mark  "Ambor  Bead"  Held 

properly  refused  registration  in  view  of  the  prior  registration  of  "Am- 
ber" as  a  trade-mark  for  goods  of  the  same  descriptive  propertiea 
(♦)  /n  re  Independent  Breweries  Company,  559. 

15.  Same.— The  title  "The  Automobile  Trade  Directory"  as  applied  to  a 

DubUcation  Held  not  so  similar  to  the  title  "  The  Cycle  and  Automobile 
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Trade  Jonnial  **  as  applied  to  a  put 
likely  to  cause  confusion  In  the  mli  i 
Co.  V.  The  Class  Journal  Co,,  2SA. 
la  Same— "  Rex-O-Tone  "  and  "  Rex."— I 
Tone"  bear  such  a  resemblance  to  < 
c<Mif  use  purchasers  If  the  two  marks  ) 
of  the  same  descriptive  properties.     ! 

17.  Same— "  Velvet  "  and  "  Vblvbtina."- 

vetlna  "  Held  to  be  so  similar  that  tb ; 
scrlptive  properties  would  be  likely  : 
the  public  and  deceive  purchasers.    1 ) 

18.  Same.— A  mark  consisting  of  the  reprt ! 

properly  refused  registration  In  view 
the  word  '*Pony"  and  the  represen 
horse  applied  to  goods  of  the  same 
The  Utrecht  Export  Cy.  Griendt  Bro\ 

19.  Same— "E   Co."  and   "B.   J.   C5o."— i^ 

"  E  Co.,"  the  last  two  letters  being  pi 
and  lower  arms  of  the  first,  Held  »] 
the  letters  "£.  J.  Co."  that  their  slii 
same  descriptive  properties  would  t 
parte  Elliott  Jewelry  Co,,  317. 

20.  Same — Fbatubes  to  be  Considered. — In 

larlty  of  trade-marks  three  features  i 
pearance  of  the  words;  second,  the  • 
and,  third,  the  significance  or  meaniii 
Kansas  Milling  d  Export  Co,,  388. 

21.  Same. — The  owner  of  a   mark   consii 

of  the  letters  "  U  "  and  "  T  "  filed  an 
a  mark  consisting  of  a  monogram  m 
and  "  S  "  and  the  abbreviation  "  Co.,' 
•*U"  and  "T"  In  the  latter  mark 
letters  In  the  mark  of  the  opposer.    J 
not  sufficiently  different  from  that  of 
a  demurrer  to  the  notice  of  oppoeltlo 
larlty  of  the  marks.     Underwood  T, 
versal  Stenotype  Co.,  385. 
SPECIFIC  CLAIMS.    See  Prosecution  of  App 
SPECIFICATIONS.     See  Abandonment  of  A 
Claims,  2 ;  Drawings,  3 ;  Interference, 
Prosecution  of  Applications,  14 ;  Regi 
^  10;  Right  to  Make  Claims,  2. 
Laitdatobt  Statements. — Purely  laudato 
the  specification  of  an  application  foi 
STATE  OF  THE  ART.     See  Construction  of  ( 
15,  16,  17,  18,  21,  22;  Designs,  1«  2; 
Motion  to  Dissolve  Interference,  17,  ! 
issue  Applications,  6;  Right  to  Make 
STATE  STATUTES.    See  PatenU,  8. 
STIPULATION.    See  Infringement,  1. 
SUBSTITUTION  OF  APPLICATION.    See  In 
SUBSTITUTION  OF  MATERIAL.    See  Inven 
SUBSEQUENT  PATENTS.    See  Anticipation, 
BUrrS  FOR  INFRINOBMBNT.    See  Infringer 


oogle 


SUITS  FOR  VIOLATION  OF  LICENSE.     See  JurisdicUm  of  the  Federal 

Courts,  1. 
SUITS  UPON  CONTRACTS.    See  Infringement,  1;  JuHsdiction  of  Federal 

Courts. 

1.  Suit  to  Compel  Assignment — Jurisdiotion  of  State  Court.— A  solt  to 

compel  assignment  of  a  patent  because  the  patent  is  an  improvonent 
on  an  earlier  one  and  included  in  a  covenant  to  convey  all  such  im- 
provements is  based  on  general  principles  of  equity  and  is  within  the 
jurisdiction  of  the  State  court  (**)The  New  Marshall  Engine  Com- 
pany and  Marshall  v.  The  Mttrshall  Engine  Company,  hy  Van  Blarcom, 
its  receiver,  617. 

2.  Same— Same.— Where  the  injunction  granted  against  sale  of  articles 

manufactured  under  a  patent  is  only  an  incident  to  a  decree  for  spe- 
cific performance  of  a  contract  to  convey  the  patent  as  an  improvement 
of  an  earlier  one,  the  relief  is  appropriate  and  is  within  the  jurisdic- 
tion of  the  State  courts.    (♦♦)  Id. 

SUNDAYS.     See  Prosecution  of  Applications,  2. 

SUNDAYS  AND  HOLIDAYS.    See  Motion  to  Dissolve  Interference,  2. 

SUPERVISORY  AUTHORITY  OF  THE  COMMISSIONER  OF  PATENTS.  See 
Interference,  14,  25;  Motion  to  Dissolve  Interference,  4;  Rehearing. 

SURREBUTTAL  TESTIMONY.    See  Reduction  to  Practice,  8. 

SUSPENSION  OF  INTERFERENCE.  See  Interference,  8,  9;  PubHo^Use  Pro- 
ceedings, 1. 

TECHNICAL  TRADE-MARKS.  See  Descriptive  Marks,  10;  Geographical 
Tenns,  1,  8. 

TEN-YEARS  CLAUSE.  See  Descriptive  Marks,  6;  Cfeographical  Terms,  2; 
Registration,  10 ;  Trade-Marks,  1. 
Opposition — "  Ten- Year  "  Clause — ^Use  Not  Exclusive. — ^The  evidence  in- 
troduced in  an  opposition  to  the  registration  under  the  ten-year  clause 
of  the  Trade-Mark  Act  of  the  word  "  Howard "  as  a  trade-mark  for 
flour  Held  sufficient  to  establish  that  the  applicant  had  not  had  exclu- 
sive usie  of  such  mark  during  the  ten-year  period.  (*)C.  A.  GambriU 
Manufacturing  Company  v.  Waggoner-Qates  MiUing  Company,  543. 

TERMINOLOGY.  See  Abandonment  of  Applications,  1;  Classes  of  €toods,  12; 
Construction  of  Claims,  2,  19,  20 ;  Infringement,  2 ;  Prosecution  of  Ap- 
plications, 18;  Reduction  to  Practice,  3. 

TESTIMONY.  See  Abandonment  of  Trade-Marks,  4;  Amendment  to  Prelimi- 
nary Statement,  4;  Interference,  1,  6,  8,  9,  21,  23,  24,  31,  82,  38;  Motion 
to  Amend  Preliminary  Statement;  Priority  of  Invention,  8,  62,  04; 
PubHo-Use  Proceedings,  2 ;  Reduction  to  Practice,  8,  9,  11. 

1.  Objection  to  Form  of  Questions — ^Disbboabded  Whebe  Pbiobitt  is  Satis- 

FACTOBiLT  ESTABLISHED. — ^Where  S.  objected  to  certain  questions  on  the 
ground  that  they  were  leading  and  to  the  instructions  to  other  witnesses 
by  counsel  for  E.  not  to  answer  certain  questions  asked  on  cross-exami- 
nation, but  these  objections  were  not  urged  before  the  Examiner  of 
Interferences  or  the  Examiners-in-Ohief,  Ifeld  that  as  E.  had  8atls> 
factorily  established  priority  of  invention  by  a  preponderance  of  evi- 
dence these  objections  would  not  be  considered,  and,  further,  that  a 
failure  to  insist  upon  these  objections  before  the  lower  tribunals  miglit 
well  be  considered  a  waiver  thereof.    (*)  Sanders  v.  Emerson,  437. 

2.  Leading  Question. — Certain  questions  considered  and  Held  not  leading. 

(*)  Midgley  v.  Ward,  442. 
8.  Joint  Invbntobship. — Where  W.,  wlio  was  under  order  to  show  cause  why 
judgment  should  not  be  rendered  against  him  on  the  rscord,  obtained 
permission  to  take  testimony  to  show  that  the  senior  parties  could 


uie  ciiBe  anaer  uie  proyisioDs  oi  uiac  aci  as  amenaea  i«  eoruary  xo,  ±v±x, 
aince  the  original  act  went  into  effect  April  1,  1905,  and  the  term 
^passage  of  the  act"  refers  to  that  date,  iew  parte  Joseph  P.  Funke 
Company,  C.  D.,  1906,  413;  124  O.  G.,  2902,)  whereas  the  amendment 
specifies  that  the  use  must  have  been  exclusive  for  "  ten  years  next 
preceding  February  20,  1905."  Em  parte  8oci^t6  Anonyme  Des  U sines 
Remy,  8. 
2.  Samb— Act  of  1905  Construed. — ^Where  it  was  contended  that  the  regis- 
trant, who  is  a  citizen  of  France,  is  not  entitled  to  the  benefit  of  the 
registration  of  October,  1905,  because  his  application  was  not  filed  in 
this  country  within  four  months  after  his  French  registration.  Held 
that  "the  act  does  not  make  it  compulsory  for  a  foreign  applicant  to 
file  his  application  in  this  country  within  four  months  after  the  appli- 
cation in  the  country  in  which  he  is  located,  but  merely  states  that 
unless  so  filed  it  will  not  be  entitled  to  the  benefit  of  the  date  of  the 
foreign  application."  i*)Deitsch  Brothers  v.  Loonen,  631. 
8.  Use  of  on  a  Few  Samples — Insufficient  to  Establish  Right. — Where 
it  appeared  that  the  only  use  made  by  an  applicant  for  the  registration 
of  a  mark  for  a  liquid  binding  agent  for  roads,  etc.,  had  been  upon  a 
small  number  of  gallon  cans  of  the  solution  which  were  shipped  as 
samples.  Held  that  this  use  is  not  such  that  any  trade-mark  right  can 
be  based  thereupon.    Paterson  v.  Hay,  320. 

TRANSFER  OF  BUSINESS.    See  Assignment  of  Trade-Marks,  2. 

TRANSMISSION  OF  MOTIONS.  See  Interference,  26,  28;  Motion  to  Amend 
Applications;  Motion  to  Dissolve  Interference,  5,  6,  7,  9,  10,  11,  13,  15, 
16,  17,  18,  19.  20,  21,  22.  23.  24,  25. 

TRIBUNALS  OF  THE  PATENT  OFFICE.  See  Interference,  3,  18;  Priority  of 
Invention,  20;  Testimony,  1. 

TRUSTEES.    See  Bankruptcy. 

TWO  APPLICATIONS.  SAME  INVENTOR.    See  Interference,  1, 13. 

USE  AND  SALE  OF  PATENTED  ARTICLES.    See  Monopoly;  Patent  Rights. 

USE  OF  PATENTED  ARTICLES  BY  THE  GOVERNMENT.  See  Construction 
of  Statutes;  Jurisdiction  of  the  Court  of  Claims. 
Patents — Act  of  June  25,  1910 — Eminent  I>omain — Injunction  Against 
Use  of  Patented  Device. — ^A  decree  of  the  Court  of  Appeals  of  the 
District  of  Columbia  granting  a  writ  enjoining  the  Chief  of  the  Ord- 
nance of  the  United  States  Army  from  making,  using,  or  causing  to  be 
used  any  guns  or  gun-carriages  containing  certain  patented  devices  re- 
versed in  view  of  the  act  of  June  25, 1910.  (**)  Crazier  v.  Pried.  Krupp 
AktiengeseUsohaft,  633. 

UTILITY.    See  Invention,  4. 

VALIDITY  OF  ASSIGNMENT.     See  Assignments,  2. 

VALID  PATENTS.    See  Particular  Patetita. 

VALID  REGISTRATION  OF  TRADE-MARKS.  See  Cancelation  of  Trade- 
Mark  Registration,  2. 

VALID  TRADE-MARE.    See  Descriptive  Marks,  14. 

WAIVER.    See  Testimony,  1. 

WITHDRAWAL  OF  ALLOWED  GASES  FROM  ISSUE.  See  Prosecution  of 
Applications,  41. 

WITNESSES.  See  Interference,  31;  Priority  of  Invention,  3;  Re^^tUm  to 
Practice,  9 ;  Testimony,  1.  5,  8,  9. 

WRIT  OF  ERROR.    See  Mandamus. 
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